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I.
SUMMARY

 AUTONUM  
The present initial study is submitted upon request of the Standing Committee on the Law of Patents (SCP) at its tenth session, held in Geneva from May 10 to 14, 2004, in order to provide a basis for discussion concerning a possible new novelty concept applicable to the prior art effect of unpublished earlier applications under Article 8(2) of the draft Substantive Patent Law Treaty (SPLT).  The study aims at providing broad background information and at facilitating further substantive discussion in the SCP, and thus addresses not only national and regional laws and practices regarding the prior art effect of earlier applications, but also the policy objectives underlying these different practices. 

 AUTONUM  
The divergences among national laws and practices in respect of the prior art effect of unpublished earlier applications seem to reflect different principles and objectives underlying the prevention of double patenting.  Examining a number of national and regional laws and practices, it appears that those different practices correspond mainly to one or more of the following three models:


(i)
Strict novelty:  if a claimed invention is explicitly or inherently disclosed in an earlier application, the earlier application defeats the patentability of the claimed invention;


(ii)
Broader novelty:  even if the claimed invention is not fully disclosed (explicitly or inherently) in the earlier application, the earlier application defeats the patentability of the claimed invention if the differences between the two are minor (for example, a replacement with a well‑known equivalent element);


(iii)
Novelty and inventive step (non-obviousness):  the earlier application defeats the patentability of the claimed invention if the latter lacks either novelty or inventive step (non‑obviousness) compared to the earlier application.

The present initial study describes the characteristics of the different models in detail and further outlines possible legal and practical consequences of applying those models.

 AUTONUM  
Further, since each model inherently provides certain advantages and disadvantages, many national and regional laws provide additional mechanisms in order to meet the underlying policy objectives, for example, provisions that avoid self-collision (earlier unpublished applications do not constitute prior art in respect of applications filed later by the same inventor or applicant) or a mechanism to subject the patent term of the later patent to that of the earlier patent (terminal disclaimer).  The study examines the effects and the applicability of those mechanisms when combined with the different models.  Since the adjustment of the term of protection per se is neither a matter of prior art nor of novelty, it is suggested that this matter does not need to be discussed in conjunction with the determination of the prior art effect of earlier applications.

 AUTONUM  
In accordance with the request of the SCP, the initial study also considers the implications of extending a broader novelty concept to the issue of novelty in general.  It seems that applying a broader novelty standard to publicly available prior art or imposing a strict novelty standard to such prior art does not lead to significant practical problems.  In the former case, certain claimed inventions may be refused on the ground of lack of novelty, and in the latter case, they may be refused on the ground of lack of inventive step.  Further, although a strict novelty standard can be applied to other cases involving a determination of the same invention, such as the validity of a priority right, divisional applications or amendments, the objectives underlying the novelty requirement and these other cases are different.  A broader novelty standard may not easily be applied to, or appropriate for, those other cases in respect of which the preservation of the original contents of the application is decisive.

 AUTONUM  
The initial study reveals that the different approaches in respect of the prior art effect of earlier applications reflect different patent cultures and societal objectives as well as different ways of balancing the interests of the parties involved under each legal framework.  Therefore, each of the various systems constitutes a delicate balance of social, economic and legal factors.  The main objective of harmonizing the prior art effect of earlier applications is to achieve a uniform prior art basis at the international level, thus contributing to more legal certainty and facilitating mutual work sharing among Patent Offices.  In order to achieve this goal, a common standard on this issue at the international level would at least need to aim at achieving simplicity, clarity, legal certainty and predictability.  

ii.
INTRODUCTION

 AUTONUM  
At its tenth session, held in Geneva from May 10 to 14, 2004, the Standing Committee on the Law of Patents (SCP) requested the International Bureau to prepare a study on a new novelty concept applicable to the prior art effect of earlier applications under Article 8(2) of the draft Substantive Patent Law Treaty (SPLT).  The SCP further agreed that the study would focus initially on draft SPLT Article 8(2), but would also consider the implications of extending such a concept to novelty in general (see paragraph 94 of the draft Report of the tenth session of the SCP (document SCP/10/11 Prov.2)).  

 AUTONUM  
The background of this document is provided by the discussions of the SCP concerning the prior art effect of earlier applications.  Earlier applications are applications the filing or priority date of which is earlier than the filing date (or priority date) of the application under consideration, and which are published on or after the filing date (or priority date) of that latter application.  Although at the time of filing, the applicant of the later application would not, in general, know that an earlier application had been filed (since the earlier application would not yet be available to the public), such an earlier application forms part of the prior art in respect of the later application in many jurisdictions.  

 AUTONUM  
Since the very beginning of the discussions on the draft SPLT in May 2001, the draft texts submitted to the SCP have included provisions on the prior art effect of earlier applications.
  In addition to other issues discussed in the Committee, such as the question of the prior art effect of unpublished earlier filed international applications under the Patent Cooperation Treaty (PCT), the issue of the extent of the prior art effect of earlier applications (namely whether such effect should extend to novelty only or to both novelty and inventive step/non-obviousness) has been on the table since the beginning of the relevant discussions.  The report of the fifth session of the SCP reflects the split of opinions among delegations on this matter
 which first appeared at an early stage of the discussions on the draft SPLT.

 AUTONUM  
While the text relating to the prior art effect of earlier applications contained in the draft SPLT has evolved over several sessions of the SCP, the main question of the extent of such a prior art effect as mentioned above has not yet been solved due to fundamental differences in approach among delegations.  Although the latest versions of the draft SPLT apply the prior art effect of earlier applications to novelty only,
 the debate on whether such prior art effect should also apply to inventive step/non-obviousness is still going on.

 AUTONUM  
At the eighth session of the SCP held in November 2002, some delegations pointed out that the question of the difference in practice between applying the prior art effect of earlier applications to novelty only and applying it to both novelty and obviousness would depend on the criteria for determining novelty.
  Similar arguments were put forward at the ninth session of the SCP held in May 2003.
  At the tenth session of the SCP in May 2004, a number of delegations suggested that, instead of extending the prior art effect of earlier applications to inventive step/non-obviousness, a concept of “enlarged novelty” could be considered as a compromise.  In response to a request for clarification by one delegation, the Chair explained that a concept of “enlarged novelty” could include inherent disclosures and equivalents in addition to a strictly “photographic” concept of novelty.
  Following that suggestion, the SCP agreed to a proposal by the Chair that the International Bureau should prepare a study on this subject, focussing initially on the prior art effect of earlier applications, but also considering the implications of extending the concept of “enlarged novelty” to novelty in general.  The present document addresses a number of issues related to this question, and further gives some consideration to the application of such a concept to novelty in general.

 AUTONUM  
Pursuant to the mandate of the SCP, the International Bureau requested, through the SCP Electronic Forum, members and observers of the SCP to provide information concerning the “novelty” criterion and the prior art effect of earlier filed, but later published applications under draft Article 8(2) of the SPLT as applied under national laws and practices.  The information received by the members of the SCP was taken into account in preparing this study. 

 AUTONUM  
Against this background, this document constitutes an initial response to the request by the SCP, aiming at providing broad background information and at facilitating further substantive discussion in the SCP.  Thus, it addresses not only national and regional laws and practices regarding the prior art effect of earlier applications, but also the policy objectives underlying these different practices.  The document first describes the general rules governing novelty and inventive step and then addresses the prior art effect of earlier applications as well as the policy objectives behind such rules (Chapters III and IV).  Chapter V portrays various national/regional laws and practices regarding the prior art effect of earlier applications with an emphasis on the applicable notion of “novelty”, and Chapter VI outlines the concept of “enlarged novelty” described by Samson Helfgott, Director of Patents, KMZ Rosenman, New York, Heinz Bardehle, European Patent Attorney, Bardehle Pagenberg Dost Altenberg Geissler, Munich and John Hornickel, Intellectual Property Counsel, PolyOne Corp., Avon Lake, Ohio.
  Chapter VII provides the concept of novelty applied to earlier applications under the SPLT.  Chapter VIII portrays a range of various concepts, including the feasibility of broadening the concept of “novelty”, and provides an analysis of the commonalities and differences characterizing them.  Chapter IX considers a number of implications to other novelty-related issues.  Chapter X draws some provisional conclusions from the previous chapters.

IiI.
GENERAL CONSIDERATIONS REGARDING NOVELTY AND INVENTIVE STEP

(a)
Novelty

 AUTONUM  
The patent system confers on a patentee the exclusive right to prevent others from commercially using the patented invention in return for the public disclosure of the invention in order to enrich the existing body of technical knowledge in the world.  It is a fundamental objective of the patent system that nothing be alienated from society which already belongs to it.  Indeed, granting a patent on an invention already known would impose constraints on society in respect of the use of known information without offering any return or benefit.  The line between what belongs to society and what can be withheld from it is, to a large extent, drawn by the notion of novelty.  Accordingly, the novelty requirement is one of the most important internationally recognized principles provided under patent law.  

 AUTONUM  
The term “novelty” does not necessarily coincide with its recognized understanding in the general usage of the language.  In general, patent law requires an invention to be new in the sense that it does not form part of the prior art, prior art being defined as information that, in some form, has been made available to the public (although the same form(s) are not necessarily recognized as relevant in all jurisdictions).  Since the determination of novelty involves the factual question of whether the same invention has already been made available to the public before the filing or the priority date, in considering novelty, it is not permissible to combine separate items of prior art.  Two questions arise in this context:  Firstly, what constitutes “prior art”?  Secondly, what does the expression “form part of the prior art” mean?

 AUTONUM  
The first question is twofold.  In many national/regional patent systems, the prior art in connection with the novelty criterion consists of any information made available to the public in any form (by written or oral disclosure, by use, etc.) anywhere in the world before the filing date (or the priority date), while in a number of other systems, non-written public disclosures in foreign countries are not considered as prior art.  Further, in many countries/regions, earlier applications which have an earlier filing date (or priority date) than the filing date (or the priority date) of the claimed invention, but which are published after that latter date, also form part of the prior art.  As stated above, the prior art effect of such earlier applications will be examined in more detail in the following chapters.  The second question concerns the comparison between the claimed invention and the prior art.  It addresses one of the key issue of this study, that is, the determination of the extent of public disclosure through publication, oral disclosure, by use or in any other way, which is needed to trigger anticipation of the claimed invention.  

(b)
Inventive step (non-obviousness)

 AUTONUM  
In addition to the novelty requirement, the inventive step (non-obviousness) requirement is another internationally recognized requirement of patentability under patent law.  Human beings constantly create new inventions.  Some of those may be truly innovative.  Many, however, differ from known art only in minor details and could easily have been conceived by other inventors without any inventive activity.  Thus, the objective of the inventive step (non-obviousness) requirement is to prevent inventions involving only trivial accomplishments from obtaining a patent that confers rights to exclude others from exploiting the patented invention.  In other words, only truly inventive achievements over the existing art, and not developments that a person with ordinary skill could easily deduce from what already exists, should be rewarded with an exclusive right.

 AUTONUM  
In general, an invention is considered to involve an inventive step (be non-obvious) if, having regard to the prior art, that invention is not obvious to a person skilled in the art on the filing date (or the priority date).  In the context of this study, the question of the definition of the term “prior art” for the purpose of the determination of inventive step (non-obviousness) may arise.  As will be developed in more detail below, one of the major differences among national/regional laws is that, in some systems, earlier, unpublished applications are also considered as part of the prior art for the determination of inventive-step (non-obviousness), while in other systems, applications that have not been made available to the public before the filing date (priority date) of the application under consideration are not taken into account for the determination of inventive step (non-obviousness).

Iv.
PRIOR ART EFFECT OF EARLIER APPLICATIONS

(a)
General aspects

 AUTONUM  
The above general considerations on prior art apply to situations where the prior art was published before the filing or priority date of the application under examination.  A more complex situation occurs where different applications covering the same subject matter (in full or in part) are filed at relatively short time intervals, but the earlier application has not yet been published at the time of filing of the later application.  Since Patent Offices generally do not publish applications on the day on which they are received, there are inevitably a number of earlier applications the filing (or priority) date of which is earlier than the filing (or priority) date of the claimed invention, but the publication of which occurs later than the filing (or priority) date of the claimed invention.  The general rules in respect of prior art, according to which the body of knowledge made available to the public before the filing (or priority) date constitutes the prior art, do not address this specific issue.  Without special provisions, earlier applications would not have priority over later-filed applications, because the earlier applications were not available to the public before the filing (or priority) date of the later-filed application.  Such a situation could lead to unsatisfactory results, in particular, in a first‑to‑file system.  This situation requires the legislator to make certain choices.  These choices may relate to a number of different criteria, which are not necessarily compatible at first sight.  For example, the interests of the inventors need to be safeguarded, while at the same time, those of third parties and the public, as well as legal certainty, need to be taken into account.  Furthermore, the possibility of delays in the granting procedure need to be considered as well.  Consideration also needs to be given to one of the important principles of patent law, that is, the prevention of granting more than one patent in respect of the same invention (so‑called ban on double patenting).

 AUTONUM  
In order to avoid double patenting in respect of identical inventions,
 strictly speaking, it is sufficient if the later application is not granted a patent on the same invention that is claimed in the patented earlier application (so‑called prior‑claim approach).  This approach, however, has several drawbacks such as:  (i) the later application cannot be processed (that is, a patent cannot be granted) until the final wording of the claims of the earlier application is determined;  (ii) where the invention claimed in the later application was contained only in the description of the earlier application, in view of the objectives of the patent system, it may not be appropriate to grant a patent to the later application because the publication of the later application does not enrich the public knowledge through a new technical contribution;  (iii) it may encourage defensive subsequent applications since third parties may file later applications which claim the invention that was contained only in the description of the earlier application.  For these reasons, under many patent laws, the prior art effect of earlier applications is determined taking into account the whole contents of these applications (so‑called “whole contents” approach).  

 AUTONUM  
The whole contents approach is based on the assumption that the earlier application as a whole (that is, with its complete disclosure) forms part of the prior art.  The whole contents approach has the advantage that the matter contained in an earlier application which is taken into account for a later filed application remains unchanged, that is the disclosure of the earlier application as of its filing or priority date is considered.  Thus, the work to be carried out for determining the relevance of an earlier application under the whole‑contents approach is, in principle, identical to determining the relevance of any other prior art document.  

 AUTONUM  
In order to avoid potential double patenting, it is essential that the later application is not granted a patent if it claims the same subject matter that is contained in the earlier application.  The emphasis here is on balancing the rights of the applicant of the earlier application with those of the applicant of the later application.  Yet, this is perhaps not the only issue to bear in mind:  the rights of the applicant of the later application and the rights of the public require consideration as well.  

 AUTONUM  
Where the claimed invention in the later application is not the same as the invention contained in the earlier application, but is an obvious variant of the invention contained in the earlier application, there is no risk of double patenting stricto sensu by virtue of the grant of a patent in respect of the later application.  However, some argue that according an exclusive right to the applicant of the later application for merely an obvious variant of what has been invented by the applicant of the earlier application disrupts the delicate balance between the interests of the applicant of the earlier application and those of the applicant of the later application and of the public.  In other words, granting a patent to such a later application could result in preventing non-value-added subject matter from entering the public domain.  Following this line of thinking, some conclude that the later application claiming different, but (in respect of an earlier application) obvious, subject matter should not be patentable vis‑à‑vis that earlier application.  

(b)
Main approaches in detail

Prior art effect applied to novelty only

 AUTONUM  
As described above, the rationale for applying the novelty-only approach to the prior art effect of earlier applications is mainly to avoid granting two or more patents for the same invention, a governing principle which is common to many patent systems.  If that is the main objective, the novelty-only approach is sufficient to address the issue.  It allows, in particular, to avoid that more than one patent is granted in respect of the same subject matter.  Some argue that, with respect to the prior art available to the public, the later applicant’s invention must involve an inventive step in order to justify an exclusive right.  However, as regards the non-published earlier applications already pending, the later applicant does not have to make an inventive contribution over the first invention in order to prevent double patenting.  In addition, the ban on double patenting seeks to ensure that no unjustified extension of the exclusive right is obtained for the same invention.  The effect of applying the novelty only approach is that, without any additional rule, both the applicant of the invention contained in the earlier application and third parties who have developed improvements or variants of the invention contained in the earlier application can obtain a patent for those developments, even if they are considered obvious.  

 AUTONUM  
This approach offers the possibility of patenting new, but obvious developments during a limited time period, that is, between the filing date of the earlier application and its publication.  It is therefore rather favorable to the granting of rights to further developments of earlier inventions, even if such developments are obvious, minor technical achievements.  On the other hand, it may result in the granting of a number of patents in respect of subject mater that are, although not identical, nevertheless obvious.  Such a thicket of overlapping patent claims may lead to complexity in terms of the number of co-existing rights, and also with regard to the relationship of those rights among themselves, in particular, where they are owned by different persons.  Consequently, the exploitation of those rights may become more complex.  Further, it may be more complicated for third parties to obtain licenses from the various patentees.  In addition, a patent granted in respect of a later invention containing only a minor variation compared to the earlier invention might, in effect, extend the term of patent protection with respect to the earlier invention. 

Prior art effect applied to novelty and inventive step

 AUTONUM  
The main objective of applying the prior art effect of earlier applications to both novelty and inventive step is, in addition to avoiding strict double patenting, to prevent a proliferation of patents in respect of new, but nevertheless similar inventions.  One additional argument sometimes put forward is that there is no reason for treating the novelty and the inventive step/non‑obviousness aspects differently, since, once an earlier applicant has filed an application before the Office, he has taken the necessary step to communicate his invention to the public.  Therefore, he should be able to rely on the filing of the earlier application to prevent any later applicant from obtaining a patent for a later invention which is obvious in respect of the invention he had disclosed (even though it may not yet have been published). 

 AUTONUM  
This second approach aims to prevent the patenting of developments which are new and obvious vis-à-vis an earlier application, even if the applicant of the later application could not know that an earlier application was pending at the time of his later filing.  It is further intended to prevent the extension of the patent term by prohibiting claims in a second patent that are not inventive over claims in the first patent.  This approach also raises some issues:  one of them relates to the fact that, in practice, inventors often file a first application and later improve the invention contained in that first application.  Where such improvements are obvious in respect of the invention contained in the earlier filed application, there is no possibility for the inventor himself to obtain a patent for his own developments.

 AUTONUM  
One of the counter-arguments to the above conclusion that later obvious inventions should not obtain a patent in view of patentable earlier applications is based on the ground that, at the time of filing of the later application, the earlier application was not available to the public, that is, that the applicant of the later application arrived at the obvious variant independently without knowledge of the subject matter contained in the earlier application.  Focusing on the individual and independent achievement by the applicant of the later application, it is thus sometimes argued that his achievement should be reviewed against the published state of the art which was available at the time of filing, but not against information of which the applicant could not have been aware of.  

 AUTONUM  
In sum, this approach bars the possibility to patent obvious improvements/developments of an invention contained in an earlier application, even if they were made independently and are not derived from that first invention.  

Measures to adjust the system

 AUTONUM  
The above two main approaches inherently contain some practical issues which may not be in line with some of the underlying policy objectives.  The first issue relates to the fact that it is the whole contents of an earlier application that eventually became part of the prior art.  It may happen that, shortly after filing an earlier application, the applicant realizes that subject matter disclosed, but not claimed, in his earlier application is worth obtaining patent protection.  Under the whole contents approach, however, where the applicant disclosed subject matter in the description of an earlier application, but did not claim such subject matter, the same applicant can no longer claim that same subject matter in a later application (so‑called “self‑collision”).  In this case, although the applicant may file a divisional application on the basis of his earlier application or claim internal priority from the earlier application, he must comply with the procedural and substantive requirements under the applicable law in order to enjoy the benefits of divisional applications or of claiming internal priority.  Further, since inventive activities are often carried out in a corporation by a group of inventors working together, the corporation may file
 more than one application containing the same disclosure of a particular subject matter, but each of which claims a different invention by different inventor(s).  In particular, where the prior art effect of earlier applications applies to both novelty and inventive step, if one inventor of the group made an obvious development to the invention contained in the earlier application which had been made by colleagues in the same company, the corporation could not obtain a patent on the later invention.  Some patent systems therefore provide remedies for these cases, such as provisions that avoid the self‑collision (so called “anti-self-collision”), providing that earlier unpublished applications do not constitute prior art in respect of applications filed later by the same inventor or applicant. 

 AUTONUM  
A second issue relates to the concerns about extending the term of patent protection through the issuance of a second patent claiming a variation or obvious development of the first patent.  Some patent systems thus require that the term of the second patent may not go beyond the term of protection of the first patent, and that both patents have to remain in the hands of the same owner (or at least related owners).  Combined with the anti-self-collision rule, this aims to ensure that the inventor (or the assignee) of the first patent does not effectively extend the term of his exclusive rights via the second patent.  

A possible way forward

 AUTONUM  
The two approaches as well as measures to respond to certain concerns outlined above reflect, at least in part, conflicting underlying policy objectives.  Should the patent system encourage later applications containing minor or obvious variants, thereby accepting a potential proliferation of patents related to at least similar subject matter, or should it rather aim to limit the number of such patents and primarily reward the contribution to the art by the first inventor (the applicant of the earlier application)?  The divergence in the discussions in the SCP have shown that this issue is deeply rooted in the different patent cultures of the various countries.

 AUTONUM  
As rightly pointed out by some delegations in the SCP (see paragraph 10 above), the issue depends also on the definition of the notion of “novelty” vis‑à‑vis unpublished earlier applications.  One possible avenue to explore might thus consist in the further elaboration of that concept.  Does “novelty” mean that a claimed invention shall be strictly identical to what was explicitly disclosed in the earlier application?  Is subject matter that is inherently or implicitly disclosed in the earlier application also considered “disclosed” in the earlier application?  If the difference between the claimed invention and what is disclosed in the earlier application is a mere replacement by a well‑known equivalent element, is the claimed invention anticipated by the contents of the earlier application?  The following chapter provides information concerning different national/regional practices as regards the prior art effect of earlier applications, emphasizing the notion of applicable “novelty”. 

V.
EXAMPLES OF National/regional laws and practices CONCERNING the PRIOR ART EFFECT OF EARLIER APPLICATIONS

 AUTONUM  
This chapter is based essentially on the submissions to the SCP Electronic Forum by the SCP members concerning the “novelty” criterion and the prior art effect of earlier applications (see paragraph 11).  All of the submissions received from members of the SCP can be found on the SCP Electronic Forum’s website.

(a)
Bulgaria

 AUTONUM  
According to Article 8 of the Bulgarian Patent Law 1993, for the purpose of determining novelty, applications the filing date (or the priority date) of which is earlier than the filing date (or priority date) of the application under examination, but which are published after the filing date (or priority date) of that latter application, also form part of prior art.  Such earlier applications include earlier national, European and international applications designating the Republic of Bulgaria.  The examination practice of the Bulgarian Patent Office is that a conclusion of lack of novelty may be made only when full coincidence exists between the claimed invention and the subject matter of the prior art.  In addition to features expressly mentioned in the prior art, features which are implicit to a person skilled in the art are also taken into account.

(b)
France

 AUTONUM  
The concept of novelty is laid down in Article L.611‑11 of the Intellectual Property Code (Code de la propriété intellectuelle (CPI)).  Paragraph (1) of that Article provides that an invention shall be considered novel if it does not form part of the prior art.  The prior art is defined in paragraph (2) as everything accessible to the public before the filing date of the application in writing, by oral disclosure, through use or in any other form.  Paragraph (3) provides that, for the purpose of determining novelty, prior art also consists of certain earlier applications (national applications as well as European applications and international applications under the PCT designating France) the filing dates (priority dates) of which are earlier, but the publication dates of which are later, than the filing (priority) date of the application under consideration.  

 AUTONUM  
As regards the practice by the National Industrial Property Institute (INPI), according to the Directives concerning the examination of patent applications, Title I, Section C, Chapter VIII, p.25 and 26, lack of novelty can be determined in case where “there is identity between the claimed invention and the item of prior art, that is, when they are exact copies, the effect of the prior art being flagrant and indisputable.  The disclosure of specific technical means in the prior art destroys the novelty of general means”.  On the other hand, there is no manifest lack of novelty where “the claimed invention, although it is not an exact copy of the item of prior art, only differs from that item in details, forming part of a whole which is more complex, or where there is a doubt concerning the identity of the two.  In that case, a patent is granted with a search report citing that item of prior art”.

 AUTONUM  
As regards court decisions concerning novelty determination in France, the courts apply novelty in a strict sense.  An item of prior art can destroy novelty only where it is one single piece that is, it is found entirely in the patent (TGI Toulouse, October 31, 1996, PIBD 1997 III, p.92).  In principle, in order to form part of the prior art, an item of prior art shall contain all the elements of the claimed invention, with definite character, with the elements which constitute the same form, the same arrangement and the same function in view of the same technical result;  the item of prior art destroys novelty only where the essential characteristics are represented (Cour de cassation, March 12, 1996, PIBD 1996 611 III p.273;  CA Paris February 28, 1991, PIBD 1991 506 III p.497).  Consequently, it is not sufficient for the characterization of lack of novelty that the patent recapture a major part of the item of prior art (TGI Paris March 19, 2002).  On the contrary, an invention is considered novel because of the only fact that, for example, it claims a function different from that of the item of prior art, even if its structure, its form and its arrangement are identical (Cour d’appel de Paris, February 9, 2001, PIBD 2001 725 III p.389). 

 AUTONUM  
With respect to the effect of equivalent means, the French Law of 1844 took into account the equivalents for the determination of novelty. Thus, a patent was revoked due to lack of novelty if the claimed invention was found equivalent to the state of the art.  This practice was abandoned by the Law of January 2, 1968 which applies a stricter novelty due to the integration of the requirement of inventive step in addition to novelty and industrial applicability.  According to the decision of December 1, 1993, the Appeal Court of Paris considered that an equivalent means should not be considered for the determination of novelty (Cour d’appel de Paris, December 1, 1993, PIBD 562 III p.139).  In the same sense, in a decision of March 19, 2002, the Paris High Court rejected the argument that a patent should be revoked on the basis of a lack of novelty because one part of the patent was found equivalent to the prior art.  The Court considered that “the prior art should present all the technical characteristics of the claimed invention.  Since the novelty of the claimed invention should be considered strictly, the equivalents invoked by the plaintiff cannot be taken into account for the determination of novelty” (TGI Paris, March 19, 2002).  Such practice, therefore, seems to be well-established under the French law, although there are certain isolated cases that still apply the principles that were valid before 1968 (for example, TGI Lyon, September 29, 1986, PIBD 1986 405 III p.52 and Cour d’appel de Lyon, September 10, 1998, PIBD 1999 669 III p.42).

(c)
Germany

 AUTONUM  
Section 3(2) of the German Patent Law provides that, for the purpose of the determination of novelty, the contents of applications which have earlier priority and which were published only on or after the date relevant for the priority of the later application, shall also be considered to form part of the prior art.  According to the submission by the Delegation of Germany, essentially, this provision aims at preventing double patenting.  This is in the interest of the public, and of the earlier applicant who should be able to trust that the inventions that he has disclosed will not be protected by another person.  The restriction to the novelty examination also contributes to safeguarding the interests of the later applicant:  the contents of the earlier application, which is published only after the priority date of the later application, as a rule, cannot be known to the later applicant.  Therefore, he is not able to incorporate the contents of the earlier application into his considerations when further developing the known state of the art.

 AUTONUM  
As regards the interpretation of the term “novelty”, according to German case law, the content of disclosure of a written citation is not limited to its wording (so-called “photographic novelty”).  Rather, the relevant criterion for understanding the invention is the general expert knowledge of a person skilled in the art who considers the citation.  The prior art of a citation comprises everything - even if not expressly mentioned ‑ which the skilled person, in the light of his general expert knowledge, deems to be obvious or nearly indispensable from the whole contents of the single item of prior art for executing the teaching.  Likewise, it also includes evident variations that are obvious from the general context of the document, that is variations which the skilled person will automatically realise and take as read, if he studies the documents carefully and focuses on the discernible meaning rather than on the wording.  The Federal Court of Justice has expressly confirmed that these principles apply as well to novelty evaluation in relation to documents made available to the public under Section 3(2) of the German Patent Law. 
(d)
Japan

 AUTONUM  
Under the Japanese Patent Law, the general novelty requirement and the prior art effect of the earlier applications are regulated separately.  Section 29(1) deals with the novelty requirement with respect to publicly available prior art.  The prior art effect of earlier applications is described in Section 29bis, which regulates, together with Section 39, the priority over two or more competing applications.  Section 29bis provides, in essence, that where an invention claimed in a patent application is identical with an invention disclosed in the specification or drawings originally attached to the request of another patent or utility model application the filing date (priority date) of which was prior to the filing date (priority date) of the patent application and which was laid open to the public after the filing date (priority date) of the patent application, a patent shall not be granted for that invention. 

 AUTONUM  
Where the inventor or the applicant of the earlier application and the application under examination are the same, Section 29bis does not apply.  In other words, the so-called anti-self-collision rule is applicable.  Therefore, where an invention claimed in the second application is disclosed, but not claimed, in the earlier application and the inventor or the applicant of both applications are the same, the claimed invention is patentable, provided the other requirements for patentability are also complied with. 

 AUTONUM  
According to the Examination Guidelines, the expression “an invention […] disclosed in […] another application” in Section 29bis means an invention identified by the “matters described” or “matters essentially described, though not literally” in the other application on the filing date.
  It is explained that the expression “matters essentially described, though not literally” means those matters that are directly derivable from the matters described, taking into consideration the common general knowledge at the time of the filing of the other application.  The term “common general knowledge” means technologies generally known to a person skilled in the art or matters clear from empirical rules.  The common general knowledge includes “well-known art”, which is generally known technologies in the relevant technical field, such as the existence of many prior art documents describing those technologies, technologies widely known throughout the industry, or well-known technologies which are not necessary to be explained in details.  It also includes “commonly used art” which means well‑known and widely used art.  In sum, the scope of the disclosure in the other application is determined by the subject matter which a person skilled in the art can identify on the basis of the explicit disclosure as well as the implicit disclosure that can be directly derivable from the matters described in the other application taking into account the common general knowledge of a person skilled in the art.

 AUTONUM  
Where the other application describes a specific concept, it necessarily implies or suggests a generic concept that involves the same genus or common characteristics.  On the other hand, where the other application describes a generic concept, it neither implies nor suggests any subject matter in a specific manner (except where such specific concept can be directly derived from such a generic concept, taking into consideration the common general knowledge).

 AUTONUM  
The Examination Guidelines further clarify that, for the purpose of determining the identity of a claimed invention and an invention disclosed in the earlier application, where there is no difference between the claimed invention and the invention disclosed in the earlier application, the claimed invention and the invention disclosed in the earlier application are identical.  In addition, even where there is a difference between the two inventions, the difference is considered as a very minor difference if it consists in an addition, deletion or replacement of well-known or commonly used art which generates no new effects in embodied means to solve a problem (that is, substantially identical).
  This is a major difference compared to the determination of “identity” between the claimed invention and subject matter described in a publicly available prior art publication.  For the purpose of determining novelty vis‑à‑vis publications made available to the public, if there is a difference between the claimed invention and subject matter disclosed in the publication, the claimed invention is novel.

 AUTONUM  
Where a claimed invention is defined in the alternative, if one of the alternatives is identical with the invention disclosed in the earlier application, the claimed invention is deemed to be identical with the invention disclosed in that earlier application. 

(e)
Netherlands

 AUTONUM  
In the Netherlands, the prior art extends to applications that are filed before and published after the filing date (or priority date) of the application under examination for the purpose of determining novelty.  This extension is an exception to the general rule that the prior art information had to be made available to the public.  The reason for this exception is to prevent one invention from being double-patented.  

 AUTONUM  
The practice in the Netherlands show that not only the literal text of the earlier application is taken into account, but also everything a person skilled in the art understands immediately from the text while reading it.  Further, if the claimed invention is nothing more than a normal use of the invention from the earlier application for the person skilled in the art, then the claimed invention is not considered novel.  In other cases, it was decided that if the differences between the claimed invention and subject matter disclosed in the earlier application only concerned well-known equivalents to a person skilled in the art, the claimed invention lacked novelty.  

 AUTONUM  
Whether both applications are from the same person or not is irrelevant to the determination of the prior art effect of earlier applications.  Similarly, assignment or transfer of rights of the earlier application to a third party does not affect the prior art effect of that earlier application.

 AUTONUM  
According to the submission to the SCP Forum by the Netherlands Industrial Property Office, however, under the current Dutch approach, double patenting is still not prevented at 100%.  Although the second patent may be new with respect to the first patent due to equivalent embodiments of the inventions, the scope of both patents may still overlap. 

(f)
Russian Federation

 AUTONUM  
Article 4 of the Patent Law of the Russian Federation
 contains the novelty requirement.  When establishing the novelty of an invention, the prior art includes, provided that they have an earlier priority, all the applications filed in the Russian Federation by other persons for inventions and utility models, the materials of which any person may familiarize himself or herself with.
  

 AUTONUM  
In accordance with paragraph 19.5.2 of the Rules issued by the Office on the Compilation, Filing and Examination of an Application for the Grant of a Patent,
 an invention shall be recognized as anticipated by the prior art and not meeting the requirement of novelty, if the prior art inherently discloses a means with features identical to all the features contained in the claims of an application, including the characterization of the purpose of an invention.
  

 AUTONUM  
When establishing the novelty of an invention, the prior art also includes inventions and utility models patented in the Russian Federation, provided that they have an earlier priority.  Since this rule addresses the prohibition of double patenting, prior patents owned by the same applicant of an application under examination also become part of the prior art and only the information contained in the claims of the corresponding patent is taken into account.

(g)
Spain

 AUTONUM  
Article 6 of the Spanish Law on Patents (Law 11/1986, of March 20, 1986) governs the requirement of novelty, according to which an invention shall be considered novel where it is not included in the prior art.  In addition to the prior art made available to the public (Article 6.2), the prior art shall also include the contents of Spanish patent or utility model applications, as they have originally been filed, the filing date (or priority date) of which is prior to the filing date (or priority date) of the patent application under examination and which have been published on the latter date or on a subsequent date.
 AUTONUM  
As regards the practice followed by the Spanish Patents and Trademarks Office (OEPM) in examining the novelty of an invention which is the subject of a patent application, the following aspects are taken into account:

· the novelty of the invention as it is claimed is examined, not the different embodiments;

· an invention is not novel where the prior art (one single document) has all the technical features of the application and is suitable for solving the same problem as the invention being examined.

 AUTONUM  
To sum up, Spanish legislation and practice provide for the requirement of novelty as an absolute requirement:

· at the global level;

· in terms of identity:  if a previous document contains the same features as the claimed invention, be it explicitly or implicitly, it destroys the novelty.  Minimal differences in the technical features between both documents imply that the claimed invention is considered novel, apart from where such minimal technical differences are irrelevant, obvious or matters of detail;

· a particular embodiment annuls the novelty of the general concept, but not vice versa, mainly in the case of ranges or parameters.

The OEPM indicated that, in any case, it followed the practice and guidelines of the European Patent Office, mainly in order to achieve harmonization in Europe.

(h)
United Kingdom

 AUTONUM  
Under the patent law of the United Kingdom (UK), the requirement for novelty is defined by Section 2 of the Patents Act 1977 which corresponds closely with Article 54 of the European Patent Convention (EPC).  Section 130(7) of the Act states that this section is amongst those which are framed to have, as nearly as practicable, the same effects in the UK as the corresponding provision of the EPC.  The policy considerations underlying this Article and the jurisprudence of the Boards of Appeal at the European Patent Office (EPO) are therefore also of relevance to the application of the novelty requirement under UK law.

 AUTONUM  
Section 2(3) of the Act defines the state of the art as also including matter contained in an application for another patent having a priority date earlier than the application in suit, but which was published on or after the priority date of the application in suit.  In order to form part of the state of the art under Section 2(3), the matter must be contained in the application for that other patent both as filed and as published, and the priority date of that matter must be earlier than that of the invention of the application in suit.  

 AUTONUM  
Details of the practice followed under the Patents Act 1977 to assess novelty of a patent application are described in paragraphs 2.01 to 2.56 of the Manual of Patent Practice.
  When considering whether a patent claim lacks novelty, in addition to information that is explicitly disclosed, the teaching that is implicit in the prior publication may be taken into account.  In other words, the skilled person may use his common general knowledge to deduce that certain standard features of a system, product, method, etc. must be a necessary part of the disclosure and are thus implicitly present.  The concept of novelty therefore has a broader extent than “photographic novelty”.  However, the skilled person may not go so far as to assume that certain common but non-universal features are present;  this would be a matter for obviousness instead.  This distinction is emphasized in General Tire v Firestone [1972] RPC 457, which sets out the generally-held principle in UK patent law that a disclosure which would infringe a claim in a patent application if the application was granted demonstrates a lack of novelty in the same claim before grant (the “post‑infringement” or “right to work” test).  In this judgment, on pages 485 to 486, it is stated:  “If the prior inventor’s publication contains a clear description of, or clear instructions to do or make, something that would infringe the patentee’s claim if carried out after the grant of the patentee’s patent, the patentee’s claim will have been shown to lack the necessary novelty, that is to say, it will have been anticipated.  The prior inventor, however, and the patentee may have approached the same device from different starting points… but if carrying out the directions contained in the prior inventor’s publication will inevitably result in something being made or done which, if the patentee’s patent were valid, would constitute an infringement of the patentee’s claim, this circumstance demonstrates that the patentee’s claim has in fact been anticipated.  If, on the other hand, the prior publication contains a direction which is capable of being carried out in a manner which would infringe the patentee’s claim, but would be at least as likely to be carried out in a way which would not do so, the patentee’s claim will not have been anticipated, although it may fail on the grounds of obviousness”.

 AUTONUM  
The General Tire judgment continues:  “To anticipate the patentee’s claim, a prior publication must contain clear and unmistakable directions to what the patentee claims to have invented… A signpost, however clear, upon the road to the patentee’s invention will not suffice.  The prior inventor must be clearly shown to have planted his flag at the precise destination before the patentee”.  This requirement was applied in Asahi’s Application [1991] RPC 485, where it was held that a prior disclosure had to have an enabling character in order to anticipate an invention.  An invention was not made available to the public merely by a published statement of its existence, unless the method of working is so self‑evident as to require no explanation.  

 AUTONUM  
The test to determine whether matter in a patent application unpublished at the priority date of the application in suit forms part of the state of the art under section 2(3) of the Act is the same as the test for whether matter in a prior publication made available to the public forms part of the state of the art under section 2(2) of the Act, as held in the Asahi judgment.  In both cases, the matter has to be enabling.  Furthermore, when considering novelty, matter which forms part of the state of the art under section 2(3) is considered in exactly the same way as matter that is part of the state of the art under section 2(2), as was confirmed in SmithKline Beecham’s Patent [2003] RPC 6.

(i)
United States of America

 AUTONUM  
In the United States of America, novelty and non-obviousness are determined in accordance with 35 U.S.C. §102 and 35 U.S.C. §103, respectively.
  Further, guidance on novelty and non-obviousness practice concerning prosecution of patent applications before the United States Patent and Trademark Office (USPTO) is found in Chapters 700 and 2100 of the USPTO Manual of Patent Examining Procedure (MPEP).

 AUTONUM  
The prior art effect of prior-filed but later-published applications is determined in accordance with 35 U.S.C. §102(e), which reads as follows:

“A person shall be entitled to a patent unless – 

[…]

(e)  the invention was in — (1) an application for patent, published under section 122(b), by another filed in the United States before the invention by the applicant for patent or (2) a patent granted on an application for patent by another filed in the United States before the invention by the applicant for patent, except that an international application filed under the treaty defined in section 351(a) shall have the effects for the purposes of this subsection of an application filed in the United States only if the international application designated the United States and was published under Article 21(2) of such treaty in the English language;  or

[…]”

According to MPEP 2136.04, the term “another” means persons other than the applicant (In re Land, 368 F.2d 866, 151 USPQ 621 (CCPA 1966)), in other words, a different inventive entity.  The inventive entity is different if not all inventors are the same.

 AUTONUM  
In accordance with 35 U.S.C. §103(a), in order to determine whether a claimed invention is obvious from the prior art, all subject matter that is prior art under U.S.C. §102 can be used.  Thus, the prior art effect of prior-filed but later-published applications is applicable to the determination of both novelty and non-obviousness.  However, 35 U.S.C. §103(c) provides that subject matter developed by another person, which qualifies as prior art under section 102(e), (f) or (g), shall not be considered when determining whether an invention sought to be patented is obvious under 35 U.S.C. §103, provided the subject matter and the claimed invention were, at the time the invention was made, owned by the same person or subject to an obligation of assignment to the same person.  The subject matter and the claimed invention were owned by the same person if the subject matter, which would otherwise be prior art in respect of the claimed invention, and the claimed invention are entirely or wholly owned by the same person(s) or organization(s)/business entity(ies) at the time the claimed invention was made.
  Therefore, for example, if employees A and B work for a company C, each with knowledge of the other’s work, and with obligation to assign inventions to C while employed, a so called “earlier application” under 35 U.S.C. §102(e), the applicant of which is A, would not be considered when examining the obviousness of the subsequent claimed invention made by applicant B.

 AUTONUM  
Even if the claimed invention complies with the conditions laid down in 35 U.S.C. §102(e) and §103(a) and (c) and thus the claimed invention is considered novel and non‑obvious vis‑à‑vis earlier applications and patents, the question as to whether the doctrine of double patenting applies is examined.
  The doctrine of double patenting seeks to prevent the unjustified extension of patent exclusivity beyond the term of the patent.  The public policy behind this doctrine is that the public should be able to act on the assumption that upon the expiration of the patent it will be free to use not only the invention claimed in the patent but also modifications or variants which would have been obvious to those of ordinary skill in the art at the time the invention was made, taking into account the skill in the art and prior art other than the invention claimed in the issued patent.  Before consideration can be given to the issue of double patenting, there must be some common relationship of inventorship and/or ownership of two or more patents or applications.  Since the doctrine of double patenting seeks to avoid unjustly extending patent rights at the expense of the public, the focus of any double patenting analysis is on the claims in the multiple patents or patent applications involved in the analysis.

 AUTONUM  
There are generally two types of double patenting rejection.  One is the “same invention” type of double patenting rejection based on 35 U.S.C. §101.  Where the claims of an application are subsequently the same as those of a first patent, they are barred under 35 U.S.C. §101 – the statutory basis for a double patenting rejection.  The term “same invention” in this context means an invention drawn to identical subject matter.  A reliable test for double patenting under 35 U.S.C. §101 is whether a claim in the application could be literally infringed without literally infringing a corresponding claim in the patent.

 AUTONUM  
The second is the “non‑statutory‑type” double patenting rejection based on a judicially created doctrine grounded in public policy and which is primarily intended to prevent prolongation of the patent term by prohibiting claims in a second patent not patentably distinct from claims in a first patent.  In determining whether a non‑statutory basis exists for a double patenting rejection, the first question to be asked is – does any claim in the application define an invention that is merely an obvious variation of an invention claimed in the patent?  If the answer is yes, then an “obvious-type” non‑statutory double patenting rejection may be appropriate.  A double patenting rejection of the obvious-type is analogous to a failure to meet the non-obviousness requirement of 35 U.S.C. §103, except that the patent principally underlying the double patenting rejection is not considered prior art.  In addition to the “obvious-type” rejection, there are some unique circumstances where it has been recognized that another type of non‑statutory double patenting rejection is applicable even where the inventions claimed in two or more applications/patents are considered non-obvious over each other.

 AUTONUM  
A rejection based on a non‑statutory type of double patenting can be avoided by filing a terminal disclaimer in the application or proceeding in which the rejection is made.  A terminal disclaimer is a statement filed by an owner of a patent or a patent to be granted that disclaims the terminal portion of the term of the later patent and includes in the disclaimer a provision that the patent shall be enforceable only for and during the period the patent is commonly owned with the application or patent which formed the basis of the double patent rejection, thereby eliminating the problem of extending patent life.  For example, if employees A and B work for a company C, each with knowledge of the other’s work and with obligation to assign inventions to C while employed, in accordance with 35 U.S.C. §103(c), a so called “earlier application” under 35 U.S.C. §102(e) filed by applicant A claiming invention X would not be considered for the determination of non‑obviousness regarding a subsequent claimed invention X+, which is obvious from invention X, invented by applicant B.  However, the claimed invention X+ may be rejected on the basis of a non‑statutory type of double patenting.  Such a rejection can be avoided by filing a terminal disclaimer.  MPEP 804.02 explains that the use of a terminal disclaimer in overcoming a non‑statutory double patenting rejection is in the public interest because it encourages the disclosure of additional developments, the earlier filing of applications and the earlier expiration of patents whereby the inventions covered become freely available to the public.  

(j)
European Patent Convention (EPC)

 AUTONUM  
Article 54(3) of the EPC provides that the content of European patent applications as filed, of which the filing dates (priority dates) are prior to the filing date (priority date) of the application under examination and which were published on or after the latter date, shall be considered as comprised in the state of the art.  In accordance with Article 56, such European patent applications are not to be considered in deciding whether a claimed invention involves inventive step.  They form part of the state of the art only for the purpose of determining novelty.  Details concerning the novelty practice in the EPO is provided in the “Guidelines for Examination in the European Patent Office”, in particular in sections C‑III.4, C‑IV.5 to 7 and D‑V.3.  The relevant case law is summarized in section I‑C of “Case Law of the Boards of Appeal of the European Patent Office”.  According to the submission by the EPO, the most important aspect of the EPO practice concerning novelty is that the EPO practice aims to provide an absolute standard for novelty which is unambiguously distinguishable from the relative standard of inventive step.  

 AUTONUM  
The first step in deciding whether an invention is new is to define the prior art, the relevant part of that art, and the content of that relevant art.  The next step is to compare the claimed invention with the prior art thus defined, and to assess whether the invention differs from such prior art.  If it does, the invention is novel [Case Law of the Boards of Appeal, I.C].

 AUTONUM  
The case law provides that for an invention to lack novelty, its subject matter must be clearly and directly derivable from the prior art (T 465/92, OJ 1996, 32;  T 511/92) and all its features – not just the essential ones – must be known from the prior art.  The content of a prior art document is not to be considered to be limited to what it explicitly discloses, but it includes also the implicit disclosure of the document, as interpreted by the skilled person reading the document (see T 677/91, T 465/92 (OJ 1996, 32) and T 511/92).  Such implicit disclosure comprises subject matter which is “derivable directly and unambiguously” from the prior art document.  This can be in the form of features which the skilled person would recognize as necessarily part of what is disclosed in the document, even if they are not explicitly mentioned.  For example, in T 6/80 (OJ 1981, 434) the board found that where a further functional attribute of an element of a device disclosed in a document was immediately apparent to a person skilled in the art reading the document, such attribute formed part of the state of the art with regard to that device.  Further, in T 71/93, it was held that a feature not explicitly mentioned in a prior art document, even though generally known to help overcome a drawback usual in the same technical field, could not be considered implicitly disclosed if it were not directly derivable from the prior art document that the drawback was considered unacceptable and/or if other solutions were proposed for overcoming the drawback.

 AUTONUM  
Alternatively, in particular in the case of properties or parameters, there can be features which can be seen to be present automatically if the teaching of the prior art is put into practice.  This interpretation also has the consequence that a specific disclosure can take away the novelty of a generic claim embracing that specific disclosure (e.g. a disclosed value takes away the novelty of a range including that value), but that the converse is not the case (see T 651/91 and T 508/91). 

 AUTONUM  
Moreover, well-known equivalents of features which are explicitly or implicitly disclosed in the prior art document are not considered to be “derivable directly and unambiguously” from the prior art document, and are therefore to be taken into account only for the assessment of inventive step (see T 517/90).  This narrow concept of novelty, which excludes equivalents, is of particular importance for the application of Article 54(3) EPC.  In T 167/84 (OJ 1987, 369) the board commented that conflicting applications within the meaning of Article 54(3) EPC were included in the state of the art solely from the point of view of novelty, but were considered in the light of their “whole contents”.  In order to mitigate the harsh effects of the “whole contents approach”, its application was confined to novelty (see Article 56 EPC, second sentence).  Further, in order to reduce the risk of “self‑collision”, it had always been considered justified to adopt a strict approach to novelty.  Accordingly, the board held that the “whole contents” of an earlier document did not also comprise features which were equivalents of features in the later document (see also T 928/93).
VI.
PROPOSAL CONCERNING “ENLARGED NOVELTY” APPLIED TO EARLIER APPLICATIONS BY HELFGOTT, BARDEHLE AND HORNICKEL
 AUTONUM  
In view of the different laws and practices at the national/regional level described above and the divergent views expressed on this matter in the SCP, Helfgott, Bardehle, and Hornickel, published an article outlining a concept of “enlarged novelty” which could be applied to the determination of patentability vis‑à‑vis prior filed, but subsequently published conflicting earlier applications in the international context, so as to overcome existing differences.  The following paragraphs provide a summary of the article, is reproduced in its entirety in Annex III.

 AUTONUM  
According to that proposal, conceptually, the concept of enlarged novelty is located somewhere between “photographic novelty” (no difference whatsoever between the earlier application and the claimed invention) and obviousness.  The concept of enlarged novelty covers not only the subject matter explicitly disclosed in the earlier application but also all that one skilled in the art usually understands when reading the earlier application.  Further, where the difference between the claimed invention and the contents of the earlier application consists of a substitution with equivalent means which is well known to a person skilled in the art reading the original disclosure, the claimed invention should also be precluded from obtaining a patent.  Similarly, if a generic invention is disclosed in the secret prior art, it should preclude a subsequent application from covering a species not particularly identified within the generic disclosure (unless the “species” is in the nature of a “selection” which could give rise to patentability).  To the extent that the second applicant can show that his particular species, equivalent, substitute, etc., would not have been within the original “enlarged” disclosure, because it provides unexpected benefits, unusual results or the like, he may present arguments to overcome the rejection.  Also, as the earlier application can only be used for (enlarged) novelty defeating purposes, it cannot be combined with any other references or any other material to provide an obviousness type rejection.

 AUTONUM  
This approach of applying an enlarged novelty to the prior art effect of earlier applications aims to give the full benefit of the invention to the applicant who is the first to file.  Although the first applicant may have only described his invention and given some examples, someone else should not be able to come up with another equivalent or well known substitute and get a separate patent for such modified invention.  The first applicant should be given protection for the full breadth of his invention and be able to prevent others from getting patents on anything falling within the scope of his invention.  The first applicant, however, should not be able to hinder others from making use of his invention if combined with other independent ideas.  Thus, earlier applications should not be used for the determination of non-obviousness.

 AUTONUM  
In accordance with the above principle that the first applicant should be given protection for the full breadth of his invention, the paper proposes that the applicant should be able to claim anything disclosed in his first application from an “enlarged” viewpoint.  In other words, where the applicants of both the earlier application and the application under examination are the same, the earlier application does not take away the patentability of the claimed invention contained in the latter application even if the claimed invention is not novel (in the enlarged sense) vis‑à‑vis the contents of the earlier application.  It makes no difference whether two applications are filed by a common inventor or by a common applicant (the inventors of each application are not the same but they had an obligation to assign their inventions to the same applicant).  However, with a view to achieve fairness in respect of the public, in cases where a common applicant files both applications, it is proposed that the second application be subject to a terminal disclaimer.  Such a terminal disclaimer, however, should be limited to the “enlarged novelty” of the invention.  If a claimed invention in the second application complies with the enlarged novelty requirement, but is obvious from the contents of the earlier application, the common inventor/applicant would be entitled to the full term of protection as regards the second application, provided that no other grounds of refusal apply.

VII.
Concept of novelty applied to earlier applications under the SPLT

 AUTONUM  
Before further exploring possible concepts of “novelty”, “enlarged novelty” and “inventive step” applied to earlier applications, it is first necessary to examine in detail how the SPLT applies the “novelty” standard to earlier applications.

 AUTONUM  
As reproduced in Annex I, Article 8(2) and Rule 9 provide for the prior art effect of certain applications which are filed before, but published after, the filing date (or priority date) of the application under examination.  According to Article 8(2)(a), earlier applications form part of the prior art for the purpose of determining novelty, but not of determining inventive step.  Rule 9(1)(a) regulates the principle of the “whole contents” approach, and Rule 9(3), which provides the principle of anti-self-collision, is included within square brackets in the draft SPLT.

 AUTONUM  
The requirement of novelty is provided in Article 12(2) and Rule 14, as reproduced in Annex II.  Article 12(2) provides for the principle that the novelty requirement is complied with where the invention does not form part of the prior art.  According to paragraph 157 of the draft Practice Guidelines (as contained in document SCP/11/4), the following three steps shall be applied to the assessment of novelty:


(i)
determination of the [scope][elements] of the claimed invention;


(ii)
determination of the [disclosure in][elements of] the relevant item of prior art;


(iii)
assessment of whether every and each element or step of the claimed invention is found in the scope of the item of prior art.

 AUTONUM  
Rule 14 provides more detailed rules concerning the determination of the relevant item of prior art when assessing novelty.  In particular, Rule 14(1)(b) states that a “mosaic” approach to assessing novelty, whereby a plurality of items in the prior art are combined to defeat the novelty of an invention, may not be applied.  Further, Rule 14(2) provides that the scope of the item of prior art shall be determined by what was explicitly or inherently disclosed to a person skilled in the art.  

 AUTONUM  
The following explanations regarding the inherent disclosure in the item of prior art are given in paragraph 156 of the draft Practice Guidelines:

“As regards the words “inherently disclosed”, even if a certain characteristic is not disclosed explicitly in the item of prior art, such characteristic is inherent, where it could be recognized by a person skilled in the art that, taking into account his/her general knowledge, the characteristic is necessarily contained in the disclosure.  Inherency requires that the extrinsic evidence should make it clear that the missing descriptive matter is necessarily present in the information described in the item of prior art, and that it would be so recognized by a person skilled in the art.  Inherency, however, may not be established by probabilities or possibilities.  The mere fact that a certain thing may result from a given set of circumstances is not sufficient”.

 AUTONUM  
In sum, according to the SPLT provisions, the scope of the disclosure of an earlier application under Article 8(2) for the purpose of the assessment of novelty is not limited to what is explicitly disclosed, but also includes subject matter inherently disclosed in the earlier application when a person skilled in the art reads the earlier application.  

 AUTONUM  
In addition to the scope of the disclosure, currently, divergent practices apply in national/regional systems with regard to the relevant date for determining the scope of the disclosure of earlier applications under Article 8(2).  In some systems, the filing date (or priority date) of the earlier application is the relevant date for determining what the earlier application discloses and whether the disclosure is enabling.  In other systems, the relevant date is the filing date (or priority date) of the claimed subject matter.  Under the SPLT, these two positions are reflected as alternatives under Rule 14(2).  This issue may also be addressed in the context of the discussions on harmonization.

 AUTONUM  
Paragraphs 158 and 159 of the draft Practice Guidelines deal with the novelty assessment in respect of generic vs. specific disclosures.  They provides that:

“An item of prior art that discloses a genus does not always anticipate a claim to a species within the genus.  In other words, where a claim contains a specific disclosure, for the determination of novelty, a generic disclosure in the item of prior art does not always anticipate the claim to a specific example falling within that generic disclosure.  However, where the specific example is identified with sufficient specificity in the scope of the item of prior art, the species claim is anticipated no matter how many other species are additionally described in the item of prior art.

“On the other hand, where a claim contains generic disclosure, for the determination of novelty, the disclosure of a specific example in the item of prior art falling within a claimed generic disclosure anticipates that generic disclosure.  For example, the disclosure of “copper” in the item of prior art defeats the novelty of a claim comprising “metal” as a generic concept.  Similarly, where a claim defines the genus of specific species in the alternatives, for example, Markush claims (P1, P2, P3 … Pn), and if at least one of the alternatives (P1) is described in the item of prior art, the whole claim would be rejected unless the applicant delete the alternative P1 from the scope of that claim”.  
Therefore, in connection with the prior art effect of earlier applications, the SPLT provides that a claim containing generic disclosure lacks novelty where an earlier application discloses a specific example falling within the claimed generic disclosure.  On the other hand, where an earlier application contains a generic disclosure, a claim under examination with a specific disclosure is not always anticipated by the earlier application (for example, such a species may be a so‑called “selection invention” which could be patentable). 

 AUTONUM  
In addition, the novelty assessment regarding the disclosure of a claimed range is provided for in paragraph 160 of the draft Practice Guidelines, which reads as follows:

“A specific example in the item of prior art which is within a claimed range anticipates the range claimed.  Therefore, where, as by a recitation of ranges or otherwise, a claim covers several compositions, the claim is anticipated if one of them is described in the item of prior art.  For example, a claim to titanium (Ti) alloy with 0.6 to 0.7% nickel (Ni) and 0.2 to 0.4% Molybdenum (Mo) would be anticipated by an item of prior art that describes a Ti alloy containing 0.65% Ni and 0.3% Mo.  Where an item of prior art discloses a range which touches, overlaps or is within the claimed range, but no specific examples falling within the claimed range was disclosed, a case‑by‑case determination must be made as to the novelty of the claim.  In order to anticipate the claims, the claimed subject matter should be disclosed with sufficient specificity in the item of prior art.  If the claims are directed to a narrow range and the item of prior art discloses a broad range, and if the selected narrow range is not merely one way of carrying out the teaching of the item of prior art (for example, there is evidence that the effect of the selection (e.g., unexpected results) occurred in all probability only within the claimed narrow range), depending on the other facts of the case, it may be reasonable to conclude that the narrow range is not disclosed with sufficient specificity in the item of prior art in order to anticipate the claims (a selection invention).  The unexpected results may also render the claims unobvious”.
Applying the above assessment to the prior art effect of earlier applications, a claimed invention lacks novelty where the earlier application provides a specific example which is within a claimed range.  On the other hand, where an earlier application discloses a range which touches, overlaps or is within the claimed range, the novelty of the claim should be assessed on a case‑by‑case basis.

 AUTONUM  
In sum, according to the provisions under the draft SPLT and to its Practice Guidelines, the novelty requirement under the draft SPLT does not require a photographic identity between the relevant item of prior art and the claimed invention.  Not only the explicit disclosure in the item of prior art, but also the disclosure inherent to a person skilled in the art, should be considered when assessing novelty.  Taking into account the draft Practice Guidelines, the draft SPLT also provides guiding principles when assessing the novelty of special types of claims, such as claims formulated in generic/specific terms and claims defining ranges.  Those general rules concerning novelty are also applicable for the prior art effect of earlier applications under Article 8(2).

VIII.
possible Concepts of “novelty”, “enlarged novelty” and “inventive step” applied to earlier applications and their effects

(a)
Objectives:  commonalties and differences

 AUTONUM  
Many patent systems provide that, in addition to the publicly available prior art, so‑called earlier applications should form part of the prior art in order to avoid “double patenting”.  The divergences among national laws and practices, as described above, do not contradict with this standpoint.  Rather, the different practices seem to reflect different principles and objectives underlying the prevention of double patenting.  It appears that one of the key policy questions is:  where there is a granted patent, to what extent should the said patent prevent the issuance of later patents which cover the same or at least similar subject matter?  Since a patent grants an exclusive right to carry out the claimed invention for a certain period of time, granting two or more patents for the same invention would reward later applicants with the same exclusive right as well, and would allow an unfair extension of the patent term with respect to the same invention.  Beyond this general concept, however, the question arises as to the definition of the term “same invention” covered by more than one patent, and whether a somewhat “different” invention filed later, for example, a later invention which is obvious from the earlier patented invention, should be precluded from also obtaining an exclusive right.

 AUTONUM  
Clearly, the issue of “double patenting” as such concerns the relationship between two claimed inventions, and it is not, strictly speaking, a matter of prior art.  However, as described in Chapters IV and V, the raison d’être of the prior art effect of earlier applications cannot be considered in isolation, that is, without understanding the different principles underlying the double patenting bar.  Each of those principles mirrors a certain social and cultural environment, but they all attempt, in their own way, to strike a balance among the first applicant, later applicants and the general public, and to guarantee a sound, reliable and predictable legal system.  

(b)
Different notions of novelty and inventive step applied to the prior art effect of earlier 

applications

 AUTONUM  
Examining the concept of novelty under the draft SPLT as well as various national/regional laws and practices as described in Chapter V, it appears that the prior art effect of earlier applications under the SPLT is in line with the laws and practices of many national/regional systems.  However, there are other systems that adopt different criteria for such a determination.  Generally speaking, those different practices correspond mainly to one or other of the following three models:


(i)
The first model (Model A) suggests that, if a claimed invention is explicitly or inherently disclosed in an earlier application, the earlier application defeats the patentability of the claimed invention.  This assessment is in line with the draft SPLT and corresponds to the practices which apply in, for example, France and the Russian Federation and under the EPC.


(ii)
The second model (Model B) is located somewhere between the first model and the third model (below).  An earlier application defeats the patentability of a claimed invention even if the claimed invention is not entirely disclosed (explicitly or inherently) in the earlier application.  However, it is not permissible to combine the earlier application with another item of prior art.  The difference between the claimed invention and the disclosure in the earlier application should be minor in the sense that it could be envisaged either by employing the general common knowledge in the relevant field of the art or by a person skilled in the art reading the earlier application with his general knowledge and ordinary skill in the relevant field of the art.  Such a concept can be found in the practices of, for example, Germany, Japan and the Netherlands.  The “enlarged novelty” proposal made by Helfgott, Bardehle and Hornickel
 can be considered to form part of this category.


(iii)
The third model (Model C) provides that, if a claimed invention also lacks inventive step (non‑obviousness) in respect of the disclosure in an earlier application, the earlier application defeats the patentability of the claimed invention.  This practice is applied in the United States of America, in particular.

 AUTONUM  
The above models may be illustrated as follows:


Prior Art Effect of Earlier Applications

Model A
Broader Novelty:

Explicit or inherent disclosure in earlier applications.

No combination of earlier applications and other items of prior art.



Model B
Broader Novelty:

Explicit or inherent disclosure in earlier applications + general common knowledge in the relevant field (for example, replacing with a well-known equivalent element).

No combination of earlier applications and other items of prior art.

-------------------------------------------------------------------------------

Broader Novelty:

Explicit or inherent disclosure in earlier applications + what a person skilled in the art can understand and envisage from the disclosure (for example, evident modifications such as a mere optimization of a size or a mere re-arrangement of elements).

No combination of earlier applications and other items of prior art.



Model C
Novelty and Inventive Step:

Combination of earlier applications and other items of prior art.



 AUTONUM  
Comparing the above three models, Model A offers the possibility of patenting a later invention that goes beyond the explicit or inherent disclosure in the earlier application.  It therefore avoids the  potential risk of granting a patent to a later invention which is identical to subject matter disclosed in the earlier application.  On the other hand, it allows later patents to be granted in respect of subject matter that is, although not “disclosed” in the earlier application, nevertheless apparent to a person skilled in the art applying the general common knowledge in the relevant field of art.  It will encourage the patenting of further developments of earlier inventions, even if such developments are minor, thereby offering the opportunity to later inventors (including the applicant of the earlier invention himself) to obtain patents in respect of later inventions.  At the same time, this model increases the risk of a thicket of overlapping patents.

 AUTONUM  
Model B is characterized by the fact that certain matters that go beyond the explicit or inherent disclosure in the earlier application can be taken into account when determining lack of novelty.
  However, it does not go so far as to allow the combination of the earlier application with any other piece of prior art which would render the claimed invention obvious.  Under this model, different degrees of other “matters that go beyond explicit or inherent disclosure in the earlier applications” can be explored.  The first variation can be described in a way that if a person skilled in the art, having read the earlier application, can arrive at the claimed invention by applying his/her general common knowledge, the earlier application destroys the novelty of the claimed invention.  The person skilled in the art can only refer to the general common knowledge in the relevant field, such as the addition/deletion of, or the replacement with, well‑known or conventionally and widely used art which does not generate any substantial effect.  In other words, if the difference between the claimed invention and the disclosure in the earlier application provides unexpected benefits or unusual results, the claimed invention is indeed a separate invention as in the case of so-called selection inventions, and would thus not be anticipated by the earlier application.  A typical situation where a person skilled in the art would take into account the general common knowledge may be replacing an element disclosed in the earlier application with a well‑known or common equivalent element which does not generate any substantial difference in effect.

 AUTONUM  
The second variation under Model B can be described in a way that, based on the teaching of the earlier application, everything that can be understood by a person skilled in the art could be taken into account.  In other words, the scope of the earlier application is extended to what a person skilled in the art with his general knowledge and ordinary skill might understand and envisage from the teaching of the earlier application.  The difference between the claimed invention and the disclosure in the earlier application should be able to be, in some way, filled by a person skilled in the art when he reads the earlier application.  In order to fill such a difference, the person skilled in the art can utilize his full capacity, not just the general common knowledge.  For example, evident modifications to the prior art, such as the mere optimization of a size or a shape or the mere re‑arrangement of elements, could evidently be made by the person skilled in the art when he reads and understands the teaching of the earlier application.  However, unlike Model C, the prior art effect of earlier applications is limited to what a person skilled in the art can derive from such earlier applications, and the difference between the claimed invention and the earlier application should not be so wide that it could only by filled by combining the earlier application with other items of prior art.

 AUTONUM  
The consequence of Model B is that the earlier application prevents later minor developments from being patented, but allows patent protection for later developments which are new but obvious.  Therefore, in addition to avoiding strict double patenting, it prevents a proliferation of later patents claiming inventions providing only minor technical improvements, such as a mere substitution with well-known equivalent means with no substantial effects.  In the absence of an anti-self-collision provision, this means that no one, including the applicant of the earlier application himself, may obtain a patent in respect of subject matter going beyond the disclosure in the earlier application but having a similar scope.  Consequently, that subject matter either falls into the public domain or, depending on how broad the doctrine of equivalents is applied under the applicable law, is considered as infringing the earlier patent.  At the same time, it leaves room for later applicants to obtain patents in respect of later inventions that are not just minor variants, but are obvious developments from earlier inventions.  It allows the co-existence of later patents which do not comply with the inventive step requirement and which are not making a sufficient contribution to the state of the art.  

 AUTONUM  
If Model B was considered to be the best practice, it would need further elaboration as to the extent to which other “matters” can be taken into account in addition to the disclosure in the earlier application.  Without a clear definition in this respect, it will be difficult to ensure legal certainty and predictability at the international level.

 AUTONUM  
Model C completely bars the possibility of patenting obvious improvements or developments of an invention contained in the earlier application, even if they were made independently and are not derived from the first invention.  In effect, the earlier application prevents any person, including the applicant of the earlier application himself, from obtaining a later patent which claims obvious developments, unless there is a special rule avoiding self‑collision.  Consequently, such obvious improvements or developments fall into the public domain.  Theoretically, different variations can be considered under this model.  One variation could be that, in order to deny the patentability of the claimed invention, an earlier application could be combined with other items of prior art only where they were made available to the public before the filing (priority) date.  In effect, it would not be possible to combine two or more earlier applications to render the claimed invention obvious.  However, such a distinction between the combination of earlier applications and the combination between an earlier application and publicly available prior art may be an artificial one, since it appears that there is no substantial reason to treat earlier applications and publicly available prior art differently in this context.

 AUTONUM  
The above three models require different degrees of identity or similarity between the subject matter disclosed in the earlier application and a later invention in order for the later invention not to be patentable.  They also clearly reflect different underlying policy choices.  At the one end of the spectrum, later applications including only minor or obvious variants are rather encouraged.  At the other end, certain systems prevent, in principle, issuing patents to any later developments that do not fulfil the novelty and inventive step (non‑obviousness) requirements.  In between, a number of patent systems found some form of a balance that they considered appropriate. 

 AUTONUM  
As regards Model B, a clarification should be made with respect to the time as at which the general common knowledge must be assessed.  Should a person skilled in the art apply the general common knowledge as of the filing date (or priority date) of the later application, or should the relevant date be the filing date (or priority date) of the earlier application?  Under those systems which publish applications 18 months after their filing date (or priority date), the difference between the two relevant dates will not exceed 18 months.  Nevertheless, in areas of quickly advancing technologies, the evolution of the general common knowledge might be fast, and the choice of the relevant date might have serious implications.  It appears, though, that such a date determining the general common knowledge should be the same as the relevant date for the determination of the scope of the earlier application (see paragraph 84).

(c)
Anti-self-collision

 AUTONUM  
As described in Chapter V, some patent systems apply anti-self-collision in conjunction with determining the prior art effect of earlier applications.  At first sight, the provision of anti-self-collision does not depend on the three different models above.  For each model, there is at least one country that provides anti-self-collision.

 AUTONUM  
Anti-self-collision provides that, if the inventor or the applicant of the earlier application and the application under examination are the same, such an earlier application does not become part of the prior art.  Combined with Model A, anti-self-collision would allow the same inventor or applicant to later claim an invention that was originally disclosed (either explicitly or inherently) in the earlier application.
  As described in paragraph 29, the applicant may achieve a similar result
 by way of filing a divisional application or claiming internal priority, or simply amending the claims of the earlier application, if the applicable law so permits.  Therefore, anti-self-collision may provide an additional safety net for inventors/applicants who wish to seek a patent in respect of subject matter that they inadvertently disclosed in the earlier application.  However, as correctly pointed out by the Boards of Appeal of the EPO, a strict approach to novelty essentially reduces the risk of “self‑collision” (see paragraph 73).  Therefore, it appears that anti-self-collision may not be a critical factor for the operation of Model A.

 AUTONUM  
On the other hand, under Model B, a patent may not be granted to a later application claiming subject matter that is not disclosed in the earlier application, but is a minor modification (such as well‑known equivalents).  Combined with an anti-self-collision clause, Model B would operate in such a way as to allow the inventor or the applicant of the earlier application, but not third parties, to obtain a patent on such a later invention with minor modifications compared to his own earlier invention.  The underlying consideration seems to be that, particularly under a first‑to‑file system where an early filing date plays a crucial role for obtaining a patent, an applicant may first file an application with certain claims and embodiments, and later seek patent protection for another embodiment, which was not disclosed in his earlier application, but is nothing more than, for example, a substitution with well‑known equivalents.  In effect, anti-self-collision provides a certain safeguard for the inventor/applicant who first made a contribution to the art, while leaving room for third parties, who do not know the contents of the earlier application at the time they file a later application, to obtain a patent on a later invention developed independently even if that invention is obvious in respect of the earlier invention.

 AUTONUM  
As regards Model C, its strict application leads to the situation that, even if the earlier applications are not published, they defeat the patentability of later inventions which are not novel or obvious from the subject matter disclosed in the earlier applications.  Combined with anti-self-collision, this model provides the possibility for the inventor/applicant of the earlier application to obtain a patent in respect of subject matter that is not novel or obvious vis‑à‑vis the earlier application, provided that double patenting rejection does not apply.  The underlying consideration of combining anti-self-collision with Model C appears to be similar to the reasoning in respect of Model B.  In the case of Model C, however, a mechanism without anti-self-collision provision may give rise to greater concerns, since anyone, including the inventor/applicant of the earlier application himself, would be prevented from obtaining a patent in respect of later new, but obvious improvements.  On the other hand, anti‑self‑collision, when combined with Model C, may put the inventor/applicant of the earlier application in a relatively strong position, since, once an earlier application is filed, third parties will not be able to obtain a patent in respect of subject matter similar or obvious from the earlier invention.

(d)
Adjustment of the term of protection

 AUTONUM  
The practice in at least one country, namely the United States of America, addresses the issue of effectively extending the term of patent protection by granting patents for similar or obvious variations.  The American Intellectual Property Law Association (AIPLA) expressed its concerns on this matter in its submission to the International Bureau as follows:

“The issuance of patents for obvious variations of what is, in actuality, a single invention, would subject consumers to extended patent terms for potentially every invention.  This can result in an improper burden on the public at large, bringing discredit on patent systems for placing the interests of patent applicants and patentees first, and failing to take the public’s interest into account”.

Accordingly, as described in paragraph 68, so‑called terminal disclaimers play a key role in the United States of America in view of eliminating public concerns about the potential risk of extending the term of a patent.  However, the International Bureau is not aware of any other countries raising such concern or providing specific mechanisms to respond to such concerns in their submissions.

 AUTONUM  
It may be noted that the above concern is raised by the United States of America, which applies to Model C, while no concerns in this respect have been expressed by any other countries that belong to Model A or C.  From a purely theoretical point of view, comparing Models A to C without anti-self-collision, the probability of granting multiple patents covering similar subject matter is the highest in the case of Model A and the lowest in the case of Model C, since only what is explicitly or inherently disclosed in earlier applications becomes part of the prior art under Model A.  If that is the case, theoretically, the above concerns should be higher under Models A and B than under Model C.  However, if these models apply anti-self-collision, as described in paragraph 103, Model C strengthens the relative position of the inventor/applicant of the earlier application by way of retaining his possibility of obtaining a patent in respect of obvious improvements in respect of his earlier invention, while third parties would be excluded from such possibility.  On the other hand, under Models A and B, the inventor/applicant of the earlier application could obtain marginal advantage over third parties through anti-self-collision, since any person may obtain a patent in respect of obvious improvements compared to the earlier application.  Therefore, it may be said that terminal disclaimers are applied under Model C together with the anti-self-collision system in order to balance the relatively strong position of the earlier inventor/applicant with a limitation of the term of protection.  

 AUTONUM  
In any case, the adjustment of the term of protection per se or terminal disclaimers as such are neither a matter of the definition of prior art nor of the definition of novelty.  Although public concerns about extended patent terms may merit further examination,
 discussions on terminal disclaimers or any other mechanism for the adjustment of the term of protection should be isolated from the determination of the prior art effect of earlier applications. 

IX.
SHOULD THE SAME NOVELTY STANDARD BE APPLIED THROUGHOUT THE PATENT SYSTEM?

 AUTONUM  
In connection with reviewing the novelty standard applicable to the prior art effect of earlier applications, one related issue that remains to be examined is whether the novelty standard applicable to the prior art effect of earlier applications should necessarily be the same as the novelty standard applicable to publicly available prior art as well as to a number of other situations occurring in the patent system.  As described in Chapter V, different countries take different approaches in this respect:  some apply the same novelty standard to both publicly available prior art and prior art consisting of earlier applications;  others apply a strict novelty standard to publicly available prior art and a broader novelty concept to prior art consisting of earlier applications.

 AUTONUM  
A question which arises is whether a “broader” novelty standard, if accepted, should necessarily apply to all types of prior art.  In this regard, a comparison of two possible scenarios provide a clearer picture of the consequences of applying the same or different novelty standards to different types of prior art:  the first scenario would apply the same broader novelty standard to publicly available prior art, and the second scenario would apply, a much stricter novelty concept to the publicly available prior art.  It would seem that, in practice, the difference between the two scenarios has no significant consequences on the result of substantive examination because, as far as publicly available prior art is concerned, not only lack of novelty, but also lack of inventive step is examined.  If a claimed invention under examination is not explicitly or inherently disclosed in the publicly available prior art, but the difference between the two consists in, for example, a substitution by well‑known equivalents, such a claimed invention would not be patentable on the grounds of lack of novelty vis‑à‑vis the publicly available prior art under the first scenario.  Under the second scenario, although the novelty requirement would be complied with, since the claimed invention would be considered obvious for a person skilled in the art through combining the publicly available prior art and well‑known equivalent means, it would not be patentable on the grounds of lack of inventive step.  Therefore, under both scenarios, the claimed invention would not be patentable.

 AUTONUM  
The adoption of different approaches, therefore, may result only in theoretical differences leading to the same end, since there is no contradiction in respect of the fate of the application between the two.  In this respect, the historical development of national laws as described in the French submission (see paragraph 38) is suggestive.  It may well be that one of the reasons for applying a strict novelty standard is a consequence of introducing the concept of inventive step in the 20th century. 

 AUTONUM  
Among those that apply a strict novelty standard, the EPC, for example, applies that same novelty test to other matters, such as determining whether the “same invention” is contained in a previous application the priority of which is claimed, examining whether a divisional application is permissible or the assessment of the admissibility of amendments.  Since the strict novelty standard requires an identity with the explicit or inherent disclosure in the document concerned, obviously, the same test could be extended to the above matters where it is indispensable to preserve the contents of the original application, be it a previous application the priority of which is claimed or a parent application in the case of divisional applications. 

 AUTONUM  
It would seem, however, that the objectives underlying the novelty requirement and those relating to the validity of a priority right, divisional applications or amendments are different.  The objective relating to the novelty requirement is to avoid the grant of an exclusive right to what already belongs to the public domain.  Granting a patent to an invention already known is not justified.  The key issue is, therefore, to define the boundary between existing prior art which belongs to society and subject matter that can be subject to an exclusive right.  What constitutes the “existing prior art” in the context of novelty determination should be considered against this backdrop.  On the other hand, the validity of a priority right, divisional applications, and amendments are based on the principle that an applicant should not obtain patent protection in respect of subject matter which he did not disclose in the application on the filing date (priority date).  An exclusive right cannot be extended to subject matter that the applicant had not invented before filing an application, and which he had not described in the application as filed.  On the basis of this assumption, the key issue in these cases is the determination of the scope of the original disclosure (disclosure in the application the priority of which is claimed, the parent application for divisional application or the application as filed in the case of amendments), and no priority claim, division or amendment that goes beyond the original disclosure should be allowed.  Therefore, in those systems that apply a novelty standard that is broader than a concept covering solely the explicit or inherent disclosure in the earlier application, such a standard may not easily be applied to those other matters in respect of which the preservation of the contents is important. 

 AUTONUM  
In sum, in connection with the prior art effect of earlier applications, where a novelty standard goes beyond the explicit or inherent disclosure contained in the earlier applications, whether applying the same novelty standard to publicly available prior art or imposing a stricter novelty standard to such prior art does not seem to lead to significant practical problems.  In certain cases, the same invention may be refused on the grounds of lack of novelty in one system, and on the grounds of lack of inventive step in another.  In any case, however, the outcome regarding the patentability of the same invention remains the same.  If the novelty standard with respect to earlier applications is determined by the explicit or inherent disclosure in the earlier application, it might be convenient to apply the same standard for other type of determination, such as claiming priority, divisional applications and amendments.  The different underlying objectives between novelty and other types of determination, however, should be borne in mind.

X.
CONCLUSION

 AUTONUM  
The different patent systems have opted for different approaches in respect of the prior art effect of earlier applications.  These approaches are not randomly chosen alternatives, but reflect different patent cultures and societal objectives, including the relevant environments in which innovation is promoted and exploited.  Another relevant factor is the way in which the interests of the parties involved are balanced against each other under the different legal frameworks.  Therefore, each of the various systems described in this document constitutes a delicate balance of social, economic and legal factors. 

 AUTONUM  
The main objective of harmonizing the prior art effect of earlier applications is to achieve a uniform prior art basis at the international level, thus contributing to more legal certainty and facilitating mutual exploitation of search and examination results among Offices.  In order to achieve this goal, Member States would have to agree on a common best practice to be implemented in an international instrument.  While it has been shown that precisely the term “best practice” differs due to differences in respect of the underlying objectives, it would seem that such a best practice at the international level, if any, would at least need to aim to achieve more simplicity, clarity, legal certainty and predictability.  Whether such a common basis can be found in view of the existing divergences remains to be discussed.  One question which will have to be addressed in the course of that discussion relates to the consequences of not harmonizing this particular issue, if no agreement among Member States was reached, and whether a meaningful harmonization of the broader notion of prior art can be achieved despite leaving aside earlier unpublished prior art.

 AUTONUM  
In terms of structuring the debate, based on the preliminary information contained in the present document, the following steps might be considered:

· Identification of the main models currently applied to the prior art effect of earlier applications;

· Identification of the main objectives underlying each of those systems;

· Analysis of (a) the extent to which common ground in respect of these objectives exists or may be developed, and (b) whether the identified common ground could form the basis for the development of a common approach;

· If the analysis referred to in the previous items was able to generate some form of common standard, consideration should be given to whether such a standard should apply to earlier unpublished applications only, or whether it could also be applied to (a) novelty in general, and (b) to certain situations where an identity test similar or equal to the novelty test is applied (e.g. admissibility of amendments or the assessment of the identity of the inventions when comparing a claimed invention with a invention contained in a priority document).  The two following situations would then appear to be the main alternatives:  in the first case, the common standard would apply to earlier applications only, and a different standard (e.g. the existing novelty standard) would apply to the novelty test for published prior art as well as for other situations.  In the second case, the common standard would apply to both published prior art and earlier applications, and another test could apply to other situations.

· Finally, consideration might be given to limiting the discussion to those elements that appear to be necessary to achieve a common prior art basis, while leaving aside those elements that, while applied in certain systems in the context of the prior art effect of earlier applications, do not seem to relate directly to prior art (such as, for example, terminal disclaimers).

 AUTONUM  
The Committee is invited to note the contents of, and to consider possible approaches to address the issues raised in, this document.

[Annexes follow]

ANNEX I

ARTICLE 8(2) AND RULE 9 OF THE 

DRAFT SUBSTANTIVE PATENT LAW TREATY (SPLT)

Article 8

Prior Art

…

(2)
[Prior Art Effect of Certain Applications]  (a)  The following subject matter in another application (“the other application”) shall also form part of the prior art for the purpose of Article 12(2), provided that the other application or the specification of the patent granted thereon is made available to the public on or after the priority date of the claimed invention by the Office[, as prescribed in the Regulations]:

(i)
if the filing date of the other application is prior to the priority date of the claimed invention, the whole contents of the other application; 

(ii)
if the other application has a filing date that is the same as, or later than, the priority date of the claimed invention, but claims, in accordance with the applicable law, the priority of a previous application having a filing date that is earlier than the priority date of the claimed invention, subject matter that is contained in both the other application and that previous application. 

(b)
For the purpose of this provision, “the other application” means: 

[Alternative A]


(i)
where the Contracting Party is a State, an application referred to in Article 3(1)(i) and (iii) and, if that Contracting Party is a member of a regional patent organization, [subject to the applicable law,] a regional application filed with or for the Office of that regional patent organization through which patent protection in the said Contracting Party is sought and an international application the processing and examination of which has started before the Office of that regional patent organization in its capacity as a designated Office under the PCT; 


(ii)
where the Contracting Party is a regional patent organization, an application referred to in Article 3(1)(ii) and (iii). 

[End of Alternative A]

[Alternative B]


(i)
where the Contracting Party is a State, an application referred to in Article 3(1)(i) and an international application which designates the said Contracting Party and, if that Contracting Party is a member of a regional patent organization, [subject to the applicable law,] a regional application filed with or for the Office of that regional patent organization through which patent protection in the said Contracting Party is sought and an international application which designates the Office of that regional patent organization; 


(ii)
where the Contracting Party is a regional patent organization, an application referred to in Article 3(1)(ii) or an international application which designates the said Contracting Party. 

[End of Alternative B]

Rule 9

Prior Art Effect of Certain Applications Under Article 8(2)
(1)
[Principle of “Whole Contents”]  (a)  The whole contents of another application referred to in Article 8(2) shall consist of the description, claims and drawings as of the filing date.

(b)
The other application referred to in subparagraph (a) shall also include an application for a utility model or any other title protecting an invention under the applicable law, except where the applicable law allows for a patent and another such title to be validly granted with effect for a Contracting Party for the same claimed invention.

(2)
[Applications That Should Not Have Been Made Available]  Where the other application has been made available to the public in accordance with Article 8(2) in spite of the fact that it should not have been made available to the public under the applicable law, it shall not be considered as prior art for the purposes of Article 8(2).

[(3)
[Anti-Self-Collision]  Article 8(2) and paragraph (1) shall not apply when the applicant in respect of, or the inventor identified in, the other application and the applicant in respect of, or the inventor identified in, the application under examination, are, at the filing date of the application under examination, one and the same person, provided that only one patent may be validly granted with effect for a Contracting Party for the same claimed invention.]

[Annex II follows]

ANNEX II

ARTICLE 12(2) AND RULE 14 OF THE 

DRAFT SUBSTANTIVE PATENT LAW TREATY (SPLT)

Article 12

Conditions of Patentability

…

(2)
[Novelty]  A claimed invention shall be novel.  It shall be considered novel if it does not form part of the prior art[, as prescribed in the Regulations].

…

Rule 14

Items of Prior Art Under Article 12(2)

(1)
[Item of Prior Art]  (a)  An item shall qualify as an item of prior art only if it enables a person skilled in the art to carry out the claimed invention.


(b)
Any item of prior art relevant to the determination of lack of novelty may only be taken into account individually and may not be combined with other items of prior art. 


(c)
An item of prior art incorporated by explicit reference in another item of prior art shall be considered to form part of the latter item of prior art.

(2)
[Scope of the Item of Prior Art]

[Alternative A]

The scope of the item of prior art shall be determined by what was explicitly or inherently disclosed on the date on which the item of prior art was made available to the public to a person skilled in the art as of that date. 

(3)
[Other Application as Item of Prior Art]  Where the item of prior art is another application referred to in Article 8(2), the reference to the date on which the primary item of prior art was made available to the public in paragraph (2) shall be considered as a reference to the filing date of the other application or, where applicable under Article 8(2)(b), the filing date of the previous application.

[End of Alternative A]

[Alternative B]

The scope of the item of prior art shall be determined by what was explicitly or inherently disclosed to a person skilled in the art as of the priority date of the claimed invention.

[End of Alternative B]

[Annex III follows]
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Abstract

s patent harronizaion discussions proceed one of the ma-
Jo issues 10 be hammonized concers the ciation of secrel
pror it Previously fled, subsequertly publshed applca-
ons canbe utlized as prir art both against hictparty appl-
cants and he ter fing applcant himse.

Inthe Urited States, Japan, and Eutope, such socret pio it
is curtenty used n diferent ways. Anew proposal s erein
Suggested which reinlioduces the conceptof“enlargednor-
olty” as applying 10 both fic pary efections andi holater-
fling appicant. This nowsystorm inherently results n com-
promise of he e esting Patent Systems.

1. Patent Harmonization Discussions

Patentharmonization discussions have been going on for al
least 25 years. Iniia aciies aking placo al Geneva Lnder
the sponsarship of the World Inelleciual Property Organiza-
ion (WIPO) yilded ope for a substantive lrealy bl were.
limately stymied by lack of progress on the "frstto-le”
issue. However, the dscussions did esultin ho passage of
‘aprocediral Patent L Treaty (PLT), which has already been
successiul Wil nolye aifed i has servec s a model or
hanging allther patent aws, inclucling he Patent Coopera-
ion Tieaty (PCT) o conformwith the PLT

‘Continued discussions on substantie patent law harmoniza-
on have proceeded ona rather siowbasis. Corirorieclby a
numberofpolfical bstacies, patent harmnizaton has been
‘anelusive goal Conticting views betueen ‘oastand west” on
major patentssues such as patentable subject matier och:
icalefect and frsto-f have skawed e pace foviarcs any
compromise soluion, Liewse, ‘norn-soulh’ ssues on pro-

tocing geneic resources and raditional foliore have lk-
wise stymied progress on harmorization talks.

Hawexes, it appears that Non Governmental Orgarizations
(NGOS) aro actvely trying o eliminate uplication of efc by
patent offces around he worid o Ltimately reduce the cost
ofpatent protecton glbaly,whie maintainig hgh qualty As
aresul  lury of eforts has recenty laken lace orevve he.
stymied WIPO alks and attompi 0 give patent harmonization
2 jump st

Onthe cnehand, he Tateral Patent Ofices (Euopean Patert
Offce, Japan Patont Ofice, and U S Patent and Tradematk
Offco) have procesciod by priolizing e ssues o primary.
and socondary groups and to adcress those issues in he.
prmary lst ke keoping ho most fficut subjocts as par of
‘asocondary st At the same e, 1he NGO hiave e, andin
& simiar approach have pul together a mini basker” o s
suesufich shoud be il adiessedinan et o achiove.
harmonization on these ssues as a st step.

In'both sts of ssues, e mainareas being acressed elate
10 thoselaws requiing harmonizationn order o achieve an
cqual basisfor an infernationaiype search At present, one.
ofthe ificultes n praviding ‘good fath and credi” o an
interational seaich from one rganzation o anothe s he.
iferences in substaniive patent aws.

The grace periodt in the Urited States aiminatos references
uhich Europe and Japan would accept, Difent nferprota:
tion o prior at, for example, ocal versus absol, also po-
vides ffences in the utization ofprir . Final ane of
themostifcult and dstinct areas preverting unform search
ing relales 1o the use of previously fed, subsequently pub-
lished applications, ypically refered 1o s *secret prior art

Tothe edent that a common legal approach can bo actieved
nunformy addressing such “secret pio it great progress
might be achiovectoward utmately obtaning harmonization
onthe "mini-baske of fssues prosentl being considered.

T e apesre i W e rapery Rapor, Volure 13N 1, Janary 2004 an s rpited By permission
oo 2004, A tnalons i (e b o)
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. What is “Secret Prior Art"?

Secret prior at refers o palent applications that have boen
proviousyflec but subsequenty pubished wil respect 10
particuar appicalion hat s being examined Such secrelpriar
artpresents conceptual problems whe uilzng s prorar.
Onthe one hand, as s “secrel” and not avalable o1
public, i lfficult 10 iz a5 nformation thal was in the
publc domain, 5nce 0 006 could gel access o thalnfomna-
ion and o one, excop the nventorof the frst.flec appica:
tion,was aware ol .

At the same time, it cannol be tolal disregarded, since it
oo show thal someone oo had previously inverted thet
concept, described i, and satisfid the requirements of e
patent systom by sciosing i ateast (o o PatentOfficeina
patent appicaton. In a frstlo-ent system, i shows that
Someana el invented that nformaton,ateast o he exient
that they established a previous fing date. In a ist-o-fle
system, it shows that someone efse ha fled that invention
previously. Accordingly, he prior-fed application cannot be
‘otally ciegardec s a prior ar forhe lalorled applicaton.

Socte prirartcanthon b iz againet i s, 5.
il a5 against 0 applantncaian ocustances, which
i o county o Gounty. Agais e pares,  prserts
et conosecof by it Evenas agant e appican.
Howeve, i presentsan nccaton hat o of e mataral was.
proviously dscosedby o spplcant hms anconsiose
it fftalcisclosur for helater Subisson o thopubkc
Goman.

Tho tent o tlizaion of such secrt piorat has o positis-
ties.Oneis the"prior clam approach’, whion ony ulizes the
speciccaims of e frst patent application againsa atexled
applcation Thecsficul wih s approsch s ha tlakes many
years uni e clams ofhefis appication are uly knoun. s
esull it may dolay he posecuion of he second appiicaton,
since the second appicaton cannol move forward unl e
claims o the fist pant appcation have been defined.

The more widely acoepted approachis the “whole conlents
approach Inihiscase, the et el of hefirs patent appl-
callonis uilizec aspror a0 bo appled againstwhat s being
claimedinthe second applcation.

Il Current Systems Applying Secret Prior Art

At present, the U.S, Europe, and Japan each have cierent
‘approaches o Ullzing secret prior art s a elerence against
hicpartes, as woll as aganst e applcant el Eachof
‘hese approaches defines a workabio system hal has boen
ilized oryears, anct each approach presens aviabio possi-
iy that can bo the basis or  harmonizec system. Hovever,
achaofthese approaches also presents some conceplual con-
‘radictons and often docs not appearta b logcal o equtable:
0 applying such secretpror art. Each of theso approaches.
actualy s tuo pts. Oneis appling the secret prcr art aganst
thictpaties, andhe cther s apphing he secreprior rtaganst
the appicant imsaf. Each of hese vl ba analzed belcw.

A.Socrot Prior Ant Unized Against Thua Parios

 Euwpean Aproac
e European approach s 1o use the wholo contents of he
Secro prorart aginst a i party pencing appication. How-
oo, only izes the vihole conlents for sit novelly-de-
feating pLrposes. Such sirict navelly s sometimes roferred
o5 pholographic novely” Thus, fothe exent hal helater-
Hect appication ifers even sighly from wha is contaned in
the secret piorar, a patent wilssue o e second applcant
‘Consequenty, othe extent the second applcant laims some-
hing which s not crectywitin the secretpro art sclosure
ot might be obvious rom i, e wouid ko get apatent. This
can besi be described belowin Fig. 1.

FIG-1 - Europs sppyingSecrs Price At against s sgplcant

Discioaure
Aopicarst | ABC
seplcanz. | ClimaB  -NoPaten
soplcanz. | CameB -pant
soplcan2. | CamsBD  -Paint
[are——

“The Japanese system generally s simiar tothe European sys-
o in applying the whole contents of the secret priorar only
fornovely-defeating puposes againsta i parly appicant
whanfes lalo: Hawever, according o he Japanese Patent Of-
ice the whol conen,of thefrst appication s appiec ot
oy forwhat s “pholographically” presented, but also for -
formaton hat cne cou understand o grasp rom he diclo-
Suse orfrom he mallers which can be said o be substanlialy
disclosectin he socrt proxar - specfaly anyihing hatcan
‘ooderieclby considering the commen techical knowiedge in
hears atthe time of ling of he secret piorar.

Sueh commen techrical knavdedge in the arts s the mater
‘whichis apparent on the basis of arts well known o he per-
Son having ordinary il in e ait. Thus, in Japan the concept
of"novely"is broader than just “photographic novely” The
Siuationin Japanwod be as shownin Fig. 2 beiow.

Fa2- p——
mopiearst | ABC
seplcanz. | ClimaB  -NoPaten
soplcan2. | CameB'  -NoPaten
soplcanz. | CamsBD  -paint
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i US Apraach
Tho U.S. approach ako apples the wholo corferts o the
‘socrel pror art. However, i utizes it both for novely-efeat
g pusposes and forobuiousness puposes. Accordingl,in
1he LS. they wil apply everything that s disclosedt i tho se-
crot prior ar directy, as well as combining it wih any oiher
relerenceich may eiher have boen publshe or may ko
have boen par of the secret prior art Ths siuation is do-
SeiibedinFig. 3belov.

10313, appiyig SacetPrcr A sgans anotrr sppicas

-
sepcartt | ABC
seplcanz. Camss-Noaent
seplcanz. | Clmas -NoPaent
seplcanz. CamsBD -NoPaent

B Againt the Appicar Himseir

 Eumpean Approcch
InEutope, they utize the same whole-contons approachor
novely.defealing pLrposes against the applicant exacty as
‘againsta hid pary. This s typcallyrefered fo as "sef-coll-
Sion” ar"ernal callsion”. Namely (o he etent at he appi-
anthas disclosed an nveniion n asecret prior &, he canno
longer claim that same invenion in a later appication, e
concopt baing that once he discloseditin thefrst applcation,
homustfaim i hece and cannolclaimit lsewnere. o canfie
‘adiisionalon that st appicalion, but he cannot clamitin
any e appliation.

Howeuer, again, this novely is oy “protographic novely”.
Sothal shouid he claim & slight variation, an equialent,
Species, or some other sighly diferent invention n a ater
‘appication, the eae, secret pricr art appication il ot be
wsed againsthim. Cieay f e ciaims in  ler fled appcaton
an invention that s only obvious over the frstcisclosure, he
wil dofinely get a paten, sinco the frst application s only
izt for very narrow novely-defealing purposes. Tis s
Shown below in Fig. 4. I should be noted that s & simiar
Siuation o applying he secret prcr art against i paes.

G - Eurps applying Scrt Prior At against s applcant
Discore

Aoplearst | ABC
foplcan1- | Clmss  -NoPan
foplcantt- | Clama®’  -Paine
foplcantt- | ClimsED  -Paire

Japance Appach
0 Japan, boweuer, they oot care about selfcolision Spe-
il the prior arl cannot be used agains he applcant him-
Sol, o aven the same imventor of e Claimed invention and
fferentassignes, even fo hovely-efealing urposes. One.
ofhe easons for s s hatin Japan largeindustyfles many.
applcaions Tpicaly,the appications may be ialy prepared
by ihainvertor imsall andl eviewed by  patent atlrney be-
fore fing, Thedisclosure pultogether by thainvenicr, o even
& patent atcrney, may often overap another cliscosure, ince.
large groups of mventors typically work ogether. Accordingly
thesame disclosur ofa paricular venton may be foundina.
numberof ierent applications, all beng fledarouncitheseme.
time, alhough not on he same day.

s aresul e paticular applcation utich clams tat nven-
tion may b later than an earler appication hat aleacy -
scribectthalinvention. Accorcingy, the siuatin i Japan s
shown below i Fig. 5.

5 s scslingSecrt Prior At agairet sam spplcent

Osclonre
opleant | ABC
opicarst- | Clmss P
opicarst- | Caimss P
Aopicarst- | CamagD P
@ US. Appraac

The U, siuaionis uch more compiated. sty tmakes
acstincion whether he socret o at el e laer applce-
tonwero by thosame mentor o nl andasomakes
stinclonhothorherais an oblgation o ssign ho scrot
priorart imenion anlh aornuention 0 asingio applcan,
altho imo cach was flod. Futhormore, it makes a dsincton
botweenapphing threferonce o novely deleatng pposes
andifor obviousness purposes.

Addiionally, U S law includes terminal isclaimers. Should
thosamainvertor cim the samenenion vice, s & abko-
lutely profiited as being satutory doublo paterting.On he.
Giher band, shoul e applcanibe laiming an mertion that
s obuious over a previously isclosed inertion, such would
e considered obious double- patening and vould require
 torminal disclaimer so that both patents must remained
onned by the same nvenive eniiy o s assignee and would
terminateathe same time o avaid any exansion ol he patent
grant beyond the expiralon date af the patent ssuing from.
thearginalinsention.

Shawn belowin Fig. 65 LS. application of secret pror art
appllect against he same inventor. I his case, there vould
actualy be no applicaton of the secrel priorar against he.
invenlorhimsef. Howeves, aterminal disciaimer would be ro-
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cuited even hough the secre prio art i notareference. (s
undersiood tha he sameinvention s not beng claimed twice,
namey it not being caimedt i he st applcation,ahough
it isclosedinthat st appicaton).

IG5~ US.appling Secrt Prior At agsist sama et

Diciase
venr1 | A8
et - | GamsB -patnt
e - |l -potent —p{2oet
e - GamaED -patnt

Inconnectionwih appling he secret por artwherethero are
iferent inventive entis of cams inthe e appiicatin com-
pared with he st application, although at he tme of their
respecive imentons al injentors had an cbligation o assign
othosame assignee, aiferent italion occurs.Inths case,
i1the same invenion i disclosed inthe secret priorart he.
soctet prior ar il be applied for novelly purposes. In s
ase, no patentval ssue unless the second invertive entiy
was the samenvertive ety of the invention disclosedtin e
first appication

Howeer, the secret pror art il nol be applied fo obuio
ness pusposes, since U law has been changed o acknowt-
edge the factthat groups work logethr, and therelore one.
nventor may lear an invention from another and improve.
pon it wiin the same group, working forthe seme com-
pany, and therefore the company shouid notbe deprived of
those imvenions coming from the group when ane nventor
improves upon the other

‘Accardingly, applying secrel prior art i the U.S. against e
samo assignoe bulcifferentinentors il esut i he follow-
ingas shawnin Fig. 7.

FIG.7 U, sppyig SecatPrcr A aganet et mentcrs b
comman assanes
Diciosre

soptcantt
(imersorsy

aBc

Appscant|
(i)

CameB o Paent

Appicarst | Climss’  -Paen

(i)

Appscant|
(i)

ClmagD  -Patam

I Logical Inconsistencies With Existing Approaches

Although each of the European, Japanese, and US. ap-
proaches provides a workable system, there are logicaln-
consistencies withach of these systoms producing cortra-
cictons and logical i esuls.

8y way of exampl, the European approach fais o provide.
adequate protection fo an applicant who comes up with &
asicidea, Since the secret pic artwilonly bo ulized agains!
it partiosfor ‘photographic novely” o he extent the s
‘appiicant makes & basic coniribuon, a laer appicant oan
‘come along andmake a very slightor equivalent medification
or substivion and gt his own patent.* Sometimes ths can
depiive thooiginalapplcantofany o the practial, commer-
cialbenafi of i st invenion.

Especial ina st 1ol system, where here’s arush o get
the appication on fle, there may not be adequale time to
ncuco every variation Howeve,once hefirst applcant fles
the application helocks in s rights. Alhough e had boen
thefirst e for the nvention, someone else may come up
witha very minor chango and gainindependent patent ighis
of & much mere signiicantly commercilinenton,

Furthermore, imiting the applcant o the specfc wording
the patent appication placos hisinvention as e “saciiicial
lamb”tothe Inguistic capabilles ofa palent afomey. Snce.
Europe oniy precludes “photographic novely” o the extont
1he patent attomey used a partcular word or phaso ralher
than aciflrent phiase, someono with asightydierent worc
Ingviouid be abieto get anindependent patent watting .
tights ofthe e frstto-fleinventor.

‘Aditicnaly, whilthe spplicart hmsel can avays ledisicndls
andciam all aspects of is orginal disclosure o the extent of
theingustic capabities of ho patent atorey, shodld e fai o
a0t grantof his frst application s a esul of seif-coll-
sion, b s preciuded fiom recovering what he originally -
closed shouiho il a second appication.fhefled he i
sionalshotybefore gran, he would be able o cover whathe
had discloseet. I o les e grant, o s now precludod.
allnough he was the one who originaly clisclosed i

‘Addiionaly,since the Europeanand Japanese approaches.
oot hayo leminal dsclamers,although s notan denical
ivention as isciosed, he public s subjected 1o extending
1he manopoy for what are essentially minor varialions of e
‘sameinventon, because 'prtographic novely” vl ot pre-
vent the same applicant fom extending the monopoly wifh

inor variations. This probler wouldbe further xacorbeted
Ifthere were 1o be a race period whare the appiicant's own
ublcation wouldnot e picr ar againsi he appicant o1 e
malimitof the grace perio

The USS. system lkewise presens logical inconsistoncies.
Under the ULS. system, a “secrel prior art” i ullized and
combined wilh oiher references, in some cases also olher
“secrot priorart” This s effectvely saying that ne sl n
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he artwould i L cbvious tolake hatis not known o amyone
publicy and combing it something ese which s knasn or
oven notknown o anyane pubic, ncrder to make he nven-
ion otviousonthe date he second appcation as fled.

I tuth, the only one privy 0 the “obidous combination” of
o itoms of “Secrel prior ai” is the patent exarminor. who
must decide what is abvious to one o orinary skl the art
and ol be that sdled artisan himsel.

Furthermore, the anomaly of applying the U.S. law against
ientors, as compared t applicants, also presents incon-
sistencies. Should there be a cormon appicant (asignee)
withiferntinentors, o patentwilsue it wes prevously
isclosed (applying 102(e)buta patet vl issue on an covi-
ous varant (nol applying 102(6)/103), a5 the group works,
together Tne law thus tecognizes a group working logether
bt nol a patent atomey wriing an applicaton based upon
thework o e roup andincorporaling more tha one dea.
ahough not ciaming .

Moreover, the "working craup” concept fas if the viorking
group’s a corporation and a unersiy thalwork in it do-
velopment, o Corporations working n ot development.
elc.Imovation often oceurs where two difrent legal entiies
ot under comman control e engaged n esearch and de-
velopment

Aocordingl,although al of thevaricus existing systems have
functioned and operate ffectvel, none ofthem provides
perfect logic o allaspects of ullizing "secret prir art

IV, New Proposal For Applying Secret Prior Art

Altbough, ina hamonizedrealy, any o theexdsing approsches.
coulbe utized as the accepled siandard,inorder 060 50
there woudd have to be full concessions on the part o one
approach 0 accep the other approach. Whie concossions.
are s avalablo nnegoiating harmorizaton eates, com-
promise oten s preferabie. Howewe, in compromising, whal
18 often done s 0 ake one of the existing approaches and
“tallor”or modiy itin cotain aspecs.

s has beon fequentl poinec o, an exising approach may
have been proven effetive for many years. It bult on nu-
merous olher ntertwined aspects. Tinkering” wih one as-
‘pectand moctiyingit ften as erimentl effects on another
aspect, andits ot hateasy 01ake an xisting approach and
simply modiy tinone or two aspects. s often preferable to
come up wiha tolally new approach which prowides a com-
promiseinit effectand al the sametime i one that canbe
‘accepted based uponlogcal punciples o kw and equity, and
faimess for allsysiers invoived and thes appicants.

I his egard a new proposal s presente for doaling with
‘Soctetprior at which efecively provides a comprommiseand.
atthe same tme, provides anes approachuich difers from
all xisting approaches. The new approach is based upon
‘appying the whole contents of secrel pricr art for what s
refeted toas "enlarged novelly” purposes.*Tosome exten,

it notanewconcept but everls back 0 an old understand.
ing of the concoptof povely.

Forexample, nder e German ational palert system i s
concept o novelty, which covees al that one skl inthe at
usuall understands from a document and which s broader
hanhe photographicnovelty approach hatis curenty beng.
tized by the Eurcpean Patent Office andl by mast of s Mem-
ber States. By way of exampl, f a geneic invention s dis-
Glosed i the secrel pricra, it should preciude a subsequent.
appicaton fom coveringa species not partcularl dertified
wilhi the generic dsciosure (unless the “species” & i the
Ralure of a“selecton” which couid give fse o pateniabily).

Likewise, later equivalents should be prechuded. Latr vell-
nown substiutes shoud be precluded. Anything that would
b well known to one skdled in the artreading the orginal
cisclosure shoud also be precluded. Thus, th frst discio-
suteshould not ol provide novely-defealing fom a 'pho-
fographic” viewpoin, but from an “eniarged novely” view-
point. To some extent, his is simiar (aihough perhaps
beoader) thanthe present Japanose understanding of "nov-
ol Moreover s German concep of novely s similar fo
the American cancept of“isherency” found i a single prior
aneference.

o the extent that he secand inventar can show that i par-
ticuler species, equivalent,substute, oG, woukd ot have boen
vilhinthe arginal“enlargect disclosure, as i provides unex-
ected benelts, unusual resls, o the ke, he may presont
arguments 1o overcome such secretpror at refocton. Aso,
s the seoret prior art can only e used for navely (enlarged)
efeating purposes, i cannol be combined with any oiher
reference or any olher materia o pravide an obviousness.
yperejocton.

Byway of xampl, ig Bincicatos schematicaly whal consii-
{utes the"enlargednovely’ byond the"cholograptic novely”
ofthe sccre priora Aeference A ancl the potentalorcombin-
ing il with ot roferences o provide an “cbviousness” ejec-
tionrom hat Relerence A 115 ony the"eniargednouely hat
enldtbe utlizetfor apping such secre e ar.

procgsenc:
Fas oty

e

Conceptualy, the approac of using the “enlargedt novelly
for appiing Secret prior ar 5 o give th full bencii of he.
inventon o heinentar who's hefist e Athough he may.
have rushecto fle s applicaton s, and s pelentatorney.
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iy have usect specific words, he should st be etied 0 the
ull benelitof s neention, Trus, o the extent hat he covered
generc conceptand isted some but notl species, some-
ono oo shouid ot be able o come up wilh another species.
fallnguitin he generic lass and gel a separate patent ont
(except forthe “selecton” concept indicaled above, which
Shovld be held to high standards of prool).

Likewise, alhough he may have described is invention and
iven some examples, someone else should 1ot be able o
ome up with one ainer eguivalent or welHknown substiute
and get a soparate patent on thal. The inventor should be
Given the full breadih of s invention and be able o sicp
thers fom geting patentson anying faling wiin e scope
of s invention. Howerer,he should not be able 010p oif
ers from making use of is invention and combining it wif
ciherindependentdeas. Thus, heshouldnotbe ab o ilze:
hissecret prio at 01 0bViOUSeSS purposes where s noc-
essaty 10 combine the sectet pror art wilh o referencos.

I connecton with appling “secret pricr at” inan “enlargedt
Rovelty approach, he resul applying it against third paries
ol be as shown n Fig. 9.as follavs.

FIG 9 - Appling Secret Prio At sgainst ancer sppscant in
atget Nty sy

Diceare
sepican s ABC
eplcanz- | ClmaB | -NoPant
Seplcanz- | OamaB' | -NoPatent
Seplcanz- | CamaBD -patem.

It should be noted that the efective result of using the “en-
larged novely” approach is effecively a compromise be-
twoeniho European approach (i, 1) andthe US.approach
(Fig-3), and aiher simir (o he Japanese approach (Fig 2).

It also balieved hat this same “eriargect novelly” concept
an bo uiized in connection wih the appicant himsof. The
appicant shoud boableto uimalalycian anyhing dsclosed
01 st application fiom an “enlargedt viewporn. Specif-
cally the applicant shoul be able 10 laim bolh s “photo-
raphic” cisclosus and an “enlarged” version of hat diclo-
sueinhis second applicaton.

Fusthemor,tshoukdnot ke a diferecs whathe s toimen.
torhimsewhofled thesecond applicatcnorwhethels anaher
entorwihinthe same appicart group.Solongas bl inven-
{orse putofthoepplcant, a1 hoser el heyhadan obige-
tion 10 assign 0 he Same apploan, we st fecognze the
croup aspeot of ncenions and grant palents o e appicant
‘whelher the nventcn was isclosed i the st appication and
larmectin the second,or carmed n he s, solong as e rue
ventor s pamec i tho appication caiming s neoton.

Howeuer, i al faimess 10 the publc, in casos where s a
‘common applicant thatis working with mermbers of a single
‘group expanding he invention, a terminalcsclaimer shodid
‘e appled. Horwever, such terminal dsclimer shaudonly be
limited o he "enlarged novely”of e nvention, not o any-
hinghat resuls fom obvious advances of he nventon.

‘Accordingly in the proposed system the following Fig. 10
woullresult when appying secret prir it againstan appi-
can, regarciess of whois he inventor.

1310 Agpyig Secat Prr At aganet et et bt
Common asinas

Disioaute

Aopicars1 AB.C

rvenior)

Aeplcant 1+ D

i)

Cameg  -patent

Soplcant1- Clamss  -Paten
i)
Seplcant - CamsED - Paion ———W
i)

It bo noled that tis approach again resuls ina compro-
mise betweon Japan, Europe, and he U S. It rovides anti-
colisionfeatures,terminalcisclaime featres, eguales appli-
cants and inventors, and proudes a logical and equilable
compromised system.

Conclusion

It therelore e thatusing the “enlarget novely” appraach
for applying seciet prior ar. bolh against olher appicans.
‘andincomection with the appicant himsel, here s provided
a new comprormise type of system thal provides a ogical
‘and equitable approachio the applicant, oher nventors and
the publi at arge. It also happens to provide a mid-way
pastion behween the eising approaches curentl employed
1 Japan, Europe, andthe United Stats.

Futhermore, it avoids the necossiy o “inkering” wih any
xising approach which may cause problems, andinsiead
‘comes up wilh a new overall approach. Ako, it avoids the
poliical probler of having any one counlry o region “con-
coding’ {0 the approach of the ather, butnstead creatos &
tollly new approach and consistent lagi foreach an ffec-
e comprormise postion
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Notes

T Intho cxamples thatfollow,“disciosuro A, B, means hat
hoapplcationclisclosesthose oo mertion bul docs ot
i them. “Claim 6 mesns that the sppcaion clims.
et B -Claim 5" means the applealon cima n
nventon iy dfrent han orion 8 diclosod. ‘Clams.
D" maars the appicalion combinos insonion B wih an
ather knoun idea sueh ha ths ambinaion 6D i an b
us varaon of B bu reqie combeing e feachng of B
i ot eferance.

2 The Jspanese iformalion s besnprosle by Shin Kato,
Japansa Paent Allorna, Parrer o PROSPEC PatantFi,
Tokyo Branch Offco, Japan.

3 In o USA oy the applicant i the inventor, ol an
Signee of the inerkor Because invenorehip e vary hom
i to'claim. the “invonive anity” of cach clam needs.
denifission i both 1 prr appicaton an he lte Al
ation for prorart purposes.

Tho later appiant’ werk s dono and fled wiltout know-

odgo ofthe sarterapplcant s work But i apicly omercing
tochnciogies, paralle mvaation paihs oo accur

In some respects this concept has boen suggestad nfor-
maly i the past_ Among those who had considaed Ui
Condopt n e past in addilon o ho authors o s paper
was Mike Partuisr of Cifford Chance. On betslf of the
IS at the Landan “Houndiabie’ of NGOS on Navermby
50 and 11, 2003, he advanced. in generaltems, o pro
posal boing formaly pesanicc! here i 1 paper. Ho alsc
‘ndorsad the noion ha under an “srisrped navely” con
o, or cialon purposes  frst e, ator pubished ap-
pication would fot bo combinable wih olher known or
unkcoun eferences His proposal s submied ol with
mspect 0 he applcation of acretprio art 1ot parties.
Haweret,in s paper i now axended to apply also itk
espectto an appicant.





[End of Annex III and of document]

�	See for example the first draft of the SPLT, Article 9 of document SCP/5/2 and Rule 7 of document SCP/5/3.


� 	See, in particular, paragraph 88 of document SCP/5/6.


� 	The texts of relevant draft SPLT provisions are reproduced in Annexes I and II.


� 	See for example paragraphs 136 and 137 of document SCP/6/9;  paragraph 74 ff. of document SCP/7/8;  paragraphs 173 to 175 of document SCP/8/9;  paragraph 173 of document SCP/9/8;  paragraph 88 of document SCP/10/11 Prov.2.


� 	See paragraphs 173 and 174 of document SCP/8/9.


� 	See paragraph 173 of document SCP/9/8.


� 	See paragraph 89 of document SCP/10/11 Prov.2.  See also Chapter VI.


� 	See Annex III.


� 	Unless stated otherwise, in this document, the term “double patenting” is used in the context of patenting the same subject matter.  It has to be borne in mind, however, that some patent systems use this term in relation to inventions that are different, but still obvious, vis-à-vis one another.


�	In the United States of America, since the applicant has to be the inventor, the right to the patent has to be assigned to the corporation from each inventor. 


�	The INPI rejects a patent application on the basis of a lack of novelty, but not of a lack of inventive step.


� 	Examination Guidelines, Chapter II-3, 2.3.


� 	Examination Guidelines, Chapter II-3, 2.4(3).


� 	Examination Guidelines, Chapter II-3, 2.4 and 3.4.


�	http://www.fips.ru/ruptoen2/law/patent_law.htm.


�	Article 21(6) of the Patent Law provides for the publication of the particulars of applications by the Patent Office upon expiry of a period of 18 months from the filing date or earlier (where the applicant makes an appropriate request) and for the right of any person to familiarize him or herself with the application following such publication.  Information on an application is not published, if before the expiry of 12 months from the application filing date, the application is withdrawn or a patent is granted for it.  The second part of Article 25 provides for the publication of information on the grant of a patent and the right of any person to familiarize him or herself with an application following such publication.  Publication includes basic bibliographical data and claims.


�	http://www.fips.ru/npdoc/VEDOM/PR_is00.HTM.


� 	The characterization of the purpose of an invention may be missing only from claims relating to a chemical compound. 


�	http://www.patent.gov.uk/patent/reference/mpp/index.htm.


�	http://www.uspto.gov/web/offices/pac/mpep/consolidates_laws.pdf.


�	http://www.uspto.gov/web/offices/pac/mpep/index.html.


�	MPEP 706.02(l)(2).  It is explained that the requirement for common ownership at the time the claimed invention was made is intended to preclude obtaining ownership of subject matter after the claimed invention was made in order to disqualify that subject matter as prior art against the claimed invention.


�	MPEP 804 provides the details concerning prohibition of double patenting.


�	For example, In re Schneller, 397 F.2d 350, 158 USPQ 210 (CCPA 1968) and In re Kaplan, 789 F.2d 1574, 229 USPQ 678 (Fed. Cir. 1986).


� 	See Chapter VI and Annex III.


�	In certain countries, the same novelty test applies to both publicly disclosed prior art and earlier applications.  In other countries, the “identity” of the claimed invention and the disclosure in the prior art is not considered in the same manner between the publicly available prior art and earlier applications.  This issue will be discussed in Chapter IX.


�	Even in this case, in general, the ban of double patenting applies to the claimed invention in the earlier application and the claimed invention in the later application.


�	In fact, filing a divisional application or claiming internal priority would preserve the benefit of filing date/priority date of the earlier application, which is more advantageous than filing a separate later application.


�	It should be noted that neither double patenting nor the term of protection are covered by the current draft SPLT.






