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Dear Mr. Philippe Baechtold,

 Please find attached information concerning novelty from Japan.

 Please note that the major difference between Patent Law Section 29(1)(corresponds to draft SPLT Article8(1)) and Patent Law Section 29bis(corresponds to draft SPLT Article 8(2)) is the part of substantially identical explained in 2.5(1) of attaced information subumission. It is in italicized character.

 Thank you very much.

Ken‑Ichiro NATSUME

Deputy Director

Examination Standards Office

Japan Patent Office

Submission of information concerning novelty

Japan

This submission is for providing information on requirement of novelty determined with respect to the prior art.

1. Requirement of novelty determined with respect to the prior art under draft SPLT Article 8(1).

Under Japan Patent Law, what corresponds to draft SPLT Article (1) is stipulated in Section 29(1) regarding inventions lacking novelty. 

Patent Law Section 29(1) reads:

 Any person who has made an invention which is industrially applicable may obtain a patent therefor, except in the case of the following inventions:

(i) inventions which were publicly known in Japan or elsewhere prior to the filing of the patent application;

(ii) inventions which were publicly worked in Japan or elsewhere prior to the filing of the patent application;

(iii) inventions which were described in a distributed publication or made available to the public through electric telecommunication lines in Japan or elsewhere prior to the filing of the patent application.

Japan’s practice is organized as “Examination Guidelines”, therefore this submission paper introduces points from Japan’s Examination Guidelines.

English translation of whole Examination Guidelines is available through content page at http://www.jpo.go.jp/tetuzuki_e/t_tokkyo_e/1312-002_e.htm. The whole chapter for Novelty can be obtained at http://www.jpo.go.jp/tetuzuki_e/t_tokkyo_e/Guidelines/PartII-2.pdf. Since the original of Examination Guidelines is in Japanese, it should be noted that Examination Guidelines in Japanese takes precedence of English translation. Original Japanese Examination Guidelines can be accessed at http://www.jpo.go.jp/shiryou/kijun/kijun2/tukujitu_kijun.htm#mokuji. The whole chapter for Novelty can be referred at http://www.jpo.go.jp/shiryou/kijun/kijun2/pdf/tjkijun_ii-2.pdf.

1.1 Purport of the Provision of Patent Law Section 29(1)

   The purport of the Patent System is to grant an exclusive right that is a reward for the disclosure of an invention, so that an invention which deserves a patent should be novel.

   The provision of Patent Law Section 29(1)(i) to (iii) categorizes inventions lacking novelty, in order to define the scope of such inventions.
1.2 Patent Law Section 29(1)(i)–(iii)

1.2.1 Prior to the Filing of the Patent Application

     "Prior to the filing of the patent application," not stating "prior to the date of filing of a patent application," implies the definite time even in hours and minutes of the filing. Consequently, the invention filed is deemed publicly known in Japan prior to the filing of a patent application, for instance, when the application is filed after noon on the date while the invention in question is publicly known before noon on the same date in Japan. The invention filed is deemed as having been described in a distributed publication in foreign countries prior to the filing of the patent application, when the application is filed after noon on the date in Japan while the publication is distributed in foreign countries before noon on the same date in Japan.

1.2.2 Publicly Known Invention

     A "publicly known invention" within the meaning of Section 29(1)(i) means an invention the contents of which have been known to an unspecified person without obligation of secrecy.

 An invention, which is disclosed by a person assuming a duty confidence to a third party without being aware of the secret nature, results in a "publicly known invention," irrespective of the inventor’s or the applicant’s intent to keep it secret.

 For example, a manuscript for a journal of an academic society, in general, is usually kept secret against a third party, even after the receipt of the manuscript by the academic society. Therefore, the invention described in that manuscript is not considered a publicly known invention until its contents are released.

1.2.3 Publicly Worked Invention

 A "publicly worked invention" within the meaning of Section 29(1)(ii) means an invention which has been worked under the conditions where the contents of the invention are to be publicly known (Note 1) or can potentially be publicly known (Note 2) & (Note 3).

(Note 1)
"Conditions where the contents of the invention are to be publicly known" include, for example, a situation where a person skilled in the art may easily understand the contents of the invention by observing the manufacturing process associated with the invention at a plant that is exposed to an unspecified person.

(Note 2)
"Conditions where the contents of the invention can potentially be publicly known" include, for example, a situation where, although inner parts of the manufacturing facility cannot be known to an unspecified person (a visiting inspector) by merely observing its exterior view and the person cannot know the invention as a whole without knowing that inner parts, the person is allowed to observe the inner parts or can have the inner parts explained. (i.e., the request for observation or explanation is not to be refused by the plant.)

(Note 3)
The working of the invention, which has caused its fact to be publicly known, falls within a "publicly known invention" as stated in Patent Law Section 29(1)(i). Meanwhile, the item (ii), ibid., includes a situation where the working has been publicly conducted, even without the finding of the fact that an invention has become publicly known as a result of working.

1.2.4 Invention Described in a Distributed Publication

(1) Distributed publication

   A "publication" in the context of Section 29(1)(iii) is a document, a drawing or other similar medium for the communication of information, duplicated for the purpose of disclosing the contents to the public through distribution.

   "Distribution" in the context of the wording “inventions described in a distributed publication” provided in Section 29(1)(iii) means placing a publication as defined above in the condition where unspecified persons can read or see it. It does not necessitate the fact of a certain person’s actual access to such a publication.

 (2) Time of distribution

 (A) When the time of publication is indicated in a publication, it is presumed as follows:

 (i) In the case where only the year of a publication is indicated, the last day of that year;

 (ii) In the case where a month and a year of a publication is indicated, the last day of the month of the year; and

 (iii) In the case where a day, a month and a year of a publication is indicated, that date.

 (B) In the case where the date of publication is not indicated in a publication

 (i) The distribution date of a foreign publication is presumed in the light of the period normally required to reach Japan from the country of the publication, as far as the date of its receipt in Japan is clear.

 (ii) In the case where there is a derivative publication such as a book review, an extraction or a catalog, the date of distribution of the publication in question is presumed based on the publication date of the derivative publication.

 (iii) In the case where there is a second edition or a second print of the publication, the date of distribution is presumed to be the publication date of the first edition indicated therein.

 (iv) In the case where other appropriate information is available, the date of distribution is presumed or estimated therefrom.

(C) In the case where the filing date of a patent application is the same as the date of the  publication

  In the case where the filing date of a patent application is the same as the date of the publication, the time of distribution is not deemed prior to the filing of a patent application, except when the filing time of application is clearly after the time of publication.

(3) Invention described in a publication

   An "invention described in a publication" means an invention identified by the matters described or essentially described, though not literally, in a publication.

   "Matters essentially described, though not literally, in a publication" means those directly derivable from the matters described, taking into consideration the common general knowledge (Note) at the time of filing of the application concerned.

(Note) “The common general knowledge” means technologies generally known to a person skilled in the art (including well-known or commonly used art) or matters clear from empirical rules.

"Well-known art" means technologies generally known in the relevant technical field, e.g., many prior art documents, those widely known throughout the industry, or those well-known to the extent needless to present examples. "Commonly used art" means well-known art which is used widely.

1.3 Finding of a Cited Invention as provided in Patent Law Section 29(1)(i)-(iii)

(1) Publicly known invention

   "A publicly known invention" is one actually known by an unspecified person through the medium of people. Generally, it is often the case that it is known through the medium of speakers at lectures, presentations, etc. In such a case, the finding of an invention is made on the basis of the facts presented at the lectures or presentations.

   The presented facts can be construed in the light of the common general knowledge. The matters directly derivable from the facts in consideration of the common general knowledge as of the lectures, presentations, etc., can also be a basis for the finding of a publicly known invention.

(2) Publicly worked invention

   "A publicly worked invention" is one worked under conditions where the invention is or can potentially be publicly known to an unspecified person through the medium of machinery or systems, etc. Therefore, the finding of an invention is made on the basis of the facts embodied in machinery or systems, etc.

   The facts embodied in machinery or systems, etc. can be construed in the light of the common general knowledge. The matters directly derivable from the facts in consideration of the common general knowledge as of the working can also be a basis for the finding of a publicly worked invention.

(3) Invention described in a publication

(A) The finding of "an invention described in a publication" is made on the basis of “the matters described in a publication.” Matters described in a publication can be construed in the light of the common general knowledge. The matters which a person skilled in the art can directly derive from matters described in a publication in consideration of the common general knowledge at the time of filing of the application concerned (hereinafter referred to as "matters essentially described, though not literally, in a publication") can be a basis for the finding of an invention described in a publication. In other words, “an invention described in a publication" means an invention which a person skilled in the art can identify on the basis of the matters both described and essentially described, though not literally, in a publication.

Thus, unless an invention can be identified by a person skilled in the art on the basis of the matters both described and essentially described, though not literally, in a publication, the invention shall not be deemed to be "an invention described in a publication," i.e., "a cited invention" under Section 29(1)(iii). For example, where “matters described in a publication” are a part of alternatives of Markush-type formula, it is determined whether a person skilled in the art can identify an invention of which a matter is one of the alternatives.

 (B) Unless it is clear that an invention is described in a publication in such a manner that a person skilled in the art can make the product in case of a product invention or can use the process in case of a process invention in consideration of the common general knowledge at the time of filing of the application, the invention shall not be deemed to be "a cited invention" under Section 29(1)(iii).

  For example, if a chemical substance is expressed merely by its name or its chemical formula in a publication, and if it is not clear that a person skilled in the art can produce the chemical substance on the basis of the description in the publication, even in the light of the common general knowledge at the time of filing of the application concerned, the chemical substance does not fall under “an invention described in a publication" under Section 29(1)(iii). (Note that the above does not mean that the claim violates the enablement requirement under Section 36(4) where the publication is a patent application claiming the chemical substance as one of alternatives of Markush-type formula.)

(4) The finding of a cited invention expressed in specific concept or generic concept

(A) A cited invention expressed in a specific manner in a disclosure necessarily implies or suggests “a generic invention of which matters defining the invention are the same family or the same genus, or have the common characteristic with the cited invention,” and leads to the finding of an invention expressed in generic concept (Note 1). Without the cited invention expressed in specific concept being identified to its generic invention, the determination of whether the claimed generic invention is novel may be conducted at the comparison and determination steps.

(B) A cited invention expressed in generic concept neither implies nor suggests an invention expressed in a specific manner, and does not lead to the finding of the invention expressed in a specific manner (except when an invention expressed in a specific manner can be directly derivable from such a generic invention in consideration of the common general knowledge (Note 2)).
(Note 1) “Generic concepts” is defined as concepts integrating matters in the same family or the same genus, or a concept integrating a plurality of matters with the common characteristic.

(Note 2) The plain logic that generic concept contains specific disclosure, or a term in generic concept contains specific terms, does not substantiate the necessary derivation (disclosure) of an invention expressed in a specific concept.
1.4 Determining whether a Claimed Invention is Novel
(1)  Where there is no difference between the matters defining a claimed invention and the matters defining a cited invention as a result of the comparison, the claimed invention is not novel. Where there is a difference, the claimed invention is novel.

(2)  If matters defining a claimed invention are expressed by alternatives either in form or de facto (Note1), and if any one of inventions each of which is identified by supposing that each of the alternatives is a matter to define each of such inventions has no difference from a cited invention, the claimed invention shall be deemed not to be novel.(Note 2)

(Note 1)
"Alternatives in form" means a claim statement with an apparent form of alternatives. Among claims with "alternatives in form" are a claim with Markush-type formula and a multiple dependent form claim which refers to two or more other claims in an alternative form.

    "Alternatives in de facto" means a claim statement which is of comprehensive nature but intends to include a certain number of more specific matters. Whether a claim statement is "de facto alternatives" should be determined in the light of the description in the specification, the drawings and the common general knowledge as of the filing in addition to the claim statement. Among typical examples of claims having "de facto alternatives" is a claim of which a matter defining the claimed invention is "an alkyl with 1 to 10 carbons." (The above claim statement of comprehensive nature includes a methyl, an ethyl and so on.)

    As opposed to the above, a term "thermoplastic resin" in a claim should not be construed as one that merely denotes a certain number of more specified matters by means of the term of comprehensive nature except when it should be construed in the light of the description in the specification, the drawings and the common general knowledge as of the filing in such a case as the term is defined in the description of the invention. Thus, the term should not be deemed to be de facto alternatives. In other words, it should be construed that the concept of "thermoplastic resin" includes uncertain number of more specified matters (e.g., polyethylene, polypropylene, etc.), and that the term denotes a certain generic concept in terms of characteristic which the more specific matters have in common (i.e., "thermoplasticity" in this case).

(Note 2) The handling does not relate with the practice for the appropriate time to stop prior art searches. See " Part IX: Procedure of Examination."

(3) Handling of a claim with statements defining a product by its function or characteristic, etc.

(A) Where a claim includes statements defining a product by its function or characteristic, etc. and it falls under either the following (i) or (ii), there may be cases where it is difficult to compare of the claimed invention with a cited invention. In the above circumstances, if the examiner has a reason to suspect that the claimed product would be prima facie identical with the product of the cited invention without making a strict comparison of the claimed product with the product of the cited invention, the examiner may send the notice of reasons for refusal under Section 29(1) as far as there is no other difference. Then an applicant may argue or clarify by putting forth a written argument or a certificate of experimental results, etc. against the notice of reasons for refusal. The reason for refusal is to be dissolved if the applicant’s argument succeeds in changing the examiner’s evaluation at least to the extent that it is unclear that the claimed product is prima facie identical with the product of the cited invention. Where the applicant’s argument, which is, for example, abstract or general, does not change the examiner’s evaluation to that extent, the examiner may render a decision of refusal under Section 29(1).
 The above-mentioned handling, however, shall not be applied, if matters defining the cited invention fall under either the following (i) or (ii).

(i) a case where the function or characteristic, etc. is neither standard, commonly used by a person skilled in the art in the relevant technical field nor comprehensible of its relation to a commonly used function or characteristic, etc. to a person skilled in the art if the function or characteristic, etc. is not commonly used, or 

(ii) a case where plural of functions or characteristics, etc. each of which is either standard, commonly used by a person skilled in the art in the relevant technical field or comprehensible of its relation to a commonly used function or characteristic, etc. to a person skilled in the art if the function or characteristic, etc. is not commonly used, are combined in a claim so that the claim statements as a whole fall under (i). 

(Note) Function or characteristic, etc. should be deemed to be standard if it is either defined by JIS (Japanese Industrial Standards), ISO-standards (International Organization for Standardization-standards) or IEC-standards (International Electrotechnical Commission-standards), or if it can be determined quantitatively by a method for testing or measuring which is provided in those standards. Function or characteristic, etc. should be deemed to be commonly used by a person skilled in the art if it is commonly used by a person skilled in the art in the technical field as well as its definition or the method for testing or measuring can be understood by a person skilled in the art.

   (B) Examples where the examiner has a reason to suspect the prima facie identity are the followings:

·  (s)he reveals that a prior art product is identical with the product of the claimed invention as a result of converting the function or characteristic, etc. into a different definition with the same meaning or a different method for testing or measuring the same;

·  where a claimed invention and a cited invention are defined by identical or similar function or characteristic, etc. which are measured or evaluated under different measuring conditions or different evaluation methods, and there is a certain relationship between them, and there is a high probability that the function or characteristic, etc. defining the cited invention, if measured or evaluated under the same measuring conditions or evaluation method as the claimed invention, is included in the function or characteristic, etc. defining the claimed invention; 

・  a product of the claimed invention has been revealed identical in structure with a certain product after the filing and (s)he discovers the particular product is publicly known prior to the filing;

・  (s)he discovers a prior art product which is identical with or similar to a mode for carrying out the claimed invention (for example, (s)he discovers a prior art product of which starting material is similar to and of which manufacturing process is identical with those of the mode for carrying out the claimed invention, or (s)he discovers a prior art product of which starting material is identical with and of which manufacturing process is similar to those of the mode for carrying out the claimed invention, etc.); and

·  the claimed invention and a cited invention have common matters defining the inventions other than those defining a product by its function or characteristic, etc., and the cited invention has the same objective or effect as the matters defining a product by its function or characteristic, etc. have, and there is a high probability that the function or characteristic, etc. defining the cited invention is included in the function or characteristic, etc. defining the claimed invention

The examiner should follow the ordinary method when the requirement of novelty can be examined without using this exceptional handling. 

(4) Handling of a claim with statements defining a product by its manufacturing process
(A) If a claim is one with statements defining a product by its manufacturing process, there may be cases where it is difficult to determine what is the product per se structurally. In such circumstances, if the examiner has a reason to suspect that the claimed product would be prima facie identical with the product of the cited invention without making a strict comparison of the claimed product with the product of the cited invention, the examiner may send the notice of reasons for refusal under Section 29(1), as far as there is no other difference, as mentioned in the above (3).
The above-mentioned handling, however, shall not be applied, if matters defining the cited invention include statements defining a product by its manufacturing process.

(B) Examples where the examiner has a reason to suspect the prima facie identity are the followings:

·  (s)he discovers a product of a cited invention of which starting material is similar to and of which manufacturing process is identical with those of the product of the claimed invention;

·  (s)he discovers a product of a cited invention of which starting material is identical with and of which manufacturing process is similar to those of product of the claimed invention;

·  a product of the claimed invention has been revealed identical in structure with a certain product after the filing, and (s)he discovers the particular product is publicly known prior to the filing of the application; and
·  (s)he discovers a cited invention which is identical with or similar to a mode for carrying out the claimed invention.

  The examiner should follow the ordinary method when the requirement of novelty can be examined without using this exceptional handling.

2. Requirement of novelty determined with respect to the prior art under draft SPLT Article 8(2). 

Under Japan Patent Law, what corresponds to draft SPLT Article (2) is stipulated in Section 29bis. 

Patent Law Section 29bis reads:
Where an invention claimed in a patent application is identical with an invention or device (excluding an invention or device made by the same person as the inventor of the invention claimed in the patent application) disclosed in the specification or drawings originally attached to the request of another application for a patent (in the case of a foreign language file application referred to in Section 36bis(2) of this Law, the foreign language file referred to in Section 36bis(1) of the said Law) or of an application for a utility model registration which was filed prior to the filing date of the patent application and for which the Patent Gazette which states the matter referred to in each paragraph of Section 66(3) of the said Law (hereinafter referred to as "the Gazette containing the Patent") was published under the said subsection or the laying open for public inspection (Kokai) was effected or the Utility Model Gazette which states the matter referred to in each paragraph of Section 14(3) of Utility Model Law (No. 123 of 1959) (hereinafter referred to as "the Gazette containing the Utility Model") was published under the said subsection after the filing of the patent application, a patent shall not be granted for the invention notwithstanding Section 29(1). However, this provision shall not apply where, at the time of filing of the patent application, the applicant of the patent application and the applicant of another application for a patent or the application for a utility model registration are the same person. 
Regarding Patent Law Section 29bis , Japan’s practice is also able to be found in Part II, Chapter 3 of the Examination Guidelines. Followings are main points regarding requirement of novelty determined with respect to the prior art under draft SPLT Article 8(2)

English translation of whole Chapter 3 is available at http://www.jpo.go.jp/tetuzuki_e/t_tokkyo_e/Guidelines/PartII-3.pdf, Japanese original is on the web page of http://www.jpo.go.jp/shiryou/kijun/kijun2/pdf/tt1212-045_2-3.pdf.

The major difference between Patent Law Section 29(1) and 29bis is the part of substantially identical explained in 2.5(1) in italicized character.

2.1 Purport of the provision of Patent Law Section 29bis
    An invention disclosed in a specification or drawings, if not in claims, is usually laid open to the public in a publication of an examined or unexamined application. A claimed invention of subsequent applications which is identical with an invention disclosed in the specification or drawings of a precedent application, even if the subsequent application is filed prior to the publication of a precedent application examined or unexamined, cannot be an invention of an application filed first to disclose a new technology in its publication to the public. Granting a patent to such an invention is inappropriate and to be rejected in that it is inconsistent with the role of the Patent Law to protect an invention as a reward for the disclosure of a new invention.
2.2 Another Patent or Utility Model Application, Filed Prior to the Filing Date of a Patent Application, and Published in Examined or Unexamined Publication After Filing the Said Application
(1) Another patent or utility model application (referred to as “another application” hereinafter) to be cited as a reference under Section 29bis is required to have been filed prior to the filing date of the said patent application (or the priority date of the application with a priority claim), and to have been published in an examined or unexamined publication after the filing of the said application.
(2) In the case where another application is a divisional or converted application, the critical date of filing as a reference is the actual filing date of filing such an application, not the date of filing the initial application.

(3) In the case where another application is one with a priority claim under the Paris Convention, and filed within the priority period and accompanied by a priority document, it is deemed as filed in Japan on the filing date of filing in the country of origin, for an invention commonly disclosed in the specification, etc. of the original application and in a specification and drawings originally attached to the request in Japan (referred to as an “initial specification, etc.” hereinafter).
(4) An “early application,” which was a basis for a domestic priority claim (under Section 41(1)), or an application with a priority claim thereof (referred to as a “later application” hereinafter) is deemed as another application based on an invention disclosed in the initial specification, etc. as follows:
(i) For the part of an invention commonly disclosed in the initial specifications, etc. of both earlier and later applications, the earlier application is deemed as another application filed on the earlier filing date in the provision of Patent Law Section 29bis which should be applied (Patent Law Section 41(2) and (3)).

 However, in the case where the said earlier application also claims a priority right (including one under the Paris Convention), for the part of an invention commonly disclosed in the said earlier and later initial specification, etc. and an initial specification, etc. of another previous application, which had been another basis of a priority claim for the said earlier application, the said early application is not deemed as another application in the provision of Patent Law, Section 29bis which should be applied (Patent Law Section 41(2)and (3)).

(ii) For the part of an invention solely disclosed in the initial specification, etc. of a later application but not in that of an earlier application, a later application is deemed as another application under Patent Law, Section 29bis (Patent Law Section 41(2) and (3)).
(5) Even where an earlier application, which was a basis for a domestic priority claim, or a later application with a domestic priority claim thereof is deemed as another application, an invention solely disclosed in an initial specification, etc. of an earlier application but not in that of a later application is not deemed as disclosed in a publication. Thus, Patent Law,  Section 29bis does not apply.

2.3 Invention or Device Disclosed in the Initial Specification etc. of Another Application

“An invention or a device disclosed in an initial specification, etc. of another application” means an invention or a device identified by “matters described” (Note 1) or “matters essentially described, though not literally,” in an initial specification, etc. of another application as of the filing.

“Matters essentially described, though not literally” means those directly derivable from the matters described, taking into consideration the common general knowledge (Note 2) at the time of the filing of another application.

(Note 1) Matters described in an initial specification, etc. of another application, even deleted by a later amendment, do fall within the provision of Patent Law Section 29bis.

(Note 2) “The common general knowledge” means technologies generally known to a person skilled in the art (including well-known or commonly used art) or matters clear from empirical rules.

“Well-known art” means technologies generally known in the relevant technical field, e.g., many prior art documents, those widely known throughout the industry, or those well-known to the extent needless to present examples. “Commonly used art” means well-known art which is  used widely.

2.4 Finding of an Invention or a Device Disclosed in an Initial Specification etc. of Another Application

(1) “An invention or a device disclosed in an initial specification, etc. of another application” means an invention or a device identified by “matters described in an initial specification, etc. of another application (Note 1)” or “matters essentially described, though not literally, in an initial specification, etc. of another application (those directly derivable from the matters described, taking into consideration the common general technical knowledge at the time of filing of another application).”
      Therefore, unless an invention or a device can be identified by a person skilled in the art on the basis of matters either described or essentially described, though not literally, in an initial specification, etc. of another application, neither such an “invention nor a device shall be deemed as “an invention or a device disclosed in an initial specification, etc.” i.e., “a cited invention” or “a cited device” under Section 29bis. For example, when a particular matter is disclosed in the initial specification, etc. of another application as a part of alternatives of Markush-type formula, attention should be drawn to whether or not the disclosed matter itself provides a person skilled in the art with a full basis for identifying an invention (a cited invention).
 (Note 1) Matters described in an initial specification, etc. of another application, even deleted by a later amendment, do fall under the provision of Patent Law Section 29bis.

(2) Also, unless it is clear that an invention or a device is disclosed in the initial specification of another application in such a manner that a person skilled in the art can make the product in case of a product invention or a device, or can use the process in case of a process invention, taking into consideration the common general knowledge as of another application, then such an invention or a device shall not be deemed as “a cited invention” nor “a cited device” under Section 29bis.

For example, if a chemical substance is expressed merely by a name or chemical formula in an initial specification of another application and if it is not clear that a person skilled in the art can produce the chemical substance on the basis of the description of the specification, even taking into consideration the common general knowledge at the time of filing of another application, then, the chemical substance does not fall under an “invention disclosed in an initial specification of another application” under Section 29bis. (Note that this does not mean that, when another application claims the chemical substance as one of alternatives of Markush-type formula, the claim violates the enablement requirement under  Section 36(4).) 

(3) The finding of a cited invention expressed in specific concept or generic concept

(i) A cited invention expressed in a specific manner necessarily implies or suggests “a generic invention of which matters defining the invention are the same family or the same genus, or have the common characteristics with the cited invention,” and leads to the finding of an invention expressed in generic concept (Note 2). Without identifying the cited invention expressed in specific concept to its generic invention, the determination under Section 29bis of the claimed generic invention may be conducted at the comparison and determination steps.

(ii)A cited invention expressed in generic concept neither implies nor suggests an invention expressed in a specific manner, and does not lead to the finding of the invention expressed in a specific manner (except when an invention expressed in a specific manner can be directly derivable from such a generic invention, taking into consideration the common general knowledge (Note 3)).
(Note 2) “Generic concept” is defined as a concept integrating matters in the same family or the same genus, or a concept integrating a plurality of matters with the common characteristics.

(Note 3) The plain logic that generic concept contains specific disclosure, or a term in generic concept contains specific terms, does not substantiate the necessary derivation (disclosure) of an invention expressed in specific concept.
2.5  Determining the Identity of a Claimed Invention and a Cited Invention

(1) Where there is found no difference between the matters defining the claimed invention and the matters defining the cited inventions as a result of the comparison, the claimed and cited inventions are identical. 

 Even where there is a difference between the two, they are deemed to be identical if the difference is considered as a very minor difference (addition, deletion, or replacing of well-known or commonly used art, generating no new effects) in embodied means to solve a problem (i.e. substantially identical).
(2) If matters defining a claimed invention are expressed by alternatives either in form or de facto (Note), and if any one of inventions each of which is identified by supposing that each of the alternatives is a matter to define each of such inventions has no difference from or is substantially identical with a cited invention, then, the claimed invention shall be deemed identical with the cited invention. 

This handling does not relate to the issue of when a prior art search is to be finalized. See “Part IX: Procedure of Examination” 
in this regard.

(Note) As for “by alternatives either in form or de facto,” see “. 1.4.2 (Note 1).”
Regarding “handling of a claim with statements defining a product by its function or characteristics, etc.” and “handling of a claim with statements defining a product by its manufacturing process”, see 1.4.2 (3) and (4) respectively.

[end of document]
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