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SUMMARY

1. Proposals are presented for a system of supplementary international searches within the 
PCT1, whereby an applicant would have the option to request, in addition to the “main” 
international search, one or more supplementary searches to be carried out by International 
Authorities, other than the International Searching Authority that carries out the main 
international search.  The proposals seek to establish a flexible system for supplementary 
international searches, aimed at encouraging the use of the results of the main international 
search in assessing the extent of the supplementary search which is required, but not 
preventing the International Authority carrying out the supplementary international search 
from beginning its search where the main international search report is established late, 
thereby avoiding difficulties in timing and workflow.

1 References in this document to “Articles” and “Rules” are to those of the Patent Cooperation 
Treaty (PCT) and the Regulations under the PCT (“the Regulations”), or to such provisions as 
proposed to be amended or added, as the case may be.  References to “national laws,” “national 
applications,” “the national phase,” etc., include reference to regional laws, regional 
applications, the regional phase, etc.
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TERMINOLOGY

2. In the main body of this document, the following abbreviated expressions are used to 
describe different search services and roles:

main search:  the international search carried out under Article 15;

main Authority:  the International Searching Authority which carries out the main 
international search;

supplementary search:  a supplementary international search carried out by an 
International Searching Authority other than the one which carries out the main 
international search;

supplementary Authority:  an Authority which is requested to carry out a supplementary 
international search on a particular international application.

BACKGROUND

3. Proposals for the introduction of a system of supplementary searches within the PCT, 
whereby an applicant would have the option to request, in addition to the main search, 
supplementary searches to be carried out by International Authorities, other than the 
International Searching Authority that carries out the main international search, were 
discussed by the Working Group on the Reform of the PCT (“the Working Group”) at its 
sixth, seventh and eighth sessions (see documents PCT/R/WG/6/9 and 12 (paragraphs 68 to 
81);  PCT/R/WG/7/7 and 13 (paragraphs 71 to 92);  and PCT/R/WG/8/4 and 9 (paragraphs 35 
to 64)), and by the Meeting of International Authorities Under the PCT (PCT/MIA) at its 
eleventh, twelfth, thirteenth and fourteenth session (see documents PCT/MIA/11/4 and 14 
(paragraphs 42 to 55);  PCT/MIA/12/2 and 10 (paragraphs 20 to 45);  PCT/MIA/13/4 and 8 
(paragraphs 26 to 33); and PCT/MIA/14/7 and 8 (paragraphs 42 to 53)).

4. There has been considerable support at the sessions of the Working Group and 
PCT/MIA for the principle of allowing optional supplementary searches of international 
applications during the international phase in order to find additional relevant prior art at an 
early stage, although there has been no consensus among all delegations and Authorities as to 
the general desirability of introducing a supplementary international search system into the 
PCT.

5. The discussions of the Working Group at its most recent session (see document 
PCT/R/WG/8/9, paragraphs 35 to 64) are outlined in the following paragraphs:

“SUPPLEMENTARY INTERNATIONAL SEARCHES

“35. Discussions were based on document PCT/R/WG/8/4.

“General

“36. A number of delegations emphasized that the international search was a central 
feature of the PCT system of great importance to national Offices, applicants and third 



PCT/R/WG/9/2
page 3

parties, and stated that the proposed introduction of supplementary international 
searches should not be seen as an alternative to ensuring the quality and timing of the 
main international search.

“37. A few delegations were opposed to the introduction of a system of supplementary 
international searches.

“38. One delegation considered that the proposal would result in more complication 
and reduction in legal certainty than would be justified by the benefit.

“39. Another delegation considered that the proposal would result in duplication of 
work and an increase in workload and that ways should be sought to encourage 
acceptance of the results of the main search undertaken by a single International 
Searching Authority.  In connection with language-related aspects of the proposals, the 
delegation made the observation that the Japan Patent Office now provided machine 
translation of all Japanese patent applications into English to facilitate searching.  
Furthermore, it suggested that in case of difficulties with documents in particular 
languages, International Authorities might partially outsource searches to other bodies 
with the necessary linguistic skills.  However, a further delegation observed that 
translations were not available for all documents and that there were legal difficulties 
involved in outsourcing, for example, relating to the confidentiality of international 
applications.

“40. Another delegation, while considering a system of supplementary searches to be a 
good idea in principle, was concerned at the effect on the current workload of the 
International Authorities and on the timeliness and quality of search reports and 
international preliminary reports on patentability.  This could add further strain to the 
current problem before some International Authorities and would be of concern to all 
those who relied on those reports.  Consequently, the delegation considered that it was 
not an appropriate time to introduce such a system.  Instead, the delegation felt that the 
Working Group should focus first on quality and having one good international search 
report for now.

“41. One representative of an intergovernmental organization suggested that search 
services for applicants would be better provided by the private sector than by 
introducing further complications in the PCT system itself.

“42. On the other hand, while many delegations sympathized with the desire for a 
single comprehensive search in principle, a large majority of delegations agreed that 
there was a practical difficulty in providing such a search.  In view of the importance to 
users of an opportunity to gain a better knowledge of the prior art during the 
international phase, before it was necessary to make decisions and incur substantial 
costs associated with entry into the national phase, they considered that some form of 
system of supplementary international search was appropriate.  Certain delegations 
representing smaller Offices indicated that the additional information from 
supplementary searches would increase the confidence of such Offices as designated 
Offices in the completeness of the search and thus foster greater acceptance of the 
results of the international phase.  It was observed that the system would be optional for 
International Authorities as well as applicants, and so need not affect the workloads of 
Authorities suffering from large backlogs of work.
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“43. Amongst the delegations supporting a system of supplementary international 
searches, it was common ground that the system should allow for “sequential” 
supplementary searches, whereby the applicant could request an Authority to perform a 
search which took into account, at least to some extent, the results of the main 
international search which would already have been established.  However, some 
delegations considered that sequential searches should be the only option permitted, 
whereas others considered that Authorities should have the option of offering 
“concurrent” supplementary searches to be performed before the main international 
search had been established, as an alternative to or in addition to sequential searches.

“44. In favor of sequential supplementary searches, some delegations suggested that 
these involved less complicated processes than concurrent searches and minimized the 
duplication of work in processing requests for them and in performing the searches.  
Furthermore, the fact that the main international search could be taken into account 
could promote work sharing and reduce the risk of conflicting reports on novelty, 
inventive step and unity of invention.  The fact that the applicant would be able to see 
the main international search report before requesting a supplementary search would 
mean that supplementary searches would not be requested when the main international 
search report showed the claims to lack novelty or inventive step.  It would be possible 
to focus the search on overcoming possible deficiencies in the main international search 
rather than repeating a search of material that had already been adequately considered.  
It was hoped that this might reduce the cost of supplementary searches compared to a 
more complete search.  The knowledge of the prior art listed in the main international 
search report would minimize the risk that both the main and the supplementary search 
reports would list documents as category “A” (documents defining the general state of 
the art which are not considered to be of particular relevance) whereas if viewed 
together they might be seen to be category “Y” documents (documents relevant to 
inventive step when combined with one or more other such documents).  While the 
relevance of the category “A” documents might later be discovered by large Offices 
conducting a thorough examination, this might well be missed by small and 
medium-sized Offices which relied more heavily on the international search reports.

“45. The main disadvantages of sequential searches were felt to be the reduced amount 
of time available to Authorities for establishing the supplementary search report 
compared to concurrent searches, and the risk that supplementary search reports might 
only be available very late indeed if, as was frequently the case at the present, the main 
international search report itself was delayed.

“46. In favor of concurrent supplementary searches, it was argued that the time 
pressures on Authorities would be significantly less than in sequential searches, 
potentially permitting more Authorities to participate if concurrent searches were an 
option.  Furthermore, the supplementary search report would be available in time to be 
taken into account in deciding whether or not to make a demand for international 
preliminary examination.  With respect to concerns about conflicts between reports 
from Authorities, it was observed that such conflicts would occur in any case during the 
national phase, and that it was better for the applicant to be aware of potential 
difficulties and alternative viewpoints at an earlier stage before the costs of national 
phase entry had been incurred.  Furthermore, since it was only proposed that a system of 
concurrent searches be introduced as part of a system which also permitted sequential 
searches, it would provide additional options to applicants, who could tailor their 
choices to their particular application strategy.
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“47. With respect to the patent claims for which supplementary international searches 
could be requested, one delegation suggested that it might be desirable if the Authority 
performing a supplementary search could provide a full search of claims which had not 
been searched by the main Authority, for example because the subject matter was 
excluded by the main Authority but not by the supplementary Authority.

“48. A number of representatives of users urged the introduction of a system of 
supplementary international searches as soon as possible.  Applicants had different 
needs and there were different views on what would be the ideal system.  Sometimes 
applicants wanted as much information as possible as soon as possible.  In other cases, 
additional searches would only be requested where a particular need was seen.  
Nevertheless, it was stated that the greatest costs and duplications occurred when new 
prior art was discovered in the national phase, resulting in multiple examinations raising 
unexpected objections.  It was not seen as a duplication of work to request a search from 
a second Authority during the international phase if a corresponding search would in 
any case be carried out during the national phase, when the results would be of less 
benefit to the applicant.  How matters of unity of invention were dealt with in respect of 
supplementary searches was seen by users as less of a concern.  It was suggested that 
applicants might be permitted to request the targeting of particular supplementary 
searches towards particular matters, for example, on documents in a specified language.  
It was also suggested that Authorities performing supplementary searches might all be 
made aware of all the supplementary searches which had been requested, so that a 
collaborative search might be effected.  Greater benefits were also seen for third parties 
if prior art was identified in the international phase.

“49. The Working Group agreed that the proposals relating to supplementary 
international searches be further developed and invited the Secretariat to prepare 
revised proposals for consideration at its next session, taking into account the 
discussion at the present session and particularly the comments and suggestions 
set out in the following paragraphs, as well as any further factors which may come 
to its attention in the meantime.  Delegations and representatives were invited to 
make further observations and suggestions via the PCT reform electronic forum.

“50. In response to a question from a delegation, the Secretariat stated that, as 
presently drafted, the proposals would not allow applicants an additional opportunity to 
file amendments to the claims under Article 19 following the establishment of a 
supplementary international search report.

“51. One delegation emphasized the importance of making information concerning any 
supplementary searches easily available, including through the PatentScope website and 
on the International Application Status Form (Form PCT/IB/399).

“Detailed Comments and Suggestions

“– Annex I of Document PCT/R/WG/8/4

“52. The International Bureau indicated a number of minor changes that should be 
made to the proposals, including:
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(a) clarification in Rule 45bis.5 of the result of a request for supplementary 
search being made outside of the permitted time or not indicating a participating 
Authority;

(b) provision in Rule 45bis.5(d) for the case where the applicant did not provide 
sufficient supplementary search fees for the number of Authorities from which 
supplementary search had been requested, in addition to the case of insufficient 
additional supplementary search fees in cases of lack of unity of invention;

(c) provision in Rule 45bis.6 for the case where some, but not all, of the claims 
were excluded from supplementary search by a limitation made under Rule 45bis.11(b);

(d) the drafting in Rule 45bis.10(b) regarding how the supplementary 
international search report would be treated compared to a normal international search 
report.

“53. A number of delegations observed that the proposed time limits for requesting and 
performing sequential supplementary searches were based on the assumption that the 
main international search report would be established within, or at least close to the time 
limit set out in Rule 42, which was frequently not the case.  Other delegations and 
representatives of users stated their hope that the large proportion of late international 
searches would be a temporary situation and considered that it was undesirable to 
complicate the proposal in response, though the latest statistics clearly indicated that the 
incidence of late international search reports had in some cases been rising in recent 
years, rather than declining.  One delegation considered that the proposed time limits 
seemed a fair balance in any case since Rule 42 allowed (in most cases) three months 
for the establishment of a complete international search report, so this ought to be 
sufficient for a supplementary search which might be of reduced scope.

“54. Several representatives of users reiterated that, usually, the most important issue 
would be to receive the supplementary international search report in time to make 
decisions relating to entry into the national phase, for example, by around 26 months 
from the priority date.  It was less important to receive the information before the time 
limit for demanding international preliminary examination.  As a result, a number of 
delegations considered that it might be appropriate to review the proposed time limit for 
establishing a supplementary international search, which could be as late as 28 months 
from the priority date.  A representative of users also suggested that if Authorities were 
not capable of providing a supplementary search report within a time limit useful to 
applicants, the service would simply not be requested.

“55. In response to a query from a delegation, the Secretariat confirmed that, under the 
proposal in Annex I of document PCT/R/WG/8/4 (and similarly for sequential searches 
under the proposal in Annex II), a protest before the main International Searching 
Authority might result in a need for the supplementary Authority to refund fees to the 
applicant even if it had already started the supplementary search.

“56. One delegation considered that, despite any administrative convenience, it would 
be strange for an Authority to follow the opinion of another Authority concerning unity 
of invention for the purpose of supplementary search, only to take a different view at a 
later stage, for example as a designated Office.  The delegation considered that each 
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Authority should be permitted to examine the matter of unity of invention 
independently and should not be bound by any decision which it would not have made 
itself.

“57. It was observed that there was a contradiction between Rules 45bis.5(d) 
and 45bis.8(a) with regard to how it should be decided which inventions should be 
searched in certain cases.

“58. One delegation considered that a supplementary search report would be more 
useful if it was not limited as proposed in Rule 45bis.9(c) so as to preclude, in most 
cases, the inclusion of documents which had been cited in the main international search 
report.  It was observed that the supplementary Authority would in any case need to 
consider the documents cited by the main Authority in order to determine their 
relevance to inventive step and so it would not be a considerable burden to the examiner 
to cite the document fully if a further relevant, or even more relevant, passage was 
found or a different interpretation was given to the document.

“59. One representative of users expressed the hope that fees would not be set in such a 
manner that the cost of supplementary searches would be carried by applicants who did 
not choose to use the service.

“60. It was observed that several of the observations in paragraphs 52 to 59, above, 
were also applicable to equivalent provisions in Annex II of document PCT/R/WG/8/4.

“– Annex II of Document PCT/R/WG/8/4

“61. Further drafting changes set out in the report of the 13th session of the Meeting of 
International Authorities under the PCT should also be taken into account (see 
document PCT/MIA/13/8, paragraph 33(f) to (i)).

“62. One delegation recognized the reasons for which it had been proposed that 
requests under the proposals in Annex II of document PCT/R/WG/8/4 should be made 
to the individual supplementary Authorities, but considered that this emphasized the 
disadvantages of concurrent searches, since it would remove the benefit of the PCT 
system where, in general, requests and fees for a particular action could be provided by 
an applicant once, to a single point.  To make requests to different Authorities would 
require more requests to be made, payments to be made in multiple currencies, and the 
requests to be checked for defects by each Authority, with different times for response.  
The International Bureau would also need to deal with requests for documents 
individually from different Authorities instead of preparing all the documents at the 
same time.  As a consequence, a number of delegations considered that it might also be 
appropriate for requests to be made to the International Bureau in the proposals in 
Annex II.  One delegation suggested that requests for concurrent search could be 
included in the request and requests for sequential searches be made to the International 
Bureau, though it was observed that a number of receiving Offices had previously 
indicated that they would not wish to handle requests for supplementary search.

“63. In relation to Rule 45bis.8(a), two delegations considered that a protest procedure 
in relation to any assessment of unity of invention by a Supplementary International 
Searching Authority would be a necessary safeguard, while one considered that it would 
be unnecessary.
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“64. In relation to Rule 45bis.9(a), two delegations were concerned that the same time 
limit had been proposed for the establishment of concurrent searches as for sequential 
searches.  It was observed that one of the main perceived benefits of concurrent 
searches was that the supplementary search report could be received quickly, but this 
provision would permit that advantage to be lost.  In order to ensure that applicants 
obtained this advantage, one delegation proposed that the time limit for establishment of 
a supplementary international search report be the same as the time limit under 
Rule 42.1 for establishment of the primary international search report.”

6. Informal discussions since the eighth session of the Working Group have concentrated 
primarily on the timing of the supplementary search and the use of the results of the earlier 
main search, with a view to addressing the divergence of opinion outlined in document 
PCT/R/WG/8/13, paragraphs 35 to 64 (reproduced in paragraph 5, above).

7. The proposals were further discussed at the fourteenth session of the Meeting of 
International Authorities Under the PCT, at which the Secretariat also informed the Meeting 
of the results of the informal discussions undertaken by it.  The Meeting’s discussion of the 
proposals (see document PCT/MIA/14/8, paragraphs 42 to 52) is outlined in the following 
paragraphs:

“Supplementary International Searches

“42. Discussions were based on document PCT/MIA/14/7.

“43. In introducing the matter, the Secretariat informed the Meeting of the results of 
further informal discussions undertaken with the European Patent Office and the United 
States Patent and Trademark Office, seeking to address the divergence of opinion 
outlined in paragraphs 10 and 12 of document PCT/MIA/14/7.  Following those 
discussions, the Secretariat proposed to address some of the issues outlined in those 
paragraphs as follows:

“(i) time limit for filing a request for supplementary international search (see 
document PCT/MIA/14/7, paragraph 12(d)):  applicants should be free to file a request 
for supplementary search with the International Bureau at any time after the filing of an 
international application but not later than 19 months from the priority date;  any such 
request should not be forwarded by the International Bureau to the International 
Searching Authority requested to carry out the supplementary search before the 
expiration of 17 months from the priority date, unless the main international search 
report had been received by the International Bureau before the expiration of that time 
limit;  consequently the supplementary search would always be a “sequential” one, 
allowing it to take into account the main international search report, except in cases 
where that report was established significantly late;

“(ii) determination of unity of invention:  the supplementary Authority should be 
free to make its own determination of unity of invention;  should that Authority find 
non-unity, it should only be required to search the “main” invention, to be identified 
(similar to today’s Chapter II procedure) by that Authority or the applicant (in cases of 
doubt, the invention first mentioned in the claims would be considered to be the main 
invention);  applicants should have the opportunity to request a review of any non-unity 
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finding by the supplementary Authority, for example, by an internal review body of that 
Authority, but such a finding should not be subject to a full-fledged protest procedure as 
in the case of the main search;

“(iii) relationship between supplementary international search and international 
preliminary examination:  each supplementary Authority should be free to specify in its 
agreement with the International Bureau that it would not carry out a supplementary 
search where it had received, in respect of a particular international application, a 
demand for international preliminary examination;  further consideration should be 
given to the question of whether the filing of a request for supplementary search should 
more generally be considered a renunciation (“waiver”) by the applicant of the right to 
file a demand for international preliminary examination with any International 
Preliminary Examining Authority.

“43. As on previous occasions, there remained no consensus among Authorities as to 
the desirability of introducing a supplementary international search system into the 
PCT.

“44. The general idea of introducing a supplementary international search system was 
opposed by two Authorities.  The Japan Patent Office noted that the objectives of a 
supplementary search would be similar to those of a national prior art search conducted 
by a national Office which also acted as an International Searching Authority, and that 
no difference could be found between an international search report and a national 
search report in terms of the functions of those reports as well as their contents.  Thus, 
in its view, no good reason could be found to institutionalize in the PCT system a new 
type of international search which would go beyond the national search.  Rather, if an 
International Searching Authority wished to conduct an international search beyond the 
extent of a national search (for example, if it wished to carry out a prior art search in 
documents which are in a different language than that covered by its national search), it 
should consider offering such a search as an additional service, and possibly outsource 
that work if there was a need to bring in language specialization not available within the 
Authority.  Furthermore, the Japan Patent Office expressed its concern that a 
supplementary search system, with more than one Authority establishing an 
international search report, would make the individual Authority’s responsibility for the 
establishment of the international search report unclear, and stated that it preferred a 
decentralized system under which Authorities would compete with each other to 
provide better and more user-friendly services.  The Office also voiced its concern about 
the discrimination of specific languages, such as, for example, Japanese, noting that the 
burden of carrying out searches in documents in such a language would be shifted to the 
Authority which had such language as its main working language, and stated that it 
could not accept such a shift.  The statement made by the Japan Patent Office is set out 
in full in Annex II [of document PCT/MIA/14/8].

“45. The Spanish Patent and Trademark Office stated that, in its view, the proposed 
supplementary search system would be contrary to the philosophy of the PCT system, 
whose goal was to have a single search of high quality, and would be tantamount to 
recognizing the insufficiency of the present (main) international search.  It expressed its 
concerns about the complexity added to the system, the duplication of work, and the 
effect and consequences for applicants and national Offices if the main and the 
supplementary search reports contained different or even contradictory prior art 
citations.
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“46. IP Australia stated its support in principle for the concept of a single authoritative 
report and expressed some sympathy for the arguments put forward by those Authorities 
which opposed the introduction of the new system.  However, it stated that it would not 
oppose the introduction of a supplementary search system, recognizing that such a 
system could assist in addressing language-related problems of the current international 
search.  With respect to the detail of the proposals, it welcomed the progress towards 
ensuring that the system used sequential searching as far as practical, but stated that it 
would also support a time limit of 22 months from the priority date for requesting a 
supplementary search.

“47. The State Intellectual Property Office of the People’s Republic of China stated 
that it would not oppose the principle of permitting supplementary searches to be 
carried out in order to improve the quality of international searches.  It emphasized, 
however, that the primary purpose of the supplementary search should be to overcome 
the language-related insufficiencies of the main international search. If the 
supplementary search went beyond this primary purpose, the disadvantages caused by 
the supplementary search system, such as increasing the complexity of the system, 
reducing the efficiency of the international search, causing duplication of work and 
waste of resources, and putting more burden on both Authorities and applicants, etc., 
would surpass the possible advantages to be obtained from such system.  It was for 
those reasons that it strongly opposed the introduction of a concurrent supplementary 
search system.  Furthermore, the State Intellectual Property Office of the People’s 
Republic of China reiterated that the main approach to improving the quality of
international searches should be to improve the quality of the main search and to rely on 
utilizing the existing international search mechanism to the largest extent.  The 
International Bureau should thus focus all of its efforts on measure s to achieve this goal, 
such as establishing  stricter and clearer standards and rules for international search, and 
encouraging all Authorities to communicate more frequently and efficiently on how to 
improve the quality of the main search, rather than pinning its hopes on a system of 
supplementary searches.  It expressed the view that, in any case, the proposed 
supplementary search system should and could only be a supplementary means and 
should in no case materially change the existing international search system.

“48. Eight Authorities supported the proposals for a supplementary international search 
system, reiterating the strong desire of users for the introduction of such a system, and 
noting the aim of improving the basis on which applicants could make the decision 
whether to proceed with the application into the national phase such system and the aim 
of avoiding new and surprising citations of prior art in the national phase.  While the 
Authorities were not in a position to express views on the specifics of the new 
proposals, they welcomed the progress made towards reaching agreement noted in 
paragraph 43, above.

“49. Some of those Authorities emphasized that the system was intended to be used 
only where the applicant saw a specific need.  It was likely that applicants would only 
request a supplementary search from an Authority in cases where there was a strong 
intention to enter the national phase in the country whose Office acted as that Authority.  
If an Authority carried out a search in the international phase which in any case would 
have been done by the same Office in the national phase, work was simply being 
brought forward in time.  Furthermore, the fact that this work was done in the 
international phase might save much work by other designated Offices in the national 
phase.
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“50. The European Patent Office further stated that it did not consider that the 
proposals for a supplementary search system reduced the scope for introducing 
competition between International Searching Authorities.  In addition, the 
supplementary search proposal had no bearing on the question of outsourcing of work if 
an Authority felt that this was a good method of addressing language issues, but rather 
provided an alternative route for addressing a real current problem.

“51. The Federal Service for Intellectual Property of the Russian Federation expressed 
concern at the idea that perceived language deficiencies should be addressed by 
outsourcing part of the search.  While this might be an option for some Authorities, 
issues of confidentiality were involved and in some States the Office might be the only 
body competent to act in matters of search.

“52. The Meeting noted the intention of the Secretariat to post draft proposed 
amendments of the Regulations relating to supplementary international searches 
on the PCT/MIA electronic forum for comments by Authorities, and to 
subsequently submit those proposals, taking into account any comments received, 
to the Working Group on Reform of the PCT for consideration at its ninth session, 
to be held in April 2007.”

8. Revised proposals for amendment of the Regulations relating to a system of 
supplementary international searches, taking into account the suggestions made at the eighth 
session of the Working Group (see document PCT/R/WG/8/13, paragraphs 35 to 64, 
reproduced in paragraph 5, above), the results of the informal discussions undertaken by the 
Secretariat referred to in paragraph 7, above, the discussions at the fourteenth session of the 
PCT/MIA (see document PCT/MIA/14/8, paragraphs 42 to 52, reproduced in paragraph 7, 
above), and comments received on preliminary draft amendments of the Regulations relating 
to supplementary international searches posted on the PCT/MIA electronic forum for 
comments by Authorities (see document PCT/MIA/14/8, paragraph 52, reproduced in 
paragraph 7, above), have been prepared by the Secretariat accordingly.  The further revised 
proposals are contained in the Annex to this document.

PROPOSALS FOR AMENDMENT OF THE REGULATIONS

9. The main features of the proposed supplementary search system are as follows:

(a) International Searching Authorities would be free to decide whether to provide a 
supplementary search service and, if so, under what conditions, to be set out in the Agreement 
under Article 16(3) between the International Bureau and the Authority concerned.  In that 
Agreement, each Authority would be able to limit the availability of such supplementary
international searches to particular fields of technology, for example to exclude fields for 
which an Authority may not have sufficient capacity at the time, or where an Authority 
wished to specialize in fields of technology in which it has a particular expertise.

(b) In the Agreement, each International Searching Authority would also be free to 
specify that it would not carry out a supplementary search where the Authority, in its capacity 
as International Preliminary Examining Authority, had received, in respect of the international 
application concerned, a demand for international preliminary examination or, at the option of 
the Authority, where such demand had been received by any other competent International 
Preliminary Examining Authority.  Furthermore, in the Agreement, each Authority in its 
capacity as International Preliminary Examining Authority would also be free to specify that 
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it would not carry out international preliminary examination where the Authority itself, in its 
capacity as an International Searching Authority, had been requested to carry out a 
supplementary search in respect of the international application concerned, or, at the option of 
the Authority, where any other competent International Searching Authority had been 
requested to carry out such supplementary search.

(c) Applicants would be free to request supplementary searches from all, some, or 
none of the Authorities which offer supplementary searches, other than the main Authority for 
their application.

(d) Requests for supplementary international search would have to be submitted to 
the International Bureau prior to the expiration of 19 months from the priority date, 
highlighting the “sequential” and “supplementary” nature of the system, noting that, in the 
majority of cases, the main search report by the main Authority is available before 19 months 
from the priority date and thus before the supplementary search by the supplementary 
Authority commences.

(e) A supplementary search fee (for the benefit of the supplementary Authority) and a 
supplementary search handling fee (for the benefit of the International Bureau) would have to 
be paid within one month from the date of receipt by the International Bureau of the request 
for supplementary search.  Applicants would be required to pay a late payment fee where the 
supplementary search handling fee and the supplementary search fee are not paid within the 
one-month time limit.

(f) The International Bureau would transmit a supplementary search copy of the 
international application and any other required documents to each supplementary Authority, 
including, in particular, a copy of the main search report and of the written opinion 
established by the main Authority, once these have been transmitted to the International 
Bureau.  The request and those documents would be transmitted to the supplementary 
Authority not before the expiration of 17 months from the priority date, unless the main 
international search report had been received by the International Bureau before the expiration 
of that time limit.  Consequently, the supplementary search would, in the vast majority of 
cases, be a “sequential” one, allowing it to take into account the main international search 
report, except in cases where that report was established significantly late.

(g) Supplementary search would start once the supplementary Authority is in 
possession of a copy of each of the following:  the request for supplementary search, the 
international application and any required translation thereof, and any required sequence 
listing in electronic form.  At the option of the Authority requested to carry out the 
supplementary search, the Authority could also decide not to commence with the 
supplementary search before the receipt of the main search report or the expiration of 
22 months from the priority date, whichever occurred first, again highlighting the “sequential” 
and “supplementary” nature of the system.

(h) Supplementary search would be carried out on the basis of the international 
application as filed (or of a translation thereof), taking due account of the main search report 
and the written opinion established by the main Authority under Rule 43bis.1, if transmitted 
to the supplementary Authority before it starts the supplementary search.  Any supplementary 
Authority would be free to exclude from the supplementary search any claims which were not 
the subject of the international search report where the international search report is available 
to the Authority before it starts the supplementary search.
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(i) The Authority requested to carry out supplementary search would be free to make 
its own determination of unity of invention.  Should that Authority find non-unity, it would 
only be required to search the “main” invention, to be identified (similar to today’s Chapter II 
procedure) by the applicant or, where the applicant failed to do so, by the Authority (in cases 
of doubt, the invention first mentioned in the claims would be considered to be the main 
invention for the purposes of supplementary search).  Applicants would have the opportunity 
to request a review of any non-unity finding by the supplementary Authority but such a 
finding would not be subject to a full-fledged protest procedure as in the case of the main 
search.

(j) Each supplementary Authority would issue a supplementary international search 
report.  While no written opinion would be established under the supplementary search 
system, the supplementary international search report could contain explanations with regard 
to the citations of the documents considered to be relevant, bearing in mind that many 
citations would be in languages not well understood by the applicant and many designated 
Offices.

(k) The supplementary international search report would take the same form as a 
normal international search report, except that it would not require the Authority to reconsider 
and list the classification.  It is proposed to not limit re-citation of documents which appear in 
the main search report limited to the case where the re-citation is necessary for the indication 
of inventive step issues in relation to the combination of that document with newly found 
citations but rather to leave it to the discretion for the examiner to include further information 
which he considers to be relevant in respect of a citation which he considers may have greater 
relevance than would be realized from the main international search report.

(l) The supplementary search report would be established in the language of 
publication of the international application or in the language of any translation on which the 
search was based, at the choice of the Authority.  Supplementary search reports would be 
made  available electronically to the public as soon as possible after they are received by the 
International Bureau (provided that the international application has been published) in such a 
manner that they can be viewed by any person seeking access to the main search report.  
Furthermore, each supplementary search report would automatically be communicated to 
designated and elected Offices whenever the main search report is requested by such Office.

(m) Translations of supplementary international search reports into English would, as 
for the main international search report, be prepared by the International Bureau where the 
report was not established in that language.

10. The Working Group is invited to 
consider the proposals contained in the Annex.

[Annex follows]
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Rule 45bis

Supplementary International Searches

45bis.1 Supplementary Search Request

(a) The applicant may, at any time prior to the expiration of 19 months from the 

priority date, request that a supplementary international search be carried out in respect of the 

international application by an International Searching Authority that is competent to do so 

under Rule 45bis.9.  Such requests may be made in respect of more than one such Authority.

(b) A request under paragraph (a) (“supplementary search request”) shall be submitted 

to the International Bureau and shall indicate:

(i) the name and address of the applicant and of the agent (if any), the title of the 

invention, the international filing date and the international application number;

(ii) the International Searching Authority that is requested to carry out the 

supplementary international search (“Authority specified for supplementary search”);  and

(iii) where the international application was filed in a language which is not 

accepted by that Authority, whether any translation furnished to the receiving Office under 

Rule 12.3 or 12.4 is to form the basis of the supplementary international search.
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[Rule 45bis.1, continued]

(c) The supplementary search request shall, where applicable, be accompanied by:

(i) where neither the language in which the international application was filed nor 

that in which a translation (if any) has been furnished under Rule 12.3 or 12.4 is accepted by 

the Authority specified for supplementary search, a translation of the international application 

into a language which is accepted by that Authority and is a language of publication;

(ii) a copy of a sequence listing in electronic form complying with the standard 

provided for in the Administrative Instructions, if required, under the provisions of 

Rule 13ter.1(a) as applicable by virtue of Rule 45bis.5(c), by the Authority specified for 

supplementary search.

(d) The supplementary search request may contain an indication of what the applicant 

would identify as the main invention as referred to in Rule 45bis.6(d) in the event that the 

Authority specified for supplementary search later makes a finding of lack of unity of 

invention under Rule 45bis.6(a).

(e) The supplementary search request shall be considered not to have been submitted, 

and the International Bureau shall so declare:

(i) if it is received after the expiration of the time limit referred to in 

paragraph (a);  or

(ii) if the International Searching Authority requested to carry out the 

supplementary international search has not stated, in the applicable agreement under 

Article 16(3)(b), its preparedness to carry out such searches or is not competent to do so under 

Rule 45bis.9(b).
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45bis.2 Supplementary Search Handling Fee

(a) The supplementary search request shall be subject to the payment of a fee for the 

benefit of the International Bureau (“supplementary search handling fee”) as set out in the 

Schedule of Fees.

(b) The supplementary search handling fee shall be paid in the currency in which the 

fee is set in the Schedule of Fees or in any other currency prescribed by the International 

Bureau.  The amount in such other currency shall be the equivalent, in round figures, as 

established by the International Bureau, of the amount as set in the Schedule of Fees, and 

shall be published in the Gazette.

(c) The supplementary search handling fee shall be paid to the International Bureau 

within one month from the date of receipt of the supplementary search request.  The amount 

payable shall be the amount applicable on the date of payment.

(d) The International Bureau shall refund the supplementary search handling fee to the 

applicant if, before the documents referred to in Rule 45bis.4(d)(i) to (iv) are transmitted to 

the Authority specified for supplementary search, the supplementary search request is 

withdrawn or considered not to have been submitted.
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45bis.3 Supplementary Search Fee

(a) Each International Searching Authority carrying out supplementary international 

searches may require that the applicant pay a fee (“supplementary search fee”) for its own 

benefit for carrying out such a search.

(b) The supplementary search fee shall be collected by the International Bureau.  

Rules 16.1(b) to (e) shall apply mutatis mutandis.

(c) As to the time limit for payment of the supplementary search fee and the amount 

payable, the provisions of Rule 45bis.2(c) shall apply mutatis mutandis.

(d) The International Bureau shall refund the supplementary search fee to the applicant 

if, before the documents referred to in Rule 45bis.4(d)(i) to (iv) are transmitted to the 

Authority specified for supplementary search, the supplementary search request is withdrawn 

or considered not to have been submitted.

(e) The Authority specified for supplementary search shall, to the extent and under the 

conditions provided for in the applicable agreement under Article 16(3)(b), refund the 

supplementary search fee if, after the documents referred to in Rule 45bis.4(d)(i) to (iv) have 

been transmitted to that Authority, the supplementary search request is considered not to have 

been submitted.
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45bis.4 Checking of Supplementary Search Request;  Correction of Defects;  Late Payment 

of Fees;  Transmittal to International Searching Authority

(a) Promptly after receipt of a supplementary search request, the International Bureau 

shall check whether it complies with the requirements of Rule 45bis.1(b) and (c) and shall 

invite the applicant to correct any defects within a time limit of one month from the date of 

the invitation.

(b) Where, by the time they are due under Rules 45bis.2(c) and 45bis.3(c), the 

International Bureau finds that the supplementary search handling fee and the supplementary 

search fee have not been paid in full, it shall invite the applicant to pay to it the amount 

required to cover those fees, together with the late payment fee under paragraph (c), within a 

time limit of one month from the date of the invitation.

(c) The payment of fees in response to an invitation under paragraph (b) shall be 

subject to the payment to the International Bureau, for its own benefit, of a late payment fee 

whose amount shall be 50% of the supplementary search handling fee.

(d) If the applicant does not furnish the required correction or does not pay the amount 

in full of the fees due, including the late payment fee, before the expiration of the time limit 

applicable under paragraph (a) or (b), respectively, the supplementary search request shall be 

considered not to have been submitted and the International Bureau shall so declare and shall 

inform the applicant accordingly.
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[Rule 45bis.4, continued]

(e) On finding that the requirements of Rule 45bis.1(b) and (c), 45bis.2(c) 

and 45bis.3(c) have been complied with, the International Bureau shall promptly, but not 

before the date of receipt by it of the international search report or the expiration of 17 months 

from the priority date, whichever occurs first, transmit to the Authority specified for 

supplementary search a copy of each of the following:

(i) the supplementary search request;

(ii) the international application;

(iii) any sequence listing furnished under Rule 45bis.1(d)(ii);  and

(iv) any translation furnished under Rule 12.3, 12.4 or 45bis.1(c)(i) which is to 

be used as the basis of the supplementary international search;

and, at the same time, or promptly after their later receipt by the International Bureau:

(v) the international search report and the written opinion established under 

Rule 43bis.1;

(vi) any invitation by the International Searching Authority to pay additional 

fees referred to in Article 17(3)(a);  and 

(vii) the decision on any protest by the applicant under Rule 40.2(c).
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45bis.5 Start, Basis and Scope of Supplementary International Search

(a) The Authority specified for supplementary search shall start the supplementary 

international search promptly after receipt of the documents specified in Rule 45bis.4(e)(i) 

to (iv), provided that the Authority may, at its option, delay the start of the search until it has 

also received the documents specified in Rule 45bis.4(e)(v) or until the expiration of 

22 months from the priority date, whichever occurs first.

(b) The supplementary international search shall be carried out on the basis of the 

international application as filed or of a translation referred to in Rule 45bis.1(b)(iii) or 

45bis.1(c)(i), [taking due account of] [giving full consideration to] the international search 

report and the written opinion established under Rule 43bis.1 where they are available to the 

Authority specified for supplementary search before it starts the search.

(c) For the purposes of the supplementary international search, Article 17(2) and 

Rules 13ter.1, 33 and 39 shall apply mutatis mutandis.

(d) Where the international search report is available to the Authority specified for 

supplementary search before it starts the search under paragraph (a), that Authority may 

exclude from the supplementary search any claims which were not the subject of the 

international search report.

(e) The supplementary international search shall cover at least the documentation 

indicated for this purpose in the applicable agreement under Article 16(3)(b).
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[Rule 45bis.5, continued]

(f) If the Authority specified for supplementary search finds that carrying out the search 

is excluded by a limitation or condition referred to in Rule 45bis.9(a), the supplementary 

search request shall be considered not to have been submitted, and the Authority shall so 

declare and shall promptly notify the applicant and the International Bureau accordingly.
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45bis.6 Unity of Invention

(a) If the Authority specified for supplementary search finds that the international 

application does not comply with the requirement of unity of invention, it shall notify the 

applicant of its opinion and:

(i) specify the reasons for that opinion;

(ii) identify which invention the Authority considers to be the main invention as 

referred to in Rule 45bis.6(d), having due regard to any indication by the applicant under 

Rule 45bis.1(d), and giving the applicant an opportunity to identify, within the time limit 

referred to in paragraph (c), a different invention as the main invention;  and

(iii) inform the applicant of the possibility of requesting, within the time limit 

referred to in paragraph (c), a review of the opinion.

(b) In considering whether the international application complies with the requirement 

of unity of invention, the Authority shall take due account of any documents received by it 

under Rule 45bis.4(e)(vi) and (vii) before it starts the supplementary international search.

(c) The applicant may, within one month from the date of the notification under 

paragraph (a):

(i) identify a different invention as the main invention as referred to in 

Rule 45bis.6(d);
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[Rule 45bis.6(c), continued]

(ii) request the Authority to review the opinion referred to in paragraph (a);  the 

request for review may be subjected by the Authority to the payment to it, for its own benefit, 

of a review fee whose amount shall be fixed by it.

(d) Subject to any review under paragraph (e) and Rule 45bis.5(d), the Authority shall 

establish the supplementary international search report on those parts of the international 

application which relate to the main invention as identified by the applicant or, in the absence 

of such identification, by the Authority, and shall indicate the relevant facts in the report.  In 

case of doubt as to which invention is the main invention for the purposes of this paragraph, 

the invention first mentioned in the claims shall be considered the main invention.

(e) If the applicant, within the time limit under paragraph (c), requests a review of the 

opinion by the Authority and pays any required review fee, the opinion shall be reviewed by 

the Authority.  Where the Authority:

(i) finds that the opinion was entirely justified, or finds that the opinion was 

partially unjustified but still considers that the international application does not comply with 

the requirement of unity of invention, it shall notify the applicant accordingly and proceed as 

provided for in paragraph (c);

(ii) finds that the opinion was entirely unjustified, it shall notify the applicant 

accordingly, establish the supplementary international search report on all parts of the 

international application and refund the review fee to the applicant.



PCT/R/WG/9/2
Annex, page 12

[Rule 45bis.6, continued]

(f) On the request of the applicant, the text of both the request for review and the 

decision thereon shall be communicated to the designated Offices together with the 

supplementary international search report.  The applicant shall submit any translation thereof 

with the furnishing of the translation of the international application required under 

Article 22.
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45bis.7 Supplementary International Search Report

(a) The Authority specified for supplementary search shall, within 28 months from the 

priority date, establish the supplementary international search report or make a declaration 

under the provisions of Article 17(2) and Rule 39 as applicable by virtue of Rule 45bis.5(c) 

that no supplementary international search report will be established.

(b) For the purposes of establishing the supplementary international search report, 

Rules 43.1, 43.2,  43.4 to 43.6, 43.8 and 43.10 shall, subject to paragraphs (c) and (d), apply 

mutatis mutandis.  Rule 43.9 shall mutatis mutandis, except that the references therein to 

Rules 43.3, 43.7 and 44.2 shall be considered non-existent.  Article 20(3) and Rule 44.3 shall 

apply mutatis mutandis.

(c) The supplementary international search report need not contain the citation of any 

document cited in the international search report, except where the document needs to be cited 

in conjunction with other documents that were not cited in the international search report.

(d) The supplementary international search report may contain explanations with regard 

to the citations of the documents considered to be relevant.
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45bis.8 Transmittal and Effect of the Supplementary International Search Report

(a) The Authority specified for supplementary search shall, on the same day, transmit 

one copy of the supplementary international search report or the declaration that no 

supplementary international search report shall be established, as applicable, to the 

International Bureau and one copy to the applicant.

(b) Subject to paragraph (c), Article 20(1) and Rules 45.1, 47.1(d) and 70.7(a) shall 

apply as if the supplementary international search report were part of the international search 

report.

(c) A supplementary international search report need not be taken into account by the 

International Preliminary Examining Authority for the purposes of a written opinion or the 

international preliminary examination report if it is received by that Authority after it has 

begun to draw up that opinion or report.
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45bis.9 International Searching Authorities Competent to Carry Out Supplementary 

International Search

(a) An International Searching Authority shall be competent to carry out supplementary 

international searches if its preparedness to do so is stated in the applicable agreement under 

Article 16(3)(b), subject to any limitations and conditions set out in that agreement.

(b) The International Searching Authority carrying out the international search under 

Article 16(1) in respect of an international application shall not be competent to carry out a 

supplementary international search in respect of that application.

(c) The limitations referred to in paragraph (a) may, in particular, include limitations as 

to the subject matter for which supplementary international searches will be carried out, 

beyond those which would apply under Article 17(2) to the international search, and 

limitations as to the total number of supplementary international searches which will be 

carried out in a given period.
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SCHEDULE OF FEES

Fees Amounts

1. International filing fee:
(Rule 15.2)

1,400 Swiss francs plus 15
Swiss francs for each sheet of 
the international application 
in excess of 30 sheets

2. Handling fee:
(Rule 57.2)

200 Swiss francs

3. Supplementary search handling fee:
(Rule 45bis.2)

200 Swiss francs

Reductions

4.3. The international filing fee is reduced by the following amount if the international 
application is, in accordance with and to the extent provided for in the Administrative 
Instructions, filed:

(a) on paper together with a copy thereof in 
electronic form: 100 Swiss francs

(b) in electronic form where the text of the 
description, claims and abstract is not in 
character coded format: 200 Swiss francs

(c) in electronic form where the text of the 
description, claims and abstract is in character 
coded format: 300 Swiss francs

5.4. The international filing fee (where applicable, as reduced under item 43) and the 
handling fee are reduced by 75% if the international application is filed by:

(a) an applicant who is a natural person and who is a national of and resides in a 
State whose per capita national income is below US$3,000 (according to the 
average per capita national income figures used by the United Nations for 
determining its scale of assessments for the contributions payable for the years 
1995, 1996 and 1997);  or

(b) an applicant, whether a natural person or not, who is a national of and resides in a 
State that is classed as a least developed country by the United Nations;

provided that, if there are several applicants, each must satisfy the criteria set out in either 
sub-item (a) or (b).

[End of Annex and of document]
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SUMMARY

1. This document contains proposals for amendment of the PCT Regulations1 to permit the 
applicant to request the International Searching Authority to take into account, in carrying out 
the international search, not only, as at present, the results of an earlier search carried out by 
that Authority but also the results of an earlier search carried out by another International 
Searching Authority or any national Office.

1 References in this document to “Articles” and “Rules” are to those of the Patent Cooperation 
Treaty (PCT) and the Regulations under the PCT (“the Regulations”), or to such provisions as 
proposed to be amended or added, as the case may be.  References to “national laws”, “national 
applications”, “national Offices”, etc., include reference to regional laws, regional applications, 
regional Offices, etc.
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BACKGROUND

2. At present, Rule 4.11 permits the applicant to request the International Searching 
Authority to base the international search report wholly or in part on the results of an earlier 
international or international-type search, or else on a search of another form (usually a 
national search) which had been carried out by the national Office or intergovernmental 
organization which is the International Searching Authority competent for the international 
application concerned, in which case the applicant may be eligible for a reduction in the 
international search fee under the conditions laid out in Rules 16.3 (earlier international 
search) and 41.1 (earlier international-type or national search).  The making of such a request 
is provided for in Box No. VII of the Request Form PCT/RO/101 (extract below).

Extract from Form PCT/RO/101 (Request)

3. In 2005, of the approximately 127,000 international applications that were the subject of 
international search, more than 50,000 claimed the priority of an earlier application filed with 
a national Office different from the International Searching Authority that was to undertake 
the international search.  In many of these cases, a national search would be undertaken on the 
earlier application, and the applicant may even have received the search report before filing 
the international application.  However, at present, the Regulations do not provide for the 
applicant to request the International Searching Authority to take into account an earlier 
search performed by an Office other than that which is acting as the International Searching
Authority in respect of the international application concerned.

4. As indicated in paragraphs 26 and 27 of document PCT/A/35/5, noted by the PCT 
Union Assembly at its last session in September/October 2006, it may be desirable to amend 
the Regulations so as to permit the applicant to request the International Searching Authority 
to take into account, in carrying out the international search, not only, as at present, the results 
of an earlier search carried out by the same Office which is acting as the International 
Searching Authority but also the results of an earlier search carried out by another 
International Searching Authority or by any national Office.

5. A proposal to amend the Regulations accordingly was discussed at the 14th session of 
the Meeting of International Authorities Under the PCT (PCT/MIA).  The Meeting’s 
discussion of the proposal (see document PCT/MIA/14/8, paragraphs 37 to 41) is outlined in 
the following paragraphs:

“International Search:  Use of Results of Earlier National Search

“37. Discussions were based on document PCT/MIA/14/5.
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“38. One Authority opposed the proposal to amend the PCT Regulations to permit 
applicants to request that the international search report be based on one or more 
searches performed by an Office other than the International Searching Authority that is 
to undertake the international search.  The Authority noted the lack of a quality control 
system for search reports established by national Offices other than those which act as 
International Searching Authorities and, consequential thereto, the difficulties in 
establishing the appropriate fee reductions to be granted to applicants.  It also suggested 
that, should the proposals proceed, provisions should be included to require the 
applicant to provide a translation of any earlier search report into a language accepted 
by the International Searching Authority that is to undertake the international search.

“39. All other Authorities which took the floor on this matter supported the proposal, 
provided that the proposed amendments to the Regulations to be submitted to the 
Working Group on Reform of the PCT left it to each Authority to decide, if so requested 
by the applicant, whether and to which extent to use the results of any earlier search, 
and whether and to which extent to refund the international search fee to the applicant.  
The Chair stated that the proposal would distinguish between earlier searches by the 
same Authority and earlier searches by another Office.

“40. As to the timing of a request by the applicant that the international search be 
based on the results of an earlier national search, one Authority expressed the view that 
such request should be made upon filing of the application.  As to whether it should be a 
requirement that such request could be made only in respect of the results of earlier 
searches on applications the priority of which is claimed in the international application, 
one Authority expressed the view that it would be sufficient to require that the earlier 
search was carried out in respect of a “corresponding” application.

“41. The Meeting noted the intention of the Secretariat to post draft proposed 
amendments of the Regulations relating to the use of the results of earlier national 
searches on the PCT/MIA electronic forum for comments by Authorities, and to 
subsequently submit those proposals, taking into account any comments received, 
to the Working Group on Reform of the PCT for consideration at its ninth session, 
to be held in April 2007.”

6. As indicated in paragraph 41 of document PCT/MIA/14/8, reproduced in paragraph 5, 
above, the Secretariat posted draft proposed amendments of the Regulations relating to the 
use of the results of earlier national searches on the PCT/MIA electronic forum for comments 
by Authorities.  The Annex to the present document contains further revised proposals, taking 
into account comments received.  Explanations are set out in the Annex in comments relating 
to the provisions concerned.

7. The Working Group is invited to 
consider the proposals contained in the Annex.

[Annex follows]
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2 Proposed additions and deletions are indicated, respectively, by underlining and striking through 
the text concerned.  Certain provisions that are not proposed to be amended may be included for 
ease of reference.
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Rule 4  

The Request (Contents)

4.1 Mandatory and Optional Contents;  Signature

(a) [No change]

(b) The request shall, where applicable, contain:

(i) [No change]

(ii) indications as provided in Rules 4.12 and 12bis.1 relating to an a reference to 

any earlier international, international-type or other search,

[COMMENT:  It is proposed to amend Rule 4.1(b)(ii) to provide for the inclusion in the 
request form of indications concerning a request to the International Searching Authority to 
take into account the results of an earlier search (see Rule 4.12 as proposed to be amended, 
below) and any request to the receiving Office to obtain a copy of the results of the earlier 
search and of the earlier application (see proposed new Rule 12bis.1(b), below), and any 
indication that such copies are available from a digital library (see Rule 12bis.1(d), below).]

(iii) and (iv) [No change]

(c) and (d) [No change]

4.2 to 4.10 [No change]
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4.11 Reference to Earlier Search, Continuation or Continuation-in-Part, or Parent 

Application or Grant

(a) If:

(i) [Deleted] an international or international-type search has been requested on 

an application under Article 15(5);

(ii) [Deleted] the applicant wishes the International Searching Authority to base 

the international search report wholly or in part on the results of a search, other 

than an international, or international-type search, made by the national Office 

or intergovernmental organization which is the International Searching 

Authority competent for the international application;

(i) (iii) the applicant intends to make an indication under Rule 49bis.1(a) or (b) of the 

wish that the international application be treated, in any designated State, as an 

application for a patent of addition, certificate of addition, inventor’s certificate 

of addition or utility certificate of addition;  or

(ii) (iv) the applicant intends to make an indication under Rule 49bis.1(d) of the wish 

that the international application be treated, in any designated State, as an 

application for a continuation or a continuation-in-part of an earlier application;

the request shall so indicate and shall, as the case may be, identify the application in respect of 

which the earlier search was made or otherwise identify the search, or indicate the relevant 

parent application or parent patent or other parent grant.
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[Rule 4.1, continued]

(b) The inclusion in the request of an indication under paragraph (a)(i) or (ii) (a)(iii) 

or (iv) shall have no effect on the operation of Rule 4.9.

[COMMENT:  It is proposed to amend Rule 4.11 by deleting all references to earlier searches 
and to instead deal with the request by the applicant to the International Searching Authority 
to take into account the results of an earlier search in Rule 4.12 as proposed to be amended 
(see below).]

4.12 Request to Take Results of Earlier Search into Account [Deleted]

The applicant may request the International Searching Authority to take into account, in 

carrying out the international search, the results of an earlier search carried out by the same or 

another International Searching Authority or by a national Office, in which case the request 

shall so indicate and shall specify the Authority or Office concerned and the application in 

respect of which the earlier search was carried out.

[COMMENT:  See the Comment on Rule 4.11 as proposed to be amended, above.  Under 
Rule 4.12 as proposed to be amended, applicants would be permitted to request the 
International Searching Authority to take into account not only, as at present, the results of an 
earlier search carried out by the same Office which is acting as the International Searching 
Authority but also the results of an earlier search carried out by another International 
Searching Authority or by a national Office.]

4.13 and 4.14 [Remain deleted]

4.14bis to 4.18 [No change]
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Rule 12bis

Copy of Results of Earlier Search 

and of Earlier Application;  Translation

12bis.1 Copy of Results of Earlier Search and of Earlier Application;  Translation

(a) Where the applicant has, under Rule 4.12, requested the International Searching 

Authority to take into account the results of an earlier search, the applicant shall, subject to 

paragraphs (b) to (d), submit to the receiving Office, together with the international 

application:

(i) a copy of the results of the earlier search;

(ii) a copy of the earlier application concerned;

[COMMENT:  The Working Group may wish to consider whether the applicant should, in all 
cases, be required to submit a copy of the earlier application, or whether the applicant should 
be required to submit such copy only upon invitation by the International Searching Authority 
where that Authority considers such copy necessary to determine the usefulness of the results 
of the earlier search.  The Working Group may also wish to consider whether the applicant 
should be required to furnish a translation of the earlier application where that application is 
not in a language accepted by the International Searching Authority.]

(iii) if the language in which the results of the earlier search were established is not 

accepted by the International Searching Authority, a translation of those results into a 

language which is accepted by that Authority.

[COMMENT:  The Administrative Instructions would have to be modified to require the 
receiving Office to transmit those copies and any translation to the International Searching 
Authority together with the search copy.]
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[Rule 12bis.1, continued]

(b) Where the earlier search was carried out by the same Office as that which is acting 

as the receiving Office, the applicant may, instead of submitting the copies referred to in 

paragraph (a)(i) and (ii), request the receiving Office to prepare and transmit them to the 

International Searching Authority.  Such request shall be made in the request and may be 

subjected by the receiving Office to the payment of a fee.

[COMMENT:  The text of paragraph (b) is modeled in part on Rule 17.1(b).]

(c) Where the earlier search was carried out by the same International Searching 

Authority, or by the same Office as that which is acting as the International Searching 

Authority, no copy or translation referred to in paragraph (a) shall be required to be submitted 

under paragraph (a).

(d) Where a copy or translation referred to in paragraph (a) is, in accordance with the 

Administrative Instructions, available to the International Searching Authority from a digital 

library and the applicant so indicates in the request, that copy or translation shall not be 

required to be submitted under paragraph (a).

[COMMENT:  The Administrative Instructions would have to be modified to set out details 
concerning access to digital libraries.]
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Rule 16  

The Search Fee

16.1 and 16.2 [No change]

16.3 Partial Refund

Where the International Searching Authority takes into account, under Rule 41.1, the 

results of an earlier search in carrying out the international search, Where the international 

application claims the priority of an earlier international application which has been the 

subject of an international search by the same International Searching Authority, that 

Authority shall refund the search fee paid in connection with the later international application 

to the extent and under the conditions provided for in the agreement under Article 16(3)(b), if 

the international search report on the later international application could wholly or partly be 

based on the results of the international search effected on the earlier international application.

[COMMENT:  See Rule 41.1 as proposed to be amended, below:  on the one hand, where the 
earlier search has been carried out by the same Office which is acting as the International 
Searching Authority, the International Searching Authority would be required, as at present, 
“to the extent possible”, to take the results of that earlier search into account;  on the other 
hand, where the earlier search has been carried out another Office, it would be left to the 
discretion of the International Searching Authority whether to take into the results of any such 
earlier search into account.  Where the Authority, under Rule 41.1, takes the results of the 
earlier search into account, the decision whether or not to grant a reduction of the 
international search fee and, if so, the decision as to the amount of any such reduction, would 
also be left entirely to the discretion of the International Searching Authority (“... shall, to the 
extent and under the conditions provided for in the agreement under Article 16(3)(b), refund 
the search fee ...”).]
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Rule 41  

Taking into Account of Results of Earlier Search Other than International Search

41.1 Obligation to Use Taking into Account of Results of Earlier Search;  Refund of Fee

Where the applicant has, under Rule 4.12, requested the International Searching 

Authority to take into account the results of an earlier search and has complied with 

Rule 12bis.1 and:

(i) the earlier search was carried out by the same International Searching 

Authority, or by the same Office as that which is acting as the International Searching 

Authority, the International Searching Authority shall, to the extent possible, take those 

results into account in carrying out the international search;

(ii) the earlier search was carried out by another International Searching Authority, 

or by an Office other than that which is acting as the International Searching Authority, the 

International Searching Authority may take those results into account in carrying out the 

international search.

If reference has been made in the request, in the form provided for in Rule 4.11, to an 

international-type search carried out under the conditions set out in Article 15(5) or to a 

search other than an international or international-type search, the International Searching 

Authority shall, to the extent possible, use the results of the said search in establishing the 

international search report on the international application.  The International Searching 

Authority shall refund the search fee, to the extent and under the conditions provided for in 
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[Rule 41.1, continued]

the agreement under Article 16(3)(b) or in a communication addressed to and published in the 

Gazette by the International Bureau, if the international search report could wholly or partly 

be based on the results of the said search.

[COMMENT:  See the comment on Rule 16.3 as proposed to be amended, above.  Under that 
Rule, it would be left to the discretion of the International Searching Authority whether or not 
to grant any reduction of the international search fee if it does take an earlier search into 
account (“... shall, to the extent and under the conditions provided for in the agreement under 
Article 16(3)(b), refund the search fee ...”).]

[End of Annex and of document]
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Document établi par le Secrétariat

RÉSUMÉ

1. À la suite d’une objection formulée par une délégation, des propositions de modification
du règlement d’exécution concernant la publication des demandes internationales dans
plusieurs langues n’ont pas été présentées à l’Assemblée de l’Union du PCT en 2006.  Le
groupe de travail est invité à étudier la façon dont il souhaite procéder à l’égard de ces
propositions.

RAPPEL

2. Des propositions de modification du règlement d’exécution du PCT concernant la
publication des demandes internationales dans plusieurs langues (voir le document
PCT/R/WG/8/3) ont été examinées par le groupe de travail lors de sa huitième session, tenue
en mai 2006.  Prenant acte de l’importance de ces propositions pour les offices et les
utilisateurs du système du PCT, de même que des opinions divergentes exprimées par ses
membres et consignées dans les paragraphes 22 à 28 du document PCT/R/WG/8/9, le groupe
de travail (voir le paragraphe 29 du document PCT/R/WG/8/9) :
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“a) a approuvé les propositions de modification du règlement d’exécution
figurant dans l’annexe du document PCT/R/WG/8/3, à l’exception de certaines
modifications proposées et sous réserve des autres modifications, observations et
précisions et d’éventuels changements d’ordre rédactionnel supplémentaires apportés
par le Secrétariat (paragraphes 29.a) et 32 du document PCT/R/WG/8/9);

“b) est convenu que les modifications proposées, à condition qu’aucune
délégation ne fasse parvenir au Secrétariat une communication exprimant un avis
contraire dans un délai de deux mois à compter de la date d’adoption du rapport de la
huitième session du groupe de travail, soient soumises à l’assemblée pour examen à sa
prochaine session, en septembre-octobre 2006 ;

“c) est convenu de recommander à l’assemblée que, en adoptant les
modifications, elle adopte des décisions allant dans le sens indiqué ci-après en ce qui
concerne l’entrée en vigueur et les dispositions transitoires :

“i) tout office désigné peut, dans un délai de trois mois à compter de
l’adoption des modifications, informer le Bureau international par voie de notification
de l’incompatibilité de l’une quelconque des règles en question avec la législation
nationale appliquée par cet office;

“ii) l’entrée en vigueur des modifications devrait être assortie d’un
intervalle suffisant après leur adoption pour permettre leur mise en œuvre dans des
conditions satisfaisantes, sauf envoi d’une quelconque notification visée au point i),
auquel cas les modifications ne devraient entrer en vigueur qu’après retrait de toute
notification de ce type;

“iii) si les modifications ne sont pas entrées en vigueur dans les cinq ans à
compter de la date à laquelle elles ont été adoptées, le Secrétariat devra saisir de
nouveau l’assemblée de cette question pour un nouvel examen.”

3. Le groupe de travail (voir le paragraphe 31du document PCT/R/WG/8/9) est également
convenu de ce qui suit :

“si une délégation envoie au Secrétariat une communication visée au paragraphe 29.b)
[du document PCT/R/WG/8/9] [reproduit au paragraphe 2.b) ci-dessus], la question ne
devrait pas être soumise à l’assemblée en 2006 mais des propositions révisées devraient
être élaborées par le Secrétariat, sur la base des futures discussions dans le cadre du
forum électronique consacré à la réforme du PCT, et présentées au groupe de travail
pour examen à sa prochaine session.”

4. En l’occurrence, le Secrétariat a reçu une communication de ce type d’une délégation.
Par conséquent, les modifications qu’il est proposé d’apporter au règlement d’exécution en ce
qui concerne la publication des demandes internationales dans plusieurs langues, dont il est
question au paragraphe 2 ci-dessus, n’ont pas été présentées à l’Assemblée en 2006.
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ÉVOLUTION RÉCENTE

5. À la suite de la session de 2006 de l’Assemblée de l’Union du PCT, le Secrétariat a tenu
des discussions informelles avec certains membres du groupe de travail afin de traiter le
problème de divergence d’opinion dont il est rendu compte dans les paragraphes 22 à 28 du
document PCT/R/WG/8/9.  À ce jour, toutefois, ces discussions n’ont pas abouti et il semble
que la divergence d’opinion persiste.

6. Le groupe de travail est invité à étudier
la façon dont il souhaite procéder à l’égard
des modifications qu’il est proposé d’apporter
au règlement d’exécution du PCT en ce qui
concerne la publication des demandes
internationales dans plusieurs langues.
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DÉCLARATION DE LA SOURCE DES RESSOURCES GÉNÉTIQUES ET
DES SAVOIRS TRADITIONNELS DANS LES DEMANDES DE BREVET

Propositions de la Suisse

VUE D’ENSEMBLE

1. La Suisse a présenté ses propositions sur la déclaration de la source des ressources
génétiques et des savoirs traditionnels dans les demandes de brevet au Groupe de travail de
l’OMPI sur la réforme du Traité de coopération en matière de brevets (PCT) en mai 20031.

2. En résumé, la Suisse propose de modifier le règlement d’exécution du PCT de manière
à permettre expressément aux législations nationales sur les brevets d’exiger une déclaration
de la source des ressources génétiques et des savoirs traditionnels dans les demandes de
brevet lorsque l’invention est directement fondée sur des ressources ou des savoirs de cette
nature (voir la nouvelle règle 51bis.1.g) proposée).  En outre, la Suisse propose de donner aux
déposants la possibilité de satisfaire à cette exigence au moment du dépôt d’une demande
internationale de brevet ou à un stade ultérieur de la phase internationale (voir la nouvelle
règle 4.17.vi) proposée).  En vertu de la règle 48.2.a)x) actuelle, la déclaration de la source
serait incorporée dans la publication internationale de la demande internationale concernée.

                                                
1 Voir le document PCT/R/WG/4/13 et, avec un contenu identique, le document

PCT/R/WG/5/11/Rev.
(http://www.wipo.int/edocs/mdocs/pct/en/pct_r_wg_5/pct_r_wg_5_11_rev.doc).
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3. Afin de faire progresser l’examen de ses propositions, la Suisse a présenté au Groupe de
travail de l’OMPI sur la réforme du PCT, respectivement en avril 2004 et avril 2005,
deux nouvelles communications contenant des explications plus détaillées2.  Ces
communications ont trait à la terminologie utilisée, à la notion de “source” des ressources
génétiques et des savoirs traditionnels, à l’étendue de l’obligation de déclarer cette source
dans les demandes de brevet, aux éventuelles sanctions légales encourues en cas de défaut de
divulgation ou de divulgation mensongère de la source et à l’application facultative ou
obligatoire de cette obligation au niveau national.

4. À titre d’information, la Suisse a également présenté ses propositions au Comité
intergouvernemental de la propriété intellectuelle relative aux ressources génétiques, aux
savoirs traditionnels et au folklore de l’OMPI3, à la Réunion intergouvernementale ad hoc sur
les ressources génétiques et les exigences de divulgation tenue le 3 juin 20054, au Conseil
des ADPIC de l’OMC5 et au Groupe de travail spécial à composition non limitée sur l’accès
et le partage des avantages de la Convention sur la diversité biologique (CDB)6 à ses
troisième et quatrième sessions.

5. Le Groupe de travail sur la réforme du PCT est convenu à sa huitième session (du
8 au 12 mai 2006) de recommander à l’Assemblée de l’Union internationale de coopération
en matière de brevets qu’une session du groupe de travail sera convoquée entre les sessions de
septembre 2006 et septembre 2007 de l’assemblée afin d’examiner des propositions de
réforme du PCT, dont la déclaration de la source des ressources génétiques et des savoirs
traditionnels dans les demandes de brevet7.  À sa trente-cinquième session (25 septembre –
3 octobre 2006), l’Assemblée de l’Union internationale de coopération en matière de brevets
“a approuvé à l’unanimité les propositions concernant le programme de travail relatif à la
réforme du PCT à mettre en œuvre entre les sessions de septembre 2006 et septembre 2007
de l’Assemblée”8.

                                                
2 Voir les documents PCT/R/WG/6/11

(http://www.wipo.int/edocs/mdocs/pct/fr/pct_r_wg_6/pct_r_wg_6_11.doc)
et PCT/R/WG/7/9 (http://www.wipo.int/edocs/mdocs/pct/fr/pct_r_wg_7/pct_r_wg_7_9.doc).

3 Voir le document WIPO/GRTKF/IC/7/INF/5
(http://www.wipo.int/edocs/mdocs/tk/en/wipo_grtkf_ic_7/wipo_grtkf_ic_7_inf_5.doc).

4 Voir le document WIPO/IP/GR/05/INF/4
(http://www.wipo.int/edocs/mdocs/tk/en/wipo_ip_gr_05/wipo_ip_gr_05_inf_4.doc).

5 Voir les documents OMC IP/C/W/400/Rev.1
(http://www.ige.ch/E/jurinfo/documents/IP-C-W-400.pdf),
IP/C/W/423 (http://docsonline.wto.org/DDFDocuments/t/IP/C/W423.doc)
et IP/C/W/433 (http://www.ige.ch/E/jurinfo/documents/j110114e.pdf).

6 Voir les documents CDB UNEP/CBD/WG-ABS/3/INF/7
(http://www.biodiv.org/doc/meetings/abs/abswg-03/information/abswg-03-inf-07-fr.pdf),
et UNEP/CBD/WG-ABS/4/INF/12
(http://www.biodiv.org/doc/meetings/abs/abswg-04/information/abswg-04-inf-12-fr.doc).

7 Voir les paragraphes 10 à 13, 81 et 90 du document PCT/R/WG/8/9
(http://www.wipo.int/edocs/mdocs/pct/fr/pct_r_wg_8/pct_r_wg_8_9.doc).

8 Voir le paragraphe 6.i) du document PCT/A/35/7
(http://www.wipo.int/edocs/mdocs/pct/fr/pct_a_35/pct_a_35_7.doc).
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6. Le présent document vise à servir de base aux délibérations du Groupe de travail sur
la réforme du PCT à sa neuvième session (23-27 avril 2007) sur les propositions de la Suisse
relatives à la déclaration de la source.  Il résume lesdites propositions et contient en son
annexe I le texte des modifications qu’il est proposé d’apporter au règlement d’exécution
du PCT et en son annexe II la liste des documents présentés par la Suisse concernant ses
propositions.

7. Le présent document a été modifié pour incorporer les décisions prises par le Groupe de
travail sur la réforme du PCT à sa huitième session et l’Assemblée de l’Union internationale
de coopération en matière de brevets à sa trente-cinquième session concernant la poursuite des
travaux sur la déclaration de la source des ressources génétiques et des savoirs traditionnels
dans les demandes de brevet.  Son contenu est donc largement identique à celui du document
PCT/R/WG/8/7.  Les propositions elles-mêmes de la Suisse n’ont pas été modifiées.

RAPPEL

8. L’accès aux ressources génétiques et aux savoirs traditionnels connexes et le partage des
avantages commerciaux et autres qui découlent de leur utilisation soulèvent de nombreuses
questions.  Plusieurs instruments internationaux ont été conclus à ce jour sur ces questions,
notamment la Convention sur la diversité biologique (CDB), les Lignes directrices de Bonn et
le Traité international de la FAO.  Par ailleurs, dans le contexte de la CDB, il a été décidé
d’élaborer et de négocier un régime international sur l’accès et le partage des avantages.

9. Dans le contexte de l’accès et du partage des avantages, des mesures relevant du droit
des brevets sont aussi examinées aux niveaux international et national, s’agissant notamment
d’imposer aux déposants l’obligation de divulguer certains renseignements dans leurs
demandes de brevet.  Ces mesures visent notamment à accroître la transparence de l’accès et
du partage des avantages, à prévenir la délivrance de “mauvais” brevets, à assurer le partage
des avantages découlant de l’utilisation des ressources génétiques et des savoirs traditionnels
connexes et à permettre aux fournisseurs de ressources génétiques et de savoirs traditionnels,
notamment les pays en développement et les communautés autochtones et locales, de
bénéficier plus pleinement du système des brevets.

10. La Suisse, qui ne demande pas ces mesures pour son propre compte, a soumis ses
propositions sur la divulgation de la source afin de contribuer au processus en cours et
d’assurer un équilibre dans la protection par brevet des inventions biotechnologiques.
L’exigence de divulgation proposée est conçue comme une disposition du droit des brevets
destinée à accroître la transparence dans l’accès et le partage des avantages.

11. De l’avis de la Suisse, il est essentiel de garder à l’esprit que les mesures relatives aux
brevets ne seront pas suffisantes en soi pour régler tous les problèmes qui se posent dans le
contexte de l’accès et du partage des avantages.  Elles ne sont que l’un des éléments à intégrer
dans une démarche plus globale permettant de traiter pleinement les questions relatives à
l’accès et au partage des avantages.  D’autres mesures doivent être prises dans d’autres
branches du droit, en dehors du système des brevets.  En outre, il importe de mettre en œuvre
les dispositions de la CDB, des Lignes directrices de Bonn et du Traité international au niveau
national, d’appliquer les procédures administratives nécessaires concernant l’accès et le
partage des avantages et de désigner les autorités nationales compétentes.
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12. De l’avis de la Suisse, le maintien de la qualité élevé des brevets passe notamment par
l’observation des critères de brevetabilité applicables et l’examen en bonne et due forme des
demandes de brevet.  Par le passé, plusieurs cas de brevets délivrés pour des inventions
fondées sur des savoirs traditionnels ou faisant appel à de tels savoirs et ne répondant pas au
critère de nouveauté ou d’activité inventive ont été portés à la connaissance du public.  D’une
manière générale, la délivrance de tels brevets s’explique par l’impossibilité des
administrations de brevets d’accéder à l’état de la technique concernant ces savoirs.  Les
savoirs traditionnels sont souvent transmis uniquement par voie orale et ne sont donc pas
consignés par écrit.  Or, les informations orales ne sont pas accessibles par les
administrations.  En outre, lorsque ces savoirs sont consignés par écrit, ils peuvent l’être dans
des langues dont les administrations ne sont pas familières.  Par conséquent, même si elles
font de leur mieux, les administrations peuvent se trouver, pour des raisons indépendantes de
leur volonté, dans l’impossibilité d’accéder à l’état de la technique sur les savoirs
traditionnels.

13. L’un des moyens d’améliorer radicalement la situation consiste à compiler les savoirs
traditionnels dans des bases de données.  Les administrations de brevets pourraient y effectuer
des recherches sur les demandes de brevet qui soulèvent des questions relatives à la prise en
considération de savoirs traditionnels dans l’état de la technique.  Nombreux sont les
gouvernements, les communautés autochtones et locales et les organisations non
gouvernementales (ONG) à s’engager en faveur de la création de telles bases de données aux
niveaux local, régional et national.  Le nombre de ces bases de données devrait s’accroître à
l’avenir.  Il est probable qu’elles auront des structures différentes et qu’elles consigneront les
savoirs traditionnels sous des formes et dans des formats différents.  Or, la diversité de ces
bases de données du point de vue de leur structure et de leur contenu compromettra
sérieusement l’accès des administrations de brevets et les recherches sur l’état de la technique.
Pour éviter ces problèmes, il faudrait un minimum d’harmonisation dans la structure et le
contenu des bases de données.  Cela permettrait également d’assurer l’accès aux bases de
données locales, régionales ou nationales par l’intermédiaire d’un portail international sur les
savoirs traditionnels administré par l’OMPI, comme la Suisse l’a proposé au Conseil
des ADPIC9.

14. La divulgation de la source des ressources génétiques et des savoirs traditionnels dans
les demandes de brevet aiderait les examinateurs de brevets et les juges à déterminer l’état de
la technique applicable aux inventions qui se rapportent d’une manière ou d’une autre à des
ressources ou savoirs de cette nature.  Elle pourrait notamment faciliter la détermination des
utilisations publiques antérieures et du défaut de nouveauté ou d’activité inventive.  Cette
considération s’applique en particulier à l’état de la technique relatif aux savoirs traditionnels,
étant donné que la divulgation de la source simplifierait la recherche dans les bases de
données sur ces savoirs.

                                                
9 Voir les paragraphes 16 à 19 des documents IP/C/W/284

(http://www.ige.ch/E/jurinfo/documents/IP_C-W-284.pdf) et les paragraphes 30 à 32 du
document IP/C/W/400/Rev.1 (http://www.ige.ch/E/jurinfo/documents/IP-C-W-400.pdf).
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RÉSUMÉ DES PROPOSITIONS

Objectifs de politique générale

15. De l’avis de la Suisse, la divulgation de la source permet d’atteindre quatre objectifs de
politique générale, concernant la transparence, la traçabilité, l’état de la technique et la
confiance mutuelle :

a) Transparence : avec une exigence de divulgation de la source dans les demandes
de brevet nationales et internationales, le système des brevets renforcerait la transparence dans
l’accès aux ressources génétiques et aux savoirs traditionnels et dans le partage des avantages
qui en découlent.

b) Traçabilité : la divulgation de la source dans les demandes de brevet permettrait
aux fournisseurs de ressources génétiques et de savoirs traditionnels de suivre l’utilisation qui
est faite de leurs ressources ou de leurs savoirs dans les activités de recherche-développement
débouchant sur des inventions brevetables.

c) État de la technique : la divulgation de la source des ressources génétiques et
des savoirs traditionnels dans les demandes de brevet aiderait les examinateurs de brevets
et les juges à déterminer l’état de la technique relatif à des inventions qui se rapportent
d’une manière ou d’une autre à des ressources ou savoirs de cette nature.  Cette considération
s’applique en particulier à l’état de la technique relatif aux savoirs traditionnels, étant donné
que la divulgation de la source simplifierait les recherches dans les bases de données sur les
savoirs traditionnels qui sont de plus en plus créées aux niveaux local, régional et national.

d) Confiance mutuelle : la divulgation de la source renforcerait la confiance mutuelle
entre les différentes parties prenantes à l’accès et au partage des avantages, notamment entre
les pays en développement et les pays développés, les communautés autochtones et locales,
les entreprises privées et les instituts de recherche.  Toutes ces parties prenantes peuvent être
fournisseurs ou utilisateurs de ressources génétiques et de savoirs traditionnels.  En
conséquence, la divulgation de la source contribuerait à la confiance mutuelle dans les
relations Nord-Sud.  En outre, elle renforcerait la complémentarité entre le système d’accès et
de partage des avantages et le système des brevets.

Modification du Traité de coopération en matière de brevets et du Traité sur le droit
des brevets

16. La Suisse propose de modifier le règlement d’exécution du PCT afin d’autoriser
expressément les Parties contractantes du PCT à exiger des déposants de demandes de brevet
qu’ils déclarent, au moment où la demande internationale entre dans la phase nationale de la
procédure PCT ou à un stade ultérieur, la source des ressources génétiques ou des savoirs
traditionnels lorsqu’une invention se fonde directement sur des ressources ou savoirs de cette
nature.  En outre, la Suisse propose de donner aux déposants la possibilité de satisfaire à cette
exigence au moment du dépôt d’une demande internationale de brevet ou à un stade ultérieur
de la phase internationale.  En vertu de l’actuelle règle 48.2.a)x), cette déclaration de la source
serait incluse dans la publication internationale de la demande internationale concernée.  Dans
le cas où une demande internationale de brevet ne contiendrait pas la déclaration requise, la
législation nationale pourrait prévoir que l’instruction de la demande dans le cadre de la phase
nationale serait suspendue jusqu’à ce que le déposant remette celle-ci.
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17. Compte tenu du renvoi au PCT figurant à l’article 6.1 du Traité de l’OMPI sur le droit
des brevets (PLT), la proposition de modification du PCT s’appliquerait également au PLT.
En conséquence, les Parties contractantes du PLT seraient aussi expressément autorisées à
exiger dans leur législation nationale sur les brevets que les déposants déclarent la source des
ressources génétiques ou des savoirs traditionnels dans les demandes de brevet nationales.

Terminologie utilisée

18. Les propositions de la Suisse utilisent les termes “ressources génétiques” et “savoirs
traditionnels liés aux ressources génétiques” afin d’assurer la cohérence avec la CDB, les
Lignes directrices de Bonn sur l’accès aux ressources génétiques et le partage juste et
équitable des avantages résultant de leur utilisation (ci-après dénommées “Lignes directrices
de Bonn”) et le Traité international de l’Organisation des Nations Unies pour l’alimentation et
l’agriculture (FAO) sur les ressources phytogénétiques pour l’alimentation et l’agriculture
(ci-après dénommé “Traité international”).  S’agissant de mesures relevant du droit des
brevets, l’accent est mis sur les savoirs traditionnels pouvant donner naissance à une invention
technique.

Notion de “source” des ressources génétiques et des savoirs traditionnels 

19. La Suisse propose d’exiger des déposants de demandes de brevet qu’ils déclarent la
“source” des ressources génétiques et des savoirs traditionnels.  Le terme “source” doit
s’entendre au sens le plus large possible.  En effet, selon l’instrument international
susmentionné, une multitude d’entités peuvent intervenir dans l’accès et le partage des
avantages.

20. Doit être déclarée en tant que source l’entité compétente pour 1) octroyer l’accès aux
ressources génétiques ou aux savoirs traditionnels ou 2) participer au partage des avantages
découlant de leur utilisation.

21. Selon les ressources génétiques ou les savoirs traditionnels en cause, on peut distinguer 

a) des sources primaires, notamment les Parties contractantes donnant accès aux
ressources génétiques10, le système multilatéral du Traité international de la FAO11 et les
communautés autochtones et locales12;  et

b) les sources secondaires, notamment les collections ex situ et la littérature
scientifique.

22. Il y a donc une cascade de sources primaires et secondaires possibles : pour satisfaire à
l’exigence, les déposants doivent déclarer la source primaire s’ils en ont connaissance, alors
que la source secondaire ne peut être déclarée que si les déposants ne disposent pas
d’informations sur la source primaire.  En conséquence, si, par exemple, le déposant sait que
la source d’une ressource génétique est la Partie contractante fournissant cette ressource,

                                                
10 Voir les articles 15, 16 et 19 de la CDB.
11 Voir les articles 10 à 13 du Traité international de la FAO.
12 Voir l’article 8.j) de la CDB.
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il doit indiquer cette Partie contractante;  en revanche, s’il a reçu la ressource génétique
d’un jardin botanique mais qu’il ne connaît pas la Partie contractante fournissant la ressource,
le jardin botanique doit être divulgué en tant que source.

Étendue de l’obligation de déclarer la source

23. En ce qui concerne les ressources génétiques, la nouvelle règle 51bis.1.g)i) qu’il est
proposé d’incorporer dans le règlement d’exécution du PCT indique clairement

a) que l’invention doit utiliser directement la ressource génétique, c’est-à-dire
dépendre des propriétés particulières de cette ressource;  et

b) que l’inventeur doit avoir eu physiquement accès à cette ressource, c’est-à-dire
avoir été en possession de cette ressource ou au moins avoir pu en disposer dans une mesure
suffisante pour pouvoir déterminer les propriétés de la ressource génétique qui présentent un
intérêt pour l’invention.

24. En ce qui concerne les savoirs traditionnels, la nouvelle règle 51bis.1.g)ii) qu’il est
proposé d’incorporer dans le règlement d’exécution du PCT indique clairement que
l’inventeur doit savoir que l’invention est directement fondée sur ces savoirs, c’est-à-dire qu’il
doit sciemment réaliser l’invention à partir de ceux-ci.

Application facultative ou application obligatoire de l’exigence au niveau national

25. La Suisse propose de modifier le règlement d’exécution du PCT afin d’autoriser
expressément la législation nationale sur les brevets à exiger la déclaration de la source des
ressources génétiques et des savoirs traditionnels dans les demandes de brevet.  Les
propositions laissent donc le soin au législateur national de décider si cette exigence doit être
introduite ou non dans la législation nationale sur les brevets.

26. La démarche facultative proposée par la Suisse présente quatre avantages principaux :

a) À l’heure actuelle, les vues divergent considérablement sur les mesures de
transparence et les discussions en cours n’ont pas encore abouti.  La solution facultative
proposée par la Suisse peut produire des résultats beaucoup plus rapides que toute solution
obligatoire.

b) La mise en œuvre facultative de l’exigence de divulgation permettrait aux États
intéressés de le faire.  Elle permettrait également aux gouvernements nationaux et à la
communauté internationale d’acquérir de l’expérience sur cette exigence de divulgation sans
préjuger d’autres initiatives internationales.

c) La création proposée de la liste des organismes publics compétents décrite
ci-dessous et l’incorporation de la déclaration de la source dans la publication de la demande
de brevet produiraient des résultats presque identiques à ceux découlant d’une solution
obligatoire.  Il importe de noter que la Suisse13 et la plupart des pays européens envisagent de

                                                
13 Pour de plus amples informations sur le projet de révision de la loi suisse sur les brevets

concernant la déclaration de la source des ressources génétiques et des savoirs traditionnels dans
les demandes de brevet, voir à titre général http://www.ige.ch/E/jurinfo/j100.shtm et
http://www.ige.ch/E/jurinfo/documents/j10017e.pdf en particulier.
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prévoir une exigence de divulgation dans leur législation nationale sur les brevets.  Cela
permettra de créer la masse critique pour assurer l’efficacité de la divulgation proposée de
la source.

d) La solution proposée par la Suisse n’obligerait pas les pays en développement, et
notamment les pays les moins avancés, à introduire l’exigence de divulgation dans leur
législation nationale.  En effet, cette exigence pourrait entraîner des difficultés pour ces pays,
dont les administrations n’ont pas nécessairement les capacités juridiques et techniques
nécessaires pour l’appliquer.  En outre, la plupart des demandes de brevet de biotechnologie
sont déposées dans les pays développés.  L’introduction de cette exigence présenterait peu
d’intérêt pour les pays en développement et leur imposerait une obligation internationale
supplémentaire.  Une solution obligatoire obligerait tous les pays à prévoir cette exigence
dans leur législation nationale sur les brevets.

27. Il est essentiel de garder à l’esprit que, dès lors que l’exigence de divulgation proposée
par la Suisse sera mise en œuvre au niveau national, les déposants devront divulguer la source
dans les demandes de brevet.  Le défaut de divulgation ou une divulgation mensongère les
exposera aux sanctions sévères décrites ci-après.  À cet égard, les propositions de la Suisse
sont de nature obligatoire et non volontaire.

Sanctions

28. De l’avis de la Suisse, les sanctions actuellement prévues dans le cadre du PCT et
du PLT devraient s’appliquer en cas de défaut de déclaration ou de déclaration mensongère de
la source des ressources génétiques et des savoirs traditionnels dans les demandes de brevet.

29. Ainsi, si la législation nationale applicable par l’office désigné impose la déclaration de
la source des ressources génétiques et des savoirs traditionnels, la proposition de modification
de la règle 51bis.3.a) du règlement d’exécution du PCT obligerait l’office désigné à inviter le
déposant, au début de la phase nationale, à se conformer à cette exigence dans un délai qui ne
devra pas être inférieur à deux mois à compter de la date de l’invitation.  Si le déposant ne se
conforme pas à cette invitation dans le délai prescrit, l’office désigné pourra refuser la
demande ou la considérer comme retirée pour ce motif.  Si toutefois le déposant remet avec la
demande internationale ou à un stade ultérieur de la phase nationale la déclaration proposée
contenant le libellé standard à cet effet, l’office désigné, conformément à la nouvelle
règle 51bis.2.d) proposée, devra accepter cette déclaration et ne pourra exiger d’autres
documents ou preuves concernant la source déclarée, à moins qu’il n’ait des raisons de douter
de la véracité de la déclaration concernée.

30. Par ailleurs, s’il apparaît après la délivrance d’un brevet que le déposant a omis de
déclarer la source ou a fourni des informations fausses, l’inobservation de cette exigence ne
pourra constituer un motif de révocation ou d’annulation du brevet délivré, sauf en cas
d’intention frauduleuse (article 10 du PLT).  Toutefois, d’autres sanctions prévues par la
législation nationale, y compris les sanctions pénales telles que des amendes, pourront être
imposées.

Établissement d’une liste des organismes publics compétents pour recevoir des informations
sur la déclaration de la source

31. La mesure de transparence proposée pourrait être renforcée par l’établissement d’une
liste des organismes publics compétents pour recevoir des renseignements sur les demandes
de brevet contenant une déclaration de la source des ressources génétiques ou des savoirs
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traditionnels.  Aux fins de référence, cette liste devrait être accessible sur l’Internet.  Les
offices de brevets recevant des demandes contenant de telles déclarations pourraient informer
l’organisme public compétent que l’État respectif est déclaré en tant que source.  Cette
information pourrait être communiquée dans une lettre standard adressée à l’organisme public
compétent.  La Suisse a en conséquence invité l’OMPI, en étroite collaboration avec la CDB,
à envisager la possibilité d’établir une liste des organismes publics compétents.

CONCLUSIONS

32. De l’avis de la Suisse, les modifications qu’il est proposé d’apporter au PCT constituent
une solution simple et pratique aux problèmes qui se posent dans le contexte de l’accès
aux ressources génétiques et aux savoirs traditionnels et du partage juste et équitable
des avantages découlant de leur utilisation.  Ces modifications pourraient être introduites sans
tarder et n’appelleraient pas de modifications importantes des dispositions des accords
internationaux pertinents.

33. La divulgation de la source peut être envisagée comme le “point d’entrée” de l’accès et
du partage des avantages dans le système des brevets.  De cette manière, elle contribuerait à
renforcer la confiance mutuelle dans les relations Nord-Sud.  En outre, elle renforcerait la
complémentarité entre le système d’accès et de partage des avantages et le système des
brevets.

34. La déclaration proposée de la source des ressources génétiques et des savoirs
traditionnels dans les demandes de brevet permettrait aux États parties à un contrat d’accès et
de partage des avantages de vérifier si l’autre partie s’acquitte de ses obligations
contractuelles.  Cette mesure de transparence permettrait non seulement de simplifier le
respect de ces obligations, mais également de vérifier si le consentement préalable en
connaissance de cause du pays fournissant les ressources génétiques a été obtenu et si des
dispositions ont été prises en vue du partage juste et équitable des avantages.

35. Les propositions faites par la Suisse permettraient aux Parties contractantes des
arrangements internationaux pertinents, notamment la CDB, le Traité international de la FAO,
le PCT, le PLT et l’Accord sur les ADPIC, de s’acquitter de leurs obligations respectives.
Cette considération s’applique en particulier aux articles 8.j), 15.4, 15.5, 15.7 et 16.5 de
la CDB.  En outre, les propositions de la Suisse permettraient aux Parties contractantes de
la CDB de mettre en œuvre les dispositions des Lignes directrices de Bonn, en particulier
celles figurant au paragraphe 16.d), ainsi que plusieurs des décisions adoptées par la
Conférence des Parties à la CDB.  Enfin, la possibilité d’exiger la déclaration de la source
favoriserait également la détermination de l’état de la technique relatif aux savoirs
traditionnels et simplifierait les recherches dans les bases de données sur les savoirs
traditionnels qui sont de plus en plus créées aux niveaux local, régional et national.

36. Le groupe de travail est invité à
examiner les propositions figurant dans
l’annexe I.

[Les annexes suivent]
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PROPOSITIONS DE MODIFICATION DU RÈGLEMENT D’EXÉCUTION DU PCT1 :

DÉCLARATION DE LA SOURCE DES RESSOURCES GÉNÉTIQUES ET DES
SAVOIRS TRADITIONNELS DANS LES DEMANDES DE BREVET
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1 Les dispositions qu’il est proposé d’ajouter sont soulignées et celles qu’il est proposé de

supprimer sont barrées d’un trait horizontal.  Certaines dispositions qu’il n’est pas proposé de
modifier ont été reproduites pour faciliter la compréhension.
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Règle 4

Requête (contenu)

4.1 à 4.16   [Sans changement]

4.17   Déclarations relatives aux exigences nationales visées à la règle 51bis.1.a)i) à v) et à

la règle 51bis.1.g)

La requête peut, aux fins de la législation nationale applicable dans un ou plusieurs

États désignés, comporter une ou plusieurs des déclarations suivantes, libellées conformément

aux prescriptions des instructions administratives : 

i)  à iv)  [Sans changement]

v) une déclaration, visée à la règle 51bis.1.a)v), relative à des divulgations

non opposables ou à des exceptions au défaut de nouveauté;.

vi)   une déclaration, visée à la règle 51bis.1.g), relative à la source d’une ressource

génétique déterminée ou de savoirs traditionnels liés à des ressources génétiques.

4.18 et 4.19   [Sans changement]
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Règle 26ter

Correction ou adjonction de déclarations selon la règle 4.17 

26ter.1   Correction ou adjonction de déclarations

[Sans changement] Le déposant peut corriger ou ajouter à la requête toute déclaration

visée à la règle 4.17 par communication soumise au Bureau international dans un délai de

16 mois à compter de la date de priorité, étant entendu que toute communication qui parvient

au Bureau international après l’expiration de ce délai est réputée avoir été reçue le dernier jour

de ce délai si elle lui parvient avant l’achèvement de la préparation technique de la publication

internationale.  

26ter.2   Traitement des déclarations

a)  Si l’office récepteur ou le Bureau international constate qu’une déclaration visée à

la règle 4.17.i) à v) règle 4.17 n’est pas libellée de la manière requise ou, dans le cas de la

déclaration relative à la qualité d’inventeur visée à la règle 4.17.iv), n’est pas signée de la

manière requise, l’office récepteur ou le Bureau international, selon le cas, peut inviter le

déposant à la corriger dans un délai de 16 mois à compter de la date de priorité.  

b)  [Sans changement]  Si le Bureau international reçoit une déclaration ou une

correction selon la règle 26ter.1 après l’expiration du délai visé à cette même règle, il notifie

ce fait au déposant et procède de la manière prévue dans les instructions administratives.
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Règle 48

Publication internationale

48.1   [Sans changement]

48.2   [Sans changement]  Contenu

a)  [Sans changement]  La brochure contient ou reprend :

i) à ix)  [Sans changement]

x) [Sans changement]  toute déclaration visée à la règle 4.17, et toute correction

apportée à une telle déclaration selon la règle 26ter.1, qui ont été reçues par le Bureau

international avant l’expiration du délai prévu à la règle 26ter.1,

xi) [Sans changement]

b) à k)  [Sans changement]

48.3 à 48.6   [Sans changement]
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Règle 51bis

Certaines exigences nationales admises en vertu de l’article 27

51bis.1   Certaines exigences nationales admises

a) à f)  [Sans changement]

g)  Sous réserve de la règle 51bis.2, la législation nationale applicable par l’office

désigné peut, conformément à l’article 27, exiger que le déposant remette

i)   une déclaration relative à la source d’une ressource génétique déterminée à

laquelle l’inventeur a eu accès, si une invention est directement fondée sur cette ressource;

ii)   une déclaration relative à la source de savoirs traditionnels liés à des ressources

génétiques, si l’inventeur sait qu’une invention est directement fondée sur ces savoirs;

iii)   une déclaration selon laquelle la source visée au point i) ou ii) n’est pas connue

de l’inventeur ou de lui-même, si tel est le cas.
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51bis.2   Certaines circonstances dans lesquelles des documents ou des preuves ne peuvent

pas être exigés

a) à c)  [Sans changement]

d)  Lorsque la législation nationale applicable exige du déposant qu’il remette une

déclaration relative à la source (règle 51bis.1.g)), l’office désigné ne peut, à moins qu’il

puisse raisonnablement douter de la véracité de la déclaration en question, exiger de

document ou de preuve

i)   relatif à la source d’une ressource génétique déterminée (règle 51bis.1.g)i)

et iii)) si, conformément à la règle 4.17.vi), cette déclaration figure dans la requête ou est

remise directement à l’office désigné;

ii)   relatif à la source de savoirs traditionnels liés aux ressources génétiques

(règle 51bis.1.g)ii) et iii)) si, conformément à la règle 4.17.vi), cette déclaration figure dans la

requête ou est remise directement à l’office désigné.
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51bis.3   Possibilité de satisfaire aux exigences nationales

a)  Si une exigence visée à la règle 51bis.1.a)i) à iv), et c) à e) et g), ou toute autre

exigence de la législation nationale applicable par l’office désigné que ce dernier peut

appliquer conformément à l’article 27.1) ou 2) n’est pas déjà satisfaite dans le délai applicable

à l’observation des exigences selon l’article 22, l’office désigné invite le déposant à s’y

conformer dans un délai qui ne doit pas être inférieur à deux mois à compter de la date de

l’invitation.  Chaque office désigné peut exiger que le déposant lui verse une taxe en

répondant à l’invitation dans laquelle il lui a été demandé de respecter les exigences

nationales.

b) et c)  [Sans changement]

[L’annexe II suit]
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DOCUMENTS CONTENANT LES PROPOSITIONS DE LA SUISSE

Les propositions de la Suisse sont contenues dans les documents suivants soumis à l’OMPI1 :

1. English : Proposals by Switzerland Regarding the Declaration of the Source of Genetic
Resources and Traditional Knowledge in Patent Applications, WIPO documents
PCT/R/WG/4/13 and, with identical contents, PCT/R/WG/5/11 Rev.
http://www.wipo.int/edocs/mdocs/pct/en/pct_r_wg_5/pct_r_wg_5_11_rev.pdf

Français : Propositions de la Suisse en ce qui concerne la déclaration de la source des
ressources génétiques et des savoirs traditionnels dans les demandes de brevet, OMPI
document PCT/R/WG/5/11
http://www.wipo.int/edocs/mdocs/pct/fr/pct_r_wg_5/pct_r_wg_5_11.pdf

Español : Propuestas de suiza relativas a la declaración de la fuente de los recursos
genéticos y los conocimientos tradicionales en las solicitudes de patentes, anexo al
documento OMC IP/C/W/400/Rev.1 (pagina 16ff)
http://docsonline.wto.org/DDFDocuments/v/IP/C/W400R1.doc

2. English : Additional Comments by Switzerland on Its Proposals Regarding the
Declaration of the Source of Genetic Resources and Traditional Knowledge in Patent
Applications, WIPO document PCT/R/WG/6/11
http://www.wipo.int/edocs/mdocs/pct/en/pct_r_wg_6/pct_r_wg_6_11.pdf

Français : Observations supplémentaires de la Suisse portant sur les propositions
concernant la déclaration de la source des ressources génétiques et des savoirs
traditionnels dans les demandes de brevet, document OMPI PCT/R/WG/6/11
http://www.wipo.int/edocs/mdocs/pct/fr/pct_r_wg_6/pct_r_wg_6_11.pdf

Español : Observaciones adicionales de Suiza sobre sus propuestas presentadas a la
OMPI en relación con la declaración de la fuente de los recursos genéticos y los
conocimientos tradicionales en las solicitudes de patentes, documento
OMC IP/C/W/423
http://docsonline.wto.org/DDFDocuments/v/IP/C/W423.doc

                                                
1 La Suisse a présenté trois communications sur ses propositions au Groupe de travail sur la

réforme du PCT.  Elle a également présenté ces communications aux fins d’information
au Conseil des ADPIC de l’OMC et au Comité intergouvernemental de la propriété
intellectuelle relative aux ressources génétiques, aux savoirs traditionnels et au folklore de
l’OMPI.  Les documents du Groupe de travail sur la réforme du PCT sont disponibles en
français et en anglais uniquement, alors que les documents du Conseil des ADPIC sont
également disponibles en espagnol.  C’est pourquoi la liste ci-dessous contient les documents
soumis à l’OMPI et à l’OMC afin de permettre leur consultation en français, en anglais et en
espagnol.  Le contenu de tous ces documents est néanmoins identique.

http://www.wipo.int/pct/en/meetings/reform_wg/pdf/pct_r_wg_5_11_rev.pdf
http://www.wipo.int/pct/fr/meetings/reform_wg/pdf/pct_r_wg_5_11.pdf
http://docsonline.wto.org/DDFDocuments/v/IP/C/W400R1.doc
http://www.wipo.int/pct/en/meetings/reform_wg/pdf/pct_r_wg_6_11.pdf
http://www.wipo.int/pct/fr/meetings/reform_wg/pdf/pct_r_wg_6_11.pdf
http://docsonline.wto.org/DDFDocuments/v/IP/C/W423.doc
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3. English : Further Observations by Switzerland on Its Proposals Regarding the
Declaration of the Source of Genetic Resources and Traditional Knowledge in Patent
Applications, WIPO document PCT/R/WG/7/9
http://www.wipo.int/edocs/mdocs/pct/en/pct_r_wg_7/pct_r_wg_7_9.doc

Français : Observations supplémentaires de la Suisse portant sur les propositions
concernant la déclaration de la source des ressources génétiques et des savoirs
traditionnels dans les demandes de brevet, document OMPI PCT/R/WG/7/9
http://www.wipo.int/edocs/mdocs/pct/fr/pct_r_wg_7/pct_r_wg_7_9.doc

Español : Nuevas observaciones de Suiza sobre sus propuestas relativas a la declaración
de la fuente de los recursos genéticos y los conocimientos tradicionales en las
solicitudes de patentes, documento OMC IP/C/W/433
http://docsonline.wto.org/DDFDocuments/v/IP/C/W433.doc

[Fin de l’annexe II et du document]

http://www.wipo.int/edocs/mdocs/pct/en/pct_r_wg_7/pct_r_wg_7_9.doc
http://www.wipo.int/edocs/mdocs/pct/fr/pct_r_wg_7/pct_r_wg_7_9.doc
http://docsonline.wto.org/DDFDocuments/v/IP/C/W433.doc


WIPO
E

PCT/R/WG/9/6

ORIGINAL:  English

DATE:  March 7, 2007

WORLD  INTE LLECTUAL   PROPERT Y  O RGANI ZATION
GENEVA

INTERNATIONAL PATENT COOPERATION UNION
(PCT UNION)

WORKING GROUP ON REFORM
OF THE PATENT COOPERATION TREATY (PCT)

Ninth Session
Geneva, April 23 to 27, 2007

PROPOSED AMENDMENT OF RULES 29.1, 48.2(c) AND 90bis.1

Document prepared by the Secretariat

1. The Annex to this document contains proposals to amend Rules 29.1, 48.2(c) 
and 90bis.1.  Explanations are set out in the Annex in Comments relating to the provisions 
concerned.
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consider the proposals contained in the Annex.
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PROPOSED AMENDMENT OF RULES 29.1, 48.2(c) and 90bis.1

TABLE OF CONTENTS

Rule 29   International Applications Considered Withdrawn .................................................... 3
29.1 Finding by Receiving Office ......................................................................................... 3

Rule 48   International Publication............................................................................................. 5
48.1 [No change] .................................................................................................................. 5
48.2 Contents........................................................................................................................ 5
48.3 to 48.6 [No change]...................................................................................................... 6

Rule 90bis   Withdrawals ........................................................................................................... 7
90bis.1 Withdrawal of the International Application........................................................... 7
90bis.2 to 90bis.7 [No change]............................................................................................. 8

1 Proposed additions and deletions are indicated, respectively, by underlining and striking through 
the text concerned.  Certain provisions that are not proposed to be amended may be included for 
ease of reference.



PCT/WG/R/9/6
page 3

Rule 29  

International Applications Considered Withdrawn

29.1 Finding by Receiving Office

If the receiving Office declares, under Article 14(1)(b) and Rule 26.5 (failure to correct 

certain defects), or under Article 14(3)(a) (failure to pay the prescribed fees under 

Rule 27.1(a)), or under Article 14(4) (later finding of non-compliance with the requirements 

listed in items (i) to (iii) of Article 11(1)), or under Rule 12.3(d) or 12.4(d) (failure to furnish 

a required translation or, where applicable, to pay a late furnishing fee), or under 

Rule 92.4(g)(i) (failure to furnish the original of a document), that the international 

application is considered withdrawn:

(i) [No change] the receiving Office shall transmit the record copy (unless already 

transmitted), and any correction offered by the applicant, to the International Bureau;

(ii) [No change] the receiving Office shall promptly notify both the applicant and 

the International Bureau of the said declaration, and the International Bureau shall in turn 

notify each designated Office which has already been notified of its designation;

(iii) [No change] the receiving Office shall not transmit the search copy as 

provided in Rule 23, or, if such copy has already been transmitted, it shall notify the 

International Searching Authority of the said declaration;

(iv) the International Bureau shall not be required to notify the applicant of the 

receipt of the record copy;
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[Rule 29.1, continued]

(v) no international publication of the international application shall be effected if 

the notification of the said declaration transmitted by the receiving Office reaches the 

International Bureau before the technical preparations for international publication have been 

completed.

[COMMENT:  In the past, there have been a substantial number of cases where applicants, 
rather than expressly withdrawing the international application under Rule 90bis.1 prior to 
publication, relied on Rule 29.1 to have the international application “considered withdrawn” 
by the receiving Office for failure to pay the required fees, disregarding the substantial risk 
that, where the declaration by the receiving Office that the application is considered 
withdrawn reaches the International Bureau only after completion of technical preparations 
for international publication, the international application will be published, despite the fact 
that it is considered withdrawn.  It is proposed to amend Rule 29.1, along the lines of 
Rule 90bis.1(c) (applicable in the case of an express withdrawal of the international 
application), to highlight this risk and to remind applicants that international publication can 
only be reliably prevented by way of an express withdrawal under Rule 90bis.1 received by 
the International Bureau prior to completion of technical preparations for international 
publication.]

29.2 [Remains deleted]

29.3 and 29.4 [No change]
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Rule 48  

International Publication

48.1 [No change]

48.2 Contents

(a) [No change]

(b) Subject to paragraph (c), the front page shall include:

(i) [No change]

(ii) [No change] a figure or figures where the international application contains 

drawings, unless Rule 8.2(b) applies;

(iii) [No change] the abstract;  if the abstract is both in English and in another 

language, the English text shall appear first;

(iv) to (viii) [No change]

(c) Where a declaration under Article 17(2)(a) has issued, the front page shall 

conspicuously refer to that fact and need include any figure or figures suggested by the 

applicant under Rule 3.3(a)(iii) neither a drawing and, if contained in the international 

application, the nor an abstract.

[COMMENT:  Where the International Searching Authority has declared, under 
Article 17(2)(a), that no international search report will be established (for one of the reasons 
outlined in Article 17(2)(a)(i) or (ii)), practice of the International Bureau so far has been, in 
accordance with present Rule 48.2(c), not to include, on the front page of the published 
international application, any drawing or the abstract.  So as to facilitate access to the 
technical information contained in such a published international application, it is proposed to 
change the current practice and to include any figure or figures suggested by the applicant 
under Rule 3.3(a)(iii) and the abstract (if contained in the international application) on the 
front page of such international application.]
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[Rule 48.2, continued]

(d) to (k) [No change]

48.3 to 48.6 [No change]
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Rule 90bis  

Withdrawals

90bis.1 Withdrawal of the International Application

(a) [No change] The applicant may withdraw the international application at any time 

prior to the expiration of 30 months from the priority date.

(b) Withdrawal shall be effective on receipt of a notice addressed by the applicant, at 

his option, to the International Bureau, to the receiving Office or, where Article 39(1) applies, 

to the International Preliminary Examining Authority.

(c) No international publication of the international application shall be effected if the 

notice of withdrawal sent by the applicant or transmitted by the receiving Office or the 

International Preliminary Examining Authority reaches the International Bureau before the 

technical preparations for international publication have been completed.

[COMMENT:  In the past, there have been a substantial number of cases where applicants, 
wishing (often at the “last minute”) to withdraw their international application prior to 
international publication and with the clear intention to prevent publication, relied on 
Rule 90bis.1(b) and addressed the notice of withdrawal of the international application to the 
receiving Office (instead of the International Bureau).  In such a case, international 
publication is only prevented if the notice of withdrawal transmitted by the receiving Office to 
the International Bureau is received by that Bureau before the technical preparations for 
international publication have been completed (see Rule 90bis.1(c)).  If received after 
completion of those technical preparations, the international application is published by the 
International Bureau, despite the fact that it has been validly withdrawn by the applicant.  In 
other words, in particular in cases of “last minute” withdrawals, applicants run a considerable 
risk that such withdrawals addressed to the receiving Office, although effective, will not 
prevent international publication of the application concerned.  Against this background, the 
Working Group may wish to consider whether Rule 90bis.1 should be amended so as to 
require the applicant to address a notice of withdrawal of the international application to the 
International Bureau only and to no longer allow the applicant to address such notice, at the 
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[Rule 90bis.1, continued]

applicant’s option, to the receiving Office or, where Article 39(1) applies, to the International 
Preliminary Examining Authority.  While such an amendment would most likely not result in 
all withdrawals of applications being received by the International Bureau in time to prevent 
international publication, it may increase, over time, the applicants’ awareness of the issue 
and thus result in fewer international applications being published despite the fact that they 
had been withdrawn by the applicant.]

90bis.2 to 90bis.7 [No change]

[End of Annex and of document]
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