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Mr. Francis Gurry

WIPO Internet Domain Name Process 

World Intellectual Property Organization . 

34 chemin des Colombettes, P.O. Box 18,1211

Geneva 20, Switzerland 

Dear Mr. Gurry: 

In response to the Request for Comments (RFC) on "Internet Issues Addressed in the Second WIPO Internet Domain Name Process," dated 13 October 2000, the International Trademark Association (INTA) is pleased to provide the following comments. INTA is a 122-year-old not- for-profit organization consisting of over 3,900 members in 120 countries. The membership of INTA, which crosses all industry lines and includes both manufacturers and retailers, values the essential role trademarks play in promoting effective commerce, protecting the interests of consumers, and encouraging free and fair competition. INTA has been active in the development of the Internet Corporation for Assigned Names and Numbers (ICANN) and is a founding member of ICANN's Intellectual Property Constituency.

INTA's comments focus primarily on the applicability of the ICANN Uniform Dispute Resolution Policy (UDRP) to disputes concerning domain names and the five topics identified in the RFC. While the issues raised in the RFC should be resolved, we believe that they generally tend to evoke complex questions, which cannot be effectively addressed by the UDRP, a system that has a narrow focus and limited resources.

Personal Names

Use of the UDRP 

Although it might be that some kind of general policy regarding personal name disputes in cyberspace is needed, with the limited exception of personal names that also function as trademarks, INT A does not recommend the use of the UDRP for this purpose. Generally, personal names disputes are likely to involve more complicated legal issues, where it would be more difficult to establish bad- faith and make it impossible to solve the case as quickly, efficiently and cost-effectively as with the present UDRP .Examination of the list of questions included in the WIPO RFC confirms the difficulties associated with extending the UDRP to afford protection to personal names. It would be exceedingly difficult, for example, to promulgate a standard for,distinguishing famous names from others.

From a trademark owner's perspective, the UDRP has been effective in dealing with bad-faith registrations of personal names that serve a trademark function -as indicators of a source of goods or services. For example, in the davematthews.com case, the UDRP resolved a personal name issue involving a registered mark. The juliaroberts.com and jeanettewinterson.coml.net/.org cases have shown that personal names may also be protected as common law marks.

Personal Name TLDs 

Question 20.8 of the RFC asks that respondents consider the establishment of personal name TLDs (i.e. "mcdonalds.nom"). We are, however, extremely concerned about the registration policies that would accompany such a TLD, including, but not limited to, whether the TLD is for commercial or noncommercial use and accessibility to the WHOIS database. We note that the .name TLD, a supposedly personal name TLD, recently approved by ICANN, would permit commercial uses, allow an individual to register a trademark as a personal name, yet not permit a trademark owner to readily obtain access to WHOIS information in order to identify alleged infringers who may be capitalizing on the hard work and investment made by the mark owner 

International Non-Proprietary Names (INNs) for Pharmaceutical Substances

An INN is, by definition, inherently nonproprietary and is not subject to the rules of trademark law that determine whether a mark is entitled to protection. More specifically, INNs --unlike marks-- are not required to be associated with a single source. Although some kind of policy to address the bad-faith registration of INNs may be needed, INTA does not recommend the use of the UDRP for this purpose. There are conflicting policy issues involving free speech, competition law, health, and consumer protection implicated in the decision of whether to allow or prevent use of a given INN .These complex issues cannot be easily addressed or balanced in the UDRP without jeopardizing its effectiveness as a streamlined procedure.

Names of Intergovernmental Organizations

INTA does not believe that matters concerning conflicts between domain names and names of intergovernmental organizations should be addressed through the UDRP, unless the Complainants can prove that the name of the intergovernmental organization functions as a trademark in accordance with established international standards. 

Geographic Indications. Geographic Terms. or Indications of Source Terms Currently Registered as Domain Names 

INT A believes that legitimate rights in geographic based domain names that have been established to date under the current system should not be disturbed. The legitimate right to a geographic based domain name may have been established by either: ( 1) being the first in time to register a geographic name with the intent to use it in good faith for a legitimate purpose; (2) being the owner of a trademark that is also a geographic location; or (3) being an entity associated with that geographic location. An example of all three of these competing legitimate rights can be seen with respect to the geographic name "Paris".

●
"Paris.com" is currently owned by Mail.com, Inc, New York, New York, USA. 

Paris.com was registered as a domain name by this owner on January 5, 1998. Based on the handle assigned to this domain name by Network Solutions (paris30-dom), Mail.com is far from being the first owner of this name. This domain name currently resolves to website that offers free e-mail under this name, (paris.com) as well as other city names, such as "london.com" and "munich.com", other places, such as "europe.com" and "usa.com", and a variety of dictionary terms including professions such as "doctor.com" and "execs.com". 

●
The name "paris" has been registered as a trademark (Reg. No.75243809) in the United States Trademark Office in International Class 10, specifically for catheters. The owner of this trademark is Nucletron B. V ., Veenendaal, Netherlands. This trademark application was filed February 19,1997.

●
Finally, the cities of Paris, France, or perhaps even Paris, Texas, USA or Paris, Tennessee, USA also have an interest in this domain name. 

The Use of the UDRP 

To the extent that a geographic name functions as a trademark, the owner of that trademark should be able to seek relief under the current UDRP system, provided no one else with a legitimate right had previously registered the name. The UDRP accounts for these competing legitimate interests by allowing the person first in time to register the domain for a legitimate purpose the right to retain the domain name. Where there is evidence of bad- faith in the registration and use of the domain name, it is appropriate that the name be transferred to a party with a legitimate interest.

In cases where more than one geographic place has the right to a name, such as Paris, France, Paris, Texas, USA and Paris, Tennessee, USA, INTA would encourage the consideration of gateway pages.

Tradenames 

INTA believes that trade names, which in many countries also function as trademarks, deserve remediation from cybersquatting under the UDRP to the extent such trade names function as an indicator of source.

For purposes of example, suppose Martinique, Inc. is a clothes designer and manufacturer that , puts out clothing under the label and trademark "Martini". Shoppers do not know the trade name Martinique, Inc., because to them, only "Martini" serves as an indicator of source. Buyers from the top department stores, however, know that "Martini" trademarked clothes come from Martinique, Inc. and it is to Martinique, Inc. that the buyers send their orders. Therefore, the trade name Martinique is deserving of protection because it serves a trademark/source identifying function among department store buyers.

In order to be eligible to use the UDRP to seek relief for a trade name that has allegedly been registered in bad- faith, Complainants should be required to provide formal eyidence that they in fact own a trade name (whether by submission of a registration certificate or otherwise). In cases where both the Complainant and the Respondent claimed rights in a domain name based on trade name ownership, the UDRP should direct panelists to decline to transfer the domain name, as these matters should be handled by a court of competent jurisdiction. 

Technical Solutions for Domain Name Collision Control 

WHOIS 

As this section seeks comments on technical matters relating to the Internet, INTA will not provide substantive comments. We would, however, like to thank WIPO for seeking comments on technical means for enhancing the WHOIS look-up service. INTA believes strongly that the WHOIS service must be maintained and that the information contained in the WHOIS dataQase must remain publicly accessible and up-to-date. The contact and ownership data in the WHOIS system is the most reliable method trademark owners have to determine the identity and location ofa cybersquatter. We support efforts to enhance WHOIS and look forward to working with the engineering community on improvements to this important tool.

Conclusion

Thank you for your consideration. The INTA Special Committee on the Internet, which consists of 72 members from 18 countries, remains available to assist WIPO in its ongoing study of the intersection between intellectual property and the Internet.

Sincerely, 

Kimbley L. Muller 

President

