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FOREWORD

The present volume contains the texts of the speeches, lectures and
country papers delivered at a five-day Seminar, held in Bangkok in March 1983,
on the Roles of Government Industrial Property Authorities and the Legal
Profession in Administering Industrial Property Rights in Asia and the
Pacific.
The Seminar was organized by the World Intellectual Property
Organization (WIPO) in cooperation with the Law Association for Asia and the
Western Pacific (LAWASIA) and with the assistance of the United Nations
Development Programme (UNDP).
LAWASIA is the largest organization of legal practitioners, judges and
law teachers in Asia and the Pacific.
It has 1700 members, representing
47 Bar Associations throughout the region.
For their first joint activity,
WIPO and LAWASIA chose as the theme of the Bangkok · Seminar a subject which
reflects our common belief that government authorities and private lawyers
have important and complementary roles to play in the administration of a
national industrial property system for the benefit of the public.
The
Seminar was attended by the heads, or senior officials, of eleven industrial
property administrations, and many private lawyers from different countries of
the region.
A particularly interesting and useful outcome of the Seminar was
the presentation, by government officials and private lawyers, of a number of
informative papers on the industrial property situation in their respective
countries written specially for the Seminar.
The discussions that followed
were of a practical nature because they focused on common administrative and
technical problems encountered by government officials and private lawyers in
administering their national industrial property systems.
It was a signal honor to WIPO, LAWASIA and the United Nations family of
organizations that the Seminar was opened by His Excellency General Prem
Tinsulanonda, Prime Minister of Thailand.
I am most grateful to His Excellency Khun Marut Bunnag, Minister for
Justice of Thailand and President of LAWASIA at the time of the Seminar,
Dr. David Geddes, Secretary General of LAWASIA, and their able collaborators
in Thailand for having made such perfect arrangements for the conduct of the
Seminar.
I would also like to convey our thanks and appreciation to the
speakers for having spared no pains in preparing interesting and exhaustive
lectures and country papers, and to all the participants for having taken a
lively interest in the proceedings, thereby helping to accomplish the purpose
of the Seminar.
The Bangkok Seminar was one of the activities carried out by WIPO in 1983
within its regional project for the establishment and strengthening of
industrial property systems in Asia and the Pacific financed by UNDP under the
Inter-Country Programme for Asia and the Pacific (1982-1986).
It is a
pleasure to record, once more, WIPO's appreciation of the support it has
received from UNDP in the organization of yet another industrial property
activity designed for the benefit of the developing countries of the region.

Arpad Bogsch
Director General
World Intellectual Property Organization

Geneva
September 1983
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ADDRESS
Mr. W.R. Prattley,
Regional Representative
United Nations Development Programme (UNDP)
Thailand

It is a great pleasure for me to join this distinguished gathering at the
start of your deliberations, and to make a few brief remarks on behalf of the
United Nations Development Programme.
I have no doubt that you will already be aware that the UNDP is providing
the funds, through the World Intellectual Property Organization, for this
Seminar.
In fact, this Seminar is a single component of a series of
activities which we have agreed to support with WIPO assistance for the
establishment and strengthening of industrial property systems in Asia and the
Pacific.
Our programme of assistance will be conducted over a five year
period and will cost an estimated 1.2 million US dollars. We have within this
amount provided for a series of preparatory activities which have already
taken place.
These included four WIPO missions to some twenty countries of
the region in the latter part of 1981 and early 1982, which assessed the
situation and identified the needs for developing industrial property systems
so that they could become more effective tools in achieving national
development goals.
I believe that these prior assessments have been well received.
They
have resulted in expressions of interest from the countries of the region
themselves in having further interventions which would strengthen capabilities
in the wide range of aspects encompassed in the term--industrial property.
Among the fields identified for priority attention were approaches to the
formulation of industrial property law, licensing agreements and arrangements,
technological information contained in patent documents,
assistance and
incentives to inventors and innovators, as well as the training of industrial
property lawyers.
Some of these fields, you will appreciate, will have to be
tackled at the level of national policies an-1 programmes, but equally there
is additional scope for approaching some of the issues on a multi -country
basis,
through inter-country co-operation.
As far as
this project is
concerned, I have observed that many of its activities will actually be
directed to the national level - advisory services to governments in improving
industrial policy systems and institutions, in the drafting of appropriate
legislation, in training, and in the promotion of inventiveness and so on.
The inter-country aspects appear to be largely concerned with training where
certain economies can be achieved through a multi-country approach, and with
the exchange of experience among participating countries through workshops and
seminars, and the publication of a newsletter.
There is, however, some
attention to be given to the possibility of developing and establishing common
services by and for the countries of the region in the field of industrial
property.
I would personally approach this rather cautiously if it is the
intention of creating a new institution in the region with the implications it
would have for the participating countries in financial, manpower and other
terms.
Given our past experience in these matters, especially when such
institutions have been established within some UN framework or promoted by
some UN assisted programme, real difficulties are encountered in making them
self-sufficient and self-sustaining when the period of international support
for their programmes comes to an end.
Much more viable, in the long term,·
would be an approach which builds on existing cooperative and institutional
arrangements in which countries already have a stake.
Thus I am happy to see
today that in this important aspect of the legal administration of industrial
property rights in Asia and the Pacific, we, that is WIPO and UNDP, are
working with a well-established, professional association of some repute in
the region - LAWASIA.
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In addressing an august body such as yours, comprising as you do
distinguished judges, lawyers in the public and private sector, and teachers
of law of the region, I, as a generalist, would hesitate to provide guidance
on the intricacies of the subject to which you will be addressing your
attention in the coming days.
As professionals, you will have a keen sense of
what is possible in the field of the administration of patent law and
industrial property rights.
You will also be aware of the significant
advances that have been made by countries in the region, without the beenfit
of UN god-fathership, in the field of technology acquisition.
You will also
be aware of the difficulties .
You will also have a keen appreciation of the
extent to which legislation however carefully drafted can actually be
effective in the protection of newly developed technologies.
I therefore do
not underestimate the magnitude of the task which you will have,
as
professionals
whether in government or in the private sector
in
administering
appropriate
legislation,
and
in
enhancing
national
administrative capabilities in the important but complex field of technology
development, acquisition and utilisation.
However, to the extent that the UN
system is able to provide effective support for such efforts, within our
technical competence and financial resource constraints, we will continue to
provide assistance, as we are doing, for example, with this Seminar.
I wish you every success in your deliberations.

ADDRESS
His Excellency Marut Bunnag
Minister of Justice of Thailand and President of Lawasia

It is my great pleasure to welcome all of you to this Seminar.
Intellectual property rights is an important subject which concerns
mankind and which involves the evolution and development of the masses and of
the world for common social and economic progress.
LAWASIA is well aware of such factors and in its capacity as an
association of the legal profession it has never refrained from the attempt to
assist in the development of the legal aspect in order to bring the same side
by side with technological progress.
This Seminar is a good sign, marking the cooperation of some of the
world's vital organizations such as WIPO, UNDP and LAWASIA to achieve the same
objective of attaining technological development.
Your Excellency, I should like to thank you most sincerely for sparing
your valuable time to be present with us, and as a Thai citizen, I truly
appreciate your interest and concern in the economic condition and well-being
of the people of Thailand.
If I may be permitted, I should like to take this opportunity to
introduce to you the gentlemen who have given their utmost by way of support
and assistance for the success of this Seminar.
They are:
Dr. Arpad Bogsch,
Director General of WIPO;
Mr. Ludwig Baeumer, Director, Industrial Property
Division of WIPO;
Mr. Lakshman Kadirgamar, Head, Development Cooperation and
External Relations Bureau for Asia and the Pacific of WIPO; Dr. David Geddes,
Secretary General of LAWASIA; Mr. Anek Srisanit, LAWASIA Alternate Councillor
for Thailand.
Thank you, Your Excellency.

ADDRESS
Dr. Arpad Bogsch
Director General, WIPO

On behalf of the World Intellectual Property Organization, and on behalf
of all those present, including senior government officials from ten countries
of Asia and the Pacific, it is my privilege to welcome today His Excellency
Prem Tinsulanonda, Prime Minister of Thailand.
I wish to convey to the Prime
Minister our gratitude and appreciation for honoring this occasion with his
presence.
Your Excellency, this Seminar, on the roles of government industrial
property authorities and the legal profession in administering industrial
property rights in Asia and the Pacific, has been organized by WIPO in
cooperation with LAWASIA and with the assistance of the United Nations
Development Programme.
LAWASIA (the Law Association for Asia and the Pacific) is a prestigious
non-governmental association of judges, lawyers and law teachers of countries
of Asia and the Pacific.
The current President of LAWASIA is Khun Marut
Bunnag, Minister of Justice of Thailand.
I would like to convey to him, and
through him to his able collaborators in LAWASIA, my thanks for the excellent
arrangements that have been made for the conduct of this Seminar.
For WIPO it
has been a pleasure to work with LAWASIA on the organization of this Seminar,
and we look forward to many more such joint activities in the years ahead.
I also wish to convey my thanks to the United Nations Development
Programme, and in particular to its Administrator and the Regional Bureau for
Asia and the Pacific, for the support and cooperation which they have extended
in full measure to WIPO in carrying out a program of activities which the
countries of the .region have endorsed.
This Seminar is one such activity;
there are many others to come, and the continued assistance of the United
Nations Development Programme is indispensable for the successful completion
of the regional program.
Your
Excellency,
this
occasion
marks,
appropriately,
the
tenth
anniversary of WIPO's first contact with Thailand in the field of industrial
property.
It was ten years ago, in 1973, that WIPO organized its first
industrial property seminar in Thailand.
Since then your Government has been
a generous host to WIPO meetings, in Pattaya in 1979, in Bangkok and Chiang
Mai in 1981.
It has, with unfailing regularity, nominated participants in
regional and sub-regional meetings organized by WIPO, and it has sent
government officials every year to the WIPO training courses held in Western
countries.
Thailand is thus a most cooperative and valued member of the
international community of nations in the field of industrial property.
During the past 10 years, the most significant event which occurred in
Thailand, in that field, was the enactment, in 1979, of the Patent Act.
The
history of efforts to introduce a patent system in Thailand, as ascertained
from official records, goes back at least 50 years.
By enacting a patent law,
Thailand joined the ranks of over 100 States which protect inventors and the
results of their creative activity.
The enactment of the law gave national
recognition to the important role that patents play in strengthening the
technological base of development.
We noted with pleasure that last year the
first patent under the new Act was granted to a Thai inventor for a mechanical
invention, a type-writing machine for typing both Thai characters and the
English alphabet.
This machine is not only an obviously useful invention;
it
also poss-esses symbolic value.
It provides a good example of how, by the
application of indigenous ingenuity, a piece of imported technology could be
transformed into something of special value for local use.
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It has been WIPO's privilege to assist the Government of Thailand in the
implementation of its Patent Act.
This assistance was rendered in different
ways:
the drafting of regulations and administrative manuals, advice on the
organization of the Patent Office at its inception, the provision of training,
both within and outside the country, and through continuing consultations as
requested by your Government.
WIPO continues to remain at the disposal of
your Government to assist it in the process of consolidating and improving the
patent system established in 1979.
Most countries of Asia and the Pacific have industrial property systems.
Some are working well.
Others are in the process of being revised to ensure
that they make an effective contribution to the process of economic and
technological development.
With its Patent Act, and its older Trademark Act,
both ably administered by the Department of Commercial Registration of the
Ministry of Commerce, Thailand is on its way to becoming a leader in the
region, in the field of industrial property.
It is therefore most fitting
that this Seminar which brings together government officials and private
lawyers to examine their respective roles in administering industrial property
rights in the region should be held in Bangkok.
Your
Excellency,
on
Organization, and on behalf
my welcome to you, and thank
of us, and on this occasion,

behalf
of
the
World
Intellectual
Property
of all the participants in this Seminar, I renew
you for the high honor you have conferred on all
by your presence today.

OPENING ADDRESS
His Excellency General Prem Tinsulanonda
Prime Minister of Thailand

May I first express my sincere thanks to LAWASIA, the World Intellectual
Property Organization, and the United Nations Development Programme for
according me this honour of officially opening this Seminar.
In turn, I wish
to extend to all delegates and participants our warmest welcome. We also hope
your stay in our country will be both fruitful and enjoyable.
The subject-matter of this Seminar concerning "The Roles of Government
Authorities and the Legal Profession in Administering Industrial Property
Rights in Asia and the Pacific" addresses itself to one of the more pressing
issues in the world of today--a world where technological advancement in all
fields or sectors of productivity is essential to the economic well-doing and
national development of developed and developing countries alike.
As you
know, Thailand is no exception;
we are trying our best in all possible ways
to develop our country in order to achieve the goal of improving the living
standard of our people and to alleviate rural poverty while maintaining good
relations with all countries and doing our part towards world peace.
In our
task of national development, we recognize that, as a developing country,
Thailand also has much to gain from an orderly and steady flow of technology
from abroad, and that a sound system of the so-called "industrial property"
will play a determining role in such transfer of technology.
It surely cannot be denied that much has been achieved in the direction
of making "industrial property" a more balanced concept to make it serve the
mutual interests of both inventors and users of technology.
At the same time,
it may be said that most of us here are not new to the field of "intellectual
property" in general--Thailand itself, for example, has had Copyrights and
Trademarks legislation continuously for over 50 years.
But the administering
of "industrial property" as such will pose for us some new and challenging
problems.
Apart from the need to ensure an equitable operation of the system,
in so far as it concerns the requirements of a developing country, we are also
faced with the more day-to-day problems, the most acute being those of limited
resources, shortage of well-trained manpower and inadequate documentation.
This Seminar thus represents another encouraging step forward in providing an
excellent opportunity for the distinguished delegates from countries in this
region to help one another in further identifying problem-areas and in
exploring the ways and means of implementing a comprehensive and effective
system of "industrial property."
It is perhaps pertinent for me to add here that Thailand has adopted a
firm policy of welcoming and promoting foreign investments and this policy
will continue for a long time to come in view of the Government's recognition
of the major contribution foreign investors can make towards providing mar~et
outlets,
management skills,
training
facilities,
job opportunities
and
transfer of technology to Thailand.
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Distinguished Guests,
I am quite confident that technology should be developed hand-in-hand
with international cooperation for the benefit of all countries concerned.
International cooperation and exchange in knowledge such as this Seminar on
"industrial property" can therefore be considered a very important factor.
In
this instance, the role of WIPO in coordinating such undertakings for the
benefit of the people world-wide is much to be commended.
On behalf of the Government of Thailand, I wish to confirm our resolute
intention to render the necessary support and assistance to all fields of
technological advancement.
Finally, may I take this opportunity to express my special thanks to
WIPO, LAW ASIA and the UNDP for organizing this Seminar.
It is hoped that in
this Seminar you will bear in mind, when discussing the various items on the
Agenda, that the overriding factor is the need for the fullest cooperation by
all countries concerned in this region.
Ladies and Gentlemen,
I wish you all success in your deliberations,
pleasure in declaring this Seminar open.

and

I now

have

great

A. LECTURES

OBJECTS OF INDUSTRIAL PROPERTY;
REASONS FOR GRANTING PATENTS
Mr. Lakshman Kadirgamar
Head, Development Cooperation and External
Relations Bureau for Asia and the Pacific
WIPO

[Subject Matter of the Lecture)
1.
The first part of this lecture will deal with the objects of intellectual
property.
2.
It will deal with the objects of intellectual property in a very general
way.
This lecture is a mere introduction.
Details concerning patents for
invention will be dealt with in subsequent lectures.
[Intellectual Property)
3.
I have just used the expression "intellectual property."
define this expression, this concept or notion.
4.

I

shall try to

The expression consists of two words, "intellectual" and "property."

["Property" J
5.
I shall first deal with the word "property." The most important feature
of property is that the proprietor or owner--the two words mean the same
thing--may use the property as he wishes and that nobody else can lawfully use
his property without his authorization.
This is why hereafter I ,shall
6.
The owner may be an entity or a person.
refer to the owner by both the pronouns "it" (for an entity) and "he" (for a
person).
Naturally, "he" also means "she."
7.

Roughly speaking, there are three kinds of property.

8.
One is property consisting of movable things, such as a wristwatch or a
bicycle or the furniture 1n a home.
No-one except the owner of the
wristwatch, the bicycle or the furniture can use the wristwatch, the bicycle
or the furniture.
This is a legal situation which is called an exclusive
right. That is, the exclusive right, belonging to the owner, to use the thing
which is its or his property.
Naturally, the proprietor may authorize others
to use its or his property.
But such authorization i s legally necessary.
Using the property without the owner's authorization is illegal.
It is
prohibited by law.
It is immovable property.
9.
Now we come to the second kind of property.
In other words, its objects are things which cannot be lifted and carried.
Land and things permanently fixed on it, such as houses, are immovable
property .

10. The third a nd last kind of property is intellectual property.
The
objects of intellectual property are the creations of the human mind, the
human intellect.
This is why this kind of property is called "intellectual"
property.
["Intellectual" Property)
11.
The two most typical--but not the only--objects of intellectual property
are inventions and artistic works.
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12.
Inventions are new solutions to technical problems.
This is a simple,
non-legal definition.
The legal definition of the concept of invention is
more complex and more complete. We shall consider it in a few minutes.
13. Artistic works are poems,
novels, music, paintings and the like.
Artistic works are, at least in English, usually referred to as "literary and
artistic works."
This is a habit and the expression has no solid logical
foundation since literature may be considered as one of the arts and, thus,
the word "artistic" already comprises literature.
14.
It is interesting to note that inventions and some of the artistic
works--for example, music--exist without embodiment in a physical object
whereas some artistic works, for example paintings or drawings, exist only
once they are embodied in a physical object.
Naturally, inventions are
intended for physical embodiment:
they become useful only when they are
embodied in a product or in a process;
but the inventions are inventions
without such embodiment.
An invention which is merely described in writing is
an invention and remains an invention even if it is never embodied in a
physical object.
15.
I have now enumerated and briefly characterized the three main kinds of
property: movable property, immovable property and intellectual property.
[The Two Branches of Intellectual Property)
16. And now I shall
intellectual property.

analyze

in

more

17. Intellectual property is usually
"industrial" property and "copyright."l)

detail
divided

the

third

into

kind

of

property,

branches,

namely

[Copyright)
18. In most European languages other than English, copyright is called
author's rights.
The expression "copyright" refers to the main act which, in
respect of literary and artistic creations, may be made only by the author or
with his authorization.
That act is the making of copies of the literary or
artistic work, such as a book, a painting, a sculpture, a photograph, a motion
picture. The second expression, "author's rights" refers to the person who is
the creator of the artistic work, its author.
19. This was the last time I spoke about the branch of intellectual property
that is called copyright.
From now on, I shall speak only about that branch
of intellectual property which is called industrial proper t y.
[Industrial Property]
20.
I have already said that inventions are among the cbjects of industrial
property.
So are industrial designs, trademarks, servi c e marks, commercial
names and designations, including appellations of origin.2l
21. To call all the law that protects these objects the law of "industrial"
property is not entirely logical because it is only as far as inventions are
concerned that the main segment of economy that is interested in them is
industry.
Indeed, in the typical situation, inventions are exploited in
industrial plants.
But trademarks, service marks, commercial names and
commercial designations are of interest not only to industry but also and
mainly to commerce.
Notwithstand ing this lack of logic, the expression
"industrial property" has acquired, at least in the European languages, a
meaning which clearly covers not only inventions but als~ the other objects I
have just mentioned.

MR. LAKSHMAN KADIRGAMAR

22.
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I shall now try to define each of the objects of industrial property.
[Inventions]

23.
I have already said that inventions are new solutions to technical
problems.
This is not an official definition.
Most laws dealing with the
protection of inventions do not define the notion of inventions.
However, in
the WIPO Model Law for Developing Countries on Inventions (1979), there is a
definition.
That definition, too, is not binding on anyone.
It reads as
follows:
"'Invention' means an idea of an inventor which permits in practice
the solution to a specific problem in the field of technology."
The Japanese
patent law is one of the rare laws that contains a definition;
it says that
an invention is a "highly advanced creation of technical ideas by which a law
of nature is utilized."
[Patents for Invention]
24.
Inventions are characteristically protected by patents, also called
"patents for invention . "
Every country which gives legal protection to
inventions--and there are over 120 such countries--gives such protection
through patents although there are a few countries in which protection may
also be given by means other than patents.
I shall come to them, too.
25.

But first, let us consider what a patent is.

26.
The word "patent," at least in some of the European languages, is used in
two senses.
One of them is the document that is called "patent" or "letters
of patent."
The other is the content of the protection that a patent
confers.4l
27. First of all, let us deal with the first sense of the word "patent," that
is, when it means a document.
28.
If a person makes what he thinks is an invention, he, or if he works for
an entity, that entity, asks the Government--by filing an application with the
Patent Office--to give him or it a document in which it .is stated what the
invention is and that he or it is the owner of the patent.
This document,
issued by a Government authority,
is called a patent or a patent for
invention.
29. Not all inventions are patentable.
Generally, laws require that, in
order to be patentable, the invention must be new, it must involve an
inventive step (or it must be non-obvious), and it must be industrially
applicable.
These three requirements are sometimes called the requirements or
conditions of patentability.
Furthermore, the laws of some countries exclude
certain specific kinds of inventions from the possib·ility of patenting, for
example, inventions which are incorporated in substances ,Jbtained by nucl!=!ar
transformation.
30. The conditions of novelty and inventive step must exist on a certain
date.
That date, generally, is the date on which the application is filed.
However, in a certain case it will not matter if the conditions no longer
exist on that date.
That case is regulated in the Paris Convention for
Industrial Property.
That case is the case where the application of a given
applicant concerning a given invention is not the first application of that
applicant for that invention, but a later application by the same applicant
(or its or his successor in title) for the same invention.
For example, the
first application was f iled in France and the second in Italy .
In such a
case, it will be sufficient that the conditions of novelty and inventive step
exist on ·the date on which the first (the French) applic a tion was filed.
In
other words, the second (the Italian) appli ca tion will have a priority over
any applications filed by other applicants in Italy between the date of the
first
(French) and the second (Italian) application, provided the period
between the two dates does not exceed 12 months.
Because of such priority,
the advantage thus assured to the app lic ant is called "right of priority."
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31.
It is customary to distinguish between inventions that consist of
products and inventions that consist of processes. An invention that consists
of a new alloy is an example of a product invention.
An invention that
consists of a new method or process of making a known or new alloy is a
process invention.
The corresponding patents are usually referred to as a
"product patent for
invention," and a
"process patent for
invention,"
respectively.
32. All that I have said so far and shall say in the rest of my lectures are
general, summary statements, destined merely as an introduction.
Many details
and requirements must be added to give you the complete and accurate picture.
This will be done in the course of the other lectures.
33. Now, let us deal with the other sense of the word "patent," namely when
the word "patent" relates to the content of the protection that the patent
confers.
34. Once again, I shall deal with the question very briefly and in a summary
way at this stage. Further details will follow in other lectures.
35. The protection that a patent for invention confers means that anyone who
wishes to exploit the invention must obtain the authorization of the person
who received the patent--called "the patentee" or
"the owner
of the
patent" --to exploit the invention.
If anyone exploits the patented invention
without such authorization, he commits an illegal act.
We speak about
"protection" since what is involved is that the patentee is protected against
the unauthorized--unauthorized, that is, by the patentee--exploitation of the
invention.
Such protection is limited in time.
In most countries, it is 20
years or a few years less than 20.
36. The rights, the protection, are not described in the document called a
"patent."
Those rights, that protection, are described in the patent law of
the country in which the patent for invention was granted.
The rights,
usually called "exclusive rights of exploitation" generally consist of
in the case of product patents for invention, the right to make,
sell and import the product that includes the invention, and

use,

in the case of process patents for invention, the right to use the
process that includes the invention as well as the right to make, use, sell
and import products which were made by the process that includes the invention.
37.
I said earlier that if anyone exploits the patented invention without the
authorization of the owner of the patent for invention, he commits an illegal
act.
In the laws of some countries, there may be exceptions to this
principle.
Exceptions are constituted
by what are called
"compulsory
licenses."
A compulsory
license
is
an
authorization
to
exploit
the
invention;
however, this authorization is not given by the owner of the
patent for invention:
it is given by a governmental authority.
It· is
generally given only in very special cases, defined in the law, and only where
the entity wishing to exploit the patented invention is unable to obtain the
authorization of the owner of the patent for invention.
Tne conditions of the
granting of compulsory licenses are also regulated in detail in laws which
provide for them.
38. Among all the means by which inventions are protected, patents are by far
the most important.
In some countries, there are also means other than
patents for the protection of inventions.
39.
I shall mention two of them.
general way.
[Utility Models]

Once again, only very briefly and only in a
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40.
One of these two other means or forms of protection consists in the
registration of or the granting of a patent for a "utility model."S)
The
concept of utility models is known in the laws of some ten countries, among
them the Federal Republic of Germany and Japan.
Among the countries whose
industrial property laws do not include the concept of utility models are the
United Kingdom and the United States of America.
The expression "utility
model",
in
essence,
is
merely
a
name
given
to
certain
inventions,
namely--according to the laws of most countries which contain provisions on
utility models--inventions in the mechanical field.
This is why the objects
of utility models are sometimes described as devices or useful objects.
Utility models differ from inventions for which patents for invention are
available mainly in two respects:
first, in the case of an invention called
"utility model," the technological progress required is smaller than the
technological progress ("inventive step") required in the case of an invention
for which a patent for invention is available;
second, the maximum term of
protection provided in the law for a utility model is generally much shorter
than the maximum term of protection provided in the law for an invention for
which a patent for invention is available.
The document that the inventor
receives in the case of a utility model may be called, and in several
countries is called, a patent.
If it is called a patent, one must, in order
to distinguish it from the patents for invention, always specify that it is a
"patent for utility model."
[Inventors' Certificates]
41.
The second of the two means, other than patents for invention, for
protecting inventions is called an "inventor's certificate."
It is granted,
under
this name,
under
the
laws of
three countries,
namely Bulgaria,
Czechoslovakia
and
the
Soviet
Union,
and,
under
another
name
(Wirtschaftspatent, meaning "economic patent")
in the law of the German
Democratic Republic.
The requirements that an invention has to fulfil in
order to qualify for an inventor's certificate are generally the same as for
an invention for which a patent for invention is available.
The difference
between the two lies in the fact that whereas in the case of a patent for
invention the beneficiary is the patentee, in the case of an inventor's
certificate there are two beneficiaries:
one is the State, the other is the
inventor.
The State has an exclusive right of exploitat i on of the invention;
the inventor has a right to a fixed remuneration.
42.
In this system of inventors' certificates, the enterprise whose worker
made the invention cannot derive any benefit, in particu l ar it cannot ask for
compensation from another enterprise when that other enterprise uses the
invention.
The consequence may be that the enterprise will be less anxious to
stimulate the inventiveness of its workers and that it will be less inclined
to make the investments necessary to encourage inventive activity.
On the
other hand if a patent for
invention is granted to the entity, these
incentives will exist:
if the entities are entities in a country which has an
economy centrall y controlled by the government, the gove ~ nment will see · to it
that no entity refuses to give permission for another entity in the same
country to use the patented invention;
but, at the same time, the latter
entity will have to pay a certain amount of money to the former entity for the
use of the patented invention.6l
43.
As far as the inventor himself is concerned, his si c uation may be similar
under both an inventor's certificate and a patent for invention:
in either
case, the law should provide that he should receive an equitable remuneration
from the entity for which he works.
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[Industrial Designs]
44. Generally speaking, an industrial design is the ornamental or aesthetic
aspect of a useful article. 7)
The ornamental aspect may consist of the
shape and/or pattern and/or color of the article. The ornamental or aesthetic
aspect must appeal to the sense of sight.
The article must be reproducible by
industrial means;
this is why the design is called "industrial."
If this
element is missing, the creation may rather come under the category of a work
of art whose protection is assured by the copyright law rather than by a law
on industrial property.
45.
In order to be protectible, an industrial design must, according to some
laws, be new and, according to other laws, original.
46.
Industrial designs are usually protected against unauthorized copying or
imitation. The protection usually lasts 5 years or 10 years or 15 years.
47. The document which certifies the protection may be called a registration
certificate or a patent.
If it is called a patent, one must, in order to
distinguish it from patents for invention, always specify that it is a patent
for industrial design.

[Trademarks and Service Marks]
48.
In order to complete the description of what objects industrial property
comprises, I shall, before closing this lecture, mention the most important of
them.
49.

I shall start with trademarks.

50. A trademark is a sign used on, or in connection with the marketing of,
goods.
When I say that the sign is used "on" the goods, I mean that it may
appear not only on the goods themselves but on the container or wrapper in
which the goods are when they are sold. When I say that the sign is used "in
connection with the marketing" of the goods, I mean mainl y the appearance of
the sign in advertisements (newspaper, television, etc.) or in the shop
windows of the shops in which the goods are sold.
51. A trademark serves several purposes.
From the viewpoint of the person or
entity who or which is interested in buying goods, the trademark serves the
purpose of guiding him or it in his or its decision to b~y.
Such a decision
is based on the expected prqperties of the goods (s i ze, weight, color,
fragrance, taste, durability, degree of efficiency in the operations in which
the goods ore used, etc.).
In a single word, one may say that what the
prospective buyer is looking for is a certain quality.
So, one of the
functions of a trademark is to convey a feeling of a certain quality.
52. A second function of the trademark is to allow the manufacturer of the
goods to identify the goods, once they are no longer in its or his possession
but already in the possession of others, for example, the ~hops that sell it.
53. A third function of the trademark is that it allows the authorities
responsible for controlling the quality of the goods sold under a trademark,
as well as any other entity or person, to identify the owner of the
trademark.
All that one has to do to identify such owner is to look up in the
trademark register in whose name the trademark stands registered.
54.
Lastly, it is frequently said that the function of a trademark is to
distingui·sh the goods of one entity from the goods of a similar kind of
another entity.
This is particularly true i f the trademark consists of the
name of the manufacturer or if the pe rson looking at the trademark knows which
manufacturer owns the trademark, or if, next to the trademark, the name of the
manufacturer is also indicated.
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55.
Naturally, trademarks may be used not only by the manufctcturer of goods
but also by entities which are mere distributors.
What has been said before
in respect of the manufacturer will, then, apply to the distributor.
56.
It is possible that under special circumstances a trademark fails to
perform one or more of the above functions.
For example, the manufacturer
lowers the quality of the goods but continues to use the same trademark.
Or,
the trademark is used by someone other than the owner so that the owner may
have to go to some trouble to investigate and find that the goods sold under
its trademark are goods made by someone else.
Or, the trademark register is
out of date:
it does not show, for example,
that the trademark was
transferred from one entity to another.
But all these are exceptional
situations.
In normal situations and in most cases, trademarks will fulfill
the functions I have just mentioned.
57. The sign constituting
the
trademark may consist of one or
more
distinctive words, letters, numbers, pictures, or drawings.
Most countries
require that trademarks for which protection is desired be registered with a
government authority.
The protection that laws give to a trademark consists
essentially of making it illegal for any entity other than the owner of the
trademark to use the trademark or a sign similar to it, at least in connection
with goods for which the trademark was registered or with goods similar to
such goods.
58. A service mark is a sign used by enterprises offering services, for
example hotels, restaurants, airlines, tourist agencies, car-rental agencies,
laundries, and cleaners.
All that has been said about trademarks applies
also, mutatis mutandis, to service marks.8)
[Trade Names]
59. The last category of objects of industrial property
is "commercial names and designations."

I

mentioned earlier

60. A commercial name or trade name--the two expressions mean the same
thing--is the name or designation which identifies the enterprise.9l
In
most countries, trade names may be registered with a gc·vernment authority.
Protection generally means that the trade name of one enterprise may not be
used by another enterprise either as a trade name or as a trademark or service
mark and that a name or designation similar to the trade name, if likely to
mislead the public, may not be used by another enterprise.

[Appellations of Origin]
61.
Finally, among commercial designations there are also the appellations of
origin.lO)
An appellation of origin means the geographical name of a
country, a region or a specific place which serves to designate a product
originating therein, the characteristic qualities of which are due exclusively
or essentially to the geographical environment, including natural factors,
human factors or both natural and human factors.
The use of an appellation of
origin is legal only for a certain circle of persons or enterprises (namely
those located in the country, region or specific plac ,~ ) for the specific
products originating therein.
For example, wine may be called "Bordeaux" wine
only if it is made in that wine-growing region of France which has been
officially designated by the French government as the Bordeaux wine-growing
region.
62.
I will
inventions.

move

on

now

to

consider

the

reasons

for

granting

patents

for
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[The Role of the Patent Law in Promoting the Objectives of the State)
63.
In every country in which patents for invention are granted,
granted by the State on the basis of a law of the State.

they are

64.
In other words, whether a country has a patent system or not depends on
the will of those who decide what laws the State should have.
65. And, if it is decided that a State should have a patent system, the
contents of the patent law will be determined on the basis of what seems to be
just and what seems to be in the best interest of the State.
66.
The Government of every State wishes to secure a better life for its
citizens.
The material improvement of life requires more and better food and
more and better housing and consumer goods.
For these purposes, the State has
to constantly modernize its agriculture and its industry.
Such modernization
will be greatly helped by inventions that make the agricultural and industrial
production more efficient and the resulting products better 1n quality, wider
in variety and cheaper in price.

67. Furthermore,
the Government of every State wishes to protect the
integrity of its territory and takes the measures which make it probable that,
if the State is the object of foreign aggression, it will be able to repulse
such aggression.
For this purpose, a State has to constantly modernize its
national defence.
Since the efficiency of national defence, in the present
times, depends to a large extent on the technological sophistication and
reliability of weapons, technology plays a most important role in defence.
To
put it simply, the improvement of weapons depends on inventions.
The more
inventions there are made, the more efficient the weapons will become.
Moreover, new inventions originally made for military purposes often prove
useful also for non-military applications.
68.
The modernization of agriculture, industry and national defence depends
to a large extent on the level of science and technology which provide the new
inventions.
Characteristically, inventions are made by scientists and other
persons whose profession is to apply and improve technology .
Consequently, if
the patent system can stimulate inventiveness, it will contribute to the
modernization of science and technology and, through the modernization of
science and technology, the patent system will speed up the modernization of
agriculture, industry and national defence.

[Encouragement of Inventive Activity)
69.
It follows from the above considerations that it should be the aim of the
State to encourage its citizens to make inventions and its entities to help
their workers to make inventions.

70. A good patent
encouragement.

law

does

just

that,

that

is,

it

gives

the

~aid

71.

How?

72.

By giving moral and material benefits to the inventor o r other patentee.

73. The moral benefit or satisfaction lies in the fact that a patent is a
solemn document, issued by the State after serious consideration of the merits
of the invention which associates the name of the inventor to the invention.
If the invention is made by a worker in the performance of his assigned tasks
in the entity to which he belongs, patent laws usually g1ve the right to the
patent to the entity.
Thus a patent also associates the name of the entity to
the invention.
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74. Both the inventor and the entity will be proud to see their names
associated with their inventions in that official document which is a patent.
Their families, friends, co-workers and, in the case of more important
inventions, the whole scientific community, will be proud of them and the
government authorities will be grateful to them.
Depending on the importance
of their inventions, they will thus acquire reputation and esteem in their
entity, in the scientific community, in their country and even abroad.
75.

All this constitutes what I called moral satisfaction.

76. But there is also material satisfaction because a patented invention
should mean more income for the inventor and, where the patent belongs to the
entity in which the invention has been made, for that entity.
77. As far as inventions made by a person belonging to an entity in the
performance of his assigned tasks are concerned, the remuneration should come
from
the entity
to which
the
inventor
belongs or
the State
since,
characteristically, patent laws provide that in such a case the entity or the
State must pay a special remuneration to the inventor, that is, a remuneration
in addition to his normal salary.
78. Naturally, in such a case, the degree of the encouragement will depend on
the amount of the remuneration.
The characteristic solution is to establish a
relation, on the one hand, between the significance of the invention and the
economic value of the invention and, on the other hand, the amount of the
remuneration.
The economic value may be measured
in different ways:
frequency of the use of the patented invention, volume of manufacture or sale
of products embodying the patented invention, economies realized thanks to the
use of the patented invention, etc.
The significance of an invention is more
difficult to evaluate, at least by objective standards. ~hat is important is
that the patent law and/or implementing texts of the patent law should
establish not only the principles but also some clear rules on the way the
remuneration must be computed.
It should fix the scale of the remuneration
high enough to mean a real benefit for the inventor. On l y if it is done in
this way will the remuneration cause in him the feeling that the amount he
receives is just because it is commensurate with the value th3t the invention
has for the entity and the national economy.
If the rules are too vague or
unclear so that the inventor cannot estimate how much he ~ay expect to receive
as remuneration, or if the scale of the remuneration is meagre, the material
satisfaction, as an incentive to invent, will be missing.
79. As far as the ownership of the patent for invention is concerned in the
case under consideration--that is, where the invention was made by a person
belonging to an entity in the performance of his assigned tasks--the solution
found in most patent laws is that the patent for invention is the property of
the entity.
The material benefit which the entity may derive from the
patented invention depends on the amount of the payment or payments that it
will receive from other entities for allowing them to use the invention or
that it will receive from the buyer if it sells the patent.
The amount will
be fixed in a contract, which, in the first case, is called a licensing
contract and, in the second case, a sale's contract.
80. The amount actually fixed in the contract will depend not only on the
expected value of the invention for the licensee or buyer.
It will also
depend on the rights that the patent for invention entails and the duration of
those rights.
Both the rights and their duration are fixed in the patent
law. The stronger these rights are and the longer their duration is, the more
the value of the patent for invention will be.
This is why it is important
that a patent law secure an exclusive right of exploitat i on (manufacture, use,
sale, importation) and that it secure it for a reasonably long period of time
(for example, 20 years or only a few years less than 20).
Otherwise, the
royalties or the price will be too low to represent the material benefit that
encourages inventiveness.
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81. The preceding considerations also apply to inventions made by a person
outside his assigned duties.
The solution generally adopted by the patent
laws is that the patent for invention granted for such inventions belongs to
the person who made the invention.

[Disclosure of the Invention]
82. A patent law characteristically requires that an application for a patent
for invention describe the invention with such clarity and co~pleteness of all
the technical details that anyone having ordinary skill in tne art should, by
merely reading the description, be able to carry out the invention. To "carry
out the invention" means to make the product that includes the invention or
operate the process that includes the invention.
83. Most patent laws provide that the patent applications he published, that
is, copies of the application be made available to anyone who wishes to have
them.
84. And all patent laws provide that granted patents for invention be
published.
In other words, at the latest when the patent for invention is
granted, the invention will be "disclosed," that is, its essence and mode of
exploitation will be brought to the knowledge of anyone who .;ares to know.
85.

The importance of this disclosure is tremendous.

86. Full disclosure is so important that in some countri ,~s--particularly in
the United States of America--it is generally held that the reason for which a
State should grant patents for invention is that it should secure the
disclosure of inventions.
In other words, according to that view, the raison
d'etre of a patent system is to secure an exchange or deal between the
patentee and the public: the patentee receives protection (patent protection )
for the invention because he or it discloses the invention.
87. Why is this disclosure,
invention, so important?
88.

this

possibility

for

a nyone

to

know

the

It is important for at least two main reasons:
knowledge of the invention is one of the conditions of using it,
knowledge of the invention helps in making still further inventions.

89.

I shall say a few words about both of these reasons.

90. It is self-evident that knowing that the invention exists, and knowing
exactly what the invention consists of, are among the conditions of being able
to use the invention.
Any entity which, or person who, wishes to improve a
certain product or process should know what other persons, specialists in that
product or process, know.
The knowledge, the latest knowledge , the advance
over the previous knowlege, of such other persons is frequently contained in
their patent applications and their patents for invent ion.
The entity or
person wishing to improve the said product or process will read the
descriptions contained in the published patent applications or patents for
invention and will evaluate them.
He will then be able to decide whether the
invention so described is susceptible to contribute towards the improvement
that the said person or entity wishes, and if it does, he or it will contact
the patentee and negotiate with the latter about the c onditions (price or
payment, etc.) under which the patentee would authorize him or it to use the
invention. Without the publication of the patent applications or patents for
invention, this would not be possib le:
in the absence of public disclosure,
the inventor's knowl edge could remain secret and, in order to achieve the same
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the invention would have
wishes to have such an
could happen and happens,
the multiplication of the
always entails.

91.
The second reason for which it is important that all inventions should
become known to any member of the public is that the idea which every
invention contains stimulates new ideas, further refinements of the invention
disclosed or entirely new inventions. Thus the disclosed invention works as an
inspiration or a catalyzer of further new ideas in the minds of people other
than those whose invention has been disclosed.
In other words, inventions
usually stimulate the making of further inventions, and further inventions
contribute to the advance of science and technology.
[Transfer of Technology]
92.
In every country much of the new technology comes from abroad.
This is
only natural since inventive minds are constantly at work in all the countries
of the world, and the sum total of persons in the foreign countries is always
higher than in one's own country.
In other words, the population of even the
most populous country of the world, China--some 1,000,000,000 persons--is less
than
the
population
of
all
the
other
countries
put.
together
(some
3, 000,000,000 persons).
The same is true for the number of inventors or the
number of inventions originating in the different countries.
93.
All this means that every country which wishes to benefit from new
inventions will, to a large extent, have to rely on foreign technology.
The
acquisition of foreign technology or, briefly, transfer of technology, is
usually effected on a contractual basis:
the foreign holder of technology
will sell or license (that is, give the authorization, the "license" to use)
his technology to the domestic enterprise or entity.
94.
It is therefore in the interest of the State to create a climate for the
transfer of technology which makes the foreign holder of technology more ready
to conclude a contract of transfer of technology and to accept the smallest
possible price for it.
95.
In order to create such a favorable climate, it i s of the greatest
importance to create the possibility of obtaining strong patent protection.

96.

Why?

97. At least for
all countries.

the

following

three reasons.

These

reasons

are valid

for

98.
First, it is a matter of habit.
Technology holders of industrialized
countries are used to patent protection.
They are used to being able to
obtain patents for
their
inventions
in practically a ny country of the
world--developed or developing, socialist or capitalist--in which they wish to
obtain patents.
It will increase their confidence in their negotiations with
foreign partners if they can do the same in other countrie s .
99. Second, the availability of patents for invention will simplify the
negotiation of transfer of technology contracts.
A domestic patent for a
foreign invention is not necessarily a condition for concluding a transfer of
technology contract for that invention, especially in a huge market. The
length or complications of negotiation will not deter the would-be transferor
desirous to establish contact with that market.
But to have the same security
as he has under a patent law, the transferor would have to insist that the
guarantees usually given to him by a patent law (in coun~ries in which such a
law exists) be inscribed in the contract (in countries in which such a law
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does not exist).
Also, the transferor will wish to know what guarantees were
given in contracts concluded with other transferors of technology in respect
to the latter's inventions.
All this, naturally, increases the difficulties
and the complexity of the negotiations.
On the other hand, if there is a
patent law, the transferor will know that his invention receives the same
(standard) protection as the inventions of anyone else.
Furthermore, he will
be able to rely on the patent and the contract, and the two will complement
each other.
Thus, the negotiations will be simpler and, consequently, the
climate for concluding transfer of technology contracts will be better.
100. The third factor which will facilitate the conclusion of transfer of
technology contracts lies in the feeling of security and stability that the
transferor will have if his technology is protected.
He will have the feeling
that not only his contractual partner but also the law and the courts will be
his protectors if his technology is used in a-waynot contemplated in the
contract.
He will feel that the law is stable, that it will be changed only
infrequently and without affecting acquired rights, and he has confidence in
the complete impartiality of the courts.
Feeling, then, that he runs less
risk than he would without a law, he will be more ready to part with his
technology and he will be satisfied with a price lower than he would ask for
in the absence of patent protection.
It is, once again, "\:. he habit of the
transferors of technology to ask for a smaller price if the risk of
unauthorized use of their technolog y is smaller.

[Easier Access to Information on Foreign Technolo gy]
101. Another reason for a State to have a patent system in which foreigners
could also apply for patents is that such a patent system will speed up and
make it easier for domestic industry and research and development institutions
to get information about the most recent and most important inventions made
abroad.
The flow of information will be speeded up s ince the foreign
applicant will have to file his application within one year from the date he
filed an application for the same invention abroad.
And the information will
be easier to understand and digest for the majority of t he people of the
country since it will be in the language of the country.
This will be so
since the information will be contained in an application for a domestic
patent and such applications will have to be in the language of the country.
In other words, the work of translation will be performed at the expense of
the foreign applicant.
102. The information conveyed by patent applications filed in a country by
foreigners would also be a valuable indicator of which enterprises in which
foreign countries show interest in the economy of the country concerned.
103. To sum up, one could say that the main reasons for
invention both for
should grant patents for
its own
foreigners are that:
patents for
invention
inventive activity,

granted

to

nationals

will

which any
nationals
encourage

country
and to
domestic

patents for invention granted to nationals and foreigners will secure the
disclosure of inventions,
patents for invention granted to foreigners will improve the conditions
of
transfer of
technology and will make
the
techno l ogical
information
contained in patent applications accessible in the language of the country and
generally more promptly than toda y .

[Footnotes follow]
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FOOTNOTES
l)
The Convention Establishing the World Intellectual Property Organization
(WIPO), concluded in Stockholm on July 14, 1967, provides that "'intellectual
property' shall include rights relating to
[l]

literary, artistic and scientific works

[2]

performances of performing artists, phonograms, and broadcasts

[3]

inventions in all fields of human endeavor

[4]

scientific discoveries

[5]

industrial designs

[6]

trademarks, service marks, and commercial names and designations

[7]

protection against unfair competition

and all other rights resulting from intellectual activity in the industrial,
scientific, literary or artistic fields."
(Article 2(viii).l
The objects mentioned under [l]
belong to the copyright branch of
intellectual property.
The objects mentioned in (2]
are usually called
"neighboring rights," that is, rights neighboring on copyright.
The objects
mentioned under [3], [5] and (6] constitute the industrial property branch of
intellectual property.
The object mentioned under (7] may also be considered
as belonging to that branch, the more so as Article i(2) of the Paris
Convention for the Protection of Industrial Property (Stockholm Act of 1967)
(hereinafter referred to as "the Paris Convention") inclu<ies "the repression
of unfair competition" among the objects of "the protection of industrial
property";
the said Convention states that "any act of competition contrary
to honest practices in industrial and commercial matters ccnstitutes an act of
unfair
competition"
(Article
l0bis(2)).
The
object
mentioned
under
[4]--scientific discoveries--belong-s--to neither of the
two branches of
intellectual property.
According to one opinion, scientific discoveries
should not have been mentioned among the various for~s of intellectual
property since no national law or international treaty gives any property
right in scientific discoveries.
Scientific discoveries and inventions are
not the same.
The Geneva Treaty on the International Recording of Scientific
Discoveries (1978) defines a scientific discovery as "the recognition of
phenomena, properties or laws of the material universe not hitherto recognized
and capable of verification" (Article l(l) (i)).
Inventions are new solutions
to specific technical problems.
Such solutions must, natJrally, rely on the
properties or laws of the material universe (otherwise they could not be
materially ("technically") applied), but those properties or laws need not be
properties or laws "not hitherto recognized."
An inventi0n puts to new u~e,
to new technical use, the said properties or laws, whether they are recognized
("discovered") simultaneously with making the invention or whether they were
already
recognized
("discovered")
before,
and
independently
from,
the
invention.
2)
The Paris Convention provides that "the protection of industrial property
has as its object [l] patents, [2] utility models, [3] industrial designs,
(4] trademarks, [5] service marks, [6] trade names, [7] indications of source
or (8] appellations of origin, and [9] the repression of unfair competition"
(Article 1(2)).
Each of these objects is defined in this lecture, except
objects [7] and [9].
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Object [ 7], an indication of source, is any expression or sign used to
indicate that a product or service originates in a country (for example, "Made
in China"), a region or a specific place (town, village, etc.).
The use of an
indication of source is illegal if the indication does not correspond to the
truth.
The use of an indication of source is illegal even if it corresponds
to the truth if the way in which it is used is likely to mislead the
consumers.
For example, to call a perfume a Par is perfume is illegal if it
was made in the United States of America even if it was made in one of the
many small towns in the United States of America whose name is Paris.
Object
[9], the
footnote 1), above.

repression

of

unfair

competition,

is

mentioned

in

Another object of protection not dealt with in this lecture is know-how.
Know-how is technical information, data or knowledge result i ng from experience
or skills which are applicable in practice, particularly in industry.
Object [1] obviously means patents for invention since utility models
(object [ 2]) and industrial designs (object [ 3]) are mentioned as separate
objects although the document certify ing their protection may be, and in some
laws is, called a "patent."
3)
In a document, written by the Director General of WIPO,
for the
preparatory work on the revision of the Paris Convention (WIPO document
PR/GE / II / 2 of September 5, 1975), the notion of patent is described as
follows:
"A patent is a document , issued, upon application, by a government
office (or a regional office acting for several countries), which describes an
invention and creates a legal situation in which the pa t ented invention can
normally only be exploited (manufactured, used, sold, imported) with the
authorization of the owner of the patent.
The protection conferred by the
patent is limited in time (generally 15 to 20 y ears).
'Invention' means a
solution to a specific problem in the field of technolog y .
An invention may
relate to a product or a process.
An invention is 'patentable' if it is new,
involves an inventive step (i.e., it is not obvious) and is industrially
applicable . " (Paragraph ll(i)).
4)
In document PR/ GE / II / 2, referred to in the precedi ng footnote, there is
the following statement concerning utility models:
"In a few countries (not
more than a dozen in the whole world), inventions a r e protectable, upon
application, also through the registration, by a government office, of the
description, drawing o r othe r pi c ture and/ or filing of a model, under the name
of 'utility model.'
The requirements are somewhat less strict than for
'patentable' inventions, the fe e s a re lower than f or pate nts, and the duration
of protectjon is shor t er than i n the c ase o f patents, bu t otherwise the rights
under the utility model are similar to those under a patent." (Paragraph
11 (ii)).
5)
The Preparator y Inter governme nta l Committee on the Revision of the Paris
Convention defined bo th " p atents" and " i nventors' certifi c ates" and proposed
that the defin i tions be included i n th e t ex t of the Pari s Convention.
See the
draft of Arti c le 1 ( 2) (b) , d oc ume nt PR/DC/22 o f J une 25 , 19 7 9 , and the Notes of
the Director Gen e ral c oncerning th at d r a ft (pages 22 , 23 , 25 and 27 of the
said document).
One will have to wait until the Diploma tic Conference on the
Revision of the Paris Conventi o n (sta rte d but not c ompleted in 1980) completes
its work in order to see wheth e r definiti o ns of the two notions will be
included in the Paris Conventi o n as re vised and, i f they are included, to what
extent they will d i f f e r fr om t he s a i d drafts.
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6)
The Paris Convention contains no definition of industrial designs.
The
WIPO Model Law for Developing Countries on Industrial Designs (1970) contains
the following definition: "(1) Any composition of lines or colors or any
three-dimensional form, whether or not associated with lines or colors, is
deemed to be an industrial design, provided that such composition or form
gives a special appearance to a product of industry or handicraft and can
serve as a pattern for a product of industry or handicraft.
(2) The
protection under this Law does not extend to anything in an industrial design
which serves solely to obtain a technical result." (Section 2).
7)
In document PR/GE/II/2, referred to in footnote 4), ab•JVe, the following
appears under the heading "Trademarks and Service Marks":
"A trademark is a
sign which serves to distinguish the goods--as does the service mark with
regard to the services--of an industrial or commercial enterprise.
(It
thereby indicates their origin and carries with it the guarantee of a certain
permanent quality.)
The sign may consist of one or more distinctive words,
letters, numbers, drawings, pictures, etc.
Although, in some countries and in
some situations, marks are protected without registration, it is generally
necessary for effective protection that the mark be registered in a government
office (or in a regional office acting for several countries, or with the
International Bureau of WIPO as far as countries members of the Madrid Union
are concerned).
Actual use of the mark, or a declared intention of actual use
of the mark, is a condition of registration in the laws of some countries;
and, in most countries, actual use of the mark is required for the maintenance
of the registration or at least as a condition for defending the mark.
If a
mark is protected, no person or enterprise other than its owner may use it--or
any mark so similar to it that its use would lead to confusion in the mind of
the public--at least not on or in connection with goods or services regarding
which such confusion may arise.
The protection of a mark is not limited in
time but is usually subject to the periodical renewal (generally, every 5 or
10 years) of the registration and, in many countries, to the continued actual
use of the mark."
(Paragraph ll(iv)).
8)
In document PR/ GE /II/2 , referred to in footnote 4), above, the following
appears under the heading "Trade Names":
"A trade name is the name or
designation identifying the enterprise of a natural per 30n or legal entity.
Trade names are usually registrable in a government office but in order to be
protected they do not require to be registered.
Protection generally means
that the trade name of one enterprise may not be used by another enterprise
either as a trade name or as a mark and that a designation similar to the
trade name, if likely to mislead the public, may not be used by another
enterprise."
(Paragraph ll(v)).
9)
In document PR/GE / II/2, referred to in footnote 4), above, the following
appears under the heading "Indications of Source and Appellations of Origin":
"An indication of source is any expression or sign used to indicate tha.t a
product or service originates in a country, a region or a specific place.
An
appellation of origin means the geographical name of a country, a region or a
specific place which serves to designate a product originating therein the
characteristic qualities of which are due exclusively or essentially to the
geographical environment, including natural factors, human factors or both
natural and human factors.
P rotection of the former consists in prohibiting
their use if they do not correspond to the truth of, even if they do, in
prohibiting their use in a way which is likely to mislead the public, whereas
protection of the latter consists in allowing their u se onl y by a certain
circle of persons for specific products."
(Paragraph ll ( vi)).

[List of exhibits follows)
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EXHIBITS
1/ l

An international patent application filed under the Patent Cooperation
Treaty (PCT)

1/ 2

A patent of the United States of America

1/ 3

A utility model of Japan

1/ 4

An inventor's certificate of the Soviet Union

1/5

A design patent of the United States of America

1/ 6

A gazette entry of an industrial design deposited under the Hague
Agreement concerning the International Deposit of Industrial Designs

1/ 7

A gazette entry of a trademark (word mark) registered under the Madrid
Agreement concerning the International Registration o f Marks

1/ 8

A gazette entry of a service mark (figurative) registered under
Madrid Agreement concerning the International Registration of Marks

1/ 9

A gazette entry of a trade name of Switzerland

1/10

A gazette entry of an appellation of origin registered under the Lisbon
Agreement for the Protection of Appellations of Origin and their
International Registration

the
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European Patent Convention 1973 and the Strasbourg Convention 1963

The Convention on the Grant of European Patents
(European Patent
Convention) was signed in Munich on 5 October 1973 and entered into force on 7
October 1977 (l).
The substantive conditions of patentability for the grant
of a European patent are contained in Articles 52 to 57 of the European Patent
Convention.
With one important exception, these conditions follow the basic
pattern laid down in an earlier Convention, the Convention on the Unification
of Certain Points of Substantive Law on Patents for Invention 1963 (Strasbourg
Convention) which did not enter into force until l August l98Q(2).
In
particular the three basic requirements of patentability contained in Article
52(1) of the European Patent Convention:
industrial application
novelty
inventive step
are found also in Article l of the Strasbourg Convention.
2.

Exceptions to patentability - Article 53 EPC

Article 53 of the European Patent Convention
patents shall not be granted in respect of:

provides

that

European

(a)

inventions the publication or exploitation o ~ which would be
contrary
to
"ordre
public"
or
morality,
provided
that
the
exploitation shall not be deemed to be so merely because it is
prohibited by law or regulation in some or all of the Contracting
States;

(b)

plant or animal varieties or essentially biolo9ical processes for
the production of plants or animals;
this provi3ion does not apply
to microbiological processes or the products thereof.

This provision corresponds to a virtually identical ~; • rovision in Article
2 of the Strasbourg Convention. The first exception to pa ~ entability requires
little comment.
This alternative is likely to be invoked only in rare and
extreme cases.
A good example of an invention which would be excluded from
patentability on this ground would be a letter bomb(3).
The consideration underlying the second exception, plant or animal
varieties,
is that patent protection should be left to
the specific
legislation available in most countries for the protection of plant and animal
varieties ( 4) which existed at the time of the Munich diplomatic conference
in 1973.
Discussion on the subject of the dividing line between patent
protection and plant and animal protection has, however, been given ren.ewed
impetus by the majority decision of the US Supreme Court on 16 June 1980 in
the case of Drummond v.
Chakrabarty,
giving
paten1: protection
to
a
micro-organism.

(1)

Contracting States of the EPO are AT,
LU, NL, SE

BE,

CH,

DE,

FR,

GB,

IT,

( 2)

States which have ratified the Strasbourg Convention
February 1983: DE, FR, IRL, LI, LU, SE, CH, GB and IT

( 3)

cited in the Guidelines for Examination in the EPO C-IV,3.1

( 4)

See for example the UK Plant Varieties and Seeds Act 1964, discussed
in an article in European Intellectual Property Review (EIPR)
January 1982 p. 11, Plant Breeders' Rights, the Scope of UK
Protection

as

at

LI,
l
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Specific exclusions from patentability -Article 52(2) EPC

Article 53 of the European Patent Convention and Article 2 of the
Strasbourg Convention dealt in the same terms with two classes of exceptions
to patentability based upon general political considerations.
There is,
however, a major difference between the two Conventions when it comes to
specific exceptions.
Article 52 ( 2) EPC sets out a list of specific i terns
which are not regarded as inventions within the meaning of Article 52(1). No
such list of specific items is to be found in the Strasbourg Convention.
The
presence of this list of specific exceptions in the European Patent Convention
reflects the intensive discussions and development in thinking that took place
at European and international levels in the ten years between the signature of
the two Conventions.
During this period discussions took place leading to the signature of the
Patent Cooperation Treaty at Washington USA on 19 June 1970. The PCT contains
in Rule 39 a similar (but not identical) list of inventions which, if they
formed the subject-matter of an international application, the International
Searching Authority was not obliged to search.
The relation between the three
Conventions is as follows.
The Strasbourg Convention was an early attempt to harmonise certain
points of substantive patent law in European states.
The PCT laid down a
system for the filing of a single application with effect in several states
instead of filing several separate national applications.
The intention of
the authors of the European Patent Convention was, in addition to setting up a
European patent-granting procedure, to codify the principle with regard to
unpatentable subject-matter already well established by ncttional legislation
or case law ( 5).
The European Convention stands alone amongst these international treaties
in setting out a list of ~ se exclusions from the notion of invention.
The
provision Article 52(2) should, therefore, be considered on its merits and not
in connection with the PCT(6).
The specific exclusions from patentability set out in Article 52( 2)
as follows:
(a)

are

discoveries, scientific theories and mathematical methods
This exception is based upon well-established principles.
Patent
law is concerned with applied knowledge rather than pure knowledge.
Discovering a new property in a known materia:_ is mere discover y
and, therefore, not patentable;
putting that property to practical
use would be patentable providing the other
requirements for
patentability are met.

(b)

aesthetic creations
This exception corresponds to the European tradition which does not
recognize, as in US patent law, a particular design patent(?).
Aesthetic creations may always enjoy protection by way of a
registered design or a copyright.
Although an aesthetic effect may
not be patentable, the means of obtaining it may be;
an example
cited in the Guidelines is a new technical process for producing a
diamond of a particularly beautiful shape ( 8).
The shape is not
patentable but the process and the diamond produced by that process
may be patentable.

( 5)

KOLLE - The pa t e ntable invention in the Eu ropean Patent Convention IIC Vol. 5, 1974 p. 140

( 6)

VAN EMPEL - The granting of European patents - SIJTHOFF LEYDEN 1975

( 7)

See 35 U.S.C. 171

( 8)

Guidelines C- IV, 2 .1
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(c)

schemes, rules and methods for performing mental acts, playing games
or doing business and programmes for computers
The only controversial item on this list of exclusions is that for
computer programmes.
Different views prevail on this subject in
Europe.
A liberal stand was taken under the 1949 Act in Great
Britain but the Banks Report(9) recommended that such programmes
should not be patentable.
British law is now aligned with the
European system in this respect
see Patents Act 1977, Section
(1) (2) (c).
In France patentability of computer programmes
is
excluded specifically by statute (lO).
Efforts are currently being
made under the auspices of WIPO to find a suitable form of
protection for computer programmes outside the patent systems.

(d)

presentation of information
The inclusion of this item in the list of specific exclusions
derives from the work on the Patent Cooperation Treaty where it also
appears in Rule 39.1 - see KOLLE article, cited in footnote (5).

(e)

methods for treatment of the human or animal body
Article 52 ( 4) EPC provides that methods for treatment of the human
or animal body by surgery or therapy and diagnostic methods
practised on the human or animal body shall nc,t be regarded as
inventions which are susceptible of industrial application.
The
same paragraph further provides that this exclusion shall not apply
to products, in particular substances or compositions, for use in
any of these methods.
The logical basis for this exclusion can be
that either such methods of treatment are not susceptible of
industrial application because the practitioner does not pursue a
trade, business or industry in the patent law sense or that they are
excluded from patent protection for social-ethical reasons(ll).
Whether such considerations constitute convincing reaBons to exclude
patentability is doubtful.
The result is, howeve ~ , clear.
All such
methods are excluded but all devices, artificial limbs, medicines or
pharmaceutical products are patentable.
If a k.nown substance not
previously used 1n surgery, therapy or diagnosis, is found to be
useful in curing a human disease, a patent for the substance limited
to that use may be obtained (l 2 ).
The question whether the use of
such a substance could be patented for curing a second disease
second medical indication
is at present before one of the EPO
Boards of Appeal.

4.

Industrial application - Article 57 EPC

Article 57 of the European Patent Convention lays down that an invention
shall be considered as susceptible of industrial application if it can be made
or used in any kind of industry including agriculture.
This is the same
provision that is found in Article 3 of the Strasbourg Convention.

(9)

The British Patent System - Report of the Banks Committee July 1970
nos. 481-487.

(10)

French Patent Act, Art. 7

(11)

see KOLLE, cited in footnote

(12)

see Article 54(5) Guidelines C-IV, 4.2

(5)
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It was already agreed at the date of the Strasbourg Convention that the
industrial character of an invention should be understood in the wide sense of
Article 1 of the Paris Convention(l3).
Article 1(3) of the Convention
reads:
"Industrial property shall be understood in the broadest sense and
shall apply not only to industry and commerce proper, but likewise to
agriculture and extractive industries and to all manufactured or natural
products, for example, wines, grains, tobacco leaf, fruit, cattle, minerals,
mineral waters, beer, flowers and flour."
As Bodenhausen points out in his Guide to the Par is Convention (14) this
does not mean that all activities or products listed in Article 1 ( 3) are
patentable or that member States are obliged to grant patents for wine, cattle
or fruit.
The purpose of the provision is to avoid excluding from patent
protection activities or products which would otherwise run the risk of not
being protected.
There is an important difference between the European Patent Convention
on the one hand and the Par is and Strasbourg Conventions on the other.
The
European Patent Convention is mandatory or binding on its Contracting States,
e.g. -European Patents shall be granted for any inventions (Article 52(1)
whereas the Paris or Strasbourg Conventions are permissive.
This prohibition against the patentability of plant or animal varieties
or essentially biological processes for the production oE plants or animals
does not, however, extend to microbiological processes or the products
thereof.
This leaves the way open to the granting of a E11ropean pat.e nt for a
micro-organism per se which must of course fulfil the other requirements of
patentability.
There is so far no decision of an EPO Boa : d of Appeal on this
point.
It should be recalled that the European Patent Convention contains
special provisions relating to the disclosure of micro-organisms which are the
subject of an application for a European patent - see (in particular) Rules 28
and 28a.
5.

Criterion of absolute novelty - Article 54 EPC

The
novelty.

European Patent Convention has
Article 54(2) provides that:

adopted

the

C !~

iter ion

of

absolute

"The state of the art shall be held to comprise everything made available
to the public by means of written or oral description, by use, or in any
other way, before the date of filing of the European patent application."
This provision is found also in the Strasbourg Convention (Article 4).
The term "absolute novelty" is inexact.
It should be "absolute state of the
art" because the search into the state of the art by the European Patent
Office at The Hague is directed towards novelty (Articel 54) and inventive
step (Article 56) .
This definition of the state of the art is significant in not containing
any of the four limitations which, either separately or in combination, were
formerly found in many national patent laws.
There is no restriction as to
the material which can anticipate an application for a European patent;
the
description may be written or oral.
There is no re striction as to time.
Although the "minimum documentation" under Rule 34 PCT doe not go back further
than 1920 this does not prevent an opponent or third pa r ty providing evidence
of an anticipation before this date.
It merely means that the official
international search does not normally cover documen t s before that date.
Thirdly, there is no geographic limitation.
As Van Empel points outl5) no
patent office is equipped to search the state of the art on a worldwide basis.

(13)

Council of Europe doc. CM (62) 160 nO 8

(14)

Guide to the Paris Convention 1968, p. 25

(15)

VAN EMPEL cited in footnote

(6)

paragraph 79.
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This means that there may be a difference in scope between the material
actually searched by the patent office and the material which may be opposed
to
the
patent
by
third
parties
either
in
opposition
or
revocation
proceedings.
Finally, there is no restriction as to the "public."
In Dutch
law it was, for instance, the man skilled in the art who was decisive rather
than a member of the public.
This is not so in the European Convention;
the
notion of the public should be taken in its widest sense.
As long, however,
as the information is supplied under a bar of confidentiality, it does not
form part of the state of
the art
see the example cited
in the
Guidelines(l6)
6.

Non-prejudicial disclosures - Article 55 EPC

Article 55 EPC contains two exceptions to the rule of absolute novelty
adopted by the Convention.
There are only two cases and they are of very
limited scope.
A disclosure of the invention is not taken as part of the
state of the art provided that it occurred not earlier than six months
preceding the filing of the European application-and it was due to an evident
abuse in relation to the applicant.
An example would be a disclosure in
breach of a bar of confidentiality.
The second case is where the applicant
has displayed his invention at an official international exhibition falling
within the terms of the Convention on international exhib l tions Paris 1928.
Just how limited is this second exception can be seen frow. the list of such
exhibitions published in the Official Journal of the EPc(l7).
Only seven
such exhibitions, taking place between April 1982 and Ma y 1986, have been
recognised.
Efforts to introduce a grace period on an international basis
are, however, currently being made.
7.

Inventive step - Article 56 EPC

Article 56 EPC provides that an invention shall be considered as
involving an inventive step if, having regard to the state of the art, it is
not obvious to a person skilled in the art.
Novelty and inventive step are
different criteria.
Novelty exists if there is any dif f ere~;ce between the
invention and the known art.
The question of inventive s tep only arises if
there is novelty.
As the Guidelines state(l8) the question to be considered
is, in relation to any claim defining the invention, whether at the priority
date of that claim, having regard to the art known at that time, it would have
been obvious to the person skilled in the art to arrive at something falling
within the terms of the claim.
If so, the claim lacks inventive step.
The
term "obvious" means that which does not go beyond the normal progress of
technology but merely follows plainly or logically from the prior art, i.e.,
something which does not involve the exercise of any skill or ability beyond
that to be expected of the man skilled in the art.
The application of these
principles is perhaps best illustrated by examples, all of which are to be
found in the Guidelines C - IV, 9.
(a)

The teaching of a prior document is incomple ~ e and it would be
obvious to the skilled person to think of at least one way of
filling the gap.
The invention relates to a building structure made
from aluminium.
A prior document discloses the same structure,
speci fies that it is of light.-weight material bu t fails to mention
the use of aluminium.
Res ult the invention :.acks inventive step
because it would have been obvious to the man skilled in the art to
use aluminium.

(16)

Guidelines C-I V, 8 . 3

(17)

OJ 1/1983, p. 37

(18)

Guidelines C-IV, 9.3
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(b)
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The invention consists merely in choosing from a number of equally
likely alternatives.
The invention concerns a
known chemical
process in which it is known to supply heat electrically to the
reaction mixture.
There are a number of well-known ways of
supplying the heat and the invention resides merely in the choice of
one such way.
Result the invention lacks inventive step because the
choice of that method would have been obvious to a man skilled in
the art.
Two examples where the invention would not be obvious would be as
follows:

(c)

The invention concerns a combination of features which mutually
support each other in their effects to such an extent that a new
technical result is achieved.
It is irrelevant whether each individual feature is fully or partly
known by itself.
A mixture of medicines consists of a painkiller
and a tranquiliser.
I t is found that through the addition of the
tranquiliser which intrinsically appeared to have no pain-killing
effect, the analgesic effect of the painkiller was intensified in a
way which could not have been predicted from the known properties of
the active substances. Result the invention was not obvious.

(d)

8.

As a general rule there is inventive step if the prior art leads the
person skilled in the art away from the procedure proposed in the
invention.
This is sometimes referred to as over~oming a technical
prejudice.
Drinks containing carbon dioxide are,
after being
sterilized, bottled while hot in sterilized bottles.
The general
opinion is that, immediately after withdrawal of the bottle from the
filling device the bottled drink must be automatically shielded from
the outside air so as to prevent the bottled d.r ink from spurting
out.
A process involving the same steps but without any precaution
to shield the drink from the outside air (because none are in fact
necessary) would therefore be inventive.

Collision

Article 54 ( 2) EPC contains the basic definition of what is contained in
the state of the art.
Article 54(3) adds that the content of European
applications as filed, of which the filing date was before but the publication
after that of the application in question, shall be part of the state of the
art.
Furthermore, Article 56 lays down that the content of such earlier
European applications is not taken into account in considering whether there
has been inventive step.
These provisions embody in the European patent
system what has come to be known as the "whole contents" approach.
There are two possible solutions to the problem of collision between the
concurrent European applications.
The "prior claim" approach depends upon a
comparison of the scope of protection conferred by the later patent with the
scope of protection of the earlier.
Incidentally one EFO Contracting State
still uses this system in its national law (CH).
The "whole contents"
approach is to compare the claims of the later application with the disclosure
or whole contents of the earlier one.
The considerations that led to the adoption of the "whole contents"
approach in the European patent s y stem were partly practical and partly
legal.
Under the "whole contents" approach the European Patent Office can
simply compare the claims of the later application with the disclosure in the
earlier one.
Under the "prior claim" approach no later application can be
decided upon before the final text of the claims has been established, that
is, until the earlier patent has been granted.
This could delay the European
granting procedure greatly.
The main legal argument was based on the
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international character of the European patent system.
In a "prior claim"
system all depends on the extent of protection conferred by the earlier patent
and this will be established by the national courts of the Contracting States
(see Article 69 EPC and the attached protocol on its interpretation) and might
vary from one State to another.
It would have been impossible for the EPO to
process
later
applications
in
a
uniform
way
if
the
parameter
were
variable(l9).
The "whole contents" approach adopted by the European Patent Convention
deals only with collision between concurrent European applications.
Conflicts
with concurrent national applications will be dealt with by national law,
e.g., in a subsequent revocation action.
Such conflicts can, however, to some
extent be avoided by drafting different claims for countries where there are
prior national rights
see the Legal Advice issued by the EPO on this
point ( 20) .
9.

Reservations - Article 167 EPC

Article 167 ( 2) EPC enables Contracting States to make reservations with
regard to the patenting of chemical, pharmaceutical or food products.
Such a
reservation shall extend only to the products as such and not to the processes
concerned.
Furthermore, such a reservation may have effect for a period of
not more than ten years, extendible by a further five years.
Discussions on
this provision took up a very large part of the time at the diplomatic
conference in Munich 1973.
In the event the provision has had little
practical effect. Only one State has made a reservation - Austria - and when
the new national patent law is enacted in the future, aligned on the European
system, the reservation will no longer be necessary.
10.

Conclusion

The substantive conditions of patentability under the European Patent
Convention form a vast subject on which a great deal has be~n written.
It has
been possible in this short time only to indicate the main features.
Whether
such conditions form the basis of a viable patent system depend initially on
the application of the rules in thousands of individual dec i sions taken by the
substantive examiners in the EPO.
In the final event the viability of these
conditions depends on the way in which granted European patents stand up to
the tests they will have to undergo in opposition proceedings before the EPO
and in revocation and infringement proceedings before nat i onal courts.
With
only some 10,000 European patents so far granted it is too early to pass a
judgement on these conditions of patentability.
Certainly, however, the
prospects are good that patents granted under the European procedure will
stand up to the tests of litigation.

(19)

See VAN EMPEL, cited in footnote (6) paras. 98-1 03

(20)

OJ 3/1981, p. 68
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THE PARIS CONVENTION FOR THE PROTECTION
OF INDUSTRIAL PROPERTY
Mr. Lakshman Kadirgamar
Head, Development Cooperation and
External Relations Bureau for Asia and the Pacific
WIPO

1.
This lecture deals with the history, the basic structure and--as far as
patents for
inventions are
concerned--the main
features
of
the Paris
Convention for the Protection of Industrial Property.
[Historical Development]
2.
Let me begin by saying a few words about the historical development of
the Paris Convention for the Protection of Industrial Property.
I shall refer
to that Convention from now on as "the Par is Convention."
And I shall refer
most of the time to countries party to the Paris Convention as "member
countries."
3.
The lack of adequate protection of foreign inventions became particularly
apparent when the Government of the Empire of Austria-Hungary invited the
other countries to participate in an international exhibition of inventions
held in 1873 at Vienna.
Participation was hampered by the fact that many
foreign visitors were not willing to exhibit their inventions at that
exhibition in view of the inadequate legal protection offered to exhibited
inventions.
4.
This led to two developments:
firstly, a special Austrian law secured
special temporary protection to all foreigners participating in the exhibition
for their inventions, trademarks and industrial designs.
Secondly, the
Congress of Vienna for Patent Reform was convened during the same year 1873.
5.
The Congress for Patent Reform passed several resolutions, setting forth
a number of principles on which an effective and useful patent system should
be
based,
and
urging
governments
"to
bring
about
an
international
understanding upon patent protection as soon as possible."
6.
As a follow-up to the Vienna Congress, an International Congress on
Industrial Property was convened at Paris in 1878.
The main result of that
second Congress was a decision that one of the governments should be asked to
convene an official international (diplomatic) conference "with the task of
determining the basis of uniform legislation" in the field of industrial
property.
7.
As a follow-up to that Congress, a final draft proposing an international
"union" for the protection of industrial property was prepared in France.
That draft was sent by the French Government to a number of other countries,
together with an invitation to attend the International Conference in Paris of
1880.
That Conference adopted a draft convention which, on a number of
points, contained already the basic framework of substantive provisions which
are still today the focal points of the Paris Convention.
8.
The Draft Convention of 1880 was transmitted by the French Government to
the interested Governments.
A new Diplomatic Conference was convened in Paris
in 1883.
It ended on March 20, 1883, with final approval and signature of the
Paris Convention for the Protection of Industrial Property.
The Paris
Convention was signed by 11 States:
Belgium, Brazi i , France, Guatemala,
Italy, the Netherlands, Portugal, Salvador, Serbia, Spain and Switzerland.
When the Paris Convent ion came into e f feet on July 7, 18 84, Great Brita in,
Tunis and Ecuador had adhered as well, bringing the initial number of member
countries to 14.
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9.
At the end of the nineteenth century, the number of mem~er countries had
risen to not more than 19.
It was only during the first quarter of this
century and then in particular after World War II that the Paris Convention
increased its membership more significantly.
Today, the Paris Convention
comprises 88 member countries. The list of the member countries is annexed to
the written text of this lecture.
10. There is a further element of history to be mentioned in connection with
the Par is Convention.
That is the sequence of periodic revisions of that
Convention.
Revision Conferences were held in Rome in 1886, in Madrid in 1890
and 1891, in Brussels in 1897 and 1900, in Washington in 1911, in The Hague in
1925, in London in 1934, in Lisbon in 1958 and in Stockholm in 1967. The last
Revision Conference had started in Geneva in February, 1980, and is not yet
terminated.
11. Each of the revision conferences, starting with Brussels in 1900, ended
with the adoption of a revised Act of the Paris Convention.
The Acts
concluded at the revision conferences of Brussels and Washington are no longer
in force and therefore only of historical significance.
On the other hand,
there are still two countries for which the 1925 Act of The Hague is the most
recent applicable, nine countries for which the London 1934 Act is the most
recent applicable, and 12 countries for which the Lisbon 1958 Act is the most
recent
applicable.
These
earlier
Acts
are
therefore
still
of
some
significance, although the great majority of the countries is now a party to
the latest Act, that of Stockholm of 1967.
I shall revert to the relationship
among the various Acts and the countries belonging to them at a later stage.
[Basic Structure of the Convention]
12. The provisions of the Paris Convention may be subdivided into four
categories.

main

13. A first category of provisions of the Paris Convention contains rules of
substantive law which guarantee a basic right known as the right to national
treatment in each of the member countries.
14. A second category of provisions of the
basic right known as the right of priority.

Par is ConV{!ntion

establishes

a

15. A third category of provisions of the Paris Convention defines a certain
number of common rules in the field of substantive law which contain either
rules establishing--rights and obligations of natural persons and legal
entities or rules requiring or permitting the member countries to enact
legislation following those rules.
16. A fourth category of provisions of the Par is Convention deals with the
administrative framework, which has been set up to implement the Convention,
and includes the final clauses of the Convention.
17.
I shall deal with each of these categories of provision separately and
shall refer for each of them to the more important provisions.
In doing that,
I shall concentrate on the provisions applicable, or also applicable, in the
field of patents for invention.
Other fields of industrial property shall
only be mentioned very generally and briefly, where the context of a generally
applicable provision so requires.
18. Let me now deal with the main features of the Par is Convention in the
order of the categories mentioned above.
References to specific Articles in
my lecture without any further qualification will alw<1ys be references to
Articles of the Stockhol~ (1967) Act of the Paris Convent i on.
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[National Treatment]
19. The provisions concerning national treatment are contained in Articles 2
and 3.
20. National treatment means that, as regards the protection of industrial
property, each country party to the Par is Convention must grant the same
protection to nationals of the other member countries as it grants to its own
nationals.
21. The same national treatment must be granted to nationals of countries
which are not party to the Paris Convention, if they are domiciled in a member
country or if they have an industrial or commercial establishment in such a
country. That establishment must be "real and effective."
22. No requirement as to domicile or establishment in the country where
protection is claimed may be imposed upon nationals of member countries as a
condition for benefitting from an industrial property right.
23. This national treatment rule is one of the cornerstones of the system of
international
protection
established
under
the
Paris
Convention.
It
guarantees not only that foreigners will be protected, but also that they will
not be discriminated against in any way.
Without that rule, it would
frequently be very difficult and sometimes even impossible to obtain adequate
protection in foreign countries for inventions, trademarks and other subjects
of industrial property.
24. Let me now explain some of the more fundamental notions of the national
treatment rule in more detail.
25. The national treatment rule applies first of all
the member countries. What does "national" mean?
26.

to

the

"nationals" of

The term "national" includes both natural persons and legal entities.

27. With respect to natural persons, the quality of being a national of a
particular country is rather easy to determine.
It depends on the nationality
of the person which in turn is a quality clearly defined by the legislation of
the State whose nationality is claimed.
28. With respect to legal entities, the quality of being a national of a
particular country is less obvious.
Generally, no nationality as such is
granted to legal entities by the various national laws. There is of course no
doubt that States themselves which are a member country or State owned
enterprises in such country or other entities created under the public law of
such country are to be considered as nationals of the member country concerned.
29. Legal entities created under the private law of a member country will
usually be considered a national of that country.
If they have their actual
headquarters in another member country, they may also be considered a national
of the headquarters country.
30. Where a person has more than one nationality, it is sufficient that one
of the various nationalities is one of a member country.
31. The national treatment rule applies quite generally to the protection of
industrial property.
In other words, it applies to all objects of industrial
property as defined in Article 1. This means in particular that it applies to
patents for invention.
It also applies to utility models, industrial designs,
trademarks, service marks, trade names, indications of source, appellations of
origin and the repression of unfair competition.
For these latter objects of
industrial property, I refer to the explanations given in the first lecture of
this Course.
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32. The term "industrial property" is defined not only as to the various
objects covered. It is defined also as to what "industrial" means. Article 1(3) says that "industrial" property must be understood in the broadest
sense.
It does not only include industry in the narrow sense of the word.
It
comprises also commerce, agriculture and other extractive industries and all
manufactured or natural products.
33. According to Article 2 ( 1), the national treatment rule applies to all
advantages that the various national laws grant to nationals. This means that
the national law, as it is applied to the nationals of a particular member
country, must also be applied to the nationals of other member countries.
In
other words,
the national
treatment rule excludes any possibility of
discrimination to the detriment of nationals of other member countries.
34. This means furthermore, that any requirement of reciprocity of protection
is excluded. Suppose that a given member country has a longer term of patent
protection than another member country.
Nevertheless, the former country has
no right to provide in its national law that nationals of the latter country
will enjoy a term of protection of the same length as the ~erm of protection
is in the law of the latter country.
35. "National law" in this context means the whole body of national law,
including
not
only
codified
law,
but
the
practice
of
the
courts
(jurisprudence) and the practice of the Patent Office or other administrative
governmental institutions, as it is applied to the nationals of the country.
36. The application of the national law to the national of another member
country does, however, not prevent him from invoking more beneficial rights
·specially provided in the Paris Convention.
These rights are expressly
reserved.
Article 2(1) says that the national treatment must be applied
without prejudice to such rights.
37. As already stated initially, the national treatment rule does not permit
any requirement in the national law as to domicile or establishment in the
country where protection is claimed.
The provision in Article 2 ( 2) of the
Paris Convention means that a requirement in the nationa l law, limiting the
protection of certain industrial property rights to nat i onals domiciled or
established in the country, cannot be applied against nationals of other
member countries.
38. Article 2(3) states an exception to the national treatment rule.
The
national
law
relating
to
judicial
and
administrative
procedure,
to
jurisdiction and to requirements of representation is exp ressly "reserved."
This means that certain requirements of a mere procedural nature which impose
special conditions on foreigners for purposes of judicial and administrative
procedure, may also validly be invoked against foreigners who are nationals of
member countries.
An example is a requirement for foreigners to deposit a
certain sum as security or bail for the costs of litigation. Another example
is expressly stated:
the requirement on foreigners to either designate. an
address for service or to appoint an agent in the country in which protection
is requested.
This latter is perhaps the most common special requirement
imposed on foreigners.
It is a permitted exception from the national
treatment rule.
39. So far we have spoken only of the application of the national treatment
rule to nationals of member countries.
As I have briefly indicated initially,
the application of the national treatment rule extends, however, also to
nationals of non-member countries, provided the y are d omiciled or have an
industrial or commercial establishment in a member countr y .
This provision is
contained in Article 3 .
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40.
The term "domiciled" is generally interpreted not to require a domicile
in the strict legal sense of the term.
A person is also "domiciled" in the
sense of Article 3 if he lives more or less permanently in a particular place,
without having his legal residence there.
In other words, a mere residence,
as distinct from a
legal domicile,
is sufficient.
Legal entities are
domiciled at the place of their actual headquarters.
41.
If there is no domicile, there may still be an industrial or commercial
establishment which gives a person the right to national treatment.
The
notion of the industrial or commercial establishment in a me~ber country of a
national of a non-member country is further qualified by the text of the
Convention itself.
It requires that the establishment be real and effective.
This means that there must be actual industrial or commercial activity.
A
mere letter box or the renting of a small office with no real activity is not
sufficient.
In other words, faked establishments do not comply with the
requirements.
42.
This completes the consideration of the
Paris Convention, the national treatment rule.

first

important feature

of the

[Right of Priority)
43.
Let us now come to the provisions concerning the right of priority.
are contained in Article 4.

They

44.
The right of priority means that, on the basis of a regular first (or
earlier) application for an industrial property right filed by a given
applicant in one of the member countries, the same applicant (or its or his
successor in title) may, within a specified period of time (6 or 12 months),
apply for
protection
in all
the other member countries.
These
later
applications will then be regarded as if they had been filed on the same day
as the first application.
In other words, these later applications enjoy a
priority status with respect to all applications relating to the same
invention filed after the date of the first application.
They also enjoy a
priority status with respect to all acts accomplished after that date which
would normally be apt to destroy the rights of the app l icant, because they
were accomplished before the actual filing of its or his application in the
country concerned.
45.
The right of priority offers great practical advantages to the applicant
desiring protection in several countries.
The applicant is not required to
present all applications at home and in foreign countries at the same time.
The applicant has 6 or 12 months at the disposal to decide in which countries
to request protection.
The applicant can use that period to organize with due
care the steps to be taken to secure protection in the various countries of
interest in this case.
46.
Let me now go more into detail
elements of this right of priority.

with

respect

to

t he

various

important

47.
The beneficiary of the right of priority is an y person who has duly filed
an application for a patent for invention or the other rights referred to in
one of the member countries.
The term "any person" must be interpreted in the
light of Articles 2 and 3.
Those Articles define, as we have seen, the circle
of persons entitled to benefit from the national treatment rule.
Those
Articles are, however, generally interpreted in the sense that they contain a
definition
which
is
also
appli c able
to
other
Art :.cles
of
the
Paris
Convention.
In other words, Arti c les 2 and 3 define in general the persons
capable of benefitting from th e app li c ation of the P aris Convention.
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48. National law may of course go further and may also allow its own
nationals
to
claim
priority
of
either
foreign
applications
or
even
applications filed for the same territory.
The later possibility, more
commonly referred to as "internal priority," has become more widely applicable
in recent years.
This is mainly due to certain provisions in international
treaties (for instance the Patent Cooperation Treaty) providing for the
claiming of priority of an earlier application for a later application filed
for the same country or countries.
49. The right of priority can be based only on the first application for the
same invention in a member country.
It is therefore not possible to follow a
first application by a second, possibly improved application and then to use
that second application as a basis of priority.
The reason for this rule is
obvious:
one cannot permit an unlimited chain of successive claims of
priority for the same subject, as this could, in fact, considerably prolong
the term of protection for that subject.
50. There is one rare exception from the rule that the application must be
the first application.
That is the case where, at the time of filing a
subsequent application
in
the
same
member
country,
a
previous
first
application concerning the same subject has been withdrawn or refused.
Further conditions are that the previous first application has not been laid
open to public inspection and that it has not served, and may no longer serve,
as a basis for claiming a right of priority.
In such a c a se, the subsequent
application is considered the first application.
It replaces the previous
first application from then on as a basis for claiming a ri g ht of priority.
51.

The first application must have been filed in a member country.

52. Article 4A(l) recognizes expressly that the right of priority is not only
vested in the applicant having filed the first application.
I t may also be
invoked by the successor in title of that applicant.
Th ·~ right of priority
may be transferred to a successor in title without transferring at the same
time the first application itself.
This allows in particular also the
transfer of the right of priority to different persons for
different
countries, a practice which is quite common.
53. The later application must concern the same subject as the first
application the priority of which is claimed.
In other words, the same
invention must be the subject of both applications.
It is, however, possible
to use a first application for a patent for invention as p riority basis for a
registration of a utility model and vice versa.
The same change of form o f
protection in both directions is also possible between utility models and
industrial designs.
54. The first application must be "duly filed" in order to give rise to the
right of priority.
This concept is clarified in more detail in Article 4A(2)
and ( 3).
55. Several questions arise in this context.
Is it sufficient that an
application, in order to be duly filed, complies with some basic, mainly
formal requirements? Or must it be completely in order as to f orm? Or must
it even comply with the substantive requirements of patentability? Must the
application continue to exist or can it serve as a prior i t y basis when it was
withdrawn or rejected before the priority was claimed?
56. The answer to these questions, as far as they relate to formal or
substantive requirements, is that any f iling, which is equivalent to a regular
national filing, is a valid basis for the right of priority.
A regular
national filing means any filing that is adequate to estab lish the date on
which the application was filed in the countr y concer ned.
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57.
It is therefore not necessary that a patent application pertains to a
patentable invention.
Even applications pertaining to inventions excluded
from patentability in the country concerned constitute a valid basis for a
priority claim.
It is also not necessary that an application complies with
all
formal
requirements.
Even where
the application
is
incomplete
or
incorrect as to form, it is a regular national filing, if what is submitted is
sufficient to establish under the applicable national law the date on which
the application was filed.
As a rule, this means that some very elementary
requirements as to disclosure
(something which on the face of it is a
description of an invention and a claim or claims for patent protection) and
as
to
form
(submission of papers permitting
to be
interpreted as
an
application for a patent for invention) suffice for an application to make it
a valid basis for a priority claim.
58. Withdrawal, abandonment or refusal of the application does also not
destroy the capacity of the application to serve as a priority basis.
The
right of priority subsists even where the first application generating that
right is no longer existent.
59.
The effect of the right of priority is regulated in Article 4B.
One can
summarize this effect best by saying that, as a consequence of the priority
claim, the later application must be treated as if it had been filed already
at the time of the filing, in another member country, of the first application
the priority of which is claimed.
This means that all the acts accomplished
during
the time between the filing dates of the first and the later
applications, the so-called priority period, cannot destroy the rights which
are the subject of the later application.
60.
In terms of concrete examples, this means that a patent application for
the same invention filed by a third party during the priority period does not
give a prior right, although it was filed before the later application.
On
the contrary, the later application, thanks to the right of priority, becomes
itself a prior right with respect to the application of the third party filed
during the priority period.
61.
A publication or public use of the invention, which is the subject of the
later application, during the priority period does not destroy the novelty or
inventive character of that invention.
It is insignificant for that purpose
whether that publication is made by the applicant or the inventor himself or
by a third party.
62.
None of the acts accomplished during the priority period can give rise to
any third party rights.
On the other hand, such rights, if acquired under
national law before the date of the first filing, are not affected.
For
instance, a right of prior use of the invention acquired by a third party
before the priority date will remain unaffected by the priority claim.
To
claim such right for a use made during the priority period is, however, not
possible.
63.
The length of the priority period is different according to the various
kinds of industrial property rights.
For patents for invention, the priority
period is 12 months.
64.
In determining the length of the priority period, the Par is Convention
had to take into account the conflicting interests of the applicant and of
third parties.
The applicant wants to have as much time as possible for
reflection between the first and the later filings.
On the other hand, it -is
in the public interest and the interest of the competitor of the applicant to
keep this period short.
Short priority periods allow to keep the patent
system more transparent and to avoid surprises for industrial firms working in
the same technical field as the applicant.
The priority period now prescribed
b y the Par is Convention seems to str. ike an adequate balance between these
conflicting interests.
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65.
The Paris Convention contains in Article 40 detailed provisions on the
formalities required for the claiming of the right of priority.
The mandatory
formal requirements for the "priority claim," as it is commonly called, or the
"declaration" concerning the right of priority, as Article 40 calls it, are
the indication of the date of the first application and of the country in
which the first application was filed.
The time at which the priority claim
must be made is left to national legislation.
Usually, the priority claim
must be made at the time of filing the later application or during a short
period, not exceeding three months, after that filing.
66. A third mandatory requirement for the priority claim is the indication of
the number of the first application, that is, the serial number given to the
first application by the Patent Office with which it was filed.
This
information is, however, not subject to the same time limit requirements as
the other elements to be furnished with the priority claim.
It is part of the
evidence which may be required later, sometime after the priority claim has
been made.
The reason for this different treatment is that the number of the
first application is, unlike date and country of filing, not immediately known
to the applicant.
The applicant must wait until it or he gets the number from
the Patent Office.
67.
In addition to these mandatory requirements, the Paris Convention admits
of certain additional optional requirements which may be imposed by the
national legislation.
These are the requirement to furnish a copy of the
first application ("priority document") certified by the Patent Office with
which that application was filed, the requirement of a priority certificate
from the same Office showing the filing date of the said application, and the
requirement of a translation of the priority document.
68.
For these requirements, a minimum time limit of three months from the
filing date of the later application must be allowed, no fee may be charged
and no authentication of the certified copy may be required.
Authentication
is an attestation, usually by the Consular Officer of the country requiring
the attestation, that the priority document has been established in due form.
It must be distinguished from the mere certification of the correctness of the
priority document by the Patent Office issuing it.
Authentication cannot,
certification can be required.
69.
The mandatory requirements described above, except for the number of the
first application to be furnished later, must be indicated in the priority
claim at the
time of filing of the later application.
The optional
requirements described above may be required within three months from the
filing of the later application.
70.
Failure to comply with any of these requirements may not lead to the
rejection of the later application.
The only sanction permitted for that
situation is to provide for the loss of the priority right.
Of course, one of
the consequences of the loss of the priority right may very well be the loss
of the later application, since, without the priority, there may now ·be a
publication made during the priority period which destroys the novelty of the
invention.

71.
The remaining provisions in Article 4 regulate
questions in connection with the right of priority.

special,

more

technical

72.
One of them is the provision in Article 4F permitting expressly multiple
priorities or partial priorities.
The later application may not only claim
the priority of one earlier application.
It may also combine the priority of
several earlier applications, each of which pertaining to different features
of the subject matter of the later application.
Furthermore, in the later
application, elements for which priority is claimed may be combined with
elements for which no priority is claimed.
In all these cases, the later
application must of course comply with the requirement of unity of invention.
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73. These possibilities correspond to a practical need.
Frequently after a
first filing further improvements and additions to the invention are the
subject of further applications in the country of origin.
In such cases, it
is very practical to be able to combine these various earlier applications
into one later application, when filing before the end of the priority year in
another member country.
This combination, by the way, is even possible, if
the multiple priorities come from different member countries.
74.
A further provision, Article 4G, deals with the division of patent
applications in two different situations.
The first situation is that the
examination has shown lack of compliance with the requirement of unity of
invention and that the applicant is forced to divide his application to comply
with that requirement.
The second situation is that the applicant itself or
himself wants to divide the application without being forced by a requirement
from the patent examiner.
In both cases, the applicant may divide the
application into several "divisional" applications and preserve for each of
them the date of the initial application and any existing priority right.
75. This completes the survey of those of the provisions concerning the right
of priority which have great practical significance.
Let me say in conclusion
that the right of priority forms, together with the national treatment rule,
one of the two major cornerstones of the international system of industrial
property protection created by the Paris Convention.
[Common Rules of Substantive Law]
76.
Let me now come to the common rules of substantive law which the Paris
Convention contains.
There are a number of such rules.
They relate to
patents
for
invention,
trademarks,
industrial
designs,
trade
names,
indications of source and unfair competition.
One of them contains the
obligation to maintain an industrial property office.
All these provisions
must be followed by all the member countries.
77.
I shall again limit myself to the provisions of relevance for patents for
invention.
78.

They may be divided into two groups.

79. The first group of common rules contains rules of substantive law
regarding rights and obligations of natural persons or legal entities which
are directly applicable to those persons or entities.
80. The second group of common rules comprises those provisions which require
or permit the member countries to enact legislation which follows the rule
laid down in the Paris Convention.
[Independence of Patents]
81. The first of the common rules I shall to discuss here is Article 4bis.
It expresses the so-called principle of "independence" of patents -r0r
invention. What does this mean?
82.
It means that patents for invention granted in member countries to
nationals or residents (Articles 2 and 3) of member countries must be treated
as independent of patents for invention obtained for the same invention . in
other
countries.
The
term
"other
countries"
includes
expressly
also
non-member countries.
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83.
This principle is to be understood in its broadest sense.
It means that
the grant of a patent for invention in one country for a given invention does
not oblige any other member country to grant a patent for invention for the
same invention.
Furthermore, the principle means that a patent for invention
cannot be refused, invalidated or otherwise terminated in any member country
on the ground that a patent for invention for the same invention has been
refused or invalidated, or that it is no longer maintained or has terminated,
in any other country.
84.
In other words, the fate of a particular patent for invention in
given country has no influence whatsoever on the fate of a patent
invention for the same invention in any of the other countries.

any
for

85. Article 4bis(2) mentions one case, to which this principle applies, as an
example.
It isthe case of patents for invention in various countries linked
together by the same priority date invoked on the basis of the same first
application.
The fact that this example is mentioned in the Convention has a
historical explanation.
For such "patent families"--as patents for invention
invoking the priority of the same first appl i cation are called--it would seem
to be logical to link the fate of the later applications to that of the first
application.
I t is in order to expressly deny the possibility of linking
together the fate of the members of a patent family that the whole principle
of independence of patents was incorporated into the Paris Convention.
86. The underlying reason and main argument in favor of the principle of
independence of patents
for
invention
is
that
the
national
laws
and
administrative practices are usually quite different from country to country.
A decision not to grant or to invalidate a patent for invention in a
particular country on the basis of its law will frequently not have any
bearing on the different legal situation in the other countries.
It would not
be justified to make the owner lose the patent for invention in other
countries on the ground that it or he lost a patent in a given country as a
consequence of not having paid a maintenance fee in that country or as a
consequence of the patent's invalidation in that country on a ground which
does not exist in the laws of the other countries.
Moreover, a system of
dependence of patents would not be in conformity with the n.J.tional treatment
rule.
87. A special feature of the principle of independence of patents for
invention is contained in Article 4bis(5).
This provision deals again with
patent families.
It requires that apatent granted on the basis of a later
application within a patent family must be given the same duration which it
would have in application of the national law if no priority had been
claimed.
In other words, it is not permitted to deduct the priority period
from the term of a patent invoking the priority of a first application.
A
provision in a national law starting the term of the patent for invention from
the (foreign) priority date would be in violation of this rule.
[Mention of Inventor]
88. Anothe r important common rule is Article 4ter which deals with the
mentioning of the inventor.
The Paris Convention provides f or this question
only a general rule.
It states that the inventor must have the right to be
mentioned as such in the patent for invention.
89. This is a provision which requires implementation by national law . . It
stipulates a principle but does not say how it is to be implemented.
The
procedure for the exercise of this right of the inventor must therefore be
regulated by the member countries in their nat i onal laws.
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90. National laws contain various solutions.
Some give the inventor only the
right for civil action against the applicant · or owner to achieve his being
named
in
the
patent
for
invention.
Others--and
that
tendency
is
increasing--enforce the naming of the inventor during the procedure for the
grant of a patent for invention on an ex officio basis.
In the United States
of America, the inventor must even be the applicant.
[Restriction of Sale by Law and Patentability]
91. A further common rule, Article 4quater, deals with restrictions of the
sale of a product by law and the question of patentability in this case.
92. According to that rule, the grant of a patent for invention in a member
country may not be refused and a patent for invention may not be invalidated
on the ground that the sale of the patented product, or of a product obtained
by means of the patented process, is subject to restrictions or limitations
resulting from national law.
93. The background of this provision is the following.
It sometimes occurs
that an invention concerns a product which does not conform to the security or
quality requirements of the national law of a particular country.
94.
For instance, the security regulations for cable cars may prescribe
cables of a certain minimum diameter, using certain metals.
The inventor may
have developed a cable which uses a particularly breakproof alloy of steel and
requires less diameter.
The sale of such cable car equipment is of course
impossible as long as the regulations are not changed on the basis of evidence
that the material is safe and can be included in the list of admitted material.
95. Other cases, where the sale is forbidden, are cases, where the State has
entrusted the sale of particular products to one firm or organization.
Others
are not allowed to sell those products.
96.
In all such cases, it would be unjust to refuse or invalidate patents
concerning such inventions.
As I showed in my first example, the invention is
by definition contrary to a law forbidding
the sale of products not
corresponding to security requirements for the technology already known.
Such
law can of course not have taken unknown technology into consideration.
The
invention may, however, lead to a revision of the security regulations, once
it is shown that the new technology is just as safe, if not safer.
It is
therefore justified to grant patents for invention in such cases.
They will
do no harm, as the sale is forbidden as long as the safety regulations are not
changed.
But the safety regulations may be changed and to give patents may
contribute to modernizing the regulations more quickly.
97. Naturally, whenever the invention whose sale is forbidden by law is so
forbidden because it is contrary to public order or morality, refusal or
invalidation of the patent for invention remains possible.
In this situation,
the violation of public order or morality is the overriding consideration and
Article 4quater does not apply.
[Compulsory Licenses and Forfeiture)
98.
I shall now come to the provisions of the Par is Convention relating to
compulsory licenses. They are contained in Article SA.
99. The essence of the provisions contained in Article SA is that each
country may take legislative measures providing for the grant of compulsor y
licenses.
These compulsory licenses are intended to prevent the abuses which
might result from the exclusive rights conferred by a patent for invention,
for example failure to work or insufficient working.
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100. A compulsory license, as distinct from a contractual license given by the
owner of the patent for invention, is granted by the competent Government
authority, usually by the Patent Office.
101. Compulsory licenses on the ground of failure to work or insufficient
working are the most common kind of coercive measure against the patent
owner. They are expressly dealt with by Article SA.
102. The main argument for enforcing working of the invention in a particular
country is the consideration that, in order to promote the industrialization
of the country, patents for invention should not be used to merely block the
use of the invention in the country or to promote importation of the patented
article by the patent owner. They should rather be used to introduce the use
of the new technology into the country.
Whether the patent owner can really
be expected to do so, is first of all an economic consideration and then also
a question of time.
Working in all countries is generally not economical.
Moreover, it is generally recognized that immediate working in all countries
is impossible.
Article SA therefore tries to strike a balance between these
conflicting interests.
103. Compulsory licenses for failure to work or insufficient working of the
invention may not be requested before a certain period of time of non-working
or insufficient working has elapsed.
104. The said time limit expires either four years from the date of filing of
the patent application or three years from the date of the grant of ~he patent
for invention.
The applicable time is the one which, in the individual case,
expires last.
105. The time limit of three or four years is a minimum time limit.
The
patent owner must be given a longer time limit if it or he can give legitimate
reasons for its or his inaction.
In other words, the patent owner can produce
evidence that legal, economic or technical obstacles prevent working, or
working more intensively, the invention in the country.
If that is proven,
the request for a compulsory license must be rejected, at least for the time
being.
106. The time limit of three or four years is a minimum time limit also in
that sense that national law can provide for a longer time limit.
107. The compulsory license for non-working or insufficient working must be a
non-exclusive license and can only be transferred together with the part of
the enterprise benefitting from the compulsory license.
In other words, the
patent owner must retain the right to grant other non-exclusive licenses and
to work the invention itself or himself.
As the compulsory license has been
granted to a particular enterprise on the basis of its known capacities, it is
bound to that enterprise and cannot be transferred . without that enterprise.
These limitations are intended to prevent that a compulsory licensee obtains a
stronger position on the market than is warranted by the purpose of· the
compulsory license, namely to ensure sufficient working of the invention in
the country.
108. All these special provisions for compulsor y licenses in Article 5A(4) are
only applicable to compulsory licenses f or non-working or insufficient
working.
They are not applicable to the other types of compulsory licenses
which the national law is free to provide for.
109. These other t y pes of compulsory licenses may be compulsory licenses to
prevent abuses other than non-working or insufficient working.
Such abuses
may be e xcessive prices or unreasonable terms for contractual licenses or
other
·restrictive
measures
which
hamper
industrial
development.
In
practically all these cases, the granting o f compulsor y licenses will be
dictated by considerations of public interest .
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110. These compulsory licenses may also be compulsory licenses in the public
interest in cases where there is no abuse by the patent owner of its or his
rights.
These are in particular cases where a patent for invention affects a
vital public interest in the fields of military security or public health.
111. There are also cases where a compulsory license is provided for to
protect the public interest in unhampered technological progress. This is the
case of the compulsory license in favor of the so-called dependent patents.
If a patented invention cannot be worked without using an earlier patent for
invention granted to another person, then the owner of the dependent patent,
under certain circumstances, has under some laws the right to request a
compulsory license to enable the use of that invention.
If the owner of the
dependent patent for invention obtains the compulsory license, it or he may,
under certain circumstances, be obliged to grant a license to the owner of the
earlier patent for invention.
112. It is to be noted that compulsory licences granted in the name of public
interest are not subject to the restrictions provided for in Article SA. This
means in particular that compulsory licenses in the public interest can be
granted without waiting for the expiration of any time limit.
113. Article SA deals not only with compulsory licenses, but also with
forfeiture of the patent.
The
term "forfeiture" covers all measures
terminating a patent, whether they are called forfeiture, repeal, revocation,
anulment or invalidation. The first basic provision on forfeiture states that
the national law may not provide forfeiture of the patent for invention as
sanction in cases when the patent owner imports the patented product without,
at the same time, producing it by working the invention in the country.
The
initial sanction permitted by the Par is Convention in such a case is the
compulsory license for non-working, as each country is free to consider
importation not as "working."
114. I said that the compulsory license is the initial sanction.
Article
5A(3) states the principle that forfeiture of the patent for invention in
cases of abuse may only be used as ultimate sanction.
Forfeiture may only be
used as sanction where the grant of a compulsory license was not sufficient to
prevent the abuse.
More specifically, the same provision prescribes that
proceedings for the forfeiture or revocation of the patent for invention may
not be instituted before the expiration of a time limit of two y ears from the
grant of the first compulsory license whether that compulsory license is one
in a case of non-working or in case of another abuse.
115. This completes the consideration of
the provisions
Convention relating to compulsory licenses and forfeiture.

of

the

Paris

[Marking of Product with Reference to Protection)
116. Another provision of the Paris Convention which
is of practical
importance in international commerce is Article SD, dealing with the marking
of products with references to an existing protection b y an industrial
property right.
117. Article SD states in essence that the national law may not require as a
condition of recognition of the right to protection that goods are marked by
an indication referring to such right. This means that an indication that the
product, or any part of it, is protected by a patent for invention cannot be
made a condition to obtain or maintain that patent.
118. This provision is of importance, as some countries prescribe such
indication.
In a number of c ases, it is rather difficult, if not impossible
for the patent owner to comply with such prescriptions.
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119. The patented articles are frequently too small to make the indication.
The indication will not reveal whether it relates to the product in its
entirety or only to a part of it or whether it relates to a process rather
than the product itself.
The indication will almost never be complete and
accurate.
It may be impossible to indicate all the patents for invention
granted in a great number of countries on the product.
The indications, once
put on the product, reflect the situation at that time, but not necessarily at
the time when the product is sold.
120. Quite apart from the doubtful usefulness of an obligation to mark a
product accordingly, it would be both unjustified and too severe a sanction if
the patent owner were penalized by a loss of the patent for invention for the
omission of such indication.
121. Nevertheless, the Paris Convention leaves the member countries the
freedom to prescribe marking.
The only thing the Paris Convention forbids is
to penalize omission of the marking by a loss of the industrial property right.
[Grace Period)
122. We come now to a provision of the Paris Convention which is in part of a
procedural nature.
Nevertheless, it must be considered one of the important
common rules, as it is of considerable significance for the maintenance of
industrial property rights.
I speak about Article Sbis.
123. Article Sbis provides for a grace period for the payment of maintenance
fees for industrial property rights and deals with the restoration of patents
for invention in case of non-payment of fees.
124. In most countries the maintenance of certain industrial property rights,
mainly the rights in patents for invention and trademarks, is subject to the
periodic payment of fees.
For patents, the maintenance fees must generally be
paid annually.
They are the so-called annuities.
Immediate loss of the
patent for invention in the event that the annuity is not paid at the due date
would be too harsh a sanction.
Therefore, the Paris Convention provides for a
period of grace, during which the payment can still be made after the due date
with the effect to maintain the patent for invention.
That period is six
months.
It is a minimum period and countries may grant a longer period.
125. The delayed payment of the annuity may be made subject to the payment of
a surcharge.
Both the delayed fee and the surcharge must be paid within the
grace period.
During the grace period, the patent for invention remains
provisionally in force.
If the payment is not made during the grace period,
the patent for invention will lapse retroactively , that is, as of the original
due date of the annuity .
126. The grace period is expressly limited to fees for the maintenance of
industrial property rights.
It does not apply to fees for the acquisi ti·on of
such rights, that is, it does not apply to the fees payable when filing the
application or asking for examination as to substances.
127. The same Article contains a provision which gives the member countries
the right to provide for the restoration o f a patent for invention in cases
where the patent has lapsed because of non-payment of fees.
It deals
therefore with the situation where a patent for invention has already lapsed,
as distinct from the rule on the grace period which should help in preventing
such lapse.
128. This last provision is not of much legal and practical significance.
It
provides for a right of the national legislator which would e xist even without
such provision.
It may , however, serve some p urpose as an indirect admonition
to member countries to make provision for the situation of lapse of patents
for invention and to consider the solution of restoration.
In fact, many
countries do provide, under certain restricted conditions, for the restoration
of patents for invention which have lapsed due to non-payment of annuities.
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[Transit of Patented Devices]
129. Another common rule of substantive importance, containing a limitation of
the rights of the patent owner under special circumstances, is contained in
Article 5ter.
It deals with the transit of devices on ships, aircraft or land
vehicles through a member country in which such device is patented.
130. The effect of this provision is essentially the following.
Where ships,
aircraft or land vehicles of other member countries enter temporarily or
accidentally a given member country and have on board devices patented in that
country, the owner of the means of transportation is not required to obtain
prior approval or a license from the patent owner.
Temporary or accidental
entry of the device patented into the country constitutes in such cases no
infringement of the patent for invention.
131. The device on board a ship must be in
gear or other accessories of the ship
operational needs. The device on board an
the construction or operation of the
accessories of such aircraft or vehicle.

the body, in the machinery, tackle,
and must be used exclusively for
aircraft or land vehicle must be in
aircraft or land vehicle or of

132. The provision covers only the use of patented devices.
It does not allow
the making of patented devices on board a means of transportation, nor the
sale to the public of patented products or of products obtained under a
patented process.
Article 5ter applies not only in cases where the device
itself is patented, but also-where a patented process is used to operate a
device.
[Importation of Products Manufactured by Patented Process]
133. Another common rule, Article 5guater, deals with importation of products
manufactured by a patented process.
Although that provision has a rather
limited field of application, it has in recent years been widely discussed and
often misunderstood.
134. The provision deals with the case where a product is imported into a
member country in which a patent for invention exists which protects a process
to manufacture that product.
In such case, the patent owner must be given all
the rights which the national legislation gives to the owners of process
patents with respect to products manufactured according to the patented
process in the country itself.
This means that, if there is a protection of
products manufactured in the country according to a patented process, such
protection must be extended to imported products.
135. It is to be noted
the Par is Convention
There is even less an
patents protecting the

that neither Article 5guater nor any other provision o f
obliges any member country to grant process patents.
obligation under the Par is Convention to grant process
products obtained by the process.

136. Nevertheless, it is a generally recognized rule of patent law in the
great majority of countries that patent protection extends not only to product
inventions, but also to process inventions.
Furthermore, the pate nt law o f a
large number of countries provides for an e x tension of that protection to the
product obtained, or directly obtained, by using the patented process.
Such
an extension of the protection is considered necessary to make the protection
of a patented process more meaningful.
In the l aws of a certain number of
countries,
the practical enforcement of
this protection
is
even more
facilitated by a legal presumption that a product which can oe made b y the
patented process was actuall y made by that pr ocess, unless the manufacturer
proves the c o ntrar y .
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137. All what Article Squater provides is that all these provisions, wherever
they exist and to the extent they exist, must also be applied to imported
products.
138. It is again a general principle of patent law around the world with
almost no exception that the rights of the patent owner extend not only to
products manufactured in the country, but also to imported products.
It is
therefore a logical consequence that the protection of a patented process,
wherever it extends to the product, covers not only manufacture, sale and use,
but also importation of the product obtained through the process.
Article
Sguater makes this logical consequence, for those countries knowing the
extension of process protection to the product obtained under the process, a
common rule of the Paris Convention.
[Temporary Protection at International Exhibitions]
139. A further common rule of a substantive nature is the provision concerning
the temporary protection in respect of goods exhibited at international
exhibitions, Article 11.
140. The principle stated in Article
obliged to grant, in conformity with
protection to patentable inventions in
or officially recognized international
any member country.

11 is that the member countries are
their domestic legislation, temporary
respect of goods exhibited at official
exhibitions held in the territory of

141. Thus, Article 11 only contains an obligation for the member countries to
introduce and maintain legislation which implements the said principle o f
temporary protection at international exhibitions.
The national legislator is
free to choose the means to implement that protection.
142. The temporary protection may be provided by various means.
143. One is to grant a special right of priority, similar to that provided for
in Article 4.
This priority right starts from the date of the opening of the
exhibition or from the date of the introduction of the invention at the
exhibition.
It is maintained for a certain period, say six months, from that
date.
It expires, being a temporary right, if the application for protection
does not follow the exhibition within that period.
This solution is rarely
used, in particular since Article 11(2) excludes the cumulation of that
special priority period with the, in practice far more important, priority
period under Article 4.
144. Another means of temporar y protection, which is found in a number of
national laws, is that of prescribing that, during a certain period of, say,
six months before the filing date of a patent application, a display of the
invention at an international exhibition will not destroy the novelty of the
invention.
When choosing that solution, it is important to protect. the
inventor or other owner of the invention during the same period also against
abusive acts of third parties.
This means in particular that the person
exhibiting the invention must be protected against any copying of the
invention for purposes of a patent application by a third party, an abuse
which is called usurpation. The owner of the invention must also be protected
against disclosure by third parties based on the exhibition.
145. Article
11
applies
only
to
official
or
officially
recognized
exhibitions.
The interpretation of that term is left to the member countr y
where protection is sought.
There is a ver y narrow definition of the term
"official or officially recognized exhibition" in the Convention concerning
International Exhibitions of 19 28 .
It applies only to the ver y rare cases of
exhibitions of a universal nature registered under that Convention.
This
definition, drafted much later than Article 11, cannot be considered the usual
and obvious interpretation of Article 11.
Yet, in view of the freedom left to
national law, it is the interpretation used by some patent laws in Western
Europe, including the European Patent Convention.
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146. An interpretation corresponding more to the spirit of Article 11 is to
consider an exhibition as "official," if it is organized by a State or other
public authority, to consider it as "officially recognized," if it is not
official, but has at least been recognized as official by a State or other
public authority, and to consider it as "international," if exhibitors from
various countries participate.
147. The question whether the conditions of Article 11 are fulfilled is
decided by the Patent Office or court of the country where, together with a
patent application, temporary protection for a prior exhibition is sought.
The interpretation of Article 11 in a number of important countries is such
that no effective temporary protection is given.
148. This means that a national legislator must think twice before granting
too large an exhibition protection in his national law.
This may be
convenient for the applicant in that country, but may, if used in practice,
constitute a trap for the application in other countries, leading to the
destruction of the novelty of the invention under the law of those countries.
149. This
completes
Article 11.

the

consideration

of

the

essential

provisions

of

[National Industrial Property Service]
150. Let me now come to the last common rule of significance for the
protection of the industrial property rights which are the subject of this
course.
It is Article 12, dealing with the national industrial property
services.
151. Each member country has the obligation to establish a special central
industrial property service.
That central service is responsible for the
communication to the public of patents for
invention,
utility models,
industrial designs, and trademarks.
For that purpose, it must publish an
official periodical journal.
In that journal, it must publish regularl y the
names of the owners of granted patents for invention togetr.er with a brief
designation of the inventions patented.
152. This means in other words that the Paris Convention obliges each member
country to establish a special central industrial property office which is
competent to grant or register and administer the most important industrial
property rights and to communicate these rights to the public.
This
obligation exists in particular for patents for invention, utility models and
industrial designs, as well as for trademarks.
153. The obligation to establish a national Office can also be satisfied if
several member countries establish a common Office which has for each such
country the character of a national office.
An example for this solution is
the
African
Intellectual Property
Office
(OAPI)
at
Yaounde,
Cameroon,
constituting the regional Office for twelve African countries.
154. The obligation to publish certain data concerning granted patents for
invention covers only some of the most essential data.
It includes of course
also the date of a priorit y application which must be published under
Article 4.
Usually, however, national offices publish much more than that.
They publish at least once a "patent document," containing either the entire
patent application or the entire patent for invention as granted.
At the same
time, they publish a notice in the official journal, containing at least the
essential bibliographic data of the patent d ocument, frequentl y together with
an abstract and a t y pical drawing.
They publish also noti c es relating to
procedural o r administrative acts relating to a patent application or patent
f or invention.
They publish a lso similar data with respect to utility models
and industrial d es i g ns.
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155. That completes the discussion of the common rules of the Paris Convention
of substantive importance for patents for invention, utility models and
industrial designs.
[Administrative and Final Provisions]
156. I should now like to give a summary of the important
provisions of the Paris Convention in order to explain the
framework in which the Paris Convention operates.

administrative
administrative

157. The countries party to the Paris Convention constitute a "Union" for the
Protection of Industrial Property. This concept of a "Union" is of importance
for various reasons.
158. First of all, in creating a Union, the Paris Convention goes beyond a
mere treaty establishing rights and obligations.
It also establishes a legal
entity in international law with the necessary organs to carry out certain
tasks. We shall speak about those organs in a minute.
159. Another aspect of the concept of the Union is that a State which becomes
a member of the Union by acceding to the most recent (the Stockholm) Act of
the Paris Convention becomes bound with respect to all member countries, even
those not yet party to the Stockholm Act.
Article 27(3) says that such a
country must apply the Stockholm Act also to member countries of the Union not
yet party to that Act.
The said provision also says that such a country
recognizes that member countries not yet bound by the substantive provisions
of the Stockholm Act may apply, in their relations with it, that earlier Act
which is the most recent of the Acts to which they are party.
160. Still another aspect of the concept of the Union is that if a member
country denounces any of the Acts of the Paris Convention which it has
accepted, it will lose its membership in the Paris Union.
161. Another provision of the Paris Convention, related to the concept of the
Union established under that Convention, is Article 23, dealing with the
question of accession to earlier Acts.
162. Article 23 states that, since the entry into force of the Stockholm Act,
countries may no longer accede to earlier Acts of the Paris Convention.
This
provision applies both to member countries and to newly adhering countries.
163. So much for
Paris Convention.
164. Let

roe

the question of

the

Union

and

the

successive Acts of

the

now summarize briefly the administrative structure of the Union.

165. The Union has three administrative organs, the Assembly, the Executive
Committee and the International Bureau, headed by the Director General of the
World Intellectual Property Organization (referred to in the following as
\'i'IPO).
As this example and others in the following show, the Union and WIPO
are administratively interrelated.
The International Bureau of WIPO is the
secretariat not only of WIPO but also of all the Unions, including the Paris
Union, administered by WIPO.
166. The Assembly is dealt with in Article 13.
I t consists of all member
countries bound at least by the administrative provisions of the Stockholm
Act.
Countries which are only in the Lisbon or earlier Acts are not members
of the Assembly, since the Assembl y was created only under the Stockholm Act.
Out of the 89 members of the Union, 12 are not members of the Assembly.
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167. The Assembly is the chief governing body of the Union in which all
policy-making and controlling powers are vested.
It deals with all matters
concerning the maintenance and development of the Union and the implementation
of the Paris Convention.
In particular,
it gives directions
for
the
preparation of conferences of revision of the Convention.
It reviews and
approves the reports and activities of the Director General of WIPO concerning
the Union and gives him instructions concerning matters within the competence
of the Union.
It determines the program and adopts the biennial budget of the
Union.
It approves its final accounts.
168. The Assembly meets once in every second calendar year in ordinary
session, together with the General Assembly of WIPO.
In the interim period,
it meets, where necessary, in extraordinary session.
Its decisions are, as a
rule, taken by a majority of two thirds.
169. The Assembly
has an Executive Committee which
is dealt
with
in
Article 14.
It consists of one-fourth of the countries members of the
Assembly.
It is elected by the Assembly for the period between two ordinary
sessions with due regard to an equitable geographical distribution .
170. The Executive Committee meets once a
with the Coordination Committee of WIPO.
where necessary, in extraordinary session.

year in ordinary session, together
In the interim period, it meets,

171. The Executive Committee is the smaller governing body of the Union.
is dealing with all the functions which have to be carried out during
period between the ordinary sessions of the Assembly and for which
Assembly is too big a body.
I t prepares the meetings of the Assembly
takes all necessary measures to ensure the execution of the program.

It
the
the
and

172. The provisions on the International Bureau are contained in Article 15.
The International Bureau is the administrative organ of the Union.
It
performs all administrative tasks concerning the Union.
It provides the
secretariat of the various organs of the Union.
Its head, the Director
General of WIPO, is the chief executive of the Union.
173. The Paris Convention specifies the administrative tasks to be carried out
by the International Bureau as far as the Paris Union is concerned.
Some of
the more important will be enumerated in the following.
174. The International Bureau assembles and publishes information concerning
the protection of industrial property.
Each member country is obliged to
communicate to the International Bureau all new laws and official texts
concerning the protection of industrial property .
Each member country must
furthermore furnish the International Bureau with all the publications of its
industrial property office which are of direct concern to the protection of
industrial property and which the International Bureau ma y find useful in its
work.
175. The International Bureau conducts studies and provides services which are
designed to facilitate the protection of industrial property .
A typical
example is the preparation of drafts of new international agreements.
176. The International Bureau p ublishes
"Industrial Property."

a

monthl y

periodical under

the title

177. The
International Bureau provides,
on
request,
information
to
the
Governments or the industrial property offices of member countries on matters
concerning the protection of industrial property .
Such information may, for
example, concern the legislation or the administrative practices in other
member ·countries.
The information may be provided to individual Governments
or generally in a document circulated to all member countr i es or to groups of
me mber countri e s.
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178. The International Bureau may not take a position in controversies
concerning the interpretation or application of the Paris Convention among
member countries.
Such disputes
may,
however,
be brought before
the
International Court of Justice, according to Article 28, unless a country,
when depositing its instrument of accession, has declared not to be bound by
that Article.
179. A task of considerable importance of the International Bureau is the
preparation of conferences of revision of the Paris Convention.
This task is
carried out in accordance with the directions of the Assembly and in
cooperation with the Executive Committee.
In performing it, the International
Bureau may also consult with other intergovernmental and with international
non-governmental organizations.
180. The financial provisions are contained in Article 16.
The Union has its
own budget which is mainly financed by mandatory contributions from member
countries.
The contributions are calculated in applying a class and unit
system to the total sum of contributions needed for a given budgetary year.
The highest class I corresponds to a share of 25 units, the lowest class VII
to a share of one unit.
Each member country determines freely the class to
which it wishes to belong.
It may also change class. The amount of the total
contributions to be paid is determined by the Assembly once every two years.
181. Article 18 contains the principle, referred to already on various
occasions in this lecture, of periodic revision of the Paris Convention.
The
Convention must be submitted to revision with a view to the introduction of
amendments designed to improve the system of the Union.
These revisions are
dealt with by diplomatic conferences of revision
in which delegations
appointed by the governments of the member countries participate.
According
to Article 18 ( 2), such conferences must be held successively in one of the
member countries.
182. The member States are of course free to determine which amendments to the
Paris Convention will in fact improve its system.
183. As we have seen earlier, the preparations for the conferences of revision
are carried out by the International Bureau under the direction of the
Assembly and in cooperation with the Executive Committee.
184. An important provision among the administrative clauses
Convention is Article 19, dealing with special agreements.
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185. According to that provision, the member countries have the right to make
separately among
themselves
special
agreements
for
the
protection
of
industrial
property.
These agreements must,
however,
comply with
the
condition that they do not contravene the provisions of the Paris Convention.
186. Such special agreements may take the form of bilateral agreements or
multilateral treaties.
Special agreements in the form of multilateral
treaties may be agreements prepared and administered by the International
Bureau.
They may also be agreements prepared and administered by other
intergovernmental organizations.
187. In the field of inventions, there are three special agreements concluded
within the framework of the Paris Convention and administered by the
International Bureau:
the Patent Cooperation Treaty of 1970, the Strasbourg
Agreement on the International Patent Classification of 1971 and the Budapest
Treaty
of
1977
on
the
International
Recognition
of
the
Deposit
of
Microorganisms for the Purposes of Patent Procedure.
188. A ·further provision of interest among the administrative and final
clauses is Article 25 which provides that, at the time a country becomes party
to the Paris Convention it must be in a position, under its domestic law, to
give effect to the provisions of that Convention.
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189. Accession to the Par is Convention is effected by the deposit of an
instrument of accession with the Director General of WIPO.
The Convention
enters into force, with respect to a country so adhering, three months after
the accession has been notified by the Director General of WIPO to all
Governments of
the member
countries.
Accession
therefore
needs
only
unilateral action by the interested country. The countries already members of
the Union have no role to play, in particular, they are not asked to authorize
the accession of a new member country.
190. This completes the consideration of the essential administrative and
final clauses of the Paris Convention and terminates my lectures on the Paris
Convention.

[Annex follows]
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ANNEX

Members of the Paris Convention on January 1, 1983

Algeria
Argentina
Australia
Austria
Bahamas
Belgium
Benin
Brazil
Bulgaria
Burundi
Cameroon
Canada
Central African Republic
Chad
Congo
Cuba
Cyprus
Czechoslovakia
Democratic People's
Republic of Korea
Denmark
Dominican Republic
Egypt
Finland
France
Gabon
German Democratic
Republic
Germany, Federal
Republic of
Ghana
Greece
Guinea
Haiti
Holy See
Hungary
Iceland
Indonesia
Iran
Iraq
Ireland
Israel
Italy
Ivory Coast
Japan
Jordan
Kenya -

Lebanon
Libyan Arab Jamahiriya
Liechtenstein
Luxembourg
Madagascar
Malawi
Mali
Malta
Mauritania
Mauritius
Mexico
Monacco
Morocco
Netherlands
New Zealand
Niger
Nigeria
Norway
Philippines
Poland
Portugal
Republic of Korea
Romania
San Marino
Senegal
South Africa
Soviet Union
Spain
Sri Lanka
Suriname
Sweden
Switzerland
Syrian Arab Republic
Tanzania
Togo
Trinidad and Tobago
Tunisia
Turkey
Uganda
United Kingdom
United States of America
Upper Volta
Uruguay
Vietnam
Yugoslavia
zaire
zambia
Zimbabwe

PATENT AGENTS' TASKS:
I.

UP TO FILING OF THE APPLICATION

Mr. Gregory J. Noonan
Partner, Davies & Collison, Patent Attorneys
Melbourne

The purpose of these three lectures is to outline to you the sequence of
tasks required of a competent patent agent in his particular role as adviser
to intending or current applicants for patents and to the proprietors of
patents.
In most developed countries, there is a distinct profession of
patent agency having varying but unique requirements for qualification.
The
term "patent agent" is employed in the United Kingdom1
in Australia, we are
known as "patent attorneys" (although we are not lawyers or "attorneys" in the
American sense) 1
in the United States, both "patent counsel" and "patent
attorney" are employed, but there they are "attorneys" and there is a lesser
qualification of "patent agent."
-In most countries, a patent agent, by whatever name he is known, is
required to have a technical qualification--e.g., a degree or diploma in
engineering or science--and to pass special qualifying exams for admission to
practice.
In most of your countries, there is generally no distinct professon of
patent agents and the role is typically taken up, in some cases subject at
least to registration with the Patent Office, by lawyers wishing to specialize
in the field of industrial property.
In these lectures I am concerned,
therefore, with the tasks not so much of patent agents according to our narrow
understanding of the term but rather of those professionals playing the role
of patent agents in respective countries.
It is perhaps worth noting by way of a further introductory remark that
those of you concerned with the practical administration of Patent Offices or
Registries can too easily develop a somewhat narrow view of the tasks of a
patent agent.
In these lectures, I am anxious to broaden your perspective so
that you will best appreciate the key role of patent agents in the
implementation of the objectives of patent laws in your respective countries.
Mr. Kadirgamar has outlined some of these objectives in his lecture earlier
today.
It is instructive to appreciate that a patent agent's tasks, in the
context with which we are here concerned, fall into two broad categories. The
first is the agent's role as his client's representative in optimising the
client's benefits by proper use of the relevant law.
The second is the
agent's role as counsel to his client.
To properly carry out the first mentioned of these roles, which might be
seen as more the science of a patent agent's practice, the patent agent will
necessarily possess a detailed working knowledge of his country's patents
statute and related
regulations,
of relevant legal and administrative
precedents, and, importantly, of the elusive body of authority embodied in the
established "practice" of the Patent Office.
Moreover, he will have a
sufficient understanding and knowledge of the Paris Convention, the European
Patent Convention, and, if applicable, the Patent Cooperation Treaty.
He will
know important elements o f the law, regulations and practice of significant
foreign countries or regional offices, e.g., the United States, J apan, Europe,
and Germany, and be aware of impinging areas of law such as anti-trust/ freedom
of trade laws, the Treaty of Rome, and basic principles of property law.
To sustain the earlier analogy , the second broad role of the patent agent
is perhaps more an art and relies upon a sound knowledge of how the law has
been applied in various decided cases. A competent agent will, moreover, be a
keen observer f or valuable e x perience, and wi l l make a special effort to
understand the way o f thinking o f a business man responsible for decision
making in the f ield .
The agent will wish to appreciate what kinds of a dvice
are most useful.
Now to some detail.
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Determining the Invention
When approached by a person or company contemplating filing a patent
application, the first, and a fundamental, task of the patent agent is to
determine just what the invention is, given presently available knowledge of
the relevant technical art.
The task is, on one hand, a necessary preliminary
to all other tasks but is also one of several key tasks, to which I shall
advert, and which are ongoing through the life of a patent application.
An
experienced patent agent is aware of at least three guiding principles in
achieving this primary task.
Firstly, he must never unquestioningly accept
the critical views of the inventor as to what constitutes the invention.
Secondly, an intending applicant who is not the inventor is to be relied upon
even less.
Finally, the agent should take a positive outlook, seeking out
those elements which are capable of monopoly protection.
The agent will
closely probe, almost cross-examine, the inventor, to determine the details he
needs to appreciate and explain the essential concept of the invention.
Counselling Whether to Patent or Publish
With a clearer picture of the invention established, the patent agent may
now wish, or be required, to counsel his client on the question as . to whether
preservation of secrecy is the preferred approach.
As you may be aware, many
countries automatically publish patent applications about 18 months after the
original filing date:
it may, indeed, be important at the outset to ensure
that the intending applicant is aware of that provision.
The inventor/intending applicant must weigh up the difficulty,
in
reality, of preserving the confidential nature of the invention, given, e.g.,
staff transfer, reliance on staff to keep the confidence, and the possibility
of analysis or "unventing" by other means.
On the other hand, the market life
may be relatively short and patenting costs thus not justifiable.
I will say
more in this field at a later stage.
In most cases a standard patent
application is the best start.
As an aside at this point, I make a remark which I will take up again:
even if it is decided to patent and publish, this is not necessarily a
decision to reveal all in the patent application.
Searching
Assuming that a decision is made to proceed with a patent application,
the agent's next task is to determie in discussion with the intending
applicant as to whether, and what, searches should be carried out before an
application is filed, and to act on the decisions taken.
Many an intending
applicant will scoff at the need for a search, being quite convinced that he
knows all there is to know of the technology and of the state of t .he market.
No experienced patent agent will accept this assurance and will caution the
intending applicant that it is uncommon not to subsequently find at least some
prior art which restricts the scope of the invention perceived at the outset.
The patent agent will point out to the intending applicant that he will never
be absolutely certain that his invention is novel and that his patent is
valid, but that each search undertaken moves the odds further in his favour.
The experienced patent agent will also know that the specification presented
for examination in the patent application will be often better prepared if the
agent has a prior opportunity to review a good search of the subject matter.
I might comment in passing that the present discussion is more concerned with
searching to assist in determining the novelty or otherwise of the invention.
The search may be mounted primarily to determine whether there is infringement
of an existing patent.
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In some cases, a search will indeed be unnecessary.
For example, the
intending applicant's dominance and knowledge of the field may be paramount
and/or the invention may be simply another one in a long sequence of
improvements and developments in a particular technology.
The agent may have
at hand highly relevant searches and portfolios of prior art obtained through
prosecution of slightly earlier patent applications.
I will briefly touch upon some of the kinds of searches which might be
available.
The agent may himself arrange a search of local patent literature
but, in the case of countries other than major industrialized countries, this
may not be good value unless the search is a small one or unless the country
has a recognized expertise in the field, for example in the case of my own
country,
wool
harvesting
or
wine
packaging.
International
searching
authorities under the PCT provide an "International Search" of a prescribed
range of sources, in respect of properly defined subject matter, and that
conducted by the European Patent Office seems particularly good.
Searches of
United States Patent classes are a very useful start in many fields of
technology.
Finally, one may use one of the on-line computer data bases, but
these searches are presently best seen as a good starting point in view of
limitations on their files in time and scope.
Part of the patent agent's tasks under the heading will be to decide when
the search might best be conducted.
In given circumstances, and taking
account of time constraints, it may be better to file the patent application
in the home country and then arrange searching subsequently.
This is
especially attractive in countries such as Australia and the United Kingdom
which still provide for relatively inexpensive provisional applications that
permit substantial variations of disclosure
in the subsequent complete
specification.
Is the Invention Capable of
Protection?

Protection,

and what is the Appropriate Kind of

The patent agent's next key task, and another of his tasks which must
always be kept in mind during the pendency of the patent application and the
life of the patent, is to form conclusions as to whether the invention is
patentable, and/or as to what is the most appropriate form(s) of protection.
This is a further element of the duty which I believe a patent agent has to
each of his clients, viz., to ensure that the client is at all times aware of
the strength of his position and the potential of his industrial property.
The key elements of patentability are being discussed in other lectures at
this seminar and I do not propose to discuss them in detail.
Suffice to say
that the three key elements which are typically required to be present in the
laws of most countries are newness, sufficient inventive level, and what might
be loosely termed proper manifestation.
This last category is, in many
countries, seen in terms of industrial applicability while, e.g., those
countries deriving their law from the United Kingdom have the concept of a
"manner of manufacture."
In many cases, the patent agent's advice to the intending applicant in
this respect will necessarily be qualified.
It will inevitably be based upon
the present state of his knowledge of the prior art and he may often wish to
express chances of obtaining a patent or of having it enforced by a Court in
terms of mathematical odds.
It is the duty of the patent agent to ensure that
the intending applicant is aware of the qualifications.
The most appropriate form of protection may vary from country to country,
and the patent agent may believe there are grounds for applying for more than
one form of protection.
At this stage, the agent will ususlly be considering
only his home country, but my comments here apply when he comes to consider
protection
in other
countries.
Apart
from patents,
several
important
countries have a lesser form of patent protection known variously as a utility
model, utility certificate or petty patent.
The term of the utility model is
often, though not always, shorter;
the required inventive level is usually,
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though not always, lower;
the subject matter is often, though by no means
always, restricted to utilitarian mechanical objects;
and the costs are
usually less.
Most countries also protect industrial designs, though these
are in a quite different category, being generally concerned with the
aesthetic appearance of an object.
It is often useful to have an industrial
design as a back up to patent or utility model protection.
For the remainder
of these lectures, I intend to deal only with inventions that proceed as
patent applications, but many of my remarks will apply to the other forms of
protection.
Determining the Practical Value of the Patent
Having completed the tasks of determining the nature of the invention and
the protection to be sought, the agents next task, as part of his duty of
keeping his client informed, is to advise the intending applicant just what
might be the ambit and practical value of any subsequent patent, given the
nature of the invention.
Is the novel content of the invention essential to
its success or of value to commercial exploitation?
If not, the patent will
be avoidable by satisfactory equivalents.
In the concept of commercial value,
I have in mind a wide view including manufacturing or marketing economics,
customer appeal, enhanced utility and user economics.
Who will
infringe
the patent?
Who might
the
patentee
sue
for
infringement? To answer these questions, the patent agent will need to have
some concept of how he intends to define the invention.
If the answer is the end user or consumer, the patent, as a practical
matter, may have little but minor deterrent value.
However, the laws of some
countries provide for so-called "contributory infringement," either in general
or in particular cases, which permits a patentee to obtain relief from a party
which does not strictly infringe the defined invention but performs an action
which abets or encourages infringement.
The third question to be considered under this heading is:
how will the
patent be exploited? Will it be primarily protection for manufacture and sale
by the patentee or is it additionally well suited to a licensing arrangement?
Deciding Whether to File an Application
Bringing together the elements of all that we have discussed, the patent
agent reaches the important task of assisting the intending applicant to reach
a decision as to whether, on balance, he should proceed with a basic patent
application, at least in the home country.
In offering this counsel, the
agent will need to bring together the threads of the advice discussed above
and in addition will need to clearly outline the costs of the exercise (the
applicant will of course see these costs in terms of time as well. as money)
and the potential for financial gain.
Settling the Identity of the Applicant
Equally important as determining the nature of the invention is the task
of ascertaining the identiy of the party correctly entitled to be the
applicant, and then settling who the applicant shall in fact be.
This is a
key formalities responsibility of the patent agent, as the consequences of
error in some jurisdictions may be severe.
It is also again important as part
of the duty of ensuring that the client is correctly aware of his position.
This task involves firstly determining just who are the inventors to be named
in the · patent application and as to the nature of any liabilities they may
have to other parties in respect of the invention.
The usual liability is
that of employment:
in the laws of many countries, the invention properly
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belongs to the employer so long as it was made in the course of his employment
and/or
on
the
employer's
time
and
with
the
employer's
equipment.
Notwithstanding this provision, it may still be possible to actually file the
application in the inventor's name and, of course, in the United States, this
is compulsory.
Apart from the rights conferred by the employer/employee relationship,
the inventor, or his employer, may have obligations to other parties by virtue
of prior agreements or of statutory promulgations.
It is also important to
note in this connection firstly, that, it might not yet be possible to finally
resolve the question of inventorship, and, secondly, that the inventorship may
change during the pendency of the application due to significant alterations
in the defined ambit of the invention, especially in those countries providing
for interim provisional applications.
Arranging Conveyance of Rights
Once the present ownership of the invention has been determined, it may
be desirable to confirm that ownership in writing or to transfer the ownership
to another party.
An invention, or at least a patent, is considered in the
laws of most if not all countries as a form of property capable of transfer by
legal conveyance.
Transfer may be desirable prior to filing a patent
application or at any time during its pendency.
The transfer may be a
straight out commercial transaction between completely separate companies,
said to be at "arms length", or the property may be moved around within a
related group of entities for purposes of tax minimization or as part of a
greater commercial package.
In many cases, it is desirable to clearly confirm
in writing an apparent right obtained by obligation and it is, for example,
the usual practice in many countries to confirm an employee obligation by
written assignment.
Preparing the Specification
It is now time for the patent agent to put into practic~ for his client
the fundamental skill which distinguishes patent agency as a profession, the
drafting of a patent specification which includes a description of the
invention and a set of claims defining the invention.
Briefly, it may be said
that a patent specification comprises an introduction setting out the
background to the invention and the objective sought, an indication as to the
invention, a disclosure of a practical application of the invention, claims
setting out the legal ambit, and, often, illustrative drawings.
It is this
task which presents a particular problem in countries which do not have an
established and trained patent agent's profession.
It is a skill best learned
with the experience and constructive criticism gained under the tuition of an
experienced patent agent.
One of the difficulties the patent agent must contend with is· the
variations
in requirements from country to country.
For example,
the
philosophy in the United States is to require a highly detailed and complete
disclosure of the way in which the invention may be practised, perhaps because
of the view there that the inventor has an intrinsic dut y , in return for his
monopoly, to publish his ideas.
In contrast, the disclosure req u ired in many
European countries is comparatively minimal, the view being that all the
inventor needs provide is an outline of the important elements of his concept
and broadly the wa y it can be practised.
In claim drafting, countries which
derived
their
laws
from
British
law
regard
a
claim,
with
limited
qualifications,
as drawing a
strict boundar y line
insi d e
of which a
competitive product must fall
if
there
is to be
infringement.
Other
jurisdictions take a less literal view of cl a ims.
As part o f the a gent's task in prepa ring the specification, he must
determine what shall be included in the specification and what shall not.
Here, there may be clear advantage in reserving elements of details as
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confidential know-how to strengthen the patentee's licensing position, but the
agent must bear in mind the requirement, especially in countries such as the
United States, for adequate disclosure and must be wary of leaving no
fall-back position in the event that the novel content of the invention is not
as extensive as is presently thought.
Filing the Basic Application
Once the content of the specification has been finalised, a process which
typically involves the preparation of one or more drafts and further
consultations with the intending applicant and the inventor, the patent agent
has the task of filing the first application, usually in the home country.
This application is termed the "basic application." The first aspect of this
task is to ensure that the application is filed at the proper time:
this is
generally as soon as practically possible, making allowance for the gathering
of further data and perhaps the conduct of searches.
However, in the laws of
the majority of countries, the invention must be novel in the sense of not
being available to the public on the day the application is filed, if the
subsequent protection is to be valid.
It is an important twintask of the
patent agent at a very early stage of his dealings with his client firstly, to
ensure that there is not some imminent event amounting to possible disclosure
of the invention which sets a deadline by which the application must be filed,
and, secondly, to caution the applicant that he must not disclose the
invention until the application has been filed.
It is surprising how many
inventors and applicants have no idea about this requirement.
In filing the application, the patent agent will be putting in practice
the category of skills which we referred to as his representative skills.
He
will need to ensure that the application is in the proper form, that the
specification
complies
with
the
often
rigorous
requirements
as
to
presentation, that the drawings do likewise, that the required forms are
completed and signatures obtained where necessary and that the fees are as
prescribed.
In
the case of many of the applications
for
which
he
assumes
responsibility, this task of filing the application will be the first task
undertaken by the patent agent.
I speak here in particular of those
applications which the agent is instructed to file by patent agents in other
countries.
Here, proper and efficient attendance to all formalities, with a
good eye for defects and the need to counsel the foreign patent agent on
peculiarities of local law, are an indispensable part of the patent agent's
skills.
In such cases, of course, the agent usually has a clear cut deadline
for filing the respective applications, namely, that provided by the Paris
Convention--one year after the basic application date in the other country.
one of the hall-marks of a successful patent agent's business is ability to
handle applications instructed by foreign patent agents in a way which is both
helpful and efficient.
Deciding Where Else Patent Applications will be Filed
The filing of the basic application initiates the 12 month period
provided by the Paris Convention, to which I have just adverted, and which is
discussed in much greater detail in one or more other lectures of this
Seminar.
In good time within that period, the applicant will need to make a
decision as to in which countries he will confirm or extend his patent
protection. The task of the patent agent in this respect will be to guide the
applicant to ask the right questions and to assist him with clear information
as to short and long term costs and as to the situation in each countr y
regarding the matters I have already discussed in paragraphs 8, 16 and 17.
The applicant himself will want to consider the market potential in each
country, the possible modes of exploitation, including the prospects for
obtaining a good licensee;
the level of technology in each country, which
will dictate whether the invention can be practised and, therefore, whether
any additional protection can be obtained with a patent.
He will need to
determine a total nudget and to establish priorities.
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I t is very important that the patent agent keeps the applicant fully
informed as to the costs he will incur:
patent protection in multiple
countries is highly expensive, especially if the invention is not a success,
and many a patent applicant is caught by surprise by the medium and long term
costs of maintaining his patent protection.
In Australia, we have a rule of
thumb that with a portfolio of patent applications in, say, at least eight
countries, the applicant will expend as much in the four years after filing as
he did in effecting the filings in the first place.

Determining the Route to Foreign Patent Protection
In many instances, there will be a choice as to the way in which patent
protection is sought in a given country.
In 11 European countries, there is a
choice between a national patent and a European patent.
I will not dwell on
the relative merits of each as this subject will be discussed in detail in Mr.
Cawthra' s lecture.
For countries which have joined the Patent Cooperation
Treaty, the PCT route is also available.
I do not propose to discuss this
route in detail here as none of the countries represented at this Seminar are
member of the PCT, but for us in Australia the choice is a real and often most
interesting one to be made.
Preparing for the Foreign Patent Applications
Once the choice of countries has been named, and the routes selected, the
patent agent must undertake a number of tasks in preparation for instructing
the foreign patent applications.
His first is to select the agents which will
act on his and his client's behalf in each foreign country.
Many countries
require at least local addresses for service for patent applicants but, in any
event, it is much more sensible and practical for most applicants to retain
the services of a local skilled professional in the country of i n terest.
This
choice of agents is an important task which should not be undervalued.
Especially in countries where the language is not the same as the patent
agent's or applicant's, the applicant will be rel y ing upon the foreign agent
to ensure that his interests are best looked after in that country.
In making
the choice, the patent agent will be considering matters of reliability and
professional skill:
he will also need to decide what type of agent he is
seeking, predominantly one who does what he is asked in an efficient and
reliable manner, or one capable of performing a sound advisor y role, or both.
Are representative or counseling skills primarily required?
A further preparatory task for the patent agent is to determine what
formal papers are required for each application, to prepare such papers and
arrange their e x ecution by the inventor or applicant as required.
Most
countries require a power of attorney executed by the applicant.
Assignments
may be necessary, and many countries require some kind of paper executed by
the inventor.
These days, application forms can usually be completed and
signed by the local agent.
The next preliminary task is to prepare specifications f or the forei g n
applications.
In many cases these specificati ons will not b e the final
document as translation will need to be carried o ut in t o the forei g n
l a nguage.
A properly skilled patent agent will not merely photocopy the local
specification for
foreign digestion but will consider whether he might
fruitfully rearrange the language or structure of the claims to better suit
the practice of each country, or perhaps augment or reduce the description.
Filing the Foreign Patent Applications
Taking careful account of the conve ntion deadline, the a g ent will forward
full instructions to his sele c ted fo reign patent agents a t the appropriate
time.
Of course, it is inevitable that, from time to time, he will have last
minute instructions to file foreign p atent applications and it is thus one of
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the tasks of a patent agent to be fully aware of how he can effect very last
minute applications.
It is my personal view that all patent agents should
have a telex machine as an essential tool of properly carrying out the
profession.
Many larger firms now have their own facsimile transceivers but
specifications can often be sent this way by use of Bureaus.
There are of
course many international couriers but my own experience is that some are much
better
and
much
more
reliable
than
others.
Some
countries
permit
cross-reference filings, that is applications which consist of no more than a
reference to the basic or another application, hence one value of telex
machines.
As a last word, very few couriers (Australia is an exception)
any extensions of the convention deadline.

allow for

PATENT AGENTS' TASKS:
II.

DURING PENDENCY OF AN APPLICATION

Mr. Gregory J. Noonan
Partner, Davies & Collison, Patent Attorneys
Melbourne

The patent agent's tasks during pendency of an application are best
considered under two headings, firstly the usual tasks in some or most
countries and, secondly, tasks which are le.ss common, arising in particular
circumstances.
A.

USUAL TASKS IN SOME OR MOST COUNTRIES

Attending to Outstanding Formalities
The patent agent's first task, once having filed the application whether
it be for a local client or on behalf of a foreign patent agent, is to attend
to outstanding formalities associated with the actual filing.
In doing so he
will need to take careful account of the applicable deadlines.
One of these
formalities
will
typically be
the
filing
of
"formal drawings":
many
applications are filed with drawings which do not fully comply with the local
requirements and they are, therefore, informal to varying degrees.
Most
patent agents have formal drawings prepared en masse for each portfolio by one
of the drafting firms which specialize in this work.
Such firms usually
transmit the formal drawings direct to the various patent agents handling the
applications of the portfolio.
A typical deadline for formal drawings is
three months after the date of the application.
In most countries applications can be made in the absence of the forms
requiring signature by the applicant or inventor.
In these cases, it will,
therefore, be the agent's task to ensure that the forms are obtained and filed
by the prescribed deadline, again often three months but sometimes, especially
with powers of attorney, only one or two months.
If the application includes
a priority claim under the Paris Convention, it will be generally necessary to
provide so-called "priority documents," which comprise an officially certified
copy of the basic application and,
if not in the horue language, an
appropriately verified translation.
These documents are more often than not
unavailable by the convention deadline and are thus typically lodged out of
time.
Again the deadline is most often three months from the date of filing
the application, although ex tens ions are generally available on payment of
late fines.
Finally, as part of this task, it may be necessary to obtain and provide
particulars which were not available at the time the application was filed.
Such particulars might include information concerning the inventors or details
of the basic application.
Processing Formality Defect Notifications
Closely allied to the task we have just discussed is that of acting on
formality defect notifications which might be issued by the local Patent
Office.
This practice of Patent Offices is often referred to as "formal
examination" but is by no means universal.
In Australia, for example, we do
not receive any kind of official reminders in relation to missing priority
documents or declarations, but we do receive a notice if physical requirements
for the specification or drawings are not met or if there are insufficient
fees.
Where such notifications issue, there is usually a deadline for
response after which the application ma y be deemed abandoned.
Some Offices
also notify defects in forms, or object that the application is directed to
more th-an one invention.
In many countries, this is the only examination
which takes place.
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Attending to Maintenance Fees
In a relatively small number of countries and in respect of European
applications, maintenance fees are payable on patent applications, typically
annually, although they may not commence until, e.g., the second anniversary
of the application.
These countries include the Federal Republic of Germany,
France and Australia.
The fees are generally akin to the like fees paid in
respect of patents and accordingly my discussion of this subject shall be
deferred until my third lecture.
Suffice to say for the present that it is an
important task of the patent agent to diary the deadlines for such fees, to
obtain instructions and to pay them.
Keeping Informed
An important task for the patent agent during the pendency of an
application, and a task which is frequently overlooked, is that of keeping
well informed of the progress of the inention, especially with a view to being
aware of the current position of the invention with respect to the claims and
to the scope of available protection.
The experienced patent agent will be
well aware that an applicant 1 s or an inventor 1 s view of an invention can
change markedly with time, especially once he begins to conduct further
research, build prototypes, carry out testing or enter the marketplace.
Different aspects or features may come to the fore and what was originally
seen as crucial may become of less consequence.
There may be developments
which alter the emphasis, highlight other features or even render redundant
the whole invention as claimed.
Better awareness of the prior art may
necessitate new emphasis on different aspects as constituting the novelty of
the invention.
It is a truism that a patent application can in time quietly
and unobtrusively slip into irrelevancy.
Another reason for the agent to keep well informed of the progress of the
invention is so that he can be in a position to regularly assess as to whether
new patent applications, or other forms of protection, are called for.
Requesting Examination
An increasing number of countries have adopted the deferred examination
procedure.
Under this procedure, the applicant must request substantive
examination by a prescribed deadline and pay the associated examination fee;
there is of course no minimum time for lodging the request.
If the request is
not filed in time, the application lapses.
It is a key task of the patent
agent to diary deadlines for requesting examination, to seek instructions from
the applicant when appropriate, and to ensure that, if required, the request
is filed in time.
As with so many other deadlines in patent procedure,
reminders
are
not
issued
by
national
Patent
Offices
and,
in
most
jurisdictions, no extension of time is obtainable.
There are, of course, refinements of this procedure.
With European
applications, and in the national laws of some European countries, separate
search and examination fees are payable at different times, while other
countries
such as
Australia and Japan
treat
the
search
as
part of
examination.
In Australia, although there is a five year deadline from filing
of application by which the applicant must request examination, the normal
practice is for the Commissioner to issue a direction to request examination
whereupon the applicant is required to request examination within six months
of the direction.
It should be noted that the deadline for requesting examination provides
a good opportunity to review some of the conclusions and decisions made
earlier with the applicant.
This is especially so in countries like Germany
and Japan which have high standards of inventive level and where, by the time
the request for examination is finally due, the applicant has the benefit of
experience with prior examination in other countries.
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Processing Substantive Examination
The receipt of an official report, sometimes called an official letter or
official action, from the Patent Office heralds the commencement of so-called
"substantive examination," distinct from form examination or a mere search.
The guidance of the application through substantive examination to successful
allowance is a key task of the patent agent, and, like the drafting of the
original specification, is one of his fundamental professional skills.
From a
procedural point of view, the agent must ensure that he diaries the deadline
for responding to the official report and files a response before then.
Alternatively, he may have to obtain allowance by a set deadline, as in
Australia and New Zealand.
The term for response, or the acceptance deadline,
is usually extendible on payment of fines but not without limit.
The principal subjects of substantive examination are the three elements
for patentability which I mentioned in my first lecture and which are being
discussed in greater detail in other lectures at this Seminar.
In assessing
and responding to objections by the Examiner, I believe a properly skilled
patent agent will do a number of things.
In the first place, he will always
seek
the
applicant's comments,
if
necessary
after
explanation
of
the
objection, unless the matter is one of extreme triviality.
It is surprising
how often an applicant can throw a slightly different light on an objection,
especially one of lack of novelty or sufficient inventive level.
Secondly,
the agent will again review the fundamental questions on which he has
previously given his opinion and which I discussed in my first lecture and
which were perhaps more recently considered prior to requesting examination •.
The contents of the official report may materially affect the assessment.
Thirdly, he will always seek his client's approval of amendments and arguments
which he intends to present, although the detail of these aspects of the
response may be in his hands.
Fourthly, the agent will endeavour to ensure
that he and the applicant take a realistic view of the objections being raised
and respond in a manner commensurate with chances of success and the real
value of the patent protection.
Ensuring the Best Claims
The fifth consideration during examination warrants special attention as
an important task of the patent agent.
In short, he will ensure that the
claims
to
be
allowed
are
in
the
applicant's
best
interest
in
the
circumstances.
It is my view that some firms of patent agents do not pay
enough attention to this aspect:
experienced agents in the firm may well
draft the original claims while the examination proceedings are left to
relatively inexperienced employed personnel, yet it is the claims at allowance
which ultimately matter.
Once the application is allowed, in virtually all
jurisdictions there is no possibility of broadening their scope.
Acquiescence
to a broad claim during examination is a key event in the case history.
Paying Final Fees
Once an application is allowed, an event which may entail an official
notice {such as in Australia and the United States) or which may be heralded
somewhat informally {as in the United Kingdom), there will almost always be
some form of final fee to be paid by a prescribed deadline if the patent is
actually to be granted.
Patent Offices will generally give notice of the
requirement for this fee but will not remind the agent to pay it.
It is thus
a key task of the patent agent, especially since grant is imminent, to ensure
that instructions are obtained if necessary, and that the fee is paid in
time.
The fee may be a simple issue or sealing fee, a publication fee or
cumulat -i ve maintenance fees.
It may be comparatively small, say about $100,
or very large as with the United States issue fee and the cumulative
maintenance fees of some European and Latin American countries.
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B.

TASKS LESS COMMON, ARISING IN
PARTICULAR CIRCUMSTANCES

Requesting Early Publication
In most jurisdictions, publication of the specification occurs either 18
months after the filing date of the basic application or at allowance or
grant.
From time to time, however, an applicant may wish to arrange early
publication of his application, for example to prevent the obtaining of
protection by other parties or, more commonly, to render infringers liable for
damages.
The task of a patent agent will be to ensure that the grounds for
the early publication are proper and to check that other matters, such as
filing corresponding applications elsewhere, are dealt with before early
publication is effected.
The actual requesting of early publication is
usually a simple procedural matter.
Expediting Proceedings
In the event that there is established or suspected infringement of the
applicant's potential enforceable rights, the patent agent may have the task
of expediting proceedings in order to obtain an early grant.
He may first
need to request early publication to maximize the infringer's liability under
the national law.
Next, he may wish to expedite examination proceedings:
many countries provide for this to be done on the presentation of prima facie
evidence of infringement.
This evidence may involve the provision of an
opinion to the Patent Office and must, therefore, be completed with proper
professional
care.
The
imminence
of
likely
infringement
proceedings
emphasizes the need for care in ensuring that the granted claims are in the
best form possible, notwithstanding that speed is also of the essence.
In the circumstances of current infringement, the patent agent may well
need to turn to, or prepare for, other tasks which I will discuss briefly
further in my third lecture.
Restoring a Lapsed Application
Most
jurisdictions provide
the
possibility of
restoring
a
lapsed
application, usually only in circumstances in which the lapsing went against
the applicant's actual invention.
Sometimes the lapsing may have been due to
an error by the patent agent, such as simple failure to meet a prescribed
deadline.
Apart from the obvious matter of attending to the proper procedural
requirements, the patent agent's task in such circumstances is to ensure
candour and honesty, whether he be at fault or the applicant be at fault.
He
will need to establish the true facts but will exercise his skill in
presenting those facts in the best light.
Lack of proper candour or incorrect
statements are likely to seriously compromise the restoration.
Withdrawing the Application
Very occasionally, a patent agent may be called upon to withdraw a patent
application. This is a very final act and should not, as distinct from merely
allowing
an
application
to
lapse,
be
effected
without
justification.
Occasionally, an application is re-filed within the convention priority period
to effect amendments or correct errors and the original application withdrawn
to recover all or most of the fees.
The other most common reason for
withdrawal is to settle some matter such as an opposition to grant by a third
party.
Whatever the situation, although withdrawal is usually an extremely
simple procedure, great care must be taken by the patent agent that he
withdraws the application he intends to withdraw.
In our office, a letter of
withdrawal must be personally signed by a partner.
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Filing Divisional Applications
From time to time a patent agent will be called upon in most countries to
file
a
special
kind
of
patent
application
known
as
a
"divisional
application."
The laws of most countries prevent the granting of patents in
respect of more than one invention, primarily to prevent the Patent Office
being deprived of official fees, but also to preclude a potential source of
confusion for the public.
On the other hand, laws generally do not prevent
the filing of an application with more than one invention claimed.
When
objection is taken during examination to what is termed "lack of unity of
invention," it will be necessar y to excise one invention from the cla i ms.
If
the full scope of the invention is to be preserved, it will be necessary to
file a divisional application.
Usually,
there will be a deadline for
effecting this:
for example, the date of issue of the main patent in the
United States and Canada.
The patent agent's task is to ensure that the
application is filed on time and that any peculiar local requirements are met.
Appealing an Adverse Decision or Defending an Opposition
From time to time, it will be the task of a patent agent to appeal an
Examiner's final decision to refuse the application or to allow only claims
which are not acceptable to the applicant.
Alternatively, the allowed
application which is acceptable to the applicant may be opposed by a third
party either prior to grant, as in Australia and New Zealand, or immediately
subsequent to grant as in most European countries.
In most cases, the
handling of such matters remains wholly within the patent agent's province of
operation although it may be necessary to involve other legal counsel.
For
example, in an opposition in the United Kingdom or Austral i a culminating in a
hearing the parties may retain advocates to present their case, but this is
not at all compulsory.
Appeal proceedings in the first instance are usually, though not always,
to a board of the Patent Office:
in the simpler cases the y are largely
conducted by an exchange of arguments so that the proceedings are little more
than a higher level examination.
A key task of the patent agent in such
proceedings is to endeavour to concentrate and elucidate the real issues and
to ensure that his client is only fighting over things that matter.
It is a
further important task, allied to a duty to which I have earlier adverted, to
ensure that the applicant is pursuing his case with a proper and complete
knowlegde of his position, his certain and possible costs, his chances of
success and a proper perspective in relation to the real worth of the eventual
protection.
The tasks and roles of a patent agent in an y hi g her level of appeal
proceedings vary i mmensely from country to countr y and are, I believe, beyond
the scope of this lecture.

PATEN'r AGENTS' TASKS:
III.

DURING THE LIFE OF A PATENT

Mr. Gregory J. Noonan
Partner, Davies & Collison, Patent Attorneys
Melbourne

Again, I believe it is useful to consider the agent's tasks under two
headings, firstly usual tasks in some or most countries, then tasks which are
less common and arise only in particular circumstances.

A.

USUAL TASKS IN SOME OR MOST COUNTRIES

Educating the Patentee in Relation to Marking Requirements
An early task of the patent agent, once the patent has been granted, is
to ensure that the patentee is aware of desirable or compulsory marking
requirements of the country in question.
It may have been necessary to raise
this issue during the life of the application.
In most cases, marking is
desirable not so much because of any statutory requirement but in order to
guard against a successful infringement defence.
In our own law, it is a
defence to the grant of damages to the patentee that the infringer had no
reasonable grounds for suspecting that patent protection might exist.
Quite
apart from this, it seems to me that total failure to indicate to the public
at large that a product or process is protected by a patent is negating the
deterrent value of patent protection.
Deterrence may, in reality, be the only
real weapon where the product is such as not to justify full scale legal
proceedings.
The important thing then is to keep the infringer out of the
market:
once in, the stakes may be too high for him to back out but the
economics of the situation may still mitigate against the patentee instituting
legal action.
Proper marking is especially important where, because of the way
product is being sold, or because the patentee is a perso11 or entity
suggested to the public, a search would not readily locate the patent.

the
not

Attending to Payment of Maintenance Fees
We have earlier referred to maintenance fees on applications in certain
countries.
Almost all countries, now even the United States, have some form
of maintenance fee at regular intervals, usually but not always annually.
As
a rule, Patent Offices do not remind patentees to pay the fee and only in some
cases draw attention to an overdue fee.
It is, therefore, a key task of
patent agents to diary deadlines for payment of maintenance fees, to seek
instructions from the patentee at the correct time and to pay the fee when due.
One of the business challenges for patent agents is to set up efficient
and reliable clerical systems for dealing with maintenance fees.
As most of
you will no doubt be aware, responsibility for maintenance fees is now often
taken away from patent agents and vested in applicant's in-house computers or
in firms such as Computer Patent Annuities, which offer worldwide maintenance
fee diarying reminder and payment services.
Although this comment is more
relevant to my second lecture, patent agent's tasks are made more difficult
where maintenance fees on pending applications are not the responsibility of
the
patent
agent.
Such
"double
representation"
presents
particular
difficulties of its own.
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Guiding the Patentee as to WorKing Requirements
Almost every country,
and the Paris Convention,
provide potential
sanctions where a patent is not adequately "worKed" in the respective
country.
The Convention provides for
the possible grant of compulsory
licenses after three years non-working, and then revocation if there is no
working two years after the grant of a compulsory license.
As a practical
matter, these provisions are and can be largely ignored.
In Australia, there
has been only a small handful of applications for compulsory licenses in the
almost 80 years of existence of our Federal patent system.
The real task, therefore, for a patent agent is to be aware of those
countries in which there are serious working requirements in the sense that
there is a real risk of significant consequences for the patentee if he fails
to comply.
Examples of such countries are Spain, Argentina and Mexico.
In some jurisdictions, it is popular to carry out so-called "nominal
working" whereby a patentee advertises for licensees and considers that he
thereby meets the local working requirements.
It appears unlikely that such
nominal working is of any real significance and should, therefore, only be
carried out if a local patent agent considers it useful or desirable.
Of
course, the patentee may regard the exercise as worthwhile for his own
purposes in endeavouring to exploit the invention.
Seeking Special Extensions
In some countries, notably those which have derived their patent law from
older British law, it is possible to obtain an extension of the term of a
patent beyond the usual expiry date where the invention is of particular merit
and the patentee has been "inadequately remunerated."
For example,
in
Australia, after many years in which no such extensions were granted by the
High Court, State Supreme Courts have recently granted a number of extensions
of term up to 10 years.
At least in my country, such extensions are extremely
expensive since the procedure established for justifying them involves the
presentation of a highly detailed
technical,
historical and accounting
analysis dating from the inception of the invention.
It is a tasK of the
patent agent, nevertheless, to ensure that the applicant is made aware of the
possibilities for extension well before the appropriate time for instituting
the necessary proceedings.

B.

LESS COMMON TASKS ARISING IN SPECIAL CIRCUMSTANCES

Processing Assignments and Licenses
This subject is in reality merely an addendum to my first lecture.
Suffice to add here that, where an assignment is effected during the pendency
of an application or subsequent to grant, it will generally be desirable to
record the assignment in the Patent Office, if only to ensure that the new
owner is in a position to institute infringement proceedings if 1t wishes to
do so.
In the United Kingdom, the matter is more urgent since, there, if an
assignment is not recorded within six months, the new patentee will not be
able to secure damages from an infringer for infringements prior to recordal.
Typical requirements in most jurisdictions are to formally apply for recordal,
present an original or notarially attested copy of the assignment and pay a
fee.
It may also be necessary to pay stamp duty.
It _ is not common practice to record licenses, even though most patent
registers do permit recordal.
However, it would generally be desirable to
record exclusive licenses in those jurisdictions where exclusive licensees
gain some of the legal rights of the patentee, such as the rights to institute
infringement proceedings and to authorize amendments of the specification.
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Participating in License Negotiations
When it comes to counselling a patentee in regard to a projected license,
the foremost task of the patent agent is to recognize that he is just one of
several experts to which the patentee will need to turn.
It is natural that
he is often the first expert from whom advice is sought and for this reason
his skill may well be in helping the patentee be properly organized in
securing all the advice he needs.
The particular province of the skilled
patent agent will be to advise the patentee on royalty and other payments
(which will depend in part upon the real value of the patent), in regard to
definitions on which the scope of the licence relies, on the ambit of the
license, on its term, and on the vexed matter of providing for the handling of
improvements and infringements.
If the patent agent possesses the necessary
skills, he may directly assist in negotiations.
At all times, he must not
step beyond his real skill and one of his tasks may be to recommend skilled
accountants or lawyers versed in taxation or exchange control matters.
Pursuing Infringements
The pursuit of infringers will tend to inevitably entail the defence of
the patent,
since this is the most common counter-allegation by the
infringer.
In many countries, such as Australia and the United Kingdom, the
patent agent will need to involve lawyers such as solicitors and barristers or
advocates if the infringement matter is not settled in early negotiations
between the parties.
Even if lawyers are required, the patent agent should
not allow his role to be downgraded.
It is my experience, and the experience
of skilled solicitors and advocates, that the patent agent has a real
contribution to make even where writs have issued and the matter becomes one
pursued in the Courts.
One of his contributions is essentially to form a
bridge between the lawyers and the technically skilled personnel of the
applicant.
The key task of the patent agent, in my view, is to ensure that matters
are kept in perspective, that the patentee is not led into unjustifiable
proceedings, where the chances of success and the economic gains do not
warrant the expenditure of time and money.
On the other hand, he must try not
to be overly pessimistic, encouraging the patentee where there is real merit
in at least instituting action against an infringer.
As a postscript, I mention merely by name two tasks which are popular in
bureaucrats' views of a patent agent's tasks and consequently tend to be
over-emphasized, viz., surrendering patents and processing applications for
compulsory licenses.

SUMMARY
With a little of my alloted time still remaining, may I take the
opportunity to present a brief overview of what I have said in the three
lectures.
When I commenced the lectures, I pointed out that the tasks of a
patent agent fell into two broad categories, representation and counsel.
I
think you will now appreciate this point and may also realise that a
successful patent agent's skill can be categorised in another way.
On the one
hand, is a high level of professional skill acquired only after considerable
training;
on the other, there is a need for sound administrative management.
The two go hand in hand:
it is of no value to his clients if a patent agent
is able to draft brilliant patent specifications or successfully manage
complex legal proceedings if his office is not organized to handle with a high
level of reliability and efficiency the plethora of deadlines and other
formalities which arise in the life of a patent application and the subsequent
patent.
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Many of the countries which are represented here today have no patent
profession in the sense understood in North America, Europe, Japan or
Australia.
In some cases you are fortunate in having a small group of
specialist lawyers.
I do hope that those government officials among you who
are charged with developing and fostering sound patent systems in your
countries, with the objectives alluded to earlier by Mr. Kadirgamar, will
appreciate that a patent system without a patent agents profession is a body
without its arms.
A patent system cannot be successful unless it is
accessible and a good patent agents profession provides the bridge between the
inventor or the potential applicant and the system.
Just how a country can develop an indigenous patent agents profession is
beyond the scope of these lectures but I hope I have at least encouraged
consideration of the subject.

FILING OF APPLICATIONS WITH THE
EUROPEAN PATENT OFFICE (EPO)
Mr. Bruce Cawthra
Director, Legal Division
European Patent Office (EPO)
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Guide for applicants

The subject of this paper, the filing of applications with the European
Patent Office, is dealt with comprehensively in. the EPO information brochure.
"How to get a European patent - guide for applicants" (5th edition in English,
January 1982).
This brochure is available from the EPO free of charge in
English, French or German.
When you request a copy you should specify the
language you require and that it should be sent by airmail. ·
This paper will adopt the same treatment of the subject as the guide for
applicants, viz.,

2.

(a)

formal aspects

(b)

presentation of the invention

(c)

filing the application.

Formal aspects
(i)

Who can file?

A European patent application may be filed by any natural or legal person
or any body equivalent to a legal person, regardless of nationality or place
of residence - Article 58 (but see below under "Representation").
(ii)

For which States?

The applicant for a European patent must designate those States in which
he wishes his invention to be protected- Article 79(1).
At present there are
eleven such Contracting States - AT, BE, CH, DE, FR, GB, IT, LI, LU, NL and
SE.
The designation must be made at the
time of
filing,
subsequent
designation is not possible.
In order to reduce the risk of loss of rights,
the request for grant form provides in Section XVII for the designation of all
EPC States as a precautionary measure. The applicant then has a further month
in which to take a final decision on designation before he pays the
designation fees in accordance with Article 79(2).
A copy of the request for
grant form together with its explanatory notes is annexed to this paper.
(iii)

Language of the application

The application must be filed in one of the three official languages of
the EPO, English, French or German- Article 14(1). This language becomes the
language of proceedings and must be used
throughout
the
procedure
Article 14 ( 3).
(iv)

Contents of the application

The application must contain a request for the grant of a European
patent, a description of the invention, one or more claims, any drawings
referred to in the description or the claims and an abstract- Article 78(1).
(v)

Request for grant form

The request must be filed on the EPO form referred to above
Rule 26 (1).
I t must be signed by the applicant or, if a representative has
been appointed, by the representative.
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Designation of the inventor

The application must designate the inventor
Article 81.
If the
applicant is not the inventor or the sole inventor the designation must be
filed in a separate document - Rule 17 ( 1).
The document must indicate the
origin of the applicant's right to the European patent - Article 81.
I f the
designation is not filed together with the application, it may still be filed
within sixteen months after the date of filing or the earliest priority
Article 91(5).
I f it is not filed within this time limit, the application is
deemed to be withdrawn.
(vii)

Claim to priority

Priority may be claimed for a European patent application by a person (or
his successor in title) who, in the twelve months prior to the filing of the
European patent application, has filed an application for a patent or the
registration of a utility model or utility certificate or an inventor's
certificate in respect of the same invention in or for any State party to the
Paris Convention - Article 87(1).
There is no legal remedy in the event of
failure to comply with the time limit - Article 122(5).
The applicant wishing to claim priority must indicate the State, date of
filing and the file number of the previous application.
He must also supply
the priority document, a copy of the previous application, certified as a true
copy by the authority which
received the previous application and a
certificate issued by that authority stating the date of filing - Article 88
and Rule 38.
The date and State of the previous application must be stated at the time
of filing the European patent application.
The file number and the priority
document must be supplied within sixteen months after the earliest date
Rule 38(3).
If, however, you fail to comply with this sixteen month time limit you
will be given the opportunity to correct the deficiency within a further time
limit to be set by the Office - this results from the decision of the EPO
Legal Board of Appeal in case J 01/80, OJ 9/1980 p. 289.
This is unlike the
stricter rule applied to the filing of the designation of the inventor.
Where priority is validly claimed, the priority date will count as the
date of the European application for the purposes of the prior art which may
be cited against the application - Article 89.
N.B.:

Approximately 95% of all European patent applications claim · prior·ity
from an earlier application.

(viii) Representation
Applicants having their residence or principal place of business in one
of the Contracting States may act on their own behalf in proceedings before
the EPO- Article 133(1). We do, however, recommend the use of a professional
representative before the EPO, particularly to those who are unfamiliar with
the European system.
Applicants not having either a residence or their principal place of
business in a Contracting State must be represented by a professional
representative in all proceedings other than in filing the European patent
application - Article 133(2).
Representation
before
the
EPO
is
undertaken
by
professional
representatives entered on a list kept by the EPO - Article 134(1).
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The representatives must, within three months after this appointment is
communicated to the EPO, file a signed authorisation.
If this is not done in
time any procedural step (other than filing the application) is deemed not to
have been taken
Rule 101(1) and (4).
This requirement of a signed
authorisation is particular to the European system, it is not found in the PCT.
The authorisation may be either specific, for a particular application,
or general, for many applications.
General authorisations are registered at
the EPO.
Applicants having their principal place of business or residence in a
Contracting State may also be represented by one of their employees
Article 133 ( 3).
Such an employee need not be a professional representative
but he requires an authorisation.
(xi)

Refund of the search fee

The European search fee will be refunded wholly or in part if the search
report is based on an earlier search report prepared by the EPO on an
application whose priority is claimed - Article 10 of the Rules relating to
Fees.
In order to take advantage of this benefit the applicant must supply
details of the earlier search report when filing the application.
(x)

Filing documents by telegram or telex

Documents filed with the EPO after the application has been filed may
exceptionally be sent by telegram or telex.
A document reproducing the
contents of the telegram or telex must, however, be filed within two weeks
from the receipt of such telegram or telex- Rule 36(5).
3.

Representation of the invention
(i)

Disclosure

The European patent application must disclose the invention in a manner
sufficiently clear and complete for it to be carried out by a person skilled
in the art - Article 83.
The description accompanied by the drawings forms
the basis for the claims whose terms determine the extent of the protection
conferred by the European patent - Articles 84 and 69.
The description and
drawings are also used to interpret the claims.
N. B.:

There are particular requirements for
involving the use of micro-organisms.

the

disclosure

of

inventibns

After the European patent application has been filed, the description,
claims and drawings may not be amended in such a way that they extend beyond
the content of the application as filed - Article 123 ( 2).
It is therefore
inadmissible subsequently
to insert e xamples
disclosure

or

f eatures

in

or d er

to

rectify deficiencies

of

to broaden claims, e.g., by deleting certain features, unless there is
a clear basis foe doing so in the application as filed.
The applicant must therefore e n sure that the claims as filed give a clear
and accurate definition of the invention.
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Unity of invention

The European patent application must relate to a single invention or to a
group of inventions so linked as to form a single general inventive concept Article 82.
(iii)

General requirements

The general requirements to be met by the description, claims, drawings
and abstract are set out in Rules 27 to 35.
(iv)

Description

The description must include
(a)

the title of the invention as in the request for grant,

{b)

an indication of the technical field to which the invention relates,

(c)
an account of the background art which can be regarded as useful for
understanding the invention,
(d)
the disclosure of the invention as claimed.
The disclosure must be
such that the technical problem and its solution can be understood.
Any
advantageous effects of the invention vis-a-vis the background art should be
stated - Rule 27.
(v)

Claims

The claims must define the matter for which protection is sought in terms
of its technical features.
They must be clear and concise and supported by
the description - Article 84. Wherever appropraite, the claims must comprise
two parts, a "prior art" portion and a characterising portion - Rule 29(1).
The first claim and any further independent claims must contain, in the first
part, the designation of the subject-matter of the invention and the technical
features necessary to define it but which, in combination, are part of the
prior art.
The characterising portion designates the technical features
which, in combination with the features in the first part of the claim, it is
desired to protect.
(vi)

Claims incurring fees

Any European patent application comprising more than ten claims at the
time of filing incurs payment of a claims fee in respect of each claim over
and above that number.
The claims fee is payable within one month after the
filing of the application - Rule 31 (1).
I f the claims fee-for any claim is
not paid in due time, the claim concerned is deemed to be abandoned
Rule 31(3).
The purpose of this rule is to ensure that European patent
applications do not contain an excessive number of claims.
(vii)

Abstract

The abstract serves merely for use as technical information and cannot be
taken into account for any other purpose - Article 85. The abstract, preceded
by the title of the invention, must contain a concise summary (preferably not
more than 150 words) of the disclosure as contained in the description, claims
and drawings.
It must be so drafted that it constitutes an efficient
instrument for the purposes of searching in a particular technical field.
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(viii) Unity of the European patent application or European patent
The basic principle is that the European patent application and the
European patent have a unitary character, that is, the text and drawings are
uniform for all the designated Contracting States.
There are, however, three
exceptions to this principle:
(a)
if in respect of one or some of the designated States the content of
an earlier European patent application forms part of the state of the art
pursuant to Article 54(3) and (4), the European patent application or European
patent may contain for such State or States sets of claims which are different
from those for the other designated States - Rule 87;
(b)
Austria is the only Contracting State which has entered a
reservation
in
accordance
with
Article
167(2) (a).
European
patent
applications and European patents in respect of chemical, pharmaceutical or
food products, as such, may include claims which are different from those for
the other designated States;
(c)
prior national rights are not comprised in the state of the art to
be taken into account by the EPO when carrying out an examination for
patentability
Article 139(2).
The applicant may,
therefore,
during
examination on his own initiative submit different claims for those States
where prior national rights exist, provided he supplies evidence.
The owner
of the European patent may also do this during opposition proceedings.
4.

Filing a European patent application
(i)

Where to file?

European patent applications may be filed either at the
its branch at The Hague or at any of the central industrial
of the Contracting States - Article 75.
The complete list
and the national provisions applicable in each country are
information brochure published by the EPO and available on
charge

EPO in Munich or
property offices
of these offices
contained in an
request free of

"National law relating to the EPC
synopsis of the regulations and
requirements
in
the Contracting States concerning European
patent
applications and patents" (Second edition, September 1982 ) .
For the purposes of toda y ' s discussion I shall assume that the European
patent application will be filed at the EPO in Munich or its branch at The
Hague.
European patent applications may be filed either in person
by post - Rule 24(1).
(ii)

(directly) or

Payment of fees

The followin g fees ar e pay abl e upon filin g a European patent application:
(a)

filing fee

(b)

· search fee

DM.

520

DM. l . 670

(c)

claims fees (where appropriate)

DM.

(d)

designation fee

DM.

60 each
260 per State
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On average each European patent application designates six Contracting
States so the total of the official fees payable on filing (excluding claims
fees) is DM. 3,750.
Professional fees would have to be paid in addition in
the region of say, DM. 1,500.
The filing and search fee must be paid within one month after filing the
application- Article 78(2).
The designation fees must be paid within twelve
months after filing the application or after the earliest priority date.
In
the latter case payment may still be made up to one month after the date of
filing if that period expires later - Article 79(2).
N.B.: No request is made by the EPO for the payment of these fees.
If the filing fee, search fee or a designation fee have not been paid
within the appropriate time limit they may still be validly paid within a
period of grace of two months after expiry of the time limit provided that a
surcharge is paid in this period.
This surcharge amounts to 50% of the fees
in question up to a maximum of DM. 1,035.
If the filing and search fees are not paid in due time the application is
deemed to be withdrawn - Article 90(3). Where the designation fee is not paid
in due time in respect of any Contracting State the designation of that State
is deemed to be withdrawn- Article 91(4) •.
The applicant must exercise the greatest possible care in complying with
these time limits for payment since, if he fails to pay the fees in due time,
there is no possibility for
him to have his rights re-established
Article 122 ( 5).
(iii)

Methods of . payment

The amounts of the fees and the procedure for paying them are laid down
in the Official Journal of the EPO. The current amounts in Deutsche Marks and
the equivalents in other currencies are contained in a Supplement to the
Official Journal No. 10/1982. There is no official equivalent in the currency
of US dollars.
In view of fluctuations in exchange rates it is always safer
to calculate the amounts of official fees in Deutsche Marks which is the
official currency of the EPO.
All fees must be
Payment may be made by

paid

directly

to

the

EPO

Article

5

Fees

Rules.

- payment or transfer to a bank account held by the EPO
- payment or transfer to a giro account held by the EPO
- money order
- cheque payable to the EPO
- cash
- debiting a deposit account opened with the Office.
Payment in cash is inconvenient in view of the large amounts involved.
Payment by cheque has one advantage compared with other methods of payment.
The date on which paymer!t by cheque is considered to have been made is the
date of receipt of the cheque provided of course that the cheque is met
Article 8(1) Fees Rules.
In the case of other methods of payment the date on
which payment is considered to have been made is the date on which the amount
is entered into an account held by the EPO.
Payment by debiting a deposit
account held with the EPO is perhaps the most convenient but you will only be
able to enjoy the advantage of this method if you employ a representative who
has opened such a deposit account.
For instance, the EPO accepts telexed
orders to debit a deposit account.
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Another safety measure for the timely payment of fees is provided by
Article 8(3) of the Fees Rules.
If you make your payment not later than ten
days before the expiry of the time limit and can provide evidence to the
Office of so doing, then the payment is considered to have been made in time
even if in fact it arrived too late.
5.

Conclusion

This brief survey has drawn attention only to the essential aspects of
filing a European patent application.
I should conclude by emphasizing two
aspects which are of particular importance - representation and the payment of
fees.
As I mentioned earlier, the applicant for a European patent who does
not have a residence or principal place of business in one EPO Contracting
State must be represented in all proceedings before the EPO except for filing
the European patent application- Article 133(2).
You will have seen from my
remarks on the payment of fees that fairly large sums of money in respect of
official fees are payable to the EPO within a relatively short period after
filing the application (one month).
In order to avoid any mistakes in the payment of fees to the EPO, I
should strongly recommend that you use a professional representative from the
outset to file your application for a European patent.
Correcti~such
m1stakes can be very expensive cf. the surcharge for late payment up to DM.
1,035 or even fatal, the application can be deemed to be withdrawn.
You will
have to appoint a representative for all steps subsequent to filing the
application.
It will be simpler and safer if you appoint him before you file
your application.

[Annex follows)
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An das Europiische Patentamt
To the European Patent Office
A rOffice europeen des brevets

Fur das Europiische Patentamt bestimmt
For the use of the European Patent Office
Page destinee a rOffice europeen des brevets

ANTRA& AUF ERTEILUN& EINES EUROPiiSCHEN PATENTS I REQUEST FOR GRANT
OF A EUROPEAN PATENT I REQUETE EN DELIVRANCE D'UN BREVET EUROPEEN
Der (die) Unterzeichnete(n) beantragt (beantragen) die Erteilung
eines europiiischen Patents aufgrund dieser Anmeldung.
I (We), the undersigned, request the grant of a European Patent
on the basis of the present application.

----

Nummer der Anmeldung I Application No. I N° de Ia dernande

Tag des Eingangs (Regel 24 (2)) I Date of Receipt (Rule 24 (2)) I
Date de reception (regie 24 (2))

Je (Nous), soussigne(s) requiers (requerons) Ia delivrance d'un
brevet europeen sur Ia base de Ia presente demande.
Zeichen des (der) Anmelders (Anmelder) oder Vertreters (Vertreter) (max.
15 Positionen)
Applicant's or Representative's Reference (maximum 15 spaces)
Reference du (des) demandeur(s) ou du (des) mandataire(s) (max. 15
caracteres ou espaces)

Tag des Eingangs beim EPA (Regel 24 (4)) I Date of Receipt at
the EPO (Rule 24 (4)) I Date de reception 6 I'OEB (regie 24 (4))

Anmeldetag I Date of Filing I Date de dep6t

I. Anmelder
Applicant
Demandeur

D

I

Weiterer (Weitere) Anmelder ist (sind) in Feld XIX (Seite 5) angegeben.
Additional applicant(s) indicated in Part XIX (page 5).
Les autres demandeurs son! mentionnes a Ia rubrique XIX (page 5).

I I I I I

Name I Nom

Zustellanschritt
Address for correspondence
Adresse pour Ia correspondence

Anschrifl (mit Postleitzahl und Staat)
Address (including postal code and State)
Adresse (avec le code postal et le nom· de I'Etat)

rI

I I I I

Telefonnummer I Telephone number I
Numero de telephone

Telegrammanschrifl I Telegraphic address I
Adresse telegraphique

StaatsangehOrigkeit I Nationality I Nationalite

Staat des Wohnsitzes oder Sitzes I State of residence or of principal place of business I
Eta! du domicile ou du siege du demandeur

II. Vertreterbestellung I Appointment of representative(&) I
Constitution de mandataire(s)
Nr. I No. I N°

I

Telexanschrifl I Telex address I Numero de
telex

I I I I I

.I

der allgemeinen Vollmacht I of the general authorisation I du pouvoir general

Name (Hier nur einen Vertreter angeben, der in das europaische Patentregister eingetragen und an den zugestellt wird).
Name (Here name only one representative, who is to be listed in the Register of European Patents and to whom notification is to be made).
Nom (n'indiquer ici qu'un seul mandataire, qui sera inscrit au Registre europeen des brevets et auquel seront adressees les notifications).

Geschaftsanschrift (falls erwunscht, mit Angabe der Sozietat oder Firma. in der der Vertreter tatig is!)
Address of place of business (including, if desired, the partnership or firm in which the representative works)
Adresse professionnelle (si on le souhaite, avec !'indication du cabinet ou de Ia societe ou le mandataire exerce ses activitees)

Telefonnummer I Telephone number I Numero
de telephone
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Telegrammanschrift I Telegraphic address I
Adresse telegraph ique

Telexanschritt I Telex address I Numero de
telex

I

I
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Ill.

Erfinder /Inventor /lnventeur

D

Anmelder ist (sind) alleiniger (allein ige) Erfinder.
The applicant(s) is (are) the sole inventor(s) .
Le(s) demandeur(s) est (sont) le (les) seul (s) inventeur(s).

IV.

Bezeichnung der Erfindung I Trtle of invention I Trtre de !'invention

V.

Die Anmeldung isl eine Teilanmeldung
The application is a divisional application
Le presente demande constitue une demande divisionnaire

D

D

VI.

D

D

Es handel! sich um eine Anmeldung nach Art. 61 (1) (b)
The application is an Art. 61 (1) (b) application
La presente demande constitue une demande selon !'article 61 (1) (b)
Nummer der frOheren Anmeldung I Original application number I
Numero de Ia demande initiale

Nummer der fruheren Anmeldung I Earli er application
number I Numero de Ia demande initiale

VII.

Erfindemennung auf gesondertem Schriftstock.
Designation of inventor attached.
Voir Ia designation de l'inventeur ci-jointe.

Prioritiitsertdiirung (gegebenenfalls) I Declaration of priority (if any) I Declaration de priorite (s'il y a lieu)
(Angabe des Staats und Anmeldetag s nicht nachholbar. Bei europiiischen und internationalen Anmeldungen ist zumindest ein in diesen
Anmeldungen benannter Staat anzugeben) I (Failure to indicate the State and filing date cannot subsequently be made good. At least one
State designated in European and international applications must be indicated) I (II ne peut eire remedie au defaut d'indication de I'Etat
et de Ia date de depOt. Dans le cas de demandes europeennes et internationales, il y a lieu d'indiquer au mains un Etat designe)
Weitere Prioritiit(en) ist (sind) in Feld XIX (Seite 5) angegeben .
Additional priority claim(s) indicated in Part XIX (page 5) .
Les autres revendications de priorite so nt indiquees Ia ru brique XIX (page 5).

a

Anmeldetag I Filing date I
Date de depOt

Staat I State I Etat

Aktenzeichen I Application No. I
N° de Ia demande

1.
2.
3.

4.
5.
6.
VIII. Benennung von Staaten I
Designation of States I
Designation des Etats

(Da eine nachtrAgliche Benennung nicht zulassig ist, werden vorsorglich samtliche Staaten in Feld XVll benannt)

(As subsequent designation ist not permitted , all States are designated in Part XVII as a precautionary measure)
(Etant donne qu'une designation ulteri eure n'est pas admissible, taus les Etats sont des ignes a toutes fins utiles a Ia rubrique XVII)

2
3.

4.
5.
6.

-

8.

D

-

--

7.

IX.

--- ....._
- ---

1.

9.
10.
11 .
12.
13.
14.
15.
16.

I"'"-

f- f- - - - -

tf-

--

Verschiedene Anmelder fiir verschiedene benannte Staaten (gegebenenfalls) I Different applicants for different designated States (where
applicable) 1 Differents demandeurs correspondent aux ditferents Etats designes (s'il y a lieu)
Weiterer verschiedener (Weitere verschiedene) Anmelder ist (sind) in Feld XIX (Seite 5) angegeben .
Additional such applicant(s) indicated in Part XIX (page 5).
Le (s) different(s) demandeur(s) additionnel(s) est (sont) mentionn e(s) a Ia rub riq ue XIX (page 5).
Name des Anmelders (Namen der Anmelder) I Name(s) of
applicant(s) I Nom(s) du (des) demandeur(s)
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Zahl def Patentllnspriiche: I Number of claims: I Nombre de revendic:lltions:
Ggf. Zahl der Patentanspriiche einer weiteren Reihe von PatentansprUchen (Art. 167 (2) (a)) :
Number of claims of an additional set of claims (Art. 167 (2) (a)), if any:
Le cas echeant, nombre de revendications dans une serie supplementaire de revendications (art. 167 (2) (a)) :

XI.

Z~

I Abstr8ct I Abr6ge
wird zur VerOffentlichung mit der Zusammenfassung vorgeschlagen.

Abbildung Nr.
Figure No.

is proposed for publication with the abstract.

II est propose de publier l'abrege accompagne de Ia figure n°
XII. Mlkroorgllnismen I Micro-organisms I Mic:ro-organismes

D

Bei der Erfindung wird ein Mikroorganismus verwendet, der gemaB Regel 28 (1) hintertegt wurde.
The invention involves the use of a micro-organism which has been deposited in accordance with Rule 28 (1).
L'invention comporte !'utilisation d'un micro-organisme, qui a ete depose conformement a Ia regie 28, paragraphe 1.
Die Angaben nach Regel 28 (1) (c) I The particulars pursuant to Rule 28 (1) (c) /les indications fournies conformement
a Ia regie 28, (1) (C)

D

sind auf Seite(n) .... , Zeile(n) . . . . der technischen Anmeldungsuntertagen enthalten.
are given on page(s) ... . , line(s) .... of the technical documents in the application.
figurent page(s) .... , ligne(s) .... des pieces techniques de Ia demande.

D

werden spater mitgeteilt. I will be submitted at a later date. I seront communiquees ulterieurement.

XIII. Zusltzlic:he Ablctlrtft der im europiischen Rec:herchenbericht angefijhrten Schriftstiicke I Additional copy of the documents cited in the
European -rch report I Copie supplementaire des documents cites dans le repport de recherche europeenne

D

Es wird eine zusAtzliche Abschrift der im europaischen Recherchenbericht angefOhrten SchriftstOcke angefordert.
An additional copy of the documents cited in the European search report is requested.
Une copie supplementaire des documents cites dans le rapport de recherche europeenne est demandlle.

XIV. Priifungsantrag (Artikel 94) I Request for examination (Article 94) I
Req~~Me en examen (article 94)
Es wird hiermit beantragt, zu prUfen, ob die europaische Patentanmeldung und die Erfindung, die sie zum Gegenstand hat, den Erfordernissen
des Europaischen PatentObereinkommens genOgen.
It is hereby requested that an examination be carried out to establish whether the European patent application and the invention to which
it relates meet the requirements of the European Patent Convention.
Le (les) deposant(s) sollicite(nt) que l'on examine si Ia demande de brevet europeen et !'invention qui en fait !'objet satisfont aux conditions
prevues par Ia Convention sur le brevet europeen.
X:V. GebOhrenzahlungen I Payment of fees I Paiement des taxes
Die nachstehenden GebOhren werden (wurden) entrichtet: I The following fees will be (have been) paid : I les taxes suivantes vont etre
(ont ete) acquittees:

D
D

AnmeldegebOhr und RecherchengebOhr
nach Artikel 78 (2)

Filing fee and search fee pursuant to
Article 78 (2)

Taxe de depOt et taxe de recherche, conformement
!'article 78, paragraphe 2

BenennungsgebOhr fOr jeden in Feld VIII
benannten Vertragsstaat nach
Artikel 79 (2)

Designation fee pursuant to
Article 79 (2) for each Contracting
State designated in Part VIII

Taxe de designation pour chaque Etat contractant
designe a Ia rubrique VIII, conformement a
!'article 79, paragraphe 2

D

AnspruchsgebOhr(en) fOr den 11. und
jeden weiteren Patentanspruch nach
Regel 31 (1)

Claims fee(s) pursuant to Rule 31 (1)
for the 11th and each subsequent
claim

Taxe(s) pour chaque revend ication a partir de Ia
onzieme, conformement a Ia regie 31 ,
paragraphe 1

D
D

PriifungsgebOhr nach Artikel 94 (2)

Examination fee pursuant to
Article 94 (2)

Taxe d'examen, conformement
paragraphe 2.

GebOhr fOr die zusatzliche Abschrift der
im europaischen Recherchenbericht
angefOhrten Schriften

Fee for the additional copy of the
documents cited in the European
search report

Taxe pour Ia copie supplementaire des documents
cites dans le rapport de recherche europeenne

a !'article 94,

XVI. Antrag auf Riickerstattung der Recherchengebiihr I Request for a refund of the search fee I Demande de remboursement de Ia taxe de
recherche

D

lch beantrage hiermit gemaB Art. 10 GebO
die (teilweise) Ruckerstattung der
Recherchengebuhr, weil das EPA bereits
fUr eine Patentanmeldung, deren Prioritat
beansprucht wird (siehe Feld VII) oder
die eine fruhere Anmeldung im Sinn des
Art. 76 oder der Regel15 EPU darstellt,
einen Recherchenbericht erstellt hat.

Pursuant to Art. 10. Rules relating to
Fees, I hereby request a (partial) refund
of the search fee. because the EPO has
already prepared a search report on
an application whose priority is
claimed (see Part VII) or which is the
earlier application within the meamng of
Art. 76 or the original application within
the meaning of Rule 15 EPC.

Je demande par Ia presente conformement a
!'article 10 du reglement relatif aux taxes, le
remboursement (en partie) de Ia taxe de
recherche, I'OEB ayant deja etabli un rapport
de recherche pour une demande de brevet
doni Ia priorite est revendiquee (voir rubrique VII)
ou qui c onstitue Ia demande initiale au sens de
!'article 76 ou de Ia re gie 15 de Ia CBE.

D

Eine Kopie des Recherchenberichts ist
beigefligt.

A copy of the search report 1s
attached.

Une copie du rapport de recherche est jointe.
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XVII. Vorsorgliche Benennung siimtlicher Vertragsstaaten (Zusatzangabe zu Feld VIII: Benennung von Staaten ) I Precautionary designation of
all the Contracting States (Supplement to Part VIII: Designation of States) I Designation de tous las Etats contractants
utiles (renseignements completant ceux donnees Ia rubrique VIII - Designation des Etats)

a

a toutes fins

Die im Feld VIII angebenen Staaten sind jene, fOr die die Zahlung der BenennungsgebOhren vorgenommen wurde oder derzeit beabsichtigt
ist. Vorsorglich werden jedoch sAmtliche Vertragsstaaten des EPO wie folgt benannt:
Bundesrepublik Deutschland, Nieder1ande, Vereinigtes K6nigreich, Schweiz , Frankreich, Luxemburg, Belgien , Schweden, ltalien, Osterreich ,
Liechtenstein.1 )
Es wird ersucht. die Benennung der hier zusatzlich benannten Vertragsstaaten als vom Anmelder zuriickgenommen zu betrachten, wenn
tor diese Staaten die BenennungsgebOhren nicht bis zum Ablaut der in Regel 65a vorgesehenen Nachfrist entrichtet werden .
Es wird beantragt, von einem Hinweis auf die Regel 85a und einer Mitteilung nach Regel 69 (1) betreffend die hier zusAtzlich benannten
Vertragsstaaten abzusehen .
The States indicated in Part VIII are those for which it is at present intended to pay designation fees if these have not already been paid .
As a precautionary measure, however, all the EPC Contracting States are being designated as follows :
Federal Republic of Germany, Nether1ands, United Kingdom , Switzer1and, France, Luxembourg, Belgium, Sweden, Italy, Austria, Liechtenstein')
It is hereby requested that the designation of any additional States thereby included be regarded as withdrawn by the applicant if the
designation fees have not been paid by the time the period of grace allowed in Rule 85a expires. A reminder ofthe provision of
Rule 65a and a communication in accordance with Rule 69 , paragraph 1, concerning the additional Contracting States designated
above will not therefore be required .
Les Etats mentionnes sous VIII sont ceux pour lesquels les taxes de designation ant ete payees au pour lesquels I' on se propose
actuellement de verser les taxes de designation. A toutes fins utiles, I' ensemble des Etats contractants de Ia CBE son! toutefois designes
dans l'ordre suivant :
Republique federale d'AIIemagne, Pays-Bas, Royaume-Uni, Suisse, France, Luxembourg , Belgique, Suede , ltalie, Autriche, Liechtenstein')
II est demande, au cas au les taxes de designation pour les Etats contractants designes ci-dessus titre complementaire ne seraient pas
acquittees dans le delai supplementaire prevu il Ia regie 85 bis, que Ia designation desdits Etats soit considere com me retiree par le
demandeur. Le soussigne requiert qu'en ce qui concerne ces memes Etats, il soil renonce il proceder au rappel de Ia regie 85 bis ainsi qu 'il
Ia notification visee ilia regie 69, paragraphe 1.

a

1) Die Liste der Vertragsstaaten gibt den derzeitigen Stand des Ratifikati onsverfah ren s wieder. Die Reihenfolge der Aufziihlung entspricht der Reihenfolge der
Hinterlegung der Ratifikat io ns· oder Beitrittsurkunden. Es steht dem Anmelder frei. eine andere Reihenfolge zu wiihlen . DafUr besteht aber fUr die bloBe
vorsorgliche Benennung von Vertragsstaaten kein AnlaB .
1) The list of Contracting States reflects the current state of the ratificati on procedure. The order of the list corresponds to the order of the deposit of the
ratification or accession documents. The applicant is at liberty to follow a different order, although there is no reason for doing so in the case of a purely
precautionary designation of Contr~cting States.
1) La liste des Etats contractants retl ete l'etat actuel de Ia procedure de ratification . L'Emumeration des Etats suit l'ordre dans lequel les instruments de
ratification et d'adhesion on t ete deposes. Le demandeur a toute liberte de choisir un ordre different . II n·existe toutefois aucune raison dele faire lorsqu 'il

s'agit seulement de designer les Eta! contractants

a toutes fins utiles.

XVIII. Liste der beigefiigten Untertagen I Checklist I Liste de contrOie
A. Anmeldungsunter1agen und Prioritatsbeleg(e)
Application documents and priority document(s)
Pieces de Ia demande et document(s) de priorite
S!Ockzahl
Number
of copies
Nombre
d'exemplaires

B. Der Anmeldung in der eingereichten Fassung liegen folgende
Schriftstocke bei :
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NOTES
to the request for grant of a European patent (EPO Form 1001)
These notes are intended to facilitate completion of the present form . For more detailed information, see text of the European Patent Convention, the
Implementing Regulations to the Convention and the "Guide for applicants". "Art." refers to Articles of the Convention, and "Rule " refers to Rules of
the Implementing Regulations. References to points (pts.) in the Guide relate to the information brochure, "How to get a European patent- Guide for
applicants"*; obtainable free of charge from the information office of the European Patent Office.
General instructions for completing Form 1001

Please use a typewriter. Separate the sets of four sheets before filling in, No carbon paper is to be used . Areas within heavily printed frames are for official use only. Where applicable, place a cross in the box provided.
The roman numerals in the margin below relate to the corresponding sections in the request for grant.
Applicant
(Identification of the applicant)

The family name must be indicated before the given name(s). Names of legal persons or of companies considered to be legal persons must be
indicated by their exact official designations.
(Multiple applicants)
Multiple applicants may appoint one professional representative as common representative and must then submit one authorisation signed by
all applicants.
Failing such appointment, the arrangements regarding common representatives (Rule 100) will apply. If all applicants have their residence or
principal place of business in an EPC Contracting State and/or are nationals of such a State, the applicant first named in the request will be
considered to be the common representative . The request for grant must however be signed by all applicants. The common representative
only acquires the right to act for all applicants if the request for grant ist signed in due form by all applicants. The applicants may jointly name
another applicant as common representative instead of the first-named applicant. This can be indicated in Section XIX. Section II is reserved for
appointment of a professional representative .
(Address for service)
Applicants not using representatives and having business premises in various locations may indicate an address for service, which will not appear either in the Register of Patents orin EPO publications. An applicant may only give an address of his own as the address for service (see "Ad dress for correspondence ", OJ 11-12/80, pp. 397-398).
II. Appointment of representatives
Persons eligible to be appointed representatives are professional representatives, including legal practitioners (hereafter called simply "professional representatives") (Art. 134), but .not authorised employees (Art.133 (3)). 1f a professional representative has been appointed, EPO notifications will be addressed to him . The application may be signed by the applicant (applicants) or the professional representative, or by an authorised employee. The authorisation for the representative or employee must be filed within three months after notification of appointment, otherwise any procedural steps other than the filing of the application will be deemed not to have been taken (Rule 101 (4)).
Instead of submitting separate authorisations for each file, there is also the option of referring to a general authorisation (see OJ 4/79, p. 164 et
seq.). For authorisation of an association, see OJ 3/79, p. 92 et seq ..
Ill. Inventor
If the applicant is not the inventor or ist not the sole inventor, the designation of the inventor must be filed in a separate document. It must contain a statement indicating the origin of the right to the European patent.
For the content of the statement, see the notes on the reverse of EPO Form 1002- Designation of inventor. The inventor designated by the applicant may give written notice of renunciation of his title as inventor (Rule 18 (3)). The designation of inventor will then be excluded from inspection
of the file (Rule 93) (c)).
IV. Title of invention
What is required is a clear and concise technical designation of the invention . All fancy names are excluded.
In view of the provisions of Art. 14 (8) and (9), according to which matter published in the European Patent Bulletin and entries in the Register of
European Patents must appear in the three official languages, the applicant is requested to indicate on page 5 of the request for grant or on a separate sheet the title of the invention in the other two official languages of the European Patent Office. If the applicant does not supply these
translations, the European Patent Office will do so.
V. European divisional applications

A European divisional application must be filed directly with the EPO (Art. 76 (1)). The divisional application must be accompanied by a separate
designation of inventor and, where appropriate, a separate authorisation. There is no need, when claiming priority, to file a copy of the previous
application pursuant to Rule 38 (3)), or a translation of the previous application pursuant to Rule 38 (4) (see OJ 6-7/79, pp. 290-291 . See also
Guide pts. 149-153).
VI. Applications under Article 61 (1) (b)
Section VI covers the special case where by a final decision it has been adjudged that the inventor or his successor in title (Art. 60 (1)) is entitled
to the grant of a European patent.
VII. Declaration of priority
The declaration of priority, stating the date of the previous filing and the State in or for which it was made, must be provided on filing the European patent application (Rule 38 (2)). The file number of the previous application , the priority document and a translation of the priority document may be filed later (Rule 38 (3) (4)). If the previous application is a European patent application or a PCT application filed with the EPO, the
applicant may, instead of filing the priority document, request the European Patent Office to include a copy of the previous application in the file
of the European patent application, under the terms of the third sentence of Rule 38 (3). See Guide, pts. 48-52.

* 4th edition (February 1980) of the English version.

VIII. Designation of States
The designation of Contracting States must be contained in the request for grant (Art. 79 (1)). For further details, see Legal Advice No . 7180 ,
OJ 11-12/80, p. 395.
IX. Different applicants for different designated States
See Guide, pt. 35.
X. Number of claims
Any European patent application comprising more than ten claims at the time of filing shall, in respect of each claim over and above that number,
incur payment of a claims fee (Rule 31 (1)) .
Separate claims may be filed for Austria, if the applicant wishes to take immediate account, when filing the European patent application, of the
reservation made under Art. 167 (2) (a) (see Legal Advice No. 3/79, OJ 6-7/79, p. 292 ; Legal Advice No. 4/80, OJ 2/80, p. 48). Separate claims under Rule 87 {prior European rights) or on grounds of prior national rights (see Legal Advice No. 9/81, OJ 3/81 , p. 68) may not be submitted until
proceedings before the Examining Division are under way .
XI. Abstract
See Guide, pts. 89-93.
XII. Micro-organisms
The micro-organism must be deposited with a recognised depositary institution not later than the filing date of the application (Rule 28 (1) (a),
Art. 83) . The name of the depositary institution and the file number of the deposit may be provided later, within the period set in Rule 28 (2).
Applicants wishing to make use of the option provided under Rule 28 (4) ("expert solution ") may make a statement to that effect in Section XIX,
along the following lines :
"I hereby inform you that the micro-organism(s) specified in Section XII will be made available only to an expert, under the terms of Rule 28 (4)
EPC."
XIII. Additional copy of the documents cited in the European search report
Under the terms of Art. 92 (2) , the European search report will , immediately after it has been drawn up , be transmitted to the applicant together
with copies of any cited documents. If requested , an additional copy of the documents will be sent at the same time, provided the flat-rate fee
prescribed for this purpose has been paid (see the Guidance concerning provisions governing fees in the latest issue of the Official Journal of
the European Patent Office).
XIV. Request for examination
See Guide, pt. 132, and Legal Advice No . 1/79, OJ 2/79, pp. 61-63.
The attention of persons having their residence or principal place of business in a Contracting State with an official language other than English ,
French or German and nationals of that State who are resident abroad (Article 14 (2)) is drawn to the following :
When the applicant wants to make use of the possible 20% reduction of the exami nation fee (Article 14 (4), Rule 6 (3) in conjunction with Article
12 (1) Rules relating to Fees), he may in addition file the request for examination in the language in question in Section XIX. It may be worded as
follows:
a) in Italian :
"Richiesta d 'esame (articolo 94)
Si richiede di esaminare se Ia domanda di brevetto europeo e l'invenzione che ne forma l'ogetto, soddisfano le condizioni della Convenzione
sui brevetto europeo. "
b) in Swedish :
"Begaran om patenterbarhetspri:ivning (artikel 94)
Harmed begars en pri:ivning om huruvida denna europeiska patentansi:ikan och den uppfinning som ansi:ikan avser uppfyller de krav som
uppstalls i Europeiska patentkonventionen ."
c) in Dutch :
"Verzoek voor uitvoering van een onderzoek (artikel 94)
Hierbij wordt verzocht een onderzoek uit te voeren om vast te stellen of de aanvrage voor en Europees Octrooi en de uitvinding die hieraan
ten grondslag ligt, aan de vereisten van de Europese Octrooiconventie voldoen ."
XV. Fee payments
See Guide, pt. 102 et seq ..
XVI. Request for refund of the search fee
See Guide, pt. 61
XVII. Designation of all the Contracting States as a precautionary measure
See Legal Advice No . 7/80, OJ 11-12/80, p. 395
XVIII. Checklist - Application documents
The description , claims , drawings and abstract must be filed in three copies.
Reference should be made to the provisions of Rules 32-35.

XX. Signature
In the case of legal persons or of companies considered to be legal person s under the law applicable to them , it should be indicated in what capacity the person signing the request for grant has done so .

FILING AND PROSECUTION OF PATENT
APPLICATIONS IN THAILAND
Mr. Suchint Chaimungkalanont
Baker and McKenzie
Bangkok

Introduction
Although the topic designated for me to speak on covers the subject of
"Filing and Prosecution of Applications in Asian Countries," with only one
hour allocated, I will limit presentation to Thailand only.
I believe that my
learned friends from other Asian countries will take care of their respective
jurisdictions.
Before dealing with the subject heading,
you with Thai patent law in general.

it is worthwhile to familiarize

Thai Patent Law
Thai patent law falls under the Patent Act which was enacted in 1979.
In
the brief lapse of time since then, there have been several Ministerial
Regulations and Announcements elaborating the Act and giving interpretations.
We have little in the way of precedent or set practical approaches to fall
back on. Therefore, Thai patent law is still a new frontier for us.
Under Thai patent law both inventions and product designs are patentable.
An invention must be, and I quote from the Patent
invention;
involving
a
higher
inventive step;
application.
In other words, invention is defined as
of absolute novelty,
involving an inventive step
industrial application.

Act (Section 5): a new
capable of
industrial
something new in terms
and being capable of

An invention is non-patentable if it is in the area of food, beverages,
pharmaceutical products or ingredients, agricultural machines, varieties of
animals or plants, scientific or mathematical rules and theories, and computer
programs.
Also included are inventions the exploitation or publication of
which would be contrary to public order or morality, and inventions proscribed
in Royal Decrees (Section 9) .
For a product design to be patentable, it must have novelty, and be for
industrial use which includes use in the handicraft field, and must not fall
within certain categories:
a product design already publicly used or applied in the Kingdom before
the date of application for patent;
a product design already disclosed in pictures, contents or details in
documents or printed matter publicly circulated within or without the Kingpom
prior to the date of application for patent;
a product design being similar to the aforementioned so that it is clear
that the product is an imitation (Section 57).
As for patents for invention, the Act stipulates that product designs
which are contrary to public order and good morals or which are declared
non-patentable by Royal Decree are not patentable (Section 58).
The valid period of a patent for invention is 15 years, while a patent
for a product design is valid for 7 yea rs.
The date is retroactive from the
date of application but if there is any court proceed in g, the period of the
court proceeding is excluded.
Prior to the issuance of a patent, i f there is
applicant may not have recourse (Sections 35 and 62).

any

infringement,

the
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In addition, the patent holder has the exclusive right to use the words
"Thai Patent," its abbreviation, or any foreign connotation on a patented
invention or product.
The patent holder may assign the patent or license to
another person to exercise the right conferred on him.
However, the Act also provides certain restrictions on the patent
holder.
It provides for compulsory licenses in cases where the patent holder
is monopolizing the right to manufacture or produce the patent invention or
product design, and where the patent holder acquires a patent simply to
prevent other persons from manufacturing or producing the patent invention or
product design
(Section 46).
In addition,
the Act has also provided
conditions regarding the cancellation of a patent;
such cancellation can be
applied for by a public prosecutor or person who has an interest in the
patent.
Also, after the expiration of 5 years from the granting of a patent,
the Board of Patents may cancel the patent if there is no production or no
sale of the patented product.
The Act also imposes a penalty by fine as well
as imprisonment on violators of certain provisions of the Act.
Application for a Patent for Invention Patent
Eligible applicants.
An inventor or product designer is eligible to
apply for a patent.
The right to apply for a patent is assignable.
In
addition, if an employee, under a hire of service agreement, or a contractor,
under a hire of work agreement, creates an invention or product design, the
employer shall be entitled to apply for a patent unless otherwise provided for
in the agreement.
The applicant must be a national of Thailand or a national
of a country which allows persons of Thai nationality to apply for patents in
their country.
Thailand is not a member of the Paris Union, nor party to any
of the other international treaties created specifically for reciprocal
protection of foreign patents.
However, Thailand has made various reciprocal
agreements with a number of countries to file patent applications through
authorized Thai patent agents and vice versa (Section 14).
These countries
include:
Australia, Austria,
Bermuda, Canada,
Finland,
France,
Federal
Republic of Germany, Hungary, Ireland, Italy, Japan, Liect.tenstein, Malaysia,
Mexico, Netherlands, New Zealand, Philippines, Poland, Republic of Korea,
Spain, Sweden, Switzerland, United Kingdom and United Stater; of America.
Patent Agent
An applicant can use a patent agent, more commonly known as a patent
attorney.
It should be noted that in order to appoint another person to act
as an agent to apply for a patent and to proceed through all the elements of
obtaining a patent, such person must be a licensed patent agent, and in order
to apply for such licence, the appointee, under the Power of Attorney, must
meet the requirements set out by the Patent Office.
Application for Invention Patent
The application must be in the prescribed form.
':"' he language of the
application and all supporting documents such as foreign patents, where cited,
must be in the Thai language with translations where applicable.
Thai patent
law requires the applicant to supply a drawing, together with details of the
invention, and a claim in order to enable the Patent Office to clearly
understand the invention.
It is also required that the drawing and the
details of the invention shall be consistent.
In addition, the drawing
symbols shall be in accordance with symbols specified .
The body of the
application should contain the name, nature and purpose of the invention, the
description and disclosure, the claim, and the abstract.
As the name, nature
and purpose of the invention need no elaboration, we will look at the other 3
areas of the application.
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Description and Disclosure
The patent application must include details which are "so clear, complete
and specific that a person with ordinary skill in the art or relevant
technology is able to make or implement such an invention by the best method
of invention as known to the inventor" (Section 17 ( 3)).
Failure to make
disclosure results in the patent not gaining protection.
An invention which
fails to make such disclosure may not subsequently be amended if the amendment
is c'onsidered as the principal part of the invention.
Such a request for
amendment shall be re j ected.
In order to meet the above requirements, the
Ministerial Regulations (1979 (1.2))
require the applicant to state the
following:
nature and purpose of the invention;
the technical field to which
the invention relates;
the related background;
full disclosure of the
invention;
drawing;
the best mode contemplated by the inventor;
the
application of such invention to industry, agriculture or commerce.
This order may be altered so as to aid comprehension of the invention,
but the actual subject titles cannot be changed in the process.
Claim
The patent law (Section 17(4)) requires that the "specific right to hold
a patent" must be contained in the application.
This requirement is similar
to that in most other countries.
The applicant must clearly state the
invention and if "a single patented characteristic cannot cover all technical
characteristics of the invention, the applicant may specify several principal
patented characteristics for the characteristics of the invention of the same
type in one application."
If the applicant desires to specify secondary
patented character is tics, he may do so as long as he clearly separates them
from the principal patented characteristics.
Abstract
The final point of the application is a readable summary of the actual
invention.
The requirements (Section 17( 5 , 6)) are v ery meticulous and
specific, asking for between 50 - 200 words, use of only one side of each sheet
(to be vertical), and absolutely no corrections of any sort to be shown on
such abstract.
Application for a Product Design P atent
The application for a p r oduct design patent is v er y similar to the
application for an invention patent, and consists of a req uest, claim, design,
representation, drawing and description.
To patent a
design
is
less
complicated than to patent an invention.
The law only requires the appliqant
to specify the exclusive right by spe c ify ing the shape, design and colour of
the product.
The applicant should specify the unique features which make it
different from other produc ts , and claim fo r exclusive rig hts to the part that
the applicant wishes to be pr o tected.
In addition, there is a desi g n
representation which is the most importa nt aspect of the application f or a
design patent and s h a ll accompany the application i n all cases.
Such
representation can be shown by drawing or photograph. The picture is normally
in black and white, e x cept in cases where the protection is required in
colour.
The design shall be i n co lour .
In addition, should the protection
requested include a perspecti v e vi e w, the pic t u r e shall be in perspective as
well.
The applicant may furnish a des c ription of t he design but such
description is not compulso ry .
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Prosecution of Patent Applications
The prosecution of the application is carried out by the Patent and
Trademark Division of the Commercial Registration Department.
The steps for
processing patent applications are outlined in the Annexes hereto (translated
from the handbook issued by the Patent Office).
Without going into any
detailed elaboration, I present the following observations •
.Examination.
Examination of all applications is undertaken to ensure
patentability and content of application.
Examination as to patentability may
be based on a review of the findings of foreign Patent Offices, or the
Director-General of the Commercial Registration Department may request other
government departments, units or organizations or any foreign or international
Patent Office to examine.
The applicant is responsible for the expenses of
such examination.
Examination hearings are provided for before a competent
officer in the course of examination.
In order to examine whether the
invention or design is qualified under the law, the applicant shall submit the
application for an examination of such invention and design.
During this
stage, the applicant may be required to amend his applicat i.on in accordance
with the requirements of the Act, or may be told that the i n vention cannot be
patented as it is either unpatentable or already patented.
Further, if the
applicant fails to follow up his application after the Director-General
stipulates that it requires amending, the applicant relinquishes his right to
the application.
As mentioned, at this stage the applicant may have his
application rejected.
He is permitted to appeal this decision to the Patents
Board.
Advertising.
Once the application is approved as being in accordance
with the regulations under the Patent Act, the actual application will be
ordered to be published by the Director-General.
Upon receiving notification
of this stage the applicant has 60 days to pay the publication fee.
I f this
fee is not paid within the required time period, the application shall be
deemed abandoned.
Should an objection be received in respect of the actual
application,
such objection must be reviewed within
180 days
of
the
publication.
As
stated
earlier,
once
there
is
an
ob j ection
to
the
application, the applicant must request examination of his invention within a
period of 1 year.
If this request is not made then the a pplication will be
11
deemed abandoned.
To quote the Act:
(The competent official) shall send a
copy of such an objection to the applicant (so) that the applicant can submit
arguments within 90 days from the day he has received a copy of (the)
objection.
I f the applicant does not submit arguments his application shall
be deemed abandoned.
An objection and arguments must be accompanied by
evidence.
The
Director-General,
after
considering
s u ch
objection
and
arguments, will reach a decision and notify the persons involved of this
decision with reasons for such decision.
Where the Director-General decides
in favour of the ob j ector, the application for patent will be refused.
However, if such objection to a patent for invention is decided in favour of
the objector the application originally made for ·such a patent will be
designated as the objector's application, the publication of the application
as the objector's publication and further objection will not be permitted.
Applicaton hearings are conducted by correspondence or in person and are
decided by the Director-General, with a right of appeal to the Patent Board or
the Court.
Further Examination.
Upon publication of the application, a request to
proceed with the examination must be made within 5 years.
If there is an
objection filed to the publicati o n, the applicant must request examination
within a year or have his application deemed abandoned.
There is still at
this stage the possibility that t he application does not comply with the
provisions of the Act.
In this c ase, the a p plication wo u ld be declared
cancelled.
If the application is ordered to b e cancelled , such cancellation
must be published.
When the request f or e x amination o f t h e application is
received, the individ ual appointed b y the Min i ster 11 shall pres e nt the report
of the examination to the Director-General. 11
If there are no objections and
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the Director-General decides that the applicant has the right to the patent,
he shall order the registration of the invention and the issuance of the
patent to the applicant.
The applicant must subsequently pay the fee for
issuance of the patent within 60 days.
When payment is received, the
registration of the invention and the issuance of the patent shall be done
within 15 days from the day the fee has been paid.
Conclusion
I trust that this brief presentation will at least familiarize you with
the aspects of the filing and prosecution of Thai patent applications.
Further, I hope that this paper will assist future comparative studies amongst
various countries and will enhance your understanding of this area of law.

[Annex I follows]
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ANNEX I
THE STEPS TAKEN IN APPLYING TO REGISTER A PATENT
Submit the application on the departmental
forms with details (what the right is to be,
technical summary of the invetition) and pay the
fee.

I

The officer examines the applications with
reference to Sections 9, 10, 11, 14, 15, 16 and 17
following the order of the application form.

I
·i

The officer informs the applicant of the result of
the examination so that he can amend the application,
or the applicant asks to amend under Section 22.

I

In case the application is rejected
under Sections 9,
15,17.

lIn case the applicant
has amended the application so that it is
correct
I

1

In case the applicant
does not amend the
application.

I

I

The applicant appeals
to the Patents Board
under Section 72

The applicant relinqui shes application

!The applicnt pays the advertising fee for the application
under Section 28

I

The applicant requests exam ination of the invention under
Section 29

I

The officer investigates whether it is a new invention
according to Sections 5, 6, 7, 8, 9 and 17 ( 3) and considers
whether it is a single invention according to Sections 18
and 26

I

I

The application is
correct according to
Sections 5,6,7,8,9 and
17 ( 3), but is incorrect according to
Sections 18 and 26

The application meet]
all the requirements
of Sections 5,6,7,8,
9 and 17(3) and
Sections 18 and 26

The application fails
to meet the requirements
of Se-ctions 5,6,7,8,9
and 17 ( 3)

I

The applicant amends
application to make
separate applications

I

I

The registration of
patent is accepted

I

l

The Director-General
orders rejection of
the application

[Annex II follows]
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ANNEX II
The six steps
product design:

in

seeking

registration

of

patents

for

invention

and

(1)
submit the application to register on the departmental forms with
the product design (where applicable) or with the details of the invention
(what the right is to be, technical summary of the invention) and make payment
of the fee;
(2)
there will be a waiting period while the officer examines the
application with reference to Sections 9, 10, 11, 14, 15, 16, 17, 56, 57, 58
and 65 of the Act, after which, by post, you will either be informed of having
met the requirements, or be asked to amend the application;
(3)
if your request has met the requirements of 2 above,
will ask you to pay the fee for advertisement of the applica tion;

the officer

( 4)
after your application has been advertised, you will be required to
submit a request for examination of your invention within 5 years from the
date of advertising, otherwise it will be deemed that you have relinquished
the application;
(in the case of an application for a patent for a product
design, this step is not necessary);
(5)
there will be another waiting period while the officer examines your
invention with reference to Sections 5, 6, 7, 8, 9, 17( 3 ), 18 and 26 of the
Act;
(6)
when your application meets all the requirements, the officer will
inform you, by post, to pay the issuance fee, and later he will issue you with
the patent.

[Annex III follows]
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ANNEX III
APPLICATION TO REGISTER PATENTS FOR INVENTION
1.
There
invention:
l.l

l. 2

are

two

submit the
comprise:

stages

in

applying

application

and

pay

for

registration

the

fee.

The

of

patents

application

for
must

(a)

the printed application forms for a patent, forms Sor Por./001
- Kor and Sor Phor./001 - Kor, which have 7 pages

(b)

details of the invention

(c)

what the right is to be

(d)

drawings (if any)

(e)

technical summary of the invention

(f)

additional documents showing the right of the applicant, such
as letter of transfer, contract, etc. (if any)

(g)

power of attorney (if any).

submit application requesting examination of the invention and pay
the fee, using Sor Por./003 - Kor. This can be filed up to 5 years
from the date of advertising in the Patent Report.

2.
After submitting the application as in 1.1, if there is any mistake that
can be amended, the Department will inform the applicant or his agent to
comply or amend, whichever is ordered in such letter.
3.
The applicant must use Sor Por./002 make amendments, and pay the fee.

Kor

in filing

the application to

4.
In case the application is correct, or has been amended to become correct
as in 3 above, the Department will send the applicant or his agent a letter
asking for a plate of the drawing (if any) 10 x 10 em in size and for payment
of the advertising fee for publishing in the Patent Report.
5.
After submitting the application in 1.2 above, the applicant or his agent
must wait for a letter from the Department and upon receipt of it do as
instructed in such letter.
6.
If the Director-General finds that the application is in accordance with
the law, and orders acceptance of registration of the Patent, the Department
will send out a letter asking the applicant to pay the fee.
7.
After the applicant has paid the fee in 6 above, the Department will send
him the patent.
Remarks:

If there is any problem at all in connection with an application
for the patent, the Department will always inform the applicant or
his agent of the matter.
In addition, the Department may also
. order the applicant to pay expenses incurred in examination of the
invention.
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[Subject Matter of the Lecture]
1.
This lecture will deal with general aspects of trademark law and
trademark
procedures.
It will
cover
national
and
international,
and
theoretical and practical, aspects of trademark law and trademark procedures.

[Definition of a Trademark)
[General)
2.
It is generally agreed that a trademark is a sign which serves to
distinguish the products of one enterprise from the products of other
enterprises.
"Product" means any item which is sold and therefore needs to be
distinguished, in order to allow the customer to make his choice. This choice
is greatly facilitated if products are offered bearing trademarks because the
customer can identify a particular product by means of the trademark.
Trademarks are particularly important for consumer goods, for example, all the
articles which fulfill the daily needs of a household.
I shall give more
explanations on the functions of trademarks in a few minutes.
[Trademarks as Part of Industrial Property)
3.
Trademarks are a part of industrial property.
Other subject matters of
industrial
property
are
inventions,
industrial
designs,
trade
names,
geographical indications and the protection against unfair competition.
4.
A common feature of all industrial property rights is that they relate to
intellectual
creations
such
as
inventions
or
industrial
designs,
or
distinctive
signs,
such
as
trademarks,
trade
names
and
geographical
indications, and that the protection of those creations o r distinctive signs
is supplemented by the protection against unfair competition.
I shall give
more explanations concerning the relationship between trademarks and other
objects of industrial property in one of the following chapters.
[Service Marks)
5.
Closely related to trademarks are service marks.
They have the purpose
of distinguishing the services of an enterprise from the services of other
enterprises.
"Service" means, for example, the offering of cars for rent, the
organizing of travel, the offering of insurance coverage, the repairing of all
kinds of articles, the cleaning and washing of textiles.
The economic
importance of services has increased during recent years.
Therefore, service
marks have become more and more important.
6.
Basically, there is no difference between trademarks and service marks
since the function is the same in both cases. When speaking of trademarks; I
therefore also mean service marks, unless indicate otherwise.
[Collective Marks and Certification Marks]
7.
In connection with trademarks, two special kinds of marks have
taken into account, namely, collective marks and certification marks.

to

be

B.
A collective mark
usually belongs to a
group or
association of
enterprises;
its
use
is
reserved
for
the members of
the group or
association. Collective marks serve to distinguish characteristic features of
the products offered by those enterprises, for example, the compliance with
certain quality standards.
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9. Certification marks have the same purpose
their use is normally not restricted to the
association of enterprises.
Instead, they may
fulfills the conditions laid down with respect
mark.
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as collective marks;
however,
members of a defined group or
be used by any enterprise which
to the use of the certification

[The Functions of Trademarks]
10.

I shall now deal with the functions of trademarks.

11.
In general, it may be said that a trademark performs four different--but
related--functions.
[Distinguishing the Products or Services of an Enterprise from the Products
or Services of Other Enterprises]
12. The first function of a trademark is to distinguish the products or
services of an enterprise from products or services of other enterprises.
Trademarks facilitate the choice to be made by the consumer when buying
certain products or making use . of certain services.
The trademark helps the
consumer to identify a product or service which was already known to him or
which was advertised.
13.
In view of the fact that a trademark has the function of distinguishing,
only distinctive signs are capable of serving as trademarks, and the main
purpose of protecting trademarks is to ensure that only distinctive signs are
used and that confusion among trademarks is prevented.
14. The function of distinguishing relates to products or services which are
of the same or a similar kind.
Where products or services are of a different
nature or serve different purposes, they are already distinguished by their
nature or purpose.
[Referring to a Particular Enterprise Which Offers the Products
or Services on the Market]
15. The second function of a trademark is to refer to a particular enterprise
which offers the products or services on the market.
16. Trademarks do not distinguish products or services as such.
They
distinguish them in their relationship to a particular enterprise, namely, the
enterprise from which the products or services originate. Thus trademarks are
not signs which distinguish one kind of product or service from other kinds
but which distinguish one source of identical or similar products or services
from other sources, namely, the various enterprises which offer such products
or services.
17. This function is important in the definition of the scope of protection
of trademarks.
The decisive test for that scope is whether the average
consumer, in view of identica l or s i milar trademarks rel a ting to products or
services of the same kind or of similar kinds, may believe that those products
or services originate from one and the same enterprise.
[Referring to a Particular Quality of the Products or Services]
18. The third function of trademarks is to refer to a particular quality o f
the products or services for which the trademark is used .
19. This function is not alway s recognized.
In fact, the quality function of
trademarks is one of the most controversial issues of trademark law.
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20. The reasons for maintaining that trademarks have the function of
referring to a particular quality of the products or services for which they
are used may be summarized as follows:
a trademark frequently is not used by
only one enterprise since the trademark owner may grant licenses to use the
trademark to other enterprises;
it is accordingly essential that licensees
respect the quality standards of the trademark owner.
Moreover, trading
enterprises often use trademarks for products which they acquire from various
sources.
Thus, products, although not originating from one and the same
enterprise, nevertheless have to cor respond to certain common character is tics
and quality standards which are applied by the trademark owner.
A trademark
owner therefore guarantees that only products that correspond to those
standards and quality requirements will be offered under the trademark.
In
such cases, the trademark owner is not responsible for producing the products
but rather--and this may be equally important--for selecting those that
meethis standards and requirements.
This argument is supported by the fact
that even where the trademark owner is the manufacturer of a particular
product, in the manufacturing process parts are frequently used which have not
been produced by the trademark owner but which have been selected by him.
For
example, an automobile offered under a particular trademark may contain a
great number of parts which have not been manufactured by the trademark
owner.
What counts therefore is the quality standard set by the trademark
owner in the selection of the parts.
21. The arguments against the recognition of a quality guarantee function of
trademarks can be summarized as follows:
a quality guarantee would suppose
that the trademark owner would be obliged to always maintain the same
quality;
this, however,
is pratically impossible.
Products change but
trademarks are maintained.
For example, automobile manufacturers do not
change their trademark when they present a new model.
The new model is
different from the old one. Whether it is better or worse than the old one is
difficult to say since this is a complex matter on which different people may
have different opinions.
In any case,
the technological developments,
changing legal requirements, for example concerning safety or the protection
of the environment, changes in consumer taste and the changing situation on
the market makes it necessary for trademark owners to chang·:! products.
22. The question whether a quality guarangee function for trademarks is to be
recognized has practical significance in connection with trademark licensing.
In this connection, it is generally agreed that the licensee must respect
certain quality standards set by the trademark owner.
23. A controversial issue arises in respect of the question whether the
trademark owner himself may change the quality and, if he does so, what are
the consequences with respect to the trademark.
Various approaches to solve
this question are at present under discussion but there does not yet exist a
generally accepted solution.
[Promoting Marketing and Sales]
24. The fourth and last function of trademarks is to promote the marketing
and sale of products and the marketing and rendering of services.
25. This function recently has become more and more important.
Trademarks
are not only used to distinguish or to refer to a particular enterprise or a
particular quality but also to stimulate sales.
A trademark which is to
fulfill that function must be carefully selected.
It must appeal to the
consumer, create interest and inspire a feeling of confidence.
This is why
this function sometimes is called the "appeal function."
26. Trademarks which overemphasize the appeal function may run the risk of
being misleading. This is to be kept in mind in the selection of trademarks,
for misleading trademarks are excluded from protection.
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[The Economic Importance of Trademarks]
27.

I shall now deal with the economic importance of trademarks.

[Trademarks as an Asset of an Enterprise]
28. A well selected trademark is an asset to an enterprise because it permits
that enterprise to establish a market position based on the trademark.
However, a trademark only becomes really valuable if it is used by an
enterprise.
The longer and the more extensive the use, the higher is the
value of the trademark. After long and extensive use, the trademark obtains a
reputation or goodwill which is essential for the marketing and sale of the
products or services offered under the trademark.
29. For certain enterprises trademarks represent an asset which may be more
valuable than the manufacturing plant itself. For example, in the manufacture
of toothpaste, the production facilities may be relatively easy to establish
but, in order to sell toothpaste nowadays, it is necessary to have an
appealing trademark.
Thus a trademark which has been used by a toothpaste
manufacturer for a long time in many countries represents an importan-t asset.
The same is true for articles like perfumes, watches, transistor radios, etc.
[Products and Services for Which Trademarks Are Used]
30. The range of products and services for which trademarks are used can be
very broad. They can comprise all consumer goods, including not only articles
of daily consumption but also investment articles such as furniture, household
appliances, cameras, radio and television sets, bicycles, motorbikes and
automobiles.
As regards services, I already mentioned that the number and
importance of services for which trademarks are used has substantially
increased during recent years. The range of services now covers not only such
traditional services as cleaning, washing and repairing but also such modern
services as car rental, travel and employment agencies and insurance and
banking concerns.
[Trademark Statistics]
31. The economic importance of trademarks is clearly demonstrated in the
trademark statistics which are published every year by WIPO on the basis of
information furnished by the national industrial property offices of each
country.
32. Those statistics show that, in the more industrialized countries, every
year the registration of thousands of new trademarks is applied for ~ith the
industrial property office and that the total number of all trademarks
registered in some of these countries reaches several hundred thousand.
33. For
example,
the Japanese Patent
Of fice
received around
1 27,000
applications in 1980 and the total of all registrations in force in Japan at
the end of 1980 was around 83 5 ,000.
In the Un i ted Sta tes of America, the
corresponding
figures
were
around
47,000
applications
and
473,000
registrations in force.
The fact that the figures in the United States of
America are lower than those for Japan may have two reasons.
Firstly, it is
possible in the United States of America to acquire trademark rights without
registration;
thus, a number of trademarks exist whic h are not registered
with the United States Patent and Trademark Office.
~> econdl y ,
the present
trademark system of Japan limits the scope of an applica tion to one class of
products in accordance with the International Trademark Classification while
most other countries, including the United States of America, permit the
registration of a trademark to cover several classes of products or services.
Therefore, Japan and some other countries which also apply the "single class
system" have relatively higher numbers of applications and registrations.
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34. Without going into greater detail concerning the statistics, which are
nevertheless worthwhile studying, I should only like to mention two countries
in addition to those already referred to, that have particularly interesting
figures, namely, the Republic of Korea and Singapore.
35. In 1980, the Republic of Korea received around 13,000 applications and at
the end of 1980 about 80,000 registrations were in force.
Singapore received
around 5,000 applications and at the end of 1980 around 58,000 registrations
were in force.
36. Taking into account the size of these two countries, the statistics speak
for themselves.

[Trademarks in Comparison with Other Objects of Industrial Property]
37. In order to understand trademark law,
it is essential to compare
trademarks with the other objects of industrial property.
Those other objects
are inventions, industrial designs, trade names, geographical indications and
the protection against unfair competition.
38. One can also compare trademarks with copyright protection, namely,
literary and artistic works, and thus cover the whole field of intellectual
property.
For the purposes of this lecture, however, it is sufficient to
limit the comparison to the objects of industrial property.
[Trademarks and Inventions]
39. Trademarks and inventions seem to be quite different, but still they have
certain characteristic features in common.
40. Both trademarks and inventions are creations of the numan mind and thus
constitute intellectual property or, to be more precise, industrial property.
Both trademarks and inventions may be incorporated in physical objects in an
unlimited number anywhere in the world and at any time.
':t is this criterion
of repeatability that is characteristic of all objects of intellectual
property.
41. As regards the difference between trademarks and inventions, it is clear
that they have different purposes. Trademarks serve to distinguish~
they are
Inventions
used in commerce as distinctive signs for products or services.
represent technical solutions~
they are used for the purposes of industrial
manufacture.
42. Another difference is that the protection of trademarks is not limited
in time while inventions are protected only for a limited duration in order 'to
permit anybody interested in exploiting the invention to do so freely after
the expiration of the patent.
[Trademarks and Industrial Designs]
43. As regards industrial designs all that has been said in respect of
inventions applies here, too.
There is, of course, a difference between
inventions and industrial designs since inventions are technical solutions and
industrial designs are aesthetic creations.
44. Moreover, it may happen that an industrial design is adopted as a
trademark.
Whether this is legally possible will be explained in one of the
following lectures in this seminar.
[Trademarks and Trade Names]
45.

Trademarks and trade names are closely related.

46. They are both
limitation in time.

distinctive

signs

and

they

are

both

protected

without
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47.
However, while a trademark distinguishes products or services of one
enterprise from products or services of other enterprises, a trade name
distinguishes the enterprise itself.
Despite this difference as regards the
function, it occurs rather frequently that a trade name of an enterprise is
also used and protected as a trademark, either in full or in abbreviation, for
example, "General Motors," "Ford," etc., or that a trademark is incorporated
in the trade name, for example,
"The Coca-Cola Company."
[Trademarks and Geographical Indications)
48.

Trademarks and geographical indications are also closely related.

49.
Both are distinctive signs,
time.

and the protection of both is not limited in

50.
The basic difference, however, is that while a trademark distinguishes
the products or services of a particular enterprise from those of other
enterprises, a geographical indication distinguishes the products or services
of a particular geographical region from those of other regions.
Thus,
geographical indications normally are used by several enterprises which have
their businesses in the geographical area to which the geographical indication
relates.

[Trademarks and Protection Against Unfair Competition)
51.
As regards protection against unfair competition, there is a general
difference between this object of industrial property and all the other
objects of industrial property.
Protection against unfair competition does
not directly concern particular industrial property rights but rather concerns
certain acts which are considered to be contrary to honest practices and
therefore are unlawful.
Thus, protection against unfair competition is a kind
of subsidiary means of protecting industrial property.

52.
The infringement of a trademark may also constitute an act of unfair
competition because it is considered contrary to hones t pratices to use a
trademark without the authorization of its owner.
In a number of countries,
trademarks which are not registered are protected on the basis of protection
against unfair competition.

53. More explanations on these questions
following lectures in this seminar.

will

be

g i ven

in

one

of

the

[Reasons for Protecting Trademarks)
54.

I shall now deal with the reasons for protecting trademarks.

55.
It is generally recognized that in analyzing these reasons, three points
of view must be examined, namely, the point of view of the trademark owner,
the point of view of the consumer and the point of view of the public in
general.

[Reasons from the Point of View of the Trademark Owner]
56.
An enterprise using a trademark for its product ·5 or services has an
interest in preventing other enterprises from using the same or similar
trademark for the same or similar products or services .
Such use by another
enterprise would give the impression that the products or services offered by
the other enterprise originate from the enterprise which owns the trademark.
Because of the resulting confusion in the mind of the consumer, the business
of the trademark owner would suffer.

57. Thus, the trademark owner needs legal protection in order to prevent such
unauthorized use of his trademark by other enterprises.
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[Reasons from the Point of View of the Consumer)
58. As I just said, the unauthorized
confusion in the mind of the consumer.

use of a

trademark creates a

risk of

59. This risk of confusion is in itself a reason to protect trademarks.
As
in the case of protecting against all other misleading practices, it is in the
consumer's interest to ensure legal protection against trademark infringement.
[Reasons from the Point of View of the Public in General)
60.
In addition to the interest of the trademark owner and the interest of
the consumer, there is also a general public interest which compels the
protection of trademarks.
In their function as distinctive signs, trademarks
fulfill an important role in the economy of each country.
It would be
incompatible with the public interest not to provide for efficient protection
against any use of a trademark which is contrary to its functions.

[The Two Basic Approaches to the Protection of Trademarks)
61.
I shall now briefly deal with a fundamental question of trademark law,
namely, the basis of protection.
Two completely different approaches have to
be distinguished here, one being based on the use of trademarks and ihe other
being based on the registration of trademarks.
[Acquisition of Trademark Rights Through Use)
62.
In countries where the trademark system is based on •1se, it is possible
to acquire rights in trademarks without registration, just on the basis of
use.
Those countries include the United States of America, the United Kingdom
and other countries having followed the system of law established in the
United Kingdom.
63.
This approach is founded on the consideration that the function of a
trademark is decisive for its protection.
However, only through use can a
trademark fulfill its function.
If a trademark is not used, it is not known
to the public, and no confusion can arise through the use of the same
trademark by another enterprise.
64. This
approach has a
number
of consequences.
The most
important
consequence is that trademarks are protected without having been registered.
65. The countries which apply this basic approach nevertheless also provide
for a system of registration, which offers certain advantages in respect of
trademark protection, in particular as regards legal security and proof.
·
[Acquisition of Trademark Rights Through Registration)
66.
In a large number
through registration.

of countries,

trademark

rights

may

be

acquired

only

67. This approach is based on considerations of legal se~urity.
Moreover, it
is based on the belief that an enterprise may have an interest in obtaining
the registration of a trademark without immediately starting to use it.
Registration thus offers the possibility of carefully planning the marketing
of the · products or services for which the trademark is to be used.
Enterprises can therefore commit themselves with confidence to the huge
amounts of time and money which may be spent in introducing a trademark on the
market.
68.
In addition to legal security,
this system has the advantage of
simplicity.
Certain legal problems occasionally arise however, in particular
in cases where a trademark was used by an enterprise without having been
registered and another enterprise subsequently obtains the registration of
that trademark.
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69. Most of the countries which provide for acquisition of trademark rights
through registration nevertheless require that a registered trademark be used
after a certain period of time.
This requirement avoids the clustering of
trademark registers with unused trademarks. More explanations on the problems
relating to use and registration of trademarks will be given in one of the
subsequent lectures in this seminar.

[Conditions for the Protection of Trademarks]
70.
I shall now give a short survey of the conditions for the protection of
trademarks.
71. Generally speaking, there are two kinds of conditions for the protection
of trademarks, absolute conditions and relative conditions.
[Absolute Conditions]
72. The expression "absolute conditions for the protection of trademarks"
covers all those conditions which relate to the trademark itself, without
taking
into account its position in respect of trademarks and other
distinctive signs belonging to other enterprises.
73. The absolute conditions include, in particular, the condition that the
trademark must be distinctive.
They also include the conditions that the
trademark must not be deceptive and must not be contrary to public order and
morality.
[Relative Conditions]
73. The relative conditions for the protection of trademark~ mainly relate to
possible conflicts with other trademarks.
A trademark which is in conflict
with another already protected trademark of another enterprise does not
deserve protection.
74. The same is true if a trademark is in conflict with an already existing
trade name or a geographical indication.
Further explanations on these
questions will be given in a subsequent lecture in this seminar.

[Scope of Protection]
75. In order to conclude this lecture,
scope of protection of trademarks.
76.

I

shall

now briefly deal with

thi!

In this connection, five aspects have to be discussed.

[As Regards Territory]
'77. The first aspect is the scope of protection as regards territory.
Here a
distinction must be made depending on whether the trademark is protected on
the basis of its use or whether it is protected on the basis of registration.
78. Where a trademark has been registered, the effect of the registration
covers the country where or for which it was registered.
The expression "for
which" refers to the case where a trademark has been registered with effect in
several countries by the International Bureau of WIPO or by a regional
trademark office, such as the African Intellectual Property Organization
(OAPI).
79. The registration of a trademark in one country does not have any effect
in other countries;
in order to obtain protection in other countries, the
trademark needs to be registered--or, in countries in which use without
registration may lead to protection used--in each country (except in the case
of an international or regional reg i stration).
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80. The registration has
which it is registered.

effect in the whole

territory of each country

in

81. Where the protection of the trademark is based on mere use without
registration, the territorial scope of protection may be limited to the
area--inside the country--within which the trademark is used.
This will be
further explained in one of the following lectures.
[As Regards Time)
82. The second aspect concerns the time during which a
trademark
is
protected.
As already stated, trademark protection, unlike the protection of
inventions, is not limited in time.
83. Where the protection is based on mere use without registration, it is
sufficient to continue the use in order to secure the continuous effect of the
protection.
84. Where the protection is based on registration, national laws prescribe
that the effect of registration is limited in time (for example, to ten years)
but that it may be renewed for an unlimited number of consecutive periods (for
example, periods of ten years each) against payment of a fee for each renewal.
85.
Thus, trademark protection may be unlimited in time, and in fact
exist many trademarks which have already been protected for a long
sometimes more than 100 years.

there
time,

[As Regards Similar Signs)
86. The third aspect concerns one of the basic principles of trademark law;
this principle provides that trademarks are protected not only against the
unauthorized use of the same sign but also against the un~uthorized use of a
similar sign. The decisive test is whether the sign against the use of which
the trademark owner desires protection is so closely similar that its use
creates confusion in the mind of the consumer.
[As Regards Similar Products or Services)
87. The fourth aspect concerns another basic principle of trademark law
accordance with which protect ion is not 1 imi ted exactly to the products
services offered by the trademark owner but extends to similar products
services, provided that there is a risk of confusion in the mind of
consumer.

in
or
or
the

[As Regards Protected Acts)
88. The fifth and last aspect of the scope of protection concerns the kind of
acts against which protection may be sought.
In general, the trademark owner
has the right to prevent the unauthorized use of the trademark by other
enterprises.
Such use does not only include the manufacture of products
bearing the trademark but also the offering of those products on the market
(including advertising, sale and importation).
89. As regards services, the unauthorized use of a trademark covers
offering of the services on the market (including advertising) and
rendering of the services in connection with the trademark.

the
the

90. With these brief explanations, I have reached the end of this lecture.
Most of what I have said here will be further explained in the following
lectures in this seminar.
91.

I thank you for your attention·.
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[Introduction]
1.
The two lectures which I shall give in the second half of this afternoon
and tomorrow morning are entitled "Comparative Trademark Law." They will deal
with trademark law, that is:
the rules governing the use and protection of
trademarks, and they will deal with this subject in a comparative manner, that
is: comparing the rules adopted in the various countries of the world.
2.
Among the more than 150 countries of the world, there is none in which
trademarks are not used; and there is pratically none in which trademarks are
not protected.
3.
Trademarks play an important role in domestic and international trade.
Of course, the amount of trade differs from country to country, depending on
various factors, in particular the size of the gross national product of each
country. Moreover, trademarks typically are used for consumer goods while raw
materials usually are traded without trademarks.
However, even countries with
a very small gross national product or whose economic activities mainly relate
to raw materials have some domestic and international trade in consumer goods
for which trademarks are used.
4.
Use of trademarks without protection would not make much sense.
If the
trademark of a particular enterprise could be used by anybody else without any
possibility of preventing such use, trademarks could not fulfill their
function, namely to distinguish the goods (or products) or services of one
enterprise from the goods (or products) or services of another enterprise.
This is the reason why trademarks are protected against unauthorized use in
practically all countries of the world, either by means of a special law
(which is the system adopted in most countries) or by other means, such as the
application of general principles of law.
5.
You will understand that my lectures cannot take into account the
national laws of all countries of the world.
This would not only take too
much time but it would also lead to endless repetitions s i nce there are groups
of countries which have the same characteristic features of trademark law.
An
example of such a group of countries is the United Kingdom and those countries
which formerly were colonies or dependent territories of the United Kingdom.
This group includes a number of developing countries in Africa, Asia and Latin
America but also industrialized countries such as Ireland, Australia and New
Zealand.
Another group of countries includes some countries on the European
continent
and
a
number
of
developing
countries
which
have
adopted
characteristic features of the French trademark law.
6.
The information on national trademark laws contained in my lectures is
given without guarantee since it has not been checked with the competent
authorities of each country concerned.
The information is mainly based on the
files kept by the International Bureau of WIPO.
On the basis of those files,
the International Bureau has prepared "Summary Tabl•s" on "Major Provisions of
Trademark Legislation in Selected Countries," which were published in .1977.
Those "Summary Tables" summarize the principal provisions of trademark
legislation in 84 countries;
they are still up to date (with the exception of
a few countries which recently amended their trademark law (for example, the
Federal Republic of Germany) or which adopted a new trademark law (for
example, Yugoslavia)).
[Definition of Trademark Law]
7.
Since my lectures deal with trademark law, it will first have to be
explained what the expression "trademark law" means.
In this connection, two
questions have to be answered.
The first question concerns the scope of
trademark law, namely, to what extent rules of law are to be considered as
trademark law.
The second question concerns the sources of trademark law,
namely, to what extent trademark law consists of statute law and to what
extent it consists of rules of law established by other means, in particular
court decisions.
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[Scope of Trademark Law]
8. There is no generally accepted definition of trademark law which would be
comparable to the definition of patent law.
Patent law can be easily defined
because it comprises all the rules--contained in statutes or established by
court decisions--which govern the protection of inventions by patents for
invention.
The title of protection which, in respect of trademarks, could be
compared with a patent for invention is the registration of a trademark.
However, in many countries, rights in trademarks may be acquired independently
of registration, by the mere fact of use of the trademaJ:k.
It cannot be
denied that the rules which govern the acquisition of rights in trademarks
through use and the protection of those rights belong to what is called
"trademark law."
9. For the purposes of my lectures, the scope of trademark law is defined by
practical considerations.
Thus,
trademark
law
includes all
the
rules
governing the acquisition and maintenance of rights in trademarks and any
rules governing the protection of trademarks against unauthorized used.
The
purpose of my lectures is to explain those rules in greater detail.
[Sources of Trademark Law]
10. In a comparative study of trademark law, the most important differences
between countries or groups of countries appear when considering the sources
of trademark law.
In a simplified manner, one can distinguish between two
basic concepts in trademark law.
ll. On the one hand, there is the concept that rights in trademarks are
acquired through registration;
under this concept, the primary source of
trademark law is the statute which establishes the system of registration and
regulates the effects of the registration of a trademark.
On the other hand,
there is the concept that rights in trademarks are a c quired through use;
typically, this concept is based not on a statute but o n what is called the
"common law," which means rules of law established essentially through court
decisions;
countries which follow this concept normally also provide for the
possibility of registration, but the effects of such registration are limited
since the system is based on priority of use;
this latter c"oncept has been
adopted in the United States of America, the United Kingdom and countries
which follow the United Kingdom system of trademark law.
Needless to say that
some countries have adopted solutions which lie between those two basic
concepts.
12.
[Statutes and Other Legislative Instruments l
Most countries have a
special statute which establishes a system of registrat i on of trademarks and
which regulates the rights conferred by such registration .
In a few countries
(for example, Brazil, Mexico and Yugoslavia), the provisions on trademarks
form part of a statute which covers the entire field of industrial property
(that means, the statute, in addition to provisions on trademarks, inclodes
provisions
on patents
for
invention,
industrial d e signs,
trade names,
geographical indications, and protect i on against unfair competition).
13. Two groups o f countries have established regiona l tr a demark offices,
namely, the three Benelux coun t ries (Belgium, Luxembourq and the Netherlands)
and the twelve member States of the African Intellectual Property Organization
(OAPI).
In those two groups of countries, there do not exist any national
trademark statutes since they have uniform trademark laws, in addition to
their regional offices.
14. A further group of c ountries, namely, the at present ten countries
members ·of the Europe~n Common Market, may , in the future, also have a
regional trade mark o ff ice and a r egional trademark law;
thi s reg ional o ff ice
and law, however, ar e not intended to replace the existing nat i onal trademark
offices and trademark laws but they are intended to offer an additional
(alternative) possibility of protection of trademarks in the said countries.
More information on t h is future s y stem was given in lecture No. 6.
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15.
[Other Sources of Law,
in Particular Court Decisions]
I
already
mentioned that, in some countries, certain basic principles of trademark law
have been established without statutory enactment, merely through the fact
that courts have recognized certain rights in respect of trademarks.
The most
prominent example of such a rule of law is the recognition, in a number of
countries, of the acquisition of an exclusive right in a trademark by the mere
fact of its use by a particular enterprise in order to distinguish the goods
(or products) or services offered by that enterprise.
Another. example is the
principle, recognized in some countries, that a trademark owner who has
tolerated the use of the trademark by another enterprise for a substantial
period of time can no longer exercise his exclusive right.
16. However, even in countries where the most important rules of trademark
law have been enacted as provisions of statutory law, court decisions still
play a very important role.
This is due to the fact that statutes cannot
regulate the--rather complex--issues of trademark law in every detail.
In
particular, as regards the appreciation of the distinctive character of a
trademark and of the likelihood of confusion between two trademarks, in many
countries a great number of court decisions have been rendered which establish
rules of law.
17. The following explanations will take into account not only rules of law
established by statutes but also rules of law established by court decisions.
However, as already stated before, no guarantee can be given for the exactness
and completeness of the information supplied.
Where advice on a particular
national law is needed, it will be necessary to consult an e::pert in such law.
[Definition of Trademarks]
18. After the definition of trademark law, let us now consider the definition
of trademark.
Perhaps it might have been appropriate to ex2mine this question
even before the definition of trademark law.
However, in the preceding
lectures, some explanations have already been given wi t h respect to the
definition of trademark.
What matters here is the compar a tive aspect of the
question, namely, whether the definition differs from country to country.
19.
In this connection, the following subquestions have to be distinguished.
The first subquestion concerns the articles or items for which trademarks are
used, namely, goods (or products) and, if the expression "trademark" is
understood in a large sense, services.
The second subquestion concerns the
kind of signs which may serve as trademarks, namely, visible signs and signs
which possibly use another medium than visibility to t he human eye, for
example, audible signs or olfactory signs.
The third subquestion deals with
signs which, although not necessarily covered by the definition of trademark,
fulfill similar functions, in particular collective marks and certification
marks.
[Trademarks for Goods and Trademarks for Services]
I shall now deal with the first subquestion.
A "trademark" is generally
understood as a sign which distinguishes the goods (or products) of one
enterprise from the goods (or products) of other enterprises.
This definition
is applied in all countries of the world.
20.

21.
However, while there is unanimity that trademarks relate to goods (or
products), the opinions are divided as regards the question whether, in
addition to goods (or products), trademarks may also apply to services.

22.
This question has two aspects, a terminological aspect and a substantive
aspect.
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23. The terminological aspect concerns the word "trade" in the expression
"trademark."
In a number of countries, the expression "trademark" is used
only for trademarks in relation to goods (or products) while in relation to
services the expression "service mark" is used;
this is also the terminology
adopted in the Par is Convention for the Protection of Industrial Property.
The question here is whether the expression "trademark" can be used for a sign
which distinguishes the services of one enterprise from the services of other
enterprises.
24.
The distinction between trademarks and service marks is the result of
customary usage which is, inter alia, based on the fact that, in the French
language, the equivalent to~ademark" is the expression "marque de fabrique
et de commerce," an expression which is more precise than the expression
"trademark" since the words "fabrique et commerce" only relate to goods (or
products).
The French word for service mark is "marque de service."
In
German,
the
corresponding
expressions
are
"Warenzeichen"
and
"Dienstleistungsmarke."
25. As regards the terminology in the English language, there does not seem
to be any obstacle why one could not speak of "trade" in connection with
services.
It is only recently that services have become economically
important.
Of course, services always played a certain role, in particular in
the area of handicraft manufacturing or repairing.
However, only recently
larger enterprises have come into existence which offer standardized services
under trademarks, such as hotel chains, restaurant chains, airlines, tourist
agencies, credit card agencies, car-rental agencies, employment agencies,
laundries and cleaners, to give only a few examples.
Thus trademarks for
services or "service marks" have become more and more important.
26.
In this lecture, unless the context requires a special reference to
services, the expression "trademark" is used also in connection with services,
since there does not exist any difference in the function of trademarks for
goods (or products) and trademarks for services:
both serve to distinguish
either the goods (or products) or the services of one enterprise from the
goods (or products) or services of another enterprise.
This simplified
terminology has also been adopted in recent draft laws, fer example in Section
2(xi) of the Model Law for English-Speaking African Countries on Trade Marks
published in 1979 by WIPO and in Article 3 of the Proposal for a Council
Regulation on the Community trademark published in 1980 by the Commission of
the European Communities.
Moreover, the title of the "Trademark Registration
Treaty," which was adopted in 1973 in Vienna and which entered into force in
1980, is to be understood in a broad sense, covering trademarks for goods (or
products) and services.
27. For the purposes of this lecture, the question of substance is more
important, namely, the question whether in the various countries of the world
there are any differences in the protection of trademarks for goods (or
products) and trademarks for services.
The answer ta this question is in the
affirmative:
there are such differences in protection, and those differeoces
constitute one of the major issues of comparative trademark law.
28. Let us start by examining the provisions of the Paris Convention for the
Protection of Industrial Property.
Article 6sexies of the Par is Convention
requires the countries of the Paris Union to protect service marks, without
necessarily providing for registration of such marks.
From this provision,
and in particular from its history, namely, from the fact that a proposal in
accordance with which service marks would have received the same treatment as
trademarks for goods (or products) was not adopted, it has been concluded that
the provisions of the Convention which deal with trademarks do not cover
service marks.
This is in particular the case in respect of the right of
priority . in accordance with Article 4 of the Convention.
Such a right has to
be granted only in respect of applications for the registration of trademarks
for goods (or products).
If national laws grant a right of priority for
service mark applications, they do so without being obliged to under the Paris
Convention.
The only obligation contained in the Paris Convention in respect
of service marks is the already mentioned provision of Article 6sexies.
The
protection to be granted to service marks may be granted, either through a
registration system, or by other · means, such as--in the countries following
the tradition of the United Kingdom--the common law or the law against unfair
competition.
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29.
Among the member countries of the Paris Union, there are at present more
than 25 countries which offer the possibility . of obtaining registration of
trademarks
for
services.
Those
countries
include
major
industrialized
countries, such as the United States of America, the Federal Republic of
Germany and France, Socialist countries such as the Soviet Union, Hungary and
Bulgaria, developing countries such as Algeria, Brazil, Egypt, Mexico, Sri
Lanka and Yugoslavia, and countries members of the African Intellectual
Property Organization (OAPI).
30.
In general, it can be stated that there is a trend towards extending the
system of registration of trademarks to services.
Several countries recently
introduced legislative provisions to that effect.
No country is known which
has abolished an existing system of registration of trademarks for services.
The Model Law for Developing Countries on Marks, Trade Names, and Acts of
Unfair
Competition,
which
was
published
by
BIRPI
(WIPO' s
predecessor
organization) in 1967, recommends that provision be made for the registration
of trademarks for services, and the draft EEC Council Regulation adopts the
same solution.
31.
In countries where trademarks for services can be registered, the
conditions and effects of registration are the same as in the case of
trademarks for goods (or products).
The only particular question which may
arise in this connection concerns the possible conflict of a trademark for a
product with a trademark for a service.
For example, may a car rental
enterprise use the trademark (or the imitation of the trademark) of a car
manufacturer?
The answer
to
this question depends
on
the
principles
determining conflicts between trademarks, in particular, the possibility of
confusion which may arise or--in the absence of confusion--the possible
dilution of the trademark of the car manufacturer.
This will be further
explained in one of the following chapters of my lectures.
[Signs Which May Serve as Trademarks ]
32.
I shall now deal with the second subquestion in connection with the
definition of trademark, namely, the question what kinds of signs may serve as
trademarks.
"Kind of sign" here refers to the physical appearance of the
sign, namely, whether it is a visible sign or whether the sign belongs to
another category, for example, if it is an audible or olfactory sign.
Of
course, for the protection of trademarks it is also important to define which
kind of visible signs may enjoy protection)
for example, whether a family
name can serve as a trademark.
This question will oe discussed at a later
stage, in connection with the legal requirements for the protection of
trademarks.
33.
[Visible signs]
In all countries
visible signs may serve as trademarks.

of the

world,

it

is

recognized

that

34.
Visible
signs
are
either
words
or
designs
(or:
other
figurative
elements) l
in respect of the latter, the question arises whether they may be
only two-dimensional or also three-dimensional)
I shall deal with that
question in a minute.
Of course, there is also the possibility that a
trademark consists of a combination of a word and a design .
35.
As regards trademarks consisting of words, two poss i bilities have to be
considered:
either a word which already e x ists in the current language is
used as a trademark or a new word is created in order to be used as a
trademark.
Apparently, both possibilities are admitted in all countries.
An
example of the use of an existing word as a trademark is the word "Triumph , "
which has been adopted as a trad emark by a number of d i fferent enterprises,
including. car
manufacturers,
t y pewriter
manufacturers,
manufacturers
of
ladies' underwear, etc.
An example of a word which has b een created in order
to serve as a trademark i s the word " Xerox " for photoc opy ing machines.
In
addition to those two possibilities, there are a number o f intermediary
solutions, such as the combination of an existing word with a newly created
word (for example, "Pepsi-Cola"), the use of an abbreviation (for example,
"IBM," "VW," "FIAT"), the combination of a word with a number (for example,
"Chanel No. 5") or the adoption of an unusual spelling (for example "Sunkist,"
instead of "Sunkissed").
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36.
As regards designs, there are also the two possibilities of using an
already existing design or creating a new design, and there are, of course,
many possibilities of intermediary solutions, in particular variations of
already existing designs.
Moreover, there is also the possibility that a
particular combination of colors may serve as a trademark.
I shall deal with
this question in a few minutes.
37. As already stated,
in this connection the question arises whether
three-dimensional figurative elements, such as the particular shape of a
bottie or
other
container
(for example,
the
particular
shape
of
the
"Coca-Cola" bottle) may serve as a trademark.
38. The reply to this question generally depends on the basis of protection
which
is
to be considered.
Protection on
the
basis
of
registration
presupposes that a reproduction of the trademark be supplied with the
application for registration because that reproduction is to be published
together with the other contents of the registration.
Thus, three-dimensional
figurative elements normally cannot be registered as trademarks but indirectly
protection can be achieved through the registration of one or several pictures
of the three-dimensional figurative element.
39. Where protection is based on mere use of the trademark, three-dimensional
figurative
elements
are
normally
admitted
as
trademarks
without
any
restriction.
I shall give further explanations on this question in the
following chapter.
40.
[Other Signs)
In addition to visible signs, sometimes audible signs (for
example, a particular melody used in connection with radio or television
advertisements) are adopted as trademarks.
Such signs, however, cannot be
protected on the basis of registration (because only items which are fit for
visible reproduction can be registered);
thus, such signs can only be
protected on the basis of use (insofar as this is admitted by the applicable
law).
The same is true in respect of other non-visible signs, such as
olfactory signs and signs used in electronic data transmission.
[Collective Marks and Certification Marks)
41.
I shall now deal with special kinds of signs used in connection with
products or services which fulfill functions similar to the functions of
trademarks, namely, collective marks and certification marks.
As already
stated, a trademark has the function of distinguishjng the products or
services
of
one
enterprise
from
the
products
or
services
of
other
enterprises.
Thus, a trademark normally refers to one enterprise.
However, a
collective mark or a certification mark refers to a group of enterprises or
even to any enterprise provided the products or services comply with certain
requirements.
Typically, collective marks and certificat i on marks are used by
several enterprises at the same time, whereas in the case of a trademark such
simultaneous use by several enterprises requires a special arrangement, which
I shall explain in my second lecture, namely, a trademark license.
42.
Provisions on collective marks and certification marks exist in a great
number of countries.
Four groups of countries can be distinguished.
43.
The
first
group
comprises
the
countries
which
provide
for
the
registration of c ollective marks;
that group includes practically all Western
European countries (with the exception of the United Kingdom and Ireland),
some Socialist countries (namel y , the German Democratic Republic, Hungary and
Poland)
and the following developing countries:
Algeria,
Brazil, Cuba,
Lebanon, Morocco, Philippines, Romania, Sri Lanka, Syria and member countries
of the African Intellectual Propert y Organization (OAPI).
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44.
The
second
group
comprises
the
countries
which
provide
for
the
registration of certification marks;
that group includes the United Kingdom
and all countries following the United Kingdom system of laws as well as
Iceland and Jordan.
45.
The
third
group
comprises
the
countries
which
provide
for
the
registration of both collective marks and certification marks;
that group
includes Iran, Israel, Turkey and the United States of America.
After the
entry into force of the Regulation on European Community trademark a number of
European countries will probably be added to that group.
46.
All the countries which do not belong to one of the preceding three
groups belong to the fourth group;
they do not provide for the registration
of either collective marks or certification marks .
47.
It is to be noted that, although the provisions in the various countries
in general are based on the same definitions, some deviations exist.
For
example, a certification mark under the law of the United States of America
has certain features which are covered by the definition of collective mark in
other countries.
Moreover, some countries provide for collective and/ or
certification marks without using any particular name for them (for example,
in Iran) or by using a different terminology;
for example, the "common
quality mark" existing in Iceland or the "guarantee-mark" proposed by the EEC
Commission, which may both be considered as special cases of certification
marks.
The BIRPI Model Law on Trademarks contains in its Section 1 (1) (c) a
broad
definition
of
"collective
mark,"
which
covers
some
features
of
certification marks.
The Trademark Registration Treaty takes this situation
into account by stating, in Article 2(v), that the expression "mark" includes
a collective mark within the meaning of Article 7bis of the Par is Convention
and a
certification mark whether or
not such--certification mark
is a
collective mark within the said meaning.
48.
The following explanations are based on definitions of collective mark
and certification mark which have been adopted by large numbers of countries.
49.
[Collective Marks]
The definitions of collective ma rk contained in the
relevant provisions of national laws have the following common features:
a
collective mark may be owned by an association which its E~lf does not use the
collective mark but whose members may use the collective mark;
typically, the
association has been founded in order to ensure the compliance with certain
quality standards by its members;
the members may use the collective mark if
they comply with the requirements fixed in the regulations concerning the use
of the collective mark.
Thus the function of the collect j. ve mark is to inform
the public about certain particular features of the product for which the
collective mark is used.
An enterprise entitled to use the collective mark
ma y in addition also use its own trademark.
50.
The regulations concerning the use of the collective mark normally have
to be included in an application for the registration of the collective mark
and any modifications to the regulations have to be notified to the Trade'mark
Office.
In several cou ntries (for example, Finland, Norway and Sweden, as
well as the Federal Republic of Germany and Switzerland), the registration of
a collective mark may be cancelled if that mark is used co ntrary to the
provisions of the regulations or in a manner whi c h misleads the public.
Co ll ect ive marks therefore play an important role in the p rote ct ion of
consumers against misleading practices.
51.
The Par is Co nventi o n for th e P rotection of I ndustrial P roperty contains
provisions on collective marks in its Article 7b is.
Those provisions in
particular ensure that collective ma rk s are t o be admitted fo r registration
and protection in countri es othe r than the country where the association
owning the collective mark has bee n established.
This means that the fact
that the said association has not been established in accordance with the law
of the countr y where protection is sought is no reason for refusing such
protection.
On the other hand, the Convention expressly states the right of
each member State to apply its own conditions of protection and to refuse
protection if the collective mark is contrary to the public interest.
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52.
[Certification Marks]
The definitions of a certification mark contained
in the relevant provisions of national law contain certain elements which are
typical features of collective marks, namely, that the owner is an entity
which does not itself use the certification mark and that the certification
mark may only be used in accordance with the defined standards.
The main
difference between collective marks and certification marks is that the former
may be used only by particular enterprises, for example, members of the
association which owns the collective mark while the latter may be used by
anybody who complies with the defined standards.
Thus, the users of a
collective mark form a "club" while, in respect of certification marks, the
"open shop" principle applies.
53.
An important requirement for the registration of a certification mark is
that the entity which applies for registration is "competent to certify" the
products concerned.
Thus the owner of a certification mark must be the
representative for the products to which the certification mark applies.
This
is an important safeguard for the protection of the public against misleading
practices.
54.
As already mentioned, the definition of "certification mark" is not the
same in all countries.
In particular, in the Un ited States of America, a
certification mark may not be used by anybody who complies with the defined
standards but only by enterprises which have been authorized by the owner of
the certification mark to use that mark.
Thus, in the United States of
America, the difference between a certification mark and a collective mark is
smaller than in other countries;
it only relates to the purpose of those two
kinds of marks:
the certification mark refers to certain standards of
products or services while the collective mark refers to the membership of its
users in a particular organization.
[Requirements Which a Sign Must Fulfill in Order to be
Capable of Serving as a Trademark]
55.
I shall now deal with the requirements which a sign m~st fulfill in order
to he capable of serving as a trademarK.
This aspect of trademark law is
relatively eas y to explain since the solutions adopted in this respect in the
various countries of the world do not present many divergencies.
56. Generally
distinguished.

speaking,

two

different

Kinds

of

requirements

are

to

be

57.
The first kind of requirements relates to the basic function of a
trademark, namely , its function to distinguish the products or services of one
enterprise from the products or services of oth er enterprises.
From that
function it follows that a trademark must be capable of dis ting ui shing or, as
one usually says, it must be distinctive.
58.
The second kind of requirements relates to the possible harmful effects
of a trademark if it has a misleading character or if it violates public order
or morality.
59.
These two kinds of require ments exist in practically all national
trademark laws.
They also appear in Article 6guinguies B of the Pa ris
Convention where it is stated that trademarKs enjoying protection under
Article 6qu1nqu1es A may be denied registration only if "the y are devoid of
any distinctive character" or i f "they are contrary to morality or public
order and, in particular, of such a natu re as to dec eive the public."
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[Requirement of Distinctiveness]
60.

I shall now deal with the requirement of distinctiveness.

61.
This requirement follows from the main function of a trademark, namely,
to distinguish the products or services of one enterprise from the products or
services of other enterprises.
In order to be capaole of distinguishing, a
trademark must be easily recognizable as a sign which is different from the
product itself and also different from the name of the product.
Thus the
picture of a coffee bean or the word "coffee" are not suitable to serve as a
trademark for coffee, since a trademark should not convey the idea of the kind
of product but should distinguish a particular product from products of the
same kind.
62.
The selection of a distinctive trademark for a particular product or
service is a task which requires professional skill.
The success of the
product or service on the market depends to a considerable extent on the
trademark under which it is advertised.
Good trademarks clearly distinguish
the product or service from competing products or services and appeal to the
consumer.
When selecting a new trademark, one has to take into account the
situation in all countries in which the product or service is to be offered.
A particular designation may be distinctive in one language and may lack
distinctiveness in another language (for example, because in that language it
resembles the name of the product).
Speaking of selection of new trademarks,
it has to be mentioned that not only the distinctiveness as such but also
possible conflicts with already existing trademarks have to be taken into
account;
this latter aspect makes the task of selecting even more complex;
I
shall deal with possible conflicts with prio~ rights in one of the subsequent
chapters of my lectures.
63.
In connection with the distinctiveness of a trademark, there exist three
different situations.
The first situation is characterized by the fact that
the sign selected to serve as a trademark is distinctive as such;
this is
called
"inherent
distinctiveness."
The
second
situation
relates
to
a
trademark
which
is
not
distinctive
as
such
but
v.hich
has
acquired
distinctiveness through use.
The third situation concerns a trademark which
has lost its distinctiveness, for example, because it has become a common
designation of the product for which it was adopted.
64.
[Inherent Distinctiveness]
A trademark generally is
inherently distinctive if it is arbitrary or fanciful.
does not relate to the product or service for which it
consists of a word or design which invokes a particular
the product or service or consists of a completely new
invoking any particular idea.

understood as being
This means that it
is to be used but
idea different from
word or design not

65.
Usually, a negative test is applied in order to examine whether a
trademark is inherently distinctive.
That test includes examination of the
following questions (I am quoting from Section 5 of the BIRPI Model Law):
does the proposed trademark consist of shapes of forms imposed by the inherent
nature of the products or services or by their industrial functions? Does the
proposed trademark exclusively consist of a sign or i ndication which may
serve, in the course of trade, to designate the kind, quality, quantity,
intended purpose, value, place of origin, or time of production or of supply,
of
the
products
or
services
concerned?
Does
the
proposed
trademark
exclusively consist of a sign or indication which has become, in the current
language or in the bona fide and established practices of the trade of the
country, a customary designation of the products or services concerned?
Is
the proposed trademark, for other reasons, incapable of distinguishing the
products or services of one enterprise from those of other enterprises?
If
any one of those questions is to be replied to in the affirmative, the
trademark lacks inherent distinctiveness.
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[Acquisition
of
Distinctiveness
Through
Use]
Lack
distinctiveness, however, does not mean that a trademark is for
from protection.
Such a trademark may nevertheless become
protection if it has acquired distinctiveness through use.
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67.
This is an important principle of trademark law which is recognized not
only in practically all national laws but also in the Paris Convention, which
in its Article 6guinguies C(l) states that "in determining whether a mark is
eligible for protection, all the factual circumstances must be taken into
consi~eration, particularly the length of time the mark has been in use."
68.
In a number of countries (in particular in the United Kingdom and the
United States of America), two different Registers exist for the registration
of trademarks, and the question in which Register a registration is to be
effected depends, inter alia, on the fact whether a trademark is inherently
distinctive or has acquired distinctiveness through use.
69.
In the United Kingdom and in countries which have followed the United
Kingdom system, inherently distinctive trademarks may be registered in Part A
of the Register, whereas trademarks which are considered to be capable of
becoming distinctive through use can only be registered in Part B.
The
registration in Part A is more advantageous than the registration in Part B,
in particular since under Section 13 of the United Kingdom Trade Marks Act of
1938 only Part A registrations become incontestable after seven years in
respect of distinctiveness and conflict with prior rights.
Typically, a
trademark owner tries first to obtain a Part A registration;
if he does not
succeed, he settles for a Part B registration.
Kerly in his book "Law of
Trade Marks and Trade Names" (9th edition, London 1966, paragraph 294) gives
the following example:
the trademark "Chin Chin," to be used for alcoholic
beverages, was refused for Part A because "Chin Chin" is a salutation whilst
drinking;
however, this trademark was accepted for Part B.
70.
In the United States of America there exists a "Principal Register" and a
"Supplemental Register." The distinction is roughly the same as in the United
Kingdom between Part A and Part B;
while for
the Principal Register
distinctiveness is required, it is sufficient for the Supplemental Register
that the trademark be "capable of distinguishing."
Only t he registration in
the Principal Register confers incontestability (already after five years of
registration) and certain advantages in legal proceedings.
Moreover, under
the la1., of the United States of America the registration of a trademark in the
Principal Register has the advantage of a prima facie proof of continued use
of the trademark.
Even trademarks which are not inherently distinctive may be
registered in the Principal Register if they have acquired what is called in
the United States of America a "secondary meaning."
In other words, the test
for
the acquisition of distinctiveness through use is that the public
understands the trademark in its fu nction to distinguish the products or
services of one enterprise from the products or services of other enterprises.
71.
[Loss of Distinctiveness]
The principle that a trademark which lacks
inherentdistinctiveness may become distinctive through use works also the
opposite way:
a trademark which is inherentl y distinctive may lose its
distinctive character through use.
This happens i n particular with trademarks
for new products which at the time when they fi rst appear on the market are
not yet known under a generic name.
For example, "Cellophane" was introduced
as a trademark for a transparent fo il which became a great success on the
market.
This led the pub lic to use the name "Cellophane" also for transparent
foils which were not ma nufactured by the owner of the trademark "Cellophane."
Thus that trademark changed its meaning;
it became the name of the product,
at least in some countries.
72.
The legal consequences of such a development are not entirely the same in
the various countries of the world .
Th e laws of France and some countries
following the princi ples of the F ren c h law did not for a long time take into
account a development by which a tra demark became a generic name:
as long as
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the owner did not abandon his
trademark--and
the mere renewal of the
registration was understood as the intent not to abandon--the trademark
remained protected as such.
The opposite solution was adopted in the law of
the United States of America:
as soon as the trademark had become a generic
name, it lost its protection.
Between those two positions, a number of
intermediate solutions exist.
For example, Section 31 of the BIRPI t<lodel Law
requires for removal from the Register that "the registered owner has provoked
or tolerated [the] transformation [of the trademark] into a 9eneric name ..• so
that, in trade circles and the eyes of the public, its significance as a mark
has been lost."
Similarly, Article 39(1) (b) of the EEC draft Regulation
allows
revocation
"if,
in
consequence of acts of
the
proprietor,
the
trade-mark has become the common name for a product or service in respect
whereof it is registered."
These two provisions ensure that the trademark
right can only be lost through acts
(or the omission of acts)
of the
proprietor, not by a mere development of circumstances beyond his control.
73.
What can a trademark owner do in order to prevent his trademark becoming
a generic name?
He can, whenever he uses the trademark, in particular in
advertising, always insist on the fact that it is a trademark and not the name
of a product or service .
In addition, he can use the trademark with a sign
which indicates that it is a registered trademark, namely, the internationally
customary sign
R
Moreover, he can sue for infringemen t anybody who uses
his trademark for commercial purposes, even if such use is not use as a
trademark but use as a generic name;
in some countries, an action for
infringement is even possible where the use is not for commercial purposes,
for example, where the trademark is used in a dictionary as a generic name for
a product or service.
[Requirement of Absence of Mislead in g Character and of Absence
of Violation of Public Order or Morality]
74.
I shall now deal with the already mentioned two further requirements
which a sign must fulfill in order to be capable of serving as a trademark,
namely, the absence of misleading character and the absence of violation of
public order or morality.
75.
[Misleading Trademarks]
The principle that misleading signs cannot serve
as trademarks is recognized in all countries .
The reason for this principle
is that a misleading trademark would deceive the customer and thus constitute
an act of unfair competition.
For example, if the picture of a sheep is used
as a trademark for pullovers made of synthetic fiber, the consumer will think
that the pullovers are made of wool.
The enterprise t.:s ing the misleading
trademark will increase its sales because consumers prefer wool to synthetic
fibers;
honest competitors who use trademarks which do not mislead the
consumers for their synthetic-fiber pullovers will see t1eir sales decrease.
In such a case, not only is the trademark excluded from protection but also
the use of the misleading trademark is to be prohibited as an act of unfair
competition.
76.
[Public Order and Morality]
'rhe principle that a .: r ademark may not be
contrary to public order or morality is also recognized ~ n all countries.
In
this connection, it is to be noted that in accordance with Article 6ter of the
Paris Convention State emblems, official hallmarks an d names, abbreviations
and emblems of intergovernmental organizations, such as 'WIPO," under certain
conditions cannot be used as trademarks.
Moreover,
in accordance with a
special convention, the Red C ross is excluded f ro m trad ·~ma rk protection, and
the
same applies with
respect
to
the
Olympic symbol--namely
the
five
interlaced ring s --un der the tJairobi Treaty on the Protectio n of the Olympic
Symbo l, w~ich was adopted in 19 8 1 and entered into force l ast yea r .
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[Special Cases)
77.
I shall now deal with some special cases in connection with the
requirements which a sign must fulfill in order to be capable of serving as a
trademark.
All those cases are characterized by the fact that they raise
controversial issues.
[Can ~ Family Name Serve as a Trademark?)
The first case concerns the
of family names or surnames as trademarks.
In a number of countries,
fami~y names or surnames may be protected as trademarks in the same way as any
other word, provided that such protection does not confer the right to prevent
the use of the family name by somebody who has the same name in connection
with his business.
For example, the fact that "Peugeot" is registered as a
trademark for automobiles does not prevent somebody who has the name Peugeot
from using his name as a car dealer or supplier of car spare parts (whether or
not his business serves the purposes of the Peugeot enterprise), provided that
the name is used in a manner not causing any confusion.
78.
use

79.
In some countries, however, for example, in the United Kingdom and the
United States of America, a family name or surname can only serve as a
trademark
if it has acquired the so-called "secondary meaning."
This
condition is fulfilled if the public understands the name to serve as a
trademark and not just as a reference to a person, for e xample, "Ford" for
automobiles.
In order to determine whether a family name has acquired
secondary meaning, its frequency may be taken into account;
if a name is
frequent, like in China "Wang" or "Li," it is more difficult to acquire
secondary meaning.
In those countries, too, the protection of a family name
or surname as a trademark does not prevent somebody having the same name to
use it for the purposes of his business if such use is of such a kind that it
does not lead to confusion.
80.
[Can ~ Geographical Indication Serve as a Trademark?)
The second issue
concerns the use of a geographical indication as a trademark.
Geographical
indications include names of States, names of provinces or other subdivisions
of States, names of towns and villages, and names of rivers, mountains and
other geographical places, for example "Cote d 'Azur," the name of the famous
south coast of France.
81. The use of a geographical indication as a trademark gives the impression
that the product or service originates from the country, region or place to
which the geographical indication relates.
In this connection, two cases have
to be distinguished.
In the first case, the product or service in fact
originates from the said country, region or place.
To allow that the
geographical indica tion in question could serve as a trademark would mean that
other enterprises operating from that countr y , region or p lace could not use
the indication for competing products or services.
Th ~ s
would confer an
unjustified monopoly upon one enterprise.
In the second case, the product or
service does not originate from the said country, region or place.
In this
case, the trademark would be misleading.
For the reascn indicated, it. is
recognized in pratically all countries that geographical indications cannot
serve as trademarks.
82. While this principle is s i mp le to sta te and easy t o understand, its
application in prac tice leads to some complications.
The main problem is to
define what is a geographical indication.
This problem has two aspects, a
domestic aspect and an international aspect.
83. As
regards
the domestic
aspect,
the question
arises
whether al l
geographical indications, even the names of the smallest villages, rivers and
mountains, should be excluded from serving as trademarks.
This problem has
enormous dimensions in large countries such as China or the United States of
America.
But also in mediu m-si zed co untr ies like the Fede ral Republic of
Germany and the United Kingdom and even in r e lat ive l y small countries such as
Switzerland
the
number
of
all
existing
geographical
indications
is
tremendously high, and only a small portion of those indications are generally
known in the country.
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84. As regards the international aspect, the problem increases in view of the
much higher number of all existing geographical indications in all countries
of the world.
Most of those indications, even if they belong to the category
of indications generally known inside the country, are unknown in other
countries.
The question therefore arises:
where should the line be drawn? A
simple test, applied in many countries, is that only those geographical
indications,
whether
domestic
or
foreign,
are excluded
from
trademark
protection which are known as geographical indications to the public, or at
least . to a substantial part of the public, of the country where the trademark
is to be protected.
This basic test is sometimes qualified by an additional
test, namely, by examining whether the use of the geographical indication may
deceive the consumer;
thus geographical indications with which the products
or services have no connection may serve as trademarks, as long as there is no
risk of deception of the consumer, for example, "Mont-Blanc" as a trademark
for fountain pens.
85.
[Can ~ Slogan Serve as ~ Trademark?]
The third case concerns the use of
a slogan as a trademark.
A slogan is a short sentence which is used in the
publicity for products or services, for example, "We Try Harder," which is the
slogan used by the "AVIS Car Rental Company." The question here is whether an
enterprise could obtain an exclusive right for a slogan so that no other
enterprise can use it.
86. The answer to this question results from the application of general
principles of trademark law.
If the slogan has become known as a distinctive
sign for a particular enterprise, it could well serve as a trademark.
However, it will be more difficult to acquire a secondary meaning for a slogan
than for a single word or name. Moreover, it would be unusual to use a slogan
as the only trademark for a product or service.
Usually, a slogan is added to
the trademark, as in the case which is referred to, where the trademark is
"AVIS" and the slogan is "We Try Harder."
87.
[Can Letters and/ or Numbers Serve as ~ Trademark?]
The fourth case
concerns the use of letters and/ or numbers as a tra~emark.
Frequently
trademarks consist of an abbreviation of the full name of an enterprise, for
example, "GM" for "General Motors," "IBM" for "International Business Machines
Corporation," "VW" for "Volkswagen," "FIAT" for "Fabrica Italiana Automobili
Torino."
88. The question which arises in this connection is whether an enterprise
could monopolize a letter or a short combination of letters to the exclusion
of other enterprises.
Sometimes such a trademark consists only of one letter
as in the case of "MIGROS Corporation" in Switzerland, which uses the letter
"M" as a trademark. Does the monopolization of one letter or a combination of
two or three or four letters not go too far since competitors might need to
use those letters?
The answer to this question depends on the special
circumstances of each case.
Where a combination of letters--or even a single
letter--has received a strong secondary meaning, it will be recognized as a
trademark.
89. The same problem arises with the use of numbers as trademarks.
For
example, in France, there exists a famous perfume for whic h "No. 5" is used as
a trademark;
the full name of the perfume is " Chanel No. 5. " Here again, it
is to be taken into account that the mo nopol i zation o f "No. 5" b y one
enterprise would exclude all competitors from using the number 5.
Should not
each enterprise remain free to use at least single numbers? The solution to
this problem again lies in the appreciation of the specific circumstances of
the case:
where the public understands "No. 5 " as a trademark of a particular
enterprise, the protection as a trademark will b e recognized .
This, however,
does not exclude o ther e nterprises from us ing 5 as a number
(not as a
trademark).

MR. LUDWIG BAEUMER

129

90.
[Can the Shape of §!. Product or the Shape of §!. Container Serve as §!.
Trademark?]
The fifth case concerns the use of the shape of a product or the
shape of a container as a trademark.
In this connection, two questions arise.
91.
The first question concerns
the acceptability of three-dimensional
trademarks.
It has already been stated that three-dimensional trademarks can
be protected and even be admitted for
registration,
provided
that a
two-dimensional reproduction of the three-dimensional trademark is submitted
with ~he application for registration.
92.
The second question concerns the problem of monopolization of a certain
shape or container for a given enterprise.
In this connection, it is to be
taken into account that trademark protection is unlimited in time and that, if
the shape or container serves technical or aesthetic purposes, the unlimited
protection would have the effect that, by means of the trademark, a technical
or aesthetic achievement could be protected without the time limits which
exist under the patent and industrial design laws.
Therefore, in some
countries, shapes of products or containers cannot be protected as trademarks
if they serve a technical or an aesthetic function.
Other· wise, the general
rules of trademark law apply;
thus, if the shape is distinctive it can serve
as a trademark, and in fact there exists a number of trademarks consisting of
the shape of the product or container, for example, the particular shape of
the "Coca-Cola" bottle.
93.
[Can a Color or a Combination of Colors (of a Product or a Container)
Serve as §!.-Tradeinart?] The last special case which we are considering here
concerns the use of a color or a combination of colors (of a product or a
container) as a trademark.
94.
This issue arises, in particular, with respect to refuelling stations for
automobiles.
In a great number of countries those stations belong to big
multinational oil companies such as "EXXON," "SHELL," ":3RITISH PETROLEUM,"
etc.
For an automobile driver it is easier to recognize colors than letters.
Therefore, those companies use as distinctive signs, in addition to their
trademarks,
"EXXON,"
"SHELL,"
"BP,"
etc.,
combinaticns
of
colors
as
distinctive signs.
For example, "SHELL" uses the combination of red and
yellow, "BP" uses the combination of green and yellow.
95. Whether such combinations of colors could be considered as trademarks
depends on whether they have received a secondary meaning, in other words,
whether the public recognizes them as trademarks.
Such recognition is easier
to achieve with a combination of several colors than wi th a single color,
although it may not be completely excluded that an enterprise could even
obtain a secondary meaning for the use of a single particular color.
96. This completes my explanations concerning the requirements which a
must fulfill in order to be capable of serving as a trademark.
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[Acquisition of the Exclusive Right in a Trademark]
1.
I shall now deal with the question how the exclusive right in a trademark
can be acquired.
2.
In this connection, I should like to recall what I said earlier in this
lecture about the sources of trademark law.
There exist two different
systems, namely, the system adopted by the United Kingdom, the United States
of America and a number of other countries, which recognizes the acquisition
of trademark rights without registration, and the system existing in the
countries of the European continent and many other countries which have
followed their example which requires that a trademark be registered in order
to be protected.
[Acquisition of the Exclusive Right Through Use]
3.
As already stated, in a number of countries it is sufficient that a
trademark be used in order to acquire the exclusive right.
"Use," in this
connection, means that the trademark has been affixed on the products or on
material accompanying services, or that it has been used in advertising.
In
any case, it is necessary that such use has come to the knowledge of the
public, which presupposes that the use had a certain duration and intensity;
a mere token use does not suffice.
4.
A particular question arises
in respect of the territory of use.
Assuming that the activities of an enterprise are limited to a particular town
or region but do not cover the entire territory of the country, does the use
of the trademark confer an exclusive right only for the said town or region or
for the whole territory of the country?
The answer to this question depends
on the appreciation by the public.
If the trademark is known only in the
particular town or region, the exclusive right will be limited to that town or
region.
If it is also known in other parts of the country, the exclusive
right will extend also to those parts.
[Acquisition of the Exclusive Right Through Registration]
5.
Where a trademark right is acquired through registration, the problems
which exist with respect to the acquisition of trademark rights do not arise.
The registration has effect in the entire territory of the country, and the
effective date for the beginning of the protection is clearly established.
6.
[Use Requirements]
Many countries which provide for the acquisition of
the exclusive right through
registration nevertheless
require
that
the
trademark be used.
In this connection, three different systems can be
distinguished.
7.
The first system is characterized by the requirement that a trademark
must be in actual use in order to qualify for registration.
This system
practically only relies on the use of the trademark while the registration
only has a reinforcing effect, for example, to facilitate proof, to render the
registered trademark incontestable after the expiration of a certain period of
time
and to make certain remedies available to the owner of the trademark.
This is, roughly speaking, the system which exists in the United States of
America.
8.
The second system requires that the application for the registration of a
trademark be accompanied by a declaration from the trademark owner certifying
that he intends to use the trademark.
In addition, that system typically
provides for sanctions if the trademark is not used after the expiration of
certain time limits, for example, removal of the non-used trademark from the
Register.
This is the system existing in the United Kingdom and a number of
countries which have followed the example of the United Kingdom.
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9.
The third system permits the acquisition of an exclusive right in respect
of a trademark without any use of the latter and without any declaration of
intent to use but requires that the trademark be used within certain time
limits. For example, the law may require that a trademark must have been used
within the last five years in order to qualify for infringement or opposition
proceedings; this latter rule is usually qualified by an additional provision
which grants a certain period to the owner of the registered trademark within
which he is free not to use the trademark.
The latter period may be, for
example, five years from the date of registration .
10. In this connection it is to be noted that Article SC(l) of the Paris
Convention provides that "if, in any country, use of the registered mark is
compulsory, the registration may be cancelled only after a reasonable period,
and then only if the person concerned does not justify his inaction."
The
Paris Convention does not specify the minimum length of the "reasonable
period" but it is generally recognized that at least three years should be
granted to the owner of the trademark before any sanctions for non-use could
be taken. The three-year time limit has also been adopted in Article 19(3) (a)
of the Trademark Registration Treaty.
11. Where a trademark law provides that the exclusive right in a trademark
may be acquired through registration but that such a trademark must be used
after a certain period of time, the non-compliance with the use requirement
may lead to various sanctions.
As already mentioned, non-use may have the
result that the trademark does not qualify for infringement or opposition
proceedings.
In addition,
the non-use may justify the removal of the
trademark
from
the
Register
or
the
refusal of
the
renewal
of
the
registration.
I shall give more explanations on those sanctions later in this
lecture.
[Conflicts With Prior Rights)
12.
the
the
the
for

In connection with the acquisition of the exclusive right in a trademark,
question has to be examined whether such a right could be acquired despite
fact that the same trademark already belor.gs to anotner enterprise or that
word or name which is to be used as a mark is subject to another right,
example, constitutes a trade name of another enterprise.

13.
[Kinds of Prior Rights With Which There May Be ~ Conflict)
A word or an
emblem which is intended to be used by a particular enterprise may be the
subject of various prior rights.
For example, such a word or emblem may be
the trademark of another enterprise.
In addition, a word ma y be a trade name
of another enterprise, or an emblem may be a protected industrial design or a
work of art for which there exists copyright protection.
14. In all those cases, the prior right is to be respected.
Nevertheless, it
may happen that the owner of the prior right does not immediately enforce his
right.
In that case, many trademark laws provide that the exclusive right in
the trademark has been acquired so that the trademark owner can enforce it
against infringers but that the exclusive right has to be invalidated at the
request of the owner of the prior right.
15. Special considerations may apply where the prior right is a trademark, in
particular where it is a registered trademark.
Under the law of some
countries, the registration of a trademark will be refused if the trademark is
in conflict with a prior trademark even if the owner of the prior trademark
does not enforce his right.
The reason for this provision is that conflicting
trademarks may create a confusion in the mind of the consumers which is to be
avoided even if the interested parties do not enforce their ri ghts.
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16.
[Acquisition of ~ Exclusive Right in ~ Trademark Despite the Existence
of ~ Prior Right]
Where the trademark law of a country recognizes the
acquisition of the exclusive right through mere use and where an enterprise
has acquired a right in a trademark which does not cover the whole territory
of the country, another enterprise may acquire also an exclusive right in
respect of the same trademark for competing products or services, provided the
said enterprise has its business activities in a part of the country which is
not covered by the activities of the first enterprise.
Thus, each of those
two trademarks only covers a part of the country, and in fact there is no real
conflict.
17. Another case where an exclusive right is acquired despite the existence
of a prior right is the case where a registration becomes incontestable,
despite the existence of a conflicting prior right.
Before incontestability
is
established
that
registration
can
be
invalidated;
subsequently,
incontestability
leads
to
the
coexistence
of
two--in
principle
conflicting--exclusive rights.
18. This completes may explanations concerning
acquisition of an exclusive right in a trademark.

the

rules

governing

the

[Procedure for Registration]
19.

I shall now deal with the procedure for registration of a trademark.

[The Government Authority Competent for Registrat i on]
20. Applications for registration of a trademark are to be filed with the
competent government authority which in most countries is the same as the
authority competent for processing patent applications.
Usually it is called
"Industrial Property Office" or "Patent and Trademark Office" or "Trademark
Office." Hereinafter, I shall call it the "Office."
21. The tasks of the Office are defined b y the applicable law, which is
supplemented by regulations and administrative instructions.
Usually that law
contains detailed provisions on the requirements of an application, on the
processing of the application until the decision by the Office whether the
trademark can be registered or not, and on any further procedures relating to
trademark registrations.
[Application for Registration]
22. As regards the requirements of an application for registration, the
provisions of the trademark laws of almost all countries are pratically
identical.
Those laws, supplemented by the regulations, usually require four
things in respect of a trademark application:
the complete identification of
the applicant, a reproduction of the trademark, a list of products or services
for which the trademark is to be used, and the payment of a fee.
2 3. As regards identification o f the applicant, it is usually required that
the full name and postal address of the applicant be indicated.
Moreover,
usually it is required that the nationality of the applicant be indicated
because this may be important for any rights under international treaties.
In
addition, where the applicant is represented b y an agent, the full name and
postal address of the agent have to be indicated.
It is to be noted that most
laws require representation by an agent where the applicant is not domiciled
in the country.
This requirement stems from the fact that, during the
processing of the appJication, the Office may have to contact the applicant,
for example, in order to invite him to ame nd or correct t he application.
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24. As regards the reproduction of a trademark, two different methods exist.
Some laws, supplemented by regulations, require that the applicant furnish a
"cliche" (which means a printing block which can be used for the preparation
of reproductions of the
trademark).
Taking
into account progress
in
reproduction technology, most laws nowadays only require a simple reproduction
of the trademark which can be reproduced by offset.
Of course, both the
cliche and the reproduction have to comply with certain requirements as to
form, in view of the fact that only a certain space will be available for the
publication of the trademark in the official Gazette.
25. A special question, in this connection, concerns the use of color
reproductions.
Normally,
the
Offices
are
not
equipped
for
making
reproductions in color.
Therefore, if the applicant furnishes a reproduction
in color with his application, such reproduction will be treated as if it were
in black and white, and any reproductions made by the Office will be in black
and white.
26. However, it may be that the color is very important for the trademark.
For that case, a number of Offices admit the color to be symbolized by graphic
symbols which are used in order to characterize particular colors.
For
example, in the United Kingdom this is being done in accordance with the
so-called "heraldic convention" which contains symbols for the use of colors
in connection with coats of arms.
The same symbols may also be used in
trademark applications, but it is to be noted that those symbols cannot
identify all the different nuances of color but only such basic colors as
blue, red, yellow, green, brown, gold, silver, etc.
27. As regards the list of products or services for which the trademark is to
be used, it is in the interest of the trademark owner to make that 1 ist as
complete as possible in order to avoid any enterprise adopting the same
trademark for products or services that the said trademark owner intends to
include in his business activities.
On the other hand, in countries which
require the use of a registered trademark, a large list of products and/or
services represents an increased burden for the trademark owner because, in
order to maintain his rights, he has to use the trademark for all those
products and services listed in order not to lose his ~ights.
It is to be
noted, however, that non-use in respect of certain products or services listed
in the application does not lead to sanctions for non-use in respect of the
entire trademark but only in respect of those products and services for which
there is non-use.
28. Many trademark laws require that the list of products and/or services be
presented in accordance with the International Classification of Goods and
Services which was established in accordance with the Nice Agreement of 1957,
as revised at Stockholm in 1967 and at Geneva in 1977.
I shall give more
explanations on that
International Classification,
as well as on
the
International Classification of the Figurative Elements of Marks established
in accordance with the Vienna Agreement of 1973, in a later lecture.
At this
stage, however, it is important to note that the number of classes · which. are
covered by the list of products and / or services contained in the application
for registration usually has an incidence on the fee to be paid by the
applicant.
For example, there may be a basic fee which covers up to three
classes and an additional fee for each additional class covered by the
application.
29. This leads me to the
fourth
requirement
for
an application
for
registration, namely, the payment of a fee.
This requirement exists in all
countries but the amounts of fees may var y considerably between countries.
In
some countries, the fees (including also other fees, in particular, the
amounts of fees for renewal and registrations) are calculated in such a way
that the income from the fees covers the expenses of the Office.
In other
countries, the registration of trademarks is primarily considered as a public
service so that the fees can be relatively low and the expenses of the Office
are covered to a large extent by public funds.
Between these two extremes,
there are of course intermediate positions.

136

WIPO-LAWASIA SEMINAR, 1983

[Examination as to Form]
30. When an application for the registration of a trademark reaches the
Office, the administrative procedure of the Office starts.
That procedure in
any case comprises an examination of the application as to form;
it may also
comprise an examination of the application as to substance.

31. Examination as to form has the purpose of determining whether the
application complies with all the formal requirements laid down in the
applicable law and regulations.
The formal requirements are those which I
mentioned in the preceding chapter, namely, that the application identifies
the applicant, that it contains a reproduction of the trademark, that it
contains a list of products and/or services for which the trademark is to be
used and that the required fee has been paid.
Such an examination usually is
carried out by an administrative officer who has received a specialized (not
necessarily legal) training for this purpose.
32.
If the application does not comply with the aforementioned formal
requirements, the Office invites the applicant to correct the defects.
The
application then will receive as an effective date the date on which the
defects were corrected.
[Examination as to Substance]
33.
In addition to the examination as to form, the trademark offices of a
number of countries also examine substantive aspects of the application.
Those aspects comprise the question whether the trademark is a si~n which
fulfills all the prescribed requirements for being capable of serv1ng as a
trademark and the question whether the trademark is in conflict with prior
rights.
34.
The first question is examined by all offices which carry out an
examination as to substance.
Here the office has to examine whether the
trademark is distinctive and whether it is not misleading or contrary to
public order or morality.
35.
The substance of these requirements has been dealt with in a previous
chapter.
I should like to recall here that in connection with distinctiveness
of a trademark, the Office normally has to take into account whether the
trademark has become distinctive through use or, in other words, whether it
has obtained a secondary meaning.
It is clear that the examination of these
questions requires qualified staff with great experience in trademark law and
practice.

36. The second question which may be covered by an examination as to
substance, namely, the question as to whether the trademark is in conflict
with prior rights, is examined only by a few offices, in particular, the
Offices of the United Kingdom and of the United States of America.
37. Some other offices examine that question but only when so requested by a
third party in an opposition procedure.
I shall deal with that procedure in a
few minutes.

38. The examination of possible conflicts with prior rights may either be
limited to previously registered trademarks or may also cover, where trademark
rights may be acquired through use, trademarks which have been adopted by an
enterprise through use.
It is, of course, obvious that it is easier for an
Office
to limit its search
for
prior
rights
to
previously registered
trademarks.
In
any
case,
this
task
requires
staff
with
the
same
qualifications as those required for the examination of the distinctiveness of
a trademark.
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39.
In this connection, it has in particular to be examined whether there
exists a conflict if the later trademark i s not identical with the earlier
trademark or if it relates to products or services which are different from
those to which the earlier trademark relates.
These two questions--namely,
conflict of trademarks which are not identical and conflict of trademarks
which do not relate exactly to the same products or services--are the most
important questions in trademark practice.
In countries with long-standing
trademark laws, there exist thousands of decisions of the Office or of the
Courts dealing with this question.
·
40. Roughly speaking, a later trademark is considered to be in conflict with
an earlier trademark if, in view of the similarity of the signs or in view of
the similarity of the products and/or services, the average consumer may
believe that the products or services offered under the later trademark
originate from the enterprise to which the earlier trademark belongs.
In the
application of this test, account is taken of the duration and extension of
use of the earlier trademark.
The longer and the more extensive that use, the
broader is the scope of protection since it is assumed that the consumer may
more easily believe that the similar trademark or the use of the trademark for
similar products refers to the same enterprise.
41.
It is not possible here to go into all the details of the decisions taken
on conflict between trademarks.
It should only be noted that one of the
important factors in this respect is the language in which the conflict is to
be examined.
It may well happen that two trademarks are not confusingly
similar in one language but that, because of a different pronunciation in
another language, they are confusingly similar in that other language.
This
latter circumstance sometimes makes it difficult to find a new trademark which
can be protected in a great number of countries without conflict with existing
trademarks.
[Opposition)
42.
I shall now deal with a special procedure in connection with trademark
applications which has been established in a number of countries, namely, the
opposition procedure.
Such a procedure gives an opportunity to any interested
party to oppose the registration of the trademark.
43.
The opposition procedure starts with the publication, by the Office, of
the trademark for which registration has been applied.
Such a publication
usually takes place after the formal examination of the application and the
examination as to substance, where applicable.
In other words, only where the
Office itself, after having carried out a formal and, where applicable,
substantive examination, reaches the conclusion that the trademark can be
registered, it will publish the trademark f or opposition.
The decision that
the Office takes with a view to publishing the trademark is sometimes called
"acceptance" of the trademark;
it means that, from · the point of view of the
Office, there is no objection against the registration.
·
44.
The publication usually is made in an official Gazette of the Office with
an indication that opposition against the registration ma y be filed by any
interested party within the prescr ibed time limit, for example, three months
from the date of the publication.
Normally , the trademark law specifies the
grounds on which an interested party ma y file an opposition.
Such grounds
include conflict with prior rights, which means not only conflict with earlier
trademarks (registered or, where applicable, acquired through use), but also
conflict with prior trade names.
45. When an opposition is filed, the Office usually informs the applicant of
the opposition, giving him an opportunity to respond.
Sometimes the two
parties settle the conflict between themse lves;
for example, the applicant
can sometimes avoid the conflict by reducing the list of products or services,
or he can make an arrangement with the owner of the earlier trademark, if the
latter agrees to renounce his rights, either totall y or in part.
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46. Some laws provide that in an opposition proceeding the applicant may
invoke the fact that the ear 1 ie r trademark on which the opposition was based
was in use for a certain period of time, for · example, five years.
In that
case, the owner of the earlier trademark has the burden of proving that the
trademark was in fact used.
If he can prove use, the opposition will be
rejected without entering into the merits of the case.
47.
If the opposition is successful, for example, because there is a conflict
with the earlier trademark of the opponent, the Office will reject the
application.
[Registration and Publication)
48. If the Office, possibly after an opposition procedure, reaches the
conclusion
that
the
trademark
is
to
be
registered,
it effects
the
registration.
This means
that
all
the
information
contained
in the
application is recorded in the Register kept by the Office .
Each registration
obtains a number (which may be either identical or different from the number
given by the Office to the application), and each registration is dated (in
order to determine the effective date on which the protection starts).
49. Any interested party may consult the Register in order to obtain
information on registered trademarks.
In addition, the contents of each
registration are published in an official Gazette. Where the contents of the
application have already been published for the purposes of opposition, the
publication after registration usually only refers to the first application
stating that the trademark has now been registered.

[Duration of Registration;

Renewal;

Termination)

[Duration)
50. Under the laws of all countries, the effect of the registration of a
trademark is limited in time.
The duration of the said effect may vary
between ten and 20 years.
For example, in several countries on the European
continent, including France and the Federal Republic of Germany, the duration
is ten years, counting from the date of filing, while in the United States of
America the duration is 20 years, counting from the date of registration.
51.
In the United Kingdom and in a number of countries which have followed
the system of the United Kingdom, there is an initial duration of seven years
but registration is renewable for periods of 14 years.
In most other
countries, the subsequent periods are the same as the initial period.
52. Under the Madrid Agreement, the international registration of a trademark
has a duration of 20 years, while under the Trademark Registration Treaty,
that period is ten years.
[Renewal)
53.
In all countries, the provision that the effect of the registration of a
trademark is limited in time is supplemented by a provision that the said
effect may be renewed.
Renewal is a simple procedure, only requiring a
request by the registered owner of the trademark and the payment of a fee.
In
some countries, it is even sufficient to pay the renewal fee, it being
understood that this means that renewal is requested.
The renewal of a
registration is published in the o f ficial Gazette in or d er to ensure that
anybody intereste d is informed about the renewal.
Therefore, in order to
determine whether the registration of a trademark still is in effect, one has
to check in the official Gazette whether the registration has been renewed.
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54. The request for renewal usually is not examined as to substance, for
example,
the Office does not examine whether
the
trademark
is still
distinctive or whether it has lost its distinctiveness.
55.

If the renewal is not effected, the registration expires.

[Termination]
56.
In addition to the situation where a registration expires because of
non-renewal, there exist situations where the registration is terminated
before the expiration of the duration of the registration.
Three cases have
to be distinguished:
firstly, registration may be surrendered by the owner of
the trademark; secondly, the registration may be invalidated by a decision of
the Office or a court with effect from its beginning;
thirdly, the trademark
may be removed from the Register (with effect from the date of the decision of
removal).

57.
[Surrender]
The owner of the registered trademark may surrender
registration by a declaration to the Office.
The Office then removes
trademark from the Register and publishes this fact.
58.
A typical case of surrender may occur
arrangement concerning conflicting trademarks.

where

parties

enter

the
the

into

an

59. Where the owner of the registered trademark has granted a license, he
normally cannot surrender the registration without the consent of the licensee.

[Invalidation]
As regards the
trademark, two possibilities exist.

60.

invalidation

of

the

registration

of

a

61.
In some countries, the law provides for a procedure for invalidation,
either by the Office or by a court decision or by either one.
The usual
ground for invalidation is that the trademark is not valid because the
trademark, at the time of registration, did not fulfill the requirements for
being capable of serving as a trademark and that this situation still subsists
or that the trademark at the time of registration, was, and still is, in
conflict with a prior right.
Normally, an action for invalidation is started
by an interested party and the registered owner is given an opportunity to
defend his position.
The decision has an effect not only between the parties
but also has the effect that the registration is invalidated as such.

62.
In many other countries, it is not possible to obtain the invalidation of
a trademark with general effect.
In those countries, it is only possible to
invoke in court proceedings, for example, the infringement proceedings, the
invalidity of the trademark, as a counter claim or a defense.
The decision
taken by the court has effect only between the parties.
This means that the
registration subsists and that its invalidity has to be invoked each time the
owner of the registration tries to allege rights conferred by the registra~ion.
[Removal]
In contrast to invalidation, the removal of a trademark from
the Register has effect only from the date such a decision is taken.
The
possibility of removal exists in some countries, and the grounds for removal
are either that the registered owner did not comply with the use requirements
or that the trademark lost its distinctiveness.
63.

64.
The removal is either effected by the Office or by a court with,
course, the same safeguards for the registered owner as in the case
invalidation.

of
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[Definition of Exclusive Right and Scope of Protection;
Remedies and Sanctions]
65.
I shall now deal with the definition of the exclusive right conferred
either by the registration of the trademark or through use.
In this
connection, I shall also give explanations concerning the scope of protection
and the remedies and sanctions available in the case of infringement of the
exclusive right.
[Protected Acts]
66. The exclusive right acquired by registration or use of a trademark in
general can be defined as the right to exclude others from using the trademark
for commercial purposes.
The various national laws sometimes contain only
such a general definition (or, where the right is acquired by use, no
definition at all since the matter is left to the courts) or they contain a
more specific definition.
But there are practically no differences between
the countries in respect of that definition.
67. What does "use for commercial purposes" exactly mean?
have to be distinguished.

Here several cases

68.
[Use of the Protected Trademark for the Same Products or Services]
The
simplest case Of infringement is the ---casewhere the protected trademark is
used by another enterprise for the same products or services as ' those for
which the trademark is used by its owner.
This is a clear case of trademark
infringement and it is not even necessary to examine whether in that case a
risk of confusion exists in the minds of the consumers.
69. Only one
"use" mean?

aspect

of

this

case

needs

further

qualification:

what

does

70. It is generally accepted that "use" means the reproduction of the
trademark on products or in connection with services, or in advertising, the
sale and offering for sale and importation of products bearing the infringing
trademark and the offering and rendering of services in connection with the
infringing trademark.
In some laws, even preparatory acts, such as the
stocking of products for sale, are expressly mentioned.
71.
[Use of the Protected Trademark for Similar Products or Services]
While
no doubt exists that the unauthorize-cr-use of the trademark for products or
services which are of the same kind as those offered by the trademark owner
constitutes an infringement, the question arises whether, and if so, under
what conditions, the use of the trademark for similar products or services may
also constitute an infringement.
72.
It has been recognized in practically all countries that there is
infringement if the use of the trademark for similar products causei confusion
in the mind of the consumer.
In other words, if the average consumer believes
that the products or services for which the trademark is used by the defendant
originate from the enterprise of the trademark owner, confusion exists and
therefore the trademark owner has a right to prevent such use.
73. Thus, it is recognized in many countries that the scope of protection
covers products or services which are not listed in the registration, provided
that they are so closely related to the listed products or services that
confusion may arise.
In the application of this rule, many countries take
into account the extent of the use of the protected trademark and the size of
the enterprise of the trademark owner:
the bigger the enterprise and the more
extensive the use of the trademark, the larger is the scope of protection as
regards the products.
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74.
[Use of ~ Sign Which is Similar to the Protected Trademark]
A further
very important aspect of the scope of protection of a trademark concerns the
question of whether the use of similar signs may constitute an infringement.
Here again, it is generally recognized that such use is an infringement if it
creates a risk of confusion.
75.
In many countries, this question has given rise to a huge number of court
decisions from which certain rules can be deduced.
For example, it has been
frequently stated that it is not the differences between two trademarks but
the similarities of those two trademarks which have to be taken into account.
Moreover, it is generally recognized that the similarity may be on three
levels.
There may be a visible similarity or an audible similarity or a
similarity in the meaning.
Audible similarities, of course, depend on the
pronunciation in the language of the country where the trademark is to be
protected.
As regards similarity in respect of the meaning, it has been
recognized, for example, that confusion may exist between an emblem (for
example, a Jaguar) and the name of the item which appears in the emblem, for
example, the name "Jaguar."
76.
[Other Cases]
In addition to the aforementioned cases, many national
laws also recognize two further cases of trademark infringement, either in an
express provision of the statute or on the basis of court decisions.
77. The first case concerns the use of the protected trademark in connection
with entirely different products or services.
78. For example, if the trademark "Coca-Cola" is used by a manufacturer of
blue jeans and if such use gives the impression that the product made by that
manufacturer draws on the reputation of "Coca-Cola" as a drink for dynamic
young people, the interests of the "Coca-Cola" company are at stake.
However,
it can hardly be maintained that there is a risk of confusion with respect to
the origin of the blue jeans since the manufacturer of the blue jeans makes it
clear that they did not come from the "Coca-Cola" company.
He only profits
from the reputation of the trademark "Coca-Cola" without creating confusion.
79.
In such a case, one speaks of "a dilution" of a trademark.
It has been
recognized in several countries that the trademark owner may prohibit acts
which amount to such dilution.
The condition for such protection, however, is
that the trademark has gained a certain reputation or that it is a
particularly well-known or "famous" trademark.
80. The second case concerns the use of the protected trademark in a
dictionary or encyclopedia or similar work. Here again, we have the situation
that there exists a well-known trademark which is used by a number of people
as the designation of the product.
It may happen that editors of a dictionary
inadvertently use the trademark as the name of a product.
Obviously, this is
not a use for commercial purposes so that the normal infringement action does
not apply.
However, since such a use does damag-e to the trademark owner
because it supports the dangerous development of a well-known trademark· to a
generic designation, it is recognized in several countries that the trademark
owner may prohibit such a use.
[Exceptions to the Protection]
81. Having defined the exclusive right and the scope of protection,
now to examine whether there exist any exceptions to the protection.
connection, two completely different cases have to be distinguished.

we have
In this

82.
[Use of Own Name and Other Necessary Indications]
The first case
concerns the use by a person or entity of his or its name and the use of other
necessary indications such as geographical indications, etc.
When examining
the question whether a family name or a surname may serve as a trademark, I
already stated that the recognition of a family name or surname as a trademark
does not confer the right by others to use their own family name or surname.
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83. For example, the "Ford" Corporation could not prohibit somebody whose
name is "Ford" from using his name in connection with his business even if
that business is the manufacture of automobiles.
The exclusive right
conferred with respect to the trademark here suffers an exception.
A person
or entity may use his or its name provided such use is not use as a
trademark.
In other words, the name may be used as a trade name but not as a
trademark, and the use of the trade name must be in a way that confusion
between the enterprise and the trademark owner is avoided.
84. Similar
exceptions
exist
in
respect
of
the
use
of
geographical
indications
or
indications
concerning
the
kind,
quality,
quantity,
destination, etc., of a product.
In the BIRPI Model Law for Developing
Countries (Section 19), this rule has been defined as follows:
"Registration
of the mark shall not confer on its registered owner the right to preclude
third parties from using bona fide their names, addresses, pseudonyms, a
geographical name,
or exact
indications concerning
the
kind,
quality,
quantity, destination, value, place of origin, or time of production or of
supply, of their products and services, insofar as such use is confined to the
purposes of mere identification or information and cannot mislead the public
as to the source of the products or services."
85.
[Use After Putting on the Market £y the Owner of the Trademark
(Exhaustion of Exclusive Right)]
The second case concerns th~use of the
protected trademark in respect of a product which has been put on the market
by the owner of the trademark or by somebody else with his consent.
86. For example, if the manufacturer of transistor radios sells his products
to an enterprise which acts as retailer, one can assume that that enterprise
is free to sell them again.
There is an implied authorization to use the
trademark which was used by the manufacturer for the transistor radios.
87. The question arises whether this rule also applies where the retailer
does not respect certain conditions imposed on him by his contract with the
manufacturer, for example, the application of certain resale prices.
Where
this question has become an issue in court decisions, it has been decided that
the non- respect of those conditions is only relevant in connection with the
contract between the manufacturer and the retailer, but it is not relevant for
the authorization to use the trademark.
88. This principle is generally called the "principle of the exhaustion of
the exclusive right."
In other words, it is assumed that the sale of the
products under the trademark implies the authorization to resell them with
that trademark.
89. While it is generally recognized that the principle of exhaustion of the
exclusive right applies where products have been put on the domestic market by
the trademark owner,
a
controversial
issue arises with
the so-called
"international exhaustion." This issue concerns the case where the trademark
owner has sold his products under the trademark to an enterprise in an.other
country and where those products are subsequently imported into the country
where the protection is sought.
90. Here the question arises whether the trademark owner can stop the
importation of those products which he had already sold abroad on the basis of
his exclusive right in respect of the trademark.
This question may be of
great economic importance because the trademark owner may try to use his
trademark rights in order to control the level of resale prices in various
countries.
There may be a retailer who obtained the genuine products abroad
but sells them at lower prices than those fixed by the trademark owner (such
an act is usually called "parallel importation").
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91.
In some countries, it has been decided that the trademark owner cannot
exercise his exclusive right in respect of products which were put on the
market, regardless of whether that putting on the market occurred in the
country itself or in another country.
Those decisions are based on the
reasoning
that trademark protection serves
to
avoid confusion
in
the
consumer's mind;
where the genuine product is offered on the market, such
confusion cannot arise and therefore the exercise of the exclusive right would
not be justified.
92. One condition made in the application of the exhaustion principle is that
the product is the same as the one which is offered by the trademark owner on
the specific market in the country.
For example. in respect of alcoholic
beverages, cosmetic articles or even pharmaceuticals, it may happen that the
product offered by one and the same manufacturer in various countries is not
exactly the same because differences in the taste of consumers or in the local
regulations concerning pharmaceuticals require slightly different products in
the various countries.
Parallel importation of such a different product
would, however, mislead the consumer because he might believe that he is
receiving exactly the product which is offered by the trademark owner in his
country.
Therefore, in accordance with that opinion, the trademark owner can
exercise his exclusive right and stop the importation of products by a
"parallel
importer"
where
those
products
do
not
correspond
to
the
specifications applied by the trademark owner in the particular country.
93.
In general, it is to be noted that the application of the principle of
exhaustion is practically one of the most important issues in trademark law
but still is rather controversial and would require a specialized study.
[Remedies and Sanctions]
94.
I shall now deal with the remedies and sanctions in the case of trademark
infringement.
95. Three kinds of remedies and sanctions have to be distinguished.
Firstly,
the remedies and sanctions which are available in the procedure before the
Office;
secondly, civil sanctions;
thirdly, penal sanctions.
Moreover, I
shall also deal with the case where the sanctions do not apply because of
acquiescence or estoppel.
96.
[Remedies in the Procedure Before the Office]
As regards the remedies in
the procedure before the Office, I already mentioned that in many countries
there exists the possibility of opposing the registration of a trademark by
the owner of an earlier trademark.
This is practically one of the most
important means of action in trademark law because it helps the trademark
owner to prevent infringement at an early stage.
97.
In addition, the already mentioned possibility of invalidation of a
trademark registration is to be recalled here.
In countries which provide for
the possibility of an invalidation of the registration with general effect, a
trademark owner can use this possibility in order to make conflicting
registrations
disappear.
Thus,
the
impression
is
avoided
that
those
registrations might have conferred valid rights, and the owners of those
registrations are prevented from using them as a basis for unjustified
infringement proceedings.
98.
[Civil Sanctions]
In all countries, the owner of a trademark has the
possibility of pursuing infringers in civil proceedings.
The sanctions in
such proceedings usually include an injunction, which means the prohibition of
unauthorized use (where such use has already taken place or is imminent in the
future) ., and damages.
An additional remedy for the trademark owner is the
publication of the court decision stating the infringement;
such publication
informs the public about the fact that the use of the trademark by the
infringer is illegal and thus repairs to some extent the damaging confusion
that was created by such use.
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99.
[Penal Sanctions]
In addition to civil sanctions, some countries provide
for the possibility of penal sanctions against trademark infringers, in
particular, the payment of a fine and/or imprisonment.
100. [Acquiescence or Estoppel]
In some countries, a general principle has
been recognized which is of great practical importance for the application of
remedies and sanctions.
According to that principle, infringement can no
longer be prosecuted if the trademark owner has tolerated the infringement for
a substantial amount of time.
The application of this principle, however,
presupposes that no danger of confusion arises in the public.
Thus, the
principle normally only applies to the protection of trademarks which have
been registered but which are not used.
101. As already mentioned,
in some countries the law contains specific
provisions on the time after the expiration of which a registered trademark
becomes incontestable.
After the expiration of those time limits, the owner
of a prior right can no longer claim that the later registration is in
conflict with the prior right.
[Transfer and Licensing of Trademarks and Trademark Applications]
102. I now reach the last chapter of my lectures which deals with the transfer
and licensing of trademarks and trademark applications.
103. In the following explanations, I shall only speak about trademarks, but
it is to be noted that, whatever is said in respect of trademarks, also
applies in respect of trademark applications.
[Transfer]
104. A transfer of a trademark may happen in two different manners, either by
operation of law or by contract.
105. [Transfer EY_ Operation of Law]
A transfer by operation of law occurs
where the owner of the trademark dies and is succeeded by his heirs.
In that
case, the heirs become owners of the trademark.
106. [Transfer EY_ Contract]
Practically more important is
trademark by contract.
Two cases have to be distinguished.

the transfer

of a

107. In the first case, the trademark is transferred with the enterprise for
which it is used.
This case happens where an enterprise is sold or where
there is a merger between two enterprises.
It is generally recognized that
the transfer of the trademark with the enterprise does not cause any problem.
108. The second case concerns the transfer of the trademark without the
enterprise.
This happens if one enterprise sells its trademark or trade!llarks
to another enterprise.
In this connection, there may exist a danger of
misleading the public because the trademark is understood by the public as a
reference
to
a particular
enterprise
from which products
or
services
originate.
Therefore, some laws do not permit the transfer of a trademark
without the enterprise or at least without that part of the enterprise to
which the trademark relates.
Other laws permit such a transfer but only on
the condition that there is no danger of misleading the public.
109. [Recording of the Transfer]
Practically all laws require that the
transfer be recorded in the Register in order to ensure that the public is
informed about the transfer.
Many laws in addition require that the transfer
be published in the official Gazette.
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[Licensing]
110. Of great practical importance is the licensing of trademarks.
Licensing
is done through a contract between the trademark owner and the licensee. The
purpose of the contract is to allow the licensee to use the trademark.
The
reason for the license is that the trademark owner is himself not in a
position to use--or to fully use--the trademarK in the particular country and
thus wishes to have the trademark used by another enterprise.
lll. It is clear that trademark licensing raises the same problem as the
transfer of a trademark without the enterprise, namely, the possible risk of
misleading the public.
I shall deal with that problem in a few minutes.
112. [Contents of License Contract]
A license contract normally is concluded
in writing. Some laws expressly require that it be concluded in writing.
113. The contract has to specify the trademark and the products or services
for which the trademark may be used by the licensee. Moreover, the contract
has to specify the duration of the license and the applicable territory, in
particular whether such territory is only part of the territory of the
country, for example, a particular province.
114. Finally, the license contract has to specify the remuneration to be paid
by the licensee for the use of the trademark.
Such a remuneration may be
either a single payment ("lump sum") or a periodical payment which is
calculated in accordance with the amount of use, for example, the ' number of
units produced or marketed by the licensee under the trademark.
115. In addition, the license contract may deal with issues such as the
transfer of technology from the trademark owner to the licensee, in particular
the communication of know-how which ensures that the licensee can produce in
accordance with the same quality standards as the trademark owner.
116. [Quality Control 2¥_ the Licensor]
In order to avoid the risk of
misleading the public which may arise in the case of a trademarK license
because the public may believe that the products offered by the licensee
originate from the trademark owner, many laws require that the trademark owner
must exercise a quality control with respect to the products manufactured
and/or marketed by the licensee.
Such a quality control does not completely
eliminate possible confusion in the public on the origin of the products or
services offered by the licensee but at least it avoids the public being
misled as to the quality of the products or services since the purpose of the
quality control is to ensure that the licensee applies the same quality
standards as the trademark owner.
117. As regards the sanctions for noncompliance with the requirement of
quality control, several possibilities exist:
the contract may be invalidated
(if it does not contain a clause requiring the quaiity control) or may lapse
(if the trademark owner in fact does not exercise the required quality
control) or the trademark right might lapse where a license contract does not
require quality control or where the required quality control is not
exercised.
In addition, there exists the possibility of suing both the
trademark owner and the licensee because of misleading practices, which
constitute an act of unfair competition.
118. [Recording and Registration of the License Contract]
Almost all laws
require that license contracts be recorded by the Office and that they also be
published in the Gazette of the Office.
Thus the fact of the license is made
public.
119. Some laws provide that license contracts
have no effect vis-a-vis third parties.

which

have

not been

recorded
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120. In addition, some laws require that a trademark license contract be
registered after an examination as to substance and provide that the license
contract is not valid if it is not registered.
121. The examination as to substance, in particular, covers the requirement of
quality control and any restrictive clauses in the contract which would be
undesirable for economic reasons, for example, an obligation imposed on the
licensee to acquire certain raw materials from the trademark owner where this
is not required in order to maintain the applicable quality standard.
122. [Consequences
for
License Contract of
Refusal
or
Termination of
Registration of the Trademark )
I shall now deal with a particular case in
connection with ~ademark licenses, namely,
the case that a
trademark
application did not lead to a registration or that the registration of the
trademark was invalidated or that the trademark was removed from the
Register. What is the effect of such events on the license contract? For the
time after one of the said events, the general rule is that the licensee is
free to use the trademark unless he infringes the right of a third party. For
the time preceding one of the said events, the question arises whether the
licensee has the right to claim reimbursement of the license fee, provided
that the said event has retroactive effect (for example, the invalidation of a
registration).
This question is not easy to resolve.
Despite the invalidity
of the registration, the licensee may have profited from the license so that
he would not be justified in claiming reimbursement of the fees paid by him.
This is an argument used in certain countries, although in general it can be
said that the solution of the problem depends in each case on the specific
circumstances.
123. With these explanations,
thank you for your attention.

I

have come to the end of my lectures,

and
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I.

INTRODUCTION

A trade mark or a service mark is a vehicle for communication between the
proprietor of the mark and consumers.
As a matter of legal necessity, the mark must distinguish the products or
services of the proprietor from all other products in the relevant market.
If
a mark is not capable of performing this essential function, it is not
entitled to protection in a court of law, and is of no practical value.
This
function
of distinguishing
is
a
common
requirement
in all
jurisdictions in which marks are protected, with the one exception being the
Peoples Republic of China.
In China a trademark is by definition a badge of
quality, and there is no legal necessity for it to be a badge of distinction
as well.
"Trademarks and Consumers" has been a hotly debated topic in recent
years, particularly in relation to suggestions as to the proper role of trade
marks in developing countries.
The issue of the extent to which a mark should
be a badge of quality is at the centre of this debate.
The World Intellectual Property
discussion on this topic in Asia.

Organization

has

promoted

extensive

In February 1982, WIPO organised an Asian and Pacific Symposium on "The
Use and Usefulness of Trademarks in Developin3 Countries". This Symposium was
held in Colombo, Sri Lanka.
The papers by Denis C. Maday on "The Functions of
Trademarks Today", and by Dan Shannahan on "The Trade Mark Right:
Consumer
Protection or Monopoly" are of particular relevance.
In May 1982, WIPO organised a Legal Training Course on Trademarks at the
invitation of the General Administration for Industry and Commerce of the
Peoples Republic of China.
Lecture number nine in this course was prepared by
Albrecht Krieger, Ministerialdirektor of the German Federal Ministry of
Justice.
His topic: "Trademarks and Consumers."
I have endeavoured to build upon these previous presentations,
develop further some of the points that were raised in them.

II.

and

to

TRADEMARKS, CONSUMERS AND ECONOMIC DEVELOPMENT

Without trademarks,
it would be very difficult for a consumer to
distinguish
between
competitive
products.
If
we
understand
the
term
"trademark" in its widest sense as meaning any element which serves to
distinguish a product from its competitors (i.e., not just the regist'ered
mark, but including the corporate name and elements of design, colour, get-up,
etc.) then by definition it would be impossible for a consumer to distinguish
between competitive products without trademarks.
Without any means of distinguishing its products, there would be no point
in a trademark proprietor advertising, because any advertising would be of
equal benefit to all competitors in the generic class.
There would be
considerably less incentive to maintain or improve quality, because there are
many kinds of goods in respect of which consumers are not able to distinguish
between high quality and low quality at the point of purchase.
This is the
case wi~h packaged goods, complex electrical items, pharmaceuticals and
countless other items.
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Without advertising, the rate of economic progress would be greatly
reduced.
In fact, if advertising were suddenly abolished there would most
probably be severe economic contraction.
With no use of mass media to inform
consumers as to available products, and to persuade them to buy, and with
similar products being indistinguishable one from another in the stores,
consumption beyond the necessities of food and shelter would decline.
With a
greatly reduced ability to communicate the comparative benefits of their
products, new product development would be contracted.
It would take years to
establish a mass marke·t for a new product--a task that can be achieved in a
matter of weeks with advertising.
In free enterprise societies, the persuasive power of advertising is the
engine of economic growth.l
This engine could not be effective without
trademarks.
There are people who think that there is too much emphasis in the modern
world on the production and consumption of goods and services, and that if
economic contraction were associated with the adoption of more spiritual
values, it would be a better world.
However worthy such ideas may be, they are clearly not the majority view
in any country.
Irrespective of whether their political leaning of the moment
be towards socialism or free enterprise, most people want their personal world
of tomorrow to be a little bit better than it is today.
All countries are
striving to achieve a good rate of economic growth.
For the average
individual, economic growth means more job opportunities, more discretionary
income, more political and social security, more choice, greater quality in
goods or services available for purchase, and technological progress.
Even socialist countries realise the important role of trademarks in
fostering economic growth, and the material well-being of their people.
This
is true across the whole spectrum of socialist philosophies--from countries
such as Australia or the United Kingdom which from time to time have a
socialist party in power, to one-party socialist states such as the USSR where
there is increasing use of trademarks and advertising by state enterprises to
stimulate
economic
growth.
Even
in
free
enterprise
countries,
state-controlled utilities that supply electricity, public transport and
telephone systems find it advantageous to persuade people to make greater use
of their products or services through the use of distinguishing marks and
advertising.
All of us are consumers.
As consumers, most of us know that our buying
decisions are made for reasons that are both emotional and rational.
With a
choice of two items of equal quality and beauty, a woman is likely to prefer
the one with a famous trade mark to the one without.
With a choice of two
cars of equal comfort and practical performance, some men may choose an
expensive symbol of German engineering excellence over an equally functional
but less prestigious (and less expensive) competitor.
The more affluent the
consumer,
the
more
he
or
she
is
able
to
indulge
such
emotiunal
preferences--but the same basis of decision ma k ing can be found at all income
levels above that of bare subsistence.
As lawye rs, it is important that we r ecognise the presence of factors
other than the purely rational in buying decisio ns.
Consumers are motivated
to buy not only because of objective factors such as price, performance,
composition, and standard of manufacture, but also because of associations
which the product might have with famous people, the esteem of friends and
associ ates, success or desirable life-styles.
No n-objective factors such as
these ar e neither bad nor good .
They are relevant to buying decis ions because
people weave dreams, illu sions and aspirations into their daily lives.
For
advertising to stimulate economic activity, it must persuade as well as
inform.
In o rd er to persuade , it must appeal not only to the bra in, but also
to the heart.
It would be a much du ll er and more dreary world if it did not
do this.
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We have noted that persuasive advertising is essential to economic
development,
and
that
it would not
be
possible
to
advertise
without
trademarks.
In a certain sense the converse is true as well--it is impossible
to have an effective trademark without use of the mark, and there are many
marketing situations where the best way to link the mark with persuasive
associations in the minds of consumers is through advertising.
Take for
example the very best form of trademark--an invented word with no inherent
reference whatsoever to the character or quality of the goods to which it is
applied.
An example would be a word like EXXON, having absolutely no meaning
whatsoever in any language, or PENGUIN for books, having no meaning in
relation to that class of goods.
At the moment such a word is coined or
chosen, it has no relevant significance.
It is not associated with any
particular company, and it does not distinguish any goods or services.
This
comes only with use of the word as a mark, and through advertising in its
various forms.
Trademark law is concerned primarily with the central function of marks
as badges of distinction.
For the most part, it is not concerned with the
other
connotations
and
associations
that
a
mark
may
develop
through
advertising and carefully controlled use.
A mark for cigarettes may be
associated with cowboys, masculinity and the freedom of wide-open spaces;
a
mark for automobiles may be associated with safety tests, a particular
standard of manufacture, and with cars that win races;
a mark for toothpaste
may be associated with success in social life;
and a mark for writing
instruments may be associated with refinement, good taste and expense.
Trademark
law
is
not
generally
concerned
with
such
connotations
and
associations.
To borrow a term from the profession of marketing, marks acquire an
"image."
The objective of every marketing director responsible for selling
consumer products is to use advertising and other marketing techniques to make
that image unique, so that loyal customers will not readily substitue a
competitive product, even if the competitor is cheaper.
Some products are unique as a matter of objective fact--they have
elements of design,
composition,
construction,
perfozmance and
function
unrivalled by any competitor.
These are the lucky few.
In the crowded and competitive markets of the 1980s, there are many
products that cannot be easily distinguished from their competitors on
objective grounds alone.
Petroleum is virtually the same irrespective of
which trademark is on the pump.
The same can be said of soap powder, packaged
rice, ball point pens, mineral water, filter-tipped cigarettes and thousands
of other products.
Even the many different brands of personal computers that
have appeared on the market in recent years are very similar in operation and
performance.
A marketing director faced with the tasK of promoting the sale of a
product that is very similar to its competitors has a variety of strategies
open to him.
He can develop a superior distribution system, or better
warranty and after-sales service.
He can treat his product as a commodity,
shave his profit margins and cut the price in an endeavour to achieve volume
sales.
And he can develop a marketing and advertising campaign designed to
give his product a unique "image" and a market segment all on its own.
We
can
see
all
around
us
examples
of
products
that
have
been
differentiated from their competitors through the use of these techniques.
Marlboro cigarettes.
Pepsi Cola and Coca Cola.
Perrier mineral water.
Revlon cosmetics.
Ad idas running shoes.
Nescafe coffee.
Perhaps the most
dramatic examples of all, because the y are the least noticed, are to be found
in retail banks and insurance companies.
A current account service or
standard insurance policy from one substantial company is likely to be
objectively very similar to its competitors, and yet the companies concerned
are very successful at building customer loyalty by applying professional
marketing techniques.
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In every case it is the trade or service mark that provides a convenient
reference to the bundle of associations that have been built around the
product through advertising and marketing.
The balance of the objective and
the emotive,
of
that which
is true and
that which
is hyperbole and
self-evident puffery,
is maintained by the vast majority of
reputable
companies for one very good reason.
If a marked product fails to deliver its
promise, thereafter the mark serves as a badge of warning, and not as a badge
of attraction.
Advertising and marketing is persuasive precisely because it appeals on
an emotional level, and is not confined to a purely objective, informational,
intellectual level.
It is the persuasive power of advertising and other
marketing techniques that has been the engine of economic development around
the
world.
Unless
consumers
are
persuaded
to
ever
higher
levels
of
cosumption, it is impossible for economies to achieve higher levels of
production, the fullest possible employment and higher standards of living.
Many well-intentioned proposals for the reform of the law relating to
advertising and trade marks have failed to recognise the importance of the
persuasive function to economic progress.

III.

TRADEMARKS AND EXCESSIVE ECONOMIC POWER

Concern with excessive economic power rests on a belief that free and
honest markets provide the best practical mechanism for adjusting supply and
demand, and for fixing prices.
According to this belief, if any one firm (or
group of firms acting in concert) has so much power relative to others in the
market that it is able to unilaterally raise its prices without losing sales,
then the market mechanism is unable to operate and economic efficiency is
likely to be diminished.
There are many who would argue that economic power is not necessarily a
bad thing.
One countervailing argument is that partic u larly in a small or
developing economy, concentration may be necessary to achieve economies of
scale, whereas competition may produce wasteful fragmentation of effort and
resources.
According to this argument, economic power is of itself neither
good nor bad--it depends on how it is used, and there are many ways for
governments to ensure that such power is not abused.
Trademarks are accused of being instruments of excessive economic power
in a variety of ways. 2
One example occurs in situations where a large firm
(or an oligopoly) has established a very strong reputation in a particular
trademark or group of marks in a particular product categor y .
It is feared
that through continuing massive advertising expenditure the large firm may be
able to effectivel y preclude the entry of an y new competitor.
Although this
has been the subject of much academic discussion,
it is very difficult
(perhaps impossible) to find actual situations where a brand reputation is so
strong that competition is precluded.
In section II of this paper we noted that marks enable consumers to
distinguish between competitive products,
and that this is an essential
pre-condition for a competitive market economy.
We also noted that where
products
are
inherently
similar
on
objective
grounds,
the y
may
be
differentiated b y giving different marks a different "image."
In the vast
majority of cases artificial product differentiation harms nobody, and to the
extent that it promotes economic activit y , it is indirectly in the interests
of consumers.
But
there
are
some situations
where
artificial
product
differentiation is successful to a degree that is unacceptable.
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In the majority of product categories, the power of a famous mark is only
able to command a relatively small price premium, and there is no great harm
in the consumer deception that different marks mean different products.
In
Australia, there is a light bulb factory operated as a joint venture between
rival marketing companies.
The light bulbs that come off the production line
are exactly identical except for the different trademarks.
One of the marks
is internationally famous for electrical goods, and it commands a premium
price.
Another mark is the house brand of a retail chain.
It is not
advertised, and it sells cheaply.
In this case there is only a few cents
difference between the premium price and the cheapest price.
I f the premium
brand tried to charge more, consumers would substitute another brand.
To the
extent that consumers would be surprised to discover that all the competitive
products come off the one production line, they are being deceived by the use
of different marks.
But there is no significant abuse of economic power.
Trademarks can also be used to minimise competition between products
bearing the same brand (intra-brand competition).
This can be achieved in
many different ways--for example:
(1)

through market segmentation--with identical products produced by a
single manufacturer being sold in the same market at different
prices under different trademarks.
The classic example occurs when
a manufacturer has a major national brand which is extensively
advertised (requiring a higher gross profit margin to recoup the
cost of the advertising) and then as an exercise in marginal costing
produces the same product under other brands for sale through
discount chains.
Often the seconc brand is the "house brand" of a
major retail chain;

(2)

through restraints imposed in licensing arrangements--territory,
customer
and product restraints,
requirements contracts,
tying
arrangements, full-line forcing, third-line forcing, resale price
maintenance and non-compete agreements.
In the United States of
America,
and many other countries,
these
trade practices are
regulated by what the Americans call "anti-trust" legislation;

(3)

by arranging for different subsidiaries or
licensees
to hold
exclusive rights in a mark in different countries, and using that
exclusivity
as
a
means
of
keeping
out
competitive
products
legitimately bearing the mark from other countries.
The action by
an enterprising importer importing legitimately marked products to
compete against the orderly marketing arrangements of the group in a
particular country is referred to as "parallel import."
Some
countries have provisions in their trademark laws to ensure that
trademarks cannot be used to prevent parallel imports, and this is
the official and actively enforced policy of the European Economic
Community.

According to conventional economic theory,
firms maximise profits.
Attempts by a
trademark
proprietor
to
reduce
or
eliminate
intra-band
competition will usually be directed to maximising the sale of the product
against competitive marks.
In other words, such restrictions will normally
have a directional force that is pro-competitive.
At the same time, there
will always be a countervailing force manifest in the lessening of competition
between products bearing the same mark.
Is the net effect something which the law should encourage or discourage
in the interests of p romoting a free-market ec o nomy and the interests of
consumers? The a rgument in favour of preventing trademark ri gh ts being used
to reduce intra-brand competition is strongest where the mark is dominant in
its market, or where it is so strong l y differentiated that it constitutes a
product mark e t into itself.
But th is is not the usual case.
Usually the
trademark proprietor seeki ng to maximise inte r-brand competition by minimising
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intra-brand competition is operating in a market with many competitive
products.
In this situation it is less obvious that the restrictions are
undesirable.
It can even be argued that they are a positive benefit, because
if the trademark proprietor is not at liberty to make such orderly marketing
arrangements through independent distributors, it may adopt the alternative of
full vertical integration and direct sales to customers.
This would tend to
eliminate opportunities for independent distribution businesses, and increase
the economic power of larger firms.
This is directly opposite to the intent
of anti-trust legislation.
There are at least three ways in which intra-brand restrictions can be of
particular benefit to developing countries:
1.

they can promote new investment.
For example, a local
may be unwilling to invest in marketing, training and
support facilities for
a new and untried product
security of exclusive territorial rights--at least for
limited period;

distributor
maintenance
without the
an initial,

2.

market
coverage.
Without
territorial
they
can
promote
full
segmentation, independent distributors may prefer to concentrate on
lucrative major markets, and ignore less developed countries and
less affluent rural areas;

3.

they can encourage customer service.
By ensuring that profit
margins
are
maintained,
a
trademark
proprietor
can
give
a
distributor
the
confidence
and
security
necessary
to
provide
warranty service, advice and assistance with installation and usage,
and full access to qualified staff.
Exclusivity and territorial
restrictions prevent short service distributors taking a free ride
on the efforts of full service distributors.

It is important to bear these points in mind in reaching a balanced view as to
consumer interests.
As consumers, we all have sympathy with the voice that
says "why should you be forced to deal with a licensed manufacturer or
distributor, when an unlicensed distributor could import the same product with
the same mark from a low cost country, and sell it cheaper" ? All other things
being neutral, it is better to have the option of the same product at the
cheaper price.
But all other things are often not neutral, particularly where
countries
have
a
policy
of
promoting
investment
in
local
production
facilities, or where the product requires elaborate service and support
facilities that the cheap importer is unwilling to provide.

IV.

TRADEMARKS AND DECEPTION

Trademark laws commonly make it unlawful to register marks that would be
likely to deceive, and deception is commonly made a ground for removing a
registered mark from the register.
This prohibiti o n on deceptive marks is not to be taken at face value.
There are many wa ys in which a mark may be assoc iated with deceptive practices
without being in any real danger of losing its registration.
Although the
possibilities for deception are infinite, there are seven areas worthy of
particular note.
They are:
1.
2.
3.

4.
5.
6.
7.

deception as to quality
deception as to geographical origin
deception as to the form of trade connection
deception through assignment
deception through licensing
foreign reputations
infringing use

We will briefly consider each of these areas .
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Deception as to guali ty

The law in the United Kingdom and derivative jurisdictions effectively
prohibits deception as to quality that is inherent in the mark itself.
For
example, in the United Kingdom the mark ORLWOOLA for textile goods was held to
be "utterly unfit for use as a trademark," because it was directly descriptive
of goods that were "all wool," and deceptive in respect of other goods. 3
Similarly, STAPH GUARD for washing machines was held to be deceptive in
respect
of
machines
which
did
not
guard
against
the
spread
of
staphyloccus. 4
It is most unlikely that such marks will be accepted for
registration, and even if inadvertently registered they are clearly vulnerable
to removal proceedings.
The trademark law is less effective in respect of deception that is not
inherent in the mark itself, but which arises from the use that is made of the
mark.
A mark that does not have any inherent reference to quality (e.g.,
ROLLS ROYCE for cars, PENGUIN for books) may come to be associated with a high
quality product.
Consumers may come to rely on the mark as signifying a
particular standard of car or literature, so that if the mark is applied by
the proprietor to goods of lesser quality, consumers may be deceived.
The matter is greatly complicated by technological advances--for example,
it is now possible to produce synthetic foods that resemble natural foods in
appearance, taste, texture and nutrition.
A petfood manufacturer substituting
synthetic meat for real meat in a can of petfood may have to change the
ingredients list on the label, if such a list is required by local labelling
laws.
But for trademark purposes, the question is whether continuing use of
the old trademark is deceptive.
Consumers may be deceived into thinking that
because the trademark is the same and the product looks and tastes and smells
the same, it must be the same.
Is a trademark in such circumstances
deceptive? What if the synthetic meat is nutritionally much better than the
real thing, or the synthetic leather upholstery on the Rolls Royce is actually
indistinguishable from real leather in appearance, but longer lasting and
better wearing--is there a change of quality in such circumstances, and is the
change deceptive?
Each case will depend on its own facts.
If a particular trademark for
orange soda is so advertised that people come to associate it with the slogan
"the one with
real orange
juice," and
then an artificial flavour
is
substituted and the slogan quietly deleted from the advertising, and if it can
be shown that people continue to think of the product as having real orange
juice because of the continuing use of the mark, then clearly the mark is
deceptive.
It is similar to the ADVOCAAT case, 5 where the mark was held to
be distinctive of a particular recipe, and use of it by the defendant in
relation to a drink made from a different recipe was held to be passing-off.
If on the other hand the product is of a kind where consumers are
accustomed to technological improvements being quietly incorporated into the
production of existing models, the fact that the quality has altered (in this
case for the better) will not render the mark deceptive.
In this case
consumers associate the mark with a general standard of quality, and do not
expect every detail to remain unchanged.
(Contrast the orang e soda example,
wh e re there is an expectation o f a particular quality--real orange juice.)
Th e re are man y other ways in which trademarks can be instruments of deception
in relation to qualit y .
As a general rule, the more a firm has invested in
promoting its mark, the more concerned it will be to protect that investment
by maintaining quality .
But there is no guarantee that a business will remain
economically viable at a particular quality level--it may be that to remain
profita b le, the firm has to reduce its raw materials and manufacturing costs.
Consumers are generally well aware of this pressure, and of the introduction
o f 1 ighter, les s d urable and cheaper components in man y p roduct areas.
We
h a ve all he a rd the refrain "they don't make them like they used to."
In most
in s tances, we sad ly a cce pt th e pa s sing o f th e goo d old da y s, and no great harm
is clone.

MR. DAVID R. SHANNON

155

Changing opportunities in international trade can produce yet another
kind of quality deception.
A firm doing business on a global basis may have
adopted
different
quality
standards
in
response
to
different
market
conditions, and may be presently finding such differences to be a matter of
embarrassment in the context of new patterns of trade, global communications
and travel.
Some firms have for good historical reasons used identical marks
on entirely different products in different countries.
· The question arises whether as a matter of policy the trademark law
should protect consumers against the possibility that trademarks may be used
to disguise changes in quality.
In the past the answer has been that it
should not, although consumer protection may be an incidental side benefit of
the trademark law.
The basic purpose of the trademark law is to provide a
proprietor with protection against imitators of the mark.
Consumer protection
in such circumstances is left to laws dealing with trade descriptions, and to
general prohibitions on misleading and deceptive advertising and marketing
practices.
This policy approach has much to commend it.
No case has been made out
as to why trademarks should be subject to any special treatment over and above
the general prohibitions on misleading and deceptive conduct.
The traditional
remedies provided in the trademark laws to the proprietor and to "persons
aggrieved" should not be extended to consumers generally in the absence of a
compelling case. We return to the issue of remedies in Section V.
2.

Deception as to geographical origin

The law in the United Kingdom and derivative jurisdictions deals with
this category of deception in the same way as with deception as to quality.
Where the deception is inherent in the mark itself, the mark is unlikely to be
registered, and if inadvertently registered it may be readily removed from the
register.
If the deception arises through usage and not inherently in the
mark itself, then the trademark law does not and should not provide a consumer
remedy.
Once again this situation is more properly regulated by general
consumer protection laws.
3.

Deception as to the form of trade connection

In 1938, a provision (Section 28) was added to the trademarK law in the
United
Kingdom
to
the
effect
that
change
in
the
form
of
connection-in-the-course-of-trade between a mark and the goods for which it is
used shall not by reason of that change only be deemed likely to cause
deception or confusion.
This provision has been copied in various other
jurisdictions.
It means in effect that if a mark has been used and understood
by consumers to signify goods manufactured by the proprietor, and then without
publicising the change the proprietor ceases manufacture and places the mark
on goods merely selected or imported by the proprietor, or if the proprtetor
licenses the mark to another manufacturer,
that is deemed not to be
deceptive.
Even if the public continues to erroneously believe that the mark
signifies manufacture by the proprietor, the mark is deemed not to be
deceptive.
This deeming provision was drafted at a time when trademarks were
considered to be primarily badges of origin, in contrast to the slightly wider
modern usage as badges of distinction.
It was drafted at a time when it was
considered more important to protect the rights of trademark proprietors than
to ensure that consumers sould not be misled.
The balance of importance has
shifted since then, and it ma y be that such deeming provisions are no longer
appropriate in modern trademark laws.
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In the absence of such a provision, it would be up to the individual
proprietor changing from one form of usage to another to ensure that consumers
are not deceived by the new use of the mark.
Where the old use has been
solely as a general badge of distinction with no particular form of trade
connection having been given by the proprietor or relied upon by the consumer,
then the proprietor would not be under any obligation to publicise the new
form of connection.
Where the old use has emphasised a particular form of
trade connection and this has changed, then there is a strong case that the
proprietor should be put under a positive obligation to conduct its marketing
in a way that is not deceptive.
For example, if a mark for a particular German product is advertised with
emphasis on the standard of German workmanship, and then a local manufacturer
is licensed to use the mark on products made locally (with slightly inferior
workmanship), then it would seem only proper to ensure that local consumers
are not misled into thinking they are still getting the German-made product.
The question remains as to whether this should be regulated by the
trademark law or by a consumer protectin law dealing with deceptive conduct
generally.
Once again, the general law would seem the more appropriate place
in which to deal with the issue.
4.

Deception through assignment

The English legal system has always provided the facility for the sale of
a business, including any assets, trademarks and goodwill associated with it.
At the same time, it has refused to enforce unregistered trademark rights
purchased without the associated business and goodwill.
The rationale for
this policy has been that the rights in the unregistered mark are recognised
because through use it has come to indicate a particular business, and the
public (consumers) would be likely to be deceived if the mark were suddenly
used by a new proprietor in connection with a different business.
In the U.K.
registered marks.
(section 22).

Trademarks Act 1905, the same principle was applied to
They could be assigned with goodwill, but not without

In the 1938 Act, the position in relation to registered marks was changed
(section 22ff).
They may now be assigned with or without goodwill.
The Act
provides that a mark shall not be assignable if the assignment will result in
a particular kind of deception or confusion, namely, that more than one person
would acquire or retain rights in the mark.
Assignments without goodwill are
subject to an administrative procedure whereby the Registrar may give
directions for advertising the assignment.
This change in policy was
consistent with the emerging realisation that modern trademarks are primarily
badges of distinction rather than badges of origin.
It also reflects pressure
from business interests at the time to be able to ·assign unused registered
marks.
As well, trademark proprietors wanted to assign and re-ass.ign marks
between various subsidiary companies as part of internal reorganisation and
tax planning.
Frequently,
the reason for
assignment had
to do with
restricting parallel imports.
There is no official policing of the assignment.
The Registrar merely
takes assignment documents at face value.
Except for the one particular kind
of deception, the obligation on the parties to ensure that the mark does not
become deceptive by virtue of the assignment must be implied from the general
provisions of the Act.
So far as the writer is aware, there is no indication that the assignment
provisions have led to serious consumer deception in practice. There are very
good commercial reasons why a mark that has acquired a valuable reputation
through extensive use is not likely to be assigned outside of a corporate
group without its associated goodwill, and assignments within groups are
unlikely to be of any relevance to consumers.
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5.

Deception through licensing

In the United Kingdom prior to the Trade Marks Act 1938, it was
considered inherently deceptive to license another person to use a trademark.
The reasoning was similar to that with respect to assignments--if a mark
indicates a connection with the proprietor, and the mark is used by another
person not connected with the proprietor, that is deceptive.
· The 1938 Act introduced (in section 28) the concept of "registered
users." Registration confers specific benefits on the registered user--he may
sue for infringement of the mark, and by keeping within the field of permitted
use, he cannot infringe another registered mark.
The process of registration
requires that particulars be furnished to the Registrar, including details of
the degree of control by the proprietor over the permitted use.
The Registrar
may refuse registration if he thinks it would be contrary to the public
interest.
Section 28 is at first appearance quite mysterious.
It sets up the
concept of "permitted use" by the registered user in sub-section (1), and then
in sub-section (2) it says that permitted use is use by the proprietor, and
not by the registered user or anybody else.
For many years it was thought that the registered user provisions gave a
statutory license to deceive--i.e., to do something which if done with an
unregistered mark would be clearly deceptive.
It took the English courts
The secret is very
until 1963 to unravel the mystery of section 28. 6
simple--the whole notion of "use" was misunderstood by the draftsman. 7 The
true logic is as follows:
(a)

for use of a mark to be valid, the mark must correctly indicate a
connection in the course of trade with the registered proprietor
(i.e., it must distinguish the goods of the registered proprietor);

(b)

whenever a mark correctl y indicates a connection in the course of
trade with the registered proprietor, it is being used b y the
registered proprietor;

(c)

therefore, all
proprietor.

valid

use

of

a

mark

is

use

by

the

registered

It follows from this simple logic that the notion of the registered user
provisions as a licence to deceive was quite mistaken, and in fact the
registered user
provisions
(particularly Section
28 ( 2))
were
compltely
unnecessary, except insofar as they give the registered user a right to sue in
his own name.
Except for this latter provision, the position is the same both
for registered and unregistered marks.
The key to the mystery is quality control.
Once it is recognised that
the exercise of quality control is sufficient to constitute a connection in
the course of trade, then all the elements fall into place.
Fo r as long as
there is at least some measure of quality control by the registered
proprietor, then no deception of consumers can arise by virtue of the mark
indicating a connection with the proprietor.
There remain two ways in which licensing might be said to be deceptive:
(a)

if no quality control is exercised in fact, and the only connection
between the proprietor and the licensee is the payment of a royalty
fee.
Whether or not this is deceptive will depend on the particular
facts of each case.
Abhorrent as the idea may be to trademark
purists, it is conceivable that in certa in situations this will not
be deceptive .
If when the public see Mickey Mouse on a Hong Kong
tee-shirt, t hey associate the mark with t he Walt Disney organisation
but at the same time make no assumption whatsoever as to quality
control, then there is no deception in such use of the mark;

(b)

by virute of change in the form ot trade connection--see 3 above.
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It is unfortunate that the draftsman of the 1938 Act misunderstood the
notion of "use", because this same misunderstanding saturates not only that
Act, but also other trademark legislation in other countries that have been
derived from it.
If the statute-law is to be revised in relation to
licensing,
the
draftsman
could
profitably direct
his
attention
to
a
requirement that the fact and form of connection with the proprietor be stated
whenever a mark is used through a licensee.
This can be achieved by a
footnote to the effect "bottled by Aussie Ltd. under franchise from the China
Export Corporation."
If this were a mandatory requirement, it would remove
all possibility of consumers being deceived in respect of the form of trade
connection, and it would remove any possible doubt that use of the mark was
use by the licensor.
6.

Foreign reputations

According to the law in the United Kingdom, a mark only acquires a
reputation through use in the local jurisdiction.
The mark may be very well
known in a neighbouring country, and may be well known to people in the United
Kingdom who have come from that other country, or visited that other country,
or merely heard of the mark.
But unless the foreign mark has actually been
used in the United Kingdom, it is not entitled to protection in the United
Kingdom courts.
One of the clearest examples of the United Kingdom trademark law failing
to provide adequate protection to consumers is to be found in a case
concerning a famous unregistered mark--THE CRAZY HORSE SALOON. 8
This mark
was well known in England as the name of a famous Par is night club.
The
defendant in the case opened a night club with the same name in London,
accompanied by the advertising slogan "The Crazy Horse Saloon comes to
London."
This was clearly deceptive, and yet the proprietors of the Paris
Crazy Horse Saloon were denied a remedy in passing-off.
The court reasoned
that the remedy in passing-off is based on the concept of goodwill, goodwill
cannot exist except in relation to a business, and as the Paris night club had
never operated in the English jurisdiction it did not have any goodwill or
reputation on which to base an action in passing-off.
There are cases decided both before and after Crazy Horse in which the
United Kingdom courts provided remedies to the famous foreigner, and thereby
prevented consumer deception.
Even so, the dark shadow of Crazy Horse
continues to fall across the desks of worthy jud_ges as they prepare their
opinions
in
the
United
Kingdom,9
Hong
Konglu- and
Australia.ll
The
courts remain unwilling to give protection to famous foreign marks, even where
there is a likelihood that consumers in the local jurisdiction who know the
foreign mark will be deceived by the identical or similar local mark.
One can only hope that a clear-minded appeal _ court will be given the
opportunity to remedy this doctrinaire approach to the terri tor ial limits of
reputation.
In the modern world where travel and communication between
countries occurs on a massive scale,
it is unacceptably artificial to
recognise only reputations arising within the jurisdiction.
The better
approach would be to consider what the mark means to consumers in the
jurisdiction (including visitors from abroad, if they are significant in
number).
If a significant number of consumers connect the mark with the
foreign proprietor, then he should have a remedy.
Hard cases arise when the famous foreigner does not come to the local
jurisdiction until many years after the local imitator has set up business.
It may even be the case that the local name was adopted as a matter of pure
coincidence and in total ignorance of the famous foreigner.
Perhaps the
famous foreigner was not nearly so famous when the local mark first appeared.
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In hard-case situations such as these, it is not an acceptable resolution
to pretend that the foreign reputation does not exist.
Nor is it equitable to
allow the local firm to assert locally derived rights against the famous
foreigner.
In cases where a mark is connected in the minds of local consumers
with both the local firm and the famous foreigner, then both should be
entitled to use the mark, with an obligation to adopt appropriate measures to
distinguish one from the other to ensure that consumers are not confused.
In
the world of modern marketing it will usually be possible to distinguish two
identical marks.
The most simple way would be to require both firms to
clearly state their country of origin.
With appropriate advertising and
through use of distinguishing lettering, get-up, etc., consumers could soon
learn to distinguish "MAXIMS of Paris" from "MAXIMS of Hong Kong."
So far we have been dealing with foreign reputations only in relation to
unregistered marks.
The situation in relation to registered marks is very
similar.
Under UK law, a famous foreign mark can only defeat an application
or registration on the basis of prior use where such prior use occurred in the
United Kingdom. There are two important exceptions to this position:
(a)

where the foreign mark is very famous indeed, and on the facts there
is no doubt that the local mark is a deliberate imitation calculated
to
gain
some
advantage
from
a
connection
with
t .he
foreign
reputation, the local applicant will be disentitled to registration
on the ground that he is not the proprietor of the mark;

(b)

if the famous foreigner is able to present strong evidence that a
substantial number of local consumers are actually or likely to be
deceived by the local mark, then clearly the local mark may not be
registered, and is vulnerable to removal proceedings if in fact it
has been registered.

The hard-case situations arise in relation to registered marks as well.
There are situations in which the famous foreigner was not so famous, or not
so interested in the local market, at the time when the local mark was first
registered.
In theory, it is possible in this age of travel and global mass
media for a famous foreign mark to establish an independent reputation in a
local jurisdiction despite the registration and use of the local mark.
In
this situation the local mark may become deceptive with the passage of time,
even though it may not have been so at the time of registration.
Except in
the case of a Part A mark more than seven years old, the local registered mark
in this situation would in theory be vulnerable to removal proceedings.
There are many business people who consider it "fair game" to adopt a
foreign mark as their own.
One suspects that this view is particularly
prevalent in Asia, although it is to be found around the world.
It is a
dangerous attitude, because as the peoples of the world are brought closer and
closer together through travel, mass media communications and video-computer
links, it is likely sooner or later to lead to the deception of consumers.
Administrators and judges who consistently favour local imitators over a
famous foreigner may be providing support for a local business, but in doing
so they are acting against the interests of local consumers.
7.

Infringing use

By far the most serious way in which trademarks may be instruments of
deception is by infringing use.
In this regard consumers are generally
protected by the law--because it is very much in the interests of trademark
proprietors to enforce their exclusive rights.
Nevertheless, infringing use
continues to occur in all jurisdictions.
We consider the adequacy of the
remedie~ provided by the law in the next section.

160

WIPO-LAWASIA SEMINAR, 1983

V.

REMEDIES

Trademark laws derived from the United Kingdom provide remedies to
proprietors and "aggrieved persons," with the State having responsibility for
enforcement of provisions carrying criminal penalties.
Consumers and consumer
organisations as such are not entitled to sue, or to be represented in legal
proceedings concerning trademarks.
As we have already noted, the trademark
lawg are primarily directed
to
the protection of
proprietary rights.
Consumers are protected against deception only as an incidental function of
the trademark law, and the protection is far from complete.
From the point of view of the consumer interest, it is necessary to
consider each trademark jurisdiction separately, and to ask the following
questions concerning remedies:
(a)

on what grounds may civil actions be brought against deceptive
marks, or in respect of marks being used as instruments of excessive
economic power?

(b)

on what grounds may criminal actions be brought?

(c)

who has the right to bring such actions?

(d)

Who (if anybody) has the duty to bring such actions?

(e)

what remedies may be obtained?
interests of consumers?

(f)

are
there any procedural
obtaining remedies?

or

Do
other

these

remedies

practical

safeguard

the

difficulties

in

Most countries of the world have comprehensive trademark laws, it is only
possible to establish the level of protection given to proprietors and
consumers by seeking out the answers to these questions.
Some countries--e.g., the United Kingdom and Australia--have a relatively
low level of trademark infringement, even though their trademark laws do not
make infringement a criminal offence.
Other countries have higher levels of
infringement despite the fact that heavy maximum penalties are prescribed.
I am not aware of any actions that have been brought under the Australian
trademarks law motivated by a desire to safeguard the interests of consumers.
Since 1974, Australia has had a very effective Trade Practices Act, which
prohibits (inter alia) misleading and deceptive conduct.
Any person may seek
a restraining order under this provision.
It has been used extensively by
competitors seeking to keep their rivals honest, and there has been sufficient
enforcement activity by the Trade Practices Commission to ensure that the
level of consumer deception
is maintained at acceptable levels.
· This
particular Australian law has effectively utilised the energy and resources of
competitors to keep the market honest.
One further point should be mentioned in passing on the subject of
remedies.
If a
registered
trademark
is deceptive
and disentitled
to
protection in a court of law, it is subject to removal from the register.
Unless there is a general prohibition against deceptive conduct, such removal
ma y onl y increase the possibilities for consumer deception.

VI.

CONSUMER EDUCATION AND THE COSTS OF REGULATION

No paper dealing with the interests of consumers can be complete without
a mention of the cost of regulation, and a plea for consumer educaticn as at
le a st a partial alternative to regulation.
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The protection of the law is never free of cost to consumers.l2 To the
extent that it increases the size of the bureaucracy, it requires funds
furnished through taxation.
To the extent that the cost of compliance and the
cost of defending newly created consumer claims is incurred by firms, there
will be an increase in prices.
Invariably, in the end the consumer pays.
Law-makers, practitioners and administrators can be very arrogant when it
comes to consumer protection.
Although every respectable company that has
inadvertently put out an inferior product knows differently,
law-makers
persist in viewing consumers as people of limited intellect and very short
memory.
Personally,
I
have never
ever
been deceived
by a
non-infringing
trademark.
If I see a McDonalds restaurant, I keep an open mind as to whether
it is a company-run store, or operated under franchise.
If I see a Mickey
Mouse signature on a cheap plastic toy, I do not assume that Walt Disney is
guaranteeing the quality.
If I see a familiar trademark in a foreign country,
I do not assume that the product will be exactly the same as the one I know at
home.
And as I stand in front of my mirror in the morning applying my famous
French after-shave lotion, I am only too well aware that I am not likely to be
swept off my feet by beautiful women like the man in the television ad.
Children are taught a great deal of impractical matter at school.
They
are fully capable of learning about the function of a trademark, and the
different kinds of connections that a mark might signify.
They can learn to
look out for licensing situations, and to read the fine print on the label.
They can be put on guard to identify information which is relevant to a purely
rational buying decision,
and
information which is purely emotive and
persuasive.
They can be taught to demand plain explanations and information
about complex products such as drugs and computers, and in certain situations
mandatory information provisions may be appropriate in the law.
The most simple and effective protection for
consumers involves three elements:
on

misleading

the legitimate interests of

(a)

a general prohibition
appropriate remedies),

and

deceptive

(b)

good consumer education, and

(c)

clear and relevant information about products on sale.

conduct

(with

When educators instruct their pupils about trademarks, they should also
explain the important role of trademarks and advertising in building a better
world.
The wealth of modern free-enterprise nations could not have been
created without trademarks.
In the final analysis, it is the economic role of
trademarks that has brought the greatest benefits to consumers.

WIPO~LAWASIA

162

SEMINAR, 1983

*FOOTNOTES
1

A famous elaboration of this statement is to be found in John Kenneth
Galbraith, The New Industrial State, Second Penguin Edition, Chapter 18.

2

For a classical text book discussion, see F.M. Sherer, Industrial Market
Structure and Economic Performance, Rand McNally (1970), Chapter 14.

3

Orlwoola T.M.

4

Staph Guard" T.M.

5

Warnink v J. Townend & Sons (Hull) Ltd. & Anor (1979) W.N. 68

6

"Bostitch" T.M.

7

This somewhat radical statement is argued more fully in David Shannon
Franchising in Australia, The Law Book Company (1982) at 2.4.1.3.

8

Bernadin v Pavilion Properties [1967) R.P.C. 581

9

Athletes Foot 1980 R.P.C.

10

Wienerwald Holding A.G. v Kwan, Wong, Tan and Fong [1979) FSR 381

11

Taco Bell Pty. Ltd. v Taco Company of Australia Inc.
and on appeal at (1982) ATPR 40-303

12

For an elegant essay on this theme, see Ross Parish, "Consumer Protection
and the Ideology of Consumer Protectionists" in Consumer Protection Law
and Theory edited by A.S. Duggan and L.W. Darvall, The Law Book Company
( 1980).

(1910)

lCh. 130

(1967) R. P. C. 165

[1963] R.P.C. 183

343

(1982)

ATPR 40-227,

HOW A COMPANY ADOPTS A NEW TRADEMARK
Mr. Robert J. Dockery
Becton, Dickinson and Company
Paramus, New Jersey

Introduction
What is a trademark and what purpose does it serve?
A trademark is an
identifier which allows a purchaser to distinguish one merchant's products
from those of his competitors.
Each product will already have an identifier,
its generic name.
It needs another name to tell customers that it comes from
a particular source.
If customers are satisfied with a product, they will
look for the same brand name the next time they buy.
In this manner, the
customer has some assurance that he or she will again be satisfied by a
product which performs in a suitable way and has a suitable quality.
A
trademark is a manfacturer's or a merchant's link with its customers.
Therefore, choosing a trademark is an important part of any sales or marketing
strategy and of any long-range marketing plan.
When a service is involved
instead of a product, we normally speak in terms of a service mark.
For the
f?Urposes of this discussion, we will make no distinction and will refer to
both as trademarks since many of the considerations are the same for both in
countries which recognize service marks.
Basic Considerations in the Selection of Trademarks
One way for a company to select a new trademark would be to run a contest
among its emf?loyees.
Another way would be to have the advertising agency
select one. The best way, however, is for the people who will be responsible
for sales and marketing of the product to have a major role in selection of
the trademark.
In some companies the only choice will be the company's house
mark, often a mark derived from the company's name, wh.ich will be used in
conjunction with a generic term for the product.
For the purposes of this
presentation, we will assume that something other than an existing house mark
is to be adopted.
There are ten important considerations which a company should take into
account when selecting a trademark for use in connection with the advertising,
promotion and sale of its products or services.
(1)
The very first consideration should always be the product or service
for which the new trademark is destined to be used.
Without knowing
beforehand the particular product or service, it is impossible to select a
trademark with any degree of confidence.
One might, for example, choose a
word which is already an identifier of the product, its generic name.
The
more a person knows about a product, the more likely he or she is to select an
optimum trademark for the product.
( 2)
All of
to the product
trademark might
external cartons,

the different ways in which the mark is likely to be affixed
should be noted as part of the selection process.
The
be stamped on the product itself.
It might be used on
on hang tags, or on some sort of special packaging.

(3)
Consideration should be given to all of the various places where the
mark will appear in promotion and advertising.
For example, a trademark may
be used in magazine advertisements, in television commercials, on billboards,
on the radio, on countercards at the point of sale, or by sales people when
they present the product to the customer.
A symbol might work well in print
advertising but not in broadcast advertising or out of doors.
(4)
An important consideration for a company is how the proposed mark
will fit into existing packaging designs which the company is already using,
and in particular, how it will work with the house mark.
For example, a new
trademark should not be so similar to the house mark as to detract from or
compete with it.
Since a trademark is ordinarily a design element, it might
be important to take into consideration special packaging designs which a
particular company division is using or planning to use.
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( 5)
It should be determined for the purposes of the selection process
whether the product in connection with which the trademark is to be used is a
new product, an updated or improved version of an old or existing product, or
an existing product which will be directed to new markets.
( 6)
Other marks a company is using on the same or similar products or
products in the same general category should be reviewed and taken into
consideration.
In some situations, a company might see the possibility of
developing a family of marks which all would include a particular design
element or a particular letter combination.
(7)
The type of advertising program and the amount of advertising effort
which is expected to be available for developing recognition of the new
trademark is an important consideration.
This is important in deciding what
category of mark is needed.
( 8)
All of the countries where the mark is likely to be used should be
taken into consideration.
This is something that often will be handled by the
International Division of a company, particularly a large company.
There will
be times when the trademark is chosen by the domestic marketing people with
little or no regard for eventual use of the mark selected in other countries.
In a company where different marks are developed for different countries, this
is not a problem.
However, this is not the best situation and international
people should be consulted.
(9)
The various languages into which the mark is likely to be translated
should be listed.
The mark should be reviewed by someone who has a working
knowledge of the major world languages to avoid the adoption of a word which
might have obscene or other unfortunate meanings in a particular language.
(10) Some thought should De given in the selection process to any
existing licensing programs or proposed licensing programs with which the new
trademark might become involved.
Selecting the Correct Category of Mark
Once the company's selection person or committee has run through the
above considerations, they then must decide on what category of identifier is
wanted for their product or service.
There are basically ten of these.
They
are (1) coined, (2) arbitrary, (3) fanciful, (4) suggestive, (5) descriptive,
(6) geographic, (7) surname, (8) generic, (9) involuntary, (10) derivative.
A coined trademark is a mark that is a pronounceable letter combination
which has not existed before in the language.
The most often used example of
a coined mark is "KODAK." Another well known coined mark is "EXXON."
An aribtrar.y mark is a word that exists in the language but which has no
obvious
connection
whatever
with
the
product,
its
function
or . its
ingredients. An example of an arbitrary trademark would be "ARROW " for shorts.
A fanciful trademark is one which is a recogn i zable word or word
combination which has no obvious connection with the product, its constituents
or its function, but which is intended to put the purchaser in a particular
frame of mind in relation to the particular product or service.
Often it is
aimed at indicating something which might be considered pleasant or desirable
when one is looking at the product on a store shelf.
For example, a purchaser
might be favorabl y inclined toward BRIGHT SUN for a suntan lotion, or SURF for
a laundry detergent.
These names do not actually suggest anything about the
product but they to tend to leave one with a particular sort of feeling about
the product.
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The suggestive mark, as it implies, suggests something about the nature
of the product, its use or its constituents.
As we descend from the coined
word, you can see that the company's advertising problem becomes easier.
The
fanciful mark tends to bridge the gap between the coined word and the
suggestive word to some extent if it puts the customer in a proper frame of
mind to be receptive to the product.
The suggestive word tells something
about the product or service.
To the extent it does so, the advertisement can
speak to other things.
Probably the vast majority of trademarks begin life as
suggestive marks.
The next category is what many company marketing people immediately
prefer since it solves many of their threshold advertising problems.
If the
trademark describes the product, then the advertisement does not have to do
that job.
However, descriptive marks cannot become one company's property
until there has been sufficient use in connection with a product to develop in
customers an awareness that the descriptive term also denotes a particular
manufacturer or merchant.
The development of this awareness in the customer
is a phenomenon recognized in the law in the United States and is called the
creation of secondary meaning.
A geographic designation has generally the same sort of shortcomings from
which the descriptive term suffers.
Geographic designations may be good or
may be bad.
A person might drink Champagne from their Corning glassware and
eat Swiss cheese wearing their Manhattan shirt.
The developing nations are concerned about use of g ·:ographic names b y
companies not located in the named area.
The desire here is to preserve the
right of any country to refer to a region which becomes well known either in
general or in connection with the success of a particular type of product or
service.
I understand there is some movement in developing countries toward
an absolute prohibition against exclusive rights to geographic designations
and so this is an additional reason why a company should not rely on these.
An
interesting
article
on
this
topic
is
"Protection
of
Geographic
Denominations
Domestic
and
International,"
McCarthy
and
Colby
Devitt,
Trademark Report V69 (May-June 1979), pp. 199-228.
The surname has its own particular problems.
It cannot be easily
registered or protected as a trademark in many jurisdictions.
Sometimes a
marketing department not only desires to use a surname but will want to use
the name of a living person as a trademark.
In this situation, a consent may
be needed.
For example, in the United States the Trademark Examiner would
typically ask if a surname was that of a living person and if so whether the
person's consent had been obtained.
In general, it is not a particularly good
idea for a company to adopt a living person's name as a trademark.
If the
living person becomes difficult to deal with or falls into disrepute, so may
the company's product which bears his or her name.
Of course, if one has a
situation where an individual is a major owner in a company, this would be
good enough reason to use his name.
However, if the company has an outsider
whose name it wants to connect with a new product, perhaps the individual
could make a contract with the company to assist in sales of the product or a
contract to endorse the product.
In other words, the celebrity would lend his
name and reputation to help launch the new product carrying the company 's
trademark rather than simply e nhance his own popularity.
The generic identifier is different from the descriptive term in that the
descriptive term allows other means o f legitimatel y describing the product or
service.
A generic term is so basically a part of the thing which it
describes that no amount of advertising or promotion will take it out of the
public domain and turn it into a trademark.
Another c ategor y of ma rks i s the inv o luntary marks.
These are such
things as "BUG" f or a Volkswa gen and "COKE" f or Coca- Cola .
These are source
identifiers whi c h the c ustome rs c hose f or the parti c ular manufacturer's
product.
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The derivative mark is similar to the involuntary mark but it is one
created intentionally by the trademark owner such as "BUD" for Budweiser or
"MICK DEE'S for MacDonald's.
Deciding upon the Logotype
Once a company has reviewed the different categories of marks and
selected the category it wants, it then has to decide whether the mark will be
a pronounceable word or words, initials, a design, or a combination of these.
Symbols such as circles, diamonds, hexagons, ovals, rectangles and squares in
themselves have a great deal of appeal to a designer but are probably far too
common to be easily remembered by a customer.
A good word mark could be made
less memorable if it is enclosed in a simple geometric shape.
These have
another drawback in that they cannot be easily verbalized.
For practical
purposes, they are limited to use on the printed page and are not readily
described orally.
Some companies will ask their advertising agency to propose a new
logotype and test it to see how it is likely to be received by customers.
A
company should make sure that it knows how the advertising agency developed
the logotype.
Where the advertising agency makes the selection, it should be
questioned as to any other similar brands of which it is aware for similar
products and the derivation of the proposed logotype.
The larger agencies are
relatively sophisticated in trademark selection but · that i s not necessarily
the case with all agencies.
The Ideal Trademark
Let us consider now the characteristics of an ideal trademark
company.
This depends of course on many intangibles but there are
things that can be set down as general rules.
A trademark above all should be unique.
similar to trademarks used by competitors or
name of the product or service.

for a
a few

It should not be confusingly
be descriptive or the generic

The ideal trademark should probably contain no more than three syllables
and preferably one or two.
The customer is apt to do the shortening with
unforeseen consequences if a company is unrealistic and adopts a lengthy
mark.
About the only situation in which a group of words is useful is to
develop a slogan.
A single short word is more easily pronounced and readable
and generally has more visual impact because the eye does not have to scan.
The
ideal
trademark
should be pronounceable.
Most trademarks are
advertised in the broadcast media.
It is difficult to sell or take orders
without using the spoken word at some point.
Initials are undesirable in that
they may not be afforded protection in a major country of interest to· a
client, for example in West Germany .
In West Germany, a mark that consists of
two or three letters not forming a word are difficult if not impossible to
protect without extensive use and promotion.
Granted, extensive use and
advertising can overcome a lot of shortcomings of any trademark which is
adopted.
However, we are talking now about tr yi ng to desc ribe the optimum
trademark.
The ideal trademark should not rely on non-verbal design elements since
these are difficult to communicate in the broadcast media and are relativel y
useless when orders are given or taken orally or when telephone inquiries are
made.
The ideal trademark should be reg istrable under the laws of any country
where it is to be used.
Specifically, a trademark should not be a flag or
insignia of any country or international body.
It should not be contrary to
good taste, be of an immoral nature or contain offensive implications or
representations.

MR. ROBERT J. DOCKERY

167

The ideal trademark is not a surname and in particular not the name of a
living person.
The Trademark Search
Once a company has isolated one or more possibilities, each should be
searched before it is adopted and used.
A careful company will search in all
of the major countries in which the trademark will be used.
It can also
include other countries but the more countries which are searched, the more
difficult and expensive it is to carry out the search.
In addition, it
becomes very difficult to find a new trademark which does not run into
problems in some part of the world.
Ordinarily, the company initially looks
to its major markets.
Keep in mind that many times the search will allow
discovery of problems which can be resolved by purchasing a third party's
mark, by obtaining a consent or by negotiating some sort of agreement whereby
it will restrict its use of the mark.
There are many sources of information but ordinarily it is best to turn
the searching job over to a search bureau or service.
In the United States,
we have two very capable search service companies, namely, TCR and Thompson
and Thompson.
These services will search the records of the United States
Trademark Office and will also do certain searching in trade journals and in
commercial listings such as telephone directories.
Some companies will
utilize the Internaitonal Search Bureau in The Hague or get the help of
trademark agents in a particular country who can do local searches.
If a name
is going to be incorporated as part of a trade name or a company name, the
company would want to make sure that the authorities in any country where the
company is going to be registered to do business will not reject the new
name.
This is ordinarily not a problem for the trademark counsel but
something which should be kept in mind in the event a question arises.
The
best source of information about whether or not a proposed mark is clear for
us is often the client itself.
The attorney should always ask the client to
include
in the request
for
a
trademark
search,
particulars
regarding
competitive trademarks.
There should be included in the particulars which are
given, information with respect to the same or similar marks used by others on
the type of goods in question.
It would not be a bad idea for the attorney to
develop some sort of form which he or she would send to the client and which
the client would complete.
While there are many different ways this form
could be presented, it should provide enough information to assure that the
choice is a good choice under the circumstances.
A standardized request for
trademark clearance might include, for example, the one or more trademarks
which are to be searched, a description of the products or services in
connection with which the mark is to be used, the customers and users of the
product, whether or not the trademark will be used on a label or only in
advertising or promotion, whether or not the proposed mark or any of its
components have any meaning in the trade, how the mark was derived and who
chose it, whether there have been any test marketing reports made which refer
to the new trademark, the areas of the world in which the new trademark will
be used, any languages in which the trademark might appear in advertising or
labeling, what other trademarks will typically appear with the proposed
trademark, et cetera.
What the counsel basically will -;.'ant to do is having
enough information so he or she can act intelligently to protect the client's
interests.
I am sure that at one time or another most attorneys will be faced
with a client who simply asks if the name is clear without giving any further
information. That question cannot be answered.
When the company counsel receives the information from the searching
service, search bureau or an associate, and compares the cited names with the
proposed mark, he or she typicall y considers the fo llowing:
(1) are the goods
of the same description;
( 2) are the ser vices of the same description;
( 3)
do the products perform the same function;
(4) of what raw materials is the
product made;
( 5 ) would the goods be advertised side-by-side;
( 6) would the
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goods be
sold side-by-side;
( 7)
are
purchasers
sophisticated
or
not
sophisticated;
(8)
what
similarities
exist overall;
(9)
is
there
a
similarity in the prefix;
(10) is there a similarity in the suffix;
(ll)
what similar marks are shown for the same or similar goods or services.
What are the elements of a proper search report to the client? What does
the attorney include in a search report? The search report should always list
the proposed mark and all of the proposed products or services in connection
with which the mark is to be used.
The careful attorney will list those
existing marks which might conflict with the client's proposed mark.
The
report should indicate the relative risk involved with respect to each third
party mark mentioned and try to differentiate between situations where the
mark is simply unavailable because the search report shows an identical mark
for identical goods and situations where the problem is less severe.
The
attorney should always give full particulars of any mark which is indicated as
blocking the client's proposed use.
While the counsel should not be reluctant
to point out situations where there is insufficient information to make a
decision, a definite conclusion should be stated wherever possible.
Counsel
should not just list names and leave the client to decide if there is a
problem.
Counsel should offer to further investigage any blocking situations
for the client.
This is particularly important where a company is already
using a mark in one or more countries or on one or more products and wishes to
expand its use of the trademark.
The blocking mark which the search discloses
may not be in current use or may be available for a nominal sum from its
owner.
In some cases, the owner is no longer in business.
Or a trademark
owner may be willing to give a consent if the company agrees to restrict the
use of the proposed name so as not to disturb the trademark owner's business.
If the new mark is cleared for use, the company adopts it and begins to
produce appropriate packaging and advertising.
Summary
The trademark is an important business asset.
It ·:herefore should be
carefully developed so that it can perform its job in the most effective
manner possible.
The company which does so will be amply rewarded.
Sales and
marketing people for both domestic and international operations should be
involved.
All of the basic considerations should be taken into account and
the proper type and category of mark should be chosen.
The proposed mark
should be searched and cleared for use by counsel.
The reward is a strong
trademark which, if properly cared for, will last indefinitely.

DEFENDING AND PRESERVING TRADEMARKS
Mr. Robert J. Dockery
Becton, Dickinson and Company
Paramus, New Jersey

Laying the Groundwork
The best way for a company to defend and maintain a trademark is to make
sure that the mark which is chosen is at the outset a strong and effective
identifier for its products or services.
A trademark which is closely
surrounded by the same or very similar marks used on other products in the
same field can only be extended to new products in the field by purchasing the
rights of prior owners.
A mark that is descriptive may eventually become
generic, and in any event, will require much more care and attention than an
arbitrary, coined or fanciful mark.
An in-house policing program is a very important part of a good trademark
protection and maintenance program.
A company should be careful to instruct
all of its employees in the rules of good trademark usage.
There should be an
effective review of the company's proposed labeling, packaging and advertising
materials so that trademark misuse can be promptly identif i ed and prevented.
An effective employee education program should include the regular publication
of
proper
use
brochures
to
be distributed
to
employees,
agents
and
distributors and frequent talks with sales and marketing people as well as top
executives.
It would be very helpful, for example, for a company to devote a
half hour in a yearly sales meeting to a presentation of the role of the
employee in maintaining the distinctiveness of the company's trademarks.
An effective education program will go a long way toward keeping a mark
distinctive and preventing it from falling into the public domain.
In the
United States, in particular, great weight is given to a trademark owner's own
efforts to help assure proper non-descriptive usage.
One problem which an
education program will help avoid is the degredation of a trademark to a style
or grade designation.
This can be particularly troublesome when dealing with
a trademark that is not a house mark or a major product line identifier.
Another very important part of in-house policing is the regular review by
tliademark
counsel
of
labels
for
good
trademark
usage,
packaging
and
advertising.
Most companies have some sort of routing for new labeling,
packaging and advertising material.
If an attorney cannot become part of this
review, then certainly at least one of the people who are taking part in such
review should be regularly instructed by an attorney as to proper trademark
use. Since one or two isolated incidents of misuse are not likely to diminish
the sales impact of a trademark or to cause a trademark to fall into the
public domain, it is important that a particular individual or committee
within a company stay aware of all various way s in which the trademark is
being used by the company over a period of time.
A trend toward a particular
kind of misuse can thus be readily identified.
Once a trademark becomes a
common descriptive term, it is very difficult to recapture it, and if it
becomes generic, recapture is impossible.
Registration promptly after the mark has been chosen is an important
element of protection.
In the United States, except for registration based on
a foreign registration, one must have a commercial use in interstate commerce
or foreign commerce before a registration can be sought. Even if a company is
going to base a United States application on a foreign registration, it
should, if at all possible, make some sales of the product in the United
States as soon as possible.
It is a major market for most products, and if
use is made by another company between the application date of the foreign
registration and the application date of the United States registration, there
may be room for controversy.
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There are many different trademark systems in the various countries of
the world but these are one of two basic systems or a combination of these
two.
These can be broken down into use jurisdictions and registration
jurisdictions.
In a registration country, the first registrant acquires the
exclusive rights to use of the mark upon allowance of his registration.
These
countries currently include Afghanistan, Algeria, Egypt, Iran, Japan, Korea,
Lebanon, Syria, Turkey and the USSR.
Countries in which currently the first
user of the mark is entitled to registration include Albania, Australia,
Bahrain,
Bangladesh,
Fiji,
Hong
Kong,
India,
Indonesia,
Iraq,
Jordan,
Malaysia, Malta, Mauritius, New Zealand, Pakistan, New Guinea, Philippines,
Sabah,
Singapore,
Sri Lanka,
Suriname, Thailand and Tunisia.
A useful
publication which outlines the world's trademark laws is Trademarks Throughout
the World, 3rd Edition (Trade Activities a division of Clark Boardman Company
Ltd.) 1982.
It is important for the attorney to keep these two basic systems
in mind when counselling clients with respect to a worldwide registration
program.
How should a company decide where it should obtain registrations?
some extent, the considerations are based on economics but counsel should
be short-sighted in this analysis.
The trademark owner should first list
of the various countries where it expects to carry on business in
foreseeable future under the trademark.
Once counsel has this list from
client, risk involved in waiting to register in each country on the list
be evaluated.

To
not
all
the
the
can

Once the company has decided on the countries where registrations will be
filed, counsel should decide whether or not the Madrid Arrangement should be
used for certain European countries or whether national registrations in each
country will be filed.
After five years, there is no basic difference between
the Madrid Arrangement registration and the national registration but the
national registration may be worth the extra expense since it probably puts
one in a more secure position for the first five years.
During the first five
years, failure of the home registration will allow the other registrations to
fail as well.
Other treaties may also be considered.
In almost all
countries, counsel should work through a local trademark agent or attorney,
even though it is possible in some situations to deal directly with the
national trademark office.
In this way a company develops a local contact
which can be helpful if an infringement occurs.
Counsel must decide if the registration program will follow or lead the
use.
This will depend on the company's finances but counsel should point out
the risks involved in waiting and should highlight the so-called pirate
countries where the company may have to eventually pu r chase its own mark
because it was not the first applicant.
A pirate can probably be bought off
for a small sum of money or his position may be vulnerable due to non-use, so
this is not necessarily fatal.
Nevertheless, it is something of which counsel
should make the company aware in connection with the decision concerning where
to register.
The downside of a registration program leading use is that the
company may have to re-register in some countries where the registration
lapses for non-use or it may register in a country where it never does sell
enough product to make the application and registration cost effective.
It
does not make a lot of sense to have an over-ambitious registration program
with little regard for the value of the market in a pc.rticular country.
A
company may be willing to overlook Greenland if its product is bathing suits,
or the Fiji Islands if its product is winter clothing.
However, counsel may
have a client who insists on registering in just about every class in just
about every country.
In that case, counsel ma y just as well go ahead and do
as the client wishes.
Once the countries of interest have been isolated, the attorney must
decide what products are to be covered by each registration.
Counsel should
discuss the marketing plans with the marketing department and try to determine
whether a new trademark is likely to be used eventually as a house mark or on
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an expanded line of products as opposed to a single product mark.
Most of the
major countries now use the international classification of goods so counsel
is able to give a rough idea of the costs involved by comparing the products
of interest with the product breakdowns in the international classification.
A publication entitled
"The
International Classification of
Goods
and
Services" can be obtained from the World Intellectual Property Organization in
Geneva.
The current edition is the Third Edition of 1981.
In setting forth
the specification of products, counsel will typically endeavor to set forth as
broad a list as is available under the laws and regulations of the particular
country.
The company's attorney must rely to large extent on local country
associates
for
this
but
the
associates
should
be
given
appropriate
instructions.
It is helpful also to provide to the associate some promotional
and descriptive material concerning the products involved, particularly if the
products are unusual or of a complex technical nature.
The Examiners in the
particular countries will eventually ask for more information in the usual
course.
We now have identified the countries and the products to be covered and
have some idea of what classes will be involved.
Consideration should be
given at this point to whether or not the mark will be used in a language
other than the home language.
For an important mark, I would recommend filing
in both the home language and the foreign language to help assure complete
protection.
This is particularly important where either the home language or
the language of the other country is based on a different alphabet system.
If
a client's mark consists of Chinese characters and the United States market is
of interest, counsel might arrange to have some of the products sold in the
United States under the English language version of the mark so as to support
a companion application for registration in the English language.
In the event a company has a composite mark, that is, a mark made up of
distinct components, counsel should discuss with the company the advisability
of registering one or more components in addition to the composite.
For
example, one might have a word with a surrounding design element.
If the
company has a composite mark, the attorney would ordinarily recommend that the
company apply for the complete composite mark and each important element
especially if the elements are ever used separately.
If t:1e e.lements are not
used separately, counsel may encourage the client to occasionally use the
elements separately so that each element can be registered separately in use
countries such as the United States if these are important markets.
The
client may wish to rely on a foreign filing in the United States as mentioned
previously.
If the company has not chosen well, counsel may be faced in some
situations with having to accept a supplemental register registration.
The
supplemental register means different things in different countries.
However,
it represents a fair compromise when one has a mark that is arguably
descriptive but which might eventually become a tradema r k by exclusive use
over a period of time.
With respect to the United States, counsel would
seldom recommend that the compan y file initiall y on the supplemental register
since the application can alwa y s be amended to the supplemental register
during the prosecution if prospects for the principal register appear to be
poor.
Once a registration is obtained, it is important for counsel to set up
some sort of reminder s y stem so that renewal papers, affidavits of use, taxes
and annuities will be filed in order to maintain the registration in force.
In the United States and in some other countries, there are two other
things that legal counsel ma y do to help la y the groundwork for a good
trademark protection program.
In the United States, it is possible to
register one's trademark with the customs people who will then watch for the
trademark and den y entr y to counterfeit goods.
This topic is treated in

172

WIPO-LAWASIA SEMINAR, 19 83

"Remedies Available at Customs for Infringement o f a Registered Trademark,"
Kuhn, Trademark Reporter V70 (Sept. - Oct. 19 80) , pp. 387-404.
In the United
States,
in many cases the trademark protection may be enhanced by the
additional step of copyrighting labels and advertisements.
The addition of a
copyright claim not only is another arrow in the quiver but there is a
stronger possibility that an infringer will discontinue use of the trademark
if one has also a claim of copyright infringement.
It is something to think
about in any event.
Counsel should discourage the proliferation of trademarks on labels and
in advertising.
If there are more than two or three trade ma rks on a label,
one or more of them is likely to be considered a type or style designation
rather than a trademark.
In adition, where a variety of identifiers are
competing with each other for the purchaser's attention and understanding,
much of the trademark's selling impact is lost.
The company's package ma y not
stand apart from the "clutter"
on the store shelf.
Proliferation of
trademarks is probably more prevalent in the industrial area than in the
retail trade.
It is widely agreed that it is unwise for a trademark own er to constantly
be changing the manner in which it presents the trademark .
In other words a
particular type of lettering or color or ancillary design , if that is to be
used, should be decided upon and the mark should be therea f ter presented in a
consistent manner.
Part of a good in-house review program will encourage
merchandising and product managers to adhere to the proper sty le of usage.
Also helpful are style sheets or style books which legal counsel can help
prepare and to which the designers can refer when developing new labels and
advertising.
The co nsistent presentation of a trademark can be most important
when the good will with respect to a particular product is to be transferred
to another product area.
If
the customer sees a different layout or
presentatin, he or she may not appreciate that the other product emanates from
the same source.
Preventing Misuse and Infringement
We have talked about how lega l counsel can help a company la y the
foundation for a good trademark protection and ma intenance program.
We can
now turn our attention to policing misuse of trademarks by others and
infringement of trademarks, as well as how to deal with the conflicts which
arise.
In policing use by others, counsel ma y wish to U!>e clipping services
which will peruse various t ypes of publications and send clippings any time
the trademark appears.
Counsel ca n distribute proper trademark use pamphlets
to customers and distributors.
A trademark owner can advertise its trad ema rks
in publications which will be read by editors and writers in order to enhance
the awareness of these people of the trademark.
What are some misuses which may be a p roble m but not an infringing use?
Counsel might find a store or a d istributor misspelling a trademark.
Couns el
might find a situation where a dist ributor or retailer uses the trademark in
the plural or in a descriptive se ns e .
A magazine or newspaper may not
cap itali ze a trademark or may prese n t it as a descriptive term.
There may be
a dictionary listing which does not r ecogn i ze the c lient's coined word as a
trademark.
Careful company counsel will check new dictionaries as the y are
published to determine h ow the client 's name is prese nted, i f at all and may
write a letter to the nic tionar y edito r.
This lette r should be instructive as
well as plaintive.
It should give a brief backgrou nd of what constitutes a
trademark and provide numerous examples of the cl ient',;. trademark used in a
proper trademark sense by third parties .
\~ h ere any sort of trademark misuse
is discovered, letters shoul d be written by co unsel.
These should always be
friendly a nd h elpful and n ot s trident or demanding.
Particu l arly when dealing
with members of the press in the United States, one must contend with a very
independent spirit and independent people do not like to be told what to do.
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Misuse by distributors is an area often overlooked by company counsel.
Counsel should be sure all distributorship contracts make clear where and how
the company's trademarks may be used.
The letterhead of each distributor
should be reviewed by counsel to determine if the use is in compliance with
the company's trademark and logotype programs.
Use by unauthorized dealers
should be identified and dealt with in a manner provided by the public policy
laws of the distributor's country.
There are many ways in which information concerning an infringement will
reach the trademark owner.
Unfortunately, word of an infringement may reach
the owner several years after the infringing mark is first used.
This may
happen because the mark is used on a very small scale, used regionally, or
used only in certain countries where the trademark owner does not have its own
local people.
One of the best ways to help to assure that infringing names
are discovered early by management is to educate the sales and marketing
people and distributors so that they will be sensitive to an encountered
infringement and bring it to the attention of the management.
The best way
for
legal counsel to discover
a new registration which might
be
an
infringement is to subscribe to one of the several services which will send in
a timely manner information concerning registrations throughout the world.
The attorney can ask the business people to provide him with lists of trade
publications which can be reviewed on a regular basis in the attorney's
office.
In addition, for important countries, a subscription to the local
trademark gazette would not be a bad idea.
Once an infringement has been identified, the course of action must be
determined.
Before any contact is made with the alleged infringer, it is of
paramount importance for the company to seek advice of legal counsel and for
counsel to thoroughly check the trademark owner's position in the particular
country.
If the owner has been diligent, there will be no problem.
However,
that is not always the case so counsel should do the following as a first
step:
(1) determine if the trademark owner has used the mark either on labels
or in advertising in the particular country involved an determine the date of
first use of the trademark for each product of interest in that country;
(2)
determine if the mark is registered in the country of interest and determine
the registration date and the goods covered by the registration;
(3)
determine if the trademark owner has complied with all applicable local laws
relating to the manufacturing and sale of its product and to its labeling and
advertising;
determine if the trademark owner has proper import permits;
determine if the product is available on the regular market or only on the
black market;
if a product is dangerous, determine if it has been properly
packaged;
if it ·is a pharmaceutical or medical product, determine if the
product is approved for sale to the customers to whom it has been sold;
( 4)
determine the litigation history of the mark particularly in the country in
question;
If the history shows that there are decisions against a client's
position,
counsel may wish to seriously consider whether objection
is
worthwhile;
(5) determine if there are any licenses or other agreements
relating to the owner's use of the trademark in the countr y involved;
(6)
obtain samples of all of the alleged infringing materials f or inspection;
(7)
obtain a business report on the alleged infringer;
(8) determine what rights
the laws of the country in question provide for the trademark owner;
( 9)
determine if the trademark owner's p roducts are being impocted or made locall y
in the country in question and whether or not the infringer's products are
being imported or made locally ;
(10) tr y to get the client to decide what
sort of relief it wants.
In other words, outline to the client the various
sorts of relief available.
Counsel should tr y to get an idea of what would resolve the problem which
the infringement presents for the client and should be prepared to be
flexible.
These are often uncharted waters.
The alleged infringer may
actually have better rights than does the c lient, or the client's name ma y be
vulnerable in some manner unknown to l egal co unsel.
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For the first contact with the infringer, counsel should decide whether
the infringer should be contacted by an attorney or by a businessman who is
being instructed by the attorney.
Counsel should decide whether a telephone
call or a letter is the better way to proceed.
Counsel will need to help the
company decide whether to immediatel y sue or to wait, to try to seize the
goods, for example, if they are intentional counterfeits, or to contact the
customs people.
If the decision is to write a letter, the attorney's cease and desist
letter should set forth exactly what relief the client wants and within what
timeframe the client wants it.
It is important to be sure that the company
knows exactly what is going to be demanded in the letter.
The tone of the
letter will depend to some extent on the individual situations but as a
general rule the first letter should not be strident or harsh.
The company will have an option in some countries of an administrative
proceeding such as opposing
an application
for
registration.
In
some
situations, counsel might decide that the opposition is more appropriate than
the lawsuit.
The opposition generally is less expensive than the lawsuit and
very often will have the desired effect.
In a situation concerning a
trademark which has some similarity to but is not identical or very, very
similar to a company's trademark, the company counsel would typically decide
that the opposition approach is more appropriate.
A cancellation action
should also be considered since this can provide very effective relief.
Licensing is a means of resolving conflicts as well as enlarging a
market.
It may be that an innocent infringer would make a good licensee.
Certainly, this is something which the trademark owner should consider.
Trademark licensing is not necessarily a tremendously popular item in
developing countries because it is often seen as a means of exploitation
rather than a means of business development.
To the extent that this is true
or perceived to be true is unfortunate.
A famous trademark is one of the best
ways to assist a business in a small or developing or even underdeveloped
country make sales not only within its own territories but t.o customers in
other countries.
To the extent that a company tries to conlrol its markets by
restraining the right of a licensee to sell outside the borders of its own
country, the company may be making a mistake.
A wiser decision might be to
choose a manufacturing licensee in a country which is positioned to market in
adjoining countries in its geographic region.
Some underdeveloped or developing countries would not be particularly
concerned about counterfeit manufacturing which is carried out within their
borders.
However, the "anticounterfeit.ing coalition" has pointed out that
some of these countries are conscious that counterfeit production for export
can in the long run adversely affect the reputation and the acceptability in
the developed world of legitimate products which ma y be produced for export
under license.
Summary
A well chosen trademark will be the easiest to defend.
Once a trademark
is adopted it should be used and registered promptly in all countries of
interest and covering all products of interest.
ProgLams for discovering
misuse and infringement should be put in place.
Educational programs are also
important.
Legal cou n sel should be involved in all of these programs and
should be consulted before any contact with an alleged infringer.
Education
and vigilance are the two most important aspects of trademark defense and
maintenance.

TRADEMARK AGENCY I
(FOREIGNERS IN ASIA)
Mr. Domnern Garden
Jorgensen & Co.
Bangkok

INTRODUCTION
So far we have been seeing what patent and trademark owners and their
agents must do to satisfy the Patent and Trademark Office.
The next lecture
on Trademark Agency (Asians Abroad) will continue in the same vein with an
excellent summary of how to go about registering trademarks in the Western
world.
What is contained in that paper applies equally well to the
registration of trademarks by foreigners in Asia.
But now I want to address a few remarks on what Trademark Offices in Asia
can do or ought to do to satisfy trademark owners and agents and especially
foreigners.
Foreigners in Asia have some special problems and I will fo~us on
these.
A good question that officials in Trademark Offices of the region might
ask or feel like asking is why should they want to satisfy the foreigners?
The answer which may often be forgotten in day to day administration is simply
that the governments of the region have decided they want to attract foreign
investment and foreign trade by establishing the right climate for this in
their countries.
The statement of the Prime Minister of Thailand and his very
appearance at the Seminar on Wednesday is a good example of a firm policy
declaration of this kind.
The Trademark Office being the unit of government
that deals directly with the very foreigners who are already doing business in
the country or who propose to do business in the country or their agents,
willy nilly, is or is not putting its governments policy into practice in a
highly visible way.
I f the Trademark Office gives satisfaction, the policy
statement is given substance.
Its sincerity becomes apparent.
And vice versa.
FOREIGN EXPECTATIONS
I will now review the main expectations of foreigners in dealing with the
local trademark authorities.
My comments are based on impressions I have
received during my twenty years or so as an attorney in Thailand representing
a large number of foreign trademark owners and agents and in representing Thai
trademark owners in registering their trademarks in other countries of the
region.
NON-DISCRIMINATION
In the first place, the foreigner wants to know if he is not being
discriminated against because he is a foreigner.
Non-discrimination is one of
the basic principles of the Paris Convention and of the usual bilateral
treaties of friendship and commerce in the region.
And on the whole, ·the
record in the region is good.
The countries of the region with a few
exceptions are hospitable to foreigners.
But largely because of a different
attitude in Central and South America, foreigners in the West are very nervous
about signs of discrimination.
Despite the absence of official discrimination, there may be a kind of
inadvertent discrimination.
An example that comes to mind is the case of the
too-short deadline for taking action to meet an objection.
The scenario would
be like this.
The Registrar, accor di ng to regulations, gives thirty days in
which to enter a disclaimer.
Thereafter none would be allowed, and if the
disclaimer is not entered in time the application would be rejected but with
leave to appeal to the Board.
Now thirty days may be e nou gh time for a local
agent to get the ad vi ce of his principal and comply but it might well pu t a
strain on the foreigner .
The reason for the s tr ain , easily overlooked by
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local officials, is that the persons ultimately responsible for the decision
whether or not to comply are ver y far away--not only in distance.
This is how
it works.
Many foreign corporations especially the smaller ones engage a
lawyer to look after their legal affairs.
The lawyer will typically engage an
outside patent attorney, often in a distant city, to look after the foreign
filings.
So the Examiner's requirement typically will have to be translated
into English, and mailed to the overseas trademark attorney who may well want
an explanation of the significance of the requirement.
Then when he is
satisfied, perhaps after an exchange of letters with his agent in Asia, he
contacts the firm's lawyer, who may contact management who may in turn want to
get the advice of their marketing people.
If the firm is a large one, there
may be an in-house trademark department and the decision process can be
speeded up somewhat.
But suppose the Registrar asKs you simply to disclaim
the "representation of a woman".
The foreign attorney or house counsel may
well instruct his attorney to file a modified disclaimer of "a woman in other
forms".
A further exchange of letters is required to explain why that will
not do.
I think you can see that thirty days is too little.
And to have too
little time is unnecessarily irritating.
The requirement could just as easily
be 45 days or 60 days or, better still, extendable on request.
There is another form of inadvertent discrimination which may in some
cases be deemed so serious as to warrant a complaint through the foreign
embassy concerned.
It is where the Trademark Office supports a
local
applicant in seeking to register a foreign owner's mark.
For example, an
attempt was made to register the mark "P. CARDIN" for clothing .
The Examiner
could have but did not object on the grounds that CARDIN is a surname known in
Thailand.
The mark was advertised and had to be opposed.
But when Mr. Pierre
Cardin filed for the mark, the Examiner found that it was a surname and not
registrable per se.
I suppose in the first case it did not occur to the
Examiner that the mark was a surname but when filed by Pierre Cardin it did
occur to him.
The discrimination was inadvertent.
In another case, a local
applicant sought to register the trademark WOOLWORTH, the name of the famous
American department store chain which had been ordering for sale abroad
clothing and other products made in Thailand worth a million dollars.
The
local applicant's labels showed a photograph of a Woolworth department store
front
abroad and the jeans made under
the local WOOLWORTH mark were
misleadingly labelled "U.S.A.".
Still, the Trademark Office having seen the
evidence found the local applicant had better title.
There were of course
justifications for the decision but it could equally well have been made in
favor of the foreign owner.
As you might expect, an appeal was made to the
court.
But the point I am making is that rulings of this kind are perceived
as discriminatory and run counter to the avowed policy of the government in
creating a favorable atmosphere for foreign enterprise.
I think it should be the duty of the Registrars to be alert to this sort
of thing because it can usually be avoided, but when it slips by it causes a
great deal of damage.
CONSISTENCY
Now the first example of inadvertent discrimination I gave is really only
a case of inconsistency in practice.
With limi ted budgets, limited access to
computers, and relatively inexperienced personnel to worK with, Trademark
Offices can easily become inconsistent.
The line one examiner may be taking
may be unknown or not followed by his fellow examiner at the next desk.
In
some cases, rulings of the higher authorities may not be observed and
sometimes not even read.
This makes life for the trademark agent very hard.
The overseas client relies on the advice of the local attorney as to whether a
mark is registrable or not, wheth e r an opposition is o r is not likel y to
succeed;
whether a n appeal stands a chance;
or indeed whether a valuable
mark must be abandoned .
If the Trademark Office itself has no internal
mechanism for insuring consistence of rulings, the rulings are bound to go
askew.
Initially, the trademark agent will be blamed for not giving good
advice, but ultimately the blame will fall on the Trademark Office leaving an
impression of caprice or arbitrariness which again does harm--unnecessarily in
many cases.
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Of course some inconsistency plagues trademark agents and owners in all
countries but it is a matter of degree and since countries in this region are
trying to make a good impression, the Trademark Offices ought to be especially
careful about this.
NOTICE OF CHANGES
To ask for consistency in rulings and practice does not mean that change
is unwelcome to foreigners.
However, change without advance warning is very
irritating.
One kind of surprise change that is particularly unwelcome is that in
official fees.
There are a number of countries where changes in fees must be
statutory and so advance notice is given.
But there are others in the region
where fees may be and are changed by departmental order without advance
warning.
The argument against advance notice is that trademark owners, to save on
fees, will accelerate their filings or renewals or whatever to beat the
deadline and the government will therefore lose some revenue.
But the
principle is wrong.
The Trademark Office is not there to raise revenue;
it
exists primarily to help protect industrial property rights.
What is gained
in appreciation of the Trademark Office's fairness by giving advance notice
should more than compensate for the small additional sums derived by springing
the trap.
To put this in perspective, I think that the multinationals with
their own trademark departments do not mind too much;
but foreign trademark
attorneys who have already sent out their scales of charges or who have
already given their client's a quotation for a particular registration can be
very embarrassed by a sudden increase in fees.
The embarrassment becomes
acute all the way down the line from the foreign firm to the local agent's
office for anyone who has held up an order letter for that one extra day that
means you have to pay the higher fee.
And sometimes it means the local
attorney is asked to pay the extra fee himself.
Other changes concern those in practice.
They may be internal or they
may be reflected in notifications.
It should be appreciated by the Trademark
Office that knowledge of the practice of a particular country travels and is
absorbed slowly.
It builds up in the minds of trademark attorneys in foreign
countries and is difficult to change.
In Thailand,
one day
some
years
ago,
it was
decided
that
for
administrative convenience a separate power of attorney should be required for
each application.
Initially there were cries of dismay and especially in
European countries where each notarial attestation is a work of art,
compliance was costly, but with plenty of reminders overseas trademark owners
eventually learned to comply.
After a year or two, the Trademark Office
realizing the hardship the rule imposed, helpfully changed the rule to allow
one power of attorney to be used for all applications filed during· the
calendar year in which the power of attorney was issued.
But, despite
notifications and reminders, some agents abroad continued to send us one power
for each application.
Recently, the rule was changed again, this time
allowing the use of a single power of attorney during a period of one year
from its date.
But again despite adequate notice of the new practice,
attorneys abroad are still unnecessarily getting powers of attorney issued at
the beginning of the calendar year and are still in some cases getting one
power for each application.
Given this kind of lethargy about accepting change, changes should not be
made lightly and they certainly should not be made without fair notice in
advance.
I know this is hard on Tra d emark Office officials.
It is natural
for a new Registrar or Chief Examiner on taking office to want to review what
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his predecessor has done and improve things.
But often the changes are made
before the wisdom of the previous practice is appreciated.
And in many cases
without consultation with the
profession.
A change based on concept
unilluminated by empirical evidence may well produce only negative results.
An example that occurs to me is the following.
In Thailand for over thirty years letters of consent were accepted
unconditionally.
If your mark was found confusingly similar to another mark
already registered and you could produce a letter of consent from the owner of
the registered mark,
your application would be accepted automatically.
Suddenly the Trademark Office decided that to protect the public against
deception, letters of consent must be completely disregarded.
Theoretically
that position makes a lot of sense.
However in my twenty odd years of
practice I never saw a single case where a letter of consent was issued in
circumstances where deception would be the result.
The reason is, of course,
because trademark owners themselves are terrifically jealous of their marks
and are most concerned to see that there is no confusion.
If they give
consent, it is because they are reasonably sure it will not create confusion.
It would have been sensible but administratively inconvenient to adopt a
compromise rule that letters of consent should be treated as a "special
circumstance" or one of the factors in deciding whether to allow the
registration of a mark similar to one already on the Register.
I know this is
a hard question:
if you are not sure of your officials you want to limit
their discretion;
but if you limit discretion, application of the rule is
bound to be unfair in some cases.
But I submit the priority must be fairness
if the policy of the government is to be achieved.
Other ways can be found to
control the exercise of discretion, for example, by encouraging consistency.
I have said that the foreigners in Asia expect that the rights of the
true owner of a trademark will be respected,
that they will not be
discriminated against, that there will be consistency of practice, advance
notice of changes in practice will be given and if there are changes, that
they will make sense.
OPPORTUNITY TO BE HEARD
Another expectation of basic importance is the opportunity to be heard at
two stages in the registration process:
(1)

in general, when changes
contemplated, and

in practice and

(2)

in particular applications
Examiners or Registrar.

when

in

objections

the
are

rules

are

raised

by

being
the

The hearing that is expected is not so much the formal appeal to a Board
or to the court, for often trademark matters simply do not warrant the
expenses and time of such appeals, but rather an opportunity to point out to
the Examiner why he is wrong or to point out circumstances that would make him
change his mind or an opportunity to furnish evidence of, say, acquired
distinctiveness or assignment that would overcome the objection.
I believe in
Hong
Kong,
Malaysia,
Singapore,
Australia,
and
New
Zealand,
countries
following British practice, this is not a problem.
In other countries it may
well be.
In Thailand, the opportunity no longer exists and as a consequence
the trademark owner must anticipate what objections the Examiner will make and
answer them with argument or evidence at the time of filing the application.
If the applicant guesses wrongly he has either gone to considerable expense
and effort for nothing or must try again by filing a fresh application at
substantial cost.
In the meantime, however, there may have been a filing by
another person for a similar mark which could lead to the loss of the original
applicant's mark.
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There was a perfectly good administrative reason for such a change:
it
speeded the work of the Trademark Off ice by pushing the problem cases on to
the Board of Appeals or courts.
There was also a legal reason for the
change.
There was no specific statutory authority for allowing arguments and
evidence against objections raised during the course of examination.
There
were tangible benefits to the administration arising from the change but how
do they weigh against the harm done to the government's overall policy of
showing that the government is going to act fairly and hospitably to the
foreign business community?
In my talk, I have given several examples from the practice in Thailand
which on the whole is very good but I am sure that you can find other examples
from your own countries.
PROMPT PROCESSING OF APPLICATIONS
The change in practice I just talked about was made partly to speed
things up.
The foreigner who deals with the industrial property system does
expect or, perhaps it is better to say, longs for prompt handling of his
application.
The two to seven year delays in Malaysia for example are an
indication to the outsider that the government's announced policy of creating
a favorable environment for foreign investment is being spottily applied.
But
I don't want to exaggerate.
A businessman is not going to decide to invest or
not to invest or do business or not do business because it takes seven years
to register a trademark.
It is simply one of many factors but it is a factor
that
indicates
the
government's
priorities
and
earnestness.
Prompt
registration is a positive factor provided it is done fairly with an
opportunity for hearing and so forth.
Countries of the region would do well
to study what Thailand has done in this respect.
Previously it would take two
to three years to register a mark.
Now the time has been brought down to
about eleven months without the use of computers.
But if a country's laws
provide interim means for protecting a · trademark against infringement or if
infringement is not rife, fast registration is not usually high on the
foreigner's list of expectations.
More important is a feeling that the
application has not simply been forgotten in a filing cabinet somewhere and
that other applicants have not jumped the queue.
Occasionally, however, it is crucial to get prompt registration of one's
application.
In such case the Philippine interim solution, as I understand
it, is certainly a good practical answer:
there you simply pay an expedition
fee--officially.
In
some
cases,
especially
for
foreigners'
pharamceuticals
where
advertising and marketing plans must be made a year or two in advance, it is
very important to the owner to know that his mark is going to reach
registration before large sums are committed to pro!Tlotion of the mark.
I am
not sure that when an Examiner shoves a file into a drawer he appreciates the
potential economic cost of his simple movement, but if he is aware of the
potential cost and consequence,
the likelihood of
improvement will be
increased.
CONCLUSION
From what I have said you will see there is a constant interplay of roles
and interests of the government, of the trademark officials administering
government policy and of the private sector:
the foreign trademark owners and
agents.
In many cases, these interests coincide even though they may appear
to be different;
in some cases it is possible to resolve real differences in
ways which do less rather than more harm to the interests which must be
sacrificed.
Best solutions are always possible to find.
But how?
The
obvious answer is by consultation, exchange of views and experience, by the
sort of thing we are doing at this seminar.
But the obvious answer is not an
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easy one to apply.
Trademark Offices by the nature of their authority--and
this is especially true in the Asian cultural · context--are largely insulated
from the psychological and sometimes economic effects of their actions.
The
feedback is limited.
Trademark officials are reluctant to discuss the i r
difficulties and defects with "the other side."
Trademark applicants and
attorneys are usually diffident and extremely reluctant to complain.
This can
easily be interpreted by the Trademark Office as indicating satisfaction with
the system.
That being so, the initiative must come from the government side
in opening an opportunity for the private sector, certainly including the
foreigners, to be consulted and heard so that the collective wisdom and
experience of both sides can be allowed to bring the system to fruition.
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SUMMARY
My paper, Trademark Agency (Foreigners in Asia), described what Trademark
Offices in the region do that drives foreign trademark owners and agents up
the wall.
That is to say gives them a feeling that the national system is not
satisfactory.
The feeling arises from frustrated expectations.
The expectations are
encouraged by the governments themselves in avowing to promote foreign
investment and establish a favorable environment for foreign business.
The
expectations are also set by the trademark laws which declare their intention
to protect the trademarks of honest businessmen and by the treaties and
conventions which guarantee no discrimination.
The expectations in descending order of priority are:
(1)

that your rights to your own trademark will be respected,

(2)

that you will not be discriminated against for being a foreigner

(3)

that you will be given a hearing before final orders are given and
before changes in practice are made

(4)

that Trademark Office practice will be consistent

( 5)

that changes
foolish

(6)

that enough time will be given for responses, and

( 7)

that applications and
reasonable efficiency.

will

not

be

made

other

without

proceedings

warning

will

and

be

will

not

processed

be

with

To the degree the Trademark Offices do not meet these expectations, the
sincerity of the public policy described above will be called into question.
I then go on to comment explicitly and implicitly, that the expectations
are often frustrated quite
inadvertently,
quite
innocently because
the
Trademark Office may be out of touch or may be pursuing other irrelevant
interests like raising revenue, establishing career records for their own
personnel, helping out friends, playing the literalist game by interpreting
the words of the laws and regulations without reference or with inadequate
reference to real life and by ignoring (in the double sense of not knowing as
well as not paying attention to) the consequences of what they are doing.
I conclude that a lot of the frustration is unnecessary and could be
e liminated without major changes in the laws themselves if the Trademark
Offices could feel free to be open about their own problems and feel free to
give advance notice, to consult, confer and to treat trademark owners and
their agents as colleagues.
However , I recog nize that in As ia, for cultural reasons, this is har d to
do but it can be done if the Trademark Office takes the initiative.
Once the
problem is correctly defined, the so lution is always possible because the
gra nd interests of the Trademark Off ice as an arm of government on the one
side a nd the trademark owners a nd agents on the other are ultimately the same.
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[Introduction]
After the preceding lecture which dealt with questions concerning the
representation of foreigners in trademark procedures in Asian countries, this
lecture concerns trademark applications filed by Asian applicants abroad.

l.

2.
This is a very broad subject, and I cannot therefore give you a full
explanation of all the facts and considerations which have to be taken into
account by the applicant.
I can therefore only concentrate on some essential
features, and I shall first deal with procedural aspects before coming to the
substantive aspects.
3.
However, before doing so, I should like to mention that this lecture has
been prepared on the basis of a text which was read by Mr. Eric Offner,
Attorney at Law in New York and Professor at Hofstra University, at the WIPO
Legal Training Course on Trademarks in Beijing, China, last year.

[Procedural Aspects]
4.
I shall now deal with some of the most important procedural aspects of
the filing of trademark applications abroad.
In this connection, it is to be
noted that in most countries foreign applicants must be represented in
trademark procedures by a trademark agent or other qualified representative,
for example, an attorney.
In addition, an applicant may use the services of a
trademark agent or attorney in his country in connection with trademark
applications to be filed abroad.
The tasks of those representatives therefore
have to be taken into account when dealing with the procedural aspects of
filing trademark applications abroad.
[The Applicant]
5.
Let us start with the requirement of identification of the applicant.
It
is essential to have the complete name and address of the applicant because it
will appear on all forms,
including the application form, the power of
attorney, and, of course, eventually on the certificate of registration if and
when the trademark application has been issued for registration in foreign
countries.
Identification of the application usually means the indication of
the full name and full address, in the case of a legal entity the full
official designation (for example, "Bridgestone Tire Co., Ltd." and not only
"Bridgestone Company").
[Power of Attorney]
6.
It is necessary to prepare powers of attorney for each country in which
applications are to be filed and which require the appointment of a
representative.
For this purpose, normally a form is to be filled in, which
is issued by the attorney to be appointed.
In each of the forms, it is
necessary to fully identify the applicant, who has to sign the power of
attorney.
In other respects, the requirements may vary from country to
country.
7.
As regards the language or languages in which the powers of attorney are
drawn up,
this is usually the language of the country for which the
representative is to be appointed.
However, in some countries a bilingual
form is to be used or, instead of the local language, the form may be in a
commonly used language such as English.
For example, the form used in Austria
is bilingual, namely German and English.
The Bulgarian Trademark Office
accepts the English language on the power of attorney.
Although the admission
of a commonly used language facilitates the work of trademark applicants and
agents, a bacKground of various foreign languages is nevertheless required for
the mark in connection with filing applications abroad.
If the forms are not
in the English language, it may in any case be desirable to use English as a
second language.
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[Reproduction of the Trademark]
8.
In all countries, the reproduction of the trademark is
requirement of an application for registration.
Therefore, when
attorney are prepared, it is also necessary, for most countries
to order a printing block or print which is to be used for filing

an essential
the powers of
of the world,
abroad.

9. Moreover, in the United States of America, where rights to a trademark
are derived by use, it is necessary to submit five samples showing the manner
in which the mark is used, as a condition for filing an application.
[Choice of Foreign Associate]
10. It is necessary to establish a relationship with foreign trademark
associates in each country where the trademark filing is to take place.
The
choice is best made by personally knowing the persons in question and by
interviewing
them.
This
possibility may
not
be
available
and
other
considerations may apply such as the reputation of the foreign associate or by
consulting with foreign professional colleagues who may have suggestions or
recommendations.
It is a most important step to take, since the quality of
the trademark work, their reliability and the costs and charges incurred will
depend on the choice of the local associates who are selected.
[Order Letter]
11. After having obtained the necessary powers of attorney, the printing
blocks and prints and any other supporting document as may be required, these
documents must be attached to the letter instructing the foreign associates to
undertake the filing of the application.
This letter is usually characterized
as an order letter, i.e., the order to file the application.
12. As regards the language of the order letter, the correspondence in most
countries of the world can be conducted in English.
The foreign associates
are usually conversant with English, even when it is not their native
language, with the probable exception of French-speaking countries, where it
is more usual to send all correspondence in French.
In some South American
countries, it is far better to communicate in Spanish.
[Communications with Trademark Office]
13. Once a foreign associate has been appointed, he will make the necessary
communications with the Trademark Office of his country.
Those communications
will be in the language of the country where the trademark application is
filed.
However, it is advisable to obtain copies of such correspondence, in
order to have all information on the filing and prosecution of the trademark
application in each country of the world where the applications have been
filed.
[Fees]
14. The fees to be paid for filing of trademark applications abroad consist
of fees charged by the Trademark Offices and fees charged by trademark agents.
15.
It is possible to obtain a charge list from each foreign associate.
I
think it is advisable to do so, so that one knows the exact costs to be
incurred for filing the application and the applicable government fees.
On
the other hand, the costs of any prosection for trademark infringement cannot
always be estimated.
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[Correspondence between Trademark Agent and Applicants)
16. After
the
initial
correspondence
leading
to
the
filing
of
the
application, the trademark agent will advise the applicant of the filing
particulars of each foreign filed application, advise on the official actions
which are issued by foreign Trademark Offices and make suggestions to the
applicant on the best means to prosecute the foreign application.
These
communications are very important to enable the trademark agent to issue
instructions to the foreign associates.
17. Furthermore, the trademark agent will have to be careful to meet the
various deadlines imposed by each country's Trademark Office.
Incidentally,
this imposes a "docket" system, i.e., a system to show the time requirements
for each foreign trademark application.

[Correspondence between Trademark Agent and Foreign Associates)
18. Once the trademark agent has sent order letters to each foreign associate
in each country where applications are to be filed,
it is likely that
additional correspondence may be required before the foreign associate is in a
position to file the application.
Thereafter the trademark agent may be
advised
of
the
various
prosecution
issues
that
may
arise,
such
as
classification
of
the
goods
or
services,
objections
to
the
inherent
registrability of the mark, citations by the Trademark Office of third party
applications or registrations and finally whether any third party has filed an
opposition or cancellation action.
19. There is, no doubt, an art to communication.
The trademark agent must
choose a common language with each foreign associate.
The trademark agent
must guide and instruct the foreign associates.
It is helpful to take into
consideration each country's customs, political and economic framework, the
country's trademark la~, trademark practice and trademark case law.
This is a
difficult and arduous task faced by international trademark practitioners.

[Substantive Aspects)
[General)
20. Most
Asian
countries
have
developed
economic
and
technological
cooperation with many foreign countries and in particular have increased their
foreign trade.
The protection of trademarks domestically and abroad becomes
more important in proportion to the increase in international trade.
What
trademark policies should Asian enterprises adopt abroad?
What are the
relevant trademark issues to be considered?
How does one plan for a foreign
trademark filing program?
21.
The decision to file a trademark application outside the home country can
be made, regardless of whether the mark in question has been used prior to
filing
and,
in most countries
of
the world,
there
is
no
compulsory
registration requirement.
Thus,
registration abroad
is normally not a
statutory condition precedent to use.
However, registration has numerous
advantages particularly in countries where trademark rights are derived by the
act of registration.
Registration affords the registrant the exclusive right
to use the mark.
It enables the rejection of confusingly similar marks and it
becomes an important tool in licensing third parties to use the mark.
[Countries Selected]
22. Where
should
the
trademark
agent
file
foreign
applications?
The
countries in which trademark rights are acquired primarily by registration, or
where rights of a prior user are not easily recognized, deserve the most
adequate trademark protection.
In countries in which the owner of the
trademark intends to license the trademark to third parties and where the
proposed licensed user must be registered, registration of the mark is a
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condition precedent to the recording of the licensee as a registered user.
Finally, in determining the countries in which registrations are to be
obtained, consideration must be given to the fundamental principle that a
cause of action for technical trademark infringement under a trademark statute
does not arise until the proprietor of the mark has secured registration.
[Form of Mark]
23.
The
form of
the mark
to
be
registered
usually does
not
create
difficulties.
It is axiomatic that, for word marks, registrations be obtained
showing the word in plain block type.
Variations of the trademark in use as
distinguished from the registered form frequently create problems.
24.
If the subject matter for registration involves more than one element,
such as a word, mark and device, the desirability of obtaining a single
registration for the combined elements or separate registrations for each of
the elements must be considered.
There is the likelihood, if the elements are
combined in a single registration, for each element to lose individual
distinctiveness
and
become
part
of
the
whole,
so
that
it
becomes
proportionately easier for third parties to adopt one of the elements without
infringing upon a registration containing all the elements.
It is the general
rule in most countries of the world that similarity of trademarks must be
determined by a comparison of the trademarks in their entirety.
As a result,
by registration of each separate element, the owner-plaintiff in an action is
able to succeed against the infringer who adopts one element of the owner's
trademark, which has been registered as such.

25. Whereas it is usual to seek protection for word marks, configurations of
goods,
if distinctive,
are
capable
of
qualifying
for
registration
as
trademarks and, as such, benefit by this type of legal protection, which is
more effective than any other form of industrial property protection.

[Prosecution of Applications]
26.
The trademark agency
trademark applications.

will

have

the

task

of

pros2cuting

the

foreign

27.
The following objections to the allowance of the trademark application
are normally encountered:
the mark is descriptive or misdescriptive of the
goods;
it is a geographical indication, or a surname;
or consists of letters
per se, or numerals, per se;
or the shape to be registered is not distinctive.

28.
In all jurisdictions having an examination procedure, where any objection
is raised, there is an opportunity to respond.
In answering such objections
it is advisable to submit arguments, relying on the administrative and / or
judicial interpretations of the appropriate statute governing the objection.
29.
It is advisable for the trademark agent to refer to the trademark statute
in each country where objections are raised, so that a decision can be made,
based on the statutory law of the country in question.

30.
If the written arguments filed at the local Trademark Office fail to
overcome the objections,
the next step in the many jurisdictions whose
procedure allows a hearing is to request such a hearing and submit oral
arguments.
If the application is not allowed on the merits of the case, it is
necessary at this time to consider whether the objection can be overcome by
the submission of evidence of the mark having acquired distinctiveness by use
in the country in question.
31.
In certain cases, the trademark agent may decide to submit evidence of
distinctiveness of use even if such evidence is not required to overcome an
objection, and thereby attempt to obtain a "stronger" registration.
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32.
In most of the British jurisdictions and in some civil law countries,
when a trademark is inherently weak, the so-called perfection doctrine may
apply.
Under this theory, regardless of the extent of the evidence of use
available, the mark is so offensive that it can never qualify to indicate
origin of the goods, and hence, does not qualify for registration.
Care
should be taken not to embark on the burdensome task of compiling evidence of
use in a jurisdiction where the perfection doctrine may be applicable to the
particular mark in question.
33.
In countries having two tests for inherent registrability, it may be
advisable to shift the application to that part of the Register having a less
stringent requirement for inherent disctinctiveness.
Thus, the trademark
agency may have to instruct the transfer of the application from Part A to
Part B of the Register in British practice countries.
Part B requires the
mark to be "capable of distinguishing."
It is easier to qualify for
registration if the mark is "capable" of distinguishing the goods and hence
Part B of the Register would be appropriate.
34.
In some cases, the association of a trademark application with an earlier
registration may meet the conditions for allowance of the application by the
local Registrar.
"Association" is a technical term which applies if the
applicant has more than one similar trademark.
35. The theory of law of associated trademarks applies when an application is
made for the registration of a trademark identical with, or so closely
resembling, the trademark of the applicant already on the Register for the
same goods or description of goods, so as to be calculated to deceive or cause
confusion if used by a party other than the applicant.
Under these conditions
the Registrar may require as a condition of registration that such trademarks
be entered on
the Register
as associated
trademarks.
The
effect
of
association is that marks so associated can only be assigned together, at the
same time, to the same assignee, as it is assumed that the public would be
confused if associated marks were held by different parties.
36.
It may be possible,
in a particular
jurisdiction, to qualify for
registration, by the disclaimer of the exclusive rights, for purposes of
registration, of a particular portion of the trademark, to meet the test of
distinctiveness.
Disclaimer is a technical term which means that if a
descriptive term of a mark is not inherently registrable, a "disclaimer" will
permit registration of a mark which is not otherwise registrable.
The
applicant will disclaim any exclusive right to the exclusive use of the
disclaimed descriptive term.
37. A requirement by the Trademark Office that the applicant disclaim an
inherently unregistrable portion of a mark may be overcome by the submission
of evidence of acquired distinctiveness.
In the absence of sufficient use, or
in the event that the applicant does not wish to incur the expense of proving
acquired distinctiveness, the question of the consequences of a disclaimer
arises.
38. The scope of protection of a trademark registration which includes a
disclaimer will depend on the nature of the disclaimer which is entered.
Generally, the entry of a disclaimer does not affect the common law rights
which the proprietor may acquire in the disclaimed portion of the mark.
39. The advantages of a registration with a disclaimer, as compared to no
registration at all, are numerous.
A cause of action for technical trademark
infringement does not arise without a registration.
This remedy is of
importance since the common law action of passing off or unfair competition
requires proof that the mark has acquired a reputation by extensive use.
The
existence of a registration will result in its citation by the Trademark
Office as against subsequent applications
in those countries having an
examination
procedure.
Opposition
or
cancellation actions
based
on
a
registration are available.
In British practice countries, the registered
user procedure is only applicable to registered trademarks.
The advantages of
assigning registered marks in countries where the validity of assignments of
common law marks would be questioned should not be overlooked.
Finally, a
registration with a disclaimer also serves as proper subject matter for
deposit at Customs.
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40.
In all of the cases involving a comparison of two trademarks, one of
which has a disclaimer, the disclaimed portion of the mark will be taken into
consideration to decide the issue of likelihood of confusion.
41.
It is essential that all the alternatives of the conditions for allowance
be explored in order to afford the best protection for the mark in each
jurisdiction in which registration is sought.
42.
If the application is rejected, it is usually possible to appeal to the
judiciary from the decision of rejection of the application.
43.
Apart from the question of the inherent distinctiveness of a mark, in
many
jurisdictions
the
applicant will
encounter
references
to
earlier
registrations or applications which are deemed, by the local Registrar, to
prevent registration of the mark.
The procedure varies from country to
country.
In one group of jurisdictions, the citations are for informative
purposes only, and it is possible for the applicant to insist that the
application be published as allowed.
Although the official
report
is
informative only, the local practice may include the service of notice on the
owners of the previous cited registrations of the allowance of the application
or grant of the registration, affording the owner of prior marks actual notice
of the opportunity to file opposition or cancellation actions.
44.
In other jurisdictions it is necessary for the applicant to submit
arguments to overcome the citations.
In this area of the law, it is essential
to know the pertinent sections of the statute and the court cases interpreting
the statutes.
45.
The possibility of seeking
the consent of
the prior
owner
whose
registration has been cited should be explored.
The direct approach to a
prior registrant may place the prior owner on notice of an application of
which the prior owner might otherwise never become aware.
The timing of the
approach,
in relation to the progress made with applications in other
jurisdictions, is essential before negotiations are begun.
46.
It is also advisable to consider the relevant practice of "consents"
before the local Trademark Office.
In most jurisdictions, written consents
are persuasive on the local Registrar to resolve the dotlbt in favor of the
applicant.
In some countries,
such as Japan, consents are not deemed
relevant, while in other jurisdictions, such as Sweden, a written consent is
conclusive on the Trademark Off ice.
The degree of cognizance of a written
consent
will
be
another
important
consideration
in
determining
the
advisability of negotiating for a consent.
In other jurisdictions, a consent
may not be essential, provided the applicant agrees, as a condition for
allowance of the application, that notice of allowance of the application be
served on the prior registrant who is thereby afforded the opportunity to file
an opposition.
47.
In order to obtain a consent, the trademark agent may consider limiting
the specification of goods of the application.
The owner of the prior
registration may be satisfied if the list of goods to be registered and to be
used by the applicant is sufficiently restricted.
The trademark agent may
conduct these negotiations directly with the owner of the registration or may
prefer that the negotiations be handled by the foreign associate.
48.
If, despite all effort, the application is still rejected, consideration
may be given to amending the mark by the omission or addition of a single
letter, which may result in the allowance without the necessity of filing a
new application.
Otherwise the addition of a distinctive device may achieve
the desired result.
49.
Finally, prior to an a ppeal to the court from a rejection of the
application, it is necessary in some jurisdictions to request the Registrar's
written opinion, which, in some cases, will result in an official action
allowing the application, when there was no previous indication that the
application might proceed to allowance.
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[Post Registration Information]
50. Once the trademark agent has obtained a trademark registration it is
advisable to furnish the applicant who has obtained registration with
particular information.
The registrant should be advised with exact and full
particulars of the trademark registered;
the exact goods or services covered
by the registration;
the registration number and the date;
and the dates
when the next action is due.
51.
It is important
action must be taken.
first date to docket.

for the trademark agent to docket the date when the
The user requirement after registration is usually the

52.
In the countries having a user requirement, the trademark agent will
advise the registrant to make certain to arrange use if use has not yet
commenced.
In some countries the trademark agent will mark records to file
affidavits of use, within the fifth and sixth-year date of registration.
[Licensing]
53.
If the applicant or registrant intends a licensee to use the mark in a
particular country, it is absolutely essential to follow the registered user
procedures to make certain that the use by the licensee or the intended use by
the licensee inures to the benefit of your clients or licensor.
54.
In British practice countries, the procedure to follow is the recording
of the licensee as registered user.
If the licensor will not use, or does not
intend to use, the mark abroad, and the licensee is the only party who will
have the intent to use the mark, it will be essential to apply for the
recording of the licensee as a registered user simultaneously with the
application for registration of the mark.
There is case law in British
practice countries which holds that failure to apply for recording of the user
as a registered user at the time of filing the application renders the mark
and the registration which issued invalid. Why? By statutory interpretation,
sometimes called "fiction of the law," only use by a simultaneous registered
user is the same as use by the applicant.
55.
If a simultaneous registered user application is not filed and the
applicant could or did not have an intent to use the mark, the condition
precedent of "intent to use" to obtaining a valid registration is not
present.
The "intent to use" by a licensee will only inure to the benefit of
the applicant by the filing of a simultaneous registered user application.
56. Furthermore, in the common law jurisdiction, intended use by a licensee
would be a deception of the public, if the licensee is not entered as a
registered user.
Why?
Under the traditional theory, a trademark indicates
origin, a single origin.
If a licensee uses or intends to use a mark, it does
not indicate a single origin.
Hence, there is a deception of the public,
rendering the registration vulnerable to attack on the ground that it does not
indicate a single source or origin.
But, by the simultaneous registered user
procedure, use by the proposed registered user inures to the benefit of the
licensor and, by fiction of the law, i.e., by virtue of statutory provisions,
the mark indica tes a single source of origin.
For these reasons, it is
essential to file all the foreign applications in British practice countries
with a simultaneous application to enter the user as a registered user.
57.
Is the procedure sufficient to make all use by the licensee inure to the
benefit of your clients?
No~
It is also necessary to make certain that the
licensee does not establish an y common law rights to the mark.
In addition to
requiring the licensee to become a registered user, the licensee must use
proper license marking legends, on all printed material.
Here is an example:
"Marks used under authority of licensor, (name) owner
of the trademark and / or service mark ( identify mark)."
58. Such a licensing legend will make certain that the use by the licensee of
the licensor's mark inures to the benefit of the licensor in the marketplace
and that the marK is the exclusive property of the licensor.
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What papers are required for the entry of a registered user?
(i)

Authorization of Agent for Execution by Licensor;

(ii)

Authorization of Agent for Execution by Licensee;

(iii)
(iv)

Joint Application for Registration of Registered User;
Statutory Declaration;

(v)

Statement of Case;

(vi)

License Agreement.

60. As regards the trademark license agreement, the first clause usually
grants an exclusive or non-exclusive right to use the mark (s) subject to
standards and specifications of the licensor.
There is usually an inspection
clause.
The inspection is exercised by the trademark owner or by an
authorized representative of the proprietor of the mark.
The owner of the
trademark normally has to review all written material prior to publication.
A
term or time limit for the agreement subject to termination by the proprietor
is always provided.
61.
It is not desirable to have a complete license agreement on record at the
various
trademark registries,
even when the statute provides
that
the
agreement be kept secret.
It is advisable to omit the detailed financial and
commercial aspects of the basic license agreement, if you do not wish it to be
reviewed by competitors or other interested parties.
62. We all know that the law of each country must be reviewed, as well as the
case law interpreting the statute, to make certain that the specific recording
requirements are met.
For example, in some countries, the license agreement
must be approved by the Transfer of Technology Office, before it may be
recorded at the Trademark Office.
63.
In trademark licensing situations, the technical requirements of the
recording procedures are highlighted by decisions
invalidating valuable
trademarks
in
foreign countries.
Failure
to
comply with
the
foreign
countries' technical requirements on licensing resulted in the loss of the
most valuable trademark rights.
64.
The concept of trademark licensing should be examined, keeping in mind
the function of a trademark.
The basic principle is the historical function
of the trademark to indicate the origin of goods.
A single owner can use the
mark to indicate such origin.
But how may two or more separate legal entities
use the same mark, and still be certain that the trademark indicates the
origin of the goods?
Formerly, the use of the same mark by two corporate
entities could not serve the historical function of a trademark, and the mark
became available for all parties to use.
By complying with license recordings
in foreign countries, this problem will be avoided.
65. The jurisdictions of the world can be divided into five major groups:
In
the first group of countries, it is advisable to record a license agreement
with the local Trademark Office.
In the second group of countries, a
registered user document must be prepared and recorded abroad.
In the third
group, simultaneous registered user procedures must be filed--i.e., filing the
trademark
application
must
be
simultaneous
with
the
registered
user
application.
The fourth group of countries includes jurisdictions where the
entry of the registered user in the United Kingdom can be extended to other
jurisdictions.
In the last group of countries,
the trademark use may
jeopardize the validity of the trademark registration if the owner licenses
the trademark to a third party.
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[Conclusion]
66. Trademark agents have a difficult task in complying with the procedural
and substantive aspects of obtaining a trademark or service mark protection on
an international scale.
In this lecture I have reviewed some of the important
issues to be dealt with by trademark owners in Asian countries who wish to
obtain protection for their trademarks abroad.
It has become clear that in
all these issues the professional representatives, whether trademark agents or
attorneys, play an important role.
67.

I thank you for your attention.

B. COUNTRY-PAPERS

TRADEMARKS IN BANGLADESH
Mr. Mahfuzur Rahman Khan
Deputy Secretary, Ministry of Industries and Commerce
Controller of Patents and Designs
Bangladesh

The registration of trademarks in Bangladesh is guided by the Trade Marks
Act, 1940, of pre-independent India, and the Trade Marks Rules, 1964, as
adapted in Bangladesh.
With the emergence of Bangladesh as a sovereign state
the need for protecting the legal rights of traders in respect of their
trademarks was keenly felt.
But in the absence of the Register containing the
particulars of all marks registered in erstwhile Pakistan, Bangladesh was not
in a position to afford this legal guarantee.
With a view to removing this
hardship,
the
Government
of
Bangladesh
promulgated
the
Trade
Marks
(Invalidation and Summary Registration) Order, 1973, to enable traders to get
their marks, which remained valid up to 25th March, 1971, summarily registered
on Production of Registration Certificates issued by the Pakistan Trade Marks
Registry.
About 12,000 applications were filed by September, 1974, under the
Summary Registration Order and un de r the Trade Marks Act, 194 0 .
The number of
such applications stood at about 20 ,000 by the end of 1982.
The Trade Marks
Registry, which is a small office, has been trying hard to deal with the
applications expeditiously.
8519 Registration Certificates and about 3, 000
Renewal Ce rtificates had been issued by the end of 198 2 .
Procedure for Registration of Trademarks
One ~f the first steps that a merc hant will have to take under the Act is
to apply for
the registration of his
trademark.
For
the purpose of
registration, goods are divided into 34 classes.
A separate application has
to be made, on the prescribed form, for the registration of each trademark in
respect of goods falling within one of the classes, that is to say, goods like
"soaps" and "matches" fall, res!Jectively, under class 3 and 34, and if a
person has the same trademark for both these goods he will have to make a
separate application for the registration of that trademark for each of such
goods on payment of the prescribed application fee.
The applicant making an
application
for
registration,
as
mentioned
above,
must
support
his
application,
if necessary,
by evidence of di stinctiveness of use.
The
Registrar then considers the apl)lication.
He may re fuse to accept it for
reg istration, or he may accept it absolutely, or subject to such conditions or
limitations as he may think
fit.
If he accepts
the application for
registration, the next step is to advertise the mark in the Trade Marks
Journal, and if there is no opposition within the prescribed period of 4
months, the Registrar intimates that the applicant may register the mark.
In
such a case the applicant pays the prescribed fee for registration, and the
Registrar registers the trademar k and grants a certificate of registration.
Any delay between the time of applying for registration and registering the
trademark is compensated for by the fact that under the law the date of
registration is the da te of filing the application for registration.
If there
is opposition after the advertisement in the T rade Marks Journal , the opponent
files a notice of opposition, in the prescribed ma nner, stating the grou~ds of
opposition, and, thereafter, the applicant files a counter-statement giving an
answer
to the opponent's case.
Th e parties finally appear before the
Registrar who decides whether the trademark should be registered.
If he
decides against the app licant, the application fo r registr ation is refused and
the only remedy of the applicant is to appeal to the High Court Division of
the Supreme Co urt.
Renewal of Registration
The registration of a trademark under the exist ing law is initially for 7
yea rs and thereafter may be rene wed in the prescribed manner for 15 years .
If
no app lication is received for r enewa l of the mark , the mark may be removed
from the Register .
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Cancellation of Registration
Any aggrieved person may file an application in the prescribed manner to
the High Court Division of the Supreme Court or to the Registrar for
cancellation of, or varying, the registration of a trademark on the grounds of
any contravention of, or failure to observe, conditions entered in the
Register.
Rectification of Register
Any person ma y apply to the Registrar or to the High Court Division of
the Supreme Court for rectification of the Register for the absence or
omission of any entry, or for any entry made in the Register without
sufficient cause, and the tribunal may make such order for expunging or
varying the entry as it may think fit.
Problems and Solutions
The Trade Marks Act dates back to 1940.
With the rapid growth of
commerce and industry throughout the world more and more complexities have
crept into the behaviour of the business community.
Competition between
enterprises is now more keen than ever before, and the legislature must ensure
that such competition be fair and be exercised in the public interest.
The
existing provisions of the law are not adequate to meet the requirements of
present day commerce.
With a view to removing the various problems faced in
the administration of the Trade Marks Act,
and also to bring it into
conformity, as far as possible, with trademark laws of different countries of
the world, the Government of Bangladesh has, in active cooperation with the
World Intellectual Property Organization (WIPO), Geneva, prepared a draft
trademark law.
The draft has already been examined by WIPO and is now under
consideration by the Government.
In the draft law some new provisions have
been incorporated on the following matters:
the meaning of appl y ing for a
mark;
marks common to the trade;
penalties for appl y ing false trademarks,
for selling goods bearing a false trademark and groundless threat of legal
proceedings;
cognizance of certain offences by companies, firms, and other
associations.
There is at present no provision for the registration of service marks in
Bangladesh.
Hitherto,
although there were many requests from different
sources for the protection of service marks, the Registry could not entertain
such applications.
The new draft legislation has made the necessary provision
for registration of such marks.
Provisions on Trade Names , Acts of Unfair
Competition, Indications of Source and Appellation of Origin of goods have
also been incorporated in the draft law.
The right of priority has also been
provided in the draft legislation.
The proposal of WIPO regarding inclusion
of
flags,
emblems,
initials,
names
or
abbreviations
as
un-registerable
trademarks has also been accepted by the Government for inclusion in the draft
legislation.
It is hoped that with the intro duc tion of the new legislation the
problems faced by the business community and the consumers in our country will
be removed t o a g reat extent and enterprises will gain confidence in coming
forward for the establishment of new industries using various trade marks to
distinguish the good s manufactured by them fro m those of others.
This is also
in conformit y with the policy of the Government to afford maximum facilities
fo r the industrialization of the country .

TRADEMARK SITUATION IN FIJI
Mr. Devendra Pathik
Administrator-General of Fiji, Crown Law Office
Fiji

Introduction
Before dealing with the subject matter of this paper I would like to
touch briefly on certain essential matters pertaining to Fiji as a country so
as to give a bird's eye view of the environment in which it operates its
system of trade marks.
The Fiji Islands:

Geographical Location and Description

It was Abel Tasman who first sighted the Fiji Islands in 1843;
European
settlement dates only from the nineteenth century;
Fiji was ceded to Queen
Victoria on October 10, 1874;
and 96 years to the day the country gained
independence on October 10, 1970, and accepted a democratic system of
constitutional government based on the British Westminster model.
Fiji is a
full member of the Commonwealth and has a seat as an independent member of the
United Nations General Assembly.
As an· independent island nation situate in the Southern Pacific Ocean,
Fiji lies between latitude 15° and 20° South and between longitude 178°
West and 1760 East;
the 180th meridian passing through the group.
The
archipelago is made up of about 332 islands which vary in size from 10,000
square kilometers to tiny islets a few meters in circumference.
These spread
over thousands of square kilometers of ocean in the heart of the South
Pacific.
About one-third of these islands are inhabited.
Of these the
principal islands are Viti Levu and Vanua Levu which together comprise an area
of 6,148 square miles (15,985 square kilometers) out of the total land area of
7,055 square miles (18,333 square kilometers) or 87% of the total area.
The largest island Viti Levu is roughly eliptical in shape being 88 miles
long and 64 miles broad and has an area of 10,429 square kilometers.
Upon
this island is situated the capital, Suva;
the second largest island, Vanua
Levu, has an area of 5,556 square kilometers and is irregular in shape, deeply
indented with a length of 112 miles and with an average width of about 20
miles.
Suva, the biggest city in the South Pacific, is 1,743 miles north-east
of Sydney and 1,140 north of Auckland.
The nation has become th e crossroads of air and shipping services between
North America and Australia-New Zealand.
Travellers and international vessels
enter Fiji via the international airports at Nadi or Nausori or the natural
harbours at cities Suva and Latuoka.
Population
Fiji is rich in diverse an d trad i tional cultural bac kgrounds, and peoples
from these different cultural backg rounds, origins and traditions live in
peace and harmony .
From 1879 to 191 6 Indians came to Fiji as indentured labourers to work on
sugar plantations;
and when the indenture system was abolished many stayed on
as independent farmers and businessmen.
The population o f the countr y in 1981 was
70,000 live in the capital, Suva.
In 1980,
backgrounds:
Fijians
(44. 5%),
Indians
part-Europeans (1.8 %), Ro tuma ns (1. 2% ), Chin e se
(1.0%) and all others (. 1 %).

above 6 50,000 of which about
we had the following ethnic
(50.1 %),
Europeans
(.6 %),
( . 7%), other Pacific Islanders
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Economy
Fiji is primarily an agricultural country.
During the 20th century
important economic changes came about with a steady economic growth in recent
years.
The country developed
a
major
sugar
industry and
established
productive copra milling, tourism and secondary industries.
The country is
diversifying into small-scale industries, the economy is strengthened and
revenues provide for expended public works, medical services and education.
Sugar
is
its
backbone
and
remains
the
country's
major
export;
469,972 tons were produced in 1981.
Other high export earners are copra,
coconut oil and fis h;
rising export earners are timber, ginger and food
products.
Tour ism is a large factor in Fiji's economy and is second only to
sugar as a money earner.
As for heavy industry, there is very little of it with the result that
Fiji is considerably reliant upon imports, including oil, to satisfy its
domestic
requirements.
It
is
the
Government's
intention
to accelerate
industrial development in Fiji:
it wishes to encourage inflow from abroad and
also insure that both the foreign investor and the country gain through the
process of industrial development.
Fiji with her central position in the Sou th Pacific together with
excellent transportation links, low freight rates for return shipping and
preferential trade agreements enhance the export potential to Australia, New
Zealand, JaJ?an, United States of America and the E.E.C., in particular.
The
country's central position in the region has been strengthened by recent
developments in sea and air communication.
Today, Fiji pla y s a major role in
regional affairs and is recognised as a focal point of the South Pacific.
Transport
In 1979, a total of just over 43,000 motor vehicles were on the road.
Communication within Fiji is facilitated by a 500 km hi ghway on Viti Levu.
There are altogether 3,300 km of road of which l, 200 are all-weather links.
There are 15 airfields linking all major islands and centres in Fiji with the
regular services between the various aiports.
Telecommunications
Telephone and overseas links with overseas countries are available
through the Posts and Telecommunications Department and Fiji International
Telecommunications Limited (FINTEL ).
FIN TEL operates the Ea rth Station near
Suva which connects Fiji with a world-wide communications system that uses
artificial satellites to relay messages around the earth.
With this brief introduction
subject matter of this paper.

to

the country,

I

shall now deal with . the

Trade Marks Law and Practice
Historical background to the Fiji Trade Marks Act.
The majority of
industrial property legislation in Fiji was enacted prior to the country's
Independence in 1970 and consequently the British influence is predominant.
The legislation closely followed the British law with some minor amendments to
suit local circumstances and conditions.
The T rade Marks legislation is
largel y based upon the United Kingdom Act of 19 05 to 1.919.
The Trade Marks
Registration Ordinance (No. IV o f 1886) was the f irst legisla tion pertaining
to trade marks and this Ordinance estab lish ed a Reg ister of Trade Marks.
The
Merc handise Marks Ordinance was passed i n 1889 (No. 3 of 1889) .
By Or d inance
No. l of 1886 both the above Ordinances were reprinted in the Ordinances of
Fiji 1875 - 1910 entitled the Trade and Merchandise Marks Ordinance , 1886.
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In 1933, with the repeal of the said Trade and Merchandise Marks
Ordinance 1886, opportunity was taken to replace the said Ordinance with
legislation to suit the circumstances prevailing at the time.
The opportunity
was also taken to pass two Ordinances;
one was the Trade Marks Ordinance
(No. 17 of 1933)
(now Trade Marks Act (Chapter 240)) and the other the
Merchandise Marks Ordinance
(No. 20 of 1933)
(now Merchandise Marks Act
(Chapter 241)).
The said Trade Marks Act closely follows the 1905
1919
British Trade Marks Act, including the system of classification of goods
established thereunder with some amendments and alterations to suit local
circumstances.
The Present Legislation
The Trade Marks Act (Cap 240).
The law as to registration of trade marks
is now contained in the Trade Marks Act (Cap 240).
The Act is divided into
three Parts and has 66 sections.
Part I deals with Interpretation;
Part II
is General and Part III is headed United Kingdom Trade Marks.
Trade Marks Registry.
The Administrator-General of Fiji is the Registrar
of Trade Marks and Patents.
He has, however, many other statutory duties to
perform such as Public Trustee, Official Receiver, Registrar of Companies and
Business Names, Registrar of Newspapers, Trade Unions, Industrial Associations
and
Credit
Unions.
The
Industrial
Property
Office
is
in
the
Administrator-General's Department which is the responsibility of the Ministry
of the Attorney-General.
Definition of Trade Mark.
"Means a mark used or proposed to be used upon
or in connection with goods for the purpose of indicating that they are the
goods of the proprietor of such trade mark by virtue of manufacture,
selection, certification, dealing with or offering for sale" (Section 2) and
"Mark" includes "a device, brand heading, label, ticket, name, signature,
word, letter, numeral or any combination thereof" (Section 2).
7.R:..::e;...;g~1:':'·s::...::t.:::e.:::r_.::.o.::.f=---.::.T-;:r:..:a:..:d=-e=-:--~M..:.a::;-=.r.:..;k;.:::.s .
I n the book c a ll e d the "Reg i s t e r of Trade
Marks"
(kept at the Administrator-General's office)
there is entered all
registered trade marks with the names and addresses of their proprietors,
notifications
of
assignments
and
transmissions,
disclaimers,
conditions,
limitations and such other matters as may from time to time be prescribed
(Section 3).

Inspection of Register.
The said Register
the public at all convenient times (Section 6).
Trusts.
No notice of any trust shall
receivable by the Registrar (Section 4).
(i)

be

is open to
entered

in

the

inspection of

the Register

or

be

Connexion of Trade Marks with Goods

A trade mark must be registered in respect of particular goods or classes
of goods (Section 7).
The goods in respect of which trade marks may be
registered are divided into 50 classes (class 50 has 10 sub-classes, but this
is the only class which is subdivided), and if a trade mark is or is intended
to be used in respect of goods comprised in various classes, it has to be
registered in each such class.
A card index for each class of marks is
maintained for search purposes.
Unlike in the United Kingdom the Register of Trade Marks is not divided
into two parts, A and B.
In the United Kingdom registration of a person in
Part A as proprietor of a trade mark (other than a certification trade mark)
in respect of any goods gives the exclusive right to the use of the trade mark
in relation to those goods.
Registration in Part B gives the same protection
as registration in Part A, except that in any action for infringement of a
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trade mark entered in Part B of the register, no injunction or other relief
shall be granted to the plaintiff if the defendant establishes to the
satisfaction of the Court that the user of which the plaintiff complains is
not likely to deceive or cause confusion or to be taken as indicating a
connection in the course of trade between the goods and some person having the
right either as proprietor or registered user to use the trade mark.
(ii)

Other Classes of Trade Marks Registrable Under the Act

(a)
Associated Trade Marks.
If
an application be made
for
the
registration of a trade mark identical with or so closely resembling a trade
mark of the applicant already on the register for the same goods or
description of goods as to be calculated to deceive or cause confusion if used
by a person other than the applicant, the tribunal hearing the application may
require as a condition of registration that such trade marks shall be entered
on the register as associated trade marks (Section 23).
They are only
assignable as a whole (Section 26).
(b)
Series of Trade Marks.
They are marks for goods of the same class
resembling each other materially and differing only in statements of number,
price, quality or names of places, colour and other non-distinctive elements
not affecting
identity.
They may be registered as a series
in one
registration and shall be registered as associated trade marks (Section 25).
What Marks are Registrable as such?
A registrable trade mark must
contain or consist of at least one of the following essential particulars:
(a)

the name of a company,
or particular manner;

individual or firm represented in a special

(b)

the signature of the applicant for registration or some predecessor
in his business;

(c)

an invented word or invented words;

(d)

a word or words having no direct reference to the
quality of the goods and not being, according to
signification, a geographical name or a surname;

(e)

any other distinctive mark, but a name, signature or word or words
other than such as fall within the descriptions in paragraphs (a),
(b),
(c)
and
(d)
above shall not be registrable under
the
provisions
of
this
paragraph
except
upon
evidence
of
its
distinctiveness:
"distinctive" shall mean adapted to distinguish
the goods of the proprietor of the trade mark from those of other
persons.
In determining whether a trade mark is so adapted the
tribunal may, in the case of a trade mark in actual use, take into
consideration the extent to which such user has rendered such trade
mark in fact distinctive for the goods with respect to which it · is
registered or proposed to be registered (Section 8 ) .

character or
its ordinary

Restriction on Registration.
It shall not be lawful to register a
mark or part of a trade mark if it is:
( i)

( i i)

(iii)

calculated to deceive or
a court of justice;

trade

is otherwise disentitled to protection in

contrar y to law or moralit y or morality ;
any scandalous design (S e ction 9) ;
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( iv)

identical with one belonging to a different proprietor which is
already on the Register with respect to such goods or description
of goods or so nearly resembles such a trade mark as to be
calculated to deceive (Section 18);

(v)

or contains certain marks such as "patent" "Patented" "by Royal
Letters Patent", "registered" "registered design" "Copyright" "to
counterfeit this is forgery" or words to the same effect;

(vi)

or contains the Coat of Arms of Fiji or any design which in any way
resembles such Coat of Arms in a manner likely to deceive,
representations of any member of the British Royal Family, the
Royal Arms, the Royal Crest, Armorial bearings, insignia and the
Royal Crowns.

Unlike the United Kingdom, there is no provision in Fiji in the Act for
service marks and neither
is there any provision for the recordal of
registered users.
Application for Registration of Trade Marks.
Registration is to be
obtained by an application in writing to the Registrar in the prescribed
manner (Section 11).
The Registrar will then search for all registered and
pending applications in the class for which application is made.
If there is no similar mark or marks, and in the case of a mark involving
distinctiveness after satisfying the requirements of the Act in this regard
and after obtaining evidence of distinctiveness in the form of statutory
declarations, it will be accepted for registration absolutely or subject to
conditions amendments or modifications or to such limitations, if any, as to
mode or place of user or otherwise as the Registrar may think right to impose.
The Registrar's refusal or conditional acceptance can be appealed against
to the Supreme Court in the prescribed manner.
The Court shall make an order
determining
whether
and
subject
to
what
conditions,
amendments
or
modifications, if any, or to what limitations, if any, as to mode or place of
use or otherwise the application is to be accepted (Section 11(4)).
The Registrar or the Court, as the case may be may at any time, whether
before or after acceptance, correct any error in or in connection with the
application or may permit the applicant to amend his application upon such
terms as they may think fit (Section ll(b)).
Advertisement of
Application.
Upon
acceptance
of
application
the
Registrar causes the application to be advertised in the Fiji Royal Gazette
and in a newspaper circulating locally in the prescribed manner, setting out
the conditions and limitations subject to which the application has been
accepted (Section 12).
Opposition
to
Registration.
There
is
proceedings with a hearing by the Registrar;
decision to the Supreme Court (Section 13).

provision
for
opposition
an appeal lies against his

Date of Registration and Issue of Certificate.
Upon acceptance of
application and there being no opposition and the time for notice of
opposition having expired, or, having been opposed, the opposition having been
decided in favour of the applicant, the Registrar shall register the trade
mark, and the trade mark when registered shall be registered as of the date of
the application for registration and such date shall be deemed to be the date
of registration (Section 15).
The Registrar shall then issue a certificate
under his hand and seal (Section 16}.
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Assignment, etc., of Trade Marks.
There is provision for assigment and
transmission of trade marks (Section 21); correction and rectification of the
Register subject to appeal to the Supreme Court;
to correct error in the name
or address, enter any change in the name, cancel the entry of a trade mark,
strike out any goods or classes of goods registered, enter a disclaimer or
memorandum relating to a trade mark (Section 31).
Rival Claims to Identical Marks.
The Registrar may refuse to register
claims of each of several persons claiming to be proprietors of the same trade
mark or of nearly identical trade marks in respect of the same goods or
description o f goods, until their rights have been determined by the Court or
have been settled by agreement in the manner provided by the Register (Section
19).
Limitation of Time for Proceeding with Application.
Where registration
is not completed within 12 months from the date of application by reasons of
default on the part of the applicant, the Registrar may, after giving notice
of non-completion to the applicant in writing, treat the application as
abandoned unless it is completed within the time speci f ied in that behalf in
such notice (Section 17).
Duration and Renewal of Registration.
The registration shall be for a
period of 14 years but may be renewed for successive 14-year periods from the
expiration of the original registration or of the last renewal of registration
as the case may be (Section 28).
Non-Use of Trade Mark - Its Remov al.
A trade mark may be removed from
the Register on the ground that it was registered without any bona fide
intention to use the same in connexion with such goods or on the ground that
there has been no bona fide user of such trade mark during the five years
immediatley preceding the application (Section 36).
Action for Passing Off Goods.
In addition to infringement proceedings
which may be instituted under the relevant leg islation dealing with trade
marks, the plaintiff may avail himself of the Common Law action of passing off
(Section 44).
This action extends, however, much further, because it gives
protection to unregistered trade marks, get-ups, logoes, business names, etc.
Registrar's Power to Make Rules, etc.
The Registrar may from time to
time make such rules, prescribe such forms and generally do such things as he
may think expedient for regulating the practice und er the Ac t, for classif y ing
goods for the purposes of registr a tion of tra de marks, for making or requiring
duplicates of trade marks and other documents, fo r securing and regulating the
publishing and selling or d istrib ut ing in such manner as the Re g istrar thin ks
fit of copies of tra de marks a n d othe r docume nt s and ge n era lly f or regulating
the business of the office in relation t o tr ade ma rks (Section 52) .
Fees.
The .fees payable in respect of application and registration and
other matters are as provided in the First Schedule to the Trade Marks Rules
(Rule 2) .
Offences.
An y perso n who r eprese nt s a trade mark as registe red which is
no t so shall be lia b l e for every offe nce to a fine not exceed i ng ten dol l ars .
Any person who makes o r causes to be made a false e n t r y i n t he Reg ister or a
writing fals e ly purporting to be a copy of an entry in an y s uc h Register or
produces or tend ers or causes to be p r oduced o r tendered in evi de nce an y such
writing knowing the e ntr y o r writin3 t o be false , shall be g uilt y of a
misdeme ano ur (Sec tion 54) .
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United Kingdom Trade Marks (In Part III of the Act).
Any person being
the registered proprietor of a trade mark registered in the United Kingdom
under the Trade Marks Act, 1905 to 1919 or any Act amending or substituted for
those Acts or any person deriving his right from such registered proprietors
by assignment, transmission or other operation of law may apply at any time
during the existence of the registration in the United Kingdom to have such
trade mark registered in Fiji (Section 55).
Such registration shall confer on
the applicant privileges and rights subject to all conditions established by
the law of Fiji as though the certificates of registration in the United
Kingdom had been issued with an extension to Fiji (Section 58).
All renewals
of the registration in the United Kingdom of a trade mark registered under the
Act shall be notified to the Registrar who shall, on sufficient evidence
thereof and on payment of the prescribed fee, enter the same in the register
in the prescribed manner (Section 64).
The Merchandise Marks Act (Cap 241).
It should be added that under this
Act provision is made for the fraudulent marking of merchandise.
This Act
prohibits false trade descriptions and this extends to the application to
goods of any figures, words or marks or arrangement or combination thereof,
whether including a trade
mark or not, as are reasonabl y calculated to lead
persons to believe that the goods are the manufacture or merchandise of some
person other than the person whose manufacture or merchandise they really are
(Section 2(3)).
The provision of this Act respecting the application to a false trade
description also extends to the application to goods of any f alse name or
initials of a person, and to goods with the false name or initials of a person
applied, in like manner as if such name or initials were a trade description,
and for
the purposes of this enactment, the expression "false name or
initials" means, as applied to any goods, any name or 1nitial of a person
which:
(a)

is not a trade mark or part of a trade mark;

and

(b)

is identical with or a colourable imitation of the name or initials
of a person carrying on business in connexion with goods of the
same description a nd not having authorized the use of such name or
initials;
and

(c)

is either the name or initials of a fictitious person or the name
or initials of some person not bona fide carrying on business in
connexion with such goods (Section 2(4)).

The Act makes provision for prohibiting the importation of goods which,
if sold, would be liable to forfei ture under
this Act unless certain
requirements are fulfilled
(Section 1 5) .
The Comptroller of Customs and
Excise is empowered to detain such goods or take any further proceedings with
a view to the forfeiture thereof (Sec- tion 15).
Under Section 3 of the Act a person who
(a) forges any trade mark;
or
(b) falsely applies to goods any trade mark calculated to d eceive;
or
(c)
makes, disposes of or has in his possession any dye , block, machine or other
instrument; for the purpose of forg ing a trade mark;
or
(d) applies any
false trade description to goods;
or
(e) causes thes e above things to be
done shall be guilty of an offence unless he proves that he acted without
intent to defraud (Section 3(1)).
Further, an offence is created i f a person sells or exposes o r has in his
possession for sale or for a n y purpose of trade o r manufacture any goods or
things to which any fo rge d trade mark or false trade description is applied,
unless he
proves
that he
took certain precautions or
otherwise acted
innocently (Se ction 3 (2)).
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The penalty provided for these offences is imprisonment for a term not
exceeding two years or to a fine or to both imprisonment and fine, and
forfeiture to Her Majesty every chattel in relation to which the offence was
committed (Section 3(3)).
Conclusion
Practical Problems
and
Possible Solutions.
problems and possible solutions are as follows:

Some

of

the

practical

(a)

incorrect advertisements are inserted in newspapers;
applicants
should ensure that wordings and classifications are correct;

(b)

incorrect applications - labels differ;
there is need for
search to ascertain that there is no prior registration;

(c)

classifications are not understood;
for wrong classification;
there is
understand the classification;

(d)

applications are not submitted on
be on standard stationery;

(e)

under Rule 21 overseas applicants are required to appoint local
agents who will apply on their behalf but it often happens that
application
is
made
direct
from
overseas
giving
rise
to
communication problems immediately as overseas applicants are at
times unfamiliar with the proper procedure to follow;
agents
should be appointed either
under
a Power of Attorney or an
Authority;

(f)

no evidence of distinctiveness
produced for distinctiveness;

(g)

there is lack of evidence to connect the mark 1o1ith the surname or
geographical area;
hence the need to furnish evidence of relation
of the trade mark to the object;

(h)

insufficient
information
as
to
source
of
name,
surname,
geographical significance, brand name or the name of supplier or
manufacturer;
there
is need
to
supply wi th
the
application
meanings and translations of foreign trade marks and this is
important to determine the proper class and
to enable quick
registration;

(i)

important to advise change of address;

(j)

there is need to forward foreign registration with the application
to avoid applications being held up for this omission.

a proper

hence applications are made
need to properly study and

proper

stationery;

submitted;

evidence

they

should

should

be

Time is fast approaching for the giving of serious consideration to
amending Fiji's existing legislation to fall in line with developments around
us in the South Pacific Region and in the developed countries in regard to the
operations of the industrial property system.
Perhaps some thought could be
given to adopting the WIPO Model Law for developing countries and to introduce
the International C lassification of goods .
As the various n at i o ns of the South Pacific region attain independence
their status changes;
the importance of the region cannot be overlooked by
the developed countries in so far as the establishment and strengthening of
industrial property s y stems in the re g ion is concerned.
It is indeed a
welcome sign to see that through the WI PO /UN DP Project the "Establishment and
Strengtheni,g of
Industrial
Proper t y Systems"
moves are
afoot
in
this
direction.

THE INDUSTRIAL PROPERTY SITUATION IN INDIA
by Mr. N.R. Subbaram
Deputy Controller of Patents and Designs
India
Introduction
The
industrial property
system plays
a
vital
role
in
encouraging
innovative and industrial development in a country.
In India, industrial
property consists of inventions, designs and trade marks.
The grant of
patents for inventions is regulated by the Patents Act, 1970, the registration
of designs by the Designs Act, 1911, and the registration of trade marks by
the Trade and Merchandise Marks Act, 1958.
The Patents Act, 1970, and the
Designs Act, 1911, are administered by the Patent Office, and the Trade and
Merchandise Marks Act, 1958, by the Trade Marks Registry.
The present state of industrial
and their problematic points

property

legislation

and

related

regulations

Patents.
The patent system is the most important form of industrial
property and also the most dependable method of encouraging inventions and
rewarding them.
The precise details of the patent law of a country have to be
designed with special reference to the economic condition of the country, the
state of scientific and technological advance, its future needs and other
related factors so as to minimise, if not eliminate, the possible abuses of a
system of patent monopoly.
Bearing in view the above factor, the Indian
Parliament enacted the Patent Law, 1970, which was brought into force on
20th April,. 1972.
The Act recognises the importance of stimulating inventions
and encouraging the development and exploitation of new inventions for the
industrial progress of the country.
Section 83 of the Act enunciates the
general principles of patent grant and also, broadly, the general philosophy
of the Act in the following lines:
that patents are granted to encourage inventions and to secure that the
inventions are worked in India on a commercial scale and to the fullest
extent that is reasonably practicable without undue delay;
and,
that they are not granted merely to enable patentees to enjoy a monopoly
for the importation of the patented article.
Since science and technology has no territorial barriers, there is no
discrimination between nationals and non-nationals in any respect, and all the
provisions of the Act are applicable, mutatis mutandis, to both nationals and
foreigners.
However, Section 134 of the Act provides that where any country
does not accord to a citizen of India the same right s with respect to the
grant of patents and protection of patent rights as i t accords to its own
nationals, no national of such country shall be entitled to an y privilege
under the Indian law.
The kinds of inventions which are not patentable are codified in the
Act.
Section
3 of
the
Act
stipulates
the
inventions
which
are
not
patentable.
It would be seem that the kinds of invention included in this
section are almost
universally
n ot
patentable.
Sec tion
4 of
the
Act
specifically excludes inventions in the field of atomic energy from being
patentable, so as to make it consistent with section 20 of the Atomic Energy
Act, 196 2.
The Act provides for compulsory search to ascertain the novelty of the
invention before acceptance, extending to prior publications not only in
India, but also in any other part of the worl d (Section 13(2)).
The basis of
the provision is that an invention which is published abroad before the date
of the corresponding application for patent should not qualify for the grant
of a patent.
Accordingly, publications which are capable of constituting
anticipation prior art include publications in India and elsewhere appearing
before the priority date.
This brings the legal position in India, in this
respect, in line with most of the ot her countries of the world.
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Section 5 of the Act provides that in the case of inventions relating to
substances intended for use as food, drugs or medicines, or substances
produced by chemical processes, patentability will be limited to claims for
the methods or processes of manufacture only.
In other words, patents
containing claims for the substances themselves are not allowable in such
cases.
Under section 53 of the Act, the term of a patent is 14 years from the
date of the patent, viz., the date of filing the complete specification.
But
in the case of inventions in the fields of food, drugs and medicine, which are
vital for national health and well being, the term of patent protection is
seven years from the date of filing of the complete specification or five
years from the date of sealing, whichever period is shorter.
The Act includes elaborate provision to discourage abuse of patent
rights.
Compulsory licences can be applied for at any time after the
expiration of three years from the sealing of the patent.
The provisions for
granting compulsory licences (Sector 84) are more or less along the lines of
the provisions contained in the statutes of the United Kingdom and other
Commonwealth countries.
In order to obtain a compulsory licence an applicant
has to prove one or more grounds
(under section 90), and satisfy the
Controller as to his ability to work the invention and as to certain other
facts.
In view of the paramount importance to public health and well being,
it was considered necessary that the legal procedure for the granting of
licences for food, drugs and medicines be simplified.
Because chemicals are
directly related to the production of pharmaceuticals, apart from their
general importance in the context of industrial development, it is obvious
that the granting of licenses with respect to such patents should he handled
similarly.
The Act has, therefore, provided that all patents granted under
the Act in the area of food, drugs, medicines and chemicals, upon the
expiration of three years from the date of their grant, be deemed to be
automatically endorsed with the words "licences of right" (Section 87(i)), and
that any interested person shall, as a matter of right, be entitled to a
licence under such patents (Section 88 (1)), subject of course to the payment
of royalties.
As regards reciprocal or convention arrangements,
in the past such
reciprocal arrangements for the mutual protection of inventions were limited
to only the United Kingdom and Commonwealth countries.
The Patents Act, 1970,
has
removed
this
limitation
and
enables
the
government
to
conclude
multilateral arrangements or treaties with any other country or countries for
the mutual protection of inventions (Section 133(1) ) .
Designs.
Another
important
form
of
industrial
property
is
the
registration of designs.
In India, the design of an article may be registered
under the Designs Act, 1911, if the f eature, shape, configuration, pattern or
ornament given to the article by any industrial process or means is new or
original.
The purpose, or the mode of construction, of the article, or a mere
mechanical contrivance cannot be registered as a design under the Act. · The
design to be registrable need not possess artistic merit but it must be new in
itself.
The novelty or originality of the design is judged solel y by the eye,
with reference to the external appearance of the f inished article to which the
design is applied.
For the purpose of registration of designs, goods to which the designs
are to be applied are divided into 14 classes.
If the material is comprised
of more than one material it is class ified according to the predominant
material.
If the article is such that it may be made of materi3 ls included in
different classes, it would be necessary to register the design in all the
registrable classes.
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The duration of the copyright of a design is initially five years from
the date of the application.
The period can be extended by two further
periods of five years each on making an application before the expiry of the
copyright.
A registered design is not open to the public for inspection for a period
of two years from the date of its registration, except by the proprietor, or a
person authorised in writing by him, or a person authorised by the Controller,
or by the Court.
The person making the inspection is not, however, entitled
to take any copy of the same.
Trade Marks.
Under the Trade and Merchanidse Marks Act, 1958, a person
who first uses or proposes to use a trade mark is entitled to have it
registered.
The Register of trade marks is divided into two parts called,
respectively, Part A and Part B.
If a trade mark is distinctive ~ se, or
adapted to distinguish goods, it will qualify for registration in Part A of
the Register.
A trade mark which is not distinctive but is capable of
distinguishing goods will qualify for registration in Part B of the Register.
The test of distinctiveness is less stringent in the case of Part B
registration and the rights conferred by registration in Part B of the
Register are less than those conferred by registration in Part A of the
Register.
The creation of
Part B of
the Register
is
to
facilitate
registration of trade marks in countries abroad which do not legally recognise
common law trade marks and where registration
is essential
to
secure
protection of trade marks.
The registration of a trade mark can be cancelled either by application,
at the option of the applicant, to the Registrar or to the High Court:
(i)
when the trade mark has been wrongly registered;
(ii) L1 the absence of any
bona fide use of the mark for five years.
Whereas the original registration
of a Part B mark remains open to attack always, the original registration of a
part A trade mark can be attacked after seven years on the following grounds
only:
(a)

that the original registration has been obtained by fraud;

or

(b)

that
the
trade
mark
was
registered
in
contravention
of
the
provisions of Section 11, or offends against the provisions of that
section on the date of commencement of the proceedings; or

(c)

that the trade mark was not, at the commencement of the proceedings,
distinctive of the goods of the registered proprietor.

The Act provides not only remedies for infringement of trade marks but
lays down stringent penal provisions against falsification of trade marks.
The Act is also unique in that such offences in the fields of drugs and food
are rendered cognisable, to be investigated and prosecuted by the State at the
instance of any complainant.
An aggrieved trade mark proprietor has three causes of action for
violation of his trade mark:
an infringement action, a ? assing off action and
a criminal action.
The Act contains provisions Eo r registering registered users of trade
marks.
The authority to decide whether or not there should be registration of
a licensee of a trade mark as its registered user rests with the Central
Government and not with the Reg istrar of Trade Marks.
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The term "foreign trade mark" is not defined in the Act nor has it
received judicial construction.
But the general concept of a "foreign trade
mark" is that it is a trade mark owned by a person whose legal status is that
of a foreigner.
Except for nationals of countries which do not accord to
citizens of India the same right as they accord to their own nationals in
respect of the registration and protection o f trade marks, the Trade and
Merchandise Marks Act,
1958 makes no distinction between nationals and
non-nationals in the matter of reg istration of trademarks, registration of
assignees of registered trade marks or applying for registration as registered
users of trade marks.
The duration of a registered trade mark is a period of seven y ears which
can be renewed from time to time by paying the prescribed fees.
The three flow charts regarding the proced u re for the grant of patents,
registration of designs and registration of trade marks are given below.

[Annex A follows)
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ANNEX A
PATENTS

I
Application
PROVISIONAL
SPECIFICATION
Abandoned

COMPLETE
SPECIFICATION
Complete specification
(within 12 months from
the date of filing, with
possible 3 months extension)
Examination

Abandoned

Acceptance
within 18 months
from the date of
first examination
report, with
possib le extension
of time for 3 months
1

Notificat ion of
acceptance
I

Opposi tio'n
(within 4 months from
the date of notification
of acceptance, with
possible l month extension of time)
I

Appeal to
High Court

Sealinq ,- 14 years
for patents other
1
than food, drugs
or medicine
Renewill i
I

L

5 yea rs from the
date of sealing
or 7 years from
the date of
patent whichever
period is shorter
in the case of
cases relating to
food, drugs or
medicine

[Annex B follows]
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ANNEX B

DESIGNS
Application for registratin of a design
(Ordinar y and Conventional)
I
I

I
Single article

Set

I

Examination for novelty or
originality of the design

Abandoned

Accepted (within 6 months from
the date of filing)
Notification

Renewal

Cancellation
I

I
High Court
(any time after
registration of
a design)

Controller (within
l ye ar from registration of a design)
I

High Court
(Appeal)

[Anne x C fol l o ws]
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ANN EX C
TRADEMARKS
.

I

I

APPLICATION
EXAMINATION
I

I
Abandoned

Acceptance
I

Refusal
I
Appeal to High Court

Advertisement of acceptance
in the Trade Marks Journal
(some applications are
advertised before acceptance).
I

Opposition (if an y ) within
three months from the date of
advertisement with possible one
month extension of time.
I

I

Appeal to
High Court

Registration
(Acceptance of applications
which were advertised before
acceptance and registration)
I

Renewal after every 7
years from the date of
expiration of the last
registration or of the
last renewal of registration.

TRADEMARK SITUATION IN INDONESIA
Mr. Sutijono Partodiwirjo
Head, Subdirectorate for License, Registration & Publication
Directorate of Patent and Copyright
Indonesia
Introduction
First of all
I
would
like to express my gratitude to the World
Intellectual Property Organization, LAWASIA and the United Nations Development
Programme, for giving me the opportunity to attend this important Seminar,
which is organized by WIPO and LAWASIA.
I am proud to have the honour of
attending this Seminar concerning the industrial property system and to meet
with others and exchange information and experiences in respect of the
administration of industrial property, mainly, trademarks.
This exchange of
information and experiences in this Seminar would be of great value to me to
improve my knowledge in this field.
The legal protection of trademarks in my country is based on the
Trademark Act,
no.
21 of October ll,
1961, which came into force on
November ll, 1961.
The Act has been in force for twenty one years, and
approximately 96,000 trademarks have been granted.
Of course, many practical
problems
have arisen during
this
period,
for
example,
with
regard
to
licenses;
registration of a trademark filed by an applicant who is not the
real owner;
applications for the same trademark, and for the same kind of
goods, submitted by applicants from different countries;
trademarks which are
not registrable in Indonesia (according to article 5) but are registrable in
other countries.
The above-mentioned problems are often faced by our office.
Before explaining our Trademark Act in detail, I would like to draw your
attention to some basic principles on which our Act is based:
the exclusive
right to use a trademark is not based on the registration of that mark, but on
the use of that mark for the first time in Indonesia for the same kind of
goods;
the registrant of a trademark shall only be regarded as the first user
as long as no other person proves that he has used that trademark earlier.
Trademarks in Indonesia
The exclusive right to use a trademark shall be granted to everyone who
uses the trademark for the first time in Indonesia for the same kind of
goods.
As I have just sai d , up to now, approximately 96,000 trademarks have
been granted since the Trademark Act came into force.
The important thing is
that the owner of the registered trademark shall be regarded as the first user
of the mark concerned, since the date of filing of his application for that
trademark (art. 2).
This is the legal assumption, but if a third party can
prove that in fact he had been using the trademark since a date earlier than
the date of the application for the trademark registration, the assumption
will not be valid any longer.
An application for registration shall be
refused b y the office if the trademark concerned, in its entirety or in
substance, resembles a mark already registered for the same kind of goods in
the name of another person (art. 9) .
Any person whose application for registration of a trademark is refused
may apply to the Distr ict Cou rt in Jakarta to have the ma rk registered.
Such
application shall he filed within three months after the date of notification
of refusal to register the trademark.
Any person or -.::orporation can apply fo r registration of a trademark in
Indonesia.
The appointment of an agent in Indo nesia is compulsory for
fo rei gne rs and nationals not living in Indonesia .
The validity of a trademark is ten y ears, beginning from the date of
registration, renewable for the same f)eriod bef.ore expiration .
The renewal
period begins on the date of the new registration.
The same requirements for
registration of a trademark are also valid For applications for renewal of a
trajernark.
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Licensing
The Trademark Act, 1961, has no provisions concerning the use of a
trademark by others on the basis of trademark licensing.
In fact, in my
country there are many corporations which produce many different kinds of
products under trademark license agreements with other corporations.
And as I
have just said, our Trademark Act does not regulate these license agreements
at all, although the y exist.
In this connection many problems arise.
One of
the problems is proof of the user of a trademark on a license agreement.
I
will be very happy if in this Seminar I can gain information and experience as
to how this problem is solved in other countries.
I should add that the Indonesian Government
Act containing provisions on licensi~g.

is drafting

a

new Trademark

Another
problem
is
that
some
applicants
submit
applications
for
registration of trademarks which are not their own, although in other respects
their applications comply with the requirements of articles 4 and 5 of our
Trademark Act, and cannot, therefore, be refused.
Besides, the Trademark Act,
1961, does not require the applicants to submit his industrial license with
his application.
In such cases,
although to submit an application for
registration of a trademark in Indonesia is not compulsory, we suggest to the
real
owner
of
a
trademark
that
he
should
submit
an
application
for
registration of his trademark.
There are also applications for registration
of the same trademark for the same kind of goods from different countries.
This causes confusion as to the real owner of the trademark.
We expect
information ·about the mark, especially as to well known trademarks of other
countries,
so
that
we
can
avoid
making
mistakes
in
considering
the
registration of a trademark.
For various reasons, according to article 5 of our Trademark Act, there
are some trademarks that are not registrable in Indonesia, although they are
registrable in other countries.
In this case, we inform the applicant in
writing to withdraw his application.
If within three months after such
notification the applicant does not take steps to comply, the application
shall be refused (art. 6}.
These are some of the problems often faced by our office.
welcome a response, and information, from other participants.

I
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Preface
In
1961,
sixteen
years
since
it
gained
independence,
promulgated its first Trademark Law, namely, Law No. 21 of 1961,
Marks and Trademarks, further known as the Trademark Law of 19611.

Indonesia
on Company

Before that,
the Industrial Property Regulation of 19122 was still
effective, which was a regulation of the Dutch colonial era and basically
taken from the prevailing regulatio n in the Netherlands, and then applied to
Indonesia.
At that time the Government decided to adopt this Industrial
Property Regulation until it could be replaced3.
This replacement was
realized by the promulgation of the Trademark Law of 1961.
However, this law
was not much different from the former colonial regulation.
In fact, the
Trademark Law of 1961 can be regarded as practically containing the provisions
of the previously prevailing Industrial Property Regulation of 19124.
The Significance of Trademarks
Indonesia is now endeavouring to accelerate its economic development
which
is
closely
related
to
worldwide
international
trade.
In
the
implementation thereof, cooperation generall~ exists between domestic and
foreign
capitalS,
which often
invo~ves
various
problems
on
trademarks,
patents, tradenames and service marks .
Since the last decade many problems
have arisen in Indonesia on such matters, due to the increasing application of
trademarks and patents.
This is an inevitable consequence of the use of
trademarks in the constantly expanding international trade of Indonesia.
Accordingly, an ever-increasing number of trademarks are registered at the
Patent and Copyright Directorate of the Department of Justice of the Republic
of Indonesia, although such registration is not a requirement for the validity
of
a
trademark7.
However,
after
various
widely
published
trademark
disputes,
there has been an
increasing awareness of: the importance of
registering
trademarks8
in
Indonesia
during
recent
years.
Trademark
disputes can still be settled out of court.
This is possible because there
are husinessmen who wish to avoid a court procedure, as they are traditionally
reluctant to settle their
trademark disputes in public, apart from the
considerable costs of a court proceeding, which is especially felt by an
insignificant entrepreneur and private persons.
There are other parties who
wish to avoid legal proceedings because of the .long time needed to obtain a
court decision.
However, in an amicable settlement it seldom happens that the registered
trademark owner voluntarily assigns his trademark to the original owner
without compensation, except where there is a certain relationship between
both parties or the other party expects to participate in the activities of
the original owner.
Naturally, in such an amicable settlement, the most important aspect is
the compensation demanded for the assig nment /t ransfer of the trademark right,
apart from th e require d documents, and their ratification by the competent
authorities, in orrler to fulfil the conditions for recordig the relative
trademark assignment in th e General Reg i ster of the Pa tent and Co pyright
Directorate.
If often happens that although the owner of a registered trademark feels
secure in respect to his right, anothe r pa rt y considering himself as the
ori g inal owner of a well-known trademark which guarantees the quality of the
products concerned, :~.lso feels secure in respect to this right to use the
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trademark in Indonesia.
These are the starting points of trademark disputes
which have to be settled, in the sense that the registered trademark owner has
disregarded the function of his trademark use, as a registration is often
conducted by parties who only wish to obtain the right on his trademark for
indirect / prospective profit, without observing the actual use of the relative
trademark.
The original owners of well known trademarks often disregard the
actual legal use of their trademark in Indonesia, which provides protection to
the first user of the trademark in Indonesia, based on the territorial
system.
In practice, many trademark cases of great variety are disposed of on
case-by-case settlements, for which several actual examples can be presented,
which can be used as guidelines in handling similar cases.
T hese examples are
as follows:
I.

Interpretation/D efinition of

t h~

''first user" of a trademark in Indonesia

The Trademark Law of 1961, Article 2 paragraph (l), gives the exclusive
right to the first user of a trademark in Indonesia, and therefore the first
registrant of a trademark is regarded as the first user, if there is no
counter-claim.
However, the definition of "first user" has experienced a
development in its interpretation by the courts.
In a trademark case, where
an indigenous entrepreneur was the owner of a Japanese trademark for the same
and similar products as the genuine products and trademark of the Japanese
company, the Supreme Court, in its verdict, emphasized that the first user in
Indonesia should be interpreted as the first user in good faith, in accordance
with the legal principle that protection is given to persons o f good faith,
and not to .persons of bad faith.
In this case, the ind i genous entrepreneur
who had deliberately used the words "Trademarks Tokyo Osaka Co" on his
products, was regarded as havin g shown the intention to create the impression
that the products in question were fo reign made, whereas they were actually
made in Indonesia, and the matter was regarded by the Supreme Court as the use
of a registered trademark "in bad faith"9.
This was obvious by the use of
the words "made in Japan" on his products.
However, the opinion of the
Supreme Court in this case, namel y , giving protection to trademark users of
good faith in Indonesia, cannot be separated f rom the evaluation of the
obvious bad faith of the infringer, as in another case the Judge may be of the
opinion that the registration of a t radema rk similar to a fo rei gn trademark by
an indigenous entrepreneur, ca nnot be easil y cancelled, especially if there
are no clear and conspicuous indications of bad fa ith.
In such a case the
Judge will demand to be shown whether the foreign products with the related
trademark have been imported, offered and sold on the market in the territory
of the Republic o f
Indonesia,
through the leg al channels according to
Indonesian Law, in which the main p roo f is the Ent ry No ti f ication for Usage
(PPUD)
issued by the Directorate Genera l of Cus toms and Exc ises in the
Harbour.
Without these doc ument s as the principal proof of the leg al first
use of the r e l a t ed trademark in Indonesia, it will be r egarded by the Co uncil
of Judges, th at the trademark user is of nad faith , as he cont radicts and
harms the State and the public, so that the foreign produ c ts using the related
trademark are not worth y to obtain legal protectionlO.
This case was won by
the re g istered trademark owner in Indonesia in the District Court.
~he
foreign trademark owner was not regarded as the f irst user in good faith in
Indonesia, as he could not prove the active use of that trademark through
legal c hannel s .
The opinion of the Judge o n the import ance of e viden ce on th e importat ion
of the goo ds thr o ugh legal channels in II1donesia is confirmed by another case,
in which the foreign trademark owner was refused protec tion in respect to his
trade ma rk, as ther~ was another si~i la r loca l tra dema rk in respect of the same
qoods.
The frHeign tradem:uk owner had l odged an objection in Court against
the refusal :)[ 'lis tr adema rk.
If the c it ed trarlema rk own er rloes n ot attend t he cou rt sess ion s a nd does
n ot suh'11it hi s reply o r does n')~ app0i n t a proxy / attorney fo r this purpose,
alth0llqh ar:.p r.:)pri.:'lte .l y CJ n<j legall\' su''lmo n ed , the co urt will assurr.e that the
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arguments put forward by the original owner as the plaintiff are admitted by
the cited trademark owner, as the cited trademark owner did not give any
response.
In the final session, if the original owner succeeds in proving the
importation of his products,
using the related trademark,
through legal
channels, by showing the Entry Notification for Usage (PPUD) of the latest
date,
namely,
a
date
long
after
the
application
date
of
the
cited
trademarkll, the judge will not take into consideration whether the related
documents bear an old date or recent date, as the most important matter is the
existence of the Entry Notification for Usage, showing the good faith of the
original owner in importing the products legally, and therefore the demand for
the cancellation of the opponent's trademark will be granted by the Court, and
the verdict will be officially announced in the newspapers, if it is proved
that the opponent's address is not known.
II.

No grace period for a demand
trademark used in bad faith

for

the

cancellation

of

a

registered

In accordance with article 1 0 paragraph ( l ) of the T rademark Law 1961, a
grace period is granted of 9 (nine) months since the publication of the
related trademark in the State Gazette, to demand the cancellation of a
registered trademark, and after this grace period a demand for cancellation is
only allowed if the plaintiff's right is proved by a court verdict.
However,
in
practice,
possibl y
the
plaintiff
can
directly
file
a
demand
for
cancellation, based on jurisprudence of the Supreme Court, which allows the
filing of a demand for cancellati on of a trademark after the expiration of the
9 months'
grace period,
based on legal consideration relating
to bad
faithl2.
In such a case, if the judge is convinced of the ex is tence of bad
faith, which must be proved, the claim will be accepted although the 9 months'
grace period has already expired.
Recently the Supreme Court issued a verdict
disregarding the 9 months' grace period, and guided by the principle of the
"well known trademark."
If this final verdict of the Supreme Court ca n be relied on in cases of
well known trademarks, it will er.courage the owners of well known trademarks
in Indonesia and abroad, in cases where ce rtain irresponsible parties have
used and registered the same trademark, by sponging on the fame o f that
trademark.
Such
matters
can
disturb
public
order
and
cause concern,
especially in business circles.
In other words, it means that there is no
grace period of 9 months to file a demand for the cancellation of a trademark
registered in bad faith, which is also in accordance with article 6 bis
paragraph (3)
of the Paris Co nve n tion f o r
the Protection of Industrial
Property, 1883, on well known trade marksl3.
III. On the c l assif i cat ion of " same k ind of goods "
The
Trademark
Law
of
19 61
does
not
definitely
determine
the
classification of similar or the s ame kinds of goods.
Therefore there should
be a guideline in order t o avoid confusion in the p ublic mind o n similar or
the same kinds of good s, so that in a simple way, goods not having an y
r elat i ons hi p and which are entirely diffe r ent, will oe regarded as n ot
co n sti tuting s im i l ar goods .
It ofte n h appe n s in the am i cable sett l ement of a
trademark dispute ,
alt houg h an agreement has been r eached between both
parties,
that the re gis tere d tr adema rk o wner is pre pa red to assign his
trad ema rk ri g ht fo r suc h similar sood s.
But t his assignment of right cannot
be realized, in the sen se that it can n o t be rec o r d e d , as it appears that the
no n-si mil a r goods are c l assif ied as s imil a r g oods, so that the as si g nment of
ri g ht cannot he executed as it is not pe r miss ible to register the same
trademark fo r s i ~ilar goods in the names of two different o wn ers .
For
example , r ece ntl y this matte r came up thr oug h a verdict of the S ur peme Co urt,
in a case in whi c h or i ginall y t he Tr adema r k Off ice was of the opin ion that
beve r ages (c l ass 32) a n d sweets/ confectionery (class 30) a r e si mila r goods ,
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based on a previous verdict of the Supreme Courtl4, so that, therefore,
beverages and confectionery, as well as biscuits, can be classified as similar
goods
(as referred to in article 2 paragraph {1) of the Trademark Law
196115
It should be stated, that there is a Supreme Court verdict, in
which a trademark constituting a trade/company name cannot be linked with the
protection of similar goods, so that in this verdict the use/ registration of
another party's mark, containing basic similarities with the trade name of the
original owner, although protecting non-similar goods, can still be cancelled
by the Supreme Court, as a trade/ company name is not subject to the kinds of
goods protectedl6.
IV.

On Trademark Licences

In business circles at present, many foreign companies owning a well
known trademark, grant a trademark licence to their Indonesian partner for
assembling or producing the same goods, by using the licensor's trademark,
which generally constitutes an internal licence agreement, which is binding on
both parties, on agreed conditions, among others on quality control, technical
know-how, royalty, etc., and the products are also marketed by clearly stating
"manufactured by
under licence of
"
All these matters can run
smoothly, except in cases of "force majeure", encountered by the issuance of
an import prohibition on the related products by the Government.
In this case
the import prohibition is interpreted as non-use of the trademark of the
prohibited products since the issuance date of the import prohibition, whereas
the licensee does not automatically acquire the right thereon on the ground of
the trademark usage based on the licence agreement, as the Trademark Law of
1961 does not recognize a trademark licence agreement, so that such a licence
agreement is only binding internally between the licensor and licensee.
Therefore, in view of the non-recognition of the licence system in the
Trademark Law of 1961, a trademark licence agreement cannot be registered in
the General Register of the Patent and Copyright Directorate.
A licence agreement can be concluded under the provisions and agreements
in the Civil Code, and is only binding between both parties concerned, and
such a licence agreement is not applicable to third parties.
If in such a
case of import prohibition, the related products have exceeded a period of
three successive years and the licensor / registered trademark owner has not
circulated his products anymore in Indonesia, although the licensor still
grants a licence to the licensee to use his trademark in the Indonesian
territory, then in view of article 18 of the T rademark Law 1961, this is a
sufficientl y strong proof of the non-use of a trademark for three successive
years, which can cause the registered trademark concerned to be cancelled in a
very simple way, without requiring o ther proof through Court.
A third party having strong and convincing p roof that he has already used
that trademark in the Indonesian territory long before the granting of the
licence from the licensor to the licensee, can d emand the cancellation of the
licensor's trademark due to the existence of an import prohibition, as· the
licensor obviously does not use his trademark direc tly in Indonesia, and the
use of that trademar k by the licensee is not regarded as the use of that
trademark by the licensor, because the Trademark Law of 1961 does not
r ecognize a licence ag reeme nt 17 .
In such a case, the Supreme Co urt can
grant the dema nd /c laim of a third party who can prove that long before the
licence agreement he had already produced and circulated the related products
in Indonesia.
After the announcement of the Court's verdict, it can happen
that the licensee immediately lodges an objection through the legal/ court
procedure, against the third party concerned, b y arguing that the licensee has
legally obtained the right to use the licensor's trademark.
However, the
Judge c an be of the opinion that the licensee h as o nl y obtained the permission
to use it , on the basis of the li c ence agreement, a nd with the ex istence of an
import prohibition, it mea ns th at the li censor does not exercise his right on
that trademark anymo re, which h as t h e co n seq uence that the licensee cannot
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enjoy this trademark right either, which he had obtained on the basis of the
previous licence agreement, especially in the capacity of an agent;
as an
agent, in trade practices, is only acting as distributor of the goods, and not
as trademark user.
Therefore, the cancellation of the licensor's trademark
(also called the "Principal" in an agency agreement) on the ground of non-use
due to the existence of an import prohibition, does not have any consequences,
which can benefit the status of the agent.
If an agent wishes to claim the
trademark circulated by him so far on the basis of an agency agreement with
the principal, the principal will always retain the right on that trademark
based on Article 2 paragraph (l) of the Trademark Law 1961, by referring to
the agency agreement, in which it is clearly stated, that the agent has no
right on that trademark, in view of his function as distributor only.
V.

On "Basic similarities"

Another problem often contested in a trademark dispute in Court, is the
extent of basic similarities between two trademarks, so that the first
impression is created that the two trademarks in dispute are the same.
According to experts in Indonesia, the main points on first impression
are the similarities in sound, lay-out, meaning, script, colour combination
and the placement of similar elements in such a way that they create the
impression of being the samel8.
'r he overall impression should be considered
of the related trademark in the mind of the public/ consumersl9.
In such a
case, no ~eparation can be made of the trademark parts / components in order to
draw the conclusion, based on the differences of these parts/components, that
overall differences exist between the trademarks concerned.
The importance of interpreting the meaning of basic similarities by
considering the overall impression is in cases of "unfair competition," where
we can observe an endeavour to infringe by one of the parties, by using as far
as possible the elements of the infringed trademark and by using the same or
similar layout as the genuine trademark.
In this case, the infringing party
will emphasize and be guided by the existence of overall differences of the
trademarks (by disregarding other elements on the trademark label);
on the
other hand the genuine trademark owner will view the aspect of unfair
competition from the overall first impression of the genuine trademark and the
infringing trademark without separating each element of the related trademark
as this will indeed show differences, so that the importance of interpreting
basic similarities in a case of unfair competition is by emphasizing the
overall first impression of the trademarks in dispute20
We often face such cases of unfair competition in respect to trademarks
which are both not registered at the Pa tent and Copyright Directorate.
Such a
case is not considered as a trademark dispute, but can be classified as unfair
competition, namely, on the actual use of the related trademark.
In the case
of products subject to the regulation on obligatory registration of the
Department of Health, we also submit, in Co urt, as actual use evidence or the
related products the registration certificate at the Department of Health,
because, although the registration at the Department of Health is only to
fulfil the product quality requirements, so that the products are permitted to
be circulated on the market, another requirement shall also be complied with
in the product registration application, namely, to enclose the trademark
label, in actual use, of the related products, which will strengthen the proof
of actual use of the products in their circulation, apart from other proof of
promotional means, and the Entry Notification for Usage (in case of imported
products), used as proof of actual use of the related trademark in Indonesia.
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On "verdicts with legal effect, without officially submitting the verdict
to the opponent party"

In accordance with the civil law proceedings in Indonesia, a Court
verdict is considered as having legal effect only after the verdict has been
officially notified to the parties in dispute, and if after the expiration of
a certain grace period no legal endeavours are exercised by either or both
parties.
If due to certain reas o ns one of the parties, although already
officially summoned, does not appear, does no t submit his reply and does not
appoint a proxy/attorney, the trial will proceed until a final verdict is
reached.
It should be observed that the Court Registrar still has the right
to exercise a legal endeavour in responding to the verdict, except if the
address of the non-attending part y is unknwon, in which event the verdict will
be published in the newspapers, and it will be regarded as having legal
effect,
if
within
21
days
after
the
advertisement/ publication
the
non-attending party does not lodge a cassation21.
A deviation may occur in
cases where the defendant, due to certain reasons, does not attend the
sessions until the verdict, and without any notification to the defendant
through his proxy/ attorney in Indonesia nor directly to the domicile of the
defendant abroad of the official verdict of the Court, the Court Registrar has
already published the verdict by advertisement, so that the defendant becomes
aware of it after the expiration of 21 days for lodging a cassation.
In this
case,
although
the grace period for
lodging a cassation as
from
the
advertisement has already expired, but because the verdict has not yet been
officially notified to the proxy/ attorney nor the client himself through
diplomatic· channels, the verdict can therefore not yet be regarded as having
legal effect.
This is a brief summary of certain interesting aspects of trademark
problems in Indonesia, in which decided cases can more or less be compared
with settlement methods.
We cannot strictly adhere to one standard method of
settlement, but should review the situation case by case bearing in mind all
po s s i b i 1 i t i e s .
Conclusion
The Government consistently grants protection to consumers, through the
Consumers
Institute,
particularl y
by
the
issuance
of
a
regulation
on
obligatory registration at the Department of Healt h, so that protection can be
given to consumers against harmful actions by certain businessmen who in an
irresponsible way circulate products which cannot be accounted for, often b y
using other well known trademarks, thus sponging on the fame of such wellknown trademark.
P rotection to consumers is adequately observed by the
Department of Hea lth, which only issues a licence/ permit for cirulation to
products which have already fulfilled the requirements and have obtained a
registration number from the Department of He alth.
In this case,
the
protection is emphasized with respect to product quality without particularly
observing the trademark of the related products.
Whereas the protection which
emphasizes the trademark of the related products, by particularly observing
the protection of the trademark owne rs, is re gu lated in the Trademark Law of
Indonesia p romul ga t ed in 1 96 1.
The re fore , apart from the public , trademark own ers are also obliged to be
protected against infringements, as unfair competition will certainly harm
economic development, es pe cially i n a d eveloping country such as Indonesia.
In view of increasing international cooperation in gene ral, and among the
ASEAN member cou ntrie s in particu la r, th e possibil ity of joint arrangements
and regulations on industrial property should be contemplated, in relation to
the aim of enlarging trade relations with and within ASEAN countries.
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Footnotes
1

Announced in the State Gazette year
State Gazette No. 2341.

2

Contained in the Netherland-Indies State Gazette Year
became effective in 1913.

3

According to Article II of the Transitional Regulations of the 1945
Constitution, reading:
All existing State Institutions and Regulations shall remain effective,
until they are replaced on the basis of this Constitution."

4

See "Indonesian Trademark Law" by Prof.
(1977) page 10, Bandung.

5

Based on Law No. 1 year 1967 on Foreign Capital Investment (State Gazette
No. 1 year 1967, Supplementary State Gazette No 2818 and Law No. 6 year
1968 on Domestic Capital Investment (State Gazette No. 33 year 1968,
Supplementary State Gazette No. 2853).

6

There are no specific regulations yet on service marks in Indonesia,
although various service marks are used in practice at present.

7

According to article 2 paragraph (1) of Law No. 21 year 1961 on Company
Marks' and Trademarks, reading:
"The exclusive right to use a trademark to distinguish the products of a
certain company or the merchandise of a person or legal entity from the
goods of another person or legal entity, shall be granted to the party
who first uses the related trademark for that purpose in Indonesia."

8

Among others the recent widely published trademark disputes regarding
Tancho and YKK, namely, P.T. Tancho Indonesia Co., Ltd. versus Wong A
Kiong, and P.T. Kuda Mas Jaya versus Yoshida Kogyo Kabushiki Kaisha.

9

TANCHO case
verdict
December 20, 1970.

10

CHRISTIAN DIOR - verdict of
48/ 1982 G dated June, 1982.

11

VIRO case - verdict of the District Court of Central Jakarta No.
G dated August 23, 1982.

12

TANCHO case.

13

SEVEN UP case - verdict of
December 29, 1982.

14

SUGUS case 12, 198 2 .

15

S EVEN UP case.

16

YAMAHA case
verdict
April 29, 1982.

17

THREE STARS ca se July 28 , 19 82 .

18
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19

"Indonesian Trademark Law,"
(1977) page 93/94, Bandung.

by

20

SUPERNUT case
verdict of
27/1982 G dated May 27, 1982.

21

CROCODILE case - verdict of the District
406 / 1981 G dated December 9, 1982.
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REGISTRATION OF TRADEMARKS IN MALAYSIA
Miss Katherine Lim Sui Hong
Shook, Lin & Bok
Kuala Lumpur

Statutory Definition
A trade mark means a mark used or proposed to be used in relation to
goods for the purpose of indicating, or so as to indicate, a connection in the
course of trade between the goods and some person having the right either as
proprietor or as registered user to use the mark, whether with or without any
indication of the identity of that person.
Registry of Trade Marks
Presently Malaysia has three Trade Mark Registries and for a trade mark
to be protected in the whole of Malaysia separate applications must be filed
for registration in the Registry of Trade Marks for the territories of Malaya
(West Malaysia), Saoah and Sarawak (East Malaysia).
The Registry of Trade Marks in West Malaysia is now located at Block 10,
11th
Floor,
Jalan
Duta,
Kuala
Lumpur,
which
receives
and
deals
with
applications for the territories of West Malaysia and Sabah.
Applications in
respect of Sarawak are dealt with in the Branch Office in Kuching.
The statutor y provisions governing the registration of trade marks are
the Trade . Marks Ordinance, 1950, of the States of Malaya, the Trade Marks
Ordinance, 1945, of Saoah and the Trade Marks Ordinance, 1~57, of Sarawak.
The three Trade Marks Ordinances of Malaysia follow very closely the
United Kingdom Act, 1~38, with some adjustment to suit local conditions and
the procedures and practice relating to the examination and registration of
trade marks in the three Registries are the same.
Registration not Compulsory
Although registration of trade marks is not compulsor y in Malaysia, its
registration confers a statutory monopoly in the use of that mark in relation
to the goods for which it is registered and the registered owner has the right
to sue in the Courts of Malaysia for infringement of his rights which is a
cheaper and more reliable action than the expensive and uncertain action of
passing-off whereby the trade mark owner has to rely on his common law rights.
In an action of passing-off the plaintiff should be able to prove his
reputation in the mark to show that the disputed mark or get-up has become by
extensive use in Mala y sia d istinctive of the plaintiff's goods.
The Application
Applications
Trade Marks for
registration.

to register a tra de ma rk must be made to the Registrar of
the territor y in which the Applicant desires to obtain

Applications tak e about minimum one to two years to be registered when a
Ce rtificate under th e han d of the Registrar will be issue d.
However, the date
of re g istrati on is backda ted to th e date of application.
The reason for the de la y i s t hat there is a g reat increase in the
applications fo r trade ~a rk registrations resulting in the Re g istry being
unable to keep pace with the f ili ngs , and heavier input in the classes
co v e ri ng chem i ca l s , p h armaceu ti cal a nd to ilet go ods, et c ., has upset the
bala nce of work in the exam i na ti o n section and although the Reg istry has taken
steps t o st ren gt h en the staff dealing with t he classes in which the arrears of
wo rk is mos t h eavy , i.e., class2s 3 , 5 , ~ , 25 , 29 and 30 , it still takes the
Regist r y an average of one year or ~ore to issue a report.
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Since all cases are unique, more examiners should be trained to first
grasp the principles of trade mark registration and apply them, and not seek,
through the maze of various trade mark applications,
to discover those
principles.
Who must apply
The application must be made by the
using or intending to use the trade mark.

person,

firm

or

company

actually

If the registration is obtained by someone not the owner of the mark the
registration may be removed from the Register by the rightful owner.
However, there are two exceptions to this rule.
The first is that if the
mark is to be used by a company not yet formed, it may be registered by an y one
who intends to assi g n it to the company 1n due course.
The second exception
arises in connection with "reg istered users" where both parties-owner and
user- must appl y to the Registrar to show the Registrar the arrangement
between them.
Rival claims to identical works
Under the Trade Marks Ordinances where separate applicati on s are made b y
different persons to be registered as proprietors respectivel y of trade marks
which are identical or nearl y rese mb le each other in respect of the same good s
or same description of goods, the Registrar may refuse to register any of the m
until their rights have been determined by the Co urt or have been settled by
agreement in a manner approved by her or by the Court.
A problem
arises
where
an
registration and there is a second
proceeded to acceptance, then there
may refuse both under the provisic~

proceeded
to
application
has
not
yet
application.
It is eas y if both have not
will be cross-citations and the Reg istrar
of the Trade Mark laws.

If one of the applications has been accepted then, of course, that one
will be cited against the latter one, but the latter one will not be cited
against the earlier one because there will oe no procedure for it.
It is the
Registrar's duty to send the latter applicant a warning letter telling him
that the opposition per iod will oe running out.
Classification of Goods
Goods are divied into
Classification of Goods.

34

cl3sses

in

accorda nce

with

the

International

It is bet ter to have a registration that is t oo wide than too narrow.
The defenda nt can not sue for infringement in respec t of goods for which his
m.:>rk is not registered, althOU CJ ll, if he can make a case, he ma y sue to
r estrain passing-off .
Where the p ropri etor of a mark registered !:o r "tobacco
wh e ther :nantJfactured o r unm anufac tured" used it on l y for cut tobacco Chitty J .
in !-la rgreav es v Fre2cnan (18':ll) 3 ch . 39n h e ld that he was not ent itle d to an
in terlocutary injunction to restr ain .::;n infringement in respect of cigars
l':Jeca llse the ;-na rk was n0t, by re .:>sn oE ••on-use, appl i caole to ci g ars.
'~'hus a
trade ;nrk used on three -h olP r azor-bl3des ought to be registered
l:o r 'lll r azo r-bl .yles and fo r ra z ·) rs as we ll.
Most registratio ns are wide r
than thi" a :od r '? qistrations that are far too narrow will be useless for
p r ev•'nt .i n') infringe ,nPnt fre>•n t)the r f ir rns in us ing th e same ma rk since the
nlC~i.;Jti f f
::an no t su •" f•1r in fr in <F"m~ r1t in re spect of goods fo r whi ch his mark
is nnt r e1 i ste r ed .
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In the past an application for all goods in the class was allowed by the
Registrars.
However, through the years it has become the practice of the
Registries to insist that the specification of goods for which the mark is
sought to be registered is restricted to the goods its owner uses it on or
intends to use it on.
With the existing backlog of applications at the Registry it will be time
saving if the specification of goods are restricted in all pending and new
applications which makes
it
easier
for
the Registrar
to
approve
the
applications knowing specifically the types of goods in the class for which
the application is filed and if restricted to specific goods similar marks may
be allowed on different goods although in the same class.
Examination
The Registrar may object to an application on the ground that the mark
concerned is inherently not distinctive;
may demand evidence or better
evidence that it is distinctive;
may object that the specification of goods
that the registration is to cover is too wide;
may object that the mark is
immoral, illegal, improper, scandalous or misleading;
or may object (after
searching the register for similar marks) that the mark is too like others on
the register or in use.
A major effort by the Registry to recruit and train new staff will
recover th-e arrears of work and maintain the customary satisfactory standard
of examination.
However,
the applicant
further, put
for an oral
provision for

if there is a prima facie objection to a mark by the Registry,
will be notified who may, if he wishes to pursue the application
forward his argument in support of the mark in writing or apply
hearing.
If the official objections are maintained there is
appeal to the High Court against the Registrar's decision.

Registrable marks
It is provided in the Trade Mark Ordinances that to be registrable a mark
must be distinctive.
The mark must be inherently adapted to distinguish goods
with which its owner has some trade connection from the goods of other
concerns.
For the purpose of deciding the question of distinctiveness the law
divides marks
into three sorts:
those which will be presumed to be
distinctive;
thos e which can never be distinctive;
and those which come in
between, that is, they are refused registration unless it is proved that they
have become distinctive in use.
Marks must be distinctive
The most important of those that are presumed to be distinctive are
invented or fanciful words, and designs.
These are only refused registration
i f they are proved to be in common use in the trade concerned or are too like
existing marks.
Marks which can never
might want to use, such as
are so inherentl y apt for
sound exactly the same as
PERFECTION case reported
distinctiveness acquired by

be distinctive are marks (mainly words ) that anyone
names of countries or substantial towns, words that
landator y or descriptive purposes or words that
any of these that the Court has laid down in the
in
( 1 909)
26 RPC that no amount of
factual
us e ca n justify registration.
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In between these extremes comes a large class of marks that are
unregistrable when newly adopted, but are capable of distinguishing the goods
when use over a sufficient period has made them familiar as trade marks.
Such
marks may be acceptable for registration in Part B of the Register provided
that the marks had been used in Malaysia for a period of at least 2 years
prior to the date of application.
The length and extent of user will depend
on the particular mark in question.
Register
The Trade Mark Register is divided into Part A and Part B.
The rules for
applicants to register trade marks in Part B of the Register are the same as
for Part A except that the standard of distinctiveness is lower.
A "Part B" mark need not be distinctive when registered, so long as it is
capable
of
becoming
distinctive
in
use.
So
"Ustikon"
was
permitted
registration for stick-on rubber soles in Part B.
Effect of registration
A registration in Part A of the Register confers the proprietor the
exclusive right to the use of the mark in relation th those goods for which
they are registered and that right shall be deemed to be infringed by the use
of a similar identical mark by any unauthorised peron.
The registration of a person in Part B of the Register as proprietor of a
trade mark in respect of any goods shall give to that person the like right in
relation to those goods as if the registration had been granted in Part A of
the Register except that in any action for infringement of the right to the
use of trade mark given by registration as aforesaid in Part B of the
Register, no injunction or other relief shall be granted to the Plaintiffs if
the defendant establishes to the satisfaction of the Court that the use of
which the plaintiff complains is not likely to deceive or cause confusion or
to be taken as indicating a connection in the course of trade between his
goods and the plaintiff's registered mark.
Another point of difference is that a registration under Part A of the
Register is conclusively valid after 7 years from the date of registration
unless it was obtained by fraud or it is otherwise disentitled to protection
in a Court of law.
This provision does not apply to registration under Part B
of the Register.
Restriction in registration
No trade mark shall be registered in respect of goods in Class 23 for
Yarns, threads and Class 24 for Tissues (piece goods);
bed and table covers;
textile articles not included in other classes unless such trade mark has been
and is registered in the United Kingdom in respect of such goods or classes of
goods and unless the application for registration is made by the registered
proprietor in the United Kingdom or any person deriving his right from such
registered proprietor by assignment, transmission or other operation of law.
The new Trade Mark Act 1976, which will be briefly discussed later, has
abolished this requirement for trade marks to be registered in the United
Kingdom for purposes of registration in Classes 23 and 24 as mentioned above.
Acceptance and advertisement
If the mark in question consists of the essential particulars necessary
for registration and there are not conflicting marks then it would be
advertised in the Government Gazette and if no opposition is lodged by any
interested party within two months of the date of advertisement the mark will
be accepted for registration.
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The Registrar will sometimes
objection is the existence on the
consents to the new application, but
serious confusion is expected.
The
state that it is made "by consent."
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accept an application, where the only
Register of a similar mark whose owner
this will only be done in cases where no
advertisement of such an application will

If there are other similar marks on the Register belonging to the
applicant, this will, of course, be no objection to registration, but the new
mark will be "associated" with the old ones.
The main effect of this is that
they can never belong to different owners, unless the Registrar cancels the
association.
If a mark is amended after advertisement the criticism is that the
approval of the Registry of the proposed amendment is not notified to the
opponent until it is about or advertised in the Government Gazette.
This
involves a delay during which time the parties are uncertain of the position
and the objector had to continue to ask for extensions of time to oppose. The
Registrar should send to the opponent a standard letter stating that the
amendment will be effected and advertised in the Government Gazette in due
course and that no further extension of time is required.
Opposition
Anyone may oppose an application, either on the ground that the Registrar
ought not to have accepted it or on the ground that the registration would be
invalid if it were made.
The usual reason for opposition is that the new mark
is similar to a mark the opponents are using or have registered or hope to use
or register.
It is a constant complaint that Government Gazettes nearly always reach
the registered owner or their agents when the two months opposition period is
almost over.
The problem will be solved if the opposition period is extended from two
months to three months. This is provided for in the new Trade Mark Act, 1976.
It is the responsibility of an applicant for registration to satisfy the
Registrar that if his mark is registered and used no confusion will arise in
either of these ways.
If he cannot satisfy the Registrar (or the court on
appeal from the Registrar), his application will fail.
Registration
The registration of a trade mark is for a term of seven (7) years and may
be renewed for a period of fourteen years from the expiration of the original
registration or of the last renewal of registration.
In order to ensure that renewal notices are received the registered
keep the
proprietors, or their registered address for
service,
should
Registrar informed of any change of address.
Preliminary advice
In some instances intending applicants may wish to know whether their
marks are prima facie registrable or not.
The various ordinances in this
country also provide for application requiring the preliminar y advice of the
Registrar as to the availabilit y and registrability of the mark.
The
preliminary advice for all applications must be urgentl y dealt with especially
since the applicants need to know fi rst whether their marks are registrable
before they venture out on a large scale.
The examiners should pay more
attention on the various Classes mentioned above, i.e., Classes 3, 5, 9, 25,
29 and 30, and not allow any delay .
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Assignment
A registered trade mark can be assigned with or without the goodwill of
the business and if the mark is assigned without the goodwill and the mark was
used at the time of assignment the Registrar has the power to issue directions
for public advertisement of used trade marks assigned without goodwill.
The Registrar should ensure that no confusion or deception of the public
arises as a result of an assignment without goodwill.
Unused trade marks were naturally not included since no public confusion
could follow their assignment.
Registered user
There are also provisions under the Trade Marks Ordinance for the entry
in the Register, as part of the registration of a trade mark of the names of
persons whom registered proprietor desires to have "a permitted use" of his
mark on all or any of the goods in respect of which it is registered and use
by the registered user is deemed to be use by the registered proprietor.
However, the Registrar must approve the arrangement as not being contrary
to the public interest, and sui table conditions or restrictions are, where
necessary, laid down.
Licensing arrangements which could have been registered but are not do
not necessarily affect the validity of the registered mark as the provisions
concerning registered use are permissive, not mandatory.
Application for registration of a person as a registered user is to be
made by the proprietor and the registered user and to be accompanied by
information verified by statutory declaration relating to the relationship,
existing or proposed, between the proprietor and the proposed registered user,
the goods, any conditions or restrictions, and the period of the proposed
permitted use if limited in duration.
In many cases, trade marks are assigned when registered users are on the
Register which were entered on applications made by the original proprietor
and which remain in the Register after assignment.
Subject to the provisions
of the Trade Marks Ordinance "a person for the time being entered in the
Register as proprietor of the trade mark shall, subject to any rights
appearing from the Register to be vested in any other person ... " when a person
assigns with a registered user entered against his mark he should have in mind
this Section and should respect the right he has already granted and he should
forthwith make provisions to see that the registered user entry is corrected.
The Registry normally does nothing about this beyond occasionally drawing
attention to the position.
In cases where (a)
the control is on the basis of inspection and
submission of samples of the goods, and (b) the control is financial and the
same control exists between the new proprietor and the registered user as
existed in the case of the original owner, the right course is for the
Registrar to ensure the cancellation of the old registered user entry and
registration of a new registered user agreement with the subsequent proprietor.
Use
In order to preserve his rights, the proprietor of a registered trade
mark has to do more than merely pay his renewal fee.
If he does not use his
mark so as to indicate a "connection in the course of trade" between the owner
of the mark and his goods as manufacturer, dealer or importer, the mark may be
expunged from the Register.
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If a trade mark is left unused for five years, it can be expunged, unless
its owner is in a position to show that at some time during those five years
he would have used it if he had not been prevented from doing so by "special
circumstances in the trade."
The special circumstances must affect the trade
as a whole, not merely the particular company that owns the mark.
The five years that matter are up to one month before the legal
proceedings start;
this gives time for the parties to negotiate, if they
hurry, without prejudicing the legal position.
However, such rectification and opposition proceedings take over two to
three years to complete filing of evidence before the Registrar shall give
notice to the parties of a date when she will give a hearing of the arguments
in the case because of too many extensions of time being granted to both
parties.
Conclusion
The subject of trade marks is inexhaustible but in closing your attention
should be drawn to the new Trade Mark Act 1976 which seeks to centralise the
three Registries into one to be located in Kuala Lumpur.
It is no longer
necessary to file three applications since one application will cover the
whole of Malaysia.
It is expected that the new Trade Mark Act will be
enforced some time this year.

THE TRADEMARK AND PATENT SITUATION IN PAKISTAN
Mr. Ijaz Ahmad
Joint Secretary,Ministry of Commerce
Pakistan

TRADE MARKS REGISTRY AND PATENTS
AND DESIGNS OFFICE IN PAKISTAN
The industrial property system in Pakistan includes the Trade Marks
Registry and the Patents and Designs Office.
These organisations are under
the administrative control of the Ministries of Commerce and Industries
respectively.
The necessary legislation
created is indicated below:
(a)

which

these

organisations

have

been

Trade Marks Registry, Karachi
(i)

(ii)
(b)

under

Trade Marks Act, 1940
Trade Marks Rules, 1945, as revised in 1963, 1977, 1979 and 1982

Patents and Designs Office, Karachi
( i·)

(ii)

Indian Patents and Designs Act, 1911 (Act II of 1911)
Patents and Designs Rules, 1937

As is obvious, legislation governing the industrial property system in
Pakistan is quite old, and work is in progress for amending the Trade Marks
and Patent and Designs Acts.
Under the Trade Marks Act, 1940, and the Patents Act, 1911, a combined
office was established in the then British India at Bombay.
After the
creation of Pakistan as an independent sovereign state, these two offices were
split up into two different organizations and the office of the Trade Marks
Registry was made a subordinate office of the Ministry of Commerce, and the
Patents and Designs Office was put under the control of an officer known as
the Controller of Patents and Designs under the Ministry of Industries.
The
splitting of these two organizations was considered fit as an administrative
convenience.
Brief accounts of the functioning of the
Patents and Designs Office are given hereunder:

Trade

Marks Registry and

the

Trade Marks Registry, Karachi
The Registry started its function in Pakistan in April, 1948, and is
headed by the Registrar of Trade Marks.
Its activities are confined to
conferring proprietary rights in respect of trade marks and brand names for
commodities which are being commercially and industrially produced either
within the country or outside.
Under the provisions of the Trade Marks Act, 1940, the Office of the
Registrar of Trade Marks is a statutory office and he has to keep a register
called the "Register of Trade Marks" which contains all registered trade marks
with the names, addresses and descriptions of proprietors, notifications of
assignments and transmissions,
the names, addresses and descriptions of
registered users, limitations and such other matters relating to registered
trade marks as may be prescribed.
The Register is kept under the custody o f
the Registrar a nd is open to the inspection of the public at convenient times
subject to such conditions and restrictions as may be prescribed.
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According to Article 4 of the Act, in order to run the affairs of the
Trade Marks Registry the Federal Government may appoint one or more Deputy
Registrars of Trade Marks and may, by notification in the official Gazette,
authorise the Registrar to delegate any particular function of the Registrar
to officers other than the Deputy Registrar of the Trade Marks Registry.
Thus
the functions can be delegated to the Deputy/Assistant Registrar or Trade
Marks Examiners.
In order to implement the provisions of the Trade Marks Act certain rules
have been framed called the Trade Marks Rules, 1945, and the revised Trade
Marks Rules 1963, 1977, 1979 and 1982.
As pointed out earlier, work is also
in progress to update the Trade Marks Act, 1940, as has been done by India and
Sri Lanka.
For the registration of trade marks the following steps are involved:
(i)
(ii)
(iii)
(iv)
(v)

filing of application;
examination of the application:
publication of the application (laying open system);
grant of registration or opposition;
appeal against the decision of the Registrar.

Filing of application
Any person claiming to be the proprietor of a trade mark, used or
proposed to be used by him, who is desirous of registering it can apply to the
office of the Registrar on the prescribed proforma on payment of a fixed fee.
On receipt of the application the office of the Registrar of Trade Marks gives
it a serial number.
Next, an index card is prepared class-wise and properly
arranged in an index cabinet on the same pattern and lines as in big
libraries.
The serial number as it stood on the lst August, 1982, was 77,435
which means that since 1948, 77,435 applications were received by the
Registrar for registration.
Examination
The applications are examined b y a senior most Examiner whose basic
qualification is always a degree, and a degree in law.
He carries out the
examination and makes a detailed report as to conflicting marks which have
already been registered,
as well as pending applications.
During
the
examination of a fresh application, the following books are consulted which
are treated as reference books:
(1)

Webster's Third New International Dictionary of English

(2)

Columbia Lippincott Gazetter of the World

( 3)

London Telephone Directory

(4)

New Gould Medical Dictionary

( 5)

Hackh' s Chemical Dictionar y

(6)

Chemical Synonyms

(7)

Mercur y Dictionar y of Textiles.

MR.
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Publications
If there is no objection, the mark is advertised in the Trade Marks
Journal, which is published by the Trade Marks Registry and carries all the
marks in true colours and perspective.
If no objection is received from any
quarter, the trade mark proceeds to registration.
The registration of a trade
mark is for a period of seven years and it can be renewed from time to time in
accordance with the provisions of Section 18 of the Trade Marks Act, 1940.
The trade mark is renewable for a period of 15 years from the date of
expiration
of
the
original
registration
or
of
the
last
renewal
of
registration, as the case may be.
In case the mark is found defective under
any of the provisions of Section 6, or conflicts with an earlier registered
mark or marks, then evidence is called for as to whether the mark is being
used by the applicant.
Opposition
In case an advertised mark becomes a subject matter of an opposition
which is filed within two months, then the proceedings before the Registrar
become a civil dispute and the matter is decided after receiving evidence
provided by the respective parties and hearing arguments.
While deciding
disputed cases, due regard is always given to decisions of the Superior Courts
of Pakistan.
In case guidance is not available from the Superior Courts of
Pakistan, guidance is sought from the decisions made by the Courts of the
United Kingdom.
Cases decided by the High Courts of the Commonwealth
countries ·are also given due respect.
There are certain marks which are
considered objectionable under Section 8(a)
which deals with the moral
standards of the country concerned.
For example, registration of the trade
mark 'KISS ME' was refused because it offended the standard of morality in the
Muslim community, but the same mark had been accepted in other countries.
Appeal
All orders and decisions made by the Registrar are arpealable to the High
Court, and a second appeal lies to the Supreme Court of Pakistan.
Fees and other matters
The filing fee for an application is Rs. 100.- and the registration fee
is Rs. 300.Marks are initially registered for seven years and can be
renewed for another period of 15 years subject to payment of a renewal fee of
Rs. 50 0.The total number of applications received for registration until August
1982 is 77,435, and the marks on the Register presently number about 40,000.
The number of trade mark applications filed and approved during the last
five years is given below:

Applications approved

Applications filed
Year

Local

1977
1978
1979
1980
1981

777
1340
1314
1611
1775

Total

6817

Foreign

Foreign

Total

Total

Local

777
765
824
756
901

2504
2105
2138
2367
2760

390
428
371
494
555

630
81 2
694
780
653

1020
1240
1065
1275
1208

4023

11790

2238

3569

5808

l'
''

I'
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The Registrar is in overall charge of the 34 classification classes, but the
classes are divided amongst three senior officers and they are free to deal
with the applications relating to the classes assigned to them.
However, the
final order is always subject to the approval of the Registrar.
The Section
Incharges are generally law graduates.
The different sections of the Office are as follows:
(a)
(b)

Examination Section which includes indexing and classification;
Correspondence Sections (there are three Sections dealing with
their respective classes);

(c)

Journal and Registration Section;

(d)

Opposition and Rectification Section;

(e)

Post Registration and Renewal Section.

The budget allocations, expenditure and receipts of the Office of the
Trade Marks Registry, in rupees, during the last five years are as follows:

Year

Budget

Expenditure

Receipts

1977/78
1978/79
1979/80
1980/81
1981/82

733,600
705,900
821,300
880,600
1,089,100

705,950
709,533
819,778
873,322
1,118,346

1,379,510
1,365,253
1,283,143
2,189,598
1,625,433

Total

4,230,500

4,226,929

7,842,937

The Trade Marks Act, as said earlier, was drafted and enforced in 1940 and
since then the commercial and industrial activities of Pakistan have undergone
drastic changes.
The trade marks introduced in one country are the same all
over when introduced in other countries, and it is necessary to provide legal
protection particularly to those marks which have a worldwide reputation and
market.
Keeping in view this change in the commercial pattern of the world,
Pakistan will shortly be making amendments to the Trade Marks Act, 1940.
Pakistan is not a member of the Paris Convention and has also not ratified
the Nairobi Treaty regarding the Protection of Olympic Symbols.
Pakistan is a developing country and needs technical assistance from the
World
Intellectual
Property
Organization
(WIPO)
and
other
developed
countries.
The technical assistance provided by WIPO is generally in the form
of arranging traning for personnel of the Patents and Designs Office and the
Trade Marks Registry.
However, Pakistan would welcome material aid, e.g.,
computers for indexing and searching of applications from any source.
Problems
The major problem in improving the functioning of the Trade Marks Registry
in Pakistan is lack of finance.
It is therefore not possible to purchase the
latest equipment.
The present budget is not enough even to cover the day to
day operational expenditure, like the purchase of index cards, furniture and
other office fixtures.
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The Patents and Designs Office, Karachi
The late Government of India promulgated "The Indian Patents and Designs
Act, 1911 (Act No. 11 of 1911) " on the 2nd of March, 1911, and also set up
"The Indian Patent Office" on the 2nd of January, 1912, under Section 55 of
the Act.
It worKed as an independent subordinate office, under the direct
administrative control of the late Central Government of India (Ministry of
Industries & Supplies), as provided by that Act.
Being a statutory office,
Pakistan inherited it after Independence, and accordingly set up "The Patent
Office" at Karachi, under Sub-Section (I) of Section 44 of the Patents and
Designs Act.
It started functioning in March, 1948, as an independent
subordinate office under the direct administrative control of the Ministry of
Industries.
"Patents for Inventions and Copyright and Designs" was a Federal subject
in British India under the late Government of India Act, 1933, and continues
to be so under the Constitution of Pakistan.
Since September, 1977, the
Patent and Designs Office has been declared as an attached Department of the
Ministry of Industries.
The Office has a strength of 73, including the Controller of Patents and
Designs, the Assistant Controllers, five Senior Examiners of Patents and four
Examiners of Patents.
The Office is financed by the Federal Government.
It also earns income
from the patent fees charged from inventors.
As more than 95% of patent
applications originate from abroad, the bulk of the fees are in foreign
exchange. The budget allocations, expenditure and receipts of the Patents and
Designs Office, in rupees, during the last five years are as follows:

Year

Budget

1977-1978
1978-1979
1979-1980
1980-1981
1981-1982
Total

Expenditure

Receipts

865,500
972,500
994,400
916,800
926,000

824,594
738,448
848,037
797,640
751,667

1,126 , 263
1,045,168
1,012,100
665,895
898,190

4,675,200

3 ,960,386

4,747,616

In addition to the foreign exchange earned from fees, a considerable
amount of foreign exchange is also earned fro m ~ayments made by foreign
sponsors and firms to Patent Agents in Pakistan through the State BanK of
Pakistan.
The main objectives of the Patent and Desig ns Office are:
(a)

to encourage research and invention;

(b)

to disclose new technological discoveries;

(c)

to disseminate modern technical knowhow.

and

The Office fosters the g rowth o f industr y b y introducin g new t echniques.
It
disseminates patented technolog y and collaborates with other or g an i zations
like the Pakistan Council o f Sc ienti f i c a nd I ndustrial Research (PCSIR) and
the universiti es .
As the Off ice is eng a g ed in the importa nt wo rk of trans f er
of technology it has to be in contact with various international agencies like
the World Intellectual Property Organization (WIPO) and other development
agencies of the UN.
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Activities
The activities of the Office are governed by the Patents and Designs Act,
1911.
The Controller of Patents and Designs, a statutory officer appointed
under Section 56 of the Act, performs statutory, legal, technical and judicial
functions.
The library of the Office contains more than 4,174 books on
technical subjects and 120,000 Pakistani and Indian patent specifications.
About 950,000 foreign patent specifications received on free mutual exchange
basis
were
transferred
to
the
Pakistan
Scientific
and
Technological
Information Centre ( PASTIC) for want of space in the Patents and Designs
Office.
The Office has established 17 Patent Technical Inspection Centres in
various libraries, universities and research institutes in the country for the
benefit of interested persons.
The Office, while carrying out its statutory and judicial functions, has
to see that the applicants in various proceedings under the Patents and
Designs Act follow the procedure laid down in the Patents and Designs Rules.
The number of patent applications filed and accepted and patents sealed
during the last five years is given below:

Applications Filed
Year
1977
1978
1979
1980
1981
Total

Foreign

Applications
Accepted

Patents
Sealed

To~al

Local

474
484
404
406
465

453
456
376
368
435

21
28
28
38
30

417
479
453
409
316

439
447
54 7
428
604

2233

2088

145

2074

2465

The number of patents in force as on 24th of August, 1982, was 7,840.
Work is in progress to introduce the International Patent Classification
in Pakistan shortly.

(!PC)

THE PATENT AND TRADEM ARK S I'l'UATION
IN T HE PHILIPPINES
Mr. Cesar C. Sandiego
Director, Philippine Patent Office
Philippines
I.

PHILIPPINE PATENT OFFICE PROFILE

The Philippine Patent Office is an agency under the Ministry of Trade and
Industry.
It is entrusted by law with the grant of letters patent for
inventions, industrial designs and utility models and the registration of
trademarks, tradenames, service marks, and other marks of ownership stamped on
containers of beverages, to manufacturers and other business entities lawfully
engaged in business, commerce and trade in the Philippines.
In discharging the above-stated functions, the Philippine Patent Office
also adjudicates ex parte and inter partes cases involving conflicts on
patents and trademarks,
such
as
cancellation,
opposition,
interference,
compulsory licensing and public use proceedings.
The Office, in adjudicating
the above cases, exercises quasi-judicial functions and the decision of the
Director of Patents is appealable only to the Court of Appeals (now the
Intermediate Appellate Court).
As a corollary to its statutory functions, the Philippine Patent Office
is actively involved in the promotion of science and technology and the
dissemination
of
information
regarding
inventions
in
the
country.
It
contributes its share by generating greater awareness and interest in patents
and trademarks, thus accelerating advancement of science and technology and,
consequently, the development of trade, commerce and industry in the country.
II.

BRIEF HISTORY

By
virtue
of
the
constitutional
mandate
Constitution, particularly Section 4, Article XIV:

of

the

1935

Philippine

"The State shall promote scientific research and invention, and arts
and letters shall be under
its patronage.
The exclusive right to
writings and inventions shall be secured to authors and inventors for a
limited period."
It is under this mandate that Republic Acts 165 and 166 were enacted on June
20, 194 7, calling for the establishment of an independent patent system for
the Philippines and the creation of the Philippine Patent and Trademark
Office.
Republic Act No. 165 is known as the Philippine Patent Law and
Republic Act No. 166 is known as the Philippine TrademarK Law.
These two Acts
impose upon the Philippine Patent Office the dual role of promoting scientific
research and invention, through the issuance of letters patent for inventions,
utility models and industrial designs, and the protection of ownership of
industrial
property
rights
through
the
issuance
of
certificates
of
registration in respect of trademarks, tradenames, service marks and other
marks of ownership on containers of beverages.
Inasmuch as
the work
is quasi-judicial
in nature,
the Office was
originall y placed under
the Department of Justice
(now the Ml.nistry of
Justice).
It was later transferred to the defunct Department of Commerce and
Industry.
Now, it is under the administrative control and supervision of the
Minister of Trade and Industr y .
The first Director (A tt y . Cele do ni o Ag rava ) held office from August 21,
1947, to March 3 , 19 5 9, and was succeeded by engineer-lawyer Tiburcio S.
Evalle who retired .Ju l y 3 1, 1 ':1 7 8 .
Att y . Demetrio T . Wendam took over until
the reorganization and merger of the then Ministr y of 'l'rade and Ministry of
Industry
July
2 7,
1':! 8 1,
per
Executive
Order
No.
709.
After
the
reorganization, en g ineer-lawyer Ce?ar C. Sandiego was appointed as the new
Direct o r o f the P hili p pine Patent Of f i c e.
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During the early days of the Patent Office, the activities were geared
towards the training of examiners in the techniques of patent and trademark
examination which techniques were patterned after the United States patent and
trademark examination system.
There were then three engineers in its patent
section and five lawyers for its trademark operations.
Simultanesouly
the
building up of research and reference materials for the Patent Office librar y
was undertaken.
As of December 31, 1982, the P hilippine Patent Office has issued
letters patents and 40,534 certificates of registration for trademarks.

23,580

At present, the personnel complement of the
consists of 178 employee s, broken down as follows:

Office

Philippine

Patent

As Per Plantilla
A.

Chemical Examining Division

35

B.

Mechanical-Electrical Examining Division

35

C.

Trademark Examining Division

35

D.

Application,
Division

26

E.

Patent and Trademark Research Division

33

F.

Legal Division

10

G.

Office of the Director

Issuance and Documentation

4

While the number of personnel could not be a gauge of assessing the
usefulness or importance of an office, the growing number of local and foreign
industries in the country, spawned by a fairly healthy ,::>atent and trademark
system and an equally healthy clirr.ate for business, is eloquent proof of the
profound effects of the protection of industrial and intellectual properties.
And despite the meager budget and limi ted personnel complement, the Philippine
Patent Office has now come of age.
With increasing and greater interest by
the national government and the growing concern manifested by international
organizations, such as the WIPO, UNIDO, UNDP and others, for the improvement
of the structure and services of the Philippine Patent Office, it shall
continue to play its important role in the advancement of scientific research
and inventions and in the expansion and acceleration of trade, commerce and
industry in the Philippi ne s .
III. DISCUSSION OF THE FUNCTIONS OF THE PATENT OFFICE
A.

Under the Patent Law

Unde r the Patent Law , the Directo r of Patents is authorized to grant to
inventors or their heirs, legal representatives or assigns letters patent for
a n y new and useful
invention o f
a
machine,
a
manu fac tured product or
substance, a process, or of any improvement of any of the fo regoin g .
Unde r the Phil i ppine Patent Law , an invention embodied in a machine,
product, e tc., is said to be new 1 f (a) it was not known or used by others in
the Ph ilippine s before the inventi on thereof by the inventor applyi ng for a
Philippine patent, (b) if it was not patented or described in any printed
publication in the Phi li ppines o r in any foreign country more than one yea r
before the application for a P hil ipp ine patent therefor, (c) if it was not in
public u se or on sale in th e Ph ilipp ines fo r more than one yea r before the
application for a Ph ili pp ine patent is filed therefor, or (d) if it is not the
subject matter of a validly issued patent in the Philippines, g ranted on an
application filed before the filin g of the application fo r a patent therefor.
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An invention embodied in a machine, product, etc., is said to be useful,
if it is operable, and is not contrary to public order or morals, or to public
health or welfare.
A mere idea, a scientific principle, or an abstract
therefrom not embodied in a machine, product, etc., or any process not
directed to the making or improving of a commercial product, however actually
useful such idea, principle or process may be, is not considered useful in the
sense of the Patent Law.
The Director of Patents is also authorized by the Patent Law to grant to
designers, their heirs, legal representatives or assigns, letters patent for
any new, original and ornamental creation relating to the features of shape,
pattern, configuration, ornamentation or artistic appearance of an article of
commerce.
The Director is likewise authorized to grant to makers, their
heirs, legal representatives or assigns letters patent for any new model or
implement or tool, or for any industrial product, or part of the same, which
does not possess the quality of invention but which is of practical utility by
reason of its form, configuration, construction or composition.
The patent
that is granted under this provision of law is called a utility model patent.
A design is said to be new (a) if it was not known or used by others in
the Philippines before the creation or invention thereof by the designer or
inventor named in the application for a Philippine patent therefor, (b) if it
was not patented or published in a printed publication in the Philippines or
elsewhere more than six months before the application for a Philippine patent
is filed therefor,
(c)
if it was not in public use or on sale in the
Philippines more than six months before the application for a Philippine
patent is filed therefor, or (d) if it is not the subject matter of a patent
validly issued in the Philippines, granted on an application filed before the
filing of the application for a patent therefor.
A design is said to be original if its creation involves the use of the
creative faculty and it is not imitative of any design previously made or
known.
A utility model, on the other hand, is said to be new
application for a patent, it has not been publicly used in the
not been described in a printed publication circulated within
if it is not substantially similar to any other utility model
or described within the country.

if, before the
country or has
the country or
so known, used

Letters patent issued for an invention authorizes the patentee to exclude
others from making, using or vending the invention for a period of seventeen
years, unless the patent is subsequently voided (a) by the Patent Office in
cancellation proceedings, or (b) by the courts in a suit for infringement.
Letters patent issued for a design or a utility model give the patentee for a
period of five years (renewable twice, each f or five years)
the right to
exclude others from making, using or vending articles embodying the design, or
utility model, unless the patent is subsequently voided by the Patent Office
or by the courts, as in the case of patents for inventions.
Proceedings for the grant of patents for inventions, utilit y models and
designs are ex parte throughout.
No opposition to the grant of patent is
permitted by law.
However, any person damaged by the grant of a j?atent is
authorized, upon the grounds and within the period specified by the statute,
to petition for the cancellation of the patent.
The Director of Patents is further authorized b y the Patent Law to grant,
upon petition and upon the grounds fixed by the said law, compulsory licenses
for the use of a patent by others, and to fix the terms and conditions of the
license in default of agreement between the patentee and the petitioner.
Proceedings for compulsor y licensin g , as well as p roceedings f or cancellation,
are inter partes.
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Under the Trademark Law

The Trademark Law authorizes the Director of Patents to register, upon
the application of their owners, trademarks, tradenames, service marks and
marks and names of ownership which are actually used in trade in the
Philippines which do not fall within any of the classes prohibited under
Section 4 of the statute.
The prior law (i.e., Act No. 166) permitted the
registration only of trademarks and tradenames, and did not allow the
registration of trademarks which had acquired a "secondary meaning."
The
present law sanctions the registration of marks and names with "secondary
meaning" (Section 4(f)).
The
present
Trademark
Law
has
abolished
the
previous
compulsory
registration of trademarks and tradenames used on cigars and cigarettes and
voluntary
registration
of
trademarks
indelibly
impressed
on
permanent
containers of certain specified products.
Unlike the prior law, the present Trademark Law does not specify how
original ownership of a trademark may be acquired.
In the absence of such
provision, the Office follows the princple of the prior law that adoption and
use is the basis of ownership.
Proceedings for registration are ex parte but after publication of
application in the Official Gazette, opposition proceedings are permitted.

the

The certificate of registration which the Director of Patents issues
gives the registrant the right to the exclusive use of the trademark,
tradename, service mark, or collective mark or name for a period of twenty
years, unless the certificate lapses for
failure to file the required
affidavit of use/non-use, or the certificate is subsequently voided by the
Patent Office in cancellation proceedings, or by the courts in an infringement
suit. Cancellation proceedings, like opposition proceedings, are inter partes.

IV.
A.

DISCUSSION OF THE EXAMINATION SYSTEM

On Patents

By "examination system" is meant examination as to merit, and not merely
as to form.
Sections 16 and 18 of Republic Act No. 165 provide as follows:
"Section 16.
Formal examination of the application.
When an
application for patent has been filed, the Director shall determine
whether it complies with the formal requirements.
I f the application is
defective in this re spec t, the applicant shall be notified of the
specific defects and time fixed, not less than four months, within which
such defects may be remedied.
"If the applicant fails to request reconsideration or to remed y the
defects within the time fixed by the Directo r, or within such additional
time, not exceeding four months, as ma y be g ranted, the application shall
be denied."
"Section 18.
Issua nce o f Pate nt.
I f the original or cor rected
application is in order, the Director shall issue the patent and shall,
as soon as practicable, make the publication required by Section Six,
Chapter I thereof."
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Sections 8 and 9 of the same Act declare:
"Section 8.
Invention not patentable.
An invention shall not be
patentable if it is contrary to public order or morals, or to public
health or welfare, or if it constitutes a mere idea, scientitic principle
or abstract therefrom not embodied in an invention as specified in
Section Seven hereof, or an y process not directed to t he making or
improving of a commercial product."
"Section
9.
Invention
not considered new
or
patentable .
An
invention shall not be considered new or capable of being patented, if it
was known or used by others in the Philippines before the invention
thereof by the inventor named in an application for patent for the
invention; or if it was patented or described in any printed publication
in the Philippines or any foreign country more than one y ear before the
application for a patent therefor;
or if it had been in public use or on
sale in the Philippines for more than one year before the application for
patent therefor;
or i f it is the subject matter of a validly issued
patent in the Philippines granted on an application filed before the
filing of the application fo r patent therefor."
In the examination of an application as to the patentability or merit of
the invention, the invention is considered as to the following points:
is it
an "invention"?
Is it "new" ?
Is it "useful"?
Invention, new and useful
have, in patent law, acquired meanings quite different from their ordinar y
significations.
There is a wealth of jur i sprudence on what constitutes or
does not co~stitute an "invention"; what is or is not "ne w";
and what is or
is not "useful", and the problems of the Patent Office on such questions are
resolved on the bases of the s aid jurisprudence.
To determine whether an invention is or is not "new", it is necessar y
first to make or conduct searches and to evaluate it with inventions
previously known or
patented
or
published
elsewhere,
b y applying
t he
principles of jurisprud ence mentioned above.
The Patent Office makes searches
for prior art on issued Philipp i ne patents and the United States patents only ,
as patents granted by other c ountries are not available in complete sets.
In
the chemical field, the basic material for making search, in addition to these
basic patents, is the chemical abstract .
United States patents are secured by
purchasing them directly from the U. S. Patent Office after consulting the
indices published by the said Office.
B.

On Trademarks

The Trademark Law raises no ques ti on as to the neces sity o f making merit
examination on applications
fo r
reg istr ation of
trademarks,
tradenames ,
service marks, and collective marks and names for, in Section 7, it expressly
authorizes such examination and, in Sect ion 8, it further permits the filing
of opposition to the granting of applications.
Inasmuch as the Trademark Law permits the o wne r to app l y for the
registration of any trademark, tradename o r service mark not fa lling within
any o f the f ive (5) prohibited classes e n umerated in Section 4, it is
n eces sary in th e me r it examination to check wh et her t he applica nt i s the
"owner" and to determine whether o r n o t the mark or name fa l ls within the
forbidden categories.
Furthermore, it is necessary to ascertain whether the
mark or name is actu a ll y used in trade in the Phili pp ines, fo r trademar k
rights are based on adoption and us e o f th e mark.
S ince the present Trademark
Law was patterned on the u. s. Trademark Law
t he La nham Ac t of 1946
Ameri ca n jurisprude n ce i s much relied upon in dete rmining doubtf ul cases of
registr a bility .
This is in accordance with well - settled canons of s t atuto r y
construction, at l east o n f undamenta l poi n ts .
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v.

PRESENT PROBLEMS AND RECOMMENDATIONS

A.
The overwhelming problem facing the Philippine Patent Office at present
is
the substantial backlog not only of
pending
patent
and
trademark
applications awaiting action but also of pending inter partes cases.
The
volume of the backlog may be shown as follows:
Pending as of
December 31, 1982
l.

2.

3.

Patent applications
Trademark applications
Inter partes cases

5,000
6,279
495

The backlog is caused by four interlinked problems: unfilled staff
vacancies, accommodation and storage shortcomings, arrears of workload from
previous years, and lack of modern equipment for information retrieval, which
prevent the Philippine Patent Office from carrying out its functions at
satisfactory levels in erasing its pending backlog.
Solutions recommended
1.
There is a need for a modest increase in the clerical and t y ping
staff to facilitate processing of applications until such time as the Patent
Office operations could be computerized.
2.
Recruitment and training of examiners to fill up the existing
vacancies so that the Philippine Patent Office could carry out its duties
within a more realistic time scale than is presently possible.
3.
Immediate increase from five to eight in the
researchers in order to ensure an adequate supply of work

number of trademark
the examiners.

t~

4.
A program for the progressive replacement of all typewriters and
other office equipment in the Patent Office because the majority of them are
now reaching the end of their useful life.
5.
A study group, preferably from the World Intellectual Property
Organization (WIPO), be requested to conduct studies and make recommendations
on the computer needs of the Philippine Patent Office and design an
appropriate microfilming and computer system, if necessary.
6.
Application of more modern techniques to the work in hand by a change
to a computer based environment.
The problems and recommendations referred to above are the same as those
made b y the WIPO Advisory Mission to the Philippine Patent Off ice in July/
August, 1982.
B.
Another
problem which
the
Philippine
Pa tent
Off ice
is
presently
preoccupied with is the difficulty in determining wheth e r or not a mark is
well-known
to
be entitled
to
the
benefits
of
the
Paris
Convention,
particularly under Article 6bis.
At present, our Office does not have any
competent source of information or basis to depend on except Certificates of
Home Registrations and registrations in some countries which could not be
considered as conclusive evidence of the mark's worldwide popularity.
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Solutions recommended
A list of well-known marks should be provided to each and every member of
the Paris Union at regular intervals (monthly or quarterly) prepared by a
competent group in the Union to enable the members to enforce more effectively
the directive under the said Article, such list to be based on such criteria
as registrations in different countries of the world, the magnitude of
business of the owners, sales worldwide, etc.
C.
Fast turnover of well-trained examiners and technical staff is another
problem of the Patent Office.
This problem is triggered by the higher pay and
fringe benefits available in other government agencies, private offices and
overseas jobs.
Solutions recommended
Salaries and other fringe benefits for the examiners and technical staff
should be
increased accordingly
to be competitive enough
to minimize
turnover.
The hiring rate (starting salaries) should also be adjusted to
attract applicants for technical positions.
Training programs and seminars
are already being prepared for the new and inexperienced technical people.
D.
The Philippine Patent Office is presentl y beset with the problem of
setting up an efficient and accurate search system whereby the current manual
method of searching, which is tedious and time-consuming, could be converted
into a mechanized, preferably and ultimately into a computerized, system.
Solutions recommended
The Philippine Patent Office should design an appropriate microfilming
and computer system suitable not only for its present needs but for its future
needs as well.
In fact, the Patent Office, through the Ministr y of Trade and
Industry, has asked the assistance of WIPO on this mat t er and, accordingly ,
the WIPO Advisory Mission to the P atent Office last July/ August, 198 2 , made a
number
of
preliminary
recommendations.
Final
recommendations
on
computerization are now expected after the visit of another WI PO mission in
February, 1983.
The Philippine Patent Office has already acquired camera processors,
reader / printers and microfilming equipment through lease contracts as initial
steps to the modernization of the system for retrieval of bibliographic and
technical information contained in patent and trademark documents.

PRIMER ON THE PATENT LAW
OF THE PHILIPPINES
Mr. Alonzo Q. Ancheta
Quasha Asperilla Ancheta Valmonte Pena & Marcos
Philippines
To begin with, the Philippines has a patent law system which is American
in origin.
In that respect, the Philippines is probably in a minority
position vis-a-vis the patent systems in other countries in the Asia Pacific
region which I understand predominantly follow the British system.
The government agency that administers the patent and trademark laws is
the Philippine Patent Office headed by a Director.
In contested cases, the
Patent Office acts as a quasi-judicial body that adjudicates rights of parties
litigants.
All lawyers duly admitted to practice law in the Philippines are
automatically admitted to practice before the Patent Office.
Non-lawyers, to
be qualified to file and process patent and trademark applications, must first
be admitted by the Patent Office, after proper application to the Director of
Patents who is usually guided by his personal knowledge of the adequate basic
training of the applicant in scientific and technical matters.
Since an obvious objective of the Seminar is to acquaint the participants
with the different industrial property protection systems in the Asia Pacific
region, I thought it best to present my paper on the patent system in the
Philippines in primer form.
Q.

What

A.

The patent system in the Philippines is governed by:

gov~rns

the patent system in the Philippines?

1.

Republic Act 165, as amended, Republic Acts 637 and 864, otherwise
known as the Patent Law, approved on June 20, 1947;

2.

Implementing Rules of Practice before the Philippines Patent Office
in Patent Cases;

3.

Paris Convention for the Protection of Industrial Property, of 20th
March 1883.
The Convention was concurred in by the Philippine
Senate Resolution No. 69 dated 10 May 1965.
The Convention went
into
force
in
the
Philippines
on
27
September
1965
upon
proclamation by the President under Proclamation No. 3, series of
1965.
Under the Philippine Constitution (Sec. 12, Art. XVII) "all
treaties, executive agreements and contracts E~ntered into by the
Government ... are hereby recognized as legal and binding", and as
such have the force and effect of law.

Q.

What are patentable under Republic Act 165, as amended?

A.

Sec. 7 provides:
"Sec. 7 Inventions patentable. - Any invention of a new and useful
machine, manufactured product o r substance, process, or an improvement of
any of the foregoing, shall be patentable."
"Sec. 55.
Design patents and patents for utility models.
Any
new, original, and ornamental design for <in article of manufacture and
any new model of implements or tools or of any induEtrial product, or of
part of the same, which does not possess the quality of invention, but
which is of practical utility by reason of its form, configuration,
construction or composi tion, may be protected by the author thereof, the
former by a patent for a design and the latter by a patent for a utility
model, in the same manner and subject to the same provisions and
requirements as relate to patents for inventions in so far as they are
applicable, except as otherwise herein provided.

WIPO-LAWASIA SEMINAR, 1983

246

"The standard of novelty established by
inventions shall apply to ornamental designs.

section

nine

hereof

for

"A utility model shall not be considered 'new' if, before the
application for a patent, it has been publicly known or publicly used in
this country,
or
has
been described
in a printed
publication or
publications circulated within the country, or if it is substantially
similar to any other utility model so known, used or described within the
countr y .
"Applications for design patents and patents for utility models
shall be subject to interference proceedings as authorized in section ten
of this Act, as amended by section one of Republic Act Numbered Six
hundred and thirt y -seven.
"Patents for designs and for utility models shall be subject to
compulsory license as authorized in section thirty-four of this Act.
They shall not be subject to the payment of annual fees provided for
invention patents in Chapter V hereof (as amended b y Republic Act No.
864)

o

II

Q.

What invention is not considered new or patentable?

A.

Section 9 provides:
"~ection 9.
Invention not considered new or patentable.
An
invention shall not be considered new or capable of being patented if it
was known or used b y others in the Philippines before the invention
thereof by the inventor named in an application f or patent for the
invention or if it was patented or described in any printed publication
in the Philippines or any foreign countr y more than one year before the
application for a patent therefor, or if it had been in public use or on
sale in the Philippines for more than one y ear before the application for
a patent therefor, or if it is the subject matter of a validly issued
patent in the Philippines granted on an application filed before the
filing of the application for patent therefor."

Q.

When is a utility model not considered new and patentable ?

A.

The 3rd paragraph of Sec . 55 provides the answer as follows:
"A utilit y model shall not be considered 'new' if, before the
application f o r a patent, it has be e n publicly known or publicly used in
this countr y ,
or has been described
in a printed publication or
publications circulated within the c ountr y , or if it is substantiall y
similar to an y other utility mod e l so known used or described within the
countr y ."

Q.

Who ma y a ppl y fo r patent?

A.

An apl)lic a tion fo r patent may be f iled o nl y
utility model and designer of design p atent.

Q.

What constitute s a complet e p atent ap pli c ation?

A.

This is answered
reads:

in Sec.

1 3 of

Re public

by

Act No .

the

1 65 ,

inventor,

as

maker

amended,

of

which

"Se c . 1 3 .
The a p plicati o n . - The application for patent shall be
in English or S panish o r in the nati o nal language with its corresponding
English transl a ti o n, and si g ne d by the applicant, and shall include a
statement g iving the name, ad d re s s, and citizenship or nationality of the
applicant and of the invent o r;
a nd
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"(a) a specification;
"(b) drawing, where the invention can be shown by drawings;
"(c) Power of Attorney if the filing is through an attorney;
"(d) the assignment or a certified copy of the assignment of the
invention for recording, where the application is filed by one who
derives his title from the inventor, or proof of title if the derivation
is not by assignment;
"(e) a sworn statement by the inventor of his inventorship;
or
such sworn statement may be made by his heirs or legal representatives in
case of death or incapacity of the inventor;
however, such sworn
statement will not be required if a certified copy of a previously filed
foreign application containing the same is filed;
"(f) the appointment of a resident agent or representative in cases
coming under section eleven hereof; and
"(g) the required fee."
Q.

What is the term of a patent in the Philippines?

A.

~he term of an invention patent shall begin on the date when the
patent is issued as shown on the face thereof and shall expire seventeen
years thereafter (Sec. 21, Patent Law).
The term of the design patent
and of the patent for a utility model shall be five years from the date
of grant thereof (Sec. 58).

Before the expiration of the five-year term, upon payment of the
required fee, or within a further time thereafter not to exceed six
months upon payment of a surcharge, the owner of the design patent or of
a patent for utility model may apply for an extension for an additional
five years.
The application for extension must be accompanied by an
affidavit showing that the design or the model is in commercial or
industrial use in the Philippines or satisfactorily explaining non-use.
In a similar manner an extension for a third five-year period may be
obtained (as amended by Republic Act No. 864.)
Q.

What is required of a non-resident applicant
protection under Republic Act 165, as amended?

A.

The answer is found in Section ll which reads:

to

be

entitled

to

patent

"Sec. ll.
Application by non-residents.
Any person f .iling an
application for patent who is not a resident of the Philippines rriust
appoint an agent or representative in the Philippines upon whom notice or
process relating to the application for patent may be served.
In the
event of death, absence or inability of the agent or representative, a
new agent or representative must be appointed and notice thereof must be
filed in the Office. Upon failure to maintain an agent or representative
of record in the Office, service on the Direc to r shall be deemed
sufficient."
Q.

How does the Philippine patent law operate in relation to the Paris
Convention as regards non-resident applicants and non-resident patentees?

A.

Pursuant to Section 15 of the pate nt law, an application fo r patent for
an invention filed in the Philippines by any person who has previously
regularly filed an application for a patent for the same invention in a
foreign countr y which by treaty, convention, or law, affords similar
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privileges to citizens of the Philippines, shall have the same force and
effect as the same application would have if filed in the Philippines on
the date on which the application for patent for the same invention was
filed in such foreign country;
provided, that the application in the
Philippines is within twelve months from the earliest date on which any
such foreign application was filed, and a certified copy of the foreign
application together with a translation thereof into English, if not in
the English language, is filed within six months from the date of filing
in the Philippines, unless the Director for good cause shown shall extend
the time for filing such certified copy:
and provided, further, that no
patent shall be granted on an application for patent for an invention
which had been patented or described in a printed publication in this or
any foreign country more than one year before the date of the actual
filing of the application in this country, or which had been in public
use or sale in this country for more than one year prior to such filing
(as amended by Republic Act No. 637.)
Section 41-A of Republic Act 165, as amended, provides:
"Sec. 41-A. - Any foreign corporation or juristic person to which a
patent for an invention or design has been granted or assigned under this
Act may bring an action for infringement hereunder, whether or not it has
been duly licensed to do business
in
the Philippines
under
the
Corporation Law at the time it brings the complai nt:
provided, that the
country of which the said foreign corporation or juristic person is a
citizen, or in which it is domiciled, by treaty, convent ion, or law,
grants a similar privilege to corporate or jurist ic citizens of the
Philippines."
(as amended by Republic Act No. 637).
Similarly, the
Property provides:

Par is Convention

for

the

Protection of

Industrial

"Article 1
" ( 1)

constitute
property.

The countries
themselves into

to which the present Convention applies
a Union for the protection of industrial

"(2)
The protection of industrial property is concerned with
patents, utility models, industrial designs, trademarks, service marks,
trade names, and indications of source or appellations of origin, and the
repression of unfair competition.
"Article 2
"(1)
Nationals of each of the countries of the Unio n shall, as
regards the protection of industrial property, en J OY in all the other
countries of the Union the advantage that their respective laws now
grant, or may hereafter grant, to nationals, without prejudice to· the
rights specially provided by the present Convention.
Conseque ntly , the y
shall have the same protection as the latter, and the same legal remedy
against any infringement of their rights, provi ced they observe the
conditions and formalities imposed upon nationals.
Q.

What are the contested proceedings under Philippine patent law?

A.

Contested or inter partes proceedings in the Patent Office relative
to patents, comprise (1)
public use proceedings;
(2)
interference
between application s and between an applicatio n •Jr applicatio ns and a
patent;
( 3)
compulsory li cens ing of patents;
and
( 4)
cancellati on of
patents.

~ffi.
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of

Practice

Before

the

"Rule 187.
Applications subject to public use proceedings.
Applications for invention patent, applications for industrial design
patent, and applications for utility model, are all subject to public use
proceedings."
"Rule 189. - Public use proceedings.
(a)
when a petition for the institution of public use proceedings,
supported by affidavits, is filed by one having information of the pendency of
an original application and is found, on reference to the Principal Examiner,
to make a prima facie showing that the invention, utility model, or design
involved in an interference or claimed in an application believed to be on
file had been in public use or on sale one year before the filing of the
application, or before the date alleged by an interfering party in his
preliminary statement or the date of invention or making established by such
party, a hearing may be had before the Director to determine whether a public
use proceeding should be instituted.
The petitioner will be heard in the
proceedings but after decision therein will not be heard further in the
prosecution of the application for patent;
"(b)
the petition and accompanying papers should be filed in
duplicate, and served upon the applicant, his attorney or agent of
record,. and petitioner should offer to bear any expense to which the
Office may be put in connection with the proceeding."
"Rule 190.
Applications subject to interference proceedings.
Applications for invention patent, applications for industrial design
patent, and applications for utility model patent are all subject to
interference proceedings."
"Rule 191. - Definitions;

when declared.

(a)
an inter ference is a proceeding instituted for the purpose of
determining the question of priority of invention between two or more parties
claiming substantially the same patentable invention and may be instituted as
soon as it is determined that common patentable subject matter is claimed in a
plurality of applications or an application and a patent;
"(b)
an interference will be declared between pending applications
for patent or for reissue of different parties when such applications
contain claims for substantially the same invention which are allowable
in the appli cation of each party, and interferences will also be declared
between pending applications for patent, or for reissue, and unexpired
original
or
reissued
patents,
of
different
parties,
when
such
applications and patents contain claims for substantially the same
invention which are allowable in all of the applications involved,· in
accordance with the provisions of these Rules;
"(c)
interferences will not be declared, ror continued, between
applications or applications and patents owned by the same party unless
good cause is shown th erefor .
The parties shall make known any and all
right, title and interest affecting the ownership of any application or
patent invol ved or essential to the proceedings, not recorded in the
Patent Office, when an interference is declared, and of changes in such
right, title, or interest, made after the declaration of the interference
and before the expiration of the times prescribed for seeking review of
the decision in the interference."
"Rule 246 .
Patents subject to ca nc ellatio n proceedings. - Patents
for inventions, patents for industrial designs, and patents for utility
models are all subject to cancellation proceedings."
(Republic Act No.
165, section 28, and section 55, as amended by Republic Act No. 864,
section 1 .)
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"Rule 247.
Who may petition for cancellation;
time for filing
petition. - Any person who has been, is, or will be injured by the grant
of a letters patent may, on payment of the required fee, and within three
years from the date the issue of the patent was published in the Official
Gazette, petition the Director of Patents to cancel the said patent or
any claim thereof."
(Republic Act No. 165, section 28.)
"Rule 248.
Grounds for cancelling a letters patent.
patent may be cancelled upon any of the following grounds:

-

A letters

(a)
that the invention is not inventive, new or useful in
accordance with sections seven, eight, and nine of Republic Act No.
165;
(b)
that the design is not new, original and ornamental or
that the utility model is not new and is of no practical utility,
as required by section 55 of Republic Act No. 165, as amended by
Republic Act No. 864;
(c)
that
the
specification of
an
application
for
an
invention patent does not comply with the requirements of section
fourteen, Republic Act No. 165;
(d)
that the person to whom the patent was issued was not
the first original, true and actual inventor, designer or maker of
the utility model."
(Republic Act No. 165, section 28, as amended
by Republic Act 864.)
"Rule
239.
Patents
subject
to
proceedings
for
compulsory
licensing. - Invention patents, industrial design patents and patents for
utility model are all subject to proceedings for compulsory licensing."
"Rule 240.
Who may petition for compulsory license;
time for
filing the petition. - Upon the payment of the required fee, any person
may apply to the Director of Patents pursuant to Presidential Decree No.
1263 for the grant of a license under a particular patent at any time
after the expiration of two years from the date of the grant of the
patent, or even before the expiration of said period, if the National
Economic Development Authority certifies that certain patented products
or processes or categories of such products are of vital importance to
the country's defense, economy or public health, and under any of these
circumstances:
(a)
the patended invention is not being worked within the
Philippines on a commercial scale, although capable of being so
worked, without satisfactory reason;
(b)
if
the
Philippines
is not
reasonable terms;

demand
for
the
patented
article
being met to an adequate extent

in
the
and · on

(c)
if, by reason of refusal of the patentee to grant a
license or licenses on reasonable terms, o r by reason of the
conditions attached b y the patentee to licensee or to the purchase,
lease or use of the patented article or working of the patented
process or machine for production, the establishment of any new
trade or industry in the Philippines is prevented, or the trade or
industr y therein is undul y restrained;
(d)
if the working of the invention within the countr y is
being prevented or hind ered b y the importation o f the patented
article;
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(e)
if the patented invention or article relates to food or
medicine or manufactured products or substances for public health
or public safety."
(as amended by Patent Administrative Order No.
82-1, pursuant to Presidential Decree No. 1263).
Q.

What, if any,
Philippines?

are

the

latest developments

A.

There are, indeed, legislative
mentioning in this paper.

and

in

the patent system in the

administrative

developments

worth

In the legislative area, we have:
(a)
Presidential Decree No. 1263, effective January
which amends the patent law and whose main features are:

13,

1978,

(1)
the addition of provisions (Sees. 33a, 33b and 33c)
which regulated for the first time voluntary licensing transactions;
( 2)
34 (d));

the addition of a

ground

for

such licensing

(now Sec.

( 3)
the imposition of a condition that any petitioner in a
compulsory license proceeding must prove his capability to work the
patented product or to make use of the patented product in the
manufacture of a useful product or to employ the patented process;
(4)
the shortening from three years to two years after
issuance of a patent of the period after which a person may apply
for a compulsory license;
( 5)
the fixing of a period of 180 days after date of filing
of a petition for compulsory licensing during which the Director of
Patents should issue an order granting or denying a license;

( 6)
the clarification that the term "working" of a patent
does not mean importation of the product or machine to which the
patent relates;
(b)
the second statutory development is Presidential
1520 promulgated June 11, 1978.
Its features are:

Decree

No.

(1)
the creation of an interagency body known as the
Technology Transfer Board (TTB) which is empowered to approve and
register all agreements involving technology transfers between a
foreign person or corporation and a Philippine national;
( 2)
the repeal of Sees. 33a, 33b and 33c of the patent law
(put
in by Presidential Decree
1263)
insofar
as
industrial
technology is concerned, which had the effect of consolidating and
vesting governmental authority in the Technology Transfer Board
with regard to technolog y transfer arrangements.
This meant that
the Philippine Government realized the inadvisability of statutory
regulation of industrial technology licensing arrangements which
should better be left to government policy makers
(presently
through the TTB).
Developments in the administration of the patent law consist of
certain administrative orders issued by the Director of Patents with the
approval of the Minister of Trade and Industry, namely:
(a)
Administrative Order No. 8 2-1, approved April 5,
1982, which introduced amendments to the Revised Rules of
Practice in Patent cases with respect to procedures in inter
partes cases and which mainly consisted of:
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(1)

the submission by parties of pre-trial briefs;

(2)
the directive that all hearings shall be set for
two or three consecutive dates, and that adjourned hearings
may be set for continuance on at least two succeeding days
within a period not exceeding 15 days from date of the last
hearing;
( 3)
the allowance of direct testimonies of witnesses
in affidavit form, which is an innovation favorable to
foreign litigants.
(b)
Administrative Order No. 82-3 which increases government
fees and charges and prescribes certain additional service fees.
Q.

What are the rights of patentees recognized under the Philippines patent
law?

A.

Section 37 provides:
"Sec. 37.
Rights of patentees. - A patentee shall have the
exclusive right to make, use and sell the patented machine, article
or product, and to use the patented process for the purpose of
industry or commerce, throught the territory of the Philippines for
tpe term of the patent;
and such making, using or selling by any
person without the authorization of the patentee, constitutes
infringement of the patent."

Q.

What are the legal actions and remedies available to patent holders under
the Philippine patent law?

A.

Sections 42 and 48 provide:
"Sec. 42.
Civil action for infringement. ·· Any patentee, or
anyone possessing any right, title or interest in and to the
patented invention, whose rights have been infringed, may bring a
civil action before the proper Court of First Instance, to recover
from the infringer damages sustained by reason of the infringement
and to secure an injunction for the protection of his rights."
"Sec. 48.
Criminal action for repetition of infringement.
If infringement is repeated by the infringer or by anyone in
connivance with him after final judgement of the court against the
infringer, the parties liable shall, without pr e judice to further
civil action, be punished by a fine not exceeding ten thousand
pesos and imprisonment not exceeding five years, or both such fine
and imprisonment in the discretion of the court, in a criminal
action instituted for the purpose.
The criminal action herein
provided shall prescribe in two years."

Q.

What problems, if any, have so far been encountered in the implementation
of the Philippine patent law and the amendatory decrees ?

A.

I can cite some, but they certainly are not exclusive:
1)
compliance with the provisions o f Sec. 35 of Republic Act 165,
as amended by Presidential Decree No. 1 26 3 should be enjoined.
Sec. 35
of the law provides:

M~.

"Sec. 35.
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Grant of License.

( l)
I f the Director finds that a case for the grant of a
license under Section 34 hereof has been made out, he shall, within
one hundred and eighty days from the date the petition was filed,
order the grant of an appropriate license.
The order shall state
the terms and conditions of the license which he himself must fix
in default of an agreement on the matter manifested or submitted by
the parties during the hearing.

(2)
A compulsory license sought under Section 34-B shall be
issued within one hundred and twenty days from the filing of the
proponent's application or recipt of the Board of Investment's
endorsement."
Considering that from past experience it usually takes more than a
year or so after the filing of a petition for compulsory licensing before
an order for a grant of an appropriate license is issued, it is the view
of some concerned patent lawyers that hearing officers of the Philippines
Patent Office to whom these petitions are assigned should devote more
time to these cases to expedite proceedings.
More often than not,
petitions for compulsory licensing involve medicines necessary for public
health or safety,
thus necessitating the issuance of a
licensing
agreement promptly where shown to be justified.
It is gratifying to
note, however, that the present leadership in the Patent Office is making
every !=!ffort despite its budgetary limitations to expedite proceedings
therein;
2)
there should be an amendment of certain provisions of the
patent law to avoid inconsistencies, particularly of Sections 15 and 56
on the one hand and Section 55 on the other. Sections 15 and 56 provide:
"Sec.
15.
Application
previously
filed
abroad.
An
application for patent for an invention filed in this country by
any person who has previously regularly filed an application for
patent for the same invention in a foreign country which by treaty,
convention, or law, affords similar privileges to citizens of the
Philippines, shall have the same force and effect as the same
application would have if filed in this country on the date on
which the application for patent for the same invention was filed
in such foreign country:
provided, that the application in this
country is filed within twelve months from the earliest date on
which any such foreign application was filed, and a certified copy
of the foreign application together with a translation thereof into
English, if not in the English language, is filed within six months
from the date of filing in the Philippines, unless the Director for
good cause shown shall extend the time for filing such certified
copy: And provided, further, that no patent shall be granted on an
application for patent for an invention which had been on an
application for patent for an invention which had been patented or
described in a printed publication in this or any foreign country
more than one year before the date of the actual filing of the
application in this country, or which had been in public use or
sale in this country for more than one year prior to such filing."
(as amended by Republic Act No. 637.)
"Sec. 56.
Six months publication - The period of one year
specified in section nine, Chapter II, and section fifteen, Chapter
III hereof, for inventions shall be six months in the case of
designs."
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While the 3rd par. of Sec. 55 provides:
"A utility model shall not be considered 'new' if, before the
application for a patent, it has been publicly known or publicly
used
in this country,
or has been described
in a
printed
publication or publications circulated within the country, or if it
is substantially similar to any other utility model so known, used
or described within the country.
Under the existing provisions of Sec. 56 and the 3rd paragraph of
Sec. 55 of the patent law, there appears to be a disparity with respect
to design patents and utility model patents in relation to printed
publication or publications that would bar patentability.
In design
patents, the printed publication or publications should be circulated in
this (Philippines) or any foreign country while in utility model patents
circulation of said publication or publications is limited to this
country, meaning the Philippines.
---There is an appreciable difference between a utility model and a
design patent in that the former covers any new model of implement or
tool or of any industrial product, or of part of the same, which does not
possess the quality of invention, but which being of practical utility by
reson of its form, configuration, construction or composition, may be
protected by the author thereof, while design refers to any new, original
and ornamental design for an article of manufacture.
As between the two (utility model and design patents), the patent
for a utility model once issued has a stronger protection against an
attack on its novelty than a design patent.
It is, therefore, proposed
that publication or publications circulated in the Philippines or any
foreign country as a bar to patentability should also apply with respect
to utility models.
3)
The need for clarification of the provisions of Sec.
patent law which states:

28 of the

"Sec. 28.
General grounds for cancellation. - Any person may
on payment of the required fee petition the Director within three
years from the date of publication of the issue of the patent in
the Official Gazette, to cancel the patent or any claim thereof, on
any of the following grounds:
(a)
that the invention
is not
new or patentable
in
accordance with sections seven, eight, and nine, or that the design
or utility model is not new or patentable under section fifty-five
hereof;
(b)
that the specification in the case of an invention does
not comply with the requirement of section fourteen, Chapter· III
hereof; or
(c)
that the person to whom the paten·: was issued was not
the true and actual inventor, designer or a1.1thor of the utility
model or did not derive his rights from the true and actual
inventor, designer or author of the utility model."
(as amended by
Republic Act No. 864).
The provision of Sec. 28 of the patent law with respect to the
phrase "within three years from the date of the publication of the issue
of the patent in the Official Gazette, to cancel the patent", have been
on several occasions interpreted simply to mean that if the patent has
not yet been published
in the Official Gazette,
a
petition
for
cancellation cannot, in the meantime, be filed.
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It is a procedure in the Philippine Patent Office that letters patent are
first issued before actual publication in the Official Gazette.
In point of
fact, it would take some time before such publication actually takes place.
To follow the literal interpretation of the aforequoted provision of Sec. 28,
a party who has knowledge of and is adversely affected by the issuance of a
patent cannot initiate cancellation proceedings until after the fact of
issuance is published in the Official Gazette.
This tends to defeat the rights of those adversely affected by the
issuance of an otherwise invalid patent because publications in the
Official Gazette are not very regular and are much behind in point of
time.
It is proposed that the phrase "within three years from the date
of the publication of the issue of the patent in the Official Gazette",
to avoid misconception and to make it more equitable to an aggrieved
party, be amended to read:
"within three years from the issuance of the
letters patent", bearing in mind that the records of the Patent Office on
issued patents are open to the public.
I hope that the foregoing primer on the patent system in the Philippines
has given the distinguished participants in the Seminar some idea about the
system obtaining therein.
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PATENT SYSTEM
Purpose of Patent Right
The purpose of patent rights shall be to improve and develop technology
and to contribute to the development of national industries by encouraging,
protecting and fostering inventions (paragraph l).
In this case, "invention" means the highly advanced creation of technical
ideas by which a natural law is utilized.
Conditions for Patentability
(a)
An invention is patentable
is industrially applicable.
(b)

if it is new,

involves an inventive step and

Novelty
An invention is new if it is not anticipated by the following:
(i)

( ii)
(c)

the invention was publicly known
filing of the patent application;

or

worked

in

Korea

prior

to

the

the invention was described in a publication distributed in Korea or
in a foreign country prior to the filing of the patent application.

Inventive Step

An invention shall be considered as involving an inventive step if,
having regard to the prior art relevant to the patent application claiming the
invention, it would not have been obvious to a person having ordinary skill in
the art.
(d)

Industrial Application

An invention shall be considered industrially applicable if it can be
"Industry" shall be understood in its
made or used in any kind of industry.
broadest sense;
it shall cover, in particular, handicraft, agriculture,
fishery and services.
Presumption of Novelty
(a)
If a patentable invention comes within any of the following categories,
it shall be considered to be new provided that the patent application is filed
within six months of the applicable date:
(i)

where the person having the right to obtain a patent for an invention
has conducted an experiment on it or has presented it in a printed
publication or has disclosed it in writing at a scientific meeting
organized by a scientific organization;

(ii)

where the invention was opened to the public against the will of the
person having the right to obtain a patent;

(iii)

where the invention has been opened to the public at an exhibition
held by the Government or by any local public entity or by a person
authorized by the Government or the local public entity;

(iv)

where the person having the right to obtain a patent has exhibited the
invention at an exhibition organized in a foreign country with the
permission of the Government;
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(v)

where the person having the right to obtain a patent has exhibited the
invention at an international exhibition held in the territory of a
country party to a treaty, an agreement or a convention, etc.
(hereinafter referred to as a "treaty") by its government or by a
person authorized by its government.

(b)
Any person who desires the application of the above paragraph shall
submit simultaneously with his patent application a written statement to that
effect to the Director General of the Patent Office, to whom he shall also
submit, within 30 days from the date of filing of the patent application, a
document proving the facts relied upon.
Unpatentable Inventions
Notwithstanding the provisions of Article 6,
inventions shall not be patentable:
(i)
(ii)
(iii)
(iv)
(v)
(vi)

the following categories of

inventions of food, drink or luxury consumer goods;
inventions of medicines or of processes of manufacturing a medicine by
mixing two or more medicines;
inventions of substances manufactured by a chemical process;
inventions
atom;

of

substances

manufactured

by

the

transformation

of

the

inventions of use of nature inherent in chemical substances;
inventions
health.

liable

to

contravene

public

order,

morality

or

public

Special Features of the Korean Patent Law
(a)

Prior Filing Principle
(i)

For the same invention only the first applicant is entitled to a
patent;
however, where two or more applications relating to the same
invention are filed on the same date, only the person agreed upon by
all the applicants may obtain a patent for the invention and, if no
agreement is reached or no consultation is possible, none of the
applicants shall obtain a patent for the invention.

( i i)

Where a patent application concurs with a utility model application
for the same contents, the provision of paragraph (i) shall apply
mutatis mutandis.

(iii)

Where a patent application or a utility model application, both
contents of which are identical, is invalidated or withdrawn, such
application shall, for the purpose of paragraphs (i) and (ii), be
deemed never to have been made.

(iv)

A patent application or utility model application filed by a person
who is neither the inventor nor the deviser nor the successor in title
to the right to obtain a patent or utility model registration shall,
for the purposes of paragraphs (i) to (ii), be deemed not to be a
patent application or a utility model application.
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The Director General of the Patent Office shall direct the applicants
to notify him of any agreement they have concluded in accordance with
paragraph ( i), and to report to him the terms thereof;
if such a
report is not submitted within the period designated, the applicants
shall be deemed not to have concluded an agreement within the meaning
of the proviso to paragraph (i).

Request for Examination
(i)

The examination of a patent application shall only be carried out upon
a request for examination.

(ii)

When a patent application has been filed, any person may make a
request for examination to the Director General of the Patent Office
within five years from the filing date thereof.

(iii)

With respect to a new patent application resulting from the division
of a patent application or a patent application resulting from the
conversion of an application, a request for examination may be made
even after the period prescribed in paragraph (ii) but only within 30
days from the division of the patent application or conversion of an
application.

(iv)
(v)

(c)

A request for examination may not be withdrawn.
If a request for examination has not been made within the time limit
prescribed therefor in paragraph (ii) or (iii), the patent application
concerned shall be deemed to have been withdrawn.

Multiple Claim System
(i)

(ii)

Before the revision of the patent law in 1981, only one claim was
allowed for one application.
One and a half years was spent studying
the
multiple
claim
system and
revising
our
law,
decree
and
regulations. We have just started to examine this sort of application.
Statement of Claims
In the statement of the patent claims under paragraph (4) of Article 8
of the Patent Law (hereinafter referred to as "the Law"), the matters
for which protection is sought among the indispensable constituent
matters of the invention shall be presented as an independent claim or
claims, and the matters which limit and embody technically the
preceding independent claim shall be presented as a dependent claim or
claims.
If necessary, the preceding dependent claim or claims may be
further limited and embodied technically by the consequent dependent
claim or claims.
The number of the independent claims shall be reasonable
to the nature of the invention claimed.

in relation

The number of dependent claims shall be reasonable to the extent
necessary to limit and embody technically the independent claim or
other dependent claim or claims.
A dependent claim may refer back to one or more claims which may be
the independent claim to which the dependent claim pertains or other
dependent claim or claims referring back to the independent claim, and
shall be presented by using the number of the claim or claims referred
thereto.
A dependent claim referring back to two or more claims shall contain a
reference number in the alternative only and not be referred to any
other dependent claim referring back to two or more claims.
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A dependent claim referring back
dependent claim or claims shall
thereto.

to an independent claim or other
not precede the claims referred

The
claims
shall
be
numbered
consecutively
in
presentation thereof of Arabic numerals, and each
presented by beginning in a new line.
(d)

the
order
claim shall

of
be

Utility Model System
The purpose of this system is to promote the progress of techniques
and to contribute to the development of national industries by
encouraging, protecting and fostering practical devices.
In this case, device means the creation of technical ideas by which a
natural law is utilized .
Most of the procedures and conditions for patentability are similar to
those for patents for inventions.
This system is developed in Korea as well as in Japan and the Federal
Republic of Germany.
Especially for the development of national
industries, this system is very useful to encourage devices and
improvements of technical ideas.
So the application figure for
patents.

utility models is higher

than that for

According to the Australian patent law, a petty patent is granted for
the small invention to get an exclusive right more rapidly than
through a patent.
The idea is very peculiar but this system is not
commonly used by applicants because the scope of protection is too
small and the period of protection is too short.
Position of Aliens
Capacity of Aliens
Aliens who have neither a domicile nor a place of business in Korea shall
not
enjoy rights
relating
to
industrial property;
however,
this
provision shall not apply to aliens where their country allows, under a
treaty or by the law of their country, Korean nationals to enjoy rights
relating to industrial property irrespective of whether Korean nationals
have a domicile or a place of business there, or to aliens who are the
nationals of a country which is not a party to a treaty where they have
either a domicile or a place of business in the territory of one of the
countries of a treaty.
Patent Administrator for Non-res i dents
(i)

A person who has neither a domicile nor a place of business in Korea
(hereinafter referred to as a "n o n-resident") ma y not, except to file
a
request for
registration under paragraph
(iii), below, or as
otherwise prescribed by law or decree, initiate any procedure in
regard to an application, claim or other matter relating to a patent
right nor appeal trial against any decision taken by an administrative
agency in accordance with this Law or an y order thereunder, except
through his representative with respect to his patent who has his
domicile in Korea (hereina f ter referred to as "patent a dm inistrator").

(ii)

The patent adm i nistrator shall, in addition to the powers specially
conferred on him, represent the princ ipal in all procedures and in any
appeal against a decision taken b y an administrative agency in
accordance with this Law or any order thereunder.
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(iii)

If a non-resident is the holder of a patent or has a registered right
to a patent, the appointment or change of his patent administrator on
the grant of a power of attorney or the extinguishment thereof, shall
not be effective against any third party unless they are registered.

(iv)

When a non-resident is to register the establishment of a patent
right, and during the life of a patent right, he shall appoint and
register a patent administrator as provided in paragraph (i) above.
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Trial Examination System
(a) Any one can request the Trial Board to examine the application if he is
unsatisfied about the examination and its procedure under provisions of each
law.
Two reexamining institutions are organized in the Office of Patents
Finally, the
Administration:
the Trial Board and the Appellate Trial Board.
Supreme Court will judge all appeals at the end.
(b)

Kinds of Trial Examination.
( i)

(ii)
(iii)

( iv)

According to the related law:
Patent, Utility Model, Design, Trademark
According to the formality of judicial procedure:
Trial decision, Decision, Instruction
According to the step for trial:
Trial Examination, Appellate Trial Examination and Appeal
Court

to Supreme

According to Contents of Trial Examination:
Trial for invalidation
Trial to conform the scope of right
Trial for granting a non-exclusive license
Trial to obtain permission to correct
Trial to invalidate permission to correct
Trial against decision on examination of application
Trial for cancellation (revocation) of registration
ReqUest for Appeal

Trial Procedure

froa tlle cxaainer'
Final Decision or
from the Trial

Decision

Rejection of Demand
Demand for Intervention
by Third Party

1------~

by Reason of Deficiency
in Formality

l

Submission of Opinion
Same as in Trial
Procedure

Substantive Trial
Examination

Investigation
of Evidence

Pr eservation

of Evidence
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INDUSTRIAL DESIGN SYSTEM
I
will
just introduce
the basic
registration of an industrial design.

concept

and

conditions

for

the

Industrial design means the shape, pattern or colour or a combination of
these in an article which produces an aesthetic impression on the sense of
sight.
Registrability of design
(a)
Any person who has created a design which is industrially applicable may
obtain a design registration therefor, except in the case of the following:
(i)

designs which were publicly known or publicly worked in Korea prior to
the filing of the design registration application;

(ii)

designs which were described in a publication distributed in Korea or
in a foreign country prior to the filing of the design registration
application;

(iii)

designs which are similar to
and (ii)

those referred

to

in sub-paragraphs

(i)

(b) Where a design could easily have been created, prior to the filing of the
design application, by a person with ordinary skill in the art to which the
design pertains, on the basis of a design or designs referred to in any of the
subparagraphs (i) and (ii) of paragraph (a) above and the shape, pattern or
color or a combination of these in an article which was publicly known in
Korea, a design registration shall not be effected for such a design
notwithstanding paragraph (a).
This system is much developed in Korea.
It also allows the application
for a patent or utility model to change to an application for design.
But in
some countries it is contained as a part of a patent or trademark, especially
concerning the location of the examining function in the Office.
TRADE MARK SYSTEM
Basic Concept of Trademark Law
(a)

The purpose of trademark law as stated in article 1 of the Trademark Law
is to ensure the maintenance of the business reputation of persons using
trademarks by protecting trademarks, and thereby contributing to the
development of industry and protecting the interest of consumers.

(b)

The definition of trademark is the characters, figures, signs or any
combination
thereof,
which
are
used
on
goods
by
a
person · who
manufactures, produces, processes, certifies or sells such goods in the
course of trade to distinguish his goods from those of another.

(c)

As in other countries, the law confers on a registered trademark the
following four functions:
(i) the origin or source function (ii) the
quality function (iii) the advertising function, and (iv) the property
function.
In many respects,
these functions
are
interrelated and
overlapping.

Examination System
Conditions for registration
The law provides only the conditions under which a
registered which are as follows:
(i)

where it consists solely of a mark,
usual name of the goods;

indicating,

trademark may not be
in a common way,

the
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( i i)

(iii)

( iv)
(v)
(vi)
(vii)

where it is customarily used on the goods;
where it consists solely of a mark indicating, in a common way, the
origin, quantity, shape or price of the goods, or the method or time
of manufacturing, processing or using them;
where
it
consists
solel y
of
a
mark,
indicating
geographical name, the abbreviations thereof or a map;
where it consists solely of a mark, indicating
commonplace surname or name of a legal entity;
where it consists solely of
figures or signs, etc.;

very simple

and

in a

a

well-known

common

commonplace

way,

a

characters,

in addition to the cases mentioned above in subparagraphs (i) to (vi),
where it does not enable consumers to recognize the goods as being
connected with a certain person's business.

In the case of a trademark falling under subparagraphs (iii), (v) or (vi)
above, where, as a result of the use of such trademark prior to the
application therefor, consumers are able to recognize the goods as being
connected with a certain person's business, registration for such a trademark
may be obtained notwithstanding the subparagraphs referred to above.
Unreg~strable

(i)

( i i)

(iii)

(iv)

trademarks are

those which are identical with, or similar to, the national flag,
emblem, colors, medals, decorations or badges, to the national flags
or emblems of foreign nations, to the Red Cross or Olympic emblems or
symbols, or to the titles or emblems of well-known international
organizations;
those which falsely indicate a connection with an y nation,
public organization, religion or famous deceased person, or
criticize, insult or defame them;

race,
which

those which are
identical
with,
or
similar
to,
famous
marks,
indicating a State or a local public entity or an agency thereof or a
non-profit organization or enterprise working in the public interest;
however, this provision shall not appl y where a state or a local
public entity or an agency thereof or a non-profit organization
working in the public interest applies for the registration of such
marks as its business emblem;
those which are contrar y to publi c o r d er or morality ;

(v)

those which comprise marks, which are identical with, or similar to, a
medal, certificate of merit, or prize awarded at an e x hibition held b y
or under the auspices of the Government o r at an exhibition held in or
under the auspices of a f oreign country;
however, this provision
shall not appl y where a person wh o has been awarded a medal,
certi f ic a te of merit or priz e uses it a s part of his trademark;

(vi)

those which contain the portrait, title or trade name, signature or
seal of a famous person o r the name, famous pseudony m, professional
name or pen name of an y other person or the famous abbreviation
thereof (except where the consent o f the person concerned has been
obtained);

(vii )

th o s e whi c h ar e i d enti ca l
with, o r
similar t o , another person's
register e d mark applied f or prior t o the filin g d ate of the tra d emark
appli ca tion c once rned a n d whi c h a r e to b e used o n g o ods identi ca l wi th
or similar to the designated goods;
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(viii) those which are identical with, or similar to, another person's mark
(other than a mark which has not been used by that person during a
period of at least one year preceding the day on which the trademark
right became extinguished) where one year has not elapsed since the
date of extinguishment of the trademark right (or the date on which a
trial decision that a trademark registration is to be invalidated
became final and conclusive) and which are used on the designated
goods covered by the trademark right or on similar goods;
(ix)

(x)
(xi)

those which are well-known among consumers as indicating the goods of
another person or goods similar thereto, and which are used on such
goods or similar goods;
those which are well-known among consumers and are liable
confusion with the goods or business of another person;

to cause

those which are liable to be misleading with regard to the quality of
the goods or to be deceiving of the consumers.

Well-known Trademarks
Certain marks have such a wide reputation that, even if they are not
registered in Korea, they may be well-known to the average consumer in Korea.
If such a mark is used by an unauthorized third party, the consumer might
erroneously believe that the goods or services carrying such mark originate
from the owner of the well-known trademark.
The consumer might also expect a
certain quality which the well-known trademark represents.
For these reasons,
such well-known marks cannot be registered in Korea.
The contents of those well-known marks are as follows:
those which are well-known among consumers as indicating the goods of
another person or goods similar thereto, and which are used on such
goods or similar goods;
those which are well- known among consumers and are l iable
confusion with the goods or business of another person.

to cause

The important matter that demands special attention regarding well-known
trademarks is whether or not we shall recognize a foreign well-known trademark
which is not used in Korea.
If a well-known foreign trademark is registered
by an unauthorized third party, the owner of such mark may request for trial
to invalidate that trademark registration under the provisions of trademark
law.
Ultimately, whether the applied trademark is well-known or not shall be
concluded by the Appellate Tria l Board or the Supreme Court.
We think it is
desirable that the owner of a well-known trademark register his trademark in
Korea so that it may not be used or registered by an unauthorized third party.
Examination Procedure
Generally, the e xamination procedure can be divided into two parts:
formal examination and substantive examination.
The former is to examine the
formal requirements and the latter is to e xamine the substantive contents o f
te application. The examination procedure i s d e scribed in the f ollowing chart.
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Examination Procedure
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Non-exclusive License
(a)

Requirements for the Grant of Non-exclusive License

If the Administrator of the Office of Patents Administration considers
that the applicant for a non-exclusive license can guarantee the same level of
quality of the products which bear the trademark, a non-exclusive license for
the use of the trademark may be granted.
(b)

Effects of the Non-exclusive License
(i)

A non-exclusive licensee may
the license

(ii)

A non-exclusive
concerned

(iii)
(c)

licensee

use

shall

the

trademark within the

indicate

his

title

to

limits of
the

goods

Use of the trademark by a non-exclusive license shall be regarded as
use of the trademark by the owner.

Cancellation of the Non-exclusive License
(i)

When the trademark was improperly
with registration prerequisites

(ii)

registered

due

to

non-compliance

When the registration was made on the basis of a fraudulent application

(iii)

When the
violated

(iv)

regulation

on

the

transfer

of

non-exclusive

licenses

is

Extinguishment of the non-exclusive license.

The owner of a trademark right and the owner of a non-exclusive license
may apply jointly for cancellation of the registration of such non-exclusive
license.
Patent Attorney (Agent) System
Qualifications for Patent Agent
The person eligible to be a patent agent shall be over 20 years old and
should come within any of the following categories:
(a)
a person who has passed the qualifying examination for patent agent
and then a practical examination after one year's probation period;
(b)
a person who is qualified as an attorney and registered as a patent
agent in the Office of Patent Administration;
(c)
a person who has served as a third (examiner) or higher class
government official during which he has been engaged in the affairs relating
to examination and trial examination in the Patent Office for more than five
years.
Role of Agent
(a)

Agent for Patent Application
(i)

(ii)

Consulting
Prior art search
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(iii)

Writing
Specifications
application forms

(iv)

(span

of

claims),

drawing

and

making

Writing Statement and Correction

(b)

Agent for Design Application
Searching and Drawing

(c)

Agent for Trademarks
Searching prior registered marks and classification

(d)

Agent in case of Disputes about Industrial Property Rights
(i)

(ii)
(iii)
(iv)
(v)
(vi)

Opposition lodged
Evidence lodged
Appeal trial examination
Appeal appellate trial examination
Agent as a process Attorney
Trial regarding the scope of the right.

Considerations about the Revision of the Paris Convention
The diplomatic conference on the revision of the Paris Convention for the
Protection of Industrial Property has been continuing since 1980, and the
Korean Government has been attending this conference from the beginning.
Drafts for the revision of the Paris Convention were prepared for three years
from 1976 to 1978.
The revision of the Paris Convention should aim to contribute to the
establishment of a new economic order in the world in which social justice
prevails and economic inequalities between nations are reduced.
Industrial
property, in particular as it relates to inventions, should constitute an
element in the process of the transfer of technology and should contribute to
the achievement of new technological advances.
It should serve the goals of a
new economic order, in particular through the industrialization of developing
countries.
The objectives of the revision should be:
to establish the principal obligations and rights of the owners of
industrial property rights;
to facilitate the development of technology by
developing countries and to improve the conditions for the transfer of
technology
from
industrialized
to developing
countries
under
fair
and
reasonable
terms;
to
encourage
inventive
activity
in
the
developing
countries;
to increase the potential of developing countries in judging the
real value of inventions for which protection is requested;
in screening and
controlling
licensing
contracts;
in
improving
information
for
local
industry;
to enable member countries to take all appropriate measures in
order to prevent abusive practices in the field of industrial property;
in
general to ensure that all forms of industrial property, including trademarks,
be designed to facilitate economic development and to ensure cooperation
between countries having different systems of industrial property protection.
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Major articles of the revision concern the following matters:
(a)
Inventors'
Certificates are newly introduced in the Convention
comparable to the concept of a patent in Article l.
For putting into effect
this new concept of Inventors' Certificates the concept of patent right must
be defined.
(b)
There is a lot of discussion about how to describe the importance of
the new concept of patent regarding which working of the patented invention
should be emphasized.
The meaning of patent should be changed from the
protection of patent right to the promotion of transfer of technology and of
working of the patented invention.
(c)
Adoption of a new Article SA.
The expression "compulsory license"
in the present Convention is going to change into non-voluntary license.
Compulsory license has two meanings, i.e. exclusive license and non-exclusive
license.
Non-voluntary license is similar to compulsory license in its
meaning but the meaning of non-voluntary license is defined as non-exclusivity
under paragraph (6) of Article SA.
So, finall y , the expression non-voluntar y
license is one step backward from compuslory license to exclusive license
unless the attempt to have adopted paragraph ( 8) of the same Article for
giving benefits to developing countries is successful.
Paragraph (8) is
provided for developing countries to give exclusive licenses in case of
non-working of patented inventions (as a means of abuse) in a certain period
of time.
But many developed countries, although they had already agreed to
the adoption of it in Nairobi, are likely not to agree to accept this
paragraph for developed countries.
This article is a stumbling block to
progress in the diplomatic conference.
Nevertheless, we should keep our
position to adopt paragraph (8) of Article SA as it was proposed by developing
countries.
(d)
Protection of names of States and geographical indications.
This
Article is prepared in order to refuse or to invalidate registration of
trademarks which consist of a geographical or other indication suggesting a
country, a region or a locality with respect to goods not originating in that
country, if the use of indications for such goods mislead the public as to the
true country of origin.
This article ma y or may not be beneficial for
developing countries depending on how the system is used.
Future prospects of the conference
It is very difficult for developing countries to understand exactly the
real meaning of each Article because of lack of experience about industrial
property law.
We have to study care f ull y the proposals for making our
position more steady, and have to take the benefit as to the p u rpose of this
revision;
and also we have to cooperate to make our position unified and
exchange information studied among developing countries.
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STATISTICS
(1)

Indicators of Applications
(Number of Patents, Utility Models, Designs and Trademarks)
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170

241

24

19

54

35

33

85

34

33

68

4i

42

83

! • '16
. . . 26

13

54

53

72

112

14

9

. 28

22

14

()

. 22

10

,9

30

25

31

0

81

. 106

48

114

158

103

411 1,086 2,418 2,916 3,362 4,644

6,026

4

1

3

6

-

- -

-

1

-

-

-

2

8

3

1

5

4S9

939

170

238

0

2

4

1

1

3,829 3,984 4,368 622

545

339

448

r

76

82

31

58

7

46

·.

56

89

5

1,622 1,529 1, 760 484

..

.

.,

Netherlands
Demark

'·

2

93
'·

..

0
~

I'

i9

140

162

126

.

225

()

::r:
~
G1

::r:
H

250

'

Total

,169

671 4, 777 6 .~63 7,299 9,563 11,440 13,507

N
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Number of Applications by Koreans and Foreigners

Nullber of Applications

Riqhta

Year
Koreans
1970

'

Total

81.5

2,856

18.5

15,458

1971

1,283

67.3

623

32.7

1,906

1972

1,377

69

618

31

1,995
2,398

1973

1,622

67.6

776

32.4

1974

1,093

24.5

3,362

75.5

4,455

1975

1,326

46

1,588

54

2,914

1976

1,436

44

1,825

56

3,261

1977

1,177

39.5

1,962

62.5

3,139

1978

994

24.7

3,021

75.2

4,015

1979

1,034

21.9

3,688

78.1

4,722

1980

1,241

24.4

3,829

75.6

5,070

1981

1,319

24.9

3,914

. 75.1

5,303

1982

1,556

26.3

4,368

73.7

5,924

28,060

46.4

32,500

53.6

60,560

40,385

99.7

109

0.3

40, ·4 94

6, 789

99.7

21

0.3

6,810

Total
1970

before
1971

Utility
Models

Foreigners

12,602

before

Patents

'

1972

7,736

99.7

11

0.3

7,747

1973

7,536

99.7

25

0.3

7,561

1974

5,817

85.1

1,016

14.9

6,833

1975

7,052

96.7

238

3.3

7,290

1976

8,117

96.9

261

3.1

8,378

1977

7,199

94.7

402

5.3

7,601

1978

6,212

93.5

433

6.5

6,645

·- -

1979

7,215

90.7

742

9.3

7,957

1980

7,936

92.7

622

7.3

8,558

1981

8,519

94.9

545

6.0

9,064

1982

9,500

89.0

1,169

11.0

10,669

Total

130,013

95.9

5,594

4.1

135,607
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Number of Applications _

'

Forei-gners

'

20,870

99.3

137

. 0. 7

1971

5,320

' 99.5

,-- 28

0.5

1972

5,980

99 . 8 '

11

0:2

·--- 5,991

-99.7

20

0.3

- 6, 333

. 99 . 6 -'

27 -

0.4

6,220

.99.5

33

0.5

6_, 707-

98.6 '

23 '

Koreans
1970

before

...;
::

- Desigtis
· - ... . . . .

~- ~- ~

"'--: .:

;.-

- 6,313

H73

--

.
Industrial
--

_.

Year

Rights

.
-

1974

6,l~B

1975

6,_674

1976

-· 5,995

::;.: .

.:,;

::_ ~979

i980 .

9,736

191h
~982

11,231

Total
' ' 1970

108,390

_98 .

-

'···

--.·--::-,

97.1

~

._-2

_.,;..:
239

'S t 348

' 6,018

. _. :"2

.. n7··.-_-.
- -..:·

---

-

5 , 520

_c6,265 -· 8,371

2.9
-3 ~ 4

10,075

- 95 . 9

448

4.1

10,842 _-

94.4

671

5,6

i1,90i

2,209

.2:0

1 1 0,599 -

40.4

43,952

-- 32.8

5,816

96.6

-

98.0 .

. 339

--

26,362

60.0

' 17,590

1971

3,910

67 . 2

1,906

1972

. 4,804

69 ~ 9

: 2,074

- 30.1 '

6,878

35.1

-9,562

before

Trademarks

.: ~-::·:~-~~;.,.

••· .

l16

:.-,:.

.- _.21, 1)07

0.4
. f'

---

10 , 394

.

.-

-98

_; ~

..:..-~ ---

..

- 5,404

1977
:. 1978___

-

Tota-l

-

1973

6,210

64.9

3,352

1974

6,265

69.2

2,788

30 . 8

1975 .

7,232

76.3

2,244

23.7

9,476

24.1

11,037
9,415

(

9,053

1976 -

8,381

75 . 9

2,656

1977

6,682-

70.9

2,733

29 . 1

197,8

7,913

£5.7

4,127

34.3

12,040

1979 --

9,123 _

66.2

4,666

33.8

.13, 789

1980

8,785

64.-8

4,773

35.2

131558

1981

9,292

59.0

6 ; 463

41.0

15,755

1982

12,238

· o2 . 6

7, 299 -

37.4

"19,537

Total

117,197

65 . 2

34.8

179,868

-

62,671
, ..

278

WIPO-LAWASIA SEMINAR, 1983

(4)

Tendency of Registrations

74

75

76

77

78

79

80

81

82

479

274

427

1,419

1,632

1,808

2,609

Utility Models

1,174 1,046 1,115

577

999

1,781

1,753

1,691

2,514

Industrial
Designs

3,090 1,589 1,462 1,859

3,158

3,592

4,071

3,731

4,751

Trademarks

5,955 2,950j 4,419 3,989

7,504

7,206

7,845

6,769

7, 793

Patents

Total

322

442

10,541 6,027 7,475 6,699 12,088 13,998 15,301 13,999 17,667
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(5} · Registrations by 6

.

countries~

-. -

.... _____.

.... . ·

r:-_.
~

-

-

F-

l-,:-:-.:_.,_.

[

"

...

,

.. ·

_

.

t-.--

.

-

-:

.

-:·--·· . Fore·i~ers

k-· -

-

-50,625 .
(29.3')

t

I

t

!
I

I-

I

I~

.

1.

f.

~

-·
Japan

America

Germany

England
-- -

Patents

3.}044

·3,127

882

338

Utility Models

1,393

175

"25

12

. 354

4)8

28

22

1--

•,_

'

I,...

i

Trademarks
--

·-

I

i
t

'

I.

r'
I

France

429

277

-

..

12

-

Others . TOtal
-

612

8,709

"65

1,691 _

9 "

Industrial
-Designs

- Total

14,.469

11,509

"19, 260

-15;":249

.

.
-.

34

58

152

-·

-

3,755

2;477
.-

2,058

1,961

:2,910

39,139

4",690

.i,B49 .

2,533

2,305

3,739
-.

50,625

..

'

Switzerland

-

--

-

1,086

.

N

co
0
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Registrations by Koreans and Foreigners

Patents
Year

1 970

KOreans

%

Foreigners

Utility Models
%

Sub
Total

Koreans

%

99.5

2 ,370

69

1,061

31

3,431

7,181

71

192

94

37

16

229

1,141

72

213

98

5

2

218

73

188

99

11

1

74

227

70

95

75

212

48

76

191

77

Foreigners

In~ustrial

Sub
Total

%

Koreans

%

Designs

For
eigners

%

Tri;~de

Sub
Total

Koreans

rn<~rks

%

Foreigners

Tot<~l

%

sub
Total

35

0.5

7,216

7,765

99

75

1

7,840 15,385

66.7

7,670

33.3 23,055

100

-

-

1,141

2,283

98

41

2

2' 324

2,333

49.4

2,391

50.6

4,7 24

1,145

100

-

-

1,145

2,229

99.8

6

0.2

2,235

1,848

48.2

1,982

51.8

199

999

100

-

-

999

2,436

99 .8

7

0.2

2,443

2,622

37.4

4,386

30

322

1,155

98.5

19

1.5

1,174

3,071

99 .4

19

0.6

3 ,090

1,578

26.5

230

52

442

1,032

98.5

14

1.5

1,046

1,583

99.7

6

0.3

1,589

1,460

40

288

60

479

1,106

99

9

1

1,115

1,451

99.3

11

0.7

1,462

104

38

170

62

274

577

100

-

-

577

1,847

99.4

12

0.6

78

133

31

294

69

427

992

99 .3

7

0.7

999

3,070

97.1

88

79

258

18

1,161

82

1,419

1,556

87.4

2i5

12.6

1, 781

3,522

98.1

80

186

11

1,446

89

1, 632

1,315

75

438

25

1, 753

3,917

81

232

12.8

1,576

87.2

1,808

1,300

76.9

391

23.1

1,691

82

274

10.5

2,335

89 . 5

2,609

1,961

78 .0

553

22.0

2,514

4, 780

35.5

8,709

64.5 13,489 21,460

92.7

1;691

before

Total

Koreans

%

Fore:igners

'

8,841

2L3

5,949 71

2,469

19

3,830

5,435 73

1,993

27

62.6

7,008

6,245 58

4,404

42

4,37 7

73.5

5,955

6,031 57

4,510

43

49.5

1,490

50.5

2 ' 950

4,287 71

1,740

29

2,958

66.9

1,461

33 . 1

4,419

5,706 59

1,769

41

1,859

2,618

65.6

1,371

34. 4'

3,989

5,146 77

1,553

23

2.9

3,158

5,369

71.6

2,135

28.4

7,504

9 ,564 79.1

2,524

20.9

70

1.9

3,592

4,686

66.0

2,520

35.0

7,206

10,022 71.6

3,976

28.4

96.2

154

3.8

4,071

4,665

59.5

3,180

40.5

7,845

10,083 65.9

5,218

34.1

3,542

95.0

189

5 .0

3 , 731

3,966

58.6

2,803

41.4

6,769

9,040 64.6

4,959

35.4

4, 343

91.4

408

8.6

4,7 51

4,4 20

56.7

3,373

43.3

7,793

10,998 62.3

6,669

37.7

97.5 1,086

2.5

7.3 23,151 42,059

43,145 53,908

57.9 39 , 139

32 ~ 701 78.7

•

42.1 93,047 122,207 70.7 50,625

29.3
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For~ign. Applications Filed and Regis~rations by Koreans(Rights and Country).
1982. Dec.

~

N

Utility Models

Patents

Appli- ~gist- Appli- Registcations rations cations rations

.

Japan

212

'6'

AIDe rica

190

60

7

Germany

44

4

13

57

9

3

France

43

4

2

R.O. China

24

3

25

Switzerland

10

3

3

238

39

8

3

818

128

205

12

England

'

Others

Total

144

7

1

1

Industrial Designs
Appli- '
cations

Rsgistrations

11

Trademarks

Total

Appli- Regist- Appli- Registcations rations cations rations

214

95

581

108

9

2

114

36

320

98

1

1

91

58

149

64

2

1

75

38

137

48

2

45

17

90

23

54

31

- 111

35

1

12

13

25

17

8

3

1,576

463

1,830

508

39

10

2,181

751

3,243

901

8
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60
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8
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.·.
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I
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110

5
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2

1
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5
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6
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291 ·

75

~
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26
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TRADE MARK LAW OF SINGAPORE
Mrs. Gladys Mirandah
Rodyk and Davidson
Singapore
Trade mark laws essentially make it illegal for any entity other than the
rightful owner of the mark to use the mark or a confusingly similar mark.
In
Singapore, trade mark laws are based upon the United Kingdom laws and
protection is given both to registered, as well as unregistered, trade marks,
otherwise known as common law trade marks.
From the foregoing it will be
evident that shortcomings in both the laws and the enforcement procedures can
create practical problems
to
the practitioner.
These
problems
can
be
discussed under two categories:
(A)

obtaining registration for a mark;

(B)

protecting a mark -

A.

registered or unregistered.

OBTAINING REGISTRATION FOR A MARK

Recognition should be given to home registration of foreign applicants
To qualify for registration in Part A of the Register a mark must be
non-descriptive, invented and distinctive.
It must also not comprise of a
geographical word or surname.
If the mark is not inherently distinctive but
capable of distinguishing the goods of the applicant the Registrar may
consider a Part B registration provided the applicant can verify usage of the
mark for a period of two years prior to the filing date.
Basically, a mark legally registered in a foreign country may face
difficulties
if the applicant wishes to obtain similar
registration
in
Singapore.
In
one
case
shirts
bearing
a
U.S.
registered
trade
mark
(comprising a surname) were actually manufactured in Singapore and exported to
the United States of America.
Evidence of this was not acceptable in
Singapore as evidence of usage to support even a Part B registration.
In this
same example, an independent third party who commenced use of the same mark on
shirts in Singapore gained priority by virtue of first usage and common law
rights.
The U.S. company in a desperate attempt to regain its trade mark had
no alternative but to go through prolonged and expensive court proceedings.
Whilst, the necessity for guidelines as to the acceptability of marks for
registration is appreciated, it cannot be denied that due regard should be
given to the home registration of a foreign applicant and therefore a
Certif icate of Registration obtained abroad should have persuasive effects at
the Singapore Registry.
Currently, only proof of registration in the United
Kingdom is acceptable to the Singapore Registrar.
Singapore is geared towards technological progress through free trade
practices and industrialization.
In line with this the time has come· when
po li cie s should change to accommodate international needs and requirements and
some ba sic protection should be granted to foreign marks.
Need fo r changes in law to recognise service marks
A service mark is a sign used by an enterprise offe ring services such as
banking ,
insurance,
hotel
and
restaurant,
tourist
agencies,
car
rental
agencies , laundry and cleaning services, etc.
In Sin gapore , there is no
provision fo r
registration of a mark as a
service mark.
The closest
equivalent a practitioner could recommend from the trade mark view point is a
Class 16 registration to cover stationer y such as letterheads, promotional
items, g ive aways, etc.
The descrption of goods fo r registration in Class 16
can be qualified to make specific reference to the services rendered such as
" ... stationery,
letterheads ... etc. all used in conjunction with bank and
banking services or hotel a nd hotel services" as the case ma y be.
However,
almost invariably it has been demonstrated that such a Class registration
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gives little or no p~otection to the proprietor because the key issue in such
a case is whether a third party can be prevented from using a similar name if
such use is likely to mislead the public as to the services rendered.
The
proprietor's only relief is in commencing a passing-off action in court.
To
avoid such unnecessary litigation there is undoubtedl y an urgent need to
change the laws and practices in Singapore in the area of service marks.
Registration of a trade mark as compared to trade name
commercial designation, business name or company name

or

otherwise called

In Singapore, there are two Registries dealing with the registration of a
trade name.
These are the Registry of Companies and the Registry of Business
Names. While the said two Registries work together in that they have a s y stem
of investigating name approved b y the two departments, both of these work
independently of the Registry of Trade Marks.
This means that the registration of a trade mark will not effectively
protect the word from use b y a third part y as a trade name.
Recentl y the
Registr y of Companies adopted the procedure whereby a person applying for a
search as to the availability of a name has to complete a prescribed form.
One of the questions to be answered by the applicant is whether the proposed
name is a "trade mark or a patent mark."
If it is, and the owner's consent is
not obtained the Registry could direct
that
the applicant
propose
an
alternative name.
However this has not prevented situations whereby famous brand names
registered as trade marks have also been registered as trade names by third
parties.
A simple solution would be to formulate a s y stem whereby t h e
Registry of Companies, the Registry of Business Names and the Registry of
Trade Marks work together to search for approved trade marks and trade names.
This system will also provide an automatic check against registration of
a dormant company or non-usage of trade mark, both of wh i ch are discouraged by
adequate laws.
Alternativel y ,
anothe r
simple
solu t ion could
be
mandator y
gazette
notification of trade names approved by the Registr y of Companies and the
Registry of Business Names which will give interested third parties the
opportunit y of opposing the registration of the trade name.
The close connection between trade marks a n d trade names must be read ily
appreciated.
Sometimes the suppl y of goods under a trade mark comes together
with the suppl y o f services under a trade na me;
for e x a mple , the supply of
computers and s ervices connected therewith or the methods of operation in the
cas e of the fa st f o od industr y .
Yet the adm inistration of the s y stem is s uc h
that the three Registrars do not work together, thereby giving rise to a great
deal o f confusion when similar trade marks and trade names are in the hands o f
independent parties.

B.

PROTECT I NG A MARK

Civil Action
In the event of a violati o n of
th e p laintiffs ca n initiate ci v il
whi c h may inc l ude a n o r d er fo r
v a r ious o th e r anc ill a r y or d e rs suc h
account of p r of it s a nd c o s t s .

ri g hts t o a registered o r common la w ma rk ,
action f o r i n fringement and/ or passing- o ff
inj u n c ti o n ( interl ocu t o r y or f ina l)
wit h
as o bl iterat i o n, inqui r y a s t o d amag es and
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Only in very exceptional cases is the court willing to grant an
interlocutory or interim injunction, the principle being that if damages can
adequately compensate the plaintiff's loss, then the defendant should not be
put out of business.
This often leads to difficulties for the plaintiff
because it is the reputation of the trade mark which is the prime concern and
not the loss of earnings or profits.
This problem can be further aggravated
since the waiting period for a hearing date can be more than two years.
Developing
the
sort
of
evidence
required
to
support
a
case
of
infringement or passing-off can also pose difficulties.
Ultimately, in most
cases the acid test is whether the reasonable man is misled or confused by the
use of the two similar marks which are the subject matter of dispute.
Quite
often members of the public or customers are ready and willing to give
Affidavits commenting on their experiences but as soon as they learn that they
may be required to give evidence in Court they withdraw altogether.
The same
problems can apply when trying to locate witnesses amongst wholesalers,
retailers, dealers and distributors.
A great deal of business transactions in
Singapore are carried out by small enterprises, sometimes on a family scale.
Such businessmen are extremely reluctant to be involved in any Court action,
albeit as witnesses, and this creates additional problems for the practitioner
who has somehow to develop independent evidence to substantiate his client's
claim.
Thus there are
the plaintiff.

limitations

in pursuing

the

civil

remedies

available

to

Criminal Action
Apart from civil action it is also possible to seek criminal sanctions
under the Consumer Protection (Trade Description and Safety Requirements) Act
No.
18 of 1975
(see Addendum).
This Act deals with prohibitions on
counterfeiting and imitations.
The remedy under this Act is confined to
registered trade marks and is not available to common law trade marks.
The
administration of this Act comes under the Commercial Crimes Department
(CCD).
Although a great deal could be achieved to control counterfeiting and
imitation, it is generally felt that the ceo gives low priority to the
enforcement of the Act.
The CCD does not have sufficient qualified and trained officers to
undertake investigations for trade mark violations.
A very heavy burden is
placed on the complainant to produce exact, accurate and overwhelming evidence
of infringement before the CCD takes any action whatsoever.
The complainant
has to submit the following evidence:
(1)

certified copy of the Certificate of Registration or trade mark;

(2)

a Letter of Authorization to the local company to liaise with
the complaint and follow-up action;

( 3)

private investigator's report showing the purchase of the
product supported by the original purchase invoice
generally called the "trap-purchase" evidence;

(4)

list of differences between the imitation and genuine products to
enable CCD to recognize the offending product and if this is not
visible to the eye then a chemical or engineer's report commenting
on the same;

(5)

samples of the genuine and imitation products.

ceo

on

imitation
what is

The CCD will then obtain a Magistrate's Warrant to conduct the raid and seize
the offending products.
The procedure of obtaining the evidence can be
time-consuming, and very often time is the essence in such cases.
By the time
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CCD arrives at the scene, the offender would have had sufficient time to move
the offending products elsewhere.
The complainant is then put to the expense
of reinvestigating the case hoping that he will be luckier or faster in the
next attempt.
It is a fact in Singapore that private investigators are very expensive
and not necessarily efficient or reliable.
In the circumstances more help in
investigations should readily come from CCD.
The CCD should be able to obtain
shipping documents and get valuable information as to the source of the
offending products and identify the persons responsible.
In practice the
evidence described as "trap purchase" evidence is the most difficult to secure
and it is impractical in all cases to expect the complainant to produce the
same without any help from the CCD.
Further the officers at the CCD should be encouraged to exercise greater
discretion.
In one case, for instance, save for the fact that the third party
had a certain small differing feature on his label that distinguished his
product from the complainant's product, the general get-up, colour, size,
layout, etc., was in all ways identical.
Yet the ceo refused to take action
under the Act and recommended that the complainant should seek civil remedies
as it was not a direct imitation of the complainant's products .
If the CCD
gives such a narrow interpretation to the Act then it would undoubtedly
undermine the very existence of the Act.
Even when a raid is successfully concluded, the follow-up action by the
CCD is generally slow and the case is normally handled by a police officer and
not a trained person from the Attorney-General's Office or the Public
Prosecutor's Office.
In almost all cases the accused pleads guilty and the
judge simply imposes a fine.
It is important that the actual prosecution be
handled by qualified and trained persons who would be better able to guide the
judge on the facts and circumstances of the case and ensure that appropriate
sentences are imposed.
The Act actually provides for imprisonment of two y ears, a fine not
exceeding S$ 5, 000.- or both and forfeiture of the offending goods.
While
there is always an order for forfeiture and destruction, there has never been
an order for imprisonment and the fines are generally very low.
The net
result is that the offenders are not deterred by the light fines while they
are encouraged by the prospects of making a quick profit at the risk of losing
so little.
The attitude of the ceo is that the complainant can always seek relief in
the civil courts.
However as explained above there are limitations in
pursuing civil remedies and additionally it must be remembered that it is not
damages that the Plaintiff or Complainant wants but a prohibition of the
activity complained of both in the i nterest of the owner and in the interest
of the customer.
It is also strongly recommended that the ceo should open its docir to
protect common law trade mark.
It is difficult for a pract i tioner to explain
to a client why on the one hand the law recognises common law trade marks and
on the other hand cannot afford protection for the same through appropriate
criminal sanctions bearing in mind particularly that sometimes the constraints
within trade mark laws make it impossible for the client to register his mark
as a trade mark.
It
is appropriate
at
this
stage
to
make some
comments
on
the
corresponding Malaysian prosecution system under the Trade Descriptions Act
1972. The owner of the trade mark in Malaysia applies to the High Court for a
Trade Description Order under the Ac t.
If the mark is registered the owner
exhibits the Certificate of Registration which g ives him p r ima facie rights.
If the mark is not registered then an Affidavit containing facts relating to
the long and substantial use of the mark is exhibi ted.
When the Co urt grants
the Trade Oeser iptions Order, the Enforcement Unit of the Ministry of Trade
and Industries can be approached on the strength of the said order (which is
valid for five years) to conduct and seize the imitation products.
The
Ministry will then prosecute the offenders.
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As can be seen a great deal of red tape is cut down and it provides for a
more efficient and speedier method of prosecution.
The "trap purchase"
evidence is not always crucial before the authorities step in .
From
experience, it can readily be appreciated that Malaysia has stepped up its man
power in the Enforcement Unit of the Ministry of Trade and Industries in
recent years and there is even a prosecution section within the Registry of
Companies to deal with situations where a third party registers a trade name
or company name which is already a registered trade mark.
Recent revision in
labelling laws in Malaysia also provide measures against counterfeiting and
imitation.
Some radical changes are therefore required in Singapore at the · ceo in
(a) method of investigation, (b) at the prosecution level and (c) at the
judicial level where greater emphasis should be placed on a deterrent
sentence, including imprisonment in appropriate cases.
It must always be
remembered that infringement does not only hurt the economic interest of the
owner but is against public interest.
Conclusion
Singapore legislation on trade marks has in the past decades been long
neglected and accorded low priority in the economy.
The subject of trade
marks cannot be studied ab initio in isolation from the economy of the country
and its national goals. -As a country bent on encouraging the inflow of high
technology,
research and development,
industrialization and
free
trade
practices, to make it a financial and commercial center it must possess a
satisfactory system of protection of intellectual property rights whether in
the area of trade marks,
patents, designs or copyright.
The limited
protection and the unsatisfactory enforcement procedures available will
inevitably be viewed as inadequate .
Some workable solutions must be found to
keep in line with the national goals of the country.
All this is not to say that Singapore has earned an image as a haven of
industrial forger y over the y ears as can be said of other developi ng
countries.
As Singapore gains further impetus in its industrialization
programme and hopes to attract more foreign investment, a sincere effort must
be made to tighten the noose around the potential infringer.
Economic and
political stability alone is insufficient to attract investors if the trade
mark laws prove to be a nightmare as in the recent Apple Computer forgery in
Taiwan.
Singapore will need to demonstrate that it can make changes in the
law where necessar y and make tougher deterrent penalties stick to avoid
cynical charges of window-dressing.
Indeed, Singapore's attempt to attract
technology transfer may in part depend on its readiness to take stern action
against counterfeiters.

[Addend um follows]
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ADDENDUM
CONSUMER PROTECTION (TRADE DESCRIPTIONS AND SAFETY
REQUIREMENTS) ACT NO . 18 OF 1975
Amendments to the Trade Marks Act
"Counterfeiting a
trade mark used by
another

What constitutes
counterfeiting a
trade mark

1.

After Section 69, insert the following:
69A.
Any person who counterfeits any trade mark
used by any other person shall be guilty of
offence and shall be liable on conviction
imprisonment for a term not exceeding two years
to a fine not exceeding five thousand dollars
to both.

an
to
or
or

69B. - (1) A person shall be deemed to
counterfeit a trade mark who either (a)

without the consent of the proprietor of the
trade mark makes that trade mark or a mark so
nearly resembling that trade mark as to be
calc~lated to deceive~
or

(b)

falsifies any genuine trade mark whether by
alteration, addition, effacement or otherwise.

(2)
In any prosecution for counterfeiting a trade
mark the burden of proving the consent of the
proprietor shall lie on the defendant.
Making or possession
of any instrument
for counterfeiting
a trade mark.

69C. Any person who makes or has in his
possession any due, plate or othe~ instrument for
the purpose of counterfeiting a trade mark, or has
in his possession a trade mark for the purpose of
denoting that any goods are the manufacture or
merchandise of a person whose manufacture or
merchandise they are not, or that they belong to a
person to whom they do not belong, shall be guilty
of an offence and shall be liable on conviction to
imprisonment for a term not exceeding three years
or to a fine not exceeding five thousand dollars
or to both.

Importing or selling
etc., goods marked
with a counterfeit
trade mark.

69D. Any person who imports, sells or exposes or
has in his possession for sale or any purpose of
trade or manufacture any goods or things with a
counterfeit trade mark affixed to or impressed
upon the same or to or upon any case, package or
other
receptacle
in
which
such
goods
are
contained, shall, unless he proves that -
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(a)

having
taken
all
reasonable
precautions
against committing an offence under
this
section,
he
had,
at
the
time
of
the
commission of the alleged offence, no reason
to suspect the genuineness of the mark and on
demand
made
by
or
on
behalf
of
the
prosecution, he gave all the information in
his power with respect to the persons from
whom he obtained such goods or things~ or

(b)

otherwise he had acted innocently,

be guilty of an offence and shall be liable on
conviction
to
imprisonment
for
a
term
not
exceeding one year or to a fine not exceeding two
thousand dollars or to both."
"Representation on
trade marks of Arms
or Flag prohibited,
etc.

2.

Delete section 70 and substitute the following:
70. - (1) Any person who causes or permits to
appear on a trade mark used by him for the
purposes
of
his
trade
or
business
any
representation
of
the
Arms
or
the
Flag
of
Singapore, or of any arms or devices so nearly
resembling them as to be likely to deceive, shall,
unless such trade mark is authorized to be used by
order of the President, be guilty of an offence.
( 2)
Any person who imports, sells or exposes or
has in his possession for sale or any purpose of
trade or manufacture any goods or things to which
a trade mark bearing any representation prohibited
by subsection (1) of this section is applied,
shall be guilty of an offence.
( 3)
Any person guilty of an offence
under
subsection (1) or (2) of this section shall be
liable on conviction to imprisonment for a term
not exceeding two years or to a fine not exceeding
five thousand dollars or both and to forfeit any
goods
to
which
the
trade
mark
bearing
the
prohibited representation is applied."

PATENT SITUATION IN SRI LANKA
Mr. Kirthisiri Jayasinghe
Registrar of Patents and Trade Marks
Sri Lanka
At the outset I would like to express my gratitude to the Director
General of the World Intellectual Property Organization, Dr. Arpad Bogsch, for
having invited me to address this distinguished assembly.
I am indeed greatly
honoured by this gesture.
The topic on which I am expected to speak today is "The Patent Situation
in
Sri
Lanka,"
with
emphasis
on
practical
problems
encountered
in
administering the patent law in Sri Lanka, with possible solutions to such
problems.
In dealing with this subject it would be relevant and perhaps ne-cessary
to trace in brief the historical beginnings of the patent system in Sri
Lanka.
The idea of a right to industrial property had been initially
introduced to Ceylon, as Sri Lanka was then known, during the British regime
which commenced in 1796 and lasted till the middle of the 20th century.
In
keeping with the colonial practice of introducing their legal systems to the
ceded colonies, the United Kingdom legislation on industrial property entered
our statute book during the reign of Queen Victoria, enabling Ceylon to grant
the first patent in 1861 for an invention for "Improvements in Coffee Pulping
Machinery" 28 years prior to the birth of the now famous Paris Convention for
the Protection of Industrial Property.
Thus the British Inventor's Ordinance
of 1859 became Ceylon's initial legislative provision on patents.
This was
replaced in 1906 by the then prevailing United Kingdom legislation on the
subject, which was destined to be our patent law for nearly 75 years until the
enactment of the present Code of Intellectual Property Act, No. 52 of 1979,
now popularly called the "Code."
The initiative for
this reform came from the Government,
on
the
invaluable advice of the World Intellectual Property Organization (WIPO) ,
which recognized the need to modernize the country's intellectual property
legislation in keeping with the declared policy of the government to transform
Sri Lanka into a modern commercial state.
The preparation of the Code which
consists of four main parts - one dealing with copyright and the other three
with patents, trade marks and industrial designs - was a unique co-operative
endeavour which involved the active participation of members of the Sri Lanka
legal profession, government officials and the World Intellectual Property
Organization.
This procedure ensured that the collective experience of
private legal practitioners who are well acquainted with the needs and
problems of applicants for industrial property rights, the practical knowledge
of government officials responsible for administering the existing industrial
property system, and the international expertise and co-operation of the
leading inter-governmental organisation in the field of intellectual property
were harnessed in the effort to produce a modern and workable Code.
This
Code,
modelled
on
a
draft
prepared
by
WIPO,
based
on
provisions
internationally accepted by developing countries, was adapted to suit local
requirements by a committee of local experts.
The · Director General of WIPO
took a personal interest in this matter, even visiting Sri Lanka to discuss
the draft Code with the committee.
The result was a Code of modern laws
incorporating new ideas and reflecting international trends in commerce and
trade. This is thought to be the first example of any country taking a global
approach in preparing legislation covering all fields of intellectual property
and enacting it simultaneously.
The Code came into operation on the lst of January, 1980, and _to achieve
its efficient administration a new department under the Ministry of Trade &
Shipping with the name "Registry of Patents and Trade Marks" was set up.
During the first year of its existence the new department granted a total of
685 patents as against none during the previous year.
It would be significant
to mention that the previous 685 grants had taken a period of 12 years.
During the year 1980, a backlog of patent applications which had built up
during a period of about 10 years was completely cleared under the new
provisions which made this possible.
Also the revenue collected during 1980
was more than the total aggregate of the previous 20 years.
These statistics
alone prove the efficacy of the new Code, some of the enabling provisions of
which are discussed below.

292

WIPO-LAWASIA SEMINAR , 1983

Patents, as we know, are granted for "inventions."
According to the
Code, an "invention" means an "idea of an inventor which permits in practice
the solution to a specific problem in the field of technology."
There are
four conditions laid down in this definition.
Taking the definition in its
reverse order, the invention must be in the field of technology.
Thus a new
recipe for a fish curry would not qualify as an invention, though a new
saucepan for cooking the curry would qualify.
Next the invention must give us
the solution to a technical problem.
The invention must enable the solution
to be given practical effect and it must result from the intellectual efforts
of the inventor, that is, it must be an idea.
The invention must not only
provide a solution but enable the solution to be put into practice.
Thus it
is not sufficient for an invention to state simply that the application of a
coating or layer of a chemical compound to the surface of a saucepan will stop
food sticking to the saucepan and expect a patent.
The invention must also
tell us what chemical compound will achieve the desired result, that is the
invention must be capable of working in practice.
We are all capable of good
ideas, but they must be practical.
Next the Code says that the invention must
relate to a product, that is something that can be bought and sold;
or to a
process, that is a method of making something.
The following,
notwithstanding that they are inventions within the
definition of that term, are excluded under the Code from patentability:
discoveries, scientific theories and mathematical methods;
plant or animal
varieties or essentially biological proceeses for the production of plants or
animals, other than micro-biological processes and the products of such
processes;
schemes, rules or methods for doing business, performing purely
mental acts or playing games;
methods for the treatment of the human or
animal body by surgery or therapy and diagnostic methods practised on the
human or animal body.
An invention is patentable if it is new, involves an inventive step and
is industrially applicable.
An invention is new if it is not anticipated by
prior art.
Prior art consists, inter alia, of anything disclosed to the
public, anywhere in the world, by written publication, or in Sri Lanka, by
oral disclosure, by use or in any other way, prior to the filing or, where
appropriate, priority date of the patent application claiming the invention.
An invention is considered as involving an inventive step if, having regard to
the prior art relevant to the patent application, such inventive step would
not have been obvious to a person having ordinary skill in the art.
An
invention shall be considered industrially applicable if it can be made or
used in any kind of industry.
The grant of patents in Sri Lanka under the old English Law involved a
procedure which for a developing country was too cumbersome, complicated and
time-consuming.
The long delay in granting patents had to be eliminated in
view of the government's policy to encourage, rather than discourage, the flow
of foreign technology and investment.
Thus in order to eliminate possible
administrative delays and to obviate the necessity for expensive documentation
and the employment for examining purposes of many scientific per -s onnel who
could be more usefully employed elsewhere, the Code has simplified, in two
respects, the procedure for making a patent application and obtaining a
grant.
Firstly, while requiring that an application be accompanied by an
international-type search report, or be subject to a local search and report,
which could be consulted in judicial proceedings if the validity of a patent
is challenged, the Code dispenses with the examination of patentability as to
substance during the granting procedure.
The patent will be granted if the
formal requirements stipulated for a valid application are complied with.
Secondly, no provision is made for opposition proceedings during the granting
procedure;
instead it is left to the Courts alone to determine the granting
validity of a patent after grant, thereby eliminating the delay and expense
that would be involved in contentious proceedings before grant (the loss of
time in exploiting a patent being a deterrent to a foreign applicant) when the
grounds for opposition are usually the same as for invalidation.

MR. KIRTHISIRI JAYASINGHE

293

Any person may make an application for a patent, but a patent may only be
granted to the inventor himself, or to someone who has acquired the rights in
the invention, e.g., by buying the invention, or to some other person who is
entitled by law to be granted a patent (such as, for example, an employer when
the invention has been made by an employee in the course of his employment).
The application may be made by two or more applicants acting together.
Provisions concerning the naming of inventors, the rights of employees,
and licence contracts are also found in the new patent law.
A patent is deemed to be granted on the date that the Registrar issues
the Certificate of Patent and it runs for 15 years from the date of grant,
subject to the payment of annual renewal fees in respect of the third year
onwards.
Sri Lanka's new Code of Intellectual Property assumes great importance as
an aid to economic development.
One is apt to think of industrial property
protection as solely a matter of law but it is far more than that.
It is a
fact of economic life for any country, developed or not.
It is intimately
linked with the scale of production and the circulation of goods.
The rights
of industrial property follow products from their production through marketing
channels to the final consumer.
Thus the number of applications for patents,
trade marks and industrial designs provides a direct indication of the level
of technical and economic development in any given country.
Sri Lanka notes
with pride the steady increase of its patent and trade mark applications
during the last few years.
The foregoing illustrates the solutions the new Code has provided for the
patent problems which once existed in Sri Lanka.
Present problems are
discussed below.
It is noted from an inspection of the applications filed in the Sri Lanka
Registry over the last 10 years that those applications arriving from abroad
are always prepared by professional patent agents and the description,
drawings and claims are satisfactory for the purposes of the Code.
The only
examination necessary in these cases is a formalities check within the office
to ensure that the description, drawings and claims have been filed and not
overlooked by some clerical failure.
On the other hand, applications arising
from local inventors are normally prepared by the inventor himself without the
benefit of professional advice.
These applications are generally deficient,
either in respect of the description, or in respect of the claims, or both.
I t is often very difficult to correct such descriptions without the risk of
running into problems.
It is better to accept the description with all its
imperfections, raising an objection only in the most blatant cases, e.g.,
where the description is no more than a statement of the problems faced by the
inventor without any information of the actual construction of an article or
the steps to be followed in carrying out a process.
More important from the
public interest is a clear statement of claims.
In many cases, local
inventors simply provide claims reciting the benefits or advantages of the
invention and the Registry endeavours to give every assistance to the
applicant in an effort to get the claims into an acceptable form.
The Code
allows an applicant to amend the a pplication subject to the provision that any
amendment may not g o beyond the d isclosure in the initial a p plication.
Thus
the application after amendment must not contain subject matter not disclosed
in the initial application, if the original filing date is to be retained .
It may be noted that industrial property offices in most developing
countries fail to get due recognition and support from their own governme n ts.
Often the best possible staff is not p r ovided by the state and sometimes not
even a sufficient cadre of officers to run an e ff icient office.
Even these
officers (not Staff Officers) are subject to f requent trans f er to other
departments after a few years, when the y ar e j ust beg inning to pick up the
technicalities o f their work, unmind f ul o f the f ac t th a t a n i ncoming new
officer would be unproductive during his training period with no guarantee
that he would also not be transferred by the time he settles down .
This
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situation perhaps arises from the fallacy that the protection of industrial
property is an expression of a highly developed economy.
A country in the
course of development should aim its economy at the highest possible level,
and the experience of now highly developed countries, which were not so well
developed a generation ago, shows that the protection of industrial property
can be one of the elements which favour economic growth.
It would be well if
this awareness is sufficiently created among states and the governments
advised through the good offices of the International Secretariat that the
industrial property offices may be treated as "closed departments" with power
to recruit their own staff on salary scales which would attract the best
available personnel.
A recommendation by the International Secretariat based
on a comparative study of the structure of the industrial property offices in
the region would no doubt be received with respect and help the respective
governments to re-structure their own industrial property offices.

PATENT SITUATION IN THAILAND
Mr. Chare Chutharatkul
Director-General, Department of Commercial Registration
Ministry of Commerce
Thailand
I.

Introduction

The Patent Act B.E. 2522, the first patent law of Thailand, was enacted
in 1979 after a long history of unsuccessful attempts.
It came into force on
September 12, 1979, about three years ago. Since the coming into existence of
the law was unexpected and accidental, neither the government sector nor the
private sector was well prepared to get along with it. After the first three
years of its implementation, however, it seems that the patent administration
in Thailand is progressing quite well.
This paper will deal with practical problems encountered by officials of
the Department of Commercial Registration in administering the Patent Act and
with possible solutions to such problems.
II.

Problems on Part of the Private Sector

Members of the private sector directly involved in the administration of
the patent law are inventors and patent agents or patent attorneys.
In this
paper, therefore, the term "private sector" simply means those two groups of
people. Problems of the private sector can be listed as follows:
(a)

Lack of Adequate Knowledge of the Patent System

Although there had been some efforts to acquaint the members of the legal
profession and others interested in the patent system with the rationale,
legal principles and practice of the system before the enactment of the law in
1979, only a handful of people had a good knowledge of the system.
Lack of
adequate knowledge of the system leads to misconceptions which in turn cause
certain problems.
For example, there have been many applications for patents filed by the
local inventors and designers for inventions and industrial designs which were
widely known or used or disclosed in printed publications before the filing of
applications.
Without an understanding of the concept of novelty,
the
applicants think they are entitled to patents since they are the original
inventors or designers.
It is a waste of time and money of both the
applicants and the patent office to handle defective applications.
(b)
Lack
Application

of

Adequate

Knowledge

and

Skill

in

the

Preparation

of

As we all know, preparing a patent application requires certain knowledge
and skill.
The necessary knowledge includes technical knowledge and legal
knowledge.
To acquire skill one needs practice.
Most of the applicants,. or
almost all domestic ones, do not have sufficient knowledge and skill in
preparing patent applications.
Therefore, the examiners have to spend a lot
of time in carrying out formal examination.
Sometimes, we have to help the
applicant revise all elements of the application, otherwiae it would not look
like a patent application.
Fortunately, most applications are filed by
foreign applicants who are assisted by skilled patent agents in their original
countries as well as in Thailand.
There have been some difficulties arising from misconceptions with
respect to patent applications and the granting procedure.
Most of the
domestic applicants are familiar with simple registration procedures such as
business registration,
registration of companies and partnerships where
registration is granted only after the formalities check is done.

WIPO-LAWASIA SEMINAR, 1983

296

(c)

Financing Problem

An invention goes through several stages from the time when it is
conceived until it is reduced into practice and it bears certain costs.
At
the time when the inventor wants to seek legal protection for his invention,
he is often poor.
This is not true in all cases but it always happens to
private or individual inventors.
A patent is not given free of charge.
Besides the prescribed fees such as the filing fee, publication fee and
examination fee, the applicant has to pay also for other expenses in preparing
his application and in handling it, which is not a small amount of money.
It
might cause the applicant serious difficulties if he could not solve his
financial problems.
III. Possible Solutions to the Problems
Possible solutions to the problems, some of which have been used by the
Department of Commercial Registration, can be outlined as follows:
(a)

Publicity and Orientation Programs

After the enactment of the Patent Act, there have been some publicity and
orientation programs organized from time to time by the government as well as
the private sector.
For example, the Department of Commercial Registration,
with the assistance of the World Intellectual Property Organization (WIPO) and
the Canadian Patent Office, conducted three orientation seminars on patent law
and practices in 1979 and 1980. A few seminars and workshops on other aspects
of the patent system were organized by the Ministry of Science, Technology and
Energy and the Thai Industry Association. But such programs were conducted on
a very small scale.
There should be
concerning the policy,
patent applications.
training courses and a

a strong campaign for the education of the public
legal concepts of the patent system and how to prepare
This may consist of a series of sewinars, workshops or
publicity campaign through the mass ~edia.

(b)
Establishment
Assistance to Inventors

of

a

Government

Agency

or

Unit

to

Give

Technical

As the main function of the Department of Commercial Registration is to
determine whether the patent applications submitted are in order and whether
the alleged inventions are patentable or not on the basis of the papers
submitted, it is not supposed to give the inventors any consultant services.
It therefore acts as the sole "judge" to grant or deny patents.
What is
lacking, is a sort of "patent agent" or "patent attorney" who will supply the
assistance needed by the inventor in order that his patent application can be
prepared according to legal and technical requirements .
A government agency or unit should be established in Thailand to give
technical and legal assistance to Thai inventors by examining their submitted
inventions to determine their patentability and by helpin9 them prepare patent
applications locally and abroa d and by repr e senting them in filing their
patent applications.
The Philipp i ne Inventors Commission can be used as a
model of this agency or unit.
IV.

Problems on Part of the Government Sector

The government agency responsible for the i mplementation of the Patent
Act is the Department of Commercial Registrat i on. The problems encountered by
officials of the De partment c an be outlined a s f ollows:
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(a)
Lack
Applications

of

Adequate

Knowledge

and

Skill

in

Processing

Patent

The first group of patent examiners recruited by the Department were new
graduates in engineering and science from local universities.
They did not
have any knowledge of the patent system. Training programs were organized for
them at the Department and in some foreign patent offices with the assistance
of WIPO.
But most of the training courses were introductory and basic in
nature. Most of the examiners are not skillful, and they are inexperienced in
conducting searches and examination.
Languages is also one of their serious
problems since almost all of them were educated only in Thailand but all of
the search materials and tools are in English only.
(b)

Incomplete Patent Documentation

At present, there are two collections of patent documents stored at the
Department of Commercial Registration.
The
first
is a collection of
Australian patent specifications from 1936 to date and the second is a
microfilm collection of US patents from 1970 to date. This search material is
incomplete in some respects, for example, some specifications and search cards
are missing.
(c)

Too Many Applications and Few Examiners

The number of patent applications filed in Thailand is increasing every
year.
In 1980, only 276 applications were filed while the number of
applications lodged in 1981 and 1982 were 451 and 558 respectively.
Only 16
examiners are responsible for the processing of these applications.
Each
examiner has to do the formalities check, the search and the examination.
V.

Possible Solutions to the Problems

The following outlines possible solutions to the problems encountered by
the Department of Commercial Registration in the implementation of the Thai
patent law:
(a)

Training Programs for Patent Examiners and Other Staff

It has been realized by the Department from the very beginning that there
is a great need for the training of its personnel in the areas of patent
administration and examination.
Right after the Patent Bill was approved, in
principle, by the National Assembly at the first reading, the Department
approached WIPO and some foreign patent offices to help us in this respect
and, fortunately, we received positive responses.
Almost all Thai patent examiners and some of the other staff of ·the
Department have undertaken training in various patent offices, including the
Federal Republic of Germany, Canadian, Swedish and European Patent Offices and
WIPO.
The training assistance also takes the form of t:roviding experts to
conduct training programs here in Thailand.
However, as indicated earlier,
most of such training courses were rather basic and introductory in nature and
the duration was very short.
What the examiners need now is practical or
in-depth training, with longer periods. We have just asked WIPO to o+ganize a
training program of this nature for our officers for a period of three years
(1983-1985)
and,
again we have received a
positive answer
from that
Organization.
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Building up Patent Documentation Collection

An effective patent search and examination can be conducted only on the
basis of a complete collection of patent documents.
The Department of
Commercial Registration is trying to maintain as many collections as possible
and practical while completing and updating the existing two collections.
As in other areas, the Department has also been assisted by WIPO and the
Australian Patent Office
in
organizing
complete
and
practical
patent
documentation. Both of the two existing collections were given free of charge
by the Australian office while WIPO is trying to obtain additional collections
for it.
However, in order to utilize its limited building space to the
fullest extent and to save the storage and maintenance costs, the Department
is planning to limit additional collections to selective or specialized fields
or industries and to keep them in the most practical and appropriate forms
such as microfilm.
(c)

Recruiting More Personnel

To match the increasing number of applications, the Department must
recruit more patent examiners and other relevant staff.
Otherwise it would
face a big backlog like other patent offices.
However, such a problem, if it
happens, would not be serious because the Department is empowered by the
Patent Act to seek examination assistance from foreign patent offices whenever
desirable.
And the Australian Patent office has agreed to provide search
reports for patent applications filed in Thailand if requested by the
Department. This will be free of charge if the applicant is a Thai national.
VI.

Conclusion

Though the Department of Commercial Registration was not ready and well
prepared to carry out the effective implementation of the Patent Act at the
time of its enactment, it has proved that it can take the responsibility quite
well.
This is partly due to the assistance given and the cooperation of
members of the industrial property community of the world.

TRADEMARK LAW IN THAILAND
Mr. Dej-Udom Krairit
Kaplan Russin & Vecchi
(International Legal Counsellors Thailand Ltd.), Bangkok
Vice-President, Trademark, Patent
and Copyright Association of Thailand
and the Asian Patent Attorneys Association

International Convention
Thailand is not a party to any international convention on trademarks and
as such no priority rights are recognized other than the date of application
for registration or, in case of disputes, the date of first use in Thailand.
Registrable Mark
Trademarks in Thailand are given protection under the Trademark Acts,
B.E. 2474 (1931) and B.E. 2504 (1961).
These laws follow generally the
British trademark law and practice, and the classification of goods is also
based on the classification under the British trademark rules of 1938.
A mark
may consist of a device, brand, heading, ticket, name, signature, word,
letter, numeral or any combination thereof.
A mark which is descriptive or
has geographical significance or is a surname or is otherwise nondistinctive
is not registrable except on furnishing substantial evidence of use.
Certain
items are precluded from use as trademarks.
They include any mark relating to
royalty, the.kings or queens of the reigning dynasty, marks resembling the red
cross, representations of living persons without their permission and any mark
which is contrary to public policy or moral~ty.
Distinctiveness
"Distinctive" as defined under paragraph (2) of Section 4 means being
adaptable to distinguish the goods of the proprietor of the trade mark from
those of other persons.
The following trademarks were considered to be
non-distinctive and descriptive:
(1)

abbreviations (signatures)
KS - M D Pacific
Estee Lauder signature

{2)

descriptive:
Magnavox, Lebens Milch A, Riso, 7 Up, Kyushin Jipo,
Hydro-Titan, Bacardi Daiquiri, Mechanics and Design, Anemostat, Baby
Magic, Pow - Lee, Foremost No. 1 and Thumb Dev i ce, Kanebo Soie de
Reine (over-ruled by Board of Appeal), Latch- Lac, Sport o Rest,
Delta Loc, Ethylene P lastique, Bacteria Guar.d, Yohmotonic, and Cur 1
Device.

Geographical Name
In theory, a geographical name is not registrable as it is prohibited
under subparagraph ( 4) of Section 4.
However, if substantial proof could be
provided to justify the use of the mark, it is also registrable as in the
following cases:
(1)

if the mark
Fuji, Rose;

is also a common name or is translatable,

for example,

( 2)

if the mark is used in combination with products or a logo,
example, Yogohama-tyre, Canada Dry, Canada Cola, U.S. Master,
Alaska Milk with logo.

for
and
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However, the geographical name must be disclaimed in a way that it will not be
used separately from the other word.
Evidence of user must be substantial.
Normally it depends on volume of sales and related advertisements, and the
longer the period of time it has been used in Thailand the more convincing the
case for its registration will be.
A mark which contains a geographical name
as a part could be rejected for registration on the same ground as discussed
above unless proof of use could be provided to satisfy the Registrar.
There
is no distinction between local and foreign geographical names as to the
possibility to obtain trademark registration in Thailand.
The following are
rejected on the ground that they are geographical names - Argo (name of town
in Sudan) Bali
Bond Street Nikko (objection removed because Nikko means
sunshine).
Surname
Theoretically,
it
is
not
possible
to
register
a
surname
unless
substantial proof of use could be provided to constitute "distinctiveness."
There is also no distinction in the registration of trademarks with respect to
foreign and local surnames.
The following trademarks a r. e considered as
surnames: Jennings, Sheraton, Lulu, Avis, Bacardi, and Klinge.
Mark consisting of Foreign Language Letters
A mark which consists of only two or three roman letters is deemed to be
a non-distinctive mark.
If a mark is pronounceable only letter by letter, it
is considered as non-distinctive.
If a mark is pronounceaole as a word, it
could
be
registered,
provided
that
it
is
not
a
common name and
is
translatable.
If the mark is a natural
(dictionary)
word,
it is not
registerable unless substantial proof of use could be provided.
A mark which
includes a generic term, for instance, "Chlorozide," is considered to be
similar to chlorothiazide which is a generic term.
If the applicant applies
for a trademark of foreign characters, comprising of a single character or
more, he has to indicate in the application whether the characters have any
meaning or are translatable and how they are pronounced.
They are normally
considered as non-distinctive marks.
However, again, there are exceptions,
for example, where they are:
(1)

an abbreviated name or a name of the applicant, e.g.,
NGK, ND, Daimaru (Japanese character)

(2)

translatable, e.g., it, O.K., art, and kiss;

(3)

pronounceable as a word, e.g., Fab, Dot;

(4)

used in continuation of the applicant's
Johnson-Baby Shampoo, Mg-5, 3M, Mark-4.

name,

IBM, NPR, NEC,

e.g.,

Lady-Scott,

However, these marks must not have direct reference to the quality or
Lastly it is recommended that
character of goods applied for registration.
those combined characters should apply only to specific products being
distributed in Thailand.
Procedure to consider "Distinctiveness"
The distinctiveness of the mark is normally considered at the time of
filing the application.
If it is a non-distinctive mark and no proof of use
is provided, the application will be rejected.
A reference to a mark which is
entitled to be registered in another country is not logically persuasive under
the
Thai
tradema rk
law.
Also
fo reign
judgme nts
do
not
affect
the
discretionary power of the Thai trademark Registrar to consider each trademark
application on its merits under the Thai law.
Thailand is not a member of the
Commonwealth.
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Judgment on Similarities
Thailand adopts the code law system and there are numbers of court cases
on trademark matters, as well as decisions of the trademark committee, which
could be used as guidelines for judgements on the similaritiy of marks.
Normally, the Thai Trademark Office will judge similarity on identical
appearance and pronunciation, even though half of the mark is different.
Regardless of the characters used in the trademark application if the
trademark is identical or similar to the earlier in pronunication or meaning,
the later application could be rejected.
Hereinbelow are details of
trademarks which were considered confusingly similar and not confusingly
similar.
(1)

Confusingly similar:
Citanest;
Drapsule
Tabsul;
Reumatol
Nematol;
Cetrinets
Shiden
Chident;
Trisovit
Grisovit;
Mucaine
Millicaine;
Adler
Eagle (Adler in German means eagle);
Elevit
Gerivit;
Eunasin - Eudatin;
Steraskin - Stelazine;
Pylen - Dragon Device;
Kleenex - Cleantest.

(2)

Not confusingly similar:
Amber
Ambilhar;
Vibramycin
Vitamycin;
Tomycin - Toyomycin;
Aspro - Ana-Sco;
Aspro - Aspara;
Wasp - Vespa (Vespa in Italian
me~ns wasp);
Lutoral - Ly noral;
Bubble Up - Seven Up;
Duracalm Durabolin;
Anginin
Algeril;
Obimin
Hovimin
(objection
pending); Bandol - Band-Aid; Assajan - Assavin.

( 3)

Similar marks
class:

in different classes or for

Fesa
Fesa
(same
(different classes);
(4)

different goods

in same

class, different goods);
Jockey
Jockey
Mink River - Mink River (different classes).

Confusing similarity - word and picture:
Pylen (word)
Dragon (device);
Cymbal (word)
objection withdrawn; Star (word) - Star (device).

Cymbal

(device)

Classification of goods
Thailand still adopts the old British classification of goods which
consists of 50 classes of goods based upon the classification of goods under
the British Trademark Rules o f 1938. Registration may be sought under one or
more classes, for all the goods in one class or for specific goods in that
class.
There is no standard guideline for the classification of goods except
that used internally at the Trademark Office.
It is expected that this
guideline will soon be published and available for public use.
There is no
indication that Thailand is heading
towards adopting
the international
classification.
There is, however, an indication that 'l'hailand is going to
revise its classification of goods and modernize its trademark law.
We
envisage
a
number
of
di f ficulties
in
adopting
the
international
classification.
Particularly, the Trademark Office has to re-educate their
own staff to be familiar with the concept of classification of goods according
to the international practice.
They have also to allocate a budget for that
purpose and the authority who wishes to propose the said change must provide a
reasonable explanation to the government for approval of the proposed change
before submitting it to the National Assembly .
As above e xplained, each class
of the classification of goods wh i ch is prevailing in Thailand contains a wide
range o f goods and may be subd ivi d ed into several su b - g roups.
It is not
possible to de f ine which classificat i on is the widest to cover the designation
of goods in one or more applications.
This depends on the t ype of product.
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However, it is possible to simply state all goods under one class, but note
that should there be any objection (and the proof of use is required to
constitute "distinctiveness") the applicant shall be requested to limit the
use of the trademark only to the type of goods for which such proof of use is
available.
Note also that it is not possible to designate goods of more than
one class in a single application, and it is required by the trademark
registrar to describe the applicant's occupation in the application form.
Proceedings in registration
The Thai Trademark Office is the authority in Thailand which is empowered
to examine the formalities of applications.
Also, in carrying out such duty
the said Office checks the registerability, including the consideration of
similarity, of the marks.
Herebelow, in brief, is the registration procedure:
(a)

application for registration is made on an official Thai form by the
owner or agent either of whom must have a fixed place of business or
address for service in Thailand;

(b)

if the mark is deemed to be registrable,
is notified to submit the printing block;

the applicant or his agent

(c)

thereafter,
Journal;

in

(d)

if no objection is made to the registration within
publication, the trademark is granted registration.

the

trademark

There is no standard agreement
parties concerned agree agents of the
jointly execute the specific covering
and submit it together with a copy of
Office.

is

published

the

official
90

Trademark
days

from

for a letter of const~nt, but once the
said trademark owners shall prepare and
form, prepared by the Trademark Office,
the letter of agreement to the Trademark

Foreign conflicting judgments on the same case are considered as indirect
persuasive evidence.
It is necessary, in case the mark is rejected for
registration, that evidence proving the use of such mark to constitute
"distinctiveness" be provided.
At the Trademark Office there is no "hearing"
system. The parties concerned must take legal action in a court of law.
The response to the notice of objection in the Thai Trademark Journal
shall be made within the time specified in the notice.
Normally, there is a
30-day period for miscellaneous amendments and a 90-day .9 eriod for appeal.
The aforesaid terms are not extendable.
It is not possible to amend the elementary part of the trademark
application in Thailand, including an expansion of the designated goods or a
change or substitution of the applied mark, as the fees for a trademark
application are calculated on the basis of designated goods and related
trademarks.
Opposition
Application for registration is made on the prescribed official forms in
Thai by the owner or agent, one of whom, as indicated above, must have a fixed
place of business or address for service in Thailand.
l\ power of attorney
appointing a local agent should be filed on the prescribed forms with the
Trademark Office.
If the mark is deemed to be registrable, the applicant or
his agent is notified to submit the printing block.
Thereafter, the trademark
is published
in the official Trademark Journal.
If
no objection
to
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registration is made within 90 days from publication, the trademark is granted
registration.
The basis of opposition to a trademark in Thailand is
similarity which will mislead public understanding.
Of course, a prior
registered mark would have a strong persuasive appeal.
The popularity of the
mark, and its extensive use would receive great weight.
The period for
opposition is not extendable.
In a case of similarity to a prior application, the Trademark Registrar
will notify the later applicant to reach agreement on joint usage with the
prior applicant or take action in a court of law against the prior applicant.
The later applicant has to advise the Trademark Office within 90 days from the
date of having been advised of such similarity.
In case a later application is similar to a prior registration the
Trademark Registrar will request the later applicant to lodge an appeal with
the Trademark Appellate Committee within 90 days from the date of having
received notification.
A trademark registration dates from the date of filing of the application
for registration and is valid for a period of 10 years.
Application for
renewal must be made within 3 months prior to the expiration date.
Renewals
are granted for 10-year periods.
Defensive Mark
There is no system of registration of defensive marks other than the
system of an ordinary trademark registration;
thus there are no procedures
which are separately required for registraton of a defensive mark.
To what
extent an ordinary registered Thai trademark could be const r ued as a defensive
mark would depend strongly on the use of such trademark in Thailand.
If it is
extensively used and widely known to the public, such a trademark could be
construed as a defensive mark and the owner of such a trademark can claim
protection for his trademark though such owner may not file an application for
registration of a product other than his own particular prcduct.
For example,
trademark "FAB," owned by Colgate Palmolive Inc. of the United States, is
widely known in Thailand for goods in the category of detergent soaps or
cleaning substances.
Attempts have been made to use this trademark "FAB" for
toothbrushes and toothpicks.
However, such attempts failed since Colgate
Palmolive Inc. had brought the case to Court and the Supreme Court ruled that
the new applicant who made use of the trademark "FAB" did not honestly
exercise his right according to the provisions of Section 5 of the Thai Civil
and Commercial Code as stated herebelow:
"Section 5.
In exercising his own right or in performance of any kind of
debt, one shall carry out his performance honestly."
(Reference:

(l)

FAB (Detergent) V/S FAB (Toothbrushes);
Case No. 38/B.E. 2503

(2)

FAB (Detergent) V/S FAB (Toothpicks);
Case No. 343/B.E. 2503

(3)

HALLS (Confectioneries) V/S HALLS (Cosmetics);
Case No. 1938/B.E. 2517

(4)

BEAR Brand (Milk) V/S BEAR Brand (Soap);
Case No. 324-5/B.E. 2513)

There are no precise standards or guidelines to be used in considering
whether a trademark is famous or well known.
A defensive mark could be either
a wordmark or a logo but that again depends on its publicity.
Of course, a
defensive mark must be a registered trademark for goods in relation to which
the owner of such trademark can justify his claim that the trademark is used
with his goods and is widely known in Thailand.
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As explained above, there is no process of registration of a defensive
mark. However, apart from claiming under the provisions of Section 5 of the
Civil and Commercial Code, the owner of an ordinary mark can, also, claim his
registered mark as a defensive mark under the provisions of the Thai Penal
Code on the ground of unfair competition. However, the use of such trademark
must receive public acknowledgement.
Cited hereinbelow are provisions of two
sections which may be of interest in considering the possibility of
instituting a claim on unfair competition for a defensive mark.
"Section 272.

Whoever

(1)
uses any name, figure, artificial mark or wording in carrying
on the business of any person, or causes the same to be affixed on any
goods, packing, wrapping, advertisement, price list, business letters or
the like in order to deceive the public that it is the goods or trade of
such person;
( 2)
uses any signboard or the like in a manner likely to deceive
the public that his trading premises are those of another person situated
nearby;
(3)
propagates false statement in order to bring credit to the
trading premises, goods, industry or commerce of any person with a view
to obtaining benefit for his trade.
shall be punished with imprisonment not exceeding one year or
exceeding Baht 2,000 or both.

fine not

The offense under this section is a compoundable offence.
Section 275. Whoever brings into the Kingdom, sells or exposes for sale
any goods bearing any name marked or description as provided in
Section 272(1) or any goods bearing any forged or resembled trademark of
any other person according to Sections 273 or 274 shall be liable to the
same punishment as provided in such section."
Since there is no system of registratin of defensive marks in Thailand,
it is thus not possible for the owner of a widely known mark to prevent third
persons from registering the same mark in connection with goods different from
those for which the said widely known mark is registered or is in use.
The
only remedy to prevent third persons from registering the same mark in this
respect is to instttute a claim (a criminal or civil acticn or both) in the
Courts.
It should be noted, however, that the registered trademark could be
de-registered according to the provisions of Section 41 of the Thai Trademark
Act, quoted hereinbelow:
"Section 41.
The registration of a trade mark may be cancelled by ·an
order of the Court on the application of any interested person who may
show:
(1)
that he has a bette r
the proprietor; or
(2)

title to it than the person registered as

that the trade mark belongs to the trade;

(3)
that the trade mark has been
provisions of Sections 4 and 5 of this Act.

or

registered

contrary

to

the

If the applicant shows a better title only for some of the goods of
the class for which regi s tration has been granted, the Court shall
restrict the registration to the goods f or whi c h a better title has not
been shown."
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At present there is no movement towards the registration of defensive
marks in Thailand.
The current revision of the Thai trademark law is,
however, being discussed by senior officers attached to the Trademark Office,
Ministry of Commerce.
Effects of Registration of Trademarks
Once the mark is registered it gives the owner an exclusive right to make
use of such trademark within the country and to prohibit the use of the same
mark by other persons, particularly for goods of a similar- nature.
If it is a
defensive mark as above discussed, the owner of the trademark shall have the
right to bring a case in the nature of unfair competition against the
infringer.
However, the trademark right is not created by registration.
Registration of a trademark is merely preliminary evidence certifying that the
trademark right is recognized by the competent officers.
Nevertheless, such
trademark right can be challenged by another person who can prove that he
possesses a preemptive right to such trademark, i.e., he is the first person
using such trademark in Thailand. Of course, the burden of proof is vested in
the challenger, and evidence of such proof must be acceptable to the Court.
Theoretically a registered trademark is protected from infringement by
any similar mark on the same or similar goods.
The owner of such a registered
trademark can at any time claim protection against an infringer.
Infringement.
In Thailand, remedies in both criminal and civil actions
can be sought by the owner of a registered trademark.
In a civil action, the
owner of the trademark who suffers violation or infringement of his trademark
can demand compensation from the imitator in a tort claim.
Additionally, the
owner of a registered trademark can also take criminal action against the
infringer.
The procedures to be taken in the Courts for the two types of actions
discussed in the preceding paragraph are the normal procedures.
Currently,
the Ministry of Justice has finalized a Bill on Tax and the Trade Court which,
if it is passed by Parliament and becomes effective, will create a di£ferent
procedure in Court from the normal criminal accusation or civil claim.
At present, to obtain a Court decision (the Court of first instance) in a
criminal action it could take up to one year or more depending on the number
of witnesses and the . evidence of both parties.
In the civil Court the period
of time for obtaining a court decision (iri the Court of first instance) is
about the same period as in the case of a criminal accusation.
In Thailand, there are three levels of Court procedures, i.e., the
hearing of evidence and taking evidence from witnesses shall be by the Court
of first instance (the Provincial Court or the civil Court or the criminal
Court, as the case may be);
thereafter parties concerned can appeal the
decision of the aforesaid Court to the Court of Appeals; and can subsequently
appeal the decision of the Court of Appeals to the Supreme (Dika) Court.
The validity of a trademark registration is normall y disputed or raised
in the course of a lawsuit for trademark infringement.
If it is an
unregistered trademark one can expect a challenge from the other party on the
validity of such a trademark (even though under the present laws of Thailand
trademark registration is not required) if there is proof that the . disputed
trademark was first used by the challenger.
However, to safeguard a trademark
and lessen the period of time involved in disputes, including the presentation
of evidence to the Court of use, it is highly recommended that those who own
trademarks should proceed to obtain
registratin of
them
in Thailand,
particularly in the case of widely known defensive marks.
Marking.
Since registration of a mark is not compulsory , it has no
effect whether a marking · -i-s · t:rue or false.
In practice, those who own
trademarks normally follow the use of marking "R" in a circle as in western
countries.
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Incontestability.
It rarely
trademark becomes incontestable.

happens

in

Thailand

that

a

registered

Renewal
The effective period for trademark registration in Thailand is 10 years.
Renewal procedures.
The procedure required for renewal in Thailand is
very simple.
Normally, the Trademark Office will notify the owner or his
agent in Thailand three months prior to the expiration of the registration,
and the agent or owner of such trademark must file application for renewal of
such registration within three months after its expiration. The only document
that is required for filing for renewal is an application form, together with
(in case it is to be filed by an agent) a duly executed power of attorney with
(if it is executed in foreign country) notarization in the form acceptable to
the Trademark Office.
It is necessary to prove the use of a trademark which is sought to be
renewed, unless there is a challenge in Court that the owner of trademark
failed to use the registered trademark for a certain period of time (two
years). The governing sections are quoted hereinbelow:
"Section 37.
Not less than three months before the expiration of the
registration of a trade mark, the Registrar shall notify its proprietor
at his . registered address of the date on which the existing registration
will expire, and if at the expiration of registration no application for
renewal has been made, or the proprietor has not complied in every
respect with the mamner prescribed by the Ministerial Regulations for
application for renewal, the Registrar may cancel such trade mark.
"Section 38.
Where a trade mark has been cancelled under Section 37,
such trade mark shall, nevertheless, for the purpose of any application
for registration during the twelve months after the date of such
cancellation ·, be deemed to be a trade mark which is already registered,
unless it is shown to the satisfaction of the Registrar that there was no
bona-fide user of such trade mark during the two years immediately
preceding such cancellation".
Theoretically, the mark should be used all the time, but in practice it
is highly unlikely that the use of the trademark is required to be proved in
the procedure of obtaining renewal unless in the case of argument under
Section 38 above.
Requirement of use
It is possible to effect registration of a trademark even though the mark
has not been used or is not being used.
In Thailand, the applicants ·for
trademark registration must indicate on the front page of the application
whether the mark is being used or not at the time they app l y for registration.
It is not compulsory for the owner of a trademark registration to use the
mark for maintaining the registration effectively.
However, failure to use
the mark for a certain period of time permits another person who desires to
use such trademark to institute a claim in Court requesting the .Court to
deregister such trademark.
This is in compliance with Section 42 of the Thai
Trademark Act."
"Section 42.
A registered trade mark may, on application to the Court by
any person aggrieved, be taken off the register in respect of any of the
goods for which it is registered, on the ground that it was registered by
the proprietor or a predecessor in title, without any bona-fide intention
of using the same in connectin with such goods, and that there has in
fact been no bona-fide user of the same in connection therewith;
or on
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the ground that there has been no bona-fide intention of using the same
in connection with such goods, and that there has in fact been no
bona-fide user of the same in connection therewith;
or on the ground
that there has been no bona-fide user of such trade mark in connection
with
such goods during
the
five
years
immediately preceding
the
applicatin, unless in either case such non-user is shown to be due to
special circumstances in the trade, and not to any intention not to use
or to abandon such trade mark in respect of such goods."
The use of a registered trademark could be made in the form of licensing
another person to make use of the registered trademark.
It is not necessary
that the owner of such a trademark be the party using the registered
trademark.
Thus, a Thai registered trademark could be used by a subsidiary
company or a distributor.
Scope of required use to maintain trademark registration.
The use of the
mark on any particular item among the goods covered by the registration
usually meets the use requirement under Thai trademark law.
It is not
necessary for trademark owner applying for registration of a trademark for
goods of the whole class to use such trademark for all types of goods in that
class.
An advertisement without actual use of the trademark could also be
considered use in Thailand, but such use does not usually stand up to a
challenge in court.
Use in a modified form is normally acceptable if it is a
word mark, but if it is a logo, the modified form should not be different from
the registered.
The use of a trademark in foreign country does not meet the
requirement of use in Thailand.
Such use could be used as circumstantial
evidence of use in Thailand.
A recorded license of use is not compulsory
under Thai trademark law.
An agreement on licensing of use of the Thai
registered trademark could be done privately between the. parties concerned.
However, it is advisable for the parties concerned to have a written agreement
to this effect.
Also there is no procedure to record the license of use of
the registered trademark in Thailand.
Cancellation of the Registration of a Trademark
Action seeking cancellation or invalidation of a trademark can be taken
by any interested person or public prosecutor if the use of the registered
trademark is against public morals or Thai customs or is contrary to any
provision of the . law governing public interest (Section 41 of the Thai
Trademark Act), particularly if such marks are identica l to the government
official marks or the insignia of the Royal Family.
The only action in regard to the process of cancellation of a registered
trademark is to lodge a claim in the civil Court or in the Provincial Court,
as the case may be.
The action with respect to cancellation of a trademark is a dispute not
relating to the claim for compensation.
It is not subject to ordinary court
fees except those miscellaneous fees such as the transportation charge for the
court clerk serving complaint against the trademark owner, and a minimum
attorney's fees as granted by the Court.
However, in practice any interested
party or person desiring to proceed with an action to cancel a trademark would
be paying the attorney 's fees on his own account.
Such attorney fees will not
be considered as granted attorne y 's fees under Thai Court procedure.
Cancellation based on non-use.
An y interested person can lodge a
complaint in the civil Court or in the Provincial Court alleging that there
has been no use of a registered trademark for a period of 2 years.
If the
court is satisfied with the proof of such person, cancellation of such
registered trademark could be then made b y the judgment of the court.
Any
interested person can take action to cancel the registered trademark for
non-use.
A person who desires to take such action shall be a party having a
duty to prove the non-use of such tradmark while the owner shall subsequently
have duty to prove the use of the mark.
In practice there is not much chance o f having trademarks which are not
in use cancelled by action taken in Court.

PROTECTION OF INVENTIONS AND TRADEMARKS
IN VIET NAM
Mr. Nguyen van Vien
Head of Section for Legal Problems, National Office
on Inventions, State Committee for Science and Technology
Viet Nam
Aware of the important role of inventions and trade marks
development, the Government of Vietnam decided to recognize:
Establishing

(1)

the
Convention
Organization;

(2)

the Paris Convention for the Protection of Industrial Property;

( 3)

the Madrid
Marks.

Agreement

Concerning

the

the

World

in economic

Intellectual

International

Property

Registration

of

Inside the country, the Government of Vietnam adopted:
the Ordinance on Innovations and Inventions known under the sign 31CP
which entered into force on January 23, 1981;
the Regulations on trade marks known under
entered into force on December 21, 1982.

the

sign

197

All the obligatory provisions of the Par is Convention and
Agreement on trade marks are observed in the above two documents.

HDBT which
the

Madrid

According to the Ordinance 31CP, an invention is recognized by the State
Authority
after
substantive
examination
and
must
contain
a
technical
character,
absolute
novelty,
creative
level
and
effective
industrial
applicability.
The invention is protected by granting a patent or author's
certificate depending on the applicant's choice.
But in some cases the
author's certificate is the only form of protection when the invention relates
to medicines, foodstuff, equipment for and substances of nuclear reaction.
In the Regulations 197HDBT, you can find the kinds of marks protectable
in Vietnam and the conditions of granting the trade mark certificate.
The
system of obligatory examination of trade marks is accepted in these
Regulations. While drafting the Ordinance and the Regulations we continuously
consulted with the model laws on inventions and on trade marks which WIPO
prepared for developing countries.
The State authority responsible for promotion of inventive activity, for
granting protection to inventions, as well as to trade marks, is the National
Office on Inventions under the State Committee for Science and Technology.
The role of Patent Agent for foreign applicants in relation to the National
Office on Inventions now belongs to the Chamber of Commerce of Vietnam.
In a recent stage of activity we face the same problems as other
countries in the region:
lack of knowledge resulting in half of the domestic
applications filed in Vietnam last year being incorrec t ;
lack of experts
resulting in applications pending for too long.
We see the solution of these
problems in close cooperation with all other countries in the region, in
maximum use of assistance from WIPO in training experts, in searching for the
necessary information.
The close cooperation between all countries in the
region in the framework of WIPO will bring fruitful results to every country.
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