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•. %,%\%.w*\%,%.%***. Concerning Treaties 

WIPO Convention 

Accession 

SINGAPORE 

The Government of Singapore deposited, on 
September 10, 1990, its instrument of accession to 
the Convention Establishing the World Intellectual 
Property Organization, signed at Stockholm on July 
14, 1967, and amended on October 2, 1979. 

Singapore will belong to Class C for the purpose 
of establishing its contribution towards the budget of 
the WIPO Conference. 

The said Convention, as amended on October 2, 
1979, will enter into force, with respect to Singa- 
pore, on December 10, 1990. 

WIPO Notification No. 149, of September 14, 
1990. 
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Paris Union 

Committee of Experts on the Harmonization of Certain Provisions 
in Laws for the Protection of Inventions 

First Part of the Eighth Session 
(Geneva, June 11 to 22, 1990) 

NOTE* 

The Committee of Experts on the Harmonization 
of Certain Provisions in Laws for the Protection of 
Inventions (hereinafter referred to as "the Committee 
of Experts") held its eighth session in Geneva from 
June 11 to 22, 1990.1 

The following States members of the Paris Union 
were represented at the session: Algeria, Argentina, 
Australia, Austria, Belgium, Brazil, Bulgaria, 
Cameroon, Canada, China, Cuba, Czechoslovakia, 
Democratic People's Republic of Korea, Denmark, 
Egypt, Finland, France, German Democratic 
Republic, Germany (Federal Republic of), Ghana, 
Greece, Hungary, Indonesia, Iraq, Ireland, Israel, 
Italy, Japan, Kenya, Lebanon, Libya, Madagascar, 
Malawi, Mexico, Morocco, Netherlands, New 
Zealand, Nigeria, Norway, Philippines, Poland, 
Portugal, Republic of Korea, Romania, Soviet Union, 
Spain, Sweden, Switzerland, Syria, Turkey, United 
Kingdom, United Republic of Tanzania, United 
States of America, Uruguay, Zaire (55). 

The following States members of WIPO were 
represented by observers: Chile, Ecuador, Guatemala, 
India, Nicaragua, Panama, Peru, Republic of Yemen, 
Swaziland, Venezuela (10). Namibia was also repre- 
sented by an observer. Representatives of six inter- 
governmental organizations and 30 non-governmental 
organizations also participated in an observer 
capacity. The list of participants follows this Note. 

The Committee of Experts considered the 
following 18 questions: 

* Prepared by the International Bureau. 
1 For Notes on the first, second, third, fourth, the two parts of 

the fifth, sixth and seventh sessions, see Industrial Property, 
1985, p. 267; 1986, p. 309; 1987, p. 204; 1988, pp. 179 and 358; 
1989, pp. 53 and 269; 1990, p. 140. 

(i) Establishment of a Union; 
(ii) Definitions; 
(iii) Disclosure and Description, Contents and 

Order of Description; 
(iv) Claims, Manner of Claiming; 
(v) Unity of Invention, Division of Applica- 

tion; 
(vi) Identification and Mention of Inventor; 

Declaration Concerning the Entitlement of the Appli- 
cant; 

(vii) Priority Claim; 
(viii) Filing Date; 
(ix) Right to a Patent; 
(x) Loss of Rights; 
(xi) Fields of Technology; 

(xii) Conditions of Patentability; 
(xiii) Disclosures Not  Affecting  Novelty  and 

Inventive Step (Grace Period); 
(xiv) Prior Art Effect of Certain Applications 

on Novelty; 
(xv) Amendment of Application; 
(xvi) Publication of Application; 
(xvii) Time Limits for Search and Substantive 

Examination; 
(xviii) Changes in Patents. 

The discussions of the eighth session of the 
Committee of Experts were based on the following 
documents prepared by the International Bureau of 
WIPO: "Draft Treaty on the Harmonization of Patent 
Laws; Draft Regulations under the Draft Treaty 
(Preamble; Articles 1 to 8; Rules 1 to 6)" (document 
HL/CE/VIII/2); "Draft Treaty on the Harmonization 
of Patent Laws; Draft Regulations under the Draft 
Treaty (Articles 9 to 24; Rule 7)" (document 
HL/CE/VIII/3) and "Draft Treaty on the Harmoniza- 
tion of Patent Laws; Draft Regulations under the 
Draft Treaty (Articles 25 to 37; Rule 8)" (document 
HL/CE/VIII/4), as well as the proposals or comments 
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by the Delegations of the following countries: 
Switzerland (document HL/CE/VIII/5, entitled "Draft 
Articles 7 and 8(1), (2) and (3)"); Austria (document 
HL/CE/VIII/6, entitled "Draft Article 22"); United 
States of America (document HL/CE/VIH/7, entitled 
"Comments Concerning the Question of International 
Organizations Becoming Party to the Treaty"); 
Denmark (document HL/CE/VHI/8, entitled "Draft 
Article 8(3) and Rule 6"); Sweden (document 
HL/CE/VIII/9, entitled "Draft Articles 2 and 11"); 
United Kingdom (document HL/CE/VIH/10, entitled 
"Draft Articles 3(2)(c), 6(1), 8(2)(b), 14, 15, 17(2) 
and (3), and 23(l)(b) and Draft Rules 4(l)(b), 5, 6(1) 
and (2)(a), and 7"); Italy (document HL/CE/Vm/11, 
entitled "Draft Article 19"); Federal Republic of 
Germany (document HL/CE/VTiI/12, entitled "Draft 
Articles 4 and 23 and Draft Rule 2"); Netherlands 
(document HL/CE/VHI/13, entitled "Draft Articles 
12, 18, 20 and 22"); United States of America 
(document HL/CE/VIII/14, entitled "Draft Articles 
9bis, 12, 13, 15, 18, 19, 21 and 24"); Federal 
Republic of Germany (document HL/CE/VIII/15, 
entitled "Draft Article 3 and Rule 1"); France (docu- 
ment HL/CE/VIII/16, entitled "Draft Articles 9, 13 
and 21"); Japan (document HL/CE/VJJI/17, entitled 
"Draft Articles 2, 14, 19, 21 and 22"); Canada 
(document HL/CE/Vffl/18, entitled "Draft Article 
3(2)(c)"); Switzerland (document HL/CE/Vm/19, 
entitled "Draft Article 15"); Nigeria (document 
HL/CE/VHI/20, entitled "Draft Article 20"); United 
States of America (document HL/CE/VTTI/21, en- 
titled "Draft Rule 1"); Algeria, Argentina, Brazil, 
Cameroon, China, Cuba, Democratic People's 
Republic of Korea, Egypt, Ghana, Indonesia, Kenya, 
Libya, Madagascar, Mexico, Morocco, Nigeria, 
Romania, Syria, Trinidad and Tobago, Tunisia, 
United Republic of Tanzania, Uruguay, Zaire (docu- 
ment HL/CE/VHI/22, entitled "Draft Preamble, Draft 
Articles 10, 19, 22, 24 and 33 and Two New Draft 
Articles"); United States of America (document 
HL/CE/VIII/23, entitled "Draft Rule 6"); Sweden 
(document HL/CE/VTfl/24, entitled "Draft Article 
ll(2)(d)"); Israel (document HL/CE/VIII/25, entitled 
"Draft Article 23(2)"). 

After hearing general statements from a number 
of representatives of non-governmental organizations, 
the Committee of Experts discussed the following 
questions. 

Article 1 : Establishment of a Union 

Discussions were based on the text of Article 1 as 
elaborated by the International Bureau. This text read 
as follows: 

"The States, supranational authorities and 
intergovernmental organizations party to this 
Treaty    (hereinafter    called    'the    Contracting 

Parties') constitute a Union for the purposes of 
this Treaty." 

The portion of the report of the Committee of 
Experts concerning the discussion of Article 1 reads 
as follows: 

"The Delegation of Nigeria suggested deleting 
the words 'supranational authorities' in this 
Article, in order to make it consistent with the 
definition of 'Office' contained in draft Article 
2(iii), which did not refer to 'supranational 
authorities.' 

The Delegation of Ghana, referring to the 
suggestion by the Delegation of Nigeria, noted 
that at present there did not seem to exist any 
supranational authorities in the field of patents, 
since organizations such as ATPO and the EPO 
were intergovernmental organizations. It seemed 
that this matter would need further explanation or 
clarification. 

The Delegation of the United Kingdom indi- 
cated that supranational authorities were different 
from intergovernmental organizations and that the 
European Communities were an example of a 
supranational authority which had, or would have, 
competence in respect of certain aspects of patent 
law. 

It was agreed that the question of whether 
'supranational authorities' were to be mentioned 
in draft Article 1 should be reserved until draft 
Article 31 had been discussed, since the latter 
draft Article dealt with the entities that could 
become party to the Treaty. Otherwise, the draft 
Article was approved." 

Article 2: Definitions 

In addition to the text of Article 2 as elaborated 
by the International Bureau, discussions were based 
on texts proposed, respectively, by the Delegations 
of Japan and Sweden: 

[TEXT ELABORATED BY THE INTERNATIONAL BUREAU] 

"For the purposes of this Treaty, unless 
expressly stated otherwise: 

(i) references to a 'patent' shall be construed 
as references to a patent for invention; 

(ii) references to an 'application' shall be 
construed as references to an application for a 
patent; 

(Hi) 'Office' means the governmental or inter- 
governmental organization entrusted with the 
granting of patents by a Contracting Party; 

(iv) 'official language' means the language or 
languages in which the Office concerned 
publishes patents granted by it; 
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(v) references to a 'person' shall be construed 
as references to both a natural person and a 
legal entity; 

(vi) references to an application being 
'rejected' shall be construed as including refer- 
ences also to an application that is considered 
rejected, withdrawn or abandoned; 

(vii) 'priority date' means the filing date of 
the application (whether filed with the same or 
another Office) whose priority is claimed or, 
where the priorities of two or more applications 
are claimed, the filing date of the earliest-filed of 
those applications; the application whose priority 
is claimed may be an application for a patent, 
utility model or another title protecting an inven- 
tion; 

(viii) 'substantive examination' means the 
examination of an application by an Office to 
determine whether the invention claimed in the 
application satisfies the conditions of patentability 
referred to in Article 11(1); 

(ix) 'Union' means the Union referred to in 
Article 1 ; 

(x) 'Assembly' means the Assembly of the 
Union; 

(xi) 'Organization' means the World Intellec- 
tual Property Organization; 

(xii) 'International Bureau' means the Interna- 
tional Bureau of the Organization; 

(xiii) 'Director General' means the Director 
General of the Organization." 

[TEXT PROPOSED BY THE DELEGATION OF JAPAN] 

"(vii) 'Priority date' means the filing date of the 
application (—) whose priority (whether based on the 
Paris Convention for the Protection of Industrial Prop- 
erty or internal priority) is claimed or, where the prior- 
ities of two or more applications are claimed, the filing 
date of the earliest filed of those applications; the 
application whose priority is claimed may be an appli- 
cation for a patent, utility model [or another title 
protecting an invention]. 

(vii)bis Internal priority shall mean that an applica- 
tion shall give rise to a right of priority for a subse- 
quent application filed in the same Contracting Party, 
only if the subsequent application is filed within a 
period of 12 months from the filing date of the earlier 
application, with the same effect as that of a priority 
claimed under the Paris Convention for the Protection 
of Industrial Property, when a priority based on the 
earlier application is claimed in the subsequent appli- 
cation." (Document HL/CE/VHI/17, page 2) 

[TEXT PROPOSED BY THE DELEGATION OF SWEDEN] 

"(...) 'product' means any kind of physical entity 
such as an object, article, apparatus, device, machine, 
substance, compound or composition; 

(...) 'process' means any kind of activity 
comprising one or several steps such as a method or 
process of manufacture, control or other treatment and 
shall include any use of a product or process; 

(...) references to a 'pending' application shall be 
construed as references to an application that has not 
been finally withdrawn, abandoned or rejected, and on 
which no patent has yet been granted, 

(...) an application or a patent shall be deemed to 
be 'published' when the application or the patent is 
available to the public." (Document HL/CE/VTTI/9, 
page 2) 

The portion of the report of the Committee of 
Experts concerning the discussion of Article 2 reads 
as follows: 

"In respect of the term 'patent' referred to in 
item (i), it was pointed out that the reference to 
'patent' should be understood to exclude titles of 
protection which, although called 'patents' in 
national laws, were not properly patents for 
invention. In particular, patents for plants, 'petty 
patents,' patents for utility models, utility certifi- 
cates, and similar titles of protection should be 
understood as being excluded from the concept of 
'patent' as used in the Draft Treaty. 

It was agreed that the notes concerning the 
term 'patent' should make it clear that this term 
did not cover those titles of protection which, 
although called 'patents,' were not properly 
patents for invention, subject, however, to the 
understanding that the latter, as well as utility 
models, can be the basis of priority claims in 
patent applications. 

In respect of the term 'application' referred to 
in item (ii), the Delegation of the Soviet Union 
suggested broadening the definition to include 
applications for other kinds of titles in addition to 
patents. 

The Delegation of Japan indicated that the 
term 'application' could have different meanings 
in different Articles. In some Articles of the Draft 
Treaty an application was understood to include 
the request and the abstract, whereas in other 
Articles only the description, drawings and claims 
were understood to be covered. 

Supporting the view of the Delegation of 
Japan, the Delegation of Egypt suggested 
replacing the words 'to an application for a 
patent' with the words 'to all or part of the 
contents of an application for a patent.' 

The Delegation of the United Kingdom did not 
support the idea of establishing in the Draft 
Treaty a definition of what constituted an applica- 
tion since such a definition was not necessary and 
achieving agreement on it would probably take 
much time. 

It was agreed that the Notes should explain 
what is meant by 'application' and that the ques- 
tion of whether the totality or only part of an 
application was covered in the relevant Articles 
would have to be examined and explained in 
respect of each Article. 
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As regards the term 'rejected* referred to in 
item (vi), the Delegation of the United States of 
America suggested replacing the definition 
contained in the Draft Treaty with the phrase used 
in paragraph 2.07 of the Notes on Article 2, 
according to which 'rejected' is an abbreviated 
expression for 'any action taken, or considered to 
be taken, by an Office that terminates the 
pendency of an application.' It was pointed out 
that the rejection of an application did not mean 
that an appeal against a rejection could not be 
launched. 

It was agreed that the definition of the term 
'rejected' should cover the termination of the 
pendency of an application not only through 
action by the Office but also through withdrawal 
or abandonment by the applicant and that, when 
examining the context in which the term 
'rejected' was used in other provisions of the 
Draft Treaty, the drafting of the definition should 
be reviewed. 

As regards the definition of 'priority date' 
contained in item (vii), the Delegation of Japan 
proposed inserting a definition of 'internal prior- 
ity' in Article 2 following the definition of 
'priority date.' It submitted a proposal to this 
effect (document HL/CE/Vm/17). 

The Delegation of the Netherlands said that the 
definition of 'priority date' would require some 
adjustment to fit the meaning of that term in draft 
Articles 11 and 12. The reference to the earliest- 
filed application seemed to be entirely correct 
only in the context of draft Article 15. The Dele- 
gation expressed doubts as to the need for a 
definition of 'priority' in the Treaty. The Repre- 
sentative of CIPA stressed that, whatever priority 
date was meant, the priority accorded should be 
only in respect of matter disclosed in the elements 
of the application filed on the filing date. 

It was agreed that the definition of 'priority 
date' should be reviewed, in particular taking into 
account the case of multiple priorities in connec- 
tion with Article ll(2)(b) and (3). 

The Delegation of Sweden presented its 
proposal, contained in document HL/CE/VJII/9, 
for inserting in Article 2 definitions of the terms 
'product,' 'process,' 'pending' and 'published.' It 
explained that the terms 'product' and 'process' 
were used, in particular, in draft Article 10 and 
that a definition would be useful. The term 'pend- 
ing' could be used in several provisions of the 
Draft Treaty replacing the various expressions 
which otherwise had to be used; thus, the use of 
the term 'pending' would simplify the drafting, 
and, therefore, a definition of that term seemed 
desirable. The same would apply to the term 
'published.' 

The Delegation of the United Kingdom 
supported the proposal presented by Sweden in 

respect of the terms 'product' and 'process.' It 
suggested adding the word 'systems' to the items 
listed in the proposed definition of 'product.' 

The Delegation of Switzerland supported the 
proposal by the Delegation of Sweden. 

The Delegation of Ghana asked for clarifica- 
tion in respect of the expression 'composition.' 

The Representative of the European Patent 
Office suggested adding the words 'of matter' 
after the word 'composition' in order to dispel 
any doubts as to the meaning of the word 
'composition' as used in the context of that 
definition. 

The Representative of ABA suggested that the 
definition of the term 'process' should include the 
expression 'composition of matter,' as contained 
in Section 100(b) of the patent law of the United 
States of America. 

The Delegation of Japan said that the expres- 
sion 'pending' could be used in Articles 13 and 
15 and that it therefore would be useful to define 
it. 

In respect of the proposed definition of the 
term 'published,' the Delegation of the United 
States of America pointed out that a definition 
was contained in draft Rule 7 but that the concept 
might change with future developments of tech- 
nology. 

The Delegation of the Netherlands supported 
the proposal of the Delegation of Sweden for the 
term 'published.' It underlined that the mere 
reference to paper copies as in draft Rule 7 was 
too narrow and referred only to the means of 
achieving publication. The definition proposed by 
the Delegation of Sweden applied generally, 
regardless of the technology used in order to 
make the published matter available to the public. 

The Delegation of the United Kingdom shared 
the view expressed by the Delegation of the 
Netherlands, underlining that the definition of the 
term 'published' should be independent of devel- 
opments in technology. 

The Delegation of Sweden explained that the 
purpose of its proposal was to include any 
method which allowed reading of the material 
which was to be considered as having been 
published. 

It was agreed to reconsider the question of a 
definition of the terms 'pending' and 'published' 
when examining draft Articles 13 and 15 and 
draft Rule 7." 

Article 3: Disclosure and Description 

Rule  1:   Contents and Order of Description (ad 
Article 3(2)) 

In addition to the text of Article 3 and Rule 1 as 
elaborated by the International Bureau, discussions 



WIPO MEETINGS 301 

were based on texts proposed by the Delegations of 
Canada, the Federal Republic of Germany, the 
United Kingdom and the United States of America. 
Those texts read as follows: 

Article 3 

[TEXT ELABORATED BY THE INTERNATIONAL BUREAU] 

"(I) [Disclosure] The application shall 
disclose the invention in a manner sufficiently 
clear and complete for the invention to be carried 
out by a person skilled in the art. 

(2) [Description] (a) The application shall 
contain a description. 

(b) The description shall have the prescribed 
contents, and such contents shall be presented in 
the prescribed order. 

(c) Where the description refers to biological 
material that cannot be disclosed in the descrip- 
tion in such a way as to enable the invention to 
be carried out by a person skilled in the art and 
such material is not accessible to the public, the 
description shall be supplemented by a deposit of 
such material with a depositary institution. 

(d) No Contracting Party shall require the 
description to contain elements that are addi- 
tional to or different from those provided for in 
and under this paragraph." 

[TEXT PROPOSED BY THE DELEGATION OF CANADA] 

"(1) -. 
(2) .... 
(b) .... 
(c) Where the description refers to biological mate- 

rial that cannot be disclosed in the description in such 
a way as to enable the invention to be carried out by a 
person skilled in the art without undue experimentation 
and such material is not readily accessible to the 
public, the description shall be supplemented by a 
deposit of such material with a depositary institution. 

(d) .... 
(e) ...." (Document HL/CE/VIH/18) 

[TEXT PROPOSED BY THE DELEGATION OF 
THE FEDERAL REPUBLIC OF GERMANY] 

"(1) .... 
(2)(a) and (b) .... 
(c) Where the description refers to biological mate- 

rial that cannot be disclosed in the description in such 
a way as to enable the invention to be carried out by a 
person skilled in the art and such material is not acces- 
sible to the public, the description shall be supple- 
mented by a deposit of such material with a depositary 
institution. The deposit shall have been made on or 
before the filing date of the application. 

(d) [to be deleted] 

(3) (Prohibition of other requirements) No 
Contracting Party shall provide for requirements in 
respect of the disclosure and the description that are 
additional to or different from those provided for and 

in    under    paragraphs    (1)    and    (2)."    (Document 
HL/CE/Vm/15, page 2) 

[TEXT PROPOSED BY THE DELEGATION 
OF THE UNITED KINGDOM] 

"The following sentence should be added to para- 
graph (2)(c): 

'[A Contracting Party may require that the] [The] 
deposit shall have been made on or before the filing 
date of the application.'" (Document HL/CE/VHI/10, 
page 2) 

Rule 1 

[TEXT ELABORATED BY THE INTERNATIONAL BUREAU] 

"(1) [Contents of Description] The description 
shall, after stating the title of the invention, 

(i) specify the technical field or fields to which 
the invention relates; 

(ii) indicate the background art which, as far 
as known to the applicant, can be regarded as 
useful for the understanding, searching and exam- 
ination of the invention, and, preferably, cite the 
documents reflecting such background art; 

(Hi) describe the invention, as claimed, in 
such terms that the technical problem (even if not 
expressly stated as such) and its solution can be 
understood, and state the advantageous effects, if 
any, of the invention with reference to the back- 
ground art; 

(iv) where a deposit of biological material is 
required under Article 3(2)(c), indicate the fact 
that the deposit has been made and identify at 
least the name and address of the depositary 
institution, the date of the deposit and the acces- 
sion number given to the deposit by that institu- 
tion; 

(v) briefly describe the figures in the draw- 
ings, if any; 

(vi) set forth at least one mode for carrying 
out the invention claimed; this shall be done in 
terms of examples, where appropriate, and with 
reference to the drawings, if any; however, any 
Contracting Party may provide that the descrip- 
tion set forth the best mode for carrying out the 
invention known to the inventor at the filing date 
or, where priority is claimed, priority date of the 
application; 

(vii) indicate explicitly, when it is not other- 
wise obvious from the description or nature of the 
invention, the way or ways in which the invention 
satisfies the requirement of being useful or indus- 
trially applicable. 

(2) [Order of Presentation of Contents] The 
contents of the description shall be presented in 
the order in which such contents are listed in 
paragraph (1), unless, because of the nature of 
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the invention, a different order affords a better 
understanding and a more economical presenta- 
tion." 

[TEXT PROPOSED BY THE DELEGATION OF 
THE FEDERAL REPUBLIC OF GERMANY] 

"(l)(i), (ii) and (iii) .... 
(iv) where a deposit of biological material is 

required under Article 3(2)(c), indicate the fact that the 
deposit has been made and identify (-) the depositary 
institution, state the date of the deposit and the acces- 
sion number given to the deposit by that institution, 
and contain such relevant information as is available to 
the applicant on the characteristics of the biological 
material; 

(v) .... 
(vi) set forth at least one mode for carrying out the 

invention claimed; this shall be done in terms of exam- 
ples, where appropriate, and with reference to the 
drawings, if any; (-) 

(vii) .... 

(2) {Order of Presentation of Contents) The 
contents of the description shall be presented in the 
manner and order in which such contents are listed in 
paragraph (1), unless, because of the nature of the 
invention, a different manner or a different order 
would afford a better understanding or a more 
economic presentation." (Document HL/CE/VIII/15, 
page 3) 

[TEXT PROPOSED BY THE DELEGATION OF 
THE UNITED STATES OF AMERICA] 

"The following should be added to paragraph (1): 

'Any Contracting Parry shall be free to require only 
items (iii), (iv), (vi) and (vii) for the contents of the 
description, and in lieu of item (iii) may require a 
description of the invention, and of the manner of 
making and using it, in such full, clear, concise and 
exact terms as to enable any person skilled in the art to 
make and use it. ' 

In paragraph (2) change 'shall' to 'should'." (Docu- 
ment HL/CE/VHI/21) 

The portion of the report of the Committee of 
Experts concerning the discussion of Article 3 and 
Rule 1 reads as follows: 

''Paragraph (1). The Delegation of Japan 
asked for a clarification of the term 'application' 
as used in draft paragraph (1), stating that the 
term should be understood as comprising the 
description, claims and drawings (if any), but not 
the abstract or the request form. 

It was agreed that the explanatory Notes would 
indicate what the term 'application' meant in this 
context. 

Paragraph (2)(a) and (b). The Delegation of 
the United States of America, supported by the 
Delegation of Israel, advocated a provision similar 
to that contained in draft Article 4(6)(b), which 
would allow flexibility to Contracting Parties not 
to require compliance with all the disclosure 
requirements, for the benefit of the applicant. This 

view was supported by the Representatives of 
AIPLA and of NYPTC. 

Several delegations disagreed with the sugges- 
tion of the Delegation of the United States of 
America and stated that one of the main purposes 
of the patent system was to provide technical 
information for the public.This aim could best be 
fulfilled by having a consistent and uniform struc- 
ture of patent documents achieved through a set 
of mandatory requirements. 

It was agreed that this question should be 
considered in the context of Rule 1 (see para- 
graphs 75 and 85, below). 

Paragraph (2)(c). The Delegation of the 
United Kingdom introduced its proposal contained 
in document HL/CE/VIH710, which would amend 
draft Article 3(2)(c) by introducing an alternative, 
either allowing or obliging a Contracting Party to 
require that the deposit be made on or before the 
filing date of the application where the descrip- 
tion referred to biological material that could not 
be disclosed in the description in such a way as 
to enable the invention to be carried out by a 
person skilled in the art and such material was 
not accessible to the public. The Delegation of the 
United Kingdom stated that it wished to align its 
proposal with the proposal of the Delegation of 
the Federal Republic of Germany contained in 
document HL/CE/VTJI/15. 

The Delegation of the Federal Republic of 
Germany introduced its proposal contained in 
document HL/CE/VIII/15. The Delegation stated 
that any deposit of biological material had to take 
place on or before the filing date; otherwise there 
would be a lack of disclosure on that date. The 
Delegation added that its proposal in respect of 
draft Article 3(2)(c) had to be read in conjunction 
with its proposal in respect of draft Rule l(l)(iv), 
which required the applicant to give such relevant 
information as is available to him on the charac- 
teristics of the biological material. 

The Delegation of Switzerland supported the 
proposal of the Delegation of the Federal 
Republic of Germany and drew attention to the 
term 'biological material' used in paragraph (2)(c) 
of the draft Article and in the corresponding para- 
graph of the draft Rule. The term appeared to be 
too broad because it would include, for example, 
proteins which are not self-reproducible. The 
Delegation suggested that the term be replaced by 
'biologically reproducible material,' which would 
encompass living matter, such as microorganisms, 
plant cells, plasmids and viruses. 

The proposal of the Federal Republic of 
Germany was supported by the Delegations of 
Norway, Sweden, Italy, the Netherlands, Brazil, 
the Soviet Union, Hungary, Austria, Australia, 
Denmark and New Zealand, by the Representative 
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of the EPO and by the representatives of several 
non-governmental organizations. The Delegations 
of Norway, Italy, the Soviet Union, Austria and 
Australia, the Representative of the EPO and 
representatives of several non-governmental orga- 
nizations also supported the suggestion made by 
the Delegation of Switzerland. 

The Representative of the EPO pointed out 
that, under draft Article 3(2)(c) and the proposed 
amendments thereto, a deposit would not be 
required where the material could be disclosed in 
the description or was available to the public. 

The question was raised whether draft Article 
8 would need to be amended in view of the 
proposed amendments to draft Article 3(2)(c). It 
was agreed that that question could be considered 
during the discussion of draft Article 8. 

The Delegation of Japan stated that it reserved 
its position on draft Article 3(2)(c) and referred to 
the present legal situation in its country. 

The Delegation of the United States of 
America opposed the proposal of the Federal 
Republic of Germany and explained that, 
according to the patent law of the United States 
of America, biological material could be 
deposited later than the filing date and, indeed, at 
any time before the grant of a patent. Therefore, 
it could only accept an optional amendment, 
giving a Contracting Party the freedom to require 
that the deposit had to be made on or before the 
filing date of the application. 

The Delegation of Canada supported the 
proposal of the Delegation of the Federal 
Republic of Germany and suggested, in addition, 
changing the wording of draft Article 3(2)(c) in 
order to take due account of those situations 
where the biological material was so readily 
accessible that there was no need for a deposit. 
The Delegation suggested that the words 'carried 
out by a person skilled in the art and such mate- 
rial is not accessible to the public,' should be 
replaced by 'carried out by a person skilled in the 
art without undue experimentation and such mate- 
rial is not readily accessible to the public' A 
written proposal to that effect (document 
HL/CE/VIII/18) was submitted by the Delegation. 

In the discussion of the proposal by the Dele- 
gation of Canada, several Delegations expressed 
doubts about the desirability or necessity of 
including in draft Article 3(2)(c) the expressions 
'without undue experimentation' and 'readily 
accessible.' It was pointed out that the expression 
'without undue experimentation' applied to any 
disclosure while the word 'readily' in the given 
context led to legal uncertainty and introduced an 
arbitrary element. One delegation supported the 
adding of the expression 'without undue experi- 
mentation' since that expression frequently 
occurred in discussions on inventions in the field 

of biotechnology, a field in which it was often 
necessary to perform several experiments in rela- 
tion to an invention. 

On the basis of the Chairman's summary of 
the discussions, it was agreed that the text of draft 
Article 3(2)(c) should be maintained, subject to 
the amendments proposed by the Delegation of 
the Federal Republic of Germany and the sugges- 
tion made by the Delegation of Switzerland. The 
explanatory Notes should indicate that, as in other 
fields of technology, a person with ordinary skill 
in the art might have to perfom a certain number 
of experiments in order to reproduce or carry out 
the protected invention, but that in the field of 
biotechnological inventions the number of experi- 
ments would often be higher than in other fields. 
This would adequately accommodate the proposal 
by the Delegation of Canada. 

Paragraph (2)(d). The Delegation of the 
Federal Republic of Germany introduced its 
proposal contained in document HL/CE/VHI/15, 
suggesting the replacement of this draft subpara- 
graph by a new paragraph (3). The Delegation 
explained that the proposal aimed at harmonizing 
national patent laws by excluding additional 
requirements not only with respect to the descrip- 
tion, but also with respect to the disclosure. 

As to substance, no objections were raised in 
respect of the proposal by the Federal Republic of 
Germany. However, it was questioned whether 
the wording of the provision would not, in certain 
circumstances, be too limitative by not allowing 
additional requirements with regard, for example, 
to prior art under Articles 11 and 13, divisional 
applications, descriptions of amino-acid 
sequences, filings in machine-readable form and 
electronic filing. 

It was agreed that the explanatory Notes 
should state that, for example, requirements 
concerning computer-readable forms were not 
excluded, and that Contracting Parties were, in 
general, free to provide for requirements merely 
concerning the form of the description. Thus, it 
was concluded that draft paragraph (2)(d) should 
be replaced by the paragraph (3) as proposed by 
the Delegation of the Federal Republic of 
Germany. 

Rule 1: Contents and Order of Description 

Paragraph (l)(i) and (ii). There were no 
observations on these provisions. 

Paragraph (l)(iii). One delegation pointed out 
that the technical problem and its solution had to 
be understood by a person skilled in the art other 
than the inventor. It was agreed that this should 
be reflected in the Notes. 
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Paragraph (l)(iv). The Delegation of the 
Federal Republic of Germany introduced its 
proposal contained in document HL/CE/VÏÏI/15, 
which would amend the text of draft Rule l(l)(iv) 
by requiring the description to contain 'such rele- 
vant information as is available to the applicant 
on the characteristics of the biological material.' 
The Delegation stated that the suggested amend- 
ment should be understood as a clarification, 
pointing out that, as regards written information, 
the applicant had to provide as much information 
as possible. The purpose was to avoid biological 
material being merely deposited without the 
provision of further information. 

The Delegation of Norway supported the 
proposal made by the Delegation of the Federal 
Republic of Germany. 

The Delegation of Switzerland pointed out 
that, as in the Article, the term 'biologically 
reproducible material' should replace the term 
'biological material.' 

The Delegation of the United States of 
America stated that there was no need for far- 
reaching additional obligations. It maintained that 
the proposed amendment would require the provi- 
sion of otherwise unnecessary relevant informa- 
tion, which was asking too much. The Delegation 
preferred the existing text of draft Rule l(l)(iv). 
Similar views were expressed by the Representa- 
tives of ABA and LES. 

The Delegation of Japan declared that it 
reserved its position. 

The Representative of the EPO stated that it 
was in the interest of the applicant to provide as 
much information as was possible in the written 
disclosure, as this would be to his advantage 
where the deposit was found to be defective. The 
EPO had had good experience in applying such a 
procedure. 

On the basis of the Chairman's summary, it 
was understood that the International Bureau 
would draft a provision requiring the text of the 
description to contain as much information as 
could be provided in written form that was neces- 
sary to satisfy the requirement of a disclosure that 
was sufficiently clear and complete to enable the 
invention to be carried out by a person skilled in 
the art. The deposit would supplement the 
description. 

Paragraph (l)(vi). The Delegation of the 
Federal Republic of Germany introduced its 
proposal contained in document HL/CE/Vin/15 to 
delete the last part of the subparagraph, beginning 
with the words 'however, any Contracting Party 
may provide.' This proposal was made in order to 
harmonize national patent laws; therefore, the 
optional requirement to set forth the best mode 
for carrying out the invention had to be removed. 

The proposal of the Federal Republic of 
Germany was supported by the Delegations of 
Finland, Japan, Switzerland, Italy,, the Soviet 
Union, Denmark, Austria, Sweden and Poland 
and the Representatives of AIPO, JPAA, EPI, 
CNTPA and CIPA. 

The Delegation of the United States of 
America stated that the proposal of the Delegation 
of the Federal Republic of Germany, which devi- 
ated from a compromise reached after long and 
difficult discussions, was not acceptable. The 
Delegation strongly favored maintaining the 
optional provision as contained in the Draft 
Treaty. The Delegations of Canada, Australia, 
Argentina, Mexico, New Zealand, Hungary, 
Ghana, Madagascar and Brazil and the Represen- 
tatives of AJPLA, PTIC, ABA, IPO, ALIFAR and 
NYPTC supported the position taken by the Dele- 
gation of the United States of America. The 
Representative of AJPLA stated that it had 
become clear, after discussions with interested 
circles in the United States of America, that there 
was a necessity to have at least the possibility of 
requiring the description to set forth the best 
mode. It would have a negative political impact 
on the adoption of the Treaty as a whole if this 
requirement were abandoned. The Representative 
of ABA added that the best mode requirement 
was a quid pro quo for the granting of exclusive 
rights under the law of the United States of 
America and that interested circles in the United 
States of America had taken a firm position on 
the matter. 

It was agreed that draft paragraph (l)(vi) 
. should remain unchanged. 

Rule 1(2). The Delegation of the Federal 
Republic of Germany introduced its proposal 
contained in document HL/CE/VHI/15 to amend 
the draft Rule by requiring that, in addition to the 
order, the manner of presentation should be as 
required in paragraph (1) unless, because of the 
nature of the invention, a different manner or 
order affords a better understanding and a more 
economical presentation. The Delegation 
explained that the proposal was aimed at 
providing for a more lenient approach for the 
benefit of the applicant, taking into account those 
instances where the invention was so simple that 
a different manner of presentation of the contents 
of the description would be preferable in order to 
avoid redundancy and enhance clarity. 

The Representative of the EPO added that the 
proposed text was similar to the wording of the 
corresponding provision in the Regulations under 
the EPC, which had not caused any significant 
problems. 

As regards the question of whether some of 
the requirements set out in Rule 1(1) and, if so, 
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which should be optional, the Delegation of the 
United States of America submitted a written 
proposal contained in document HL/CE/VIII/21. 
The Delegation stated that the aim of the proposal 
was to give Contracting Parties the freedom to 
accept a description that might differ, in some 
respects, from the requirements set out in para- 
graph (1) of draft Rule 1, so that applicants would 
have greater flexibility in the presentation of 
applications. With respect to draft Rule 1(2), the 
Delegation stated that the proposed amendment 
would allow Offices more flexibility in applying 
the requirements of Rule 1(1), by being able to 
require less than the items listed therein, and that 
that would be beneficial to both Offices and 
applicants. The Delegation indicated, in the 
course of the discussions, that the words 'may 
require,' in the third line of its proposed text for 
inclusion in Rule 1(1), could be replaced by the 
words 'may accept' so as to make it clear that the 
Delegation's suggestion with regard to item (iii) 
of Rule 1(1) was not intended to be mandatory. 
The Delegation also indicated that the part of 
Rule 1(2) commencing with the word 'unless' 
could either be deleted or maintained. 

The Delegation of the United Kingdom sup- 
ported the proposal of the Delegation of the United 
States of America in principle, subject to the obser- 
vation that, in view of the provisions of draft Article 
3(1), it was not necessary for that proposal to 
contain an alternative to item (iii) of Rule 1(1). 

The Delegation of Israel expressed concern 
about the possible overlapping between the alter- 
native wording proposed for item (iii), as 
contained in the proposal of the Delegation of the 
United States of America, and Rule l(l)(vi). 

The Delegation of Portugal felt that items (i) 
and (ii) should be mandatory requirements. 

The Delegation of the United States of 
America indicated that, as regards the observation 
by the Delegation of Israel, item (iii) provided for 
the general idea and item (vi) for a specific 
embodiment. In respect of the observation by the 
Delegation of Portugal, the Delegation pointed out 
that, under its proposal, Contracting Parties would 
be free to require compliance with all the require- 
ments in Rule 1(1). 

The Representative of the EPO expressed the 
view that the proposal of the Federal Republic of 
Germany was preferable to that of the United 
States of America, since it clearly indicated the 
correct hierarchical relationship between Article 3 
of the Draft Treaty and Rule 1. 

The Delegations of Portugal, Japan, the Soviet 
Union, Spain, Madagascar, Brazil, Ghana, 
Finland, Bulgaria, the Republic of Korea, Nigeria 
and Argentina and the Representative of JPA 
supported the text of Rule 1 as contained in the 
Draft Regulations. 

The Delegation of Denmark expressed its 
support for the proposal of the Federal Republic 
of Germany. The Delegation of the Federal 
Republic of Germany explained that what it had 
intended to achieve was the possibility of tele- 
scoping, where necessary, some of the items in 
Rule 1(1) and explained further that the word 
'manner' could be replaced by 'form.' 

The Delegation of Bulgaria and the Represen- 
tatives of AIPPI, JPAA and UNICE preferred the 
text of the draft prepared by the International 
Bureau, subject to the amendments proposed by 
the Delegation of the Federal Republic of 
Germany. 

The Representatives of AIPLA, ABA and IPO 
expressed support for the proposal of the Delega- 
tion of the United States of America. 

On the basis of the Chairman's summary of 
the discussions, it was agreed that alternative texts 
should be submitted to the Diplomatic Confer- 
ence. One would be based on the proposal of the 
Delegation of the Federal Republic of Germany, 
using the appropriate wording, and with explana- 
tory Notes, indicating that the different order or 
form could consist of telescoping some of the 
items contained in Rule 1(1), which need not be 
inserted separately, where they are either super- 
fluous or obvious in view of the nature of the 
invention. The other would be based on the 
proposal of the United States of America. In that 
alternative, a second paragraph would indicate 
that among the items listed in paragraph (1), 
items (iv), (vi) and (vii) would be mandatory 
requirements, and the remaining items optional. 
That alternative would also contain a reference to 
the standard of disclosure required by Article 3(1) 
and indicate that item (iii) was directed at 
ensuring that the standard was complied with. If 
the description could comply with the required 
standard otherwise, compliance with item (iii) 
would not be required." 

Article 4: Claims 

Rule 2: Manner of Claiming (ad Article 4(5)) 

In addition to the text of Article 4 and Rule 2 as 
elaborated by the International Bureau, discussions 
were based on a text proposed by the Delegation of 
the Federal Republic of Germany. Those texts read 
as follows: 

Article 4 

[TEXT ELABORATED BY THE INTERNATIONAL BUREAU] 

"(1) [Requirement of Claims in the Applica- 
tion] The application shall contain one or more 
claims. 
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(2) [Contents of Claims] The claim or claims 
shall define the matter for which protection is 
sought. 

(3) [Style of the Claims] Each claim shall be 
clear and concise. 

(4) [Relation of Claims with the Description] 
Claims shall be supported by the description. 

(5) [Manner of Presentation of the Claims] 
Claims shall be presented in the prescribed 
manner. 

(6) [Prohibition of Other Requirements] (a) In 
respect of claims, no application shall be required 
to satisfy requirements additional to or different 
from those provided for in paragraphs (1) to (5). 

(b) A Contracting Party shall be free not to 
require compliance with all of the requirements 
prescribed under paragraph (5)." 

[TEXT PROPOSED BY THE DELEGATION OF 
THE FEDERAL REPUBLIC OF GERMANY] 

"(l)and(2) .... 

(3) [Style of the Claims] The claims shall be clear 
and concise. 

(4) to (6) ...." (Document HL/CE/VIII/12, page 2) 

Rule 2 

[TEXT ELABORATED BY THE INTERNATIONAL BUREAU] 

"(1) [Consecutive Numbering] Where the 
application contains several claims, they shall be 
numbered consecutively in arable numerals. 

(2) [Method of Definition of Invention] The 
definition of the matter for which protection is 
sought shall be in terms of the technical features 
of the invention. 

(3) [Form of Claim] Claims shall be written 
either 

(i) in two parts, the first part consisting of a 
statement indicating those technical features of 
the invention which are necessary in connection 
with the definition of the claimed subject matter 
and which, in combination, appear to be part of 
the prior art, the second part ( 'the characterizing 
portion'), introduced by the words 'characterized 
in that,' 'characterized by,' 'wherein the improve- 
ment comprises,' or other words to the same 
effect, consisting of a statement concisely indi- 
cating those technical features which, in combina- 
tion with the features stated in the first part, 
define the matter for which protection is sought; 
or 

(ii) in a single statement containing a recita- 
tion of a combination of several elements or 
steps, or a single element or step, which defines 
the matter for which protection is sought. 

(4) [References in the Claims to the Descrip- 
tion and Drawings] (a) No claim shall, except 
where /Alternative A: absolutely necessary] 
/Alternative B: appropriate], contain, in respect 
of the technical features of the invention, refer- 
ences to the description or any drawings, for 
example, such references as: 'as described in part 
... of the description,' or 'as illustrated in figure 
... of the drawings.' 

(b) No claim shall contain any drawing or 
graph. Any claim may contain tables and chem- 
ical or mathematical formulas. 

(c) Where the application contains any 
drawing, any technical feature mentioned in any 
claim may, if the intelligibility of that claim can 
thereby be enhanced, include a reference sign to 
that drawing or to the applicable part of that 
drawing; such a reference sign shall be placed 
between square brackets or parentheses. 

(5) [Dependent and Multiple Dependent 
Claims] (a) Any claim which includes all the 
features of another claim of the same category or 
several other claims of the same category (here- 
inafter referred to as 'dependent claim' and 
'multiple dependent claim,' respectively) shall, 
preferably in the beginning, refer to the other 
claim or the other claims, as the case may be, by 
indicating the serial number of the other claim or 
the serial numbers of the other claims and shall 
then state those features claimed that are addi- 
tional to the features claimed in the other claim 
or claims. 

(b) A dependent claim may depend on another 
dependent claim or on a multiple dependent 
claim. A multiple dependent claim may depend on 
a dependent claim or another multiple dependent 
claim. Multiple dependent claims may refer in the 
alternative or in the cumulative to the claims on 
which they depend. 

(c) All dependent claims referring to the same 
other claim, and all multiple dependent claims 
referring to the same other claims, shall be 
grouped together in the most practical way 
possible." 

[TEXT PROPOSED BY THE DELEGATION OF 
THE FEDERAL REPUBLIC OF GERMANY] 

"(1) to (3) .... 

(4)(a) [References in the Claims to the Description 
and Drawings] No claim shall, except where neces- 
sary, contain, in respect of the technical features of the 
invention, references to the description or any draw- 
ings, for example, such references as: 'as described in 
part ... of the description,' or 'as illustrated in figure ... 
of the drawings.' 

(b) .... 
(c) No claim shall contain any reference to a trade- 

mark. 
(d) [as subparagraph (c) in the text elaborated by 

the International Bureau]. 
(5) ...." (Document HL/CE/VIII/12, page 3) 
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The portion of the report of the Committee of 
Experts concerning the discussion of Article 4 and 
Rule 2 reads as follows: 

"No observations were made concerning para- 
graphs (1) and (2). 

Concerning paragraph (3), the Delegation of 
the Federal Republic of Germany introduced its 
proposal contained in document HL/CE/VIII/12 
and explained that the proposal had to be under- 
stood in such a way that not only each individual 
claim but also the claims taken together had to be 
both clear and concise. 

The proposal by the Delegation of the Federal 
Republic of Germany was supported by the Dele- 
gations of Sweden, the Netherlands and the 
United Kingdom. The last Delegation stated that 
it supported, in general, the .proposal in order to 
avoid undue repetition of claims containing 
features which were already mentioned in other 
claims. In this context, the Delegation questioned 
whether the wording of the provision could be 
improved by replacing the word 'concise' by 
'distinctive' in the draft Article, while an addi- 
tional provision on the requirement of conciseness 
could appear in the supplementing Rules. 

The Delegation of the United States opposed 
the suggested amendment and indicated that the 
present wording was a compromise reached 
following long and intensive discussions within 
the Committee of Experts in the previous 
sessions. One representative added that the 
proposed amendment could be used as a tool to 
limit the number of the claims as a whole; at least 
this was feared by patent practitioners in the 
United States of America. 

The majority of the delegations which inter- 
vened on this matter expressed themselves in 
favor of leaving draft Article 4(3) unchanged. 

It was concluded that Article 4, paragraph (3), 
should remain unchanged. 

No observations were made on paragraphs (4) 
to (6) of Article 4. 

Rule 2: Manner of Claiming 

Paragraphs (1) and (2) were accepted without 
comments. 

The Committee of Experts also, in general, 
agreed on draft paragraph (3). Following a 
suggestion made by the Delegation of Switzer- 
land, however, it was agreed that the word 
'concisely' should be deleted in draft Rule 2(3)(i) 
as being redundant. 

With respect to paragraph (4)(a), the Delega- 
tion of the Federal Republic of Germany intro- 
duced its proposal contained in document 
HL/CE/Vin/12 to replace both Alternatives 
provided for in subparagraph (a). 

The proposal of the Federal Republic of 
Germany was supported by the Delegations of 
Switzerland and the Netherlands. 

The Delegation of the United States of 
America expressed itself in favor of Alternative B 
of draft paragraph (4)(a), allowing references to 
the description or drawings where 'appropriate.' It 
noted that one could imagine many cases in 
which a reference to the description or drawings 
could not be regarded as 'absolutely necessary' or 
'necessary,' but in which such a reference would 
nevertheless facilitate the understanding of the 
claim and would be helpful in avoiding repetition. 
Alternative B of the present draft Regulation was 
also supported by the Delegations of Australia, 
Argentina, New Zealand, Israel, Ghana, Mexico 
and Egypt. 

The Delegation of the United Kingdom stated 
that it was also in favor of Alternative B, but that 
it preferred subparagraph (a) as a whole to be 
deleted. 

The Delegations of the Republic of Korea, 
Canada, the Soviet Union, Poland, Austria, 
Sweden, Switzerland, the Netherlands and 
Hungary supported Alternative A, while the Dele- 
gation of Japan reserved its position. 

It was pointed out that the terms 'necessary' 
and 'appropriate' could only be interpreted within 
a given context; therefore, the question arose if 
the reference was necessary for what purpose and 
appropriate for which case. To reach a compro- 
mise solution, it was suggested that the two 
requirements could be combined in such a way 
that it would be allowed to refer to the drawings 
where it was necessary for the understanding of 
the claim, or where such reference would defi- 
nitely enhance the clarity and conciseness of the 
claim. 

It was agreed that the provision should be 
redrafted on the basis of the suggested compro- 
mise solution. 

The Delegation of the Federal Republic of 
Germany introduced its proposal as contained in 
document HL/CE/VTiI/12 to insert a new 
subparagraph (c) and indicated that the reference 
to trademarks in the context of a claim was 
forbidden in the patent laws of many countries. 

The proposal by the Federal Republic of 
Germany was supported by the Delegation of 
Hungary but opposed by the Delegations of 
Canada, the United States of America and Japan. 
The Delegations of Canada and the United States 
of America explained that a reference to a trade- 
mark might be necessary, at least under excep- 
tional circumstances. The possibility to refer in a 
claim to a trademark should, therefore, not be 
excluded in all cases. 

It was pointed out that reference to a trade- 
mark was in most cases not necessary and could 
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be regarded as a sign that the wording of the 
claim lacked clarity. On the basis of this point of 
view, it was agreed that the question of a possible 
reference in a claim to a trademark should be 
dealt with in the explanatory Notes. 

As regards paragraph (5), the Delegation of 
the United States of America, supported by the 
Delegation of the Republic of Korea, recalled its 
opposition to accepting a multiple dependent 
claim which depended on another multiple depen- 
dent claim or multiple dependent claims referring 
in the cumulative to the claims on which they 
depend and suggested that this should be an 
optional provision left to the national laws of the 
Contracting Parties. 

The Delegations of the Federal Republic of 
Germany, Japan, Switzerland and Australia 
supported the provision as contained in draft Rule 
2(5). The Delegation of Canada explained that its 
law did not presently allow multiple dependent 
claims to depend on other multiple dependent 
claims, but that it was considering allowing such 
a possibility in the future. 

The Delegation of Japan requested that the 
explanatory Notes give an example of a multiple 
dependent claim referring in the cumulative to the 
claims on which it depends. 

It was agreed that consideration should be 
given to the inclusion of appropriate explanations 
in the Notes." 

Article 5: Unity of Invention 

Rule 3: Details Concerning the Requirement of Unity 
of Invention (ad Article 5) 

Rule 4: Division of Application (ad Article 5) 

In addition to the text of Article 5 and Rules 3 
and 4 as elaborated by the International Bureau, 
discussions were based on a text concerning Rule 4 
proposed by the Delegation of the United Kingdom. 
Those texts read as follows: 

Article 5 

[TEXT ELABORATED BY THE INTERNATIONAL BUREAU] 

"(1) [Requirement of Unity of Invention] The 
application shall relate to one invention only or 
to a group of inventions so linked as to form a 
single general inventive concept ('requirement of 
unity of invention' ). 

(2) [Validity of Patent Not Affected by Lack 
of Unity of Invention] The fact that a patent has 
been granted on an application that did not 
comply with the requirement of unity of invention 

shall not be a ground for the invalidation or 
revocation of the patent." 

Rule 3 

[TEXT ELABORATED BY THE INTERNATIONAL BUREAU] 

"(I) [Circumstances in which the Requirement 
of Unity of Invention Is to Be Considered 
Fulfilled] Where a group of inventions is claimed, 
the requirement of unity of invention shall be 
fulfilled when there is a technical relationship 
among those inventions involving one or more of 
the same or corresponding special technical 
features. The expression 'special technical 
features' shall mean those technical features 
which define a contribution which each of those 
inventions, considered as a whole, makes over the 
prior art. 

(2) [Determination of Unity of Invention Not 
Affected by Manner of Claiming] The determina- 
tion whether a group of inventions is so linked as 
to form a single general inventive concept shall 
be made without regard to whether the inventions 
are claimed in separate claims or as alternatives 
within a single claim." 

Rule 4 

[TEXT ELABORATED BY THE INTERNATIONAL BUREAU] 

"(1) [Right of Applicant to Divide Applica- 
tion] (a) Where the Office finds that the require- 
ment of unity of invention is not complied with, 
the applicant shall have the right to file one or 
more divisional applications during a period of at 
least two months following the communication to 
him of that finding. 

(b) The applicant shall also have the right to 
file, on his own initiative, one or more divisional 
applications at any time up to at least the time 
when the application from which a divisional 
application is derived is in order for grant or, 
where applicable under Article [ ],1 for publica- 
tion for the purposes of opposition. 

(2) [Priority Documents] Priority documents 
and any required translations thereof that are 
submitted to the Office in respect of the applica- 
tion from which one or more divisional applica- 
tions are derived shall be considered as having 
been submitted also in respect of the latter. 

1 It is intended that reference should be made here to the 
provision in the Treaty that envisages a transitional period 
during which a system of pre-grant opposition may be main- 
tained by a Contracting Party. That provision, as well as all 
other transitional provisions permitting a temporary deviation 
from rules to be established by the Treaty, will be contained 
in the final provisions (see document HL/CE/Vm/4)." 
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[TEXT PROPOSED BY THE DELEGATION 
OF THE UNITED KINGDOM] 

"The following should be added to the text of Rule 
4(1 )(b), as proposed by the International Bureau: 

'However, a Contracting Party whose legislation 
provides that all requirements for the grant of a patent 
must be complied with by the end of a prescribed 
period may exclude that right from the final six months 
of the prescribed period.'" (Document HL/CE/Vffl/10, 
page 3) 

The portion of the report of the Committee of 
Experts concerning the discussion of Article 5 and 
Rules 3 and 4 reads as follows: 

"The provision in its present form was, in 
general, found to be acceptable. 

Referring to paragraph (2), the Delegation of 
the Netherlands raised the question as to what 
would be the legal consequences if an application, 
in the framework of a registration system, did not 
comply with the requirement of unity of invention 
and a search report had been established only for 
one invention claimed in the application and 
considered to satisfy the requirement. It might be 
necessary to raise, under such conditions, the 
question of unity of invention also in proceedings 
for the invalidation of the patent registered for all 
inventions claimed in the original application. 

It was pointed out that the problem could be 
settled by the competent court by requesting an 
additional search for those inventions claimed in 
the patent for which no search report had been 
established so far. 

Rule 3: Details Concerning the Requirement of 
Unity of Invention 

With respect to paragraph (1), the Delegation 
of the United States of America proposed to 
insert, in the first sentence, the word 'only' after 
the word 'fulfilled' in order to indicate that the 
requirement of unity of invention would be 
fulfilled only where the test set forth in this para- 
graph was satisfied; this test should be the sole 
and exclusive test for defining unity of invention. 

The proposal by the United States of America 
was supported by the Delegation of Japan and the 
Representative of the EPO. Upon a question 
raised by one representative, the Delegation of the 
United States of America further stated that the 
detailed Notes referring to this draft Rule, 
including those relating to the combinations of 
different claims, the reference to processes 
specially adapted for the manufacture of a 
product, to intermediate and final products as well 
as to the so-called 'Markush practice,' remained 
valid and did not have to be changed. 

It was agreed that draft Rule 3 should be 
amended as proposed by the Delegation of the 

United States of America and that paragraph (2) 
should remain without any change and that Notes 
R3.06 to R3.25 would continue to apply and 
would appear in the Basic Proposal. 

Rule 4: Division of Application 

With respect to paragraph (l)(b), the Delega- 
tion of the United Kingdom introduced its 
proposal as contained in document HL/CE/VIII/10 
and explained that it had no objection to a 
generous period for the filing of divisional appli- 
cations for the benefit of applicants. However, its 
national law contained an overall time limit of 
four-and-a-half years for the compliance with all 
requirements for the grant of a patent that made it 
necessary to allow Contracting Parties to exclude 
the right of filing divisional applications for the 
final six months of the prescribed period. 

The Delegation of the United States of 
America expressed its support for the proposal as 
far as it corresponded to the idea of a relatively 
quick examination and grant of a patent. It 
preferred, however, to combine subparagraphs (a) 
and (b) of this Rule, because an applicant should 
have the same right to file a divisional application 
whether he files it on his own initiative or as a 
result of a ruling of lack of unity of invention by 
the Office. Therefore, it suggested deleting draft 
paragraph (l)(a) as a whole and deleting the 
words 'on his own initiative' in draft paragraph 
(l)(b). As a result, the beginning of the new para- 
graph (1) would read 'the applicant shall have the 
right to file one or more divisional applications' 
and would then continue with the further contents 
of the former draft paragraph (l)(b) as amended 
by the proposal of the Delegation of the United 
Kingdom. 

In conjunction with this proposal, the Represen- 
tative of the EPO indicated that previously the 
situation under the EPC had been the same as 
proposed in draft Rule 4(1). There had been the 
same distinction between the two situations, but it 
had turned out that different standards for dividing 
an application had caused many problems, not only 
for applicants, but also for the Office itself, since it 
was not always clear whether an applicant had an 
additional right to divide spontaneously after the 
time limit for a division following an Office 
finding had expired. Therefore, the Regulations 
under the EPC now contained a simple provision 
setting as a standard the right of the applicant to 
file a divisional application up to the time when 
the application was in order for a grant. Under 
these circumstances, the EPO had sympathy for the 
suggestion put forward by the Delegation of the 
United States of America. 

The suggestion of the Delegation of the United 
States  of America was  also  supported by  the 
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Delegations of Japan and Israel. The Representa- 
tive of CIPA, CNIPA and EPI stated that his 
organizations also had been in favor of the said 
suggestion; however, having heard the arguments 
put forward by the Delegation of the Netherlands 
in respect of Article 5, he now preferred retaining 
subparagraphs (a) and (b) of draft Rule 4(1). 

The Delegation of the Netherlands and the 
Representative of LES expressed their support for 
the proposal made by the Delegation of the 
United Kingdom. The Representative of LES 
questioned whether Contracting Parties should not 
be totally free concerning a time limit in the cases 
covered by subparagraph (a). In this context, it 
was explained that the time limit contained in 
subparagraph (a) should be understood as a 
minimum safeguard for the applicant. The Dele- 
gation of Canada suggested extending the 
minimum period referred to in subparagraph (a) 
from two months to six months. 

The Delegation of France pointed out that it 
was preferable to establish the principle contained 
in Rule 4(1 )(b) and then to refer to national law 
for its implementation. 

The question was discussed how to proceed in 
cases where the Office had notified the applicant 
that the requirement of unity of invention was not 
complied with and where the applicant had made 
no use of the possibility of filing a divisional 
application under subparagraph (a) but, neverthe- 
less, later filed a different divisional application 
under subparagraph (b). 

Following the summary of the Chairman, it 
was agreed that the problems which could occur 
in conjunction with the finding of an Office that 
the requirement of unity of invention was not 
complied with should be further reviewed in the 
context of Article 14. In addition, it was agreed 
that a new provision should be prepared along ,the 
lines of the proposal put forward by the Delega- 
tion of the United Kingdom and the suggestion 
made by the Delegation of the United States of 
America. 

In response to the statements of some delega- 
tions and representatives seeking clarification 
concerning the last sentence of Note R4.01 on 
Rule 4-stating that the original application, after 
the division, had lesser scope than it had before 
the division-it was agreed that this sentence be 
deleted." 

Article 6: Identification and Mention of Inventor; 
Declaration Concerning the Entitlement of the 
Applicant 

Rule 5: Manner of Identification and Mention of 
Inventor (ad Article 6) 

In addition to the text of Article 6 and Rule 5 as 
elaborated by the International Bureau, discussions 

were based on texts of Article 6 and Rule 5 
proposed by the Delegation of the United Kingdom. 
Those texts read as follows: 

Article 6 

[TEXT ELABORATED BY THE INTERNATIONAL BUREAU] 

"(I) [Identification of the Inventor in the 
Application] The application shall, as prescribed, 
identify the inventor or, where there are several 
inventors, all of them, failing which it shall be 
rejected. 

(2) [Mention of the Inventor in Publications of 
the Office] Any publication of the Office, 
containing an application or a patent granted 
thereon, shall mention the inventor or inventors 
as such, provided that any Contracting Party may 
allow any inventor to request, in a declaration 
signed by him and filed with the Office, that such 
publications should not mention him as inventor, 
in which case the Office shall proceed accord- 
ingly. 

(3) [Indication, in the Application, of the 
Applicant's Entitlement] Any Contracting Party 
may require that the applicant indicate the legal 
grounds of his entitlement to file the application. 

(4) [Prohibition of Other Requirements] No 
requirements in respect of the identification or 
mention of the inventor or in respect of the indi- 
cation of the applicant's entitlement that are 
additional to or different from those set forth in 
the preceding paragraphs shall be allowed." 

[TEXT PROPOSED BY THE DELEGATION 
OF THE UNITED KINGDOM] 

"Identification and Mention of Inventor; Declaration 
Concerning the Entitlement of the Applicant 

(1) [Identification of the Inventor in the Applica- 
tion] The application shall, as prescribed, identify the 
inventor, or, where there are several inventors, all of 
them. If no identification of an inventor is given, the 
application may be rejected. 

(2) to (4) ...." (Document HL/CE/Vffl/10, page 4) 

Rule5 

[TEXT ELABORATED BY THE INTERNATIONAL BUREAU] 

"(1) [Manner of Identification and Mention] 
(a) The identification of the inventor referred to 
in Article 6(1) shall consist of the indication of 
the inventor's name and address. 

(b) The mention of the inventor referred to in 
Article 6(2) shall consist of the indication of the 
inventor's name, provided that a Contracting 
Party may also require the indication of the 
inventor's address. 
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(c) Where there are several co-inventors, the 
requirements of subparagraphs (a) and (b) shall 
apply in respect of each of them. 

(2) [Correction] (a) If the application and the 
documents accompanying it do not comply with 
the requirements provided for under Article 6(1) 
and, where applicable, Article 6(3), the Office 
shall invite the applicant to comply with the said 
requirements within a reasonable time limit. 

(b) The application may not be rejected for 
failure to comply with the said requirements 
where such an invitation has not been extended to 
the applicant." 

[TEXT PROPOSED BY THE DELEGATION 
OF THE UNITED KINGDOM] 

"( 1 ) [Manner of Identification and Mention] 
(a) .... 
(b) The mention of the inventor referred to in 

Article 6(2) shall consist at least of the indication of 
the inventor's name. 

(c) [to be deleted] 

(2) [Procedure in Case of Non-Compliance with 
Requirements] 

(a) and (b) ...." (Document HL/CE/VITI/10, page 5) 

The portion of the report of the Committee of 
Experts concerning the discussion of Article 6 and 
Rule 5 reads as follows: 

"Paragraph (1). The Delegation of the United 
Kingdom, introducing its proposal in document 
HL/CE/VTfl/10, stated that the sanction provided 
for in draft paragraph (1), namely, rejection of the 
application if the inventor was not identified, was 
seen as being too harsh a penalty if it was a 
mandatory provision. It considered it appropriate 
that the Office should have the option of rejecting 
an application in cases where an applicant had 
been given an opportunity to identify the inventor 
and the said identification was not supplied. In 
particular, in the case where there were several 
inventors, it seemed unwarranted to reject an 
application where the applicant failed to identify 
one of them. 

The Delegation of Canada expressed the view 
that the naming of the inventor was essential to 
searching. For this purpose, it was important for 
names of inventors to appear in all applications. 

The Delegation of Denmark supported the text 
of the draft Article and expressed the view that 
the right to be identified was a basic right of an 
inventor. 

The Delegation of the Netherlands, supporting 
the proposal of the United Kingdom, stated that 
the sanction provided in the draft Article was too 
harsh. It noted that, in the case of an application 
identifying a plurality of inventors, Offices were 
not in a position to check the accuracy of the 
identification. 

The Delegation of the United States of 
America expressed sympathy for the proposal by 
the United Kingdom on the basis that the sanction 
provided in the draft Article for initial failure to 
identify the inventor was too harsh. It considered 
that the existing provisions in the Draft Treaty 
should be supplemented by a provision that would 
allow the identification of the inventor to be 
corrected at any time without effect on the 
resulting patent. A liberal ability to correct 
should, however, not detract from the requirement 
to identify the inventor. 

The Delegation of Spain supported the 
proposal by the United Kingdom, stating that, 
before rejection of an application, the applicant 
should have the opportunity to rectify the identifi- 
cation of inventors. 

The Delegations of New Zealand, Ireland, 
Australia, Switzerland and France and the Repre- 
sentative of LES supported the proposal by the 
United Kingdom. 

The Representative of AIPLA expressed the 
view that the proposal of the Delegation of the 
United Kingdom could be considered as moving 
away from harmonization and, from the point of 
view of an organization representing users of the 
patent system, undesirable, since it was important 
for the purposes of searching that the inventor be 
named. 

The Delegation of Japan expressed its prefer- 
ence for a mandatory provision, as in the text of 
draft Article 6(1), and indicated agreement with 
the Delegation of the United States of America 
that there should be a provision for correcting the 
identification of the inventor. 

The Delegation of Sweden supported the 
provision providing for rejecting applications that 
did not identify the inventor, but suggested that 
the Office be required to issue an invitation to 
correct the deficiency. 

The Delegation of the United Kingdom, 
revising its proposal in document HL/CE/VHI/10, 
suggested that the provision of a penalty be 
omitted from draft paragraph (1). 

The Delegation of Egypt expressed its support 
for the revised proposal of the United Kingdom. 
Further, it stated that, if the inventor was 
employed by an industrial establishment as a 
salaried inventor, he should receive fair compen- 
sation for his invention. 

The Delegations of Hungary, Italy, the 
Republic of Korea, Madagascar, Belgium and the 
Soviet Union supported draft Article 6(1). The 
Delegation of the Republic of Korea stated that 
the requirements of searching patent documents 
were a motivating factor in requiring the identifi- 
cation of the inventor. The Delegation of Mada- 
gascar considered the inalienable rights of the 
inventor to be such a motivating factor. 
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The Delegation of Norway, for the reasons 
given by the Delegations of Sweden and 
Denmark, supported draft Article 6(1) and indi- 
cated that, based on the last intervention of the 
Delegation of the United Kingdom on paragraph 
(1), it could also support the revised position 
taken by that Delegation. 

The Delegations of Japan, Poland, New 
Zealand and Israel indicated their support for the 
revised proposal of the Delegation of the United 
Kingdom. The Delegation of Israel stated that 
failure to comply with the requirement to identify 
the inventor inevitably introduced the possibility 
of a rejection of the application. Moreover, 
national laws should provide for rectification of 
the failure to identify the inventor before and 
after grant of the patent. 

The Representative of AIPO considered that 
rejection of the application was too strict a 
penalty and that an error in naming the inventors 
should be correctable. 

The Delegation of Argentina indicated that, in 
Argentina, mention of the inventor was not 
mandatory, but that its law would be amended to 
be consistent with draft Article 6. 

The Delegation of the Netherlands stated that, 
in modern industry, a team of individuals 
frequently worked on the development of an 
invention, so that it was often difficult to name 
them at the time of making the patent application. 
Accordingly, there must be a provision to correct 
the identification of the inventor. Furthermore, the 
sanction of rejecting the application would be 
counterproductive, since it would remove all 
possibility of remuneration or recognition for the 
inventor. 

It was pointed out that the proposal of the 
United Kingdom could be interpreted as not 
requiring a sanction to be imposed for failure to 
identify the inventor. 

The Delegation of the Federal Republic of 
Germany stressed the importance of a provision 
for correction of the identification of the inventor. 

The Representative of ATRIP also emphasized 
the necessity of a provision allowing the identifi- 
cation of the inventor to be corrected. He referred 
to experience in the United States of America 
where an excessively formal approach had at one 
stage been applied with the result that patents had 
been held to be invalid. 

The Representative of NYPTC observed that, 
in addition to moral and search reasons given for 
the requirement of naming the inventor, there 
were legal reasons. Specifically, various Articles, 
such as Articles 12 and 13, assumed that the 
inventor had been identified so that it was essen- 
tial that the inventor be identified. 

On the basis of the summary of the discussions 
of the Chairman, it was agreed that paragraph (1) 

should provide for the obligation to identify the 
inventor, that the identification could be furnished 
after the filing date, that an invitation should be 
issued in case of non-compliance and that an 
application should be rejected, on the basis of the 
requirement of identification of the inventor, only 
when no inventor was identified in the applica- 
tion. It was also agreed that mistakes or omissions 
in the original designation of inventors could 
always be corrected. 

Paragraph (2). The Delegation of the United 
States of America asked whether the requirement 
in paragraph (2) to mention the inventor in Office 
publications was mandatory or optional. 

The Chairman expressed the opinion that the 
first part of the paragraph was mandatory, while 
the second part was optional. 

The Representative of NYPTC stated that third 
parties should have access to the name of the 
inventor in order to be able to determine the legal 
status of an application, citing the mention of the 
'inventor' in Articles 12 and 13, for example. He 
wondered how this might be possible if the 
inventor asked not to be mentioned in publica- 
tions. It was pointed out that, once a patent had 
been granted, the file was open for inspection. 

It was agreed that paragraph (2) should not be 
amended. 

Paragraph (3). The Delegation of Romania 
proposed that the phrase 'entitlement to file the 
application' should rather read 'entitlement to a 
patent.' This proposal was supported by the 
Representative of LES. 

The Delegation of Japan observed that Article 
9 was entitled 'Right to a Patent' and stated that 
there did not appear to be much difference 
between a right to a patent and an entitlement to 
apply for a patent. 

The Chairman indicated that the end of para- 
graph (3) should be redrafted to change 'entitle- 
ment to file the application' to 'entitlement to a 
patent.' 

The Delegation of Japan considered that there 
was an inconsistency between the second sentence 
of Note 6.05 and draft Article 6(3) and (4). 
Specifically, draft paragraph (3) provided that 
'any Contracting Party may require that the appli- 
cant indicate the legal grounds of his entitlement 
to file the application,' while paragraph (4) 
prohibited requirements additional to or different 
from these. Note 6.05, second sentence, provided 
that such an additional requirement 'would be the 
requirement for an applicant who is not the 
inventor to produce evidence of the agreement of 
the inventor to the filing of the application.' It 
was suggested that this sentence be deleted to 
ensure that an Office has sufficient discretion to 
inquire into the legal entitlement to a patent. 
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The Delegation of the United States of 
America agreed with the position of the Delega- 
tion of Japan, stating that a State should be 
allowed to require the filing of an assignment 
document as an indication of an applicant's legal 
grounds of entitlement to file an application 
within the meaning of paragraph (3). 

The Representative of CNIPA, CIPA and EPI 
disagreed with the proposal of deleting the second 
sentence of Note 6.05 on the basis that the 
requirement of filing an assignment document 
was extremely onerous in many countries where 
patent protection was sought. 

The Delegation of Denmark stated that it 
understood that it was not within the terms of 
draft paragraph (3) to ask for an assignment as 
evidence of the entitlement to file an application. 

It was pointed out that it seemed desirable 
only to oblige an applicant to make a statement as 
to his right to file an application without requiring 
the filing of an assignment or any other documen- 
tary evidence in each country. An 'indication' 
was all that was required under draft Article 6(3), 
and a Contracting Party could not ask for more. 

It was generally agreed that the second 
sentence of Note 6.05 should be deleted. 

It was agreed that draft paragraph (3) should 
remain unchanged. 

No observations were made on draft paragraph 
(4). 

Rule 5: Manner of Identification and Mention of 
Inventor 

Paragraph (l)(a). The Delegation of the 
Netherlands requested clarification of the word 
'address' in the case where there was a plurality 
of inventors. It was common for a number of 
inventors to choose a common address and, there- 
fore, the term 'address' should be interpreted to 
include such a chosen address. 

It was agreed that the explanatory Notes to the 
Rule would be amended to reflect this kind of 
situation. 

Paragraph (l)(a), (b) and (c). The Delegation 
of the United Kingdom introduced its proposal in 
document HL/CE/Vm/10 and indicated that the 
proposal with respect to Rule 5 was linked to 
Article 6. Article 6 required the listing of several 
inventors, where appropriate, and the inclusion of 
the phrase 'at least' in paragraph (l)(b) was to 
address this situation. The Delegation proposed 
the deletion of draft paragraph (l)(c) as being 
redundant. 

On the basis of the summary of the discussions 
by the Chairman it was agreed that draft Rule 
5(1 )(a) would remain unchanged, draft Rule 
5(1 )(b) would be amended as suggested by the 

Delegation of the United Kingdom and draft Rule 
5(1 )(c) would be deleted. 

Paragraph (2). The Delegation of the United 
Kingdom introduced its proposal in document 
HL/CE/VHI/IO with respect to paragraph (2), 
stating that it consisted of a change in the title to 
make the title more closely correspond to the 
content of the paragraph. 

It was agreed that the title of paragraph (2) 
would be changed along the lines of the proposal 
of the Delegation of the United Kingdom." 

Article 7: Priority Claim 

In addition to the text of Article 7 as elaborated 
by the International Bureau, discussions were based 
on a text proposed by the Delegation of Switzerland. 
Those texts read as follows: 

[TEXT ELABORATED BY THE INTERNATIONAL BUREAU] 

"[(1) [Delayed Submission of Separate Decla- 
ration of the Priority Claim]/ Where the applica- 
tion ('the subsequent application ) could have 
claimed the priority of an earlier application but, 
when filed, did not contain such priority claim, 
the applicant shall have the right to claim such 
priority in a separate declaration submitted to the 
Office within a period which shall be at least two 
months from the filing date of the subsequent 
application and not more than four months from 
the date on which the 12-month priority period 
provided for in the Paris Convention for the 
Protection of Industrial Property expired. 

[(2) [Delayed Filing of Application Containing 
a Priority Claim] Where the application ('the 
subsequent application ) claiming the priority of 
an earlier application is filed after the date on 
which the 12-month priority period provided for 
in the Paris Convention for the Protection of 
Industrial Property expired but before the expira- 
tion of a period of two months from that date, the 
Office shall restore the right of priority upon an 
express request submitted to the Office before the 
expiration of the said two-month period, if the 
request states and the Office finds that, in spite of 
due care, the subsequent application could not 
have been filed within the said 12-month priority 
period. The request for restoration shall state the 
grounds on which it is based, and the Office may 
require the production of corresponding evidence. 
The request may be subjected to the payment of a 
fee to the Office.]" 

[TEXT PROPOSED BY THE DELEGATION 
OF SWITZERLAND] 

"(1) [Delayed Submission of the Priority Claim] 
Where the application ('the subsequent application') 
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could have claimed the priority of an earlier application 
but, when filed, did not contain such priority claim, the 
applicant shall have the right to claim such priority in a 
separate declaration submitted to the Office within a 
period which shall be at least two months from the 
filing date of the subsequent application and not more 
than four months from the date on which the priority 
period under the Paris Convention for the Protection of 
Industrial Property or provided by the Contracting 
Party for claiming internal priority expired. The decla- 
ration claiming such priority may be subjected to the 
payment of a fee to the Office. 

(2) [Delayed Filing of Application Containing a 
Priority Claim] Where the application ('the subsequent 
application') claiming the priority of an earlier applica- 
tion is filed after the date on which the priority period 
under the Paris Convention for the Protection of Indus- 
trial Property or provided by the Contracting Party for 
claiming internal priority expired but before the expira- 
tion of a period of two months from that date, the 
Office shall restore the right to claim priority upon an 
express request submitted to the Office before the expi- 
ration of the said two-month period, if the request 
states and the Office finds that, in spite of all due care 
required by the circumstances having been taken, the 
subsequent application was not filed within the said 
priority period. The request for restoration shall state 
the grounds on which it is based, and the Office may 
require the production of corresponding evidence. The 
request may be subjected to the payment of a fee to the 
Office." (Document HL/CE/VIII/5, page 2) 

The portion of the report of the Committee of 
Experts concerning the discussion of Article 7 reads 
as follows: 

"Paragraph (1). The Delegation of Switzerland 
presented its proposal contained in document 
HL/CE/VIII/5, indicating that it contained two 
features which differed from the Draft Treaty, 
namely, the reference to internal priority, which 
could be the subject of the provisions of para- 
graph (1) along with the Paris Convention 
priority, and the introduction of provision for a 
fee, similar to that provided for in draft paragraph 
(2). In addition, it proposed a modification of the 
title of draft paragraph (1), which was purely of a 
drafting nature. 

It was pointed out that the Draft Treaty did not 
oblige the Contracting Parties to provide for 
internal priority in their national laws. 

The Delegation of Switzerland clarified that 
the provision for internal priority in paragraphs 
(1) and (2) of Article 7 was applicable only in the 
Contracting Parties which provided for such 
priority. 

The Delegations of Egypt and Nigeria 
expressed themselves in favor of the draft Article. 

The Delegations of Austria, Belgium, Canada, 
Denmark, Finland, France, the Federal Republic 
of Germany, Hungary, Ireland, Italy, Japan, the 
Netherlands, the Soviet Union, the Republic of 
Korea and the United Kingdom, as well as the 
Representatives   of   AIPPI,   FICPI   and   UEPIP 

expressed their general support for the proposal of 
the Delegation of Switzerland. 

Several delegations stressed that the fee provi- 
sion in paragraph (1) should in no case be of a 
mandatory nature and that, if it was decided to 
maintain that provision, it should serve as an 
option for the Contracting Parties aimed primarily 
at discouraging applicants from using routinely an 
opportunity to claim belatedly priority. 

A number of delegations proposed to further 
consider the time limits set forth in paragraph (1) 
by making them longer, a suggestion which was 
opposed by certain other delegations. 

On the basis of the summary of the discussions 
by the Chairman, it was agreed that paragraph (1) 
should cover the case of internal priority and that 
an optional provision for a fee was acceptable. 

Paragraph (2). The Delegation of Switzerland 
presented its proposal contained in document 
HL/CE/VIII/5, indicating the two features that 
differed from draft Article 7(2), namely, the intro- 
duction of internal priority, which could be the 
subject of the provisions of paragraph (2) along 
with the Paris Convention priority, and the elabo- 
ration of the notion of 'due care' which could 
justify the delayed filing of the application 
claiming priority. 

The Delegations of Australia, Austria, Brazil, 
Bulgaria, Canada, the Federal Repubüc of 
Germany, Italy and the Soviet Union, as well as 
the Representatives of ATPO, FICPI and NYPTC, 
supported the proposal of the Delegation of 
Switzerland. The Delegation of Israel stated that 
the proposed provision was justified on substance, 
but that its compatibility with the Paris Conven- 
tion should be examined. 

The Delegation of the United States of 
America expressed the view that the requirement 
of 'due care' contained in the Draft Treaty and 
further developed in the proposal by Switzerland 
was unnecessary and that the requirement of a 
high fee would suffice to discourage possible 
abuses by applicants. 

The Delegations of Belgium, Denmark, France, 
the Netherlands, Poland, the Republic of Korea, 
Spain and Sweden expressed themselves against 
the inclusion in the Draft Treaty of a provision 
dealing with restoration of the priority after the 
expiry of the 12-month period provided for in the 
Paris Convention. 

The Delegations of Argentina, France, the 
Netherlands and the Republic of Korea expressed 
the view that any provision for restoration of the 
priority was not in conformity with the Paris 
Convention. In particular, it was indicated that an 
applicant from a country party to both the Paris 
Convention and the Treaty would have disadvan- 
tages  when filing an  application in  a country 
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party only to the Paris Convention and not to the 
Treaty. The Delegation of Argentina pointed out 
that amending a provision of the Paris Convention 
in this way could be incompatible with Article 
30(2) of the Vienna Convention on the Law of 
Treaties. 

The Delegation of Japan reserved its position 
on paragraph (2). It also pointed out that the title 
of paragraph (2) was inconsistent with Note 7.05, 
which allowed any applicant to invoke both para- 
graphs. 

The Chairman summarized the discussions 
stating that, as in previous meetings of the 
Committee of Experts, opinions were divided in 
respect of the necessity and desirability of the 
provisions contained in paragraph (2). The 
majority of delegations which were in favor of 
the principle of restoration supported the proposal 
of the Delegation of Switzerland; it could there- 
fore be presented for consideration by the Diplo- 
matic Conference." 

Article 8: Filing Date 

Rule 6: Details Concerning the Filing Date 

In addition to the text of Article 8 and Rule 6 as 
elaborated by the International Bureau, discussions 
were based on texts presented by the Delegations of 
Denmark, Switzerland, the United Kingdom and the 
United States of America. Those texts read as 
follows: 

Article 8 

[TEXT ELABORATED BY THE INTERNATIONAL BUREAU] 

"(I) [Absolute Requirements] (a) The filing 
date of the application shall be the date of receipt 
by the Office of documents that contain at least 
the following elements: 

(i) an express or implicit indication that the 
granting of a patent is sought; 

(ii) indications allowing to establish the iden- 
tity of the applicant; 

(Hi) a part which, on the face of it, appears to 
be a description of an invention. 

(b) The indications referred to in subpara- 
graph (a)(i) and (ii) shall be in the official 
language. 

(c) Any Contracting Party may, if the part 
referred to in subparagraph (a)(iii) is in a 
language other than the official language, require 
that a translation thereof in the official language 
be received by its Office within the prescribed 
time limit. If the translation is so received, the 
said part shall be considered as if it had been 

received on the date on which it was received in 
the non-official language. 

(2) [Permitted Additional Requirements] (a) A 
Contracting Party may provide that the filing date 
may be withheld if any of the following require- 
ments is not satisfied within the prescribed time 
limit; 

(i) the application contains a part which, on 
the face of it, appears to be a claim or claims; 

(ii) if the application refers to drawings, it 
contains such drawings; 

(Hi) the required fee is paid. 
Where a Contracting Party provides for any of 
the foregoing requirements and the requirements 
are complied with, without enlarging the scope of 
the disclosure, later than the date of receipt by 
the Office of the elements referred to in para- 
graph (l)(a), but within the prescribed time limit, 
the filing date of the application shall be the date 
of receipt by the Office of the said elements. 

(b) A Contracting Party may continue to apply 
any of the requirements referred to in subpara- 
graph (a) only if it applied such requirement at 
the time of becoming party to this Treaty. 

(c) Any Contracting Party may, if the part 
referred to in subparagraph (a)(i) and any text 
matter contained in the drawings referred to in 
subparagraph (a)(ii) are in a language other than 
the official language, require that a translation 
thereof in the official language be received by its 
Office within the prescribed time limit. If the 
translation is so received, the said part and the 
said text matter shall be considered as if they had 
been received on the date on which they were 
received in the non-official language. 

(3) [Replacing Description, Claims and Draw- 
ings by Reference to Another Application] 
(a) Notwithstanding paragraphs (1) and (2), a 
reference in the application to another previously 
filed application for the same invention by the 
same applicant or his predecessor in title may, 
for the purposes of the filing date of the applica- 
tion, replace any of the following elements: 

(i) the part which, on the face of it, appears 
to be a description of an invention, 

(ii) the part which, on the face of it, appears 
to be a claim or claims, 

(Hi) any drawings, 
provided that the said parts and drawings and, 
where the other application was not filed with the 
same Office, a certified copy of the other applica- 
tion are received by the Office within the 
prescribed time limit. If the said parts and draw- 
ings, and, where required, the certified copy, are 
so received, the application shall be considered 
as if it had contained the said parts and drawings 
rather than a mere reference to the other applica- 
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tion, provided that the said parts and drawings 
have the same content as the description, claim or 
claims and drawings in the other application. 

(h) Any Contracting Party may require that 
the parts and the text matter contained in any 
drawings be furnished in the official language. 

(4) [Prohibition of Other Requirements] (a) 
The filing date may not be subjected to the fulfill- 
ment of any requirement that is additional to or 
different from those set forth in the preceding 
paragraphs. 

(b) Notwithstanding subparagraph (a), a 
Contracting Party may, for the purposes of any 
treaty providing for the grant of regional patents, 
require that an application for a regional patent 
contain the designation of at least one State party 
to that treaty." 

[TEXT PROPOSED BY THE DELEGATION 
OF DENMARK] 

"(3) Any Contracting Party may provide that a 
reference in the application to another previously filed 
application for the same invention by the same appli- 
cant or his predecessor in title may, for the purpose of 
the filing date of the application, replace any of the 
following elements: 

(a) the part, which, on the face of it, appears to be 
a description of an invention, 

(b) the part, which, on the face of it, appears to be 
a claim or claims, 

(c) any drawings, 
provided that the said parts and drawings and, where 
the other application was not filed with the same 
Office, a certified copy of the other application are 
received by the Office within the prescribed time limit. 
If the said parts and drawings, and the certified copy 
are received within the prescribed time limit, the filing 
date of the application shall be the date on which the 
reference to the previously filed application was 
received by the Office." (Document HL/CE/VH1/8, 
page 2) 

[TEXT PROPOSED BY THE DELEGATION 
OF SWITZERLAND] 

"(l)(a) and (b) .... 
(c) Any Contracting Party may, if the part referred 

to in subparagraph (a)(iii) is in a language other than 
the official language, require that a translation thereof 
in the official language be received by its Office within 
the prescribed time limit. If the translation is so 
received the filing date of the application shall be the 
date of receipt by the Office of the elements referred to 
in paragraph (l)(a). 

(2) [Permitted Additional Requirements] (a) A 
Contracting Party may provide that the filing date may 
be withheld if any of the following requirements are 
not satisfied within the prescribed time limit: 

(i) the application contains a part which, on the 
face of it, appears to be a claim or claims; 

(ii)  the required fee is paid. 
Where a Contracting Party provides for any of the 

foregoing requirements and the requirements are 
complied with later than the date of receipt by the 

Office of the elements referred to in paragraph (l)(a), 
but within the prescribed time limit, the filing date of 
the application shall be the date of receipt by the 
Office of the said elements. 

(b) Where the part referred to in subparagraph 
(a)(i) or any drawings containing text matter are 
received by the Office at the same time as the elements 
referred to in paragraph (l)(a) and if the said part or 
any text matter in the drawings are in a language other 
than the official language, paragraph (l)(c) shall apply 
mutatis mutandis. Any Contracting Party may provide 
that the said part shall be in the official language if it 
is received by the Office later than the elements 
referred to in paragraph (l)(a). 

(c) as (b) .... 

(3) [Drawings] Any Contracting Party may provide 
that if the application refers to drawings, but does not 
contain such drawings at the time of filing the applica- 
tion, at the option of the applicant either any reference 
to the drawings shall be deemed to be deleted or the 
filing date of the application shall be redated to the 
date on which the drawings are received by the 
Office." (Document HL/CE/Vm/5, page 3) 

[TEXT PROPOSED BY THE DELEGATION 
OF THE UNITED KINGDOM] 

"(2)(b) A Contracting Party which does not apply 
one or more of the requirements referred to in subpara- 
graph (a) before becoming a party to this Treaty may 
only introduce them into its legislation thereafter in 
order to align with some treaty to which it is or 
becomes party." (Document HL/CE/Vffl/10, page 6) 

Rule 6 

[TEXT ELABORATED BY THE INTERNATIONAL BUREAU] 

"(1) [Time Limits] (a) The time limit referred 
to in Article 8(1 )(c) and (2)(c) shall be at least 
two months from the date on which the item 
requiring translation has been received by the 
Office. 

(b) The time limit referred to in Article 8(2 )(a) 
shall be at least two months from the date on 
which the elements referred to in Article 8(1 )(a) 
have been received by the Office. 

(c) The time limit referred to in Article 8(3 )(a) 
shall be at least two months from the date on 
which the application containing the reference 
has been received by the Office. 

(2) [Procedure in Case of Non-Compliance 
with Requirements] (a) If the application does 
not, at the time of its receipt by the Office or, 
where applicable, at the expiration of the time 
limit referred to in paragraph (l)(a) or (b), 
comply with any of the requirements of Article 
3(1) or the applicable requirements, if any, of 
Article 8(2), the Office shall promptly invite the 
applicant to comply with such requirement within 
a time limit fixed in the invitation, which shall be 
at least one month from the date of the invitation. 
Compliance with the invitation may be subject to 
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the payment of a special fee. Failure of sending 
an invitation shall not alter the said requirements. 

[(a-bis) Notwithstanding subparagraph (a), 
where the application does not comply with any 
of the requirements of Article 8(1 )(c) and (2)(c), 
any Contracting Party shall be free not to extend 
an invitation to the applicant to comply with the 
applicable requirement.] 

(b) No invitation shall be sent if the applica- 
tion does not contain indications making it 
possible for the Office to identify, or communicate 
with, the applicant. 

(3) [Filing Date in Case of Correction] (a) If 
the applicant complies with the invitation referred 
to in paragraph (2)(a) and pays the required 
special fee, if any, within the time limit fixed in 
the invitation, the filing date shall, subject to 
subparagraph (b), be thé date on which the 
elements referred to in Article 8(1 )(a) have been 
received by the Office. Otherwise, the application 
shall be treated as if it had not been filed. 

(b) If the invitation relates to the claims 
(Article 8(2)(a)(i)) or to drawings (Article 
8(2)(aXU)) and the scope of the disclosure is 
enlarged as a result of compliance with the invi- 
tation, the filing date shall be the date on which 
the claims or drawings, as the case may be, were 
received by the Office. 

(4) [Date of Receipt] Each Contracting Party 
shall be free to treat the date of receipt of any 
document by a national Office on behalf of an 
intergovernmental organization having the power 
to grant regional patents, or by an official postal 
service, as the date of receipt by the Office. 

(5) [Correction of Translations] Any translation 
furnished in accordance with Article 8(1 )(c) or 
(2)(c) may be corrected at any time prior to the 
grant of a patent in order to conform to the 
wording of the application as filed in the original 
language." 

[TEXT PROPOSED BY THE DELEGATION 
OF DENMARK 

"(1) (Time Limits) (a) The time limit referred to in 
Article 8(1 )(c) shall be at least one month from the 
date on which the item requiring translation has been 
received by the Office. 

(b) The time limit referred to in Article 8(2)(a) 
shall be at least one month from the date on which the 
elements referred to in Article 8(1 )(a) have been 
received by the Office. 

(c) The time limit referred to in Article 8(3)(a) 
shall be at least one month from the date on which the 
application containing the reference has been received 
by the Office. 

(2) (Procedure in Case of Non-Compliance with 
Requirements) If the application does not, at the time 
of its receipt by the Office or, where applicable, at the 
expiration of the time limit referred to in paragraph 

(l)(a) or (b), comply with any of the requirements of 
Article 8(1) or the applicable requirements, if any, of 
Article 8(2), the Office shall promptly invite the appli- 
cant to comply with such requirement within a time 
limit fixed in me invitation, which shall be at least one 
month from the date of the invitation. Compliance with 
the invitation may be subject to the payment of a 
special fee. (-) 

(a bis) deleted. 
(b) deleted. 
(3) (Filing Date in Case of Correction) (a) If the 

applicant complies with the invitation referred to in 
paragraph (2) and pays the required special fee, if any, 
within the time limit fixed in the invitation, the filing 
date shall be the date on which the elements referred to 
in Article 8(1 )(a) have been received by the Office. 
Otherwise, the application shall be treated as if it had 
not been filed. 

(b) deleted. 

(4) Each Contracting Party shall be free to deter- 
mine the conditions under which an application or any 
other document is deemed to have been received by the 
Office. 

(5) (Correction of Translations) Any translation 
furnished in accordance with Article 8(1 )(c) may be 
corrected at any time prior to the grant of a patent in 
order to conform to the wording of the application as 
filed in the original language." (Document 
HL/CE/Vm/8, pages 3 and 4) 

[TEXT PROPOSED BY THE DELEGATION 
OF THE UNITED KINGDOM] 

"The time limits referred to in Rule 6(1) should be 
'at least one month.' 

The following should be added at the end of the 
first sentence in Rule 6(2)(a): 

'unless it has issued such an invitation before the 
expiry of the time limit referred to in paragraph (l)(a) 
or (b), in which case the time limit fixed in the invita- 
tion should not expire before that time limit.'" (Docu- 
ment HL/CE/Vm/10, page 7) 

[TEXT PROPOSED BY THE DELEGATION OF 
THE UNITED STATES OF AMERICA] 

"(2) [Procedure in Case of Non-Compliance with 
Requirements] (a) If the application does not, at the 
time of its receipt by the Office comply with any of 
the requirements of Article 8(1) or the applicable 
requirements, if any, of Article 8(2) or Article 8(3), the 
Office shall promptly invite the applicant to comply 
with such requirement within a time limit fixed in the 
invitation, which time limit shall be at least one month 
from the date of the invitation or shall be the time limit 
referred to in paragraph (1), whichever is later. 
Compliance with the invitation may be subject to the 
payment of a special fee. Failure of sending an invita- 
tion shall not alter the said requirements. 

[(a-ftw)] Deleted 
(b) If the application does not contain indications 

making it possible for the Office to identify, or 
communicate with, the applicant, the time limit in 
paragraph (1) shall apply." (Document HL/CE/VIII/23) 

The portion of the report of the Committee of 
Experts concerning the discussions of Article 8 and 
Rule 6 reads as follows: 
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"Paragraph (l)(a) and (b). The Delegations of 
Denmark and Norway suggested that, for filing 
date purposes, Contracting Parties be free to 
accept the indications referred to in draft para- 
graph (l)(a)(i) (that the grant of a patent is 
sought) and (ii) (identifying the applicant) in a 
language other than the official language (i.e., 
that draft paragraph (l)(b) be made optional for 
Contracting Parties). 

The Delegations of Italy, the Netherlands, 
Romania and the United Kingdom suggested that, 
for filing date purposes, the part referred to in 
draft paragraph (l)(a)(iii) (a description) should 
be in the official language (i.e., that item (iii) of 
draft paragraph (l)(a) be covered by draft para- 
graph (l)(b) and that draft paragraph (l)(c) be 
deleted). 

The Delegation of Spain expressed its desire 
that, for filing date purposes, the indications 
referred to in draft paragraph (l)(a)(i) and (ii) and 
the part referred to in draft paragraph (2)(a)(i) 
(the claims) be both mandatory and in the official 
language. 

The Delegation of Egypt suggested that the 
wording of draft paragraph (l)(a)(iii) be revised 
so as to delete the words, 'a part which, on the 
face of it, appears to be....' 

The Delegation of Switzerland suggested that 
the term 'the official language' in draft paragraph 
(l)(b) be changed to 'a recognized language.' 

The Delegation of Japan raised a question in 
connection with Note 8.03 on draft Article 8, 
which states that the word 'documents' in draft 
paragraph (l)(a) should be interpreted as 
including 'not only paper but also electronically 
transmitted data.' It asked whether the require- 
ments of draft Article 8 should also apply to elec- 
tronically transmitted applications, since, by their 
very nature, such applications may have to be 
subject to additional requirements for filing date 
purposes. The Delegation explained that the 
Japanese Diet had recently adopted a law 
allowing electronically transmitted applications 
and that such applications would be subject to 
additional formal requirements, such as technical 
standards regarding the input and output of infor- 
mation and the use of an identification code for 
the applicant which would permit entry into the 
system. 

The Delegation of the United States of 
America stated that it was important that draft 
Article 8 should be applicable also to electroni- 
cally transmitted applications and that the adop- 
tion of an electronic application system should 
not become a way of avoiding the obligations 
undertaken under Article 8. For example, the 
possibility of filing in a foreign language for 
filing date purposes should apply even to elec- 
tronically transmitted applications and should not 

be excluded by the application of technical stan- 
dards relating to electronic transmission. 

The Delegation of the Federal Republic of 
Germany stated similar concerns to those 
expressed by the Delegation of the United States 
of America. 

It was pointed out that the introduction of elec- 
tronically transmitted applications should not 
become a means of avoiding the application of 
the requirements of Article 8. It was further 
pointed out that draft Article 8 dealt with substan- 
tive requirements for the purposes of establishing 
a filing date, that is, what a Contracting Party 
must or, in some cases, could require an applica- 
tion to contain in order for its Office to establish 
a filing date, and it did not deal with formal 
requirements such as the use of a form, size of 
text matter and drawings, margins or other tech- 
nical requirements such as those mentioned by the 
Delegation of Japan. As regards the use of an 
identification code for the applicant, a Contracting 
Party requiring that the identity of the applicant 
be established by indicating a number would 
comply with the requirement of draft paragraph 
(D(a)(ii). 

It was agreed that, in order to reach a further 
compromise between those Offices which, for 
filing date purposes, are willing to accept all the 
required elements in a foreign language and those 
Offices which desire that all the required elements 
be filed in the official language, draft paragraph 
(l)(b) should be made optional so that any 
Contracting Party would be free, but not obliged, 
to require that the indications referred to in draft 
paragraph (l)(a)(i) and (ii) be in the official 
language. Moreover, it was agreed that the 
explanatory Notes should make it clear that the 
Treaty should apply in the same way to paper 
filing and electronic filing and that a Contracting 
Party could require that the identity of the appli- 
cant be established by indicating a number. 

Paragraph (l)(c). The Delegation of Switzer- 
land introduced its proposal (contained in docu- 
ment HL/CE/Vm/5) and explained that the 
proposal differed from draft paragraph (l)(c) in 
the sense that it did not use the form of a fiction 
for saying that the translation had been received 
by the Office on the same date as the non-official 
language description. The approach of the draft 
paragraph might raise problems if the translation 
went beyond the original non-official language 
disclosure, a question which should not, and 
could not, be dealt with at the stage of estab- 
lishing the filing date but only much later during 
the substantive examination of the application. 
Therefore, the proposal by Switzerland suggested 
that the last sentence of draft paragraph (l)(c) 
should read in the same manner as the two final 



WIPO MEETINGS 319 

lines of draft paragraph (2)(a); this wording 
would avoid problems in cases where a transla- 
tion did not correspond to the description in a 
foreign language. 

The Delegation of Australia suggested that the 
text of draft paragraph (l)(c) should be changed 
to refer to a 'verified' translation. 

The Delegation of the Federal Republic of 
Germany expressed its support for draft paragraph 
(l)(c).  ' 

The Delegation of Japan objected to the prin- 
ciple itself established in draft paragraph (l)(c). It 
considered that an Office could not responsibly 
perform such an important administrative act as 
establishing a filing date on the basis of non-offi- 
cial language documents which it could not 
understand and on the basis of which it might 
have to issue priority date certificates to be used 
for claiming a priority. In its opinion, draft para- 
graph (l)(c) could create confusion in the patent 
system and could do a disservice to third parties. 
The translation had to be checked at some point, 
and, if this was not done by the Office, the 
burden would fall on third parties. 

The Delegation of the United States of 
America supported the principle in draft para- 
graph (l)(c) and could accept either the text of 
the Draft Treaty or the proposal by Switzerland. It 
considered that this provision was in the interest 
of applicants. Allowing non-official language 
filings, with a time period for submitting transla- 
tions and corrections, was not unusual and had 
not proven difficult for its Office. 

The Delegation of Egypt was opposed to the 
principle in draft paragraph (l)(c). It also 
suggested that the term 'official language' be 
defined somewhere in the Draft Treaty. 

The Delegation of the Netherlands supported 
the position taken by the Delegation of Japan, 
objecting to the principle in draft paragraph 
(l)(c). Although the later submitted translation 
could not go beyond the original disclosure, this 
would be difficult to verify for the Office, for 
third parties and for the courts. This problem was 
more severe if draft paragraph (l)(c) was read in 
conjunction with the ample time periods 
prescribed in draft Rule 6, which allowed correc- 
tions practically up to the conclusion of the patent 
granting procedure. 

The Delegation of Canada indicated that, 
although it had been instructed to support the text 
of draft paragraph (l)(c), it needed to understand 
better the proposal by Switzerland before taking a 
final position on this question. It supported the 
principle in draft paragraph (l)(c). 

The Delegation of Israel expressed its support 
for the principle in draft paragraph (l)(c). It did 
not see a serious problem with the possibility of 
an incorrect translation being filed. This was a 

question for courts to decide if and when the 
patent was ever challenged. A very similar situa- 
tion already presented itself when a foreign 
priority was claimed and the priority documents 
were in a non-official language, and, until now, it 
had posed no major problem. When the priority 
of an earlier application was claimed, Offices 
usually did not compare the earlier and the later 
applications; it was a question which only arose if 
the grant of the patent was challenged. 

The Delegation of Belgium expressed some 
doubts about the practical aspects of draft para- 
graph (l)(c) and wished to further confer with 
interested circles in its country before taking a 
position with respect to this provision. 

The Delegation of France expressed its support 
for the principle in draft paragraph (l)(c) but its 
preference for the proposal by Switzerland. It was 
of the opinion that furnishing a translation could 
present serious practical problems for applicants, 
and it saw no reason to ask them to make unrea- 
sonable efforts in this regard. Its Office presumed 
that translations were correct and would do the 
same for filing date purposes as it already did 
with priority documents. 

The Delegation of Italy disagreed with the 
principle in draft paragraph (l)(c). It considered 
that the description should also be submitted in 
the official language. However, if draft paragraph 
(l)(c) were retained, it preferred the text proposed 
by Switzerland. 

The Delegation of the United Kingdom stated 
that it shared the concerns expressed by the Dele- 
gation of the Netherlands regarding the principle 
in draft paragraph (l)(c) and would therefore also 
prefer to see the element indicated in draft para- 
graph (l)(a)(iii) (the description) covered by draft 
paragraph (l)(b). It thought that draft paragraph 
(l)(c) would pose problems both for third parties 
who would have to verify the translation and for 
the Office which relied on the translation and 
therefore would want to work with an authenti- 
cated text. It was also concerned with the reli- 
ability of the validity of granted patents under 
such a flexible system. 

The Delegation of Romania agreed with the 
statement made by the Delegation of the United 
Kingdom and wished to see the element referred 
to in draft paragraph (l)(a)(iii) (the description) 
covered by draft paragraph (l)(b). 

The Delegation of the United States of 
America, in reply to the concerns raised by 
several delegations, stated that it did not view the 
possibility of incorrect or improper translations as 
a major practical problem either for Offices or for 
third parties. As mentioned by other delegations, 
Offices already accepted foreign language docu- 
ments for priority purposes, and translations were 
accepted under the PCT. Third parties did not 
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check all translations but only those related to 
applications which might be significant to them, 
and, in that case, they checked the entire file to 
the last detail anyway. 

In response, the Delegation of Japan explained 
that the question of translations for priority docu- 
ment purposes was different from the question of 
translations for filing date purposes and therefore 
merited different treatment. When the priority of 
an earlier foreign application was claimed, the 
Office checked the identity of the earlier and the 
later applications only in those rare cases where 
conflicting prior art was found to have been 
disclosed between the priority date and the filing 
date. The foreign language documents needed to 
be verified only in those rare cases when a ques- 
tion as to possible conflicting prior art arose. 
However, foreign language applications for filing 
date purposes would have to be dealt with 
frequently and would therefore present a system- 
atic problem. 

The Delegation of the Federal Republic of 
Germany recalled that it was in the interest of 
applicants to furnish as correct a translation as 
possible. Therefore, it did not share the concerns 
expressed by the Delegation of Japan. The experi- 
ence in its country was that translations were 
seldom incorrect because the consequences of an 
error could be very serious and possibly even lead 
to the invalidation of the patent. Translations were 
already used under the PCT and for claiming 
priority, and, in the vast majority of cases, they 
proved to be correct and reliable. 

The Representative of the EPO explained that 
the EPO constantly received foreign language 
documents, with translations being filed later. The 
system worked well, and there was no reason why 
it could not work at the national level. The EPO 
therefore supported the principle in draft subpara- 
graph (c), but preferred the text contained in the 
proposal by Switzerland. Since discrepancies 
between the original foreign language documents 
and the translation were unavoidable, the provi- 
sion should be worded in such a way as to leave 
no room for a possible misunderstanding that the 
translation might be considered the original docu- 
ment. The accuracy of the translation could not be 
checked at the time the filing date was estab- 
lished, and therefore the question should be left 
for a later stage. 

All of the Representatives of the non-govern- 
mental organizations who spoke (ABA, AIPLA, 
AIPPI, APAA, EPI, JPAA, PTIC), expressed their 
support for the principle in draft subparagraph (c), 
with a majority expressing a preference for the 
text contained in the proposal by Switzerland. 
They considered that the flexibility which the 
provision would allow was in the interest of and 
of major concern to  applicants, be they large 

enterprises or individual inventors, as the submis- 
sion of translations, especially when seeking 
patent protection in several countries, posed a 
heavy burden on applicants and patent attorneys. 
The Representative of AIPLA added that, since 
the users of the patent system in the United States 
of America would ultimately determine if the 
Draft Treaty was acceptable to that country, every 
attempt should be made to make the Draft Treaty 
as user-friendly as possible. 

It was generally agreed that the principle of 
draft subparagraph (c) would be maintained but in 
the form presented in the proposal by Switzerland 
and that the question of verifying the translation 
of the description should be explained in the 
Notes. 

Paragraph (2). The Delegation of Switzerland 
introduced its proposal (contained in document 
HL/CE/Vm/5) by explaining that the proposal 
differed from the corresponding text in the Draft 
Treaty in two important respects. First, as regards 
the last sentence of draft paragraph (2)(a), the 
words 'without enlarging the scope of the disclo- 
sure' should be deleted as it was considered that 
the question of the scope of the disclosure should 
not be confused with the task of establishing a 
filing date. For filing date purposes, it was suffi- 
cient for the Office to determine that the claims 
had been filed. Only later, during the substantive 
examination, could the Office confirm that any 
later filed claims did not go beyond the scope of 
the original disclosure. Second, as regards the 
drawings, it was proposed to align the Draft 
Treaty with the PCT. Accordingly, draft para- 
graph (2)(a)(ii) should be deleted and drawings 
should be dealt with separately, as proposed, 
under a new draft paragraph (3) which would 
provide that, instead of allowing a time for the 
later filing of drawings and keeping as the filing 
date the date on which the Office had received 
the elements required under draft paragraph (1), 
any Contracting Party could provide that, at the 
applicant's option, either any reference to later 
filed drawings would be deemed to be deleted, or 
the filing date would be the date on which the 
Office received the later filed drawings. 

The Delegation of Japan recalled that at past 
sessions of the Committee of Experts it had 
proposed that claims should constitute absolute 
requirements for filing date purposes (i.e., that 
they should be included in draft paragraph (1)), 
but, in a spirit of compromise, it had agreed to 
keep claims as a permitted additional requirement 
under draft paragraph (2). On the other hand, the 
Delegation had always advanced that drawings 
should not constitute a requirement for estab- 
lishing a filing date, but only a requirement for 
mamtaining an application. Now the Delegation 
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was of the opinion that the same treatment should 
apply to claims, i.e., that failure to file claims 
should be a ground for refusing an application but 
not for refusing a filing date. The Delegation 
understood that, as worded, draft paragraph (2) 
would permit a Contracting Party to adopt such a 
system and, for that reason, supported the prin- 
ciple in draft paragraph (2). This understanding 
was shared by the International Bureau. 

The Delegation of Spain stated that it desired 
to see claims as an absolute requirement and 
therefore that they should be included in draft 
paragraph (1). As regards the proposal by 
Switzerland, it agreed with the deletion of the 
words 'without enlarging ... the disclosures' but 
disagreed with the proposed new draft paragraph 
(3), which would make drawings essential for 
filing date purposes, when these should be merely 
auxiliary. 

The Delegation of the United Kingdom 
supported the proposal by Switzerland in both 
respects. It also recalled that it had always 
insisted that the payment of fees constitute an 
absolute requirement under draft paragraph (1) 
but, in a spirit of compromise, was ready to 
accept the principle in draft paragraph (2) that the 
payment of fees constitute merely a permitted 
additional requirement. It nonetheless reserved its 
position as regards the prescribed period for 
complying with draft paragraph (2), provided for 
in the corresponding draft Rule 6. 

The Delegation of the Netherlands indicated 
that it was of the opinion that the claims should 
constitute an absolute requirement under draft 
paragraph (1), and that, if, contrary to that 
opinion, claims were to constitute only a 
permitted additional requirement under draft para- 
graph (2), it did not support the proposal by 
Switzerland, but preferred the text of the Draft 
Treaty. Even if the words 'without enlarging ... 
the disclosure' would not require the Office to 
examine whether later filed claims had enlarged 
the scope of the original disclosure, they would 
act as a warning and discourage applicants from 
so enlarging the original disclosure. As regards 
the payment of fees, it preferred that this element 
also constitute an absolute requirement under 
draft paragraph (1), but, in a spirit of compro- 
mise, was willing to accept it as a permitted addi- 
tional requirement under draft paragraph (2). As 
regards the question of drawings, it supported the 
proposal by Switzerland. 

The Delegation of Ireland indicated that it was 
ready to compromise on the question of fees and 
to accept draft paragraph (2)(a)(iii). 

In response to an inquiry by the Delegation of 
Nigeria, it was clarified that the last word in draft 
paragraph (2), 'elements,' meant those elements 
referred to in draft paragraph (l)(a). 

The Delegation of Argentina stated that it 
supported the text of draft paragraph (2) as 
regards the drawings, but agreed with the 
proposal by Switzerland that the words 'without 
enlarging ... the disclosure' should be deleted 
from draft paragraph (2). 

The Delegation of Israel disagreed with the 
proposal by Switzerland as regards drawings. If 
late drawings did not enlarge the scope of the 
original disclosure, it did not see why the original 
filing date should not be maintained. As was the 
case with claims, the decision on whether draw- 
ings went beyond the original disclosure should 
be delayed until a later stage of the procedure, 
and therefore later filed drawings should be 
allowed for filing date purposes. 

The Representative of the EPO supported the 
proposal by Switzerland, as it considered that the 
question of whether or not later filed claims or 
drawings enlarged the scope of the original 
disclosure could be examined only at a later stage 
and not for filing date purposes. 

The Representative of NYPTC expressed its 
support for the text contained in draft paragraph 
(2) and, in particular, was of the opinion that the 
same requirements regarding translations under 
draft paragraph (1) should apply to claims and 
drawings under draft paragraph (2). 

The Representatives of AIPPI and UPEPI 
supported the proposal by Switzerland. 

On the basis of the summary of the Chairman it 
was agreed that the proposal by Switzerland, as 
regards the deletion of the words 'without enlarg- 
ing ... the disclosure' and as regards drawings, 
was supported by the majority of delegations, sub- 
ject to what would result from the discussions of 
draft Article 14 (Amendment of Application). 

The Delegation of Switzerland then introduced 
the last part of its proposal (in document 
HL/CE/VIII/5) to amend draft paragraph (2), 
explaining that the proposal basically consisted, 
first, of making the provision in draft paragraph 
(l)(c) applicable to draft paragraph (2) through a 
cross-reference in paragraph (2)(b) of the 
proposal, second, of shifting draft paragraph 
(2)(b) to become paragraph (2)(c) and, third, of 
deleting draft paragraph (2)(c). One reason for the 
proposal was to avoid the successive accumula- 
tion of time limits for submitting translations, as 
each Contracting Party may require the filing of 
late elements in an official language. 

The Delegations of Canada and the United 
States of America and the Representative of the 
EPO supported the proposal by Switzerland. The 
Representative of the EPO called attention to the 
fact that a successive accumulation of time limits 
could create difficulties in respect of the 18- 
month publication deadline which many Offices 
such as the EPO had to meet. 
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The Delegation of Japan stated that it could 
not support the proposal by Switzerland because 
of its general position concerning foreign 
language filings, already expressed earlier. 

The Delegation of the United Kingdom intro- 
duced the proposal by the United Kingdom 
(contained in document HL/CE/VIII/10) to 
replace the text of draft paragraph (2)(b) (para- 
graph (2)(c) in the proposal by Switzerland). It 
explained that the proposal by the United 
Kingdom was intended to take into account the 
possibility of future regional efforts towards 
harmonization of national laws and was meant not 
to discourage countries which might be contem- 
plating such efforts from adhering, for that 
reason, to the Treaty. 

It was pointed out that the proposal by the 
United Kingdom should nevertheless be redrafted 
so as not to allow for a loophole whereby a 
Contracting Party could avoid its obligations 
under draft Article 8 merely by concluding and 
adhering to a treaty with, for example, only one 
other country. 

It was concluded that the proposal by Switzer- 
land should be taken into account for the next 
version of the Draft Treaty, subject to possible 
changes of a drafting nature in order to align its 
wording with the other provisions of the Draft 
Treaty and on the understanding that draft para- 
graph (2)(b) (now draft paragraph (2)(c)) would 
be redrafted along the lines of the proposal by the 
United Kingdom but expressly indicating that 
only an existing Treaty is meant to be covered by 
that provision. 

Paragraph (3) (which will henceforth be para- 
graph (4), in view of the conclusions reported on 
in the preceding paragraph). The Delegation of 
Denmark introduced its proposal (contained in 
document HL/CE/VIII/8) by explaining that the 
proposal basically covered the matter covered in 
draft paragraph (3) (now draft paragraph (4)), 
except that it made the provision allowing for 
filing by reference to another previously filed 
application optional for Contracting Parties. 
Furthermore, the term, 'where required,' in the 
last sentence of draft paragraph (3) (now draft 
paragraph (4)), did not appear in the proposal. 
The Delegation recalled that the Nordic countries 
had first proposed the provision contained in draft 
paragraph (3) (now draft paragraph (4)), as this 
practice had long existed in those countries and 
was expected to become even more useful in the 
future. However, the proposal was being 
submitted as a compromise in order to obtain as 
broad an acceptance as possible for the Draft 
Treaty. 

The Delegations of Australia, Canada, Finland, 
France, Ghana, Israel and the United States of 

America expressed their support for the manda- 
tory provision contained in draft paragraph (3) 
(now draft paragraph (4)). The Delegation of 
Ghana pointed out that, if the provision were 
made optional, it would be tantamount to deleting 
it, with the result that there would be no harmo- 
nization on this point. 

The Delegations of Austria, the Federal 
Republic of Germany, Italy, Japan, the Nether- 
lands, the Republic of Korea, Romania, Spain, the 
Soviet Union, Sweden and Switzerland expressed 
their support for the optional provision contained 
in the proposal by Denmark. The Delegation of 
the Federal Republic of Germany recalled that 
one of the basic principles of patent law was that 
there be a complete disclosure of the invention, 
and it did not consider a reference to another 
application a complete and sufficient disclosure. 
The Delegation of the Republic of Korea was of a 
similar opinion. The Delegation of Japan stated 
that a reference in the application to another 
previously filed application might raise a problem 
of filing in a foreign language, and that it was not 
considered necessary to refer to another applica- 
tion filed with the same Office. 

The Delegation of Norway stated that it could 
support either draft paragraph (3) (now draft para- 
graph (4)) or the proposal by Denmark. 

The Representatives of AIPO, ABA, AJPLA, 
AIPPI, ATRIP, CIPA, CNTPA, EPI, IPO, 
NYPTC, PTIC and TJEPIP expressed their support 
for the mandatory provision in draft paragraph (3) 
(now draft paragraph (4)). 

The Representative of AIPLA explained that 
the optional provision contained in the proposal 
by Denmark would be pointless. The mandatory 
provision in draft paragraph (3) (now draft para- 
graph (4)) was 'user-friendly' and therefore 
should be in the Draft Treaty and should be 
mandatory. If foreign language documents were to 
be allowed, it was not clear why references to 
another application could not be allowed as well. 
This provision had been shown to be of major 
interest to private circles, and now they would 
wonder why it should be made optional. 

The Representative of NYPTC recalled that the 
main purpose of the patent system was to grant 
patents to inventors. Therefore, the Draft Treaty 
should facilitate the patent granting procedure 
primarily for inventors and not for the Offices. 
Draft paragraph (3) (now draft paragraph (4)) was 
one of the provisions that would make life easier 
for applicants. If it were made optional, it would 
be tantamount to taking it out of the Treaty. As 
far as interested circles in the United States of 
America were concerned, adherence to the Treaty 
would require major changes in the patent law of 
that country. This was one change that was of 
interest to them, in particular to users. Any practi- 
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tioner knew why filing by reference was useful, 
especially in international practice. For these 
reasons, he hoped that those supporting the 
proposal by Denmark would reconsider their posi- 
tion in the interest of users and offer them some 
advantages in the Draft Treaty by agreeing to a 
mandatory provision. 

The Representative of ATRIP agreed that draft 
paragraph (3) (now draft paragraph (4)) was 
looked upon favorably by users in the United 
States of America. He doubted that, without this 
mandatory provision, there would be much 
support for the Draft Treaty from the private 
sector in that country. 

The Representative of FICPI expressed his 
support for draft paragraph (3) (now draft para- 
graph (4)) but could also accept the proposal by 
Denmark. 

The Representative of JPA expressed its 
support for the optional provision in the proposal 
by Denmark. 

The Representative of LES stated that, 
although he agreed with the principle in draft 
paragraph (3) (now draft paragraph (4)), he had 
some doubts about how such a system of disclo- 
sure by reference would work in practice. 

It was agreed that draft paragraph (3) (now 
paragraph (4)) and the proposal by Denmark 
should be presented to the Diplomatic Conference 
in the form of alternatives. 

Paragraph (4) (henceforth (5)). It was noted 
that, since no delegation or organization expressed 
disagreement with this provision, draft paragraph 
(4) (henceforth paragraph (5)) was accepted. 

Rule 6: Details Concerning the Filing Date 

Paragraphs (1) and (2). (a) The Delegation of 
the United States of America introduced its 
proposal to amend this provision (contained in 
document HL/CE/VIII/23). It explained that, 
under the proposal, it was understood that draft 
paragraph (1) would remain as it appeared in 
document HL/CE/Vm/2, with a two-month time 
limit for submitting the elements referred to 
therein. The proposal was intended to modify 
draft paragraph (2) so that, in the case of non- 
compliance with the requirements of draft Article 
8(1), (2) or (3), the Office would have promptly 
to invite the applicant to comply with such 
requirements within the time limit fixed in the 
invitation, which time limit would be at least one 
month from the invitation date or the time limit 
referred to in draft paragraph (1), whichever was 
later. The proposal thus tried to respond to the 
concern that the text of draft Rule 6(1) and (2) 
might result in an accumulation of time limits 
which, if added to the time required for carrying 
out the necessary administrative tasks of sending 

out invitations and checking compliance there- 
with, would be too onerous and would interfere 
with the smooth working of the patent granting 
procedure. Under the proposal, the procedure in 
most cases would involve a prompt invitation and 
a maximum two-month time period for compli- 
ance. This would be beneficial for both applicants 
and Offices, as it would maximize legal security 
for applicants and minimize the filing date proce- 
dure time for the Offices. 

(b) Furthermore, the Delegation stated that the 
proposal by the United States of America made 
draft Rule 6(2) applicable to draft Article 8(3). As 
regards draft Rule 6(2)(b), it seemed more appro- 
priate and clearer to provide, as did the proposal, 
that the time limit in draft Rule 6(1) applied if it 
was not possible for the Office to identify or 
communicate with the applicant, rather than to 
provide, as did draft Rule 6 that, in such a case, 
no invitation should be sent, which, since the task 
was impossible to perform, was self-evident. 

(c) In reply to an inquiry, the Delegation of 
the United States of America explained that, 
under its proposal, if there were several deficien- 
cies, there would be only one invitation and only 
one time limit. 

The Delegations of Norway and Switzerland 
expressed their support for the proposal by the 
Delegation of the United States of America, 
except as to the last sentence of paragraph (2)(a), 
which, in their opinion, should be deleted. 

The Delegation of the United Kingdom was 
ready to withdraw its proposal regarding draft 
Rule 6 (contained in document HL/CE/VIII/10) 
and to support the proposal by the United States 
of America, subject to certain modifications. The 
Delegation was reluctant to allow for more than 
one month for complying with Article 8 require- 
ments but was ready to go along with the 
proposal by the United States of America to 
provide for a one-month time limit for complying 
with an invitation. In fact, it was of the opinion 
that draft Rule 6 could be even further simplified 
by omitting paragraph (2) altogether or by omit- 
ting the phrase '... shall be the time limit referred 
to in paragraph (1), whichever is later,' as it 
appears in the proposal by the United States of 
America. 

The Delegations of the Federal Republic of 
Germany, Finland, Madagascar, Sweden and the 
Soviet Union expressed their support for the 
proposal by the Delegation of the United States of 
America. 

The Delegation of Denmark also supported the 
proposal by the Delegation of the United States of 
America and withdrew the proposal by Denmark 
regarding draft paragraphs (1) and (2) (contained 

.in document HL/CE/VÏÏI/8). Nevertheless, it 
asked whether the time limits in the proposal 
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by the United States of America were intended 
to apply to the entire paragraph (1) of draft Arti- 
cle 8, that is, to draft subparagraphs (a), (b) 
and (c) of that paragraph. It also inquired why 
the Delegation of the United States of America 
preferred a two-month as opposed to a one-month 
time limit. 

In reply to the last inquiry, the Delegation of 
the United States of America explained that it 
considered two months a reasonable time to 
comply with Article 8 requirements if one took 
into account that many Offices had to process a 
large number of patent applications filed from 
abroad. 

The Delegation of Japan stated that it was not 
clear why draft paragraph (2) should apply to 
subparagraphs (a) and (b) of draft Article 8(1) 
and what the phrase 'if any' in paragraph (2) of 
the proposal by the Delegation of the United 
States of America meant. 

The Delegation of the United States of 
America explained that it would not object to its 
proposal being more specific and indicated that 
paragraph (2) was meant to cover the time limits 
for complying with the requirements of draft 
Article 8(1 )(c), (2)(c) and (3)(a). 

The Representative of the EPO welcomed the 
proposal by the Delegation of the United States of 
America as it alleviated to a great extent its 
concern about the successive accumulation of 
time limits under draft Rule 6. However, the 
Representative shared the opinion of the Delega- 
tion of the United Kingdom that the proposal by 
the United States of America could be even 
further simplified by doing away with a threefold 
time limit approach and merely providing for a 
one-month time limit for complying with Article 
8 requirements. He considered the proposal by the 
United States of America too far-reaching in 
obliging Offices to send out invitations, as the 
EPO was concerned about promptly preparing the 
basis for the examination as to form and for the 
18-month publication. 

The Representatives of ATPPI, CIPA, CNIPA 
and EPI supported the proposal by the United 
States of America and disagreed with the position 
taken by the Delegation of the United Kingdom 
and the Representative of the EPO in this regard. 

It was agreed that draft Rule 6(1) would 
remain unchanged, but that the next version of 
draft Rule 6(2) should be based on the proposal 
by the Delegation of the United States of 
America, subject to some drafting revisions speci- 
fying those provisions in draft Article 8 to which 
the Rule was meant to apply. 

Paragraph (3). It was agreed that this para- 
graph had to be redrafted, taking into account the 
conclusions on paragraphs (1) and (2). 

Paragraph (4). The Delegation of Denmark 
introduced its proposal (contained in document 
HL/CE/Vin/8). It explained that, although the 
Delegation would prefer that an agreement be 
reached on a precise definition of when an appli- 
cation or any other document should be deemed 
to have been received by an Office, experience 
had shown that it was difficult to reach agreement 
on that point, and, in light of the different prac- 
tices and rules existing in various countries in that 
regard, it may be wiser to leave the Contracting 
Parties free to determine the conditions under 
which an application or any other document 
should be deemed to have been received by the 
Office. 

The Delegations of Italy, the United Kingdom, 
the Netherlands, Canada, Japan, Nigeria, the 
Federal Republic of Germany, Portugal, France, 
Finland, Israel and Australia expressed their 
support for the proposal by Denmark. The Dele- 
gation of Italy indicated that, if the proposal by 
Denmark were not adopted, the first sentence of 
draft Article 8(1 )(a) would have to be amended in 
order to take into account those countries where 
branch offices were authorized to receive patent 
applications on behalf of the national Office. 
Furthermore, it wished to see a reference to this 
particular situation in Note R6.12 on draft para- 
graph (4). The Delegation of the United States of 
America was of the opinion that the drafting 
contained in Note R6.12 on draft paragraph (4) 
would provide a better basis for the provision 
than the drafting in draft paragraph (4) itself. The 
Delegation of Portugal suggested that the 
wording, 'in particular with a view to setting the 
date of receipt,' be added at the end of paragraph 
(4). 

The Representative of AIPO did not support 
the proposal by Denmark, as it considered that it 
would result in indescribable anarchy in the 
dating of applications, which frequently became 
an important issue in patent litigation. 

It was agreed that the proposal by Denmark to 
amend draft paragraph (4) should be taken into 
account for the next version of that draft para- 
graph, subject to eventual drafting changes to 
clarify that the provision was intended for 
purposes of fixing the date of receipt by the 
Office and subject to further clarifications in Note 
R6.12 on draft paragraph (4). 

Paragraph (5). The Delegation of Denmark 
introduced its proposal (contained in document 
HL/CE/Vm/8), explaining that the only difference 
between the texts in the proposal and that 
contained in draft paragraph (5) in document 
HL/CE/Vm/2 was that paragraph (5) in the 
proposal had deleted the cross-reference to draft 
Article 8(2)(c). 
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The Delegation of Norway was of the opinion 
that the time limits in draft Rule 6 and in draft 
Article 14 should be harmonized and stated that it 
preferred the time limits provided for in draft 
Article 14. 

The Delegation of the United States of 
America expressed its desire that draft paragraph 
(5) cover not only matter referred to in draft 
Article 8(1 )(c) but also matter referred to in draft 
Article 8(2) and (3). 

The Delegation of the Netherlands stated that, 
even if its Delegation would be able to overcome 
its opposition to the principle of accepting foreign 
language filings, it was opposed to the proposal 
by the Delegation of Denmark because it might 
encourage applicants to file bad or inaccurate 
translations, or at least not discourage them from 
doing so. 

The Delegation of the United States of 
America was of the opinion that applicants tried 
to file as good a translation as possible, but, if a 
translation contained a critical error, applicants 
should be allowed to correct it. 

The Delegation of Switzerland expressed its 
support for draft paragraph (5), as formulated in 
the proposal by Denmark, since it considered that 
errors could happen to anyone and that there was 
no reason why applicants should be penalized 
therefor. 

The Delegation of Japan expressed its strong 
objections to draft paragraph (5). It considered 
that the one-year Paris Convention priority 
allowed sufficient time for applicants to prepare a 
proper and correct translation. Draft paragraph (5) 
would only leave the door open for applicants to 
file any kind of translation to the detriment of 
third parties. 

The Delegation of the Federal Republic of 
Germany was of the opinion that, if foreign 
language filings were accepted, correction of 
translation errors should also be permitted. It 
therefore supported the position taken by the 
Delegation of the United States of America, but 
also shared the opinion expressed by the Delega- 
tion of Norway. 

The Delegation of Canada expressed its 
support for the proposal by Denmark, as it 
considered the provision contained therein neces- 
sary for applicants for whom a slight translation 
error could cause serious problems. 

The Delegation of Portugal stated that, 
although it sympathized with the position of the 
Delegation of Japan, it considered that, since 
errors were always possible and human, appli- 
cants should be allowed to correct translation 
errors up to the time of grant. This would result 
eventually in as good and accurate translations as 
possible. However, it did not understand why the 
correction of translation errors in respect of draw- 

ings should not be allowed as well. It therefore 
supported the position expressed by the Delega- 
tion of the United States of America. 

The Delegation of Denmark explained that the 
proposal by Denmark was meant to discourage 
the use of text next to drawings, which could 
pose serious practical problems for an Office. 

The Delegations of Cameroon and Lebanon 
and the Represenative of AIPO expressed their 
support for draft paragraph (5). 

The Delegations of Argentina, Australia, 
Finland and the Soviet Union and the Representa- 
tive of the EPO also expressed their support for 
draft paragraph (5) but with the revision 
suggested by the Delegation of the United States 
of America (i.e., adding a reference to draft 
Article 8(2) and (3)). The Representative of the 
EPO added that he did not see how the correction 
of translation errors posed a significant burden on 
patent examiners; in the EPO's experience, trans- 
lations were not corrected frequently. 

The Delegation of the United Kingdom 
recalled its objections to allowing foreign 
language filings. However, it conceded that, if 
foreign language filings were to be allowed, then 
some provision allowing for the correction of 
translation errors had to be included and the 
possibility of correcting translation errors should, 
in principle, be possible at any time. However, 
the system would need to provide for safeguards 
in view of the rights which may arise as a result 
of early publication. It was also of the opinion 
that 'any time prior to the grant of a patent' 
should not mean that corrections would be 
allowed up to the last minute. 

The Delegation of Italy recalled that it did not 
agree with the principle of accepting foreign 
language filings. However, if this principle were 
to be accepted in the Draft Treaty, the Delegation 
would be favorable to draft paragraph (5) in 
document HL/CE/VHI/2, with the revision 
suggested by the Delegation of the United States 
of America (i.e., adding the reference to draft 
Article 8(2) and (3)). 

The Representatives of ABA, AIPLA, AIPPI, 
APAA and JPAA expressed their support for draft 
paragraph (5) with the revision suggested by the 
Delegation of the United States of America (i.e., 
adding the reference to draft Article 8(2) and (3)). 
The Representative of ABA pointed out that 
Offices should not presume that applicants would, 
in bad faith, submit inaccurate translations. The 
Representative of AIPLA noted that applicants 
usually depended on someone else for a transla- 
tion; if it contained an error, it was not their fault. 
An accurate translation was as much in the 
interest of the applicant as it was in the interest of 
the Office, and, if the translation contained an 
error, having it corrected was also in the interest 
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of the applicant and the Office. The Representa- 
tive of JPAA requested, nonetheless, that prior 
users' rights should be taken into account in the 
context of draft Article 15 (Publication of Appli- 
cations). 

It was concluded that the principle contained 
in draft paragraph (5) should be maintained, that 
translation errors should be correctable and that 
such a provision should cover all cases referred to 
in draft Article 8(1), (2) and (3). The question of 
prior users' rights and the question of amending 
an application remained reserved until the discus- 
sion of the respective draft Articles dealing with 
those questions." 

Article 9: Right to a Patent 

In addition to the text of Article 9 as elaborated 
by the international Bureau, discussions were based 
on a text proposed by the Delegation of France. 
Those texts read as follows: 

[TEXT ELABORATED BY THE INTERNATIONAL BUREAU] 

"(1) [Right of Inventor] The right to a patent 
shall belong to the inventor. Any Contracting 
Party shall be free to determine the circumstances 
under which the right to the patent shall belong 
to the employer of the inventor or to a person 
who commissioned the work of the inventor which 
resulted in the invention. 

(2) [Right Where Several Inventors] Where 
two or more inventors independently have made 
the same invention, the right to a patent for that 
invention shall [, irrespective of the dates on 
which the invention was made by each of the 
inventors,] belong, 

(i) where only one application is filed in 
respect of that invention, to the applicant, as long 
as the application is not withdrawn, abandoned 
or rejected, or, 

(ii) where two or more applications are filed 
in respect of that invention, to the applicant 
whose application has the earliest filing date or, 
where priority is claimed, the earliest priority 
date, as long as the said application is not with- 
drawn, abandoned or rejected." 

[TEXT PROPOSED BY THE DELEGATION 
OF FRANCE] 

"(1) [Right of Inventor] The right to a patent shall 
belong to the inventor or his successor in title. Any 
Contracting Party shall be free to determine the 
circumstances under which the right to the patent shall 
belong to the employer of the inventor or to a person 
who commissioned the work of the inventor which 
resulted in the invention. 

(2) [Right Where Several Inventors] Where two or 
more inventors independently have made the same 
invention, the right to a patent for that invention shall, 
irrespective of the dates on which the invention was 
made by each of the inventors, and subject to the 
conditions and limits specified in Article 13, belong, 

(i)   where only one application is fded in respect 
of that invention, to the applicant, or, 

(ii) where two or more applications are filed in 
respect of that invention, to the applicant 
whose application has the earliest filing date 
or, where priority is claimed, the earliest pri- 
ority date." (Document HL/CE/VIII/16, 
page 2) 

The portion of the report of the Committee of 
Experts concerning the discussion of Article 9 reads 
as follows: 

"The Delegation of France introduced its 
proposal (contained in document HL/CE/Vm/16), 
stating that it was necessary to amend paragraph 
(1) to explicitly provide that the right to a patent 
shall belong to the inventor or to his successor in 
title. With respect to paragraph (2), the Delega- 
tion stated that the proposal introduced no change 
in substance, but was meant to cover a proposal 
made at the seventh session of the Committee of 
Experts. Specifically, it proposed that the provi- 
sions of Article 9 be subject to Article 13 of the 
Draft Treaty. The Delegation indicated that, if the 
proposed amendment to paragraph (2) of Article 9 
was not accepted, then reference could be made 
in the Notes to the connection between the rule 
that the right to a patent belongs to the first of 
several independent inventors to file and the 
provisions of Article 13. 

Paragraph (1). The Delegations of the Nether- 
lands, Italy, Australia, Spain, Mexico, the United 
Kingdom, the Soviet Union and Hungary indi- 
cated their support for the proposal by France. 

The Delegation of the United States of 
America indicated that the second sentence of 
paragraph (1) might convey the impression that 
Contracting Parties were not free to determine 
other situations in which the right to a patent 
might belong to one other than the inventor. 
Accordingly, it was suggested that the phrase 'at 
least' be inserted following the word 'shall' in the 
second line of paragraph (1). Thus, other situa- 
tions that arose could be addressed by Contracting 
Parties. 

The Delegation of Nigeria did not, in principle, 
see any difference between draft Article 9(1) and 
the proposal of the Delegation of France. The 
Delegation thought it unnecessary to include 
reference to the successor in title because it was 
obvious. 

It was pointed out that the result of the amend- 
ment proposed by the Delegation of the United 
States of America would be the same under the 
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draft Article 9(1) and the Article as amended in 
the proposal by France. 

The Delegations of the Netherlands and the 
United Kingdom supported the proposal by 
France. 

As regards the second sentence of paragraph 
(1), the Delegation of Japan recommended trans- 
ferring this sentence to the Notes to avoid the 
problems expressed by the Delegation of the 
United States of America. 

The Delegation of Switzerland indicated that, 
under the laws of Switzerland, the employer 
acquired the right to a patent at the outset. This 
case was not covered by the first sentence; there- 
fore the second sentence of paragraph (1) should 
be maintained. The Delegations of the Nether- 
lands and the United Kingdom agreed with the 
position taken by the Delegation of Switzerland. 

On the basis of the summary of the discussions 
by the Chairman, it was agreed that the first 
sentence of draft paragraph (1) should be 
amended as suggested by the Delegation of 
France or that appropriate explanations should be 
given in the Notes. 

It was further agreed that the second sentence 
of draft paragraph (1) should be maintained 
provided that there was an explanation in the 
Notes indicating that the second sentence should 
not be considered to be exhaustive of Contracting 
Parties' rights to provide for situations in which 
the right to a patent might vest in someone other 
(for example, the estate of a bankrupt) than the 
inventor. 

Paragraph (2). The Delegation of the United 
States of America stated that for the United 
States of America to adopt the first-to-file 
system involved a fundamental change, as had 
been understood from the beginning. The Dele- 
gation indicated that there was no consensus in 
the United States of America that this change 
should be made. To its knowledge, none of the 
interested circles had taken a position in favor of 
that change, and there were powerful, vocal 
elements which actively opposed it. The Delega- 
tion stated that the Administration in the United 
States of America remained willing to propose 
such a change if it was able to show clearly that 
the total harmonization package would be of 
benefit to the industry and inventors in the 
United States of America. The Delegation asked 
that it be borne in mind that the United States of 
America would need understanding and conces- 
sions on other points or else the Administration 
would feel unable to convince the Senate of the 
United States of America to ratify the Treaty and 
the Congress to enact implementing legislation. 
The Delegation indicated that it would have 
opposition in the United States of America from 

inventors' groups, from industry and from 
universities so that the harmonization treaty 
could fail to be ratified even if the Administra- 
tion recommended it. The Delegation underlined 
that it was not unwilling to go forward with this 
provision, as it stood, but that it was not a fore- 
gone conclusion that the Treaty could be ratified 
in the United States of America unless it 
contained also clear and significant benefits to its 
people. 

The Delegation of the Netherlands indicated a 
preference for the draft Article, stating that the 
reference to Article 13 in the proposal by the 
Delegation of France had nothing to do with the 
principles contained in Article 9. However, the 
Delegation felt that, with respect to draft para- 
graph (2)(i) and (ii), the qualifier, 'as long as the 
application is not withdrawn, abandoned or 
rejected' could be deleted. 

The Delegation of Switzerland indicated that 
it considered it to be necessary for the 
concluding words of draft paragraph (2)(ii) to be 
maintained because there were countries that 
made a distinction between abandoned and with- 
drawn applications, an abandoned application still 
having an effect on later-filed applications. 

The Delegation of Nigeria recommended that 
the concept of 'innocence' be added to draft 
paragraph (2)(ii). An example was given of an 
invention derived from another and a patent 
being applied for, although the derivation was 
not innocent. As presently worded, draft para- 
graph (2)(ii) was not seen as precluding such an 
application. 

The Delegation of Japan questioned the desir- 
ability of having the qualifier 'withdrawn, aban- 
doned or rejected' in draft paragraph (2)(i) 
and (ii). In this connection, the term 'pending' 
could be used, provided that it was properly 
defined. 

The Delegation of the United Kingdom and 
the Representatives of UNICE and FICPI indi- 
cated a preference to have a cross-reference to 
Article 13 in Article 9. While it was preferred 
that such a cross-reference be in the Article, it 
was considered acceptable to include it in the 
Note to Article 9. 

On the basis of the summary of the discus- 
sions by the Chairman, it was concluded that the 
text of draft paragraph (2) should be maintained 
but that the words within brackets would be 
deleted as being superfluous and the Notes 
would contain appropriate explanations. In partic- 
ular, the last part of draft paragraph (2)(i) and 
(ii) reading 'as long as the said application is not 
withdrawn, abandoned or rejected' was consid- 
ered necessary. As regards a cross-reference to 
Article 13, appropriate explanation should be 
given in the Notes." 
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Article 9bis: Loss of Rights 

The text of Article 9bis was proposed by the 
Delegation of the United States of America. This 
text read as follows: 

[TEXT PROPOSED BY THE DELEGATION OF 
THE UNITED STATES OF AMERICA 

"(1) Any Contracting Party shall be free to provide 
that the right to a patent shall be lost by the applicant 
where: 

(i) the invention was placed on sale or secretly 
used by the applicant more than 12 months preceding 
the filing date or, where priority is claimed, the priority 
date of the application, even if the invention was not, 
by virtue of being so placed on sale or secretly used, 
made available to the public; or 

(ii) an application for an industrial property title 
was filed by applicant outside the Contracting Party in 
violation of the national security provisions of the 
Contracting Party. 

(2) Notwithstanding Article 11 and paragraph (1) of 
this Article, any Contracting Party shall be free to 
provide that the right to a patent shall not be lost to the 
applicant where the use of the claimed invention by the 
applicant more than 12 months preceding the filing 
date or, where priority is claimed, the priority date of 
the application, was experimental." (Document 
HL/CE/VIII/14, page 2) 

The portion of the report of the Committee of 
Experts concerning the discussion of Article 9bis 
reads as follows: 

"(a) The Delegation of the United States of 
America introduced its proposal (contained in 
document HL/CE/VIII/14) for a new Article 9bis 
and stated that the proposal was intended to allow 
the United States of America freedom to continue 
existing practice in that country. While the 
substance of the proposal was put forward in 
Article 9bis, its exact location in the Draft Treaty 
was not seen as essential. 

(b) Paragraph (l)(i) of the proposed Article 
dealt with the situation where an applicant placed 
an invention on sale or secretly used it more than 
12 months prior to the filing or priority date, even 
if such use or sale did not result in the invention 
being disclosed to the public. The purpose of the 
provision was to provide that the applicant should 
not get a commercial advantage without sharing 
the technology with the public. Paragraph (l)(ii) 
dealt with the situation where a patent application 
was filed abroad in violation of security laws of 
the Contracting Party, such as might be the case 
where those laws required nationals first to 
submit an application to the national Office 
before filing abroad. 

(c) The Delegation of the United States of 
America indicated that paragraph (2) provided 
for an exception to the loss of rights where an 

applicant used the invention experimentally. An 
example of such experimentation was work to 
improve and perfect the invention. Even if such 
use occurred more than 12 months before the 
filing or priority date, and even if it was public, 
such use would not constitute a bar to seeking 
patent protection. 

The Delegation of the Federal Republic of 
Germany asked whether the term 'secret use' 
applied only to such use in the territory of the 
United States of America, or also to use outside 
its territory. 

The Delegation of the United States of 
America responded that secret use would apply to 
such use abroad, as well as to use in the United 
States of America, since it was considered 
inequitable to allow an inventor to use an inven- 
tion for a number of years and then seek patent 
protection. 

The Delegation of the Netherlands gave an 
example of a Dutch inventor developing an inven- 
tion in the area of agricultural machinery which 
took time to develop and could only be tested in 
the summer months. The question arose whether, 
if such a use was secret and effected in the 
Netherlands, the Dutch inventor would be denied 
patent protection in the United States of America. 

The Delegation of the United States of 
America indicated that if what the Dutch inventor 
was doing was for experimental purposes, within 
the meaning of paragraph (2) of the proposed 
Article 9bis, there would be no bar to patent 
protection. If, however, the use was for commer- 
cial purposes, there would be a bar to patent 
protection. 

The Delegation of the United Kingdom stated 
that placing an item on sale would seem to make 
it available automatically to the public and that it 
was difficult to know how a secret use could be 
for commercial purposes (and not for experi- 
mental purposes). With respect to experimental 
use, the Delegation asked whether field tests by 
pharmaceutical manufacturers conducted before 
applying for patent protection would be consid- 
ered as constituting experimental use. 

The Delegation of the United States of 
America indicated that one could exploit an 
invention secretly for commercial purposes by, for 
example, producing products and then allowing 
their use under a secrecy agreement. In such a 
case, the inventor would obtain the advantage of 
commercializing the invention, without having to 
disclose it to the public. The provisions of Article 
9bis had the purpose of encouraging disclosure in 
such cases. As to pharmaceutical inventions, the 
Delegation stated that Article 9bis would apply to 
such inventions but that, in a first-to-file system, 
if one waited to complete the preparations neces- 
sary to perfect the invention, there was a danger 
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that competitors could file patent applications, or 
that there would be a leak of information that 
would destroy the competitive position of the 
inventor. 

The Delegation of Denmark asked whether it 
was necessary to expand the grace period provi- 
sions of Article 12 in this manner. 

The Delegation of the United States of 
America indicated that the proposed Article 9bis 
would have the effect that the grace period would 
be enlarged in certain respects but, in other 
respects, it would be narrowed. 

The Delegation of Portugal inquired again 
about paragraph (l)(ii) and gave an example of a 
Contracting Party, such as Portugal, which had no 
provision in its laws preventing the filing of 
patent applications because of national security 
provisions. If a national of another State, such as 
the United States of America, were to file a 
patent application in Portugal in violation of the 
national security provisions of the United States 
of America, the question arose as to the status of 
patent rights in Portugal and in the United States 
of America. 

The Delegation of the United States of 
America responded that the status of patent rights 
in Portugal would be determined under 
Portuguese law. In the United States of America, 
however, the patent could be invalidated. 

The Delegation of Japan reserved its final 
position on Article 9bis but saw the provisions of 
paragraph (l)(i) as being applicable to a first-to- 
invent system, rather than a first-to-file system. In 
a first-to-invent system, the right to the patent 
was not endangered by subsequent intervening 
acts, even if other applications were subsequently 
filed. The provisions in paragraph (l)(i) were seen 
as being, perhaps, necessary to prohibit abuse in 
such a system. In a first-to-file system, it was felt 
that a person engaging in acts such as use or sale 
was at risk of losing rights as a consequence of 
someone else's filing for patent protection first. 
Accordingly, there was no possibility of abuse. 
Such provision was seen as working against 
filing, as a person would be disinclined to file, 
choosing trade secret protection instead. The 
Delegation indicated that, in a certain country 
which had recently changed from a first-to-invent 
system to a first-to-file system, the requirement 
for a loss of rights provision had disappeared. 

The Delegation of the Netherlands asked what 
the status of an invention that had been used 
under a requirement of secrecy, imposed by the 
government, would be after the lifting of a 
defense security qualification. 

The Delegation of the United States of 
America stated that the provisions of paragraph 
(l)(i) did have application in a first-to-file system. 
Further,  the  experimental  use  contemplated  in 

paragraph (2) could include use as a trade secret 
for an extended period of time. However, at some 
time, experimental use would end and commercial 
use would begin, and each case was to be judged 
on its own facts. Regarding the question raised by 
the Delegation of the Netherlands on paragraph 
(2), it stated that, in respect of a patentable inven- 
tion classified for military security reasons, there 
were provisions in the law of the United States of 
America for the filing of such a classified patent 
application. Moreover, it was indicated that use 
by a country for military purposes could be 
considered to be more for defense purposes than 
commercial purposes, and that it would only be 
when the security restrictions were lifted that 
commercial use would arise. 

The Delegation of Canada inquired about the 
worldwide nature of the 'placed on sale' provi- 
sions giving the example of a small inventor who 
developed an invention and was granted protec- 
tion in one country. If a picture was taken of the 
invention which did not disclose all its elements, 
and circulars containing the pictures were sent to 
another country, the question would arise whether 
the invention should be considered as having been 
'placed on sale' in the second country. 

The Delegation of the United States of 
America stated that its proposal was based on the 
fundamental fairness of preventing an applicant 
from obtaining a commercial advantage from his 
invention, without having filed for patent protec- 
tion and disclosed the invention. In response to 
the example given by the Delegation of Canada, it 
was suggested that courts be left to deal with 
each situation as it arises. 

The Delegation of Sweden inquired as to why 
the proposal of the United States of America was 
necessary, given the existing provisions in the 
Draft Treaty. 

The Delegation of the United States of 
America stated that prior art was defined in draft 
Article 11 as anything that 'has been made avail- 
able to the public anywhere in the world.' In a 
situation where an invention was secretly used it 
was not made available to the public and was not, 
therefore, prior art within the meaning of Arti- 
cle 11. 

The Delegation of Ghana saw no problem with 
Article 9bis as proposed by the United States of 
America, with the exception of paragraph (l)(ii). 
It did not seem clear whether the provisions of 
paragraph (l)(ii) applied to nationals of the 
Contracting Party in question only or to 
foreigners as well. 

The Delegation of India indicated that the 
provision in paragraph (2) providing for a period 
longer than 12 months was not consistent with its 
national law, nor was it considered necessary in 
light of the grace period. 
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The Delegation of Argentina indicated that 
similar provisions currently existed in the law of 
Argentina but that a prior declaratipn was needed 
that the inventor had the right to perform work or 
experiments in the process of developing the 
invention. 

The Delegation of Denmark stressed that the 
patent system was not to be used to punish inven- 
tors but that the protection of third parties must 
be considered as well. It was stated that a third 
party would determine the state of the art, find 
out what parts of that prior art were protected and 
act accordingly. The question was raised whether, 
if parts of the prior art not yet patented were used 
experimentally, there would not be uncertainty as 
to what a third party would be entitled to do. 

The Delegation of the United States of 
America indicated that in a first-to-file system the 
inventor could proceed with a patent application. 
A second point was that, even without the provi- 
sions of proposed Article 9bis, one did not know 
for at least 18 months what applications were 
pending in national patent offices. 

The Delegation of Switzerland commented that 
it had been agreed that no new proposals were to 
be submitted and it was not timely to open in the 
last session of the Committee discussion on new 
points. It felt that the proposed new Article 9bis 
was not consistent with nor conducive to harmo- 
nization, but would result in a treaty that main- 
tained the status quo. Paragraph (l)(ii) seemed to 
be a sanction that was not appropriate as a provi- 
sion in the Treaty. The Delegation wondered 
whether Article Aquater of the Paris Convention 
for the Protection of Industrial Property did not 
prohibit such provisions. 

The Delegation of Sweden indicated that it did 
not support the proposal by the United States of 
America and that it shared the view of the Dele- 
gation of Switzerland that there should be a 
closed list of proposals and that no new proposals 
should be taken up. 

The Delegation of the United States of 
America stated, regarding paragraph (l)(ii), that a 
number of countries had the same problem as its 
country and that such a provision seemed neces- 
sary. Regarding paragraph (l)(i), the result of it 
would be to encourage inventors to obtain patents. 
Such a provision was seen as addressing some of 
the criticisms of the term of patent protection as it 
prevented the possibility of using an invention for 
long periods of time before filing, then disclosing 
it and still being able to file a patent application 
within the grace period. The proposed provision 
should be considered on its merits, with a view to 
putting it forward to the Diplomatic Conference. 

The Delegation of Portugal indicated that it 
had no objections to considering paragraph (l)(i) 
in the  Diplomatic Conference. With respect to 

paragraph (l)(ii), reservations were expressed to 
placing it in the Treaty because it seemed that 
this matter could be left to national penal law. 

The Delegation of Ghana felt that proposed 
Article 9bis was not new subject matter but, 
rather, a proposal similar to others that had been 
submitted. 

The Delegation of India felt that the proposal 
by the United States of America would benefit 
the Treaty but indicated that the proposal, in 
general, needed some adjustment, in particular to 
certain time limits it contained. 

The Delegations of Austria, Canada and 
Australia reserved their positions on the proposed 
Article. 

The Representative of AIPO expressed concern 
with the provisions regarding secret sale and use 
and experimental use and indicated that African 
inventors did not benefit from the same provi- 
sions as inventors in other countries. The proposal 
might amount to protectionism based on intellec- 
tual property and might not be compatible with 
Article 2 of the Paris Convention for the Protec- 
tion of Industrial Property. 

The Representative of FICPI stated that he 
agreed with the Delegation of Japan that, under 
the first-to-file system, provisions such as those in 
the proposal were not necessary. The type of 
misuse contemplated by paragraph (l)(i) only 
occurred rarely. 

The Representative of AIPPI raised the possi- 
bility of problems associated with trade secret 
protection and the implications of the proposal by 
the United States of America with respect to trade 
secret protection. 

The Delegation of the United States of 
America stated that the proposed Article would 
not prevent an inventor from using know-how or 
trade secret protection for as long as he wished. 
The United States of America was a strong 
supporter of that form of intellectual property 
protection. If, however, an inventor chose such a 
form of protection and commercially exploited the 
invention, after the expiration of 12 months, 
patent protection should no longer be available. 

The Representative of MPI questioned whether 
the provision was necessary in a first-to-file 
system. 

The Representative of NYPTC supported para- 
graph (l)(i) and stated that, in a first-to-file 
system, he did not see its inclusion as being a 
major problem. 

The Representative of CEPA recalled that the 
United Kingdom had had a similar provision to 
that in paragraph (l)(i) until 1978, and at that 
time the provision was removed in order to 
permit the United Kingdom to harmonize its 
patent laws with those of the other Member States 
of the European Patent Organisation. 
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The Representative of ABA felt that more 
consideration must be given in the harmonization 
process to the requirements of the United States 
of America. 

The Representative of PTIC stated that there 
had not been much time to study the proposal. As 
to paragraph (l)(ii), it was felt that such a provi- 
sion was not needed in the Treaty. Moreover, one 
should consider what would happen if a Canadian 
inventor shared inventorship with a national of 
the United States of America. If both countries 
had provisions consistent with paragraph (2), it 
would be difficult for each of them to comply 
with his nation's provisions at the same time. 

The Chairman stated that the proposed Article 
9bis was a new topic which had come forward 
only during the current session and that the diver- 
sity of opinions expressed did not allow a definite 
conclusion to be drawn. However, there had been 
sufficient interest expressed in the proposal to 
allow its provisions to be maintained for further 
discussion. One should consider whether the 
provisions in paragraphs (l)(ii) and (2) should, if 
maintained, have an optional or a mandatory 
nature. Moreover, the question arose as to 
whether a transitional provision might not be an 
acceptable way of dealing with the provisions." 

Article 10: Fields of Technology 

In addition to the text of Article 10 as elaborated 
by the International Bureau, discussions were based 
on a text proposed by the Delegations of Algeria, 
Argentina, Brazil, Cameroon, China, Cuba, Demo- 
cratic People's Republic of Korea, Egypt, Ghana, 
Indonesia, Kenya, Libya, Madagascar, Mexico, 
Morocco, Nigeria, Romania, Syria, Trinidad and 
Tobago, Tunisia, United Republic of Tanzania, 
Uruguay and Zaire. Those texts read as follows: 

[TEXT ELABORATED BY THE INTERNATIONAL BUREAU] 

"Alternative A: 

Patent protection shall be available for inven- 
tions, whether they concern products or 
processes, in oilfields of technology.* 

Alternative B: 

[No Article 10] 

1 The final provisions (see document HL/CE/VTII/4) will 
contain a provision permitting, under certain conditions, a 
reservation to be made in respect of this norm." 

[TEXT PROPOSED BY THE DELEGATIONS OF ALGERIA, 
ARGENTINA, BRAZIL, CAMEROON, CHINA, CUBA, 

DEMOCRATIC PEOPLE'S REPUBLIC OF KOREA, EGYPT, 
GHANA, INDONESIA, KENYA, LIBYA, MADAGASCAR, 

MEXICO, MOROCCO, NIGERIA, ROMANIA, SYRIA, 
TRINIDAD AND TOBAGO, TUNISIA, UNITED REPUBLIC 

OF TANZANIA, URUGUAY AND ZAIRE] 

"Alternative A 

This Article should read as follows: 

'Fields of Technology 

(1) Patent protection shall be available for inven- 
tions in all fields of technology which are new, which 
involve an inventive step and which are industrially 
applicable, except for: 

(i) inventions whose use would be contrary to 
public order, law or morality or injurious to public 
health; 

(ii) plant or animal varieties or essentially biolog- 
ical processes for the production of plants or animals; 

(iii) discoveries and materials or substances already 
existing in nature; 

(iv) methods of medical treatment for humans or 
animals; 

(v) nuclear and fissionable material. 

(2) Contracting States may, on grounds of public 
interest, national security, public health, nutrition, 
national development and social security, exclude from 
patent protection, either in respect of products or 
processes for the manufacture of those products, certain 
fields of technology, by national law. 

(3) Contracting States shall notify the Director 
General of such exclusions by a written declaration. 
Any such declaration may be withdrawn at any time 
totally or partially by notification addressed to the 
Director General.' 

Alternative B 

Deletion of Article 10 as proposed in Alternative B 
of WIPO text in document HL/CM/1." (Document 
HL/CE/Vm/22, page 3) 

The portion of the report of the Committee of 
Experts concerning the discussion of Article 10 reads 
as follows: 

"The Delegation of Mexico, which assumed 
the chairmanship of the Consultative Meeting of 
Developing Countries on the Harmonization of 
Patent Laws, held in- Geneva from June 5 to 8, 
1990, and attended by 44 developing countries, 
introduced the conclusions adopted by that 
Meeting and drew the attention of the Committee 
of Experts to the fact that the Consultative 
Meeting had decided to present the proposals 
contained in document HL/CM/TI/2 and repro- 
duced in document HL/CE/VTII/22 for inclusion 
in the Basic Proposal for the Diplomatic Confer- 
ence to be held in 1991. The Delegation 
explained that the proposed new Alternative A of 
Article 10 would allow Contracting Parties to 
exclude inventions in certain designated fields 
from patentability. The proposed Alternative A 
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was intended to replace Alternative A of Article 
10 in the Draft Treaty. Alternative B of Article 10 
in document HL/CE/VÜI/22 was identical with 
Alternative B in the Draft Treaty. 

The Delegation of the United States of 
America stated that Alternative A of proposed 
Article 10 in document HL/CE/VTfl/22 would not 
be acceptable. The Delegation expressed concern, 
in particular, with respect to paragraph (2) of that 
Alternative, which would give no legal certainty 
to inventors and would discourage enterprises 
from making investments in countries which 
enacted exclusions based on that paragraph. In 
any case, the paragraph was contrary to a present 
trend in patent laws of all countries to expand the 
coverage of patent protection. The Delegation 
hoped that the proposal was only a starting point 
for negotiations, since the United States of 
America regretted that proposals of this sort 
might have the effect that governments would 
prefer other fora such as GATT. In view of 
different levels of development the interests of 
countries tended to differ. However, no country 
would be obliged to join the Treaty. 

The Delegation of Portugal said that it could 
envisage negotiations on a list of exclusions such 
as the one contained in paragraph (1) of the 
proposed Alternative A for Article 10 contained 
in document HL/CE/VDJ/22. It would, however, 
be very difficult to accept a text along the lines of 
paragraph (2) of that proposal since virtually any 
exclusion could be inserted in a law under the 
notion of 'public interest.' 

The Delegation of the United Kingdom said 
there should be an Article 10 in the Treaty 
dealing with fields of technology and that, in 
principle, patents should be available in all fields 
of technology. It could be admitted that there 
were matters which did not constitute inventions; 
mentioning them in the Notes to Article 10 would 
suffice. Moreover, inventions the exploitation or 
publication of which would be contrary to public 
order or morality, as well as plant and animal 
varieties and essentially biological processes for 
the production of plants or animals, could reason- 
ably be excluded from patent protection. The 
same could apply to methods for the treatment of 
the human body. With respect to the proposed 
Alternative A for Article 10 contained in docu- 
ment HL/CE/Vm/22, the Delegation believed that 
items (i) and (ii) of paragraph (1) should be 
optional, and that paragraph (2) should not be 
accepted because it would allow arbitrary exclu- 
sions from patent protection. The Delegation 
noted that the patent system benefited all coun- 
tries, both developed and developing, and that, if 
technological fields were excluded arbitrarily, 
incentives for research work would be suppressed. 
That would be detrimental to all countries. 

The views of the Delegation of the United 
Kingdom were generally shared by the Delega- 
tions of Australia, the Federal Republic of 
Germany, New Zealand, Canada, the Netherlands, 
France and Denmark. 

The Delegation of Switzerland supported the 
views expressed by the United States of America 
and expressed its preference for strong patent 
protection since it served better the development 
of technology. Although certain exclusions from 
patent protection were still a matter to be 
discussed, in particular as regards plant and 
animal varieties, Alternative A of Article 10 as 
contained in the Draft Treaty should be submitted 
to the Diplomatic Conference. 

The Delegations of Indonesia, Argentina, 
Chile, India, Cuba, the Democratic People's 
Republic of Korea, China, Brazil, Venezuela, 
Nigeria, Mexico, Cameroon, Swaziland, Lebanon, 
Libya and Peru, and the Representative of 
ALIFAR supported Alternative A of Article 10 as 
proposed in document HL/CE/Vin/22. Reference 
was made to document HL/CM/INF/1 Rev., 
which showed that a number of countries 
excluded certain subject matter from patent 
protection for the purposes of their economic or 
technological development policies, or for other 
reasons of prevailing public interest. Paragraph 
(2) of Alternative A in document HL/CE/Vni/22 
should not be seen as an open-ended provision 
allowing the establishment of arbitrary exclusions 
for patent protection, but rather as a restatement 
of die freedom that countries should have to 
define certain specific areas in which, for then- 
own particular reasons or interests, patent protec- 
tion would not be available. All countries had the 
right to legislate in accordance with the impera- 
tives of national security and public interest. The 
possibility of making a temporary reservation in 
respect of that liberty was not a satisfactory 
option. As had been said, developing countries 
had reached different levels of development and 
had different needs and interests. No harmoniza- 
tion would seem possible unless the lowest 
common denominator was taken into account in 
these negotiations. Alternative A of Article 10 as 
contained in the Draft Treaty was unacceptable 
because it did not allow countries to exercise any 
degree of flexibility in the light of their own 
national development strategies and their 
economic development requirements. Although 
some countries had recently deleted from then- 
laws exclusions from patentability, harmonization 
of patent laws could not be expected to solve 
development issues. Development had to be 
accomplished step by step, and in this respect a 
fixed time limit in the Treaty would be unwork- 
able. The proposed new Alternative A should 
therefore be included in the Draft Treaty and 
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given serious consideration by all delegations. 
Otherwise, Alternative B, to die effect that the 
Treaty should not have a provision on this matter, 
could turn out to be the only feasible choice. The 
Delegation of India stated that the alleged uncer- 
tainty, which other delegations claimed would be 
caused by the text of paragraph (2) of the 
proposed alternative for Article 10 as contained in 
document HL/CE/VHI/22, would not exist 
because paragraph (3) of proposed Article 10 
would require countries which established exclu- 
sions from patentability under said paragraph (2) 
to notify this fact to the Director General of 
WIPO in writing, and through his intermediary all 
Contracting Parties would know what exclusions 
were applicable. 

The Delegation of Ghana said that most States 
maintained, in their present national legislation on 
patents, exclusions from patent protection of 
inventions in certain fields of technology on the 
grounds of national security, amongst others, and 
as such it was unrealistic not to take note of such 
exclusions in Article 10 of the Draft Treaty. It 
therefore expressed the view that the exclusions 
contained in Article 10 of document 
HL/CE/VrJJ/22 were in the right direction. 

The Delegations of Japan, Austria, Ireland, 
Belgium and Bulgaria said that the proposal for a 
new Alternative A of Article 10 contained in 
document HL/CE/VUI/22 was a proposal that 
required further study in their countries, as well 
as consideration of the outcome of discussions in 
other fora. They, therefore, reserved their posi- 
tions on the said proposal. 

The Delegations of Norway and Romania said 
that, in view of the situation existing presently in 
patent laws in the world, Alternative B should 
also be considered, namely omitting any article 
dealing with fields of technology in the Treaty. 

The Delegation of the Republic of Korea 
expressed preference for a text along the lines 
of Alternative A of the Draft Treaty, with the 
addition of some of the exclusions listed in para- 
graph (1) of proposed Alternative A contained 
in document HL/CE/Vin/22. It referred, in 
particular, to the exclusions listed in items (i), (ii) 
and (iv) of paragraph (1) of that proposed 
Alternative. 

The Delegation of the Soviet Union proposed 
maintaining Alternative A as it appeared in the 
Draft Treaty, but considered that the exclusions 
listed in paragraph (1) of the proposed Alternative 
A of document HL/CE/Vm722 could be kept as 
an optional provision. 

The Delegation of Hungary stated that, while 
document HL/CE/Vin/22 contained an interesting 
proposal, it was in favor of Article 10, Alternative 
A, of the Draft Treaty. In any case, no exclusion 
from patent protection should be mandatory. 

The Representatives of LES, UNICE, NYPTC, 
CEPIC, CIPA, CNIPA, EPI, PTIC, APAA, 
ATPLA, AIPPI and FICPI favored Alternative A 
as contained in the Draft Treaty. They questioned 
the need for any exclusions from patent protec- 
tion, in particular since legal and technological 
developments had rendered certain exclusions 
obsolete, and because discriminatory exclusions in 
certain fields of technology, for example, the 
chemical and biological fields, would entail less 
research and investment in the countries having 
the exclusions, and a consequential reduction in 
the flow of technology to those countries. 

It was agreed that the Basic Proposal will 
contain two texts for Article 10, each of which 
will be placed in square brackets and without an 
identifying letter (such as 'A' or 'B'). One of the 
texts will be the text of Alternative A in docu- 
ment HL/CE/Vin/22, and the other text will be 
the text of Alternative A in document 
HL/CE/VIJI/3. Thus, both texts will have exactly 
the same states in the Basic Proposal." 

Article 11: Conditions of Patentability 

In addition to the text of Article 11 as elaborated 
by the International Bureau, discussions were based 
on a text proposed by the Delegation of Sweden. 
Those texts read as follows: 

[TEXT ELABORATED BY THE INTERNATIONAL BUREAU] 

"(1) [Patentability] An invention shall be 
patentable if it is novel, involves an inventive step 
(is non-obvious) and is useful or industrially 
applicable. 

(2) [Novelty] (a) An invention shall be consid- 
ered novel if it does not form part of the prior 
art. 

(b) The prior art shall consist of everything 
which, before the filing date or, where priority is 
claimed, the priority date of the application 
claiming the invention, has been made available 
to the public anywhere in the world. 

[(c) Notwithstanding subparagraph (b), any 
Contracting Party shall be free to exclude from 
the prior art matter made available, by oral 
disclosure, by use or by display at an exhibition, 
in a place or space which is not under its 
sovereignty or, in the case of a supranational 
authority or of an intergovernmental organization, 
under the sovereignty of one of its constituent or 
member States.] 

(3) [Inventive Step (Non-Obviousness)] An 
invention shall be considered to involve an inven- 
tive step (be non-obvious) if, having regard to the 
prior art as defined in paragraph (2), it would 
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not have been obvious to a person skilled in the 
art at the filing date or, where priority is claimed, 
the priority date of the application claiming the 
invention." 

[TEXT PROPOSED BY THE DELEGATION 
OF SWEDEN] 

"(1) [Patentability] An invention shall be patentable 
if it is novel and involves an inventive step (is non- 
obvious) and is, at the option of any Contracting 
Party, either useful or industrially applicable. 

(2) [Novelty] (a) An invention shall be considered 
novel if it is not disclosed in a single item forming part 
of the prior art. 

(b) The prior art shall consist of everything which, 
before the filing date or, where priority is claimed, the 
priority date of the application claiming the invention, 
has been made available to the public. (-) 

(c) .... (Document HL/CE/Vm/9, page 3) 
(d) Any Contracting Party shall be free to provide 

that a product comprised in the state of the art shall be 
considered novel in respect of its use in a method for 
the treatment of the human or animal body by surgery 
or therapy or in a diagnostic method practiced on the 
human or animal body, provided that its use for any 
such method is not comprised in the state of the art." 
(Document HL/CE/VIH/24) 

(3) [Inventive Step (Non-Obviousness)] An inven- 
tion shall be considered to involve an inventive step 
(be non-obvious) if, having regard to the prior art as 
defined in paragraph (2), it would not have been 
obvious to a person skilled in the pertinent art [before 
the filing date or, where priority is claimed, the priority 
date of the application]." (Document HL/CE/VIII/9, 
page 3) 

The portion of the report of the Committee of 
Experts concerning the discussion of Article 11 reads 
as follows: 

"Paragraph (1). The Delegation of Sweden 
presented its proposal (contained in document 
HL/CE/VIII/9), indicating that the main purpose 
of the proposal was to make it clear that the 
choice of the requirement of usefulness or indus- 
trial applicability was left to the option of the 
Contracting Parties in their national laws and not 
to the applicants. 

The Delegations of Australia, Austria, 
Belgium, Bulgaria, Canada, Denmark, Finland, 
the Federal Republic of Germany, Ireland, Italy, 
the Netherlands, Norway, Poland, the Soviet 
Union, Switzerland and the United Kingdom 
expressed their support for the proposal of the 
Delegation of Sweden. 

The Delegation of Ghana expressed itself in 
favor of the draft paragraph. 

The Delegations of Argentina and Japan indi- 
cated that, both in respect of the Draft Treaty and 
in the proposal of the Delegation of Sweden, they 
wished to leave only one criterion-industrial 
applicability-and to delete the notion of useful- 
ness. 

The Delegation of Lebanon proposed to amend 
paragraph (1) by adding the words 'for public' 
after 'useful' and by changing the words 'or 
industrially applicable' by 'and commercially 
applicable.' 

The Delegation of Portugal stated its general 
preference for the draft paragraph and indicated 
that the proposal of the Delegation of Sweden 
required further consideration. 

On the basis of a summary of the discussions 
by the Chairman it was generally agreed that this 
paragraph should be redrafted along the lines of 
the proposal by Sweden. 

Paragraph (2). The Delegation of Sweden 
presented its proposal (contained in document 
HL/CE/VIII/9), indicating that draft paragraph 
(2)(a) should refer to a 'single item forming part 
of the prior art' in order to exclude the possibility 
that the novelty of an invention could be denied 
on the basis of a mosaic of various elements, and 
that the words 'anywhere in the world' at the end 
of draft paragraph (2)(b) should be deleted 
because they did not clearly include activities in 
outer space. 

As regards draft paragraph (2)(a), the Delega- 
tions of India, Madagascar, Romania and the 
Representative of AIPO expressed themselves in 
favor of the draft since it used generally accepted 
terminology. 

The Delegations of Canada, France, the 
Federal Republic of Germany, Hungary, Israel, 
Japan, the Netherlands, Portugal, the Soviet 
Union, Spain, Switzerland, the United Kingdom 
and the United States of America, as well as the 
Representatives of AIPPI and EPO expressed 
their generally positive attitude towards the 
proposal of the Delegation of Sweden. 

It was suggested that, when using the term 
'disclosed,' common knowledge, which was in 
the public domain and which therefore should be 
taken into account by the examiner, should be 
understood to be covered by that term. 

It was also suggested that the proper equiva- 
lents should be used in other languages for the 
term 'item,' appearing in the proposal by Sweden. 
The term was understood to cover, for example, a 
document, a machine, an exhibition and an oral 
description. Thus, consideration should be given 
to using, instead of the term 'item,' such expres- 
sions as 'article,' 'solution,' 'document,' or 
'event.' 

A number of delegations proposed to explain 
in the Notes the meaning of the terms 'disclosed' 
and 'item' with possible examples, while other 
delegations were against any explanations since 
they could lead to a dilution of the criterion of 
novelty. 



WIPO MEETINGS 335 

On the basis of a summary by the Chairman, it 
was agreed that the proposal by Sweden should 
be taken into account and that two alternatives 
could be presented in respect of drafting, the first 
alternative expressly prohibiting the possibility of 
'mosaicking,' and the second alternative using the 
term 'item' or another equivalent term and giving 
appropriate explanations in the Notes on that 
term. Moreover, it should be made clear in the 
Notes that 'disclosing an invention' means telling 
a person skilled in the art something which he 
does not yet know. 

In the discussions of draft paragraph (2)(b), 
objections were raised against the deletion of the 
words 'anywhere in the world' at the end as 
suggested in the proposal of Sweden (document 
HL/CE/Vm/9). The Delegation of Sweden agreed 
to withdraw its proposal in that respect. 

The Delegation of the Netherlands stated that 
draft paragraph (2)(b) should speak of the 
'priority which exists' rather than which is 
'claimed,' in order to exclude priority claims that 
were not valid. 

It was agreed that draft paragraph (2)(b) 
should remain unchanged and that the Notes 
should clarify that only validly claimed priorities 
should be taken into account. 

In the course of discussions on draft para- 
graph (2)(c), the Delegations of Australia, Japan, 
Nigeria, the Republic of Korea and the United 
States of America, as well as the Representative 
of ABA, proposed to keep draft paragraph (2)(c) 
in the Draft Treaty, the Delegations of Australia, 
Nigeria and the United States of America under- 
lining that the square brackets should be removed 
in the next draft. 

The Delegations of Canada, the Netherlands 
and the United Kingdom suggested deleting draft 
paragraph (2)(c). 

The Delegation of the United States of 
America drew attention to Note 11.05, which it 
considered to be wider in meaning than draft 
paragraph (2)(c). 

It was agreed that draft paragraph (2)(c) should 
be kept in the Draft Treaty in square brackets and 
that Note 11.05 should be reviewed. 

In the course of discussions of draft paragraph 
(2)(a), a question was raised by the Delegation of 
Sweden in respect of the interpretation of the 
novelty requirement where a known product was 
used for a new medical indication, a case regu- 
lated in Article 54(5) of the European Patent 
Convention ('EPC'). The Delegation of Sweden 
submitted a proposal for a new paragraph (2)(d) 
(document HL/CE/Vm/24) and indicated that the 
proposal was of an optional nature and was based 
on the respective provisions of the EPC. 

It was explained that under the EPC a general 
rule applied that, if a product was already known 

it could not obtain patent protection even in the 
case of a new use. Such a new use could only be 
claimed for the purposes of obtaining a process 
patent. However, the EPC provided for an excep- 
tion to that rule, namely, where a known product 
was intended for a new medical use; in that case, 
the product could be considered as novel and 
granted patent protection. 

The Delegations of Austria, the Federal 
Republic of Germany, Italy, Switzerland, 
Denmark and the Netherlands and the Representa- 
tives of EPO and LES supported the inclusion in 
the Draft Treaty of a provision as proposed by the 
Delegation of Sweden. It was stated that medical 
treatment should comprise pharmaceutical use and 
that the exception to novelty applied only to first 
medical use. 

The Delegation of the United States of 
America indicated that it preferred to see the 
provision of Article 52(4) of the EPC changed. 
Protection should be available beyond first 
medical use. 

The Delegation of Japan expressed doubt over 
the necessity to introduce into the Draft Treaty a 
provision to deal with a specific issue existing 
under the European Patent Convention. The Dele- 
gation expressed concern that the introduction of 
such a provision might be construed as elimi- 
nating other possibilities on the basis of argu- 
mentum a contrario. The Delegation of the 
Federal Republic of Germany opposed such an a 
contrario conclusion and referred to the jurispru- 
dence in its country allowing patents also for a 
second medical use. 

The Representative of AIPLA associated 
himself with the positions taken by the Delega- 
tions of Japan and the United States of America. 

The Delegation of India opposed the inclusion 
in the Draft Treaty of a new subparagraph (2)(d), 
stating that pharmaceutical products per se and 
their use were not patentable under its national 
law. 

The Chairman concluded that the consideration 
of the proposed subparagraph (2)(d) should be 
postponed until it became clear whether Article 
10 of the Draft Treaty would provide for a possi- 
bility of excluding pharmaceutical products from 
patent protection. 

Paragraph (3). The Delegation of Sweden 
presented its proposal (contained in document 
HL/CE/Vffl/9). 

The Delegations of Japan and the United 
States of America, as well as the Representatives 
of ABA, AIPLA and the Max Planck Institute 
supported the proposal of the Delegation of 
Sweden in respect of introducing the adjective 
'pertinent' before 'prior art' since the person 
dealing with an invention should be skilled not in 
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the (general) art but in the art to which the inven- 
tion pertained. 

The Delegations of Canada, France, Nigeria, 
Norway, Portugal and Swaziland, as well as the 
Representatives of AIPPI, UNICE and UEPIP 
expressed themselves in favor of the draft and 
against the use of the term 'pertinent,' since the 
phrase 'a person skilled in the art' had been 
generally adopted and had a clear meaning since 
an invention could comprise a composition of 
elements from a neighboring area of technology 
that was not 'pertinent' but still should be patent- 
defeating. 

There was no support for the proposal by 
Sweden to replace the word 'at [the filing date]' 
by 'before [the filing date].' 

It was agreed that draft paragraph (3) should 
remain unchanged and that the Notes could be 
reviewed as regards the explanation of the phrase 
'a person skilled in the art.' As for the date at 
which the invention should not be obvious in 
order to be patentable, it was agreed that neither 
the filing date nor the priority date should be 
expressed in terms of hours. The Delegation of 
Japan reserved its position on this matter." 

Article  12:  Disclosure Not Affecting Novelty and 
Inventive Step (Grace Period) 

In addition to the text of Article 12 as elaborated 
by the International Bureau, discussions were based 
on texts proposed by the Delegations of the Nether- 
lands and the United States of America. Those texts 
read as follows: 

[TEXT ELABORATED BY THE INTERNATIONAL BUREAU] 

"(1) [Circumstances of Disclosure Not 
Affecting Patentability] Disclosure of information 
which otherwise would affect the patentability of 
an invention claimed in the application shall not 
affect the patentability of that invention where the 
information was disclosed, during the 12 months 
preceding the filing date or, where priority is 
claimed, the priority date of the application, 

(i) by the inventor, 
(ii) by an Office 

(a) and the information was contained in 
another application filed by the inventor 
and should not have been disclosed by the 
Office, or 

(b) and the information was contained in an 
application filed without the knowledge or 
consent of the inventor by a third party 
which obtained the information direct or 
indirectly from the inventor, [provided that 
the applicant who invokes the grace 
period shall have the burden of proof in 

respect of the fact that the information 
was obtained direct or indirectly from the 
inventor,] 

or 
(Hi) by a third party which obtained the infor- 

mation direct or indirectly from the inventor. 

(2) ['Inventor'] For the purposes of paragraph 
(1), 'inventor shall also mean any person who, at 
the filing date, had the right to a patent in respect 
of the application." 

[TEXT PROPOSED BY THE DELEGATION 
OF THE NETHERLANDS] 

"(1) ....[but text in square brackets under (b) to be 
deleted.] 

(2) .... 
(3) [Burden of Proof] The applicant or the owner 

of the patent shall have the burden of proof in respect 
of the conditions referred to in paragraph (1)." (Docu- 
ment HL/CE/vm/13, page 2) 

[TEXT PROPOSED BY THE DELEGATION 
OF THE UNITED STATES OF AMERICA] 

"(1) -.. 
(2) .... 
(3) The applicant or the owner of the patent shall 

have the right to claim at any time the benefit of the 
grace period for the disclosures set forth in paragraph 
(1)." (Document HL/CE/VIII/14, page 3) 

The portion of the report of the Committee of 
Experts concerning the discussion of Article 12 reads 
as follows: 

"The Delegation of the Netherlands introduced 
its proposal (document HL/CE/VJH/13) to amend 
this Article, recalling that it remained difficult for 
interested circles in that country to accept the 
principle of a grace period and that the Delega- 
tion, therefore, had to reserve its position on the 
draft Article as a whole. Whether or not it could 
eventually accept the principle of a grace period 
would depend on whether a final well-balanced 
treaty package could be negotiated. Its proposal 
was being submitted in an attempt to facilitate 
interested circles' acceptance of draft Article 12. 
The proposal asked for the introduction of a new 
paragraph (3) providing that the applicant or the 
owner of the patent would have the burden of 
proof in respect of whether the conditions for 
invoking the grace period under draft paragraph 
(1) had been met. Contrary to draft Article 12 
which contained in square brackets a burden of 
proof provision which would be applicable only 
to. applicants invoking the grace period with 
respect to disclosures specified in draft paragraph 
(l)(ii)(b) (i.e., disclosures by an Office when the 
information was contained in an application filed, 
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without the knowledge or consent of the inventor, 
by a third party which had obtained the informa- 
tion direct or indirectly from the inventor), para- 
graph (3), as proposed by the Delegation of the 
Netherlands, would make the burden of proof 
provision applicable to an applicant as well as to 
a patent owner invoking the grace period with 
respect to any disclosure under draft paragraph 
(1) (i.e., a disclosure by the inventor, by an 
Office or by a third party which had obtained the 
information direct or indirectly from the inventor). 

The Delegation of the United States of 
America introduced its proposal (document 
HL/CE/VUI/14), for amending the draft Article, 
explaining that the proposal would also introduce 
a new paragraph (3) providing that the applicant 
or the patent owner should have the right to claim 
at any time the benefit, of the grace period. It 
seemed that some countries required that the 
grace period be invoked at the time of filing a 
patent application. However, in many cases, 
applicants may not be aware at the time of filing 
their application that disclosures for which the 
grace period could be invoked had been made. 
The proposal would ensure that the applicant or 
patent owner could claim the benefit of the grace 
period at any time during the patent granting 
procedure or even after the grant of the patent, for 
example, during invalidation proceedings. 

The Committee of Experts first considered the 
proposal by the Netherlands. 

The Delegation of the United Kingdom 
expressed its support for the proposal by the 
Netherlands. It said that interested circles in the 
United Kingdom also found it difficult to accept 
the principle of a grace period. However, this 
principle might be accepted if a well-balanced 
treaty package could be negotiated, especially as 
regards harmonizing the first-to-file system. The 
Delegation was concerned that the grace period 
not go beyond protecting inventors from having 
their own disclosures, or disclosures of informa- 
tion obtained direct or indirectly from them, 
destroy the patentability of their invention. It 
therefore agreed that, if an applicant or patent 
owner wished to claim the benefits of the grace 
period, he should have the burden of proving that 
the conditions of draft paragraph (1) had been 
met. This should mean that the applicant or patent 
owner must at least establish a prima facie case 
that he had met those conditions. In addition, the 
Delegation was of the opinion that effective 
protection must be provided for prior users in the 
context of the grace period. 

The Delegation of Norway did not agree that 
draft Article 12 should contain any burden of 
proof provision, be it in the form that it appeared 
in the proposal by the Netherlands or be it in the 
form that it appeared in square brackets in draft 

paragraph (l)(ii)(b). Furthermore, the Delegation 
recalled that, although it did not favor the prin- 
ciple itself of a grace period, it was prepared to 
accept it as part of a well-balanced treaty 
package. 

The Delegation of the United States of 
America did not object to the proposal by the 
Netherlands as a conceptual matter, but it was 
concerned that the proposed text, in its present 
wording, might be applied too strictly and allow 
Offices to require a heavier burden of proof than 
would be desirable or fair to impose on an appli- 
cant or patent owner. Therefore, it sympathized 
with the opinion expressed by the Delegation of 
Norway that a burden of proof provision should 
not appear in draft Article 12. However, in a 
spirit of compromise, it was willing to accept a 
burden of proof provision, provided that the 
wording was changed, for example, to the effect 
that the applicant or patent owner would have the 
burden of coming forward with evidence in 
respect of the conditions referred to in draft para- 
graph (1). Furthermore, the Delegation disagreed 
with the position taken by the Delegation of the 
United Kingdom that there be a provision 
protecting prior users' rights in the context of the 
grace period. 

The Delegation of the United Kingdom agreed 
with the Delegation of the United States of 
America that the burden of proof should not be 
too severe and that it would be sufficient if the 
applicant or patent owner came forward with 
prima facie evidence. 

The Delegation of the Netherlands explained 
that the intention behind the proposal was not to 
impose on the applicant or patent owner a burden 
of conclusive proof but only a burden of going 
forward with evidence. It suggested that this 
could be explained in the Notes on draft Arti- 
cle 12. 

The Delegation of Japan expressed its support 
for the proposal by the Netherlands but agreed 
with the Delegation of the United States of 
America that there should not be a provision 
protecting prior users' rights in the context of the 
grace period. It added that it preferred a grace 
period of six months. 

The Delegation of the Federal Republic of 
Germany recalled that it had always favored the 
principle of a grace period. It stated that it 
could accept a burden of proof provision, as 
contained in the proposal by the Netherlands or 
reworded in the manner suggested by the Dele- 
gation of the United States of America. As 
regards prior users' rights, it was of the opinion 
that these should not be dealt with in the 
context of the grace period. 

The Delegation of Sweden recalled that, 
although it was opposed to the principle of a 
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grace period, it was ready to accept it if it formed 
part of a well-balanced treaty package. It 
expressed its support for the proposal by the 
Netherlands. 

The Delegation of the Soviet Union said that it 
could support a burden of proof provision but 
would prefer a text along the lines suggested by 
the Delegation of the United States of America. It 
was also of the opinion that prior users' rights 
should be protected in the context of the grace 
period. 

The Delegation of Switzerland expressed its 
support for the proposal by the Netherlands and 
agreed with the position of the Delegation of the 
United Kingdom that the Draft Treaty should 
ensure effective protection of prior users' rights in 
the context of the grace period. 

The Delegation of Israel expressed its support 
for the principle of a grace period and agreed 
with a one-year period. It also expressed its 
support for the proposal by the Netherlands, as it 
considered it only fair that the burden of proof 
fall on the person who claimed the benefits of the 
grace period. 

The Delegation of Canada expressed its 
support for the principle of a grace period of 12 
months and its support for the proposal by the 
Netherlands. 

The Delegation of Italy expressed its support 
for the proposal by the Netherlands and agreed 
with the Delegation of the United Kingdom that 
the burden of proof provision should be under- 
stood as imposing only a burden of coming 
forward with prima facie evidence. It also agreed 
that prior users' rights should be protected in the 
context of the grace period. 

The Delegation of Australia expressed its 
objection to including a burden of proof provision 
in the Treaty, as it considered that such a question 
should be left to national law. 

The Delegation of Denmark stated that it was 
ready to accept the principle of a grace period but 
only if the first-to-file provision were also harmo- 
nized in the Draft Treaty. If it were to accept a 
grace period, it would prefer that it contain a 
burden of proof provision, either as it appeared in 
draft paragraph (l)(ii)(b), or as it appeared in the 
proposal by the Netherlands. 

The Delegation of Belgium stated that it was 
ready to accept the principle of a grace period as 
part of an overall well-balanced treaty package, in 
particular on the condition that the first-to-file 
system was also harmonized in the Draft Treaty 
and that prior users' rights would be ensured in 
the context of the grace period. 

The Delegation of Romania agreed with the 
principle of a grace period but only of six 
months. However, it was opposed to a burden of 
proof provision. 

The Delegation of Ireland stated that it was 
ready to accept a 12-month grace period as part 
of an overall well-balanced treaty package which 
would also provide for effective protection of 
prior users' rights in the context of the grace 
period. It could support the proposal by the 
Netherlands on the burden of proof. 

The Delegation of France recalled that it was 
not favorable to the principle of a grace period, 
but, in a desire to achieve harmonization, it was 
ready to accept it as part of a well-balanced treaty 
package which would harmonize in particular the 
first-to-file system. As regards the burden of 
proof provision, it could accept either the 
proposal by the Netherlands or the wording 
suggested by the United States of America in this 
regard. It also joined the Delegation of the United 
Kingdom in the opinion that prior users' rights 
should be protected in the context of the grace 
period. 

The Delegation of India expressed its support 
for the principle of a grace period but could not 
agree that it should include a burden of proof 
provision, as it considered that this question 
should be left to national law. 

The Delegations of Argentina, Austria. Poland, 
the Republic of Korea and Spain expressed their 
support for the principle of a grace period, but of 
six months, and their support for the proposal by 
the Delegation of the Netherlands. 

The Delegation of Lebanon was opposed to the 
principle of a grace period and to a burden of 
proof provision, a question which he considered 
should be left to national law. 

The Representative of AIPO expressed his 
support for the principle of a grace period. 

The Representative of the EPO expressed his 
support for the proposal by the Netherlands and 
his agreement with the position taken by the 
Delegation of the United Kingdom, especially as 
regards the relationship between the grace period 
and prior users' rights. He was of the opinion that 
prior users' rights should be expressly safe- 
guarded within the context of the grace period 
and that disclosures by the inventor should not 
give rise to a kind of priority right which would 
in effect create a first-to-publish system. 

The Representative of AIPLA explained that it 
was understood that the grace period was meant 
to constitute a quid pro quo for the first-to-file 
system. However, it was not enough for the Draft 
Treaty to provide for a grace period; it would 
have to provide for a meaningful one. A watered- 
down grace period would not be seen in the 
United States of America as a quid pro quo for 
the first-to-file system. Protecting prior users' 
rights in the context of the grace period would be 
seen as a watering down of the grace period. As 
regards a burden of proof provision, such a provi- 
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sion should be softened, along the lines suggested 
by the Delegation of the United States of 
America, by clearly providing for a burden of 
coming forward with evidence. In fact, when a 
third party appropriated information, the burden 
of proof should be on him to show how he 
acquired such information. 

The Representative of PTIC expressed his 
concern about possible abuses with respect to the 
grace period. 

The Representative of UNICE recalled that his 
organization was opposed to the grace period 
because of the uncertainty and possible abuses to 
which it might give rise. However, it was ready 
to accept the principle as part of an overall well- 
balanced treaty package. He was concerned that 
third-party rights be adequately protected in the 
context of the grace period and suggested that it 
be expressly provided in draft paragraph (l)(ii)(b) 
that the information was obtained 'illegally' by 
the third party. 

The Representative of CIPA, CNIPA and EPI 
recalled that the majority of the members of those 
organizations were opposed to the principle of a 
grace period but were willing to accept it as part 
of an overall well-balanced treaty package. He 
expressed concern that the word 'during' would 
not be interpreted as 'not earlier than' unless the 
latter expression were used. He expressed his 
support for the proposal by the Netherlands and 
agreed with the Delegation of the United 
Kingdom about the need to protect prior users' 
rights in the context of the grace period. 

The Representative of ABA expressed his 
concern about a prior users' rights provision 
watering down the effects of draft Article 12 to 
the point that there would be no effective grace 
period under the Draft Treaty. He recalled that, 
although the United States of America would be 
willing to consider a well-balanced treaty 
package, the package so far offered by many 
countries was an empty one. Although the ABA 
had adopted recommendations to give considera- 
tion to a well-balanced harmonization treaty 
package, it had also adopted resolutions not to 
accept any prior users' rights provision under any 
international harmonization treaty. Therefore, it 
could not consider a prior users' rights provision 
as part of any treaty package. 

The Representative of AIPPI expressed his 
support for the proposal by the Netherlands but 
was opposed to any provision on prior users' 
rights in the context of the grace period. 

The Representative of ATRIP suggested that a 
provision be included to bar secret commercial 
use after a specific period of time. 

The Representative of FICPI stated that his 
organization had always supported the grace 
period. Anyone who had ever had experience with 

the grace period did not want to give it up. As 
regards a burden of proof provision, he supported 
the text which appeared in draft paragraph 
(l)(ii)(b) but could accept the proposal by the 
Netherlands provided that it was understood as 
imposing only a burden of coming forward with 
evidence. In its opinion, the issue of the grace 
period arose very seldom in practice, and, when it 
did, the third party usually proved to be the 
abuser. 

The Representative of JPA expressed his 
support for the proposal by the Netherlands, in 
the spirit of harmonization. 

The Representative of LES explained that he 
had been persuaded by the Representative of 
AIPLA that the grace period formed part of a 
well-balanced treaty package and that including a 
prior users' rights provision would water down 
the grace period. 

The Representative of CEFIC expressed his 
support for the grace period and for the proposal 
by the Netherlands. 

The Representative of NYPTC stated that his 
organization very much favored the 12-month 
grace period. He pointed out that the current text 
of draft Article 12 would already require such a 
change in the law of the United States of America 
that, even without the changes just proposed, it 
could be considered as a sufficient quid pro quo 
without even taking the first-to-file system into 
consideration. 

The Chairman concluded that a great majority, 
if not all, of the delegations were willing to 
accept the principle of a grace period, at least as 
part of an overall well-balanced treaty package. 
He noted that this was the first attempt at harmo- 
nizing a grace period rule at the international 
level and thus provide for a certain degree of 
security in this respect internationally. As regards 
the question of the length of the grace period 
(i.e., six months or 12 months), the majority was 
in favor of 12 months. Furthermore, although a 
minority of delegations had expressed opposition 
to the proposal by the Netherlands, a great 
majority had expressed support for the proposal, 
but with many preferring the drafting suggested 
by the Delegation of the United States of America 
to make it clear that the purpose of such a provi- 
sion was to impose on the person claiming the 
benefits of the grace period merely a burden of 
coming forward with prima facie evidence. As 
regards the question of prior users' rights, the 
relevant issues would be considered during the 
discussion of draft Article 20 (Prior User). 

The Committee of Experts considered next the 
proposal by the United States of America. 

The Delegation of Japan stated that how and 
when the applicant or patent owner could claim 
the benefit of the grace period should be left to 
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national law. In its opinion, the applicant should 
clearly indicate at the time of filing his applica- 
tion that he wished to claim the benefits of the 
grace period. Such a requirement was conducive 
to examination efficiency and was in the interest 
of third parties. It therefore reserved its position 
with respect to the proposal by the United States 
of America but was willing to review the ques- 
tion. 

The Delegation of Norway stated that, if there 
was to be a grace period, it should not be 
burdened by bureaucratic procedures and there- 
fore supported the proposal by the United States 
of America. 

The Delegation of the Federal Republic of 
Germany, in response to the statement made by 
the Delegation of Japan, noted that, although it 
may be possible, in the case of written disclo- 
sures, to claim the benefit of the grace period at 
the time of filing the patent application, it was 
almost impossible to claim the benefit of the 
grace period at that stage with respect to oral 
disclosures because these were seldom known to 
the applicant at that time. It, therefore, supported 
the proposal by the United States of America. 

The Delegation of France did not object to the 
proposal by the United States of America and 
noted that, as a compromise, it could be made 
clear that the right to claim at any time the benefit 
of the grace period should be available at least if 
and when a given disclosure was challenged. 

The Delegation of Romania was of the opinion 
that the grace period was generally invoked only 
if a third party or the Office challenged any given 
disclosure and, therefore, supported the proposal 
by the United States of America. 

The Delegation of Spain favored a grace 
period and considered it logical that, if a grace 
period existed, it should be possible to claim its 
benefits at any time and therefore supported the 
proposal by the United States of America. 

The Delegations of Cameroon, Denmark and 
Italy stated that, if a grace period were provided 
for, they were in favor of the proposal by the 
United States of America. 

The Delegations of the following States also 
expressed their support for the proposal by the 
United States of America: Australia, Bulgaria, 
Canada, Ghana, Ireland, New Zealand, Portugal, 
Republic of Korea, Switzerland. 

The Delegation of Japan suggested that, if a 
majority supported the proposal by the United 
States of America, perhaps a compromise could 
be reached by providing that, in the interest of 
third parties, the grace period could be claimed 
within a specific time after the filing date of the 
application. 

The said suggestion did not inspire any 
response. 

The Delegation of the United Kingdom stated 
that it could not at this time support the proposal 
by the United States of America, as it needed 
more time to study this question. There was 
concern in the United Kingdom that the grace 
period could be invoked at any time. Third parties 
should know at some specific stage of the patent- 
granting procedure if the grace period was being 
invoked. 

The Representative of the EPO expressed 
support for the proposal by the United States of 
America, as it considered the grace period mean- 
ingless without such a provision. 

The Representatives of ATPPI, APAA, CNTPA, 
CIPA, EPI, FICPI and JPAA expressed support 
for the proposal by the United States of America. 

The Chairman concluded that the proposal by 
the United States of America was supported by a 
great majority of delegations and by all of the 
organizations which spoke. He added that the 
Notes on draft Article 12 should make it clear 
that 'at any time' meant that the benefits of the 
grace period could be claimed at any stage of the 
patent-granting procedure or thereafter, for 
example, during invalidation proceedings." 

Article 13: Prior Art Effect of Certain Applications 
on Novelty 

In addition to the text of Article 13 as elaborated 
by the International Bureau, discussions were based 
on texts proposed by the Delegations of France and 
the United States of America. Those texts read as 
follows: 

[TEXT ELABORATED BY THE INTERNATIONAL BUREAU] 

"(1) [Principle of 'Whole Contents'] (a) 
Subject to subparagraph (b), the whole contents 
of an application ('the former application') as 
filed in, or with effect for, a Contracting Party 
shall, for the sole purpose of determining the 
novelty of an invention claimed in another appli- 
cation filed in, or with effect for, that Contracting 
Party (and not for determining whether that 
invention involves an inventive step), be consid- 
ered as prior art from the filing date of the 
former application to the extent that the former 
application or the patent granted thereon is 
published subsequently by the authority competent 
for the publication ofthat application or patent. 

(b) Where the former application referred to 
in subparagraph (a) claims the priority of an 
earlier application, matter that is contained in 
both the former application and the earlier appli- 
cation shall be considered as prior art in accor- 
dance with subparagraph (a) from the priority 
date of the former application. 
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(c) For the purposes of subparagraph (a), 
'whole contents' of an application consists of the 
description and any drawings, as well as the 
claims, but not the abstract. 

(2) [Withdrawn Applications] Notwithstanding 
paragraph (1), no former application that has 
been published despite having been withdrawn 
prior to its publication shall be considered as 
prior art. 

(3) [International Applications Under the PCT] 
Aï regards international applications filed under 
the Patent Cooperation Treaty, any Contracting 
Party may prescribe that paragraph (1) shall 
apply only if the acts referred to in Article 22 or, 
where applicable, Article 39(1) of that Treaty 
have been performed. 

(4) [Self-Collision or Internal Priority] (a) 
Subject to subparagraph (b), a Contracting Party 
shall not apply paragraph (1) when the applicant 
of, or the inventor identified in, the former appli- 
cation, and the applicant of, or the inventor iden- 
tified in, the application under examination, is 
one and the same person. 

(b) A Contracting Party shall not be bound by 
subparagraph (a) if it provides for internal 
priority. Internal priority shall mean that any 
person who has duly filed an application in, or 
with effect for, a Contracting Party shall enjoy a 
right of priority for a subsequent application filed 
in, or with effect for, the same Contracting Party 
to the extent that the subsequent application 
claims the same invention, if that application is 
filed within a period of 12 months from the filing 
date of the earlier application, and if neither 
internal priority nor priority under the Paris 
Convention for the Protection of Industrial Prop- 
erty has been claimed for the earlier application. 
The effect of an internal priority validly claimed 
shall be the same as that of a priority claimed 
under the said Convention. 

(c) Not more than one patent shall be granted 
on two or more applications to the extent that 
they claim one and the same invention." 

[TEXT PROPOSED BY THE DELEGATION 
OF FRANCE] 

"(1) (Principle of 'Whole Contents') (a) Subject to 
subparagraph (b), the whole contents of an application 
('the former application') as filed in, or with effect for, 
a Contracting Party shall, for the sole purpose of deter- 
mining the novelty of an invention claimed in another 
application filed in, or with effect for, that Contracting 
Party (and not for determining whether that invention 
involves an inventive step), be considered prior art 
from the filing date of the former application, on 
condition that the former application or the patent 
granted thereon is published subsequently by the 
authority competent for the publication of that applica- 
tion or patent. 

(b) and (c) .... 

(2) (Applications No Longer Pending) A prior 
application that has been published in spite of the fact 
that it was no longer pending on the date of its publi- 
cation shall not be considered prior art for the purposes 
of paragraph (1). 

(3) .... 
(4) (Self-Collision or Internal Priority) (a) .... 
(b) A Contracting Party shall not be bound to apply 

the provisions of subparagraph (a) where it provides 
for internal priority, under which an application filed in 
due form in, or with effect in, its territory gives rise to 
a right of priority for a subsequent application filed in, 
or with effect in, the same territory, under the same 
conditions and with the same effects as if the prior 
application had been filed in another country party to 
the Paris Convention for the Protection of Industrial 
Property. 

(c) ...." (Document HL/CE/VHI/16, page 3) 

[TEXT PROPOSED BY THE DELEGATION 
OF THE UNITED STATES OF AMERICA] 

"(1) (Principle of 'Whole Contents') (a) Subject to 
subparagraph (b), the whole contents of an application 
('the former application') as filed in, or with effect for, 
a Contracting Party shall, for the purpose of deter- 
mining the novelty of an invention claimed in another 
application filed in, or with effect for, that Contracting 
Party, be considered as prior art from the filing date of 
the former application to the extent that the former 
application or the patent granted thereon is published 
subsequently by the authority competent for the publi- 
cation of that application or patent. Any Contracting 
Party may apply the foregoing whole contents of the 
former application also for determining whether the 
invention satisfies the requirement of inventive step 
(non-obviousness)." (Document HL/CE/VIII/14, 
page 4) 

The portion of the report of the Committee of 
Experts concerning the discussions of Article 13 
reads as follows: 

"Paragraph (l)(a). The Delegation of the 
United States of America introduced its proposal 
to amend draft paragraph (l)(a) (contained in 
document HL/CE/Vin/14), explaining that the 
proposal addressed itself to the question of 
whether the principle of 'whole contents' of the 
prior art effect of certain applications should be 
applied only for the purpose of determining 
novelty or also for the purpose of deterrnining 
inventive step (i.e., non-obviousness). The 
proposed amendment would permit, but not 
oblige, any Contracting Party to extend the prior 
art effect of as yet unpublished applications that 
were later published to the determination of 
inventive step as well as novelty. This would 
enable Contracting Parties to avoid granting 
several patents for inventions that did not differ 
from each other in a non-obvious way. Because 
the prior art effect of certain applications would 
have to be considered, under draft Article 13, 
from the priority date and not the filing date, this 
provision would already involve a major change 
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of the law of the United States of America. It was 
recalled that the United States Patent and Trade- 
mark Office had set the goal of an 18-monfh 
pendency for applications. This meant that the 
search would have to be carried out about six 
months after the filing in the United States of 
America, at a time when some foreign priority 
applications might not yet be on the files. In such 
cases, it would be necessary to determine how to 
overcome the difficulty caused by conducting the 
search on the basis of incomplete files. Since the 
objective remained to grant valid patents and to 
avoid double patenting for the same or for similar 
inventions, all the proposal was intended to 
accomplish was to permit the United States of 
America and any other Contracting Party to apply 
the whole contents of senior applications against 
junior applications for purposes of determining 
both novelty and inventive step. 

The Delegation of Japan expressed its objec- 
tion to the proposal by the United States of 
America. It did not agree that the whole contents 
principle should be applied for purposes of deter- 
mining inventive step, since the inventor was not 
aware of the senior application at the time of 
filing his application, and, therefore, it was 
opposed to the proposal even in the form of an 
option. 

The Delegation of Hungary expressed its 
support for the proposal by the United States of 
America. It understood that this application of the 
whole contents approach already existed under the 
PCT. 

The Delegation of the Netherlands was 
strongly opposed to the proposal by the United 
States of America inasmuch as it would result in 
having two groups of countries, one group which 
would apply the whole contents principle only for 
purposes of determining novelty and another 
group which would apply the whole contents 
principle also for purposes of detennining inven- 
tive step. Even if an optional provision meant that 
each Contracting Party was free to apply or not to 
apply the proposed amendment, applicants who 
were not nationals of the United States of 
America but who filed in that country would 
nonetheless be subject to the law of that country 
and, therefore, to the application of the whole 
contents principle for purposes of determining 
both novelty and inventive step. 

The Delegation of Switzerland shared the 
concerns expressed by the Delegation of the 
Netherlands to the extent that Swiss nationals 
filing in the United States of America would be 
affected by that country's application of the 
whole contents principle for purposes of deter- 
mining both novelty and inventive step and, there- 
fore, was opposed to the proposal by the United 
States of America. In its opinion, it was not fair 

for applicants to be subject to this additional 
criterion of applying the whole contents principle 
also for purposes of determining inventive step 
which, as opposed to novelty, involved a much 
more subjective evaluation and therefore could 
lead to legal insecurity. It preferred the text of 
draft paragraph (1). 

The Delegation of the United Kingdom was 
also opposed to the proposal by the United States 
of America, but stated that it would confer with 
interested circles in its country regarding this 
question. It explained that the whole contents 
principle was a logical consequence of a first-to- 
file system in order to avoid double patenting. 
Nonetheless, it resulted in a kind of 'rough 
justice,' because the junior applicant, in fact, had 
not been aware of the contents of the senior 
application which could nonetheless be used 
under the whole contents principle to destroy the 
patentability of the invention claimed in his junior 
application. Applying the whole contents principle 
for purposes of determining not only novelty but 
also inventive step would dispense even 'rougher' 
justice, and, if the United States of America were 
to apply the principle in that manner, it would 
mean that it would be more difficult for 
foreigners to obtain patents in that country. 

The Republic of Korea expressed support for 
draft paragraph (1) as it appeared in the Draft 
Treaty for the reasons already stated by the Dele- 
gation of Japan. 

The Delegations of Lebanon, Portugal and 
Romania expressed their support for the proposal 
of the United States of America. 

The Delegation of Ghana explained that draft 
paragraph (1) in the Draft Treaty and the proposal 
by the United States of America represented two 
different philosophical approaches. Furthermore, 
if it were optional for Contracting Parties to apply 
the whole contents principle for the determination 
of inventive step, this would mean that there 
would be no harmonization regarding that ques- 
tion. Therefore, it wished to further study the 
issue raised by the proposal. 

The Delegation of the Soviet Union expressed 
its support for draft paragraph (1) as contained in 
the Draft Treaty. 

The Delegation of Nigeria shared the same 
concerns expressed by the Delegation of Ghana. 

The Delegation of Norway supported the state- 
ments already made by the Delegations of the 
Netherlands, Switzerland and the Soviet Union in 
opposition to the proposal by the United States of 
America. It explained that for many years the 
whole contents principle had been applied in 
Norway for the purposes of determining both 
novelty and inventive step, but it had been abol- 
ished because applicants, not least of all American 
applicants, had complained about the practice. 
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The Delegation of India explained that, under 
the law of that country, only the claims (not the 
whole contents) of the earlier application were 
considered in the novelty examination, but, after 
acceptance of the application, for opposition 
purposes, the whole contents of the earlier appli- 
cation were considered both for detenriining 
novelty and inventive step. 

The Delegation of Canada explained that it 
wished to reserve its position with respect to draft 
paragraph (1) and the proposal of the United 
States of America in order to be able to study this 
question further. 

The Delegation of Denmark shared the views 
expressed by the Delegation of Norway, as it had 
had the same experience as that country and, for 
the same reasons, preferred the text of draft para- 
graph (1) as contained in the Draft Treaty. 

The Delegation of Poland could not accept the 
proposal of the United States of America. Draft 
Article 13 represented a new concept in that 
country. Although it was willing to consider such 
a provision, it preferred the text of draft para- 
graph (1) as it appeared in the Draft Treaty. 

The Representative of AJPO found both the 
text of draft paragraph (1), as it appeared in the 
Draft Treaty, and the proposal of the United 
States of America confusing and needed time to 
further study this question. 

The Representative of AIPLA recalled that the 
novelty requirement was applied differently in 
different countries. In his opinion, if the Draft 
Treaty did not define novelty in the sense of 
establishing a standard of the extent to which one 
invention needed to be different from the prior art 
in order to be novel, there would not be any 
harmonization on this question. In light of the 
uncertainty in this regard, it would be preferable 
that the United States of America be able to 
continue applying the whole contents principle for 
the determination both of novelty and inventive 
step. 

The Representatives of AIPPI, CIPA, CNTPA, 
EPI, JPA, JPAA, PTIC, UNICE and UEPIP 
disagreed with the proposal by the United States 
of America and expressed their support for draft 
paragraph (1). 

The Representative of ABA expressed support 
for the proposal by the United States of America 
and wondered how harmonization could be 
achieved if the Draft Treaty were merely to 
reflect the European Patent Convention. 

The Delegation of the United States of 
America asked the Committee of Experts to 
further reflect on the proposal and asked that it be 
submitted to the Diplomatic Conference for 
consideration. It noted that the concern for the 
junior applicant who might not be aware of the 
senior  unpublished  application  at  the   time  of 

filing his junior application applied equally with 
respect to non-obviousness as it did to novelty. 
This concern had to be balanced against the much 
more important concern of avoiding multiple 
patenting of the same invention. Furthermore, the 
Delegation raised the possibility that, given the 
strict novelty standard applied in the United 
States of America, applying the whole contents 
principle for purposes of both novelty and inven- 
tive step may have the same practical result in 
that country as applying a broader novelty stan- 
dard and the whole contents approach only for 
purposes of determining novelty in other coun- 
tries. The objective should be to avoid knowingly 
granting multiple patents for obvious variants of 
the same invention. 

The Chairman concluded that, since delega- 
tions seemed divided about the proposal by the 
United States of America and, among those 
opposed to the proposal, some might accept it in 
the spirit of compromise, and since some delega- 
tions and organizations wished to further study 
the question, the proposal should be submitted to 
the Diplomatic Conference. 

Paragraphs (1), (2) and (3). The Delegation of 
France introduced its proposal (contained in docu- 
ment HL/CE/VIII/16) to amend the said provi- 
sions. It explained that the proposal consisted 
primarily of drafting changes. As regards draft 
paragraph (l)(a), it was proposed to change the 
expression 'to the extent' to the expression 'on 
condition,' and otherwise to leave subparagraphs 
(b) and (c) as they appeared in document 
HL/CE/Vm/3. As regards draft paragraph (2), it 
was proposed to speak of applications 'no longer 
pending' rather than of 'withdrawn' applications. 
No proposal of amendment was made with 
respect to draft paragraph (3). 

The Delegation of the United Kingdom agreed 
with the text of draft paragraph (l)(a), as it 
considered the term 'to the extent' appropriate 
insofar as the whole contents principle applied 
only and to the extent that subject matter in the 
former application was the same as filed and as 
subsequently published. 

The Delegation of the Netherlands agreed with 
the text in the proposal by the Delegation of 
France, pointing out that, if a patent was granted 
and published before the 18-month publication 
requirement, the contents of the patent could often 
be narrower than the contents of the application 
as filed which might have been published if the 
patent had been granted after the 18-month publi- 
cation period. 

In this regard, the Chairman noted that, if a 
patent was granted and published before the 18- 
month publication period, the entire file had to be 
made  available  to  the  public  and it  was  the 
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contents of that file that would constitute prior art 
for purposes of the whole contents principle. 

The Delegation of Japan expressed support for 
the proposal by the Delegation of France. 

The Delegation of the United States of 
America inquired whether reference to the 
'former application' in draft paragraph (l)(b) was 
meant to include a former application for a utility 
model. 

The Representative of AIPLA raised a similar 
question, as he noted that draft Article 2 (Defini- 
tions) provided that references to an 'application' 
are to be construed as references to an 'applica- 
tion for a patent.' 

The Chairman stated that, in light of draft 
Article 2(vii) which, in accordance with the Paris 
Convention for the Protection of Industrial Prop- 
erty, provided that priority could be claimed on 
the " basis of an application for a patent, utility 
model or another title protecting an invention, 
'former application' for the purposes of draft 
Article 13(l)(b) must be understood to include a 
former application for a utility model. 

The Delegation of Japan asked the Interna- 
tional Bureau to review the text so that the 
proposed term 'applications no longer pending' 
would be used appropriately and correctly wher- 
ever applicable, in particular that it would encom- 
pass also applications deemed to be withdrawn. 

The Delegation of France agreed that the term 
'applications no longer pending' was meant to 
include withdrawn applications, applications 
deemed to be withdrawn or abandoned, etc. 

The Chairman concluded that draft paragraph 
(1) should be submitted to the Diplomatic Confer- 
ence in the form of the proposal by France, with 
the understanding that the proposal by the United 
States of America regarding draft paragraph 
(l)(a), already discussed and contained in docu- 
ment HL/CE/VIH/14, would be incorporated as 
agreed. Draft paragraphs (l)(b) and (c) would 
remain unchanged. As regards draft paragraph (2), 
the proposal by France to amend this provision 
would be submitted to the Diplomatic Conference. 
Draft paragraph (3) would remain unchanged. 

Paragraph (4)(a) and (b). The Delegation of 
France introduced the proposal by France to 
amend this provision (contained in document 
HL/CE/VIII/16), explaining that the proposal 
consisted primarily of drafting changes of a 
formal nature. Under the proposal, draft paragraph 
(4)(a) would remain unchanged and the wording 
of draft paragraph (4)(b) would be shortened by 
providing that an internal priority could be 
claimed under the same conditions and with the 
same effects as a Paris Convention priority. 

The Delegation of the United States of 
America was opposed to draft paragraph (4)(b), 

which would allow a Contracting Party not to 
provide for an anti-self-collision provision if it 
provided for internal priority. It did not see why 
adopting an internal priority provision should 
exclude any Contracting State from the obligation 
to provide for an anti-self-collision provision. In 
its opinion, an internal priority provision was not 
a substitute solution for dealing with self-collision 
problems. An internal priority would be effective 
only during a 12-month period, whereas self-colli- 
sion could occur during the 18-month publication 
period. Moreover, by its nature, internal priority 
was primarily, if not exclusively, used by 
domestic applicants. Therefore, draft paragraph 
(4)(a) should be mandatory (i.e., an anti-self-colli- 
sion provision should be mandatory for all 
Contracting Parties) and draft paragraph (4)(b) (be 
it in the form of the draft Article or in the form 
of the text in the proposal by France) should be 
deleted. 

The Delegation of Japan agreed with the posi- 
tion taken by the Delegation of the United States 
of America. It was also of the opinion that, even 
with an internal priority provision, self-collision 
would not necessarily be avoided. Therefore, it 
supported the deletion of draft paragraph (4)(b) 
and the making of draft paragraph (4)(a) manda- 
tory. 

The Delegation of the Federal Republic of 
Germany was opposed to an anti-self-collision 
provision. It had been willing, in the spirit of 
compromise, to accept such a provision in an 
optional form as it appeared in draft paragraph 
(4)(a) but could not agree to making that provi- 
sion mandatory. As regards draft paragraph (4)(b), 
it supported the text in the proposal by France. 

The Delegation of Canada shared the concerns 
expressed by the Delegation of the United States 
of America. It did not find draft paragraph (4)(b) 
acceptable and preferred to see a mandatory anti- 
self-collision provision. 

The Delegation of the Netherlands opposed the 
deletion of draft paragraph (4)(b) regarding 
internal priority, for the reasons expressed by the 
Delegation of the Federal Republic of Germany. 

The Delegations of Belgium, Italy and 
Switzerland expressed their support for draft para- 
graph (4)(b) but with the wording contained in 
the proposal by France. 

In response to an inquiry by the Delegation of 
Australia about how draft paragraph (4) would be 
applied in the case of several co-applicants, the 
Delegation of Japan replied that, for purposes of 
an anti-self-collision provision, there had to be 
complete identity of inventorship between the two 
applications. 

The Delegation of the United Kingdom was of 
the opinion that an anti-self-collision provision 
was only necessary when the whole contents prin- 



W1P0 MEETINGS 345 

ciple was applied for purposes of determining not 
only novelty but also inventive step. Therefore, it 
saw no justification for all Contracting Parties 
having to adopt an anti-self-collison provision and 
was of the opinion that an internal priority provi- 
sion was sufficient to avoid double patenting. 
Furthermore, it did not see how an internal 
priority discriminated against foreigners, as the 
latter could always benefit from the 12-month 
Paris Convention priority period. If an anti-self- 
collision provision were retained in draft para- 
graph (4), then it was necessary that it be 
optional, on the condition that, if the Contracting 
Party did not apply such a provision, it would 
provide for internal priority. As regards the 
wording of the internal priority provision in draft 
paragraph (4)(b), the Delegation supported the 
proposal by France. 

The Delegation of Lebanon was of the opinion 
that the entire draft paragraph (4) should be 
deleted and replaced by a provision stating that 
these questions were to be left to the national law 
of each Contracting Party. 

The Representative of ATPLA explained that 
an internal priority seemed to be available only 
for nationals and that, without an anti-self-colli- 
sion provision, internal priority would discrimi- 
nate against foreigners. 

The Representative of UNICE was opposed 
both to draft paragraph (4)(a) on self-collision and 
draft paragraph (4)(b) on internal priority. 

The Representative of PTIC stated that his 
organization could live with draft paragraph (4)(b) 
on internal priority but wanted draft paragraph 
(4)(a) on self-collision to be mandatory. 

The Representatives of CIPA, CNIPA and EPI 
stated that, although they were not opposed to 
draft paragraph (4)(b) on internal priority and that 
they could even accept it as a mandatory provi- 
sion, they considered that draft paragraph (4)(a) 
on self-collision should be mandatory. 

The Representative of AIPPI expressed his 
support for the flexible approach contained in 
draft paragraph (4)(a) and (b). 

The Representatives of APAA, JPA, JPAA and 
MPI were of the opinion that draft paragraph 
(4)(b) on internal priority should be deleted and 
that draft paragraph (4)(a) on self-collision should 
be mandatory. 

The Chairman stated that two alternative solu- 
tions had been advanced. One was to maintain 
draft paragraph (4)(a) and (b), possibly in the 
form of the proposal of the Delegation of France. 
The other was to delete draft paragraph (4)(b) on 
internal priority and to make draft paragraph 
(4)(a) on self-collision mandatory. However, in 
the light of the discussion and the various opin- 
ions expressed, especially that by the Delegation 
of the United Kingdom, the Chairman wondered 

whether another compromise solution could not 
be envisaged to the effect that draft paragraph 
(4)(a) on self-collision would be mandatory for 
those Contracting States which would apply the 
whole contents principle for purposes of deter- 
mining both novelty and inventive step (in accor- 
dance with the proposal by the United States of 
America regarding paragraph (1) of draft Article 
13) and would be optional for those Contracting 
Parties which would apply the whole contents 
approach only for determining novelty. As regards 
the question of internal priority, this question 
could be taken out of draft Article 13 and could 
be dealt with independently elsewhere in the 
Draft Treaty. 

The Delegation of Switzerland expressed its 
support for this last solution suggested by the 
Chairman, in other words, to make draft para- 
graph (4)(a) on self-collision mandatory only for 
those Contracting States which would apply the 
whole contents principle for purposes of deter- 
mining both inventive step and novelty and either 
to delete draft paragraph (4)(b) on internal 
priority or to deal with this question separately 
under another provision in the Draft Treaty. 

The Delegation in the United Kingdom also 
expressed support for the second solution 
suggested by the Chairman. It noted that under 
the European Patent Convention system, which 
applied the whole contents principle only for 
purposes of determining novelty, an anti-self- 
collision provision had not proved to be neces- 
sary. 

The Delegation of France also agreed with the 
second suggestion by the Chairman to make draft 
paragraph (4)(a) mandatory only for those 
Contracting States that would apply the whole 
contents principle for purposes of determining 
both novelty and inventive step. It noted that, if 
the United States of America was concerned that 
a first-to-file system might encourage premature 
filings, then an anti-self-collision provision would 
encourage premature filings even more. 

The Delegation of the United States of 
America stated that it had not been convinced that 
internal priority was an answer to the self-colli- 
sion problem. An anti-self-collision provision and 
an internal priority provision addressed separate 
problems and should be dealt with independently. 
Therefore, it could not accept that draft paragraph 
(4)(a) not be mandatory (that is, the words 
'subject to subparagraph (b)' should be deleted). 

The Delegation of Japan also disagreed with 
the solution suggested by the Chairman. It was of 
the opinion that draft paragraph (4)(a) on self- 
collision should be mandatory in all cases and for 
all Contracting Parties. 

The Delegation of Canada was also of the 
opinion that draft paragraph (4)(a) on self-colli- 
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sion should be mandatory and did not agree with 
the second suggestion of the Chairman, but 
needed more time to reflect on this problem. 

The Delegation of the Netherlands supported 
the second solution suggested by the Chairman. 
As regards draft paragraph (4)(b) on internal 
priority, it could agree to its retention in draft 
paragraph (4), although it would not be opposed 
to its deletion because it did usually apply to 
nationals of a given country. 

The Delegation of Norway expressed support 
for the second solution suggested by the 
Chairman. 

The Delegation of the Federal Republic of 
Germany said that it could accept draft paragraph 
(4)(a) and (b) or the second solution suggested by 
the Chairman. 

The Representative of LES explained, by 
giving a practical example, that an anti-self-colli- 
sion provision was necessary and that, in his 
opinion, it should be mandatory. As regards draft 
paragraph (4)(b) on internal priority, it could be 
deleted or it could be dealt with independently in 
its own right. 

The Representatives of AIPLA and MPI 
considered that an anti-self-collision provision 
should be mandatory in all cases and for all 
Contracting Parties as internal priority did not 
address itself completely and entirely to the self- 
collision problem. 

The Representative of UNICE was concerned 
about making draft paragraph (4)(a) on self-colli- 
sion mandatory. 

The Representative of ATPPI recalled that its 
organization had always been of the opinion that 
an anti-self-collision provision should be manda- 
tory in all cases and for all Contracting Parties 
and that it had always taken a position against 
double patenting. The organization had also 
always favored internal priority. It therefore 
agreed that draft paragraph (4)(a) on self-collision 
should be mandatory, that draft paragraph (4)(c) 
should be retained and that the question of 
internal priority should be dealt with but else- 
where in the Draft Treaty. 

The Representative of the EPO explained that 
it did not agree that draft paragraph (4)(a) on self- 
collision should be mandatory. It had been the 
EPO's experience that the whole contents prin- 
ciple, as applied by the EPO, had always avoided 
self-collision problems. 

The Representative of PTIC was of the opinion 
that draft paragraph (4)(a) on self-collision should 
be mandatory for the reasons expressed by the 
Delegation of Japan. 

The Chairman concluded that certain support 
had been expressed for the second solution he had 
suggested (see paragraph 489, above), although a 
few delegations needed to reflect further on the 

question and some opposed it. It was agreed that 
the solution should be examined by the Interna- 
tional Bureau. Consideration could be given to 
making draft paragraph (4)(a) on self-collision 
mandatory for those Contracting Parties which 
would apply the whole contents principle for 
determining both novelty and inventive step and 
to introducing a new draft paragraph (4)(b) 
making an anti-self-collision provision optional 
for those Contracting Parties which applied the 
whole contents principle only for determining 
novelty. The internal priority provision could be 
taken out of draft Article 13, and it could be 
considered later whether to include it elsewhere in 
the Draft Treaty. 

The Delegation of Japan introduced its 
proposal (contained in document HL/CE/VIH/17) 
to incorporate a reference to internal priority in 
item (vii) of draft Article 2 (Definitions) and a 
definition of internal priority in a new item 
(viiWs) in draft Article 2. 

After some discussion, and in the light of the 
agreement by the Committee of Experts that any 
internal priority provision would be dealt with 
outside of draft Article 13, it was agreed that the 
question of whether and how internal priority 
should be defined would be considered in and 
with respect to those specific provisions, if any, 
which would deal with or be applicable to 
internal priority. 

Paragraph (4)(c). The Delegations of the 
Netherlands and Switzerland were of the opinion 
that the word 'patent' should be changed to the 
term 'valid patent.' 

The Representative of EPI noted that draft 
paragraph (4)(c) did not address the question of 
independent inventors who claimed the same 
invention in two separate applications but with 
the same filing or priority date. 

The Delegation of Japan considered that the 
question raised by the Representative of EPI 
should be left to national law. 

It was pointed out that this question could be 
dealt with in a Note on draft Article 13. 

The Delegation of the United Kingdom 
wondered what 'one and the same invention' 
meant for purposes of draft paragraph (4)(c) and 
whether such a provision was at all needed. 

The Representative of PTIC was of the opi- 
nion that a double patenting provision was needed 
in connection with an anti-self-collision provi- 
sion. 

The Representative of the EPO was of the 
opinion that a double patenting provision was not 
needed when the whole contents principle was 
applied for purposes of determining novelty, as in 
such a case it was impossible to grant two patents 
for the same invention. 
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The Delegations of Japan and the United 
States of America noted that double patenting 
provisions existed in their national laws. 

The Delegation of Switzerland explained that a 
double patenting provision was not necessary 
under the European Patent Convention. Because it 
did not contain an anti-self-collision provision, it 
was not possible to grant two patents for the same 
invention. However, if an anti-self-collision provi- 
sion were adopted under the Draft Treaty, then a 
double patenting provision would be needed, 
provided that such a provision would only cover 
identical subject matter claimed in the two appli- 
cations and not obvious modifications. 

The Chairman concluded that consideration 
should be given to dealing with the question of 
double patenting in the Notes on draft Article 13. 
With such an explanation in the Notes and in 
light of draft paragraphs (4)(a) and (b), it might 
be considered that a double patenting provision 
was not necessary in draft Article 13." 

Article 14: Amendment of Application 

In addition to the text of Article 14 as elaborated 
by the International Bureau, discussions were based 
on texts proposed by the Delegations of Japan and 
the United Kingdom. Those texts read as follows: 

[TEXT ELABORATED BY THE INTERNATIONAL BUREAU] 

"(1) [Amendments Following Office Findings] 
Where the Office finds that the application does 
not comply with the requirements of Article 3(2) 
or Article 4, the applicant shall be given an 
opportunity to amend the application. 

(2) [Amendments on Applicant's Initiative] 
The applicant shall have the right to amend, on 
his own initiative, the description, the drawings, if 
any, or the claims up to the time when the appli- 
cation is in order for grant or, where applicable 
under Article [ ]} for publication for the purposes 
of opposition. 

(3) [Limitation of Amendments] No amend- 
ment of the application shall go beyond what has 
been disclosed in the application as filed. 

1 It is intended that reference should be made here to the 
provision in the Treaty that allows Contracting Parties to 
make temporary reservations, under certain conditions, to the 
prohibition of pre-grant opposition contained in Article 18(2) 
(see document HL/CE/VTH/4)." 

[TEXT PROPOSED BY THE DELEGATION 
OF JAPAN] 

"(1)    [Amendments   Following   Office   Findings] 
Where the Office finds that the application does not 

comply with the substantive requirements provided for 
in the Treaty, the applicant shall be given at least one 
opportunity to amend the application. 

(2) [Amendments on Applicant's Initiative] (a) If a 
Contracting Party requires substantive examination, 
the applicant shall have at least one opportunity to 
amend, on his own initiative, the description, the draw- 
ings, if any, or the claims up to the time when the 
substantive examination of the application has started, 
except during the term that the Contracting Party 
provides as unreasonable term for amendments. 

(b) If a Contracting Party does not require substan- 
tive examination, the applicant shall have at least one 
opportunity to amend, on his own initiative, the 
description, the drawings, if any, or the claims up to 
the time when the application is in order for grant. 

(3) ...." (Document HL/CE/VIH/17, page 3) 

[TEXT PROPOSED BY THE DELEGATION 
OF THE UNITED KINGDOM] 

"(1) [Deficiencies of the Application] Where the 
Office finds that an application to which a filing date 
has been given does not comply with the requirements 
of the Treaty, the applicant shall be given at least one 
opportunity to remedy the deficiencies identified and to 
amend the application. 

(2) [Amendment on Applicant's Initiative] (a) If a 
Contracting Party requires substantive examination of 
the application, the applicant shall have the right to 
amend, on his own initiative, the description, the 
claims and any drawings at least up to the time 
allowed for the reply to the first substantive communi- 
cation from the Office. 

(b) // a Contracting Party does not require 
substantive examination of the application, the appli- 
cant shall have the right to amend, on his own initia- 
tive, the description, the claims and any drawings up 
to the time when the application is in order for grant. 

(3) [Limitation of Amendments] No amendment of 
the application shall go beyond what has been 
disclosed in the application as filed." (Document 
HL/CE/Vffl/10,page8) 

The portion of the report of the Committee of 
Experts concerning the discussion of Article 14 reads 
as follows: 

"The Delegation of the United Kingdom intro- 
duced its proposal (document HL/CE/VIII/IO), 
explaining that, although it agreed on the need for 
such an Article and, in general, on the approach 
taken by the International Bureau, it felt that draft 
Article 14 should be slightly amended in some 
respects. As regards draft paragraph (1), the 
possibility for an applicant to remedy deficiencies 
should be generalized so that it be applicable to 
all the provisions of the Treaty, except in respect 
of deficiencies related to the filing date require- 
ments. As regards paragraph (2), dealing with 
amendments on the applicant's initiative, it 
considered that the text of the International 
Bureau could be accepted in the case of non- 
examining Offices where amendments could take 
place until the patent application was in order for 
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grant. In contrast, where Offices carried out 
substantive examination, requests for amendment 
should not come too late, for instance, after the 
examination process was finished. In such cases, 
accordingly, paragraph (2)(a) of the proposal of 
the United Kingdom proposed that amendments 
could be made at least up to the time allowed for 
the reply to the first substantive communication 
from the Office. 

The Delegation of Japan introduced its 
proposal (document HL/CE/Vin/17), explaining 
that, as regards draft paragraph (1), it could 
endorse most of the explanations given by the 
Delegation of the United Kingdom. The only 
difference in its proposal was that the possibility 
of amendments following Office findings was 
limited to substantive requirements provided for 
in the Treaty. Although the Delegation was not, 
in principle, opposed to the possibility of amend- 
ments in respect of formal requirements, the 
Treaty did not contain all the possible formality 
requirements. If those latter requirements were to 
be taken into account, it would be preferable to 
have two concepts, namely, amendments of appli- 
cations in respect of substantive requirements and 
corrections of applications in respect of formality 
requirements. In respect of draft paragraph (2)(a) 
as proposed by it, the Delegation withdrew the 
last two lines reading 'except during the term that 
the Contracting Party provides as unreasonable 
term for amendments,'. This proposal had been 
made in a similar spirit as the United Kingdom 
proposal and contained the same distinction 
between non-examining Offices and examining 
Offices. The only difference in this latter case 
concerned the time limit during which the appli- 
cant could submit amendments, this time limit 
being in its proposal the beginning of the substan- 
tive examination. It had difficulties with the time 
limit proposed by the Delegation of the United 
Kingdom, because it would not be efficient from 
the point of view of an examining Office, since, 
if an amendment came to the attention of an 
examiner after he had issued a first Office action, 
he would have to issue a new action, this being 
time-consuming. 

Paragraph (1). The Delegation of the United 
Kingdom said that it had intended to state a 
general principle and that it was open to the 
proposal made by the Delegation of Japan if the 
concept of 'substantive requirements provided for 
in the Treaty' was considered sufficiently clear. 

It was pointed out that the amendments 
proposed by the Delegations of Japan and the 
United Kingdom were more advantageous to 
users than draft paragraph (1). However, the ques- 
tion arose whether the term 'substantive' should 
be used, which was not easy to define. Therefore, 

the text proposed by the Delegation of the United 
Kingdom appeared to be preferable. 

The Delegation of Canada felt that draft para- 
graph (1) was probably more advantageous to 
users. The Delegation added that it had difficul- 
ties with the notion of substantive requirements as 
proposed by the Delegation of Japan. It agreed 
with the notion of 'at least one opportunity' and 
had no objections against the beginning of the 
proposal of the United Kingdom. However, it was 
wondering why there was a reference to the 
requirements of the Treaty in this latter proposal. 

The Delegation of Japan stated that it could 
accept the proposal of the Delegation of the United 
Kingdom. However, it proposed that the verb 'to 
correct' be added after the verb 'to amend.' It 
stated that it would withdraw its proposal if a 
majority of delegations supported the proposal of 
the Delegation of the United Kingdom. 

The Delegations of Australia, Austria, the 
Federal Republic of Germany, Finland, France, 
Hungary, Ireland, Israel, Madagascar, the Nether- 
lands, New Zealand, Norway, the Republic of 
Korea, the Soviet Union, Switzerland and the 
United States of America expressed their support 
for the proposal put forward by the Delegation of 
the United Kingdom. The Delegation of Switzer- 
land said that it preferred the notion of 'require- 
ments of the Treaty' to the notion of 'substantive 
requirements,' since certain conditions which 
could be considered semi-formal could, in the 
future, be included in the Treaty. 

The Delegation of the United States of 
America expressed interest in examining further 
the suggestion made by the Delegation of Canada 
that the right to amend should not be limited to 
the requirements of the Treaty. It proposed that 
draft paragraph (1) also mention the requirements 
of national laws which may go further than those 
provided in the Treaty. The Delegation also 
wished it to be clear that draft paragraph (1) 
would not require an Office to accord a further 
opportunity to amend where a subsequent applica- 
tion dealing with the same or similar subject 
matter was filed. Thus, for example, a second 
opportunity would not be necessary when an 
applicant, after having had full opportunity to 
amend his application, was not satisfied with the 
decision of the Office and filed a continuation 
application merely to discuss further the issues. 
The Delegation considered that this question 
could be dealt with in the Notes to the Treaty. 
The Delegation of Norway supported the sugges- 
tion made by the Delegation of the United States 
of America. 

The Delegations of Argentina and India 
expressed their support for draft paragraph (1). 

The Representative of AIPLA questioned 
whether the proposal of the Delegation of the 
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United Kingdom excluded provisions in national 
laws which were not covered in the Treaty. 

The Delegation of the United Kingdom stated 
that draft paragraph (1) was limited to specific 
Articles of the Treaty, while its proposal extended 
to the requirements of the Treaty. If needed, a 
new proposal should be studied which would 
extend paragraph (1) to matters outside the 
Treaty. 

The Representative of the EPO, while 
expressing his support for the proposal of the 
Delegation of the United Kingdom, noted that the 
text implied that the meaning of an invitation by 
an Office was understood in the same way by all. 
He wondered whether this could not be made 
clear in the Notes. 

The Representative of AIPO said that he 
favored the proposal made by the Delegation of 
the United Kingdom, although he felt that it 
should be mentioned that the invitation to amend 
the application should be complied with by the 
applicant within a certain time limit; if this condi- 
tion was not fulfilled, the application should be 
rejected. 

It was pointed out that it might be preferable 
to use the title of draft paragraph (1) with the text 
proposed by the United Kingdom. The beginning 
of the proposal by the United Kingdom could be 
amended so that it could read 'Where the Office 
finds that an application to which a filing date has 
been given does not comply with the require- 
ments applicable to it,...' It was considered that 
this suggestion could solve some of the concerns 
which had been expressed. 

The Delegation of Canada supported the 
suggestions made in the preceding paragraph. 

The Chairman noted that there was agreement 
with the suggestions reported on in paragraph 
531, above. With respect to draft paragraph (1), 
he concluded that the proposal made by the Dele- 
gation of Japan had been withdrawn, and that the 
majority of delegations which had expressed 
themselves favored the proposal by the United 
Kingdom. Therefore, this latter proposal should 
provide the basis of the text of paragraph (1) to 
be submitted to the Diplomatic Conference, 
subject to modifications resulting from the 
suggestions reported on in paragraph 531, above. 
The Notes should, in particular, also deal with the 
question of national law requirements. 

Paragraph (2). Reference was made to the 
proposal by the United Kingdom (contained in 
document HL/CE/VIII/10) and the proposal of 
Japan (contained in document HL/CE/VIII/17). 

The Delegation of Switzerland considered that 
the possibility for amendment should not be too 
strictly limited, since the needs of applicants had 
to be taken into account. Therefore, the Delega- 

tion could accept draft paragraph (2). However, 
since there could be problems for countries with a 
substantive examination system, it could also 
accept, as a second best solution, the text 
proposed by the Delegation of the United 
Kingdom. As regards the proposal of the Delega- 
tion of Japan, it considered that that proposal was 
too restrictive since the latter provided for the 
obligation to make the amendment of the applica- 
tion before the substantive examination had 
started. 

The Delegations of Austria, the Federal 
Republic of Germany and Finland and the Repre- 
sentative of AJPPI agreed with the statement 
made by the Delegation of Switzerland. 

The Delegation of Belgium said that it had 
difficulties in accepting paragraph (2), since, in an 
non-examining Office, amendments could not be 
checked and this constituted a risk for applicants 
and gave no security to third parties. 

The Delegation of the Republic of Korea 
stated that it supported the text proposed by the 
Delegation of Japan. 

The Delegations of Australia, Canada, 
Denmark, India, Israel, the Netherlands, New 
Zealand, Norway, Romania, the Soviet Union, 
Sweden and the United States of America 
expressed their support for the text proposed by 
the Delegation of the United Kingdom. The Dele- 
gation of Israel stated that an applicant who 
wanted to delete claims should still be able to do 
so after the time limit fixed in paragraph (2)(a) of 
the proposal of the Delegation of the United 
Kingdom. The Delegations of Norway and the 
Netherlands said that the abandonment of claims 
was always possible as long as the patent was in 
force. 

The Delegation of the United States of 
America stated that, as in respect of paragraph 
(1), the Notes accompanying this paragraph 
should make it clear that an Office was not 
required to accord a second opportunity to amend 
where a subsequent application was filed with 
respect to the same subject matter as a previous 
application for which an opportunity to amend 
had been given (for example, a continuation 
application filed after an opportunity had already 
been given to amend the same subject matter in 
the patent application). 

In response to clarifications asked by the Dele- 
gation of Japan, the Delegation of the United 
States of America said that it did not wish to 
allow an applicant to prolong the procedure after 
the issues had been fully examined by the Office. 

The Delegation of Japan stated that it had 
difficulties with the approach taken in the 
proposal of the Delegation of the United 
Kingdom. It considered that, if an applicant 
amended the whole subject matter after the first 
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examination had commenced, the Office would 
have to carry out a new examination, which 
would cause delay in the prosecution of the appli- 
cation. The Delegation reserved its position on 
this matter. 

The Representative of ABA said that neither 
the proposal made by the Delegation of Japan nor 
the one made by the Delegation of the United 
Kingdom was advantageous to users; he therefore 
expressed his preference for the draft Article 
including the prohibition of extending the disclo- 
sure as provided in paragraph (3). 

The Representative of AIPLA stated that users 
were mainly interested in amending the claims in 
many countries because one Office may reflect a 
new art, and he wondered whether the proposal of 
the Delegation of the United Kingdom would 
enable and facilitate this possibility. 

The Delegation of the United Kingdom stated 
that the concerns of the Representative of AIPLA 
were dealt with in draft Article 17. The possibility 
of making amendments was different from the 
question of a possible limitation of the extent of 
protection. 

The Representative of NYPTC said that the 
applicant should be able to amend the claims if 
new prior art was cited in a second substantive 
communication from the Office, since otherwise 
he would be forced to file an appeal. 

The Representatives of APAA and LES 
expressed their preference for the text proposed 
by the International Bureau, since it gave more 
freedom from the user's standpoint. 

The Delegation of the United Kingdom stated 
that the opportunities for amendments were more 
important in examining Offices, although prob- 
lems could arise when the examination was in an 
advanced stage. Where a second substantive 
communication came from the Office, paragraph 
(1) was applicable. The Delegation concluded by 
stating that its proposal was flexible and had the 
advantage of setting a clear time frame. 

It was pointed out that, if the proposal of the 
Delegation of the United Kingdom was adopted, 
paragraphs (1) and (2) should be inverted. 

In concluding the discussions on paragraph (2), 
the Chairman said that the proposal of the Dele- 
gation of Japan had not found sufficient support. 
The draft Article, which gave the largest freedom 
to applicants, had only been supported by a few 
delegations. An intermediate approach could be 
found in the proposal by the Delegation of the 
United Kingdom which had been supported by a 
number of delegations. This latter proposal consti- 
tuted a minimum, and national laws could provide 
for more freedom than the freedom resulting from 
the draft Article. In respect of the question 
relating to a possible second substantive commu- 
nication by an Office, paragraph (1) was appli- 

cable and not paragraph (2), since it was an 
amendment following Office findings. In the 
Notes, it could be indicated that the abandonment 
of a claim was always possible. Paragraphs (1) 
and (2) could be inverted. 

Paragraph (3). The Representative of EPI 
pointed out that this paragraph might be consid- 
ered as preventing examining Offices from 
requiring the insertion of references to prior art, 
particularly prior art covered by Article 13. The 
Representative of CJPA suggested that nothing 
should inhibit or discourage the addition of infor- 
mation as to background or prior art. 

It was agreed that this draft paragraph should 
remain unchanged." 

Article 15: Publication of Application 

Rule 7: Meaning of Publication 

In addition to the text of Article 15 and Rule 7 as 
elaborated by the International Bureau, discussions 
were based on texts proposed by the Delegations of 
Switzerland, the United Kingdom and the United 
States of America. Those texts read as follows: 

Article 15 

[TEXT ELABORATED BY THE INTERNATIONAL BUREAU] 

"(1) [Requirement to Publish the Application] 
Subject to paragraphs (2) to (4), the Office shall, 
without delay after the expiration of 18 months 
from the filing date or, where priority is claimed, 
from the priority date, publish the application 
unless it has been withdrawn, abandoned or 
rejected. 

(2) [Earlier Publication at Applicant's Request] 
If, before the expiration of the time limit referred 
to in paragraph (1), the applicant requests that 
his application be published, the Office shall, 
without delay after the receipt of the request, 
publish the application. 

(3) [Circumstances in Which Publication Is 
Not Required] Any Contracting Party shall be 
free 

(i) not to publish an application for reasons 
of national security; 

(ii) not to publish an application if, by the 
time the application should be published 
according to paragraphs (1) or (2), a patent 
granted on the application has been published; or 

(Hi) to omit from the publication any words or 
drawings that are contrary to morality or public 
order or that are disparaging with respect to 
persons, provided that the fact that words or 
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drawings have been omitted is referred to in the 
publication and that a copy of the omitted words 
or drawings may be obtained from the Office of 
the Contracting Party on request." 

or, where priority is claimed, from the priority date.' 
(Document HL/CE/VIII/14, page 5) 

Rule 7 

[TEXT PROPOSED BY THE DELEGATION 
OF SWITZERLAND] 

"(1) ..- 
(2) .... 
(3) .... 

(4) [Circumstances in Which no Publication Shall 
Take Place] No application shall be published if it is 
withdrawn or abandoned, is considered withdrawn or 
abandoned, or is rejected, before: 

(i) the expiration of 16 months from the filing 
date or, where priority is claimed, the priority 
date of the application, or 

(ii) the industrial property office completes the 
technical preparations for publication, where 
such preparations are completed after the expi- 
ration of the said period of 16 months. 

[In view of this addition, the reference to para- 
graphs (2) to (4) in paragraph (1) should be left 
unchanged.]" (Document HL/CE/VIII/19) 

[TEXT PROPOSED BY THE DELEGATION 
OF THE UNITED KINGDOM] 

"(1) [Requirement to Publish the Application] 
Subject to paragraphs (2) to (4), the Office shall, [as 
soon as possible after the expiration of 18 months] [not 
later than 24 months] from the filing date or, where 
priority is claimed, from the priority date, publish as 
filed every application which has not been finally with- 
drawn, abandoned or refused including, in case of 
amendment of claims, at least the last amended claims 
filed before the termination of the technical prepara- 
tions for publication. 

(2) No change, except that the words 'without 
delay' should be changed to 'as soon as possible'. 

(3) [National Security] Any Contracting Party shall 
be free not to publish an application for reasons of 
national security" (Document HL/CE/VHI/10, page 9) 

[TEXT PROPOSED BY THE DELEGATION 
OF THE UNITED STATES OF AMERICA] 

"(1) .- 
(2) [Earlier Publication at Applicant's Request] If, 

before the expiration of the time limit referred to in 
paragraphs (1) or (4), the applicant requests that his 
application be published, the Office shall, without 
delay after the receipt of the request, publish the appli- 
cation. 

(3X0 ..- 
(ii) not to publish an application if, by the time the 

application should be published according to para- 
graphs (1), (2) or (4), a patent granted on the applica- 
tion has been published; or 

(iii) .... 

(4) [Alternative Time Limit for Publication] 
Notwithstanding paragraph (1), any Contracting Party 
shall be free to publish the application, without delay, 
after the expiration of 24 months from the filing date 

[TEXT ELABORATED BY THE INTERNATIONAL BUREAU] 

"For the purposes of the Treaty and these 
Regulations, an application or a patent shall be 
deemed to be published if paper copies thereof 
are put at the disposal of any person wishing to 
obtain them." 

[TEXT PROPOSED BY THE DELEGATION 
OF THE UNITED KINGDOM] 

"At the time of publication the Office shall mention 
in an official gazette the fact that the application has 
been published or the patent granted and shall put at 
least paper copies thereof at the disposal of any person 
wishing to obtain them. 

Note 15.04: the last sentence of this note should be 
deleted." (Document HL/CE/VHI/10, page 10) 

The portion of the report of the Committee of 
Experts concerning the discussion of Article 15 and 
Rule 7 reads as follows: 

"Three proposals were submitted in respect of 
Article 15, a proposal from the United Kingdom 
(contained in document HL/CE/Vffl/10), a 
proposal from the Delegation of the United States 
of America (contained in document 
HL/CE/VIH/14) and a proposal from the Delega- 
tion of Switzerland (contained in document 
HL/CE/VTII/19). 

Paragraph (1). The Delegation of the United 
Kingdom introduced its proposal (contained in 
document HL/CE/VIII/10), indicating that its 
proposal included four points with respect to 
paragraph (1). 

(a) First, publication of an application should 
take place 'as soon as possible' after the expira- 
tion of 18 months of the filing or priority dates. 
The Delegation saw the proposal as being similar 
to draft Article 15(1), but the requirement of 
publication 'without delay' was seen as being 
unrealistic in all cases. The United Kingdom 
Patent Office attempted to publish applications 
within 18 months of filing or priority dates but 
circumstances arose at times that made it impos- 
sible to do so in all cases. This was seen as being 
the case, in particular, where, as in accordance 
with the Draft Treaty, provisions were made for 
late filing of elements needed to acquire a filing 
date. In such cases, it was seen as being impos- 
sible to expect an Office to conduct searches and 
finalize an application for publication within an 
invariable 18-monfh time period. As an alterna- 
tive, the time limit of 'not later than 24 months' 
was suggested. 
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(b) The Delegation of the United Kingdom 
indicated that a second aspect of its proposed 
amendment to paragraph (1) was to provide that 
the publication be of the 'as filed' materials. The 
Delegation felt that publishing the 'as filed' mate- 
rials would be of benefit to third parties in 
allowing them to see the contents of such mate- 
rials. 

(c) The Delegation of the United Kingdom 
stated that a third aspect of its proposed amend- 
ment was the substitution of the word 'refused' 
for 'rejected.' The Delegation felt that it was 
desirable to provide that it was a final situation 
that was referred to. The Delegation directed 
attention to Note 15.04 and, in particular, to the 
last sentence which indicated that an application 
should be published notwithstanding the fact that 
it is subject to an appeal, and recommended that 
this sentence be deleted from the Notes. 

(d) The Delegation of the United Kingdom 
raised a fourth point with respect to its proposed 
amendment, directing attention to the addition of 
the phrase 'including, in case of amendment of 
claims, at least the amended claims filed before 
the termination of the technical preparations for 
publication.' The Delegation indicated that it 
often happens that applicants filed new claims 
before publication and that it was important that 
such claims be published since they govern rights 
after grant. 

Several questions were asked concerning the 
proposal of the Delegation of the United 
Kingdom. First, it was asked whether the phrase 
'as soon as possible' meant that, in certain cases, 
years could lapse, for example, when proceedings 
were pending an appeal. Further, it was asked 
whether the provision of the 24-month time limit 
in the proposal was an upper limit and whether it 
could be combined with the 18-month period to 
read 'as soon as possible after the expiration of 
18 months but not later than 24 months.' It was 
felt that, in the absense of such an upper limit, 
the significance of the provision would be lost. In 
addition, it was asked whether the 'as filed' mate- 
rials would include, for example, all clerical 
errors, materials in other languages and numerical 
references to other applications. As to the inclu- 
sion of 'at least the last-amended claims' in the 
publication of the application, it was asked 
whether this would include both the claims as 
amended and the claims as originally filed. 

The Delegation of the United Kingdom 
suggested that a 24-month time limit should apply 
in all circumstances except where the application 
was subject to an appeal. Further, the Delegation 
indicated that publication of an application 'as 
filed' did mean that it would include all clerical 
errors, numerical references to files and materials 
in foreign languages. Moreover, it was stated that 

the last-amended claims would be published. The 
Delegation felt that the expense of publication of 
material provided to an Office after the filing date 
should be borne by the applicant. 

The Chairman pointed out that three main 
points had been raised with respect to paragraph 
(1). First, the choice of a qualifying phrase to the 
time period for publication, such as 'as soon as 
possible' or 'without delay,' was linked to the 
choice of 18 or 24 months for such a period. 
Second, paragraph (1) raised the issue as to the 
status of an application upon publication, namely, 
whether publication applied to every application 
which had not been refused, rejected or with- 
drawn. Third, whether the Treaty should provide 
a definition of the contents of an application to be 
published or whether such contents should be 
specified in a rule. In this regard, it was noted 
that the Delegation of the United Kingdom had 
proposed publication of any amendments or 
changes entered in an application after the filing 
date because such amendments may influence 
subsequent rights, such as provisional protection 
under draft Article 23, and may affect the prior- 
art effect of the published application. 

The Delegation of Ghana supported the text of 
draft Article 15. 

The Delegation of Lebanon proposed that the 
time period in paragraph (1) be six months to one 
year, counted from the filing date, and not from 
the priority date. 

The Delegation of the United States of 
America presented its proposal (contained in 
document HL/CE/Vm/14) by indicating that there 
was significant opposition in the United States of 
America to providing for a mandatory publication 
of patent applications. The Delegation further 
indicated that, at present, in the United States of 
America, a majority of patent applications were 
disposed of within 18 months. Accordingly, most 
of the disclosures contained in patent applications 
in the United States of America were available to 
the public within the 18-month time period 
without publication of applications. The Delega- 
tion stated that there was a long tradition of appli- 
cants for patents in the United States of America 
being able to keep technology as trade secrets if 
no patent protection was available. The Delega- 
tion stated that one proposal that had been put 
forward in the United States of America was to 
adopt publication of patent applications but allow 
an applicant to have publication deferred until the 
prosecution was completed. The Delegation asked 
whether this was the intent of the 24-month time 
limit suggested by the Delegation of the United 
Kingdom. The Delegation also indicated that 
another approach had been considered by it, 
providing for publication of those applications for 
which an applicant intended to file an application 
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in a country which provided for publication of the 
application, or for which the applicant had previ- 
ously filed applications in such countries, as well 
as of applications which did not include a request 
that the applications be kept in confidence but, 
rather, requested accelerated examination. 

The Delegation of Hungary indicated that it 
had sympathy with the proposal made by the 
Delegation of the United Kingdom but said that 
there was a desire to identify a precise date of the 
publication of an application, in particular if the 
applicant wished to withdraw his application in a 
timely manner. 

The Delegation of the Federal Republic of 
Germany observed that, although circumstances 
might arise where an Office could not fulfill its 
legal obligations, Contracting Parties were bound 
by the time limit for publication, and excuses 
such as 'an overload of work' were insufficient. 

The Delegation of Japan agreed with the Dele- 
gation of the Federal Republic of Germany that 
derogation from the time limit of publication 
should be confined to narrowly defined circum- 
stances. It was indicated that the suggested dele- 
tion of the last sentence of Note 15.04 gave rise 
to concern because any such deviation from 
publication of the application would create great 
uncertainty among third parties. 

The Delegation of Portugal preferred draft 
Article 15 and expressed the view that the 
proposal of the Delegation of the United 
Kingdom raised problems of interpretation if an 
Office had to publish every application 'as filed,' 
in particular if an application had been filed in a 
foreign language. Further, it was felt that the 
phrase qualifying the time limit by adding 'as 
soon as possible' would allow applications to be 
published without an effective time limit. 

The Delegation of the Netherlands supported 
the proposal by the Delegation of the United 
Kingdom, indicating that the qualifying phrase 'as 
soon as possible' was in the legislation of the 
Netherlands and that no problems had been expe- 
rienced with it. It was indicated that the word 
'publication' was interpreted as meaning laying 
open for public inspection and that the materials 
to be laid open were those that provided the 
maximum scope of disclosure. This included any 
deficiencies in the original filed materials, along 
with their corrections, and a foreign-language 
version, if appropriate. The Delegation stated that, 
in the Netherlands, foreign-language applications 
were published and printed only upon translation 
into Dutch. 

The Delegation of France supported the prin- 
ciple of early publication of patent applications. 
As to the time period for publication, it accepted 
the idea to allow flexibility to countries that have 
an 18-month period. As to the content of what 

was to be published, it agreed that the elements as 
filed, as well as amendments, should be made 
available to the public. The Delegation agreed 
with the suggestion of the United Kingdom. 

The Delegation of Israel accepted the proposal 
by the United Kingdom but had some difficulty 
with requiring the publication of 'as filed' mate- 
rials. In particular, when such materials had been 
filed in a non-official language, their publication 
might not serve any public interest if the public 
did not understand the non-official language. The 
Delegation indicated that an application that is 
laid open for public inspection should include the 
application in other languages, if filed. 

The Delegations of Canada, Nigeria, Australia 
and India supported draft Article 15. 

The Delegation of Norway expressed sympathy 
for the remarks made by the Delegation of the 
Netherlands. The Delegation indicated that files 
laid open for inspection by the Norwegian Patent 
Office included materials filed in the original 
language and translations. Further, it indicated 
preference for the 18-month term for publication 
of applications. 

The Delegation of Belgium supported the 
proposal by the Delegation of the United 
Kingdom. 

The Representative of the EPO supported the 
proposal by the Delegation of the United 
Kingdom and indicated that it was important to 
have a clear 18-month time period with limited 
flexibility. The EPO usually delayed publication 
of an application for up to four weeks in order to 
ensure that the search report was published with 
the application. If the time limit was given a 
range of 18 to 24 months, this would present 
great uncertainty to third parties since there would 
be doubts as to whether one could have confi- 
dence that all pertinent applications had been 
published. The Representative expressed a prefer- 
ence for publication in an official language, even 
where the originally filed materials were in a non- 
official language, and laying open the materials 
'as filed' for inspection by third parties. 

The Delegation of Italy supported the proposal 
by the Delegation of the United Kingdom, with 
the exception of the qualifier 'as soon as possible' 
for the time period for publication. 

The Delegation of Spain accepted the proposal 
by the Delegation of the United Kingdom and 
expressed itself in favor of an 18-month period as 
being an appropriate balance between the rights 
of the applicant and interests of third parties. 

The Delegation of Denmark preferred draft 
Article 15 to the proposal by the Delegation of 
the United Kingdom. It was indicated that in its 
country the concept of publication, like that 
expressed by the Delegation of the Netherlands, 
was understood  as opening the files to public 
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inspection. In cases where the 'as filed' materials 
were in a foreign language, the translation into 
Danish was published. Furthermore, it would be 
desirable to re-introduce into draft Article 15 the 
provision of a time limit for last withdrawal of 
application to avoid publication, as contained in 
the previous version of the Draft Treaty (draft 
Article 106(l)(b) in document HL/CE/VII/3 of 
July 1989). 

The Chairman indicated that, with respect to 
the interpretation of 'publication,' there was no 
obligation in the Draft Treaty to print anything 
and that a published application meant an applica- 
tion that is made available to the public. In this 
regard, the Chairman noted that draft Rule 7 
provided that, if paper copies were available, they 
were put at the disposal of any person wishing to 
obtain them, which implied allowing making 
photocopies. The Chairman stated that the 
minimum contents of a publication were those 
sufficient to establish a basis for provisional 
protection and that it was advisable to put such a 
requirement in a rule. 

The Delegation of the United States of 
America indicated, although there was little 
support in the United States of America for 
mandatory publication of the applications and a 
great deal of resistance, since there appeared to be 
strong opinions in the Committee in favor of 
early publication, it wished to propose the alterna- 
tive formulation that a Contracting Party be free 
to publish an application after 24 months from the 
filing or priority date. The Delegation empha- 
sized, however, that the willingness to go forward 
with the proposal did not imply acceptance of the 
concept of publication of the application among 
interested circles in the United States of America. 
The Delegation thought that, in the United States 
of America, the vast majority of cases would be 
decided within 18 months but for some cases this 
was not possible and mandatory publication 
would amount to a fundamental change in the 
patent practice of the United States of America. It 
was indicated that, if 24-month early publication 
of patent applications was provided for in United 
States' patent law, translations of 'as filed' mate- 
rials would be published where those materials 
were not in the English language. 

The Delegation of Japan wondered whether it 
was intended that applications on which no final 
decision had been taken, such as those that were 
on appeal, need be published at 18 months. 

The Delegation of the Federal Republic of 
Germany expressed concern that flexibility with 
respect to the publication date would disadvantage 
third parties who watched publications issued by 
an Office, because such third parties could not be 
sure as to their rights at a fixed point in time. The 
Delegation thought that a fixed term for the publi- 

cation date was also important to provide a 
certain date by which any desired withdrawal of 
an application must be accomplished. 

It was pointed out that a compromise solution 
could be the following: 'Any Contracting Party 
which, when it becomes party to the Treaty, does 
not provide, in its national law, for the publica- 
tion of applications after 18 months, could, by a 
declaration notified to the Director General, 
reserve the right to publish applications without 
delay after 24 months.' It was underlined that, for 
those numerous countries which already have 18- 
month publication, it was not desirable to change 
the system by allowing them to go to 24 months. 

The Representative of AIPO indicated that 
draft Article 15 was acceptable but that it should, 
however, be made more flexible by providing for 
publication of applications 24 months after the 
filing date. 

The Delegation of the United Kingdom indi- 
cated a willingness to consider the solution 
referred to in paragraph 579, above. The Delega- 
tion indicated that, in the United Kingdom, the 
application was published together with the search 
report. Accordingly, there might be delays of up 
to several weeks after the 18-month period before 
such simultaneous publication could take place. 
This simultaneous publication of the application 
and the search report was seen as being important 
to both applicants and to third parties. The Dele- 
gation further indicated that there should be refer- 
ence in the rule to the minimum contents that 
must be published by being laid open to public 
inspection. In particular, it had been found that an 
application as filed should be accompanied by the 
translation so as to determine the accuracy of the 
translation and that this should be specified in the 
rule. The Delegation added that the word 'finally' 
in its proposed amendment to paragraph (1) 
should be deleted. 

The Representative of ABA indicated that his 
organization did not support draft Article 15, but 
had consistently opposed the concept of early 
publication and supported the safeguarding of the 
rights of inventors who did not want the invention 
disclosed unless they were assured of obtaining 
patent protection. The Representative expressed 
willingness to consider the proposal referred to in 

,  paragraph 579, above. 
The Representative of AJPLA endorsed the 

concept of early publication provided that acceler- 
ated proceedings for persons who desire to protect 
trade secrets were made available by Offices. The 
Representative stated that, assuming that the 
United States Patent and Trademark Office could 
undertake to complete examination within 24 
months, his organization could support the 
proposal of the United States of America. The 
Representative saw the option of requiring early 
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publication as providing certain major advantages 
such as establishing provisional rights and clearly 
establishing prior art effect of published applica- 
tions. Therefore, applicants had an interest in 
early publication to secure these advantages. 

The Representative of IPO indicated that there 
was no consensus within his organization for the 
concept of publication of applications^ The Repre- 
sentative indicated that inventors in the United 
States of America relied on the the United States 
Patent and Trademark Office to keep their inven- 
tions secret until the issuance of a patent. The 
Representative indicated that 60,000 applications 
per year were filed only in the United States of 
America, without corresponding applications 
being filed abroad. The applicants filing those 
applications would be most affected by the adop- 
tion, in the United States of America, of a system 
of compulsory publication of applications. 

The Representative of NYPTC indicated that 
his organization could support publication 
provided that damages were provided for infringe- 
ment after publication. If publication occurred 
after search and an opportunity to withdraw the 
application was given, and, in the event that the 
withdrawn application was published anyway by 
an Office, the applicant would have an opportu- 
nity to refile the application. 

The Representative of ATRIP emphasized the 
delicate balance between the protection of trade 
secrets, on the one hand, and patents, on the other, 
in the United States of America. The Representa- 
tive stated that it was important to have the disclo- 
sure of inventions through patents and, therefore, 
to encourage patents to be filed but, to protect 
trade secrets, one must have the opportunity or the 
right to withdraw patent applications. 

The Representative of FICPI supported the 
proposal to extend publication from 18 to 24 
months and to provide for a flexible compromise 
as referred to in paragraph 579, above. The 
Representative stressed that the applicant must 
have the possibility to withdraw the application 
before publication. 

The Delegation of New Zealand stated that the 
proposal by the Delegation of the United States of 
America was of particular interest to New 
Zealand since New Zealand did not presently 
provide for early publication. 

The Delegation of India indicated that the 
proposal to allow publication after 24 months was 
not acceptable because, in their country, publica- 
tion occurred after a period of examination which 
could go beyond the 24-month period. The Dele- 
gation indicated that, if a system of deferred 
examination was adopted in India, the proposal 
would be re-examined. 

The Delegation of Switzerland suggested that 
countries  that  currently  have  early  publication 

should be allowed to publish applications after 24 
months. It was indicated that the ideal procedure 
was that, after the search report was sent to the 
applicant, he should have two months to decide 
whether to withdraw the application or to proceed 
to examination. It was felt that such a procedure 
was not possible under an 18-month system but 
that it should be possible under a 24-month 
system. The Delegation of the Federal Republic 
of Germany stated that its initial reaction to the 
solution referred to in paragraph 579, above, was 
positive, but that that solution deserved further 
study. 

(a) The Delegation of Japan reserved its posi- 
tion on the question of time limits, but indicated a 
willingness to consider the solution referred to in 
paragraph 579, above, as being a good basis for a 
compromise. The Delegation indicated, however, 
a preference for an 18-month period for the publi- 
cation of applications. 

(b) The Delegation of Japan also expressed 
concern about Note 15.03 according to which the 
'calculation of the 18-month time limit in the case 
of divisional applications ... [is] left to each 
Contracting Party to decide.' In the interest of 
third parties, publication should take place as 
early as possible; therefore, the starting date 
should be the filing date of the original or parent 
application. 

The Delegation of the United States of 
America indicated that such a calculation should 
be left to the discretion of each Contracting Party. 

It was pointed out that the last sentence of 
Note' 15.03 could say that 'the time limit applies 
possibly to divisional rather than parent applica- 
tions.' 

The Delegation of the United Kingdom indi- 
cated that the said note also referred to applica- 
tions claiming multiple priorities and asked 
whether the filing date of such applications would 
be the filing date of the earliest application. 

It was pointed out that there was not a difficult 
problem where a parent application was with- 
drawn and not published; the divisional applica- 
tion then would have the date of priority of the 
parent application. 

The Representative of JPA indicated that, in 
the case of derived applications, the publication 
date should be calculated from the original filing 
date of the parent application since they enjoy 
privileges associated with that original filing date. 

On the basis of a summary of the discussions 
by the Chairman, it was agreed that a clear defini- 
tion of the contents of an application to be 
published was desired. It was agreed that the 
drafting of such a definition could be left to the 
International Bureau. As to the manner in which 
publication takes place, subject to the conclusions 
concerning Rule 7, it was agreed that there was 
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no requirement to print a document in order to 
accomplish publication, and that it was sufficient 
to place a document at the disposal of the public 
and to provide paper copies to those who required 
them. The question of when publication was to 
take place was open. One possibility was to 
provide for a time limit of 18 months with the 
possibility of extending it to 24 months. Another 
possibility was to maintain 18 months as the basic 
rule and to provide a facility, for Contracting 
Parties that have not yet established the publica- 
tion of patent applications, to publish applications 
at the end of 24 months. It was also agreed that 
the International Bureau of WIPO would under- 
take a study on the determination of filing dates 
in the case of divisional applications, applications 
for continuation-in-part and applications claiming 
multiple priorities. 

Paragraph (2). The Delegation of the United 
Kingdom introduced its proposal (contained in 
document HL/CE/VIII/10) by indicating that, as 
in the case of ex officio publication, publication at 
the applicant's request should be effected 'as soon 
as possible' and not 'without delay.' The Delega- 
tion indicated that, as stated with respect to the 
corresponding proposal with respect to paragraph 
(1), the language 'without delay' may be inter- 
preted too strictly so as not to allow Offices suffi- 
cient time for the technical preparations necessary 
to publish an application. In addition, with respect 
to practice in the United Kingdom, a search report 
was issued simultaneously with publication and 
the preparation of the search report would neces- 
sarily delay the publication of the application in 
cases where a request for early publication was 
made soon after filing. The Delegation indicated 
that the intention in introducing the proposal was 
not to allow a delay any longer than was neces- 
sary to provide the applicant time to consider his 
position upon receipt of the search report. 

The Delegation of Portugal indicated that there 
was no reason to change the language as 
contained in draft Article 15(2) because the 
phrase 'without delay' allowed for a certain flexi- 
bility which would cover the situations envisaged 
by the Delegation of the United Kingdom. 

The Delegation of Cameroon indicated a pref- 
erence for the phrase 'without delay' but could 
accept it being replaced with the phrase 'within 
the shortest time possible.' 

It was pointed out that such a phrase would, in 
effect, be the same as the proposal by the Delega- 
tion of the United Kingdom. Such a phrase would 
imply that an Office could wait until a term of 
years had passed, claiming, for example, 
budgetary problems that prevented publication. 

The Delegation of Japan supported draft 
Article  15(2). Further, the Delegation supported 

the intervention by the Delegation of Portugal and 
indicated that one should be flexible in setting a 
time limit in order to accommodate delays for 
technical preparations and for cases in which the 
completion of the formality examination takes a 
substantial amount of time. 

The Delegation of the Netherlands indicated 
that the phrase 'as soon as possible' was provided 
for in its national legislation and that the phrase 
was interpreted in the sense of 'without delay,' as 
had been discussed by the Committee. The Dele- 
gation agreed that, if the applicant requested 
earlier publication, he should not be obliged to 
await for a search report but that publication of 
the application should be accomplished promptly. 

The Delegation of Canada indicated its support 
for the phrase 'without delay,' but could also 
accept the phrase 'as soon as possible.' The Dele- 
gation of Denmark supported the position taken 
by the Delegation of Canada. 

The Delegation of Ghana recalled discussions 
on this issue that had occurred during the seventh 
session of the Committee of Experts and 
expressed its preference for the word 'promptly' 
over the word 'without delay' or 'as soon as 
possible.' The Delegation also expressed itself in 
favor of Article 15 providing for publication after 
18 months, but not later than 24 months. 

The Delegation of the United Kingdom stated 
that it could accept the phrase 'without delay' but 
that it requested clarification in the Notes on 
Article 15 that the Treaty did not require publica- 
tion of an application on the day following the 
request by an applicant, but that a few days must 
be given to allow completion of the technical 
requirements necessary for publication in the 
gazette. 

The Delegation of Italy indicated its support 
for draft Article 15(2). 

The Chairman observed that it was easier to 
choose an appropriate qualifying phrase than to 
determine the proper interpretation of such a 
phrase. He concluded that draft Article 15(2) 
would remain unchanged and that the necessary 
explanations concerning its interpretation should 
be given in the Notes. 

Paragraph (3). The Delegation of the United 
Kingdom introduced its proposal (contained in 
document HL/CE/VTII/IO) by indicating that it 
called for the retention of subparagraph (i) of 
paragraph (3), with the deletion of subparagraphs 
(ii) and (iii). With respect to subparagraph (ii), 
the Delegation indicated that from discussions in 
the Committee it was clear that publication did 
not require printing. It was felt, therefore, that the 
application should be published, that is, laid open 
for inspection, even where the patent is granted 
before the time limit for publication of the appli- 
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cation. With respect to subparagraph (iii), the 
Delegation objected to the second half of that 
subparagraph because, if an application contained 
words that disparaged someone, the provision of a 
copy of those words would constitute a repetition 
of the libel by the Office. 

The Delegation of the Netherlands welcomed 
the proposal by the Delegation of the United 
Kingdom but recommended that the word 
'national' be deleted from the phrase 'national 
security.' 

The Delegation of Norway supported the 
proposal by the Delegation of the United 
Kingdom and the suggestion by the Delegation of 
the Netherlands. 

It was pointed out that the suggested deletion 
of the word 'national' from the phrase 'national 
security' would make the provision too broad 
since any kind of security could be understood to 
be included. 

The Delegation of the United States of 
America stated, with respect to the suggestion by 
the Delegation of the Netherlands, that it had 
some hesitation in deleting the word 'national' 
from the phrase 'national security' because the 
phrase had a well-understood meaning in interna- 
tional agreements and the adoption simply of the 
word 'security' could lead to possible abuse. With 
respect to the proposal by the Delegation of the 
United Kingdom to delete subparagraphs (ii) and 
(iii), the Delegation doubted the necessity for 
such a deletion. As to subparagraph (ii), if the 
patent is granted, the file is open to the public, 
and the application, äs filed, can be inspected. As 
to the deletion of subparagraph (iii), the position 
of the Delegation was dependent on the final 
meaning of 'publication.' 

It was pointed out that the proposal by the 
Delegation of the United Kingdom assumed that 
patents were published and that publication meant 
'laying open to public inspection.' However, so 
far there was no provision in the Treaty that 
provided that the whole file of an application was 
to be laid open to public inspection upon issuance 
of a patent. 

The Delegation of Israel indicated that inspec- 
tion of a file was important for the purposes of 
litigation, in particular in determining the validity 
of the patent. The Delegation felt that there 
should be such a provision in the Treaty. 

The Representative of the EPO supported the 
deletion of subparagraph (ii) to avoid double 
publication. The Representative stated that, if the 
patent had been issued, one needed to provide for 
inspection of the file. If a definition of publication 
was provided, then the provision of subparagraph 
(ii) could be deleted. 

On the basis of a summary of the discussions 
by the Chairman it was agreed that the substance 

of subparagraph (i) would be kept as it appeared 
in draft Article 15(3)(i). With respect to subpara- 
graph (ii), the question arose whether this provi- 
sion was not superfluous since, if a patent was 
granted and published by the date for publication 
of the application, the initial text of the applica- 
tion would be available in the file. It was agreed 
that draft Article 15(3)(ii) should probably be 
deleted and that draft Article 15(3)(iii) could be 
deleted, subject to appropriate explanations in the 
Notes. 

New Paragraph (4). The Delegation of 
Switzerland introduced its proposal for a new 
paragraph (4) (contained in document 
HL/CE/Vm/19) by indicating that, in the previous 
draft of the Treaty, in Article 106(l)(b) (contained 
in document HL/CE/VH/3), it was explicitly 
provided that no application should be published 
if it was withdrawn or abandoned within a 
specific time period. This was felt important to 
enable an applicant to know the date by which he 
must withdraw his application in order to prevent 
its novelty from being destroyed by publication. 

The Delegation of Denmark supported the 
proposal by the Delegation of Switzerland. 

The Delegation of Norway supported the 
proposal by the Delegation of Switzerland and, 
further, asked if it could be placed in a Note that 
such a provision applied, mutatis mutandis, to 
withdrawal of a priority claim. 

The Delegation of the United States of 
America requested that the period of 16 months 
be adjusted for those countries that accept the 
facility of publishing applications at 24 months. 
With that modification, it could support paragraph 
(4)(i). With respect to paragraph (4)(ii), however, 
the Delegation indicated some hesitation as it was 
not quite certain of the meaning of 'completes the 
technical preparations for publication.' 

The Delegation of Switzerland indicated that 
the provision was to allow withdrawal of an 
application and stop its publication at the latest 
time that the publication could be stopped without 
undue effort by the Office. 

The Chairman observed that subparagraph (i) 
of the Swiss proposal guaranteed a certain date 
for apphcants to stop publication of an application 
through withdrawal, but that, under the terms of 
subparagraph (ii), an Office would be allowed to 
go beyond those minimum requirements if it 
could still stop the technical preparations for 
publication. 

The Delegation of the United States of 
America indicated that, with that clarification, it 
would have no difficulty accepting subparagraph 
(ii). 

The Delegation of Japan could not accept the 
proposal by the Delegation of Switzerland as the 
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time periods were too short and suggested a 
period of 15 months, stating that after that time it 
was too late to stop the technical preparations for 
publication. 

The Delegation of the United Kingdom agreed 
in principle with the proposal by the Delegation 
of Switzerland, but suggested that it was unwise 
to have the time limit of 16 months specified in 
the Article and suggested that it be placed in the 
Rule. Secondly, the Delegation indicated that an 
applicant's request for early publication should be 
understood as rendering inapplicable the 16- 
month period for withdrawal. 

The Representative of the EPO agreed, in prin- 
ciple, with the proposal by the Delegation of 
Switzerland and indicated that the EPO had a 
system of technical preparations for publication 
which allowed the stopping of publication of an 
application 10 weeks before the 18-month publi- 
cation date. The Delegation agreed with the Dele- 
gation of the United Kingdom that the details 
concerning the time period should be placed in 
the Draft Regulations. 

The Delegation of Portugal agreed in principle 
with the proposal by the Delegation of Switzer- 
land and recommended a reorganization of Article 
15 to place paragraph (4), proposed by Switzer- 
land, before the existing paragraph (3). 

The Representative of AIPLA indicated that 
the idea of having a fixed period for withdrawal 
of an application was attractive to users. It was 
suggested that, in contemplating the 18 or 24- 
month period for early publication, the provisions 
in paragraph (4) could be adjusted by providing 
that they apply two months prior to the prescribed 
date of publication. 

The Representatives of AIPPI, BDI, JPAA and 
UNICE supported the proposal by the Delegation 
of Switzerland. 

The Representative of FICPI supported the 
proposal by the Delegation of Switzerland empha- 
sizing that legal security was important to appli- 
cants. It was further stated that the harmonization 
of such a time period, rather than the length of 
the time period itself, was paramount. 

The Representative of ATRIP indicated that it 
was important to have a definition of withdrawn, 
abandoned or rejected for the application of this 
Article. 

The Representative of ABA indicated that the 
16-month period was a minimum and that any 
shorter period would reduce the value of with- 
drawing an application. 

The Representative of NYPTC supported the 
proposal by the Delegation of Switzerland as it 
was important to fix the time, on an international 
basis, for the withdrawal of applications. It was 
also emphasized that in the case of an inadver- 
tent publication by an Office, an applicant should 

be given an opportunity to reinstate the applica- 
tion. 

The Delegations of France, Sweden, Australia, 
the Soviet Union, Argentina, Canada, Italy and 
the Netherlands supported the proposal by 
Switzerland. 

The Chairman concluded that, in principle, the 
proposal by the Delegation of Switzerland had 
been accepted. The proposal would not apply 
when early publication was effected before the 
18-month time limit at the applicant's request. In 
respect of countries that would apply the extended 
time limit of 24 months, the 16 months provided 
for in the Swiss proposal had to be replaced by 
22 months. It should be examined whether the 
time period should be in a Rule rather than in the 
Article. 

Rule 7: Meaning of Publication 

The Delegation of the United Kingdom intro- 
duced its proposal (contained in document 
HL/CE/Vin/10) by indicating that, with respect to 
putting paper copies at the disposal of persons 
requesting them, it was in agreement with the 
provision in draft Rule 7. The Delegation indi- 
cated, further, that its proposal required providing 
'mention' in an official gazette of the fact that the 
application had been published or the patent 
granted. This provision was provided to give 
interested parties information as to the fact that an 
application had been published. The Delegation's 
proposal was related to the means of publication 
rather than the meaning of publication. As to the 
latter, the Delegation indicated its support for the 
Swedish proposal, relating to the definition of 
'published' in Article 2, which stated that 
'published' means that 'the application or the 
patent is available to the public' This was seen as 
not being limited to printing paper copies, 
although however publication was accomplished, 
the person desiring copies in paper should be able 
to obtain them. 

It was pointed out that the word 'print' was 
not used in relation to a definition of 'published.' 
If mention or notice was to be made of an appli- 
cation being published or a patent granted, it 
would have to be determined what information 
should be contained in that notice. This could be 
fixed, for example, in the Administrative Instruc- 
tions and should include the serial number of the 
application, the name of the applicant, the name 
of the inventor, the title of the invention, the clas- 
sification symbol, the date of filing, the date of 
priority and the date of publication. 

The Delegation of the United Kingdom indi- 
cated that the contents of the publication in the 
gazette should be sufficient so that adequate 
searching could be accomplished. 
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The Delegation of the Netherlands supported 
the proposal of the Delegation of the United 
Kingdom and agTeed that it was important to 
determine, if notice of a publication was to be 
made in the gazette, what that notice should 
include. The requirement of providing 'paper 
copies' should be placed in the rules so that it 
could be changed at a later date as technology 
evolves. 

The Delegation of the Federal Republic of 
Germany supported the proposal made by the 
Delegation of the United Kingdom, especially 
with respect to notice in an official gazette of the 
publication of an application or a patent. It was 
emphasized that notice in an official gazette had 
to give access to the fact that publication has 
taken place. The normal way of assessing a 
competitor's position was not just to order a 
particular class of applications or patents but was 
normally done by reading the gazette. Such a 
gazette publication should include the drawings 
and the abstract. 

The Delegation of Canada supported draft Rule 
7 as being more flexible and less restrictive than 
the proposal by the United Kingdom. The Delega- 
tion was opposed to providing a list of items to 
be mentioned in the official gazette. 

The Delegation of Portugal felt that the 
proposal by the United Kingdom was implicit in 
draft Rule 7 and thought it desirable to consider 
the minimum elements to be mentioned in the 
gazette, such as the title of the application or 
patent, the names of inventors, and the number of 
the patent or application. 

The Delegations of Hungary and the Soviet 
Union supported the proposal by the United 
Kingdom and indicated that the contents of the 
gazette should be left to national legislation. 

The Delegation of Japan supported the 
proposal by the United Kingdom and felt that the 
requirement as what is to be published in the offi- 
cial gazette should be as flexible as possible. 
Examples of such requirements could be given in 
the Notes. The term 'paper copies' was too 
restrictive, and the Treaty and the Regulations 
should not preclude the issuance of CD-ROMS in 
the future. If a person wanted paper copies from 
the CD-ROMS, such copies could be made. 

The Delegations of the United States of 
America and Denmark expressed sympathy for 
the proposal by the United Kingdom and indi- 
cated that the mere mention of the fact of the 
publication in a gazette without additional infor- 
mation was not helpful; publication of the interna- 
tional classification of a particular application or 
patent would be a minimum requirement. 

The Delegation of India supported the proposal 
by the United Kingdom because the official 
gazette publication would amount to constructive 

notice of the existence of an application or a 
patent. 

The Delegation of Belgium supported the 
proposal by the United Kingdom and indicated 
that its Office made paper copies available to 
those who wanted them. 

The Representative of the EPO supported the 
proposal by the Delegation of the United 
Kingdom and indicated that the indication of 
details of the manner of the publication in the 
official gazette was desirable but that it was not 
appropriate to overload either the Treaty or the 
Regulations with such provisions. Perhaps the 
Assembly established under the Treaty could 
provide guidelines with respect to this matter. 

The Representative of AIPO indicated that the 
definition of 'publication' in draft Rule 7 was 
consistent with the relevant legislation pertaining 
to his organization. Neither the form nor the 
elements of publication in the gazette should be 
restricted in the Regulations. 

The Delegation of Switzerland supported the 
proposal by the Delegation of the United 
Kingdom and agreed with the suggestion of the 
Representative of the EPO. 

It was pointed out that the proposal by the 
Delegation of the United Kingdom presupposed 
that the proposal by the Delegation of Sweden, 
relating to the definition of publication in Article 
2, had been adopted. 

The Representatives of NYPTC, ATRIP and 
ABA indicated the desirability of publication of 
sufficient information concerning the patent or 
application to allow creation of an index to facili- 
tate searching. 

The Representative of AIPPI supported the 
proposal by the Delegation of the United 
Kingdom. 

On the basis of the summary of the discussions 
by the Chairman, it was agreed that publication 
should be defined as making available to the 
public, that draft Rule 7 should provide that 
publication required that at least paper copies be 
made available on request, and that there should 
be a notice of the publication in a gazette. 
Consideration should be given to . whether the 
minimum contents of such a notice should be 
specified in the explanatory Notes, in a rule or in 
future Administrative Instructions to be drawn up 
by the Assembly." 

Article 16: Time Limits for Search and Substantive 
Examination 

The discussions were based on the text of Article 
16 as elaborated by the International Bureau. This 
text read as follows: 

"(1) [Time Limits for Search] (a) If a 
Contracting Party requires substantive examina- 
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tion, its Office shall publish, together with the 
publication of the application under Article 15, a 
report, established by or on behalf of that Office, 
citing any documents that reflect the prior art 
relevant to the invention claimed in the applica- 
tion (hereinafter referred to as 'the search 
report' ). 

(b) Notwithstanding subparagraph (a), where 
Article 15(2) applies, the publication of the 
search report need not accompany the publication 
of the application, provided that the publication 
of the search report shall be effected as soon as 
possible, but not later than the expiration of 18 
months from the filing date or, where priority is 
claimed, the priority date of the application. 

(c) If, notwithstanding subparagraphs (a) and 
(b), for any exceptional reason, the publication of 
the search report cannot be effected as provided 
for in those subparagraphs, the search report 
shall be published as soon as possible and in no 
case later than the expiration of 24 months from 
the filing date or, where priority is claimed, the 
priority date of the application. 

(2) [Time Limits for Substantive Examination] 
(a) If a Contracting Party requires substantive 
examination, its Office shall start the substantive 
examination of the application not later than 
three years from the filing date of the application. 

(b) Notwithstanding subparagraph (a), a 
Contracting Party may provide that no substan- 
tive examination shall be carried out and the 
application shall be rejected if a request is not 
made, within three years from the filing date of 
the application, to its Office by the applicant or 
any third party that substantive examination 
should start. Where such a request is made, the 
Office shall start the substantive examination 
promptly after receipt of the request. 

(c) The Office shall, wherever possible, reach 
a final decision on the application not later than 
two years after the start of substantive examina- 
tion." 

The portion of the report of the Committee of 
Experts concerning the discussion of Article 16 reads 
as follows: 

"The Delegation of Israel indicated that it had 
a problem with the publication of an application 
with the search report, as it did not provide for a 
split between search and examination and it felt 
that there was no possibility for the search report 
to be available within the time periods prescribed 
in Article 16. It suggested, therefore, the possi- 
bility of making a reservation with respect to 
Article 16 by Contracting Parties that did not 
prepare a separate search report. 

The Delegation of Austria indicated that it was 
against time limits for search reports or comple- 

tion of substantive examination. It felt that it 
could be faced with unpredictable situations such 
as heavy application loads, not enough examiners, 
and would, therefore, be forced to violate Treaty 
obligations. Since such conditions were beyond 
the control of the Office, it recommended deleting 
the provision. 

The Delegation of the United States of 
America indicated that Article 16 was one of the 
most important Articles in the Treaty, since the 
objective of time limits for processing applica- 
tions was to ensure that protection was granted as 
expeditiously as possible and the remaining provi- 
sions in the Treaty might be considered of little 
effect if no such protection was granted. Further- 
more, the commencement of the patent term from 
the filing date meant that slow and inefficient 
processing reduced the length of the term of 
protection available. Without time limits there 
was a risk that Patent Offices would be 
submerged in applications, rendering the patent 
system inoperative and the patent system would 
be brought into disrespect. The Delegation indi- 
cated it was time for the Committee to address 
this issue and indicated that the difficulty in 
obtaining examiners or other such reasons were 
insufficient excuses. The Patent and Trademark 
Office of the United States of America practiced 
unitary examination and search, but could accept 
the provision of simultaneous publication of an 
application and search report since the search 
results could be extracted and published in the 
required time period. 

The Delegation of Argentina indicated that it 
may be necessary to extend the time period for 
completing the search report to 24 months. 

The Delegation of Australia opposed the inclu- 
sion of Article 16 in the Treaty, indicating that, 
while the Article did not require the separation of 
search and examination, it was likely that such a 
separation would result for countries, like 
Australia, that had a deferred examination system. 
The Delegation raised four points with respect to 
Article 16. Firstly, there would be problems for 
Offices because the separation of search and 
examination would be resource-intensive, 
resulting in an increasing backlog of applications. 
Thus, it was possible that Offices could be in 
breach of the Treaty by being unable to comply 
with the time limits due to circumstances beyond 
their control. Secondly, the Delegation acknowl- 
edged that an early search report may provide 
advantages for applicants and third parties, but 
that it considered that the benefit was not justified 
by the extra resources required. Thirdly, the Dele- 
gation was of the opinion that the deferred exami- 
nation system offered advantages to both appli- 
cants and Offices. Applicants had time to consider 
whether they wanted to proceed with the applica- 
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tion after evaluating the economic implications of 
the invention. Offices did not have to examine 
applications with which an applicant might decide 
not to proceed, and the filing fee could thus be 
kept relatively low. Fourthly, the requirement that 
all Contracting Parties publish a search report at 
18 months was seen by the Delegation as leading 
to a great deal of duplication. Overlapping 
searches might be undertaken by many 
Contracting Parties and no Contracting Party 
would have the benefit of the search of another 
Contracting Party, prior to publishing its own 
search report. 

The Delegation of Romania indicated that it 
was not possible for its Office to publish search 
reports at the date of publication of the applica- 
tion. The Delegation felt that simultaneous publi- 
cation would be possible only for large Patent 
Offices that had special groups that conduct the 
searching. 

The Delegation of Japan opposed the inclusion 
of Article 16 in the Treaty, citing the report of the 
seventh session of the Committee of Experts as 
giving the reasons thereof. The Treaty should not 
require Contracting Parties to do something that 
was beyond their control. In particular, the time 
required to conduct search and examination of 
patent applications was subject to the number of 
applications which, in turn, were subject to busi- 
ness trends and changes in business climate. 

The Delegations of the Republic of Korea and 
the Soviet Union recommended the deletion of 
draft Article 16. 

The Delegation of the Federal Republic of 
Germany stated that it had serious problems with 
draft Article 16 and that it was not in a position 
to accept that Article in view of its organizational 
and financial implications. It added that the 
existing procedure in the German Patent Office 
was not consistent with the said draft Article. It 
was the view of the Delegation that the separation 
of search and examination imposed obligations on 
the Contracting Party to have a separate search, 
even with a deferred examination system. In addi- 
tion, it would promote the repetition of searches 
all over the world; this was not seen as being in 
the interests of applicants. As to the deferred 
examination system, it was seen as providing a 
balance of the needs of speedy examination and 
the needs of applicants, examination taking place 
only if there was clear interest. Further, such a 
system decreased the work load on an Office. The 
effects of rigorous time limits were seen as loss 
of quality during examination and search because 
an examiner would have to rush decisions on 
examination in order to comply with the time 
limits. 

The Delegation of Canada was not opposed to 
setting time limits per se, but was opposed to the 

specific limits provided within draft Article 16. It 
was felt that simultaneous publication of search 
reports was too demanding and could not be met 
by many Offices. 

The Delegation of India urged the deletion of 
draft Article 16 because in India search and 
substantive examination were carried out simulta- 
neously, within specified time limits. Publication 
of a search report was prohibited under Indian 
law, more so because of the interest of the appli- 
cant. 

The Delegation of Brazil indicated that it 
would be difficult to comply with the time limits 
as proposed because a search report was not 
available before a request for examination was 
made. It was felt that adhering to the require- 
ments of Article 16 would affect the quality of 
the system, because conducting a quality exami- 
nation requires time. Moreover, the Delegation 
indicated that, in Brazil, government policy was 
to cut back on personnel, not to hire more and 
that, therefore, there would be no possibility of 
complying with the requirements of the Article. 

The Delegation of the Netherlands called for 
the deletion of draft Article 16 because the 
Article was hostile to the system of deferred 
examination and would require it to abolish this 
essential element of its patent system. In a patent 
system with backlogs, such a provision would not 
solve the problem. 

The Delegation of Ghana felt that, without 
time limits, some Patent Offices would collapse 
under their backlog, citing conclusions drawn in 
the seventh session of the Committee of Experts. 
The Delegation felt that time limits should be in 
the Treaty. 

The Delegation of China indicated its opposi- 
tion to the inclusion of Article 16 in the Treaty 
because it felt that, even if the number and the 
quality of examiners were good, the time required 
for examination depended on the cooperation 
between the examiner and the applicants. 

The Delegation of Norway indicated that it had 
great problems with draft Article 16, but that it 
could manage to comply with the requirements of 
Article 16 with respect to those applications not 
claiming Convention priority. Further, it was felt 
that the problems of duplication of effort could be 
solved if work was shared between Patent 
Offices. It was felt that the requirement of 
publishing a search report 'established by or on 
behalf of an Office meant that the published 
search report of the PCT would fulfill obligations 
under the Article. 

The Delegation of Switzerland indicated that it 
had no problems with paragraph (1). As to para- 
graph (2), it agreed in principle that patents 
should be granted within a reasonable time, which 
would not be the case if an applicant was not 
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interested in the grant of a patent, but wanted 
time to test the invention before bearing the costs 
of examination. The interests of third parties 
should be considered, and a system should be 
established whereby early publication of an appli- 
cation takes place and the applicant and third 
parties have the right to request examination at 
any time thereafter. 

The Delegation of the United Kingdom indi- 
cated that it had sympathy with the aims of the 
Article and was not happy with systems having 
extensive deferred examination. It was important 
to complete search and examination quickly, 
thereby avoiding uncertainty in the minds of both 
applicants and third parties as to the scope of 
protection. The Delegation indicated that it had no 
problem with paragraph (1) and that it was an 
excellent idea to provide the applicant with a 
search report before publication. In deferred 
examination systems, third parties should have the 
right to request examination at little or no cost. 

The Delegation of Italy supported the proposal 
by the Delegation of Switzerland with regard to 
deferred examination that third parties should 
have the right to request examination. 

The Delegation of Spain, in view of problems 
in recruiting examiners and the increase in appli- 
cations, indicated a preference for not having time 
limits for search and examination. Therefore, draft 
Article 16 should be deleted. 

The Delegation of Nigeria felt that the inclu- 
sion of Article 16 was not beneficial to devel- 
oping countries, especially those starting substan- 
tive examination systems, and favored deletion of 
the Article. 

The Delegation of Portugal indicated that, if it 
were difficult to comply with the time limit provi- 
sions, it may prove to be a disincentive to coun- 
tries considering adhering to the Treaty. Two 
possible solutions were suggested. Firstly, draft 
Article 16 could be made optional or, secondly, 
the provisions of draft Article 16 could be trans- 
ferred to the explanatory Notes to Article 15. 

The Delegation of Sweden supported draft 
Article 16 and had no problem with the time 
limits. 

The Delegation of Denmark indicated its 
strong support for draft Article 16, stating that it 
was necessary to reform the patent system to do 
away with excessive delays. It was seen, in 
particular, as being advantageous to third parties 
to know as quickly as possible their status vis-à- 
vis patent applications. The Delegation did not 
support the suggestion by the Delegation of 
Norway that the Article be limited to applica- 
tions not claiming priority, since in many coun- 
tries the number of applications filed by 
foreigners was much higher than applications 
filed by nationals. 

The Delegation of Swaziland indicated that it 
could not support draft Article 16 because of a 
lack of resources. It indicated that Swaziland was 
a member of ARIPO because it could not 
complete its tasks without assistance with respect 
to examination of patent applications. 

The Delegation of Poland indicated a prefer- 
ence for deleting draft Article 16 because it found 
it difficult to accept providing for a separate 
search report since, in its Office, search was an 
integral part of examination. 

The Delegation of Ghana indicated that for those 
countries which would find it difficult to comply 
with the provisions of draft Article 16, the services 
of the PCT or ARIPO could be used to accomplish 
their obligations to provide a search report. 

The Delegation of France expressed sympathy 
for the position taken by the Delegation of 
Norway. It was further felt that, when a search 
report was provided to an applicant, such a report 
could be provided to other Offices in other coun- 
tries. As to substantive examination, the Delega- 
tion sympathized with the time limit, in principle, 
but stated that other options should be provided 
for in cases where an applicant desires a speedy 
examination or where the applicant wants exami- 
nation deferred. Furthermore, it was felt that any 
third party should be allowed to request the start 
of the examination. 

The Representative of AIPLA stressed the 
importance of having an early clarification of 
rights to enable both applicants and third parties 
to determine what they would have the right to 
do. The specific time periods could be discussed. 
As to the effect of the Article on the quality of 
searches and examinations, the Representative 
stated that the longer the examination was 
delayed, the greater the possibility that the person 
who originally wrote the application, and would 
be in the best position to prosecute it, would no 
longer be available. In the absence of that person, 
the quality of the prosecution would necessarily 
suffer. As to the problems of Offices with 
meeting staffing requirements and complying with 
time periods, it was suggested that greater cooper- 
ation with other Offices be pursued. 

The Representative of BDI, while recognizing 
the objectives of the Article, was not happy with 
the way in which it was written. In particlular, 
with respect to draft paragraph (2), it was felt 
unnecessary to do away with deferred examina- 
tion and, with respect to draft paragraph (2)(c), 
the requirement that substantive examination be 
completed within two years from its start would 
lower the quality of examination. 

The Representative of AIPO indicated that the 
effect of draft Article 16 with respect to the 
existing legislation of his organization would have 
to be considered. 
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The Representative of ABA emphasized the 
importance of setting standards in this area, in 
order to give certainty to both applicants and third 
parties as to their rights. 

The Representative of NYPTC supported the 
provisions of Article 16 as providing a benefit to 
both applicants and third parties. The Representa- 
tive suggested that it be established that an appli- 
cation be searched within 18 months and the 
search report published, if it was requested by the 
applicant and the appropriate fee paid. If not, then 
no search report would be provided and the appli- 
cant would not be accorded the benefit of provi- 
sional protection for his published application. 

The Representative of LES indicated that it 
was difficult to consider the provisions of Article 
16 outside the provisions relating to the term of 
patent protection because, to the extent that exam- 
ination was delayed, the period of protection was 
reduced. 

The Delegation of IPO emphasized the need 
for a reasonable time for substantive examination 
to be completed. As to the problem some coun- 
tries may have in complying with the require- 
ments of draft Article 16, it was stated that excel- 
lent searching facilities exist in major countries 
and that there should be a way of making such 
facilities available to other countries. It was stated 
that if applicants desired to establish provisional 
protection, they could request searches themselves 
and pay the fees. 

The Delegation of the United States of 
America emphasized the obligation incumbent 
upon Patent Offices to address the problem of 
failing to give prompt protection to inventions. It 
was stated that the Draft Treaty would require 
fundamental changes to the patent system of the 
United States of America but that, in the absence 
of draft Article 16, it would be difficult to obtain 
sufficient support in the United States of America 
for acceptance of the Treaty. 

The Representative of AIPPI supported draft 
Article 16 in principle, as well as the desirability 
of allowing third parties to request examination at 
any time. The Representative emphasized interna- 
tional cooperation to assist countries in 
conducting searches by providing information on 
searches conducted in other Offices. 

It was pointed out that international searching 
authorities under the PCT had undertaken to 
prepare search reports within the period of time 
suggested in Article 16 and, on the basis of those 
precedents, it was felt that Contracting Parties 
should be able to comply with the provisions of 
Article 16. As to the arguments that complying 
with specific time periods would increase costs to 
an Office, it was stated that appropriate fees had 
to be charged and that savings would not result 
from delaying what had to be done. With respect 

to the burden of searching, it was stated that 
applicants could be required, even outside the 
PCT, to produce the results of searches conducted 
elsewhere. As to the position that the quality of 
searching required a longer term than provided in 
the draft Article it was pointed out that the search 
was not the end of the procedure for the grant of 
a patent, but was followed by examination, for 
which three years were normally provided. It was 
emphasized in this regard that draft paragraph 
(2)(c) provided that a final decision should be 
reached 'wherever possible' within two years of 
the start of substantive examination. The time 
period provided under Article 16 for search and 
examination was altogether five years, that is, as 
much as one quarter of the minimum life span of 
the patent under the Draft Treaty. With respect to 
the sharing of search results, it was stated that 
national legislation was free to require the sharing 
of the results of searching in the country of 
origin. It was indicated that, with respect to prac- 
tice in the smaller and medium-sized countries, 
they can have, even outside the PCT, access to 
results of previously conducted searches for a 
large percentage of applications in their Offices. 

The Delegation of Ghana emphasized that the 
longer the period of time taken for examination, 
the shorter the time for the patent to run. With 
respect'to search and examination, it was felt that, 
since users had to pay for the services, there 
should be no problem in an Office providing the 
personnel and facilities to accomplish the job in a 
timely fashion. 

The Representative of the EPO stated that the 
EPC demonstrated that a system such as 
mandated in Article 16 works. The Representative 
stated that prosecution of patent applications 
within a reasonable period of time is in the inter- 
ests of applicants and third parties. There were 
ways and means to speed up the grant, such as 
using a fee system. Further, cooperation among 
examining Offices should be encouraged. 

The Delegation of Japan indicated that conces- 
sions to achieve harmonization had been made by 
Japan but it was felt that Japan could not accept 
Article 16, as the Article provided for something 
that the Delegation could not guarantee could be 
complied with. It pointed out that the time limit 
provided for in the PCT was limited to search, 
and that Article 65 of the PCT offered the safe- 
guard against not being able to keep the time 
limit. 

The Delegation of the United Kingdom 
supported the principle of early examination and 
stated that the United Kingdom was one of the 
few countries that put time limits on examination. 
The Delegation felt that some countries were 
content with deferred examination since prelimi- 
nary   rights   were   established   if  an   infringing 
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Article fell within the scope of the claims as 
published. Third parties, however, would be 
adversely affected. A possible solution would be a 
system that guaranteed any party, including appli- 
cants and third parties, the right to request exami- 
nation and that such a requested examination be 
speedily performed. 

The Delegation of Canada reiterated that it was 
not opposed to time limits per se but had prob- 
lems with the specific time limits provided in 
draft Article 16. The Delegation indicated that it 
had taken steps to speed up both search and 
examination by making prior art available as soon 
as possible, requiring applicants to provide prior 
art from other countries, automating searching, 
establishing maintenance fees on applications, 
providing for speedy action on applications in 
special cases, and ratifying the PCT. 

The Delegation of the Federal Republic .of 
Germany indicated that its problem was with the 
requirement of a division of search and examina- 
tion, which did not now exist in their Patent 
Office. With respect to draft paragraph (2), the 
Delegation recalled that a third party had a right 
to request substantive examination at any time 
and that this should overcome the problems with 
the deferred examination system. It was also indi- 
cated by that Delegation that there would be diffi- 
culties convincing the interested circles within its 
country to accept the provisions of draft Article 
16. 

It was pointed out that providing third parties 
with the right to request examination in countries 
having delayed examination was good, but there 
was a question whether countries with such a 
system would be willing to accept a time limit for 
examinations. 

The Delegation of the Federal Republic of 
Germany indicated that there was a possibility for 
requesting examination in its system, but that 
there was no time limit for the examination. Once 
requested, an examination would be done in the 
regular course of business. 

The Delegation of France indicated that the 
aim should be to shorten the time limits for 
search and examination. It was felt, with respect 
to draft paragraph (2), that the three-year period 
did not seem short, but that the situation in other 
Offices must be considered. It was felt that time 
limits should not run counter to the rights of third 
parties. The Delegation also stated that there 
would have to be provisions to allow for the 
implementation of the provisions contained in 
Article 16. 

The Chairman concluded that some Delega- 
tions had indicated that draft Article 16 was an 
important one and an integral part of the package 
that comprises the Treaty. Opposition to draft 
Article  16 was founded on two considerations: 

first, there were objections as a whole that Offices 
did not want to consider time limits, and second, 
there were objections of a more technical nature, 
such as the requirement of a division between 
search and examination. It was agreed that draft 
Article 16 should be further discussed and that it 
should be considered whether it was advisable to 
have transitional provisions to allow States to 
establish the infrastructure to implement the 
provision. With respect to draft paragraph (l)(a), 
a search should be conducted for any given appli- 
cation, either by an Office or on behalf of the 
Office. There was a need for the search to be 
conducted in a relatively short period of time. 
With respect to draft paragraph (2), the Chairman 
indicated a need to dissipate a misunderstanding 
with regard to its purported hostility to deferred 
examination systems. The Chairman stated that 
paragraph (2) was, itself, a deferred examination 
system that allowed deferral of examination by 
three years. One should consider the possibility of 
providing applicants and third parties with the 
right to request substantive examination, and it 
was necessary, when such a request was made, 
that examination be accomplished promptly." 

Article 17: Changes in Patents 

In addition to the text of Article 17 as elaborated 
by the International Bureau, discussions were based 
on a text proposed by the Delegation of the United 
Kingdom. Those texts read as follows: 

[TEXT ELABORATED BY THE INTERNATIONAL BUREAU] 

"(1) [Limitation of Extent of Protection] The 
owner of a patent shall have the right to request 
the competent Office to make changes in the text 
or drawings of the patent in order to limit the 
extent of the protection conferred by the patent. 

(2) [Obvious Mistakes and Clerical Errors] The 
owner of a patent shall have the right to request 
the Office having granted the patent to make 
changes in the text or drawings of the patent in 
order to correct obvious mistakes or to correct 
clerical errors. 

(3) [Limitation in Respect of Changes] No 
change in the text or drawings of the patent shall 
be permitted under paragraphs (1) or (2) where 
the change would result in the disclosure 
contained in the patent going beyond the disclo- 
sure contained in the application as filed. 

(4) [Decision in Respect of the Request and 
Publication of the Changes] //, and to the extent 
to which, the Office changes the patent according 
to paragraphs (1) or (2), it shall publish the 
changes." 
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[TEXT PROPOSED BY THE DELEGATION 
OF THE UNITED KINGDOM] 

"(1) .... 

(2) should refer to 'the competent Office'. 

(3) delete 'or (2)' in the second line. 
(4) ...." (Document HL/CE/VIII/10, page 11) 

The portion of the report of the Committee of 
Experts concerning the discussion of Article 17 reads 
as follows: 

"Paragraph (1). The Delegation of the United 
States of America proposed to insert the words 'at 
least' after the words 'drawings of the patent' in 
the third line of draft paragraph (1) in order to 
make it clear that paragraph (1) could not be 
interpreted as limiting the rights of the 
Contracting Parties to provide additional opportu- 
nities to patent owners to request changes, in 
particular in respect of broadening the claims of 
patents within a reasonable period of time (for 
example, two years), provided that there was no 
extension of the original disclosure. In such 
circumstances, it should be required that patent 
owners act in good faith. 

It was noted that draft paragraph (1) was not 
intended to limit the Contracting Parties in 
allowing patent owners to make any changes in 
patents. Therefore, the Notes in the next draft 
could expressly confirm that understanding and 
leave the determination of good faith to national 
laws. 

The Delegations of Canada and Finland and 
the Representatives of ATPLA, AIPPI and 
NYPTC expressed their general support for the 
proposal of the Delegation of the United States of 
America, indicating that changes aimed at broad- 
ening the claims should be allowed if they were 
introduced without deceptive intent and if the 
rights of third parties were duly preserved. The 
Delegation of Norway said that it could support 
the proposal of the United States of America 
although, in its own legislation, patent owners 
would probably not be given an opportunity to 
broaden the claims. 

The Delegations of Australia, Belgium, 
Hungary, the Netherlands, Portugal, the Republic 
of Korea, Spain and the United Kingdom were 
not in favor of giving the patent owners an oppor- 
tunity to broaden the claims of patents since this 
would create uncertainty in respect of third 
parties' rights; therefore, the Delegations were 
reluctant to support the proposal of the Delegation 
of the United States of America. 

The Delegation of Japan expressed itself 
against permitting any changes which would 
broaden the patent claims. It also indicated that a 
change which did not result in either limiting or 

broadening the patent claims, but was needed to 
eliminate ambiguities, should be permitted. 

The Delegations of the Federal Republic of 
Germany, India and Romania expressed them- 
selves in favor of draft paragraph (1). 

The Delegation of France expressed its favor- 
able attitude towards the proposal of the United 
States of America, provided that third parties' 
rights be preserved and that a maximum time 
limit be provided for. 

The Delegation of the Netherlands proposed to 
use in paragraph (1) a more neutral term such as 
'authority' instead of 'Office.' 

The Chairman summarized the discussions 
stating that opinions were divided over the 
proposal of the United States of America to allow 
the Contracting Parties more freedom to accept 
changes in patents upon the request of the patent 
owners. He noted that it was commonly under- 
stood that any changes: 

(i) should be made in good faith and without 
deceptive intent; 

(ii) should in no case go beyond the original 
disclosure; 

(iii) should only be allowed where they 
involved a broadening of the scope of 
protection, within a reasonable limited 
time period, for example, two years; 

(iv) should only be allowed if the rights of 
third parties were duly preserved. 

The main controversial question was whether 
such changes should be allowable only if they 
limited the extent of the claims, or if they could 
both limit or broaden the extent of the claims, or 
for the purpose of correcting mistakes or errors 
without affecting the scope of the claims. The 
Chairman noted that the next draft should take 
into account the changes which were needed to 
eliminate ambiguities. 

Paragraph (2). The Delegation of the United 
Kingdom presented its proposal contained in 
document HL/CE/VHI/IO, indicating that it was 
aimed at making clear which Office was compe- 
tent to deal with correction of obvious mistakes 
or clerical errors. The Delegation cited as an 
example the case where the European Patent 
Office granted a patent and the United Kingdom 
national Office was supposed to make corrections, 
resulting in limiting the scope of protection. 

The Delegation of Canada suggested that, for 
the sake of clarity, paragraph (2) should speak of 
'mistakes which are obvious from the reading of 
the document.' The proposal was not supported 
by other delegations. 

The Representative of ABA, supported by the 
Delegation of the United States of America, 
proposed clarifying in the Notes that translation 
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errors and ambiguities were covered by the provi- 
sions of paragraph (2). 

The Delegation of Japan was against the possi- 
bility of correcting translation errors. 

The Chairman noted that draft paragraph (2), 
with the addition of the word 'competent' 
proposed by the Delegation of the United 
Kingdom, was generally accepted. 

Paragraph (3). The Delegation of the United 
Kingdom presented its proposal contained in 
document HL/CE/Vffl/10, stating that the 
proposed deletion of the reference to draft para- 
graph (2) was of a substantive nature. The under- 
lying idea was that the applicant acting in good 
faith should be entitled to obtain the patent he 
had intended from the outset. 

The Delegations of Australia and the United 
States of America supported the proposal to 
delete in draft paragraph (3) the reference to para- 
graph (2). 

The Delegations of the Federal Republic of 
Germany, Japan and Norway expressed hesitation 
in respect of the proposal of the Delegation of the 
United Kingdom and their preference for draft 
paragraph (3). 

The Chairman concluded that the next draft of 
paragraph (3) should not contain a reference to 
paragraph (2) and that the Notes should contain 
appropriate explanations. 

Paragraph (4). Draft paragraph (4) was 
accepted with the addition of the word 'compe- 
tent' before 'the Office'." 
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CENTRAL AFRICAN REPUBLIC RWANDA 

Head, National Industrial Property 
and Standardization Service 

We have been informed that Mr. Roger Baguene 
has been appointed Head of the National Industrial 
Property and Standardization Service. 

Directeur de la politique technologique 

We have been informed that Mr. Jean-Marie 
Vianney Nyilimbilima has been appointed Directeur 
de la politique technologique. 
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WIPO Meetings 
(Not all WIPO meetings are listed. Dates are subject to possible change.) 

1990 

October 29 to November 9 (Geneva) 

November 7 to 9 (Geneva) 

November 26 to 30 (Geneva) 

December 10 to 14 (Geneva) 

Committee of Experts on the Harmonization of Certain Provisions in Laws for the 
Protection of Inventions (Eighth Session; Second Part) 

The Committee will continue to examine a draft treaty supplementing the Paris Convention as 
far as patents are concerned (patent law treaty). 
Invitations: States members of the Paris Union and, as observers, States members of WIPO not 
members of the Paris Union and certain organizations. 

Preparatory Meeting for the Diplomatic Conference for the Conclusion of a Treaty 
Supplementing the Paris Convention as Far as Patents Are Concerned (Second Part) 

The Meeting will complete the preparation of the organization of the diplomatic conference 
(June 1991). 
Invitations: States members of the Paris Union, EPO and OAPI. 

Working Group on the Application of the Madrid Protocol of 1989 (Second Session) 

The working group will continue to study Regulations for the implementation of the Madrid 
Protocol of 1989. 
Invitations: States members of the Madrid Union, States having signed or acceded to the 
Protocol, the European Communities and, as observers, other States members of the Paris 
Union expressing their interest in participating in the Working Group in such capacity and 
certain non-governmental organizations. 

PCT Committee for Administrative and Legal Matters (Fourth Session) 

The Committee will continue the work started during its third session (July 2 to 6 and 
September 17 to 21, 1990). 
Invitations: States members of the PCT Union and, as observers, States members of the Paris 
Union not members of the PCT Union and certain organizations. 
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1991 

January 28 to 30 (Geneva) 

January 31 and February 1 (Geneva) 

June 3 to 28 (The Hague) 

September 23 to October 2 (Geneva) 

November 18 to December 6 
(dates and place to be confirmed) 

Information Meeting(s) on the Revision of the Paris Convention 

An information meeting of developing countries members of the Paris Union and China and, if 
it is so desired, information meetings of any other group of countries members of the Paris 
Union will take place for an exchange of views on the new proposals which will have been 
prepared by the Director General of WIPO for amending the articles of the Paris Convention 
for the Protection of Industrial Property which are under consideration for revision. 
Invitations: See the preceding paragraph. 

Assembly of the Paris Union (Fifteenth Session) 

The Assembly will fix the further procedural steps concerning the revision of the Paris 
Convention and will take cognizance of the aforementioned proposals of the Director General 
of WIPO. It will also decide the composition of a preparatory meeting which will take place in 
the first half of 1991. 
Invitations: States members of the Paris Union and, as observers, States members of WIPO not 
members of the Paris Union and certain organizations. 

Diplomatic Conference for the Conclusion of a Treaty Supplementing the Paris Conven- 
tion as Far as Patents Are Concerned 

This diplomatic conference will negotiate and adopt a treaty supplementing the Paris Conven- 
tion as far as patents are concerned (patent law treaty). 
Invitations: States members of the Paris Union and, as observers, States members of WIPO not 
members of the Paris Union and certain organizations. 

Governing Bodies of WIPO and the Unions Administered by WIPO (Twenty-Second 
Series of Meetings) 

All the Governing Bodies of WIPO and the Unions administered by WIPO meet in ordinary 
sessions every two years in odd-numbered years. In the sessions in 1991, the Governing 
Bodies will, inter alia, review and evaluate activities undertaken since July 1990, and consider 
and adopt the draft program and budget for the 1992-93 biennium. 
Invitations: States members of WIPO or the Unions and, as observers, other States members of 
the United Nations and certain organizations. 

Diplomatic Conference on the Revision of the Paris Convention for the Protection of 
Industrial Property (Fifth Session) 

The Diplomatic Conference is to negotiate and adopt a new Act of the Paris Convention. 
Invitations: States members of the Paris Union and, without the right to vote, States members 
of WIPO or the United Nations not members of the Paris Union as well as, as observers, 
certain organizations. 

UPOV Meetings 
(Not all UPOV meetings are listed. Dates are subject to possible change.) 

1991 

March 4 to 19 
(dates and place to be confirmed) 

Diplomatic Conference for the Revision of the UPOV Convention 

Invitations: Member States of UPOV and, without the right to vote, States members of the 
United Nations not members of UPOV as well as, as observers, certain organizations. 

Other Meetings Concerned with Industrial Property 

1991 

September 15 to 20 (Lucerne) 

September 30 to October 4 (Harrogate)       International Federation of Industrial Property Attorneys (FICPI): Congress 

International Association for the Protection of Industrial Property (AIPPI): Council of Presi- 
dents 
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