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Paris Convention
New Member of the Paris Union
LESOTHO
The Government of Lesotho deposited, on June 27,
1989, its instrument of accession to the Paris
Convention for the Protection of Industrial Property of
March 20, 1883, as revised at Stockholm on July 14,
1967, and amended on October 2, 1979.
Furthermore, the said instrument of accession
contains the following declaration:
"Pursuant to Article 28(2) of the said Convention,
the Government ofthe Kingdom of Lesotho declares
that it does not consider itself bound by the provisions of paragraph 1 of Article 28 of the said
Convention."
Lesotho has not heretofore been a member of the
International Union for the Protection of Industrial
Property ("Paris Union"), founded by the Paris
Convention.
The Paris Convention, as revised at Stockholm on
July 14, 1967, and amended on October 2, 1979, will
enter into force, with respect to Lesotho, on September
28,1989. On that date, Lesotho will become a member
of the Paris Union.
Lesotho will belong to Class VII for the purpose of
establishing its contribution towards the budget of the
Paris Union.
Paris Notification No. 121, of June 28, 1989.

Madrid-Agreement (Marks)
New Member of the Madrid Union
CHINA
The Government of China deposited, on July 4,
1989, its instrument of accession to the Madrid
Agreement Concerning the International Registration
of Marks of April 14, 1891, as revised at Stockholm on
July 14, 1967, and as amended on October 2, 1979.

The said instrument of accession contains the
following declarations:
" 1. Re Article ibis : the protection resulting from the
international registration shall extend to China only
at the express request of the proprietor of the
mark;
2. Re Article I4(2)(d): except in the case of international marks which have already been the subject in
China of an earlier identical national registration still
in force, and which shall be immediately recognized
upon the request of the interested parties, application of this Act shall be limited to marks registered
from the date on which this accession enters into
force." (Translation)
China has not heretofore been a member of the
Union for the International Registration of Marks
("Madrid Union"), founded by the Madrid
Agreement.
The Madrid Agreement, as revised, will enter into
force, with respect to China, on October 4,1989. On that
date, China will become a member of the Madrid
Union.
Madrid (Marks) Notification No. 41, of July 4,
1989.

Budapest Treaty
Acquisition of the Status of
International Depositary Authority
IMET-NATIONALE SAMMLUNG VON
MIKROORGANISMEN
(German Democratic Republic)
The following written communication, addressed to
the Director General of WIPO by the Government of
the German Democratic Republic under Article 7 of the
Budapest Treaty on the International Recognition of the
Deposit of Microorganisms for the Purposes of Patent
Procedure, was received on April 27, 1989, and is
published by the International Bureau of WIPO
pursuant to Article l{2)(a) of the said Treaty:
According to Article 7(1) of the Budapest Treaty
on the International Recognition of the Deposit of
Microorganisms for the Purposes of Patent
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Procedure, the German Democratic Republic
herewith nominates the IMET—Nationale
Sammlung von Mikroorganismen (IMET—
National Collection of Microorganisms), associated
with the Zentralinstitut für Mikrobiologie und
experimentelle Therapie (Central Institute for
Microbiology and Experimental Therapy) of the
Academy of Sciences of the German Democratic
Republic, as an International Depositary Authority.
The Collection meets and will continue to meet the
requirements under Article 6(2) of the Budapest
Treaty regarding the activities of an international
depositary authority.
Name and address of the depositary authority:
IMET—Nationale Sammlung von Mikroorganismen
IMET-Hinterlegungsstelle
Beutenbergstrasse 11
6900 Jena
German Democratic Republic
The IMET-Hinterlegungsstelle is part of the
National Collection of Microorganisms existing
since 1965. The Collection was registered in 1972
under No. 217 in the World Directory of Culture
Collections published by the World Federation for
Culture Collections (WFCQ. It is a member of the
WFCC and of the European Culture Collections'
Organization (ECCO). The Collection has been
working since November 1979 as the officially
acknowledged depositary authority of the German
Democratic Republic for the purposes of patent
procedure. Up to now, 490 strains have been
deposited for the purposes of patent procedure.
The Collection has a staff of 16, including six
scientists holding a doctor's degree and five qualified
technical assistants. All staff members are involved
in collecting activities as well as in taxonomic basic
research. The strains are preserved in parallel over
liquid nitrogen and by freeze-drying (lyophilization).
If required, other preservation methods are applied
alternatively. The strains preserved by these two
methods are kept in separate premises. The strains
deposited for the purposes of patent procedure and

the pertinent records are specially provided against
unauthorized access.
The IMET-Hinterlegungsstelle accepts strains of
bacteria; including actinomycetes and cyanobacteria, fungi, including yeasts, unicellular and filamentous algae, bacterial viruses, plasmids per se or
included in strains. Strains and materials constituting a danger for man's health or a hazard for the
environment, or for the storage or maintenance of
which the depositary authority is technically not in a
position, may be excluded from deposit.
The IMET-Hinterlegungsstelle charges the
following fees:
Marks
1. for the deposit, the issuance of a
receipt and the first viability
statement, a non-recurring fee of .
2. for every subsequent viability
statement
3. for furnishing a sample

1,500
100
100

Fees have to be paid in advance together with the
application for the respective service.
The official language ofthe IMET-Hinterlegungsstelle is German. Correspondence may also be in
English.
(Translation by the Government of
the German Democratic Republic)
[End of text of the communication
of the Government of the German
Democratic Republic]
Pursuant to Article 7{2)(b) of the Budapest Treaty,
the IMET—Nationale Sammlung von Mikroorganismen acquires the status of international depositary
authority as from August 31, 1989.
Budapest Communication No. 55 (this Communication is the subject of Budapest Notification No. 82, of
May 29, 1989).
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Diplomatic Conference for the Conclusion of a Protocol
Relating to the Madrid Agreement Concerning
the International Registration of Marks
(Madrid, June 12 to 28, 1989)
NOTE*
In 1986, the International Bureau of WIPO started
with the preparation of two Protocols relating to the
Madrid Agreement Concerning the International Registration of Marks. The aim of one of those Protocols
would have been to amend certain provisions of the
Madrid Agreement in order to facilitate the accession of
new countries to the registration system instituted by
the said Agreement, in particular the four member
countries ofthe European Communities not party to the
Madrid Agreement (Denmark, Greece, Ireland, United
Kingdom). The other Protocol would have been
designed to establish links between the Madrid
Agreement and the future Community Trade Mark
registration system which is under preparation by the
European Communities. The drafts of those two
Protocols were submitted to a Working Group set up by
the Assembly of the Madrid Union and composed of all
the member countries of the Madrid Union, the four
above-mentioned countries and several intergovernmental and non-governmental organizations. The
Working Group met in January 1986, July 1986 and
June 1987.1 In view of the degree of agreement reached
at the last session ofthat Working Group, the Assembly
of the Madrid Union decided, in September 1987, the
convocation ofa diplomatic conference in 1989 and of a
preparatory committee to that conference.
The Preparatory Committee for the Diplomatic
Conference, which met from December 5 to 7, 1988,2
decided that the document to be prepared for the Diplomatic Conference should consist of the draft of a single
Protocol, instead of two, and that the said Protocol
should be open not only to States but also to any intergovernmental organization maintaining a regional
trademark registry. Furthermore, the Preparatory
Committee established the list of the States and organi* Prepared by the International Bureau; a more detailed Note will
be published in a future issue.
1
See Industrial Property, 1986, pp. 185 to 195, and pp. 376 to 393 ;
1987, pp. 396 to 401.
2
Ibid, 1989, pp. 100 and 101.

zations to be invited to the Diplomatic Conference, as
well as the draft Agenda and the draft Rules of
Procedure of the Diplomatic Conference. Finally, it
decided that the invitation of the Government of Spain
to hold the Diplomatic Conference in Madrid should be
accepted and that the Diplomatic Conference should be
held from June 12 to 28, 1989.
In accordance with the above-mentioned decisions,
the Diplomatic Conference for the Conclusion of a
Protocol Relating to the Madrid Agreement Concerning
the International Registration of Marks was convened
and organized by WIPO, at the facilities offered by the
Spanish authorities, in Madrid, from June 12 to 28,
1989.
Twenty-four of the 27 member countries of the
Madrid Union participated in the Diplomatic
Conference with the right to vote; they are the
following: Algeria, Austria, Belgium, Bulgaria, Czechoslovakia, Democratic People's Republic of Korea,
Egypt, France, German Democratic Republic,
Germany (Federal Republic of), Hungary, Italy, Liechtenstein, Luxembourg, Mongolia, Morocco, Netherlands, Portugal, Romania, Soviet Union, Spain, Switzerland, Viet Nam, Yugoslavia. Furthermore,
Denmark, Greece, Ireland and the United Kingdom, as
well as the European Communities, participated in the
Diplomatic Conference with the right to vote. The
following countries, members of the Paris Union for the
Protection of Industrial Property participated in the
Conference in an observer capacity: Argentina,
Burundi, Cameroon, China, Côte d'Ivoire, Finland,
Japan, Lebanon, Libya, Nigeria, Republic of Korea,
Senegal, Sweden, United States of America, Uruguay,
Zaire.
The Benelux Trademark Office and 29 non-governemental organizations were represented in an observer
capacity. The list of the latter appears below.
The Secretariat of the Diplomatic Conference, led by
the Director General of WIPO, was provided by the
staff of the International Bureau of WIPO. It was
assisted by some 14 persons placed at the disposal of the
Conference by the Registry of Industrial Property of
Spain.
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The meetings were held in the building of the
Instituto Nacional de Industrias in Madrid.
The Conference unanimously elected Mr. Julio
Delicado Montero-Rios (Spain) as President of the
Conference. The Main Committee of the Conference
was chaired by Mr. Jean-Claude Combaldieu (France),
whereas the Drafting Committee was chaired by Mr.
Jean-Louis Comte (Switzerland) and the Credentials
Committee by Mr. Lev E. Komarov (Soviet Union).
The Director General of WIPO, Dr. Arpad Bogsch,
participated in the Conference.
The list of participants and the list of officers appear
at the end of this Note.
The Diplomatic Conference adopted, on June 27,
1989, a Protocol consisting of 16 Articles under the title
"Protocol Relating to the Madrid Agreement
Concerning the International Registration of Marks."
The Protocol was opened for signature on June 28,1989,
and signed by the following 19 States: Belgium, Democratic People's Republic of Korea, Denmark, Egypt,
France, German Democratic Republic, Germany
(Federal Republic of), Hungary, Italy, Liechtenstein,
Luxembourg, Mongolia, Morocco, Portugal, Soviet
Union, Spain, Switzerland, United Kingdom, Yugoslavia. It will remain open for signature until the end of
1989.
The text of the Protocol is reproduced both hereafter
and in the Industrial Property Laws and Treaties part of
this issue.
Protocol Relating to the Madrid Agreement
Concerning the International Registration of Marks
(as signed at Madrid on June 28, 1989)
LIST OF THE ARTICLES OF THE PROTOCOL
Article 1 :

Membership in the Madrid Union

Article 2:

Securing Protection through International Registration

Article 3:

International Application

Article ibis

Territorial Effect

Article iler

Request for "Territorial Extension"

Article 4:

Effects of International Registration

Article 4bis

Replacement of a National or Regional Registration by an International Registration

Article 5:

Refusal and Invalidation of Effects of International Registration in Respect of Certain
Contracting Parties

Article 5bis

Documentary Evidence of Legitimacy of Use of
Certain Elements of the Mark

Article 5ler

Copies of Entries in International Register;
Searches for Anticipations; Extracts from International Register

Article 6:

Period of Validity of International Registration;
Dependence and Independence of International
Registration

Article 7 :

Renewal of International Registration

Article 8:

Fees for International Application and Registration

Article 9:

Recordal of Change in the Ownership of an International Registration

Article 9bis:

Recordal of Certain Matters Concerning an International Registration

Article 9ter:

Fees for Certain Recordals

Article 9quater:

Common Office of Several Contracting States

Article 9quinquies

Transformation of an International Registration
into National or Regional Applications

Article 9sexies:

Safeguard of
Agreement

Article 10

Assembly

Article 11

International Bureau

the

Madrid

(Stockholm)

Article 12

Finances

Article 13

Amendment of Certain Articles of the Protocol

Article 14

Becoming Party to the Protocol; Entry into
Force

Article 15:

Denunciation

Article 16

Signature; Languages; Depositary Functions

Article 1
Membership in the Madrid Union
The States party to this Protocol (hereinafter referred
to as "the Contracting States"), even where they are not
party to the Madrid Agreement Concerning the International Registration of Marks as revised at Stockholm
in 1967 and as amended in 1979 (hereinafter referred to
as "the Madrid (Stockholm) Agreement"), and the organizations referred to in Article \4(\)(b) which are party
to this Protocol (hereinafter referred to as "the
Contracting Organizations") shall be members of the
same Union of which countries party to the Madrid
(Stockholm) Agreement are members. Any reference in
this Protocol to "Contracting Parties" shall be construed
as a reference to both Contracting States and
Contracting Organizations.
Article 2
Securing Protection Through
International Registration
(1) Where an application for the registration of a
mark has been filed with the Office of a Contracting
Party, or where a mark has been registered in the register
of the Office of a Contracting Party, the person in whose
name that application (hereinafter referred to as "the
basic application") or that registration (hereinafter
referred to as "the basic registration") stands may,
subject to the provisions of this Protocol, secure
protection for his mark in the territory of the
Contracting Parties, by obtaining the registration ofthat
mark in the register of the International Bureau of the
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World Intellectual Property Organization (hereinafter
referred to as "the international registration," "the
International Register," "the International Bureau" and
"the Organization," respectively), provided that,
(i) where the basic application has been filed with
the Office of a Contracting State or where the
basic registration has been made by such an
Office, the person in whose name that application or registration stands is a national ofthat
Contracting State, or is domiciled, or has a real
and effective industrial or commercial establishment, in the said Contracting State,
(ii) where the basic application has been filed with
the Office of a Contracting Organization or
where the basic registration has been made by
such an Office, the person in whose name that
application or registration stands is a national of
a State member of that Contracting Organization, or is domiciled, or has a real and
effective industrial or commercial establishment, in the territory of the said Contracting
Organization.
(2) The application for international registration
(hereinafter referred to as "the international application") shall be filed with the International Bureau
through the intermediary of the Office with which the
basic application was filed or by which the basic registration was made (hereinafter referred to as "the Office
of origin"), as the case may be.
(3) Any reference in this Protocol to an "Office" or
an "Office of a Contracting Party" shall be construed as
a reference to the office that is in charge, on behalf of a
Contracting Party, of the registration of marks, and any
reference in this Protocol to "marks" shall be construed
as a reference to trademarks and service marks.
(4) For the purposes of this Protocol, "territory of a
Contracting Party" means, where the Contracting Party
is a State, the territory of that State and, where the
Contracting Party is an intergovernmental organization, the territory in which the constituting treaty of
that intergovernmental organization applies.
Article 3
International Application
(1) Every international application under this
Protocol shall be presented on the form prescribed by
the Regulations. The Office of origin shall certify that
the particulars appearing in the international application correspond to the particulars appearing, at the
time ofthe certification, in the basic application or basic
registration, as the case may be. Furthermore, the said
Office shall indicate,
(i) in the case of a basic application, the date and
number of that application,
(ii) in the case of a basic registration, the date and
number of that registration as well as the date
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and number of the application from which the
basic registration resulted.
The Office of origin shall also indicate the date of the
international application.
(2) The applicant must indicate the goods and
services in respect of which protection of the mark is
claimed and also, if possible, the corresponding class or
classes according to the classification established by the
Nice Agreement Concerning the International Classification of Goods and Services for the Purposes of the
Registration of Marks. If the applicant does not give
such indication, the International Bureau shall classify
the goods and services in the appropriate classes of the
said classification. The indication of classes given by the
applicant shall be subject to control by the International
Bureau, which shall exercise the said control in association with the Office of origin. In the event of
disagreement between the said Office and the International Bureau, the opinion of the latter shall prevail.
(3) If the applicant claims color as a distinctive
feature of his mark, he shall be required
(i) to state the fact, and to file with his international
application a notice specifying the color or the
combination of colors claimed;
(ii) to append to his international application
copies in color of the said mark, which shall be
attached to the notifications given by the International Bureau; the number of such copies
shall be fixed by the Regulations.
(4) The International Bureau shall register immediately the marks filed in accordance with Article 2. The
international registration shall bear the date on which
the international application was received in the Office
of origin, provided that the international application
has been received by the International Bureau within a
period oftwo months from that date. Ifthe international
application has not been received within that period, the
international registration shall bear the date on which
the said international application was received by the
International Bureau. The International Bureau shall
notify the international registration without delay to the
Offices concerned. Marks registered in the International
Register shall be published in a periodical gazette issued
by the International Bureau, on the basis of the particulars contained in the international application.
(5) With a view to the publicity to be given to marks
registered in the International Register, each Office shall
receive from the International Bureau a number of
copies of the said gazette free of charge and a number of
copies at a reduced price, under the conditions fixed by
the Assembly referred to in Article 10 (hereinafter
referred to as "the Assembly"). Such publicity shall be
deemed to be sufficient for the purposes of all the
Contracting Parties, and no other publicity may be
required of the holder of the international registration.
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Article 3bis
Territorial Effect
The protection resulting from the international registration shall extend to any Contracting Party only at the
request of the person who files the international application or who is the holder of the international registration. However, no such request can be made with
respect to the Contracting Party whose Office is the
Office of origin.
Article 3ter
Request for "Territorial Extension"
(1) Any request for extension of the protection
resulting from the international registration to any
Contracting Party shall be specially mentioned in the
international application.
(2) A request for territorial extension may also be
made subsequently to the international registration.
Any such request shall be presented on the form
prescribed by the Regulations. It shall be immediately
recorded by the International Bureau, which shall notify
such recordal without delay to the Office or Offices
concerned. Such recordal shall be published in the periodical gazette of the International Bureau. Such territorial extension shall be effective from the date on
which it has been recorded in the International Register ;
it shall cease to be valid on the expiry of the international registration to which it relates.
Article 4
Effects of International Registration
(l)(a) From the date of the registration or recordal
effected in accordance with the provisions of Articles 3
and 7>ter, the protection of the mark in each of the
Contracting Parties concerned shall be the same as if the
mark had been deposited direct with the Office ofthat
Contracting Party. If no refusal has been notified to the
International Bureau in accordance with Article 5(1)
and (2) or if a refusal notified in accordance with the said
Article has been withdrawn subsequently, the
protection of the mark in the Contracting Party
concerned shall, as from the said date, be the same as if
the mark had been registered by the Office of that
Contracting Party.
(b) The indication of classes of goods and services
provided for in Article 3 shall not bind the Contracting
Parties with regard to the determination of the scope of
the protection of the mark.
(2) Every international registration shall enjoy the
right of priority provided for by Article 4 of the Paris
Convention for the Protection of Industrial Property,
without it being necessary to comply with the formalities prescribed in Section D of that Article.

Article 4bis
Replacement of a National or Regional
Registration by an International Registration
(1) Where a mark that is the subject of a national or
regional registration in the Office of a Contracting Party
is also the subject of an international registration and
both registrations stand in the name of the same person,
the international registration is deemed to replace the
national or regional registration, without prejudice to
any rights acquired by virtue of the latter, provided
that
(i) the protection resulting from the international
registration extends to the said Contracting
Party under Article 3ter{\) or (2),
(ii) all the goods and services listed in the national
or regional registration are also listed in the
international registration in respect of the said
Contracting Party,
(iii) such extension takes effect after the date of the
national or regional registration.
(2) The Office referred to in paragraph (1) shall,
upon request, be required to take note in its register of
the international registration.
Article 5
Refusal and Invalidation of Effects of
International Registration in Respect of
Certain Contracting Parties
(1) Where the applicable legislation so authorizes,
any Office of a Contracting Party which has been
notified by the International Bureau of an extension to
that Contracting Party, under Article Ztertl) or (2), of
the protection resulting from the international registration shall have the right to declare in a notification of
refusal that protection cannot be granted in the said
Contracting Party to the mark which is the subject of
such extension. Any such refusal can be based only on
the grounds which would apply, under the Paris
Convention for the Protection of Industrial Property, in
the case ofa mark deposited direct with the Office which
notifies the refusal. However, protection may not be
refused, even partially, by reason only that the applicable legislation would permit registration only in a
limited number of classes or for a limited number of
goods or services.
(2)(a) Any Office wishing to exercise such right shall
notify its refusal to the International Bureau, together
with a statement of all grounds, within the period
prescribed by the law applicable to that Office and at the
latest, subject to subparagraphs (b) and (c), before the
expiry of one year from the date on which the notification of the extension referred to in paragraph (1) has
been sent to that Office by the International Bureau.
(b) Notwithstanding subparagraph (a), any Contracting Party may declare that, for international regis-
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trations made under this Protocol, the time limit of one
year referred to in subparagraph (a) is replaced by 18
months.
(c) Such declaration may also specify that, when a
refusal of protection may result from an opposition to
the granting of protection, such refusal may be notified
by the Office of the said Contracting Party to the International Bureau after the expiry of the 18-month time
limit. Such an Office may, with respect to any given
international registration, notify a refusal of protection
after the expiry of the 18-month time hmit, but only if
(i) it has, before the expiry of the 18-month time
limit, informed the International Bureau of the
possibility that oppositions may be filed after
the expiry of the 18-month time limit, and
(ii) the notification of the refusal based on an opposition is made within a time limit of not more
than seven months from the date on which the
opposition period begins; if the opposition
period expires before this time limit of seven
months, the notification must be made within a
time limit of one month from the expiry of the
opposition period.
(d) Any declaration under subparagraphs (b) or (c)
may be made in the instruments referred to in Article
14(2), and the effective date of the declaration shall be
the same as the date of entry into force of this Protocol
with respect to the State or intergovernmental organization having made the declaration. Any such declaration may also be made later, in which case the declaration shall have effect three months after its receipt by
the Director General of the Organization (hereinafter
referred to as "the Director General"), or at any later
date indicated in the declaration, in respect of any international registration whose date is the same as or is later
than the effective date of the declaration.
(e) Upon the expiry of a period often years from the
entry into force of this Protocol, the Assembly shall
examine the operation of the system established by
subparagraphs (a) to (d). Thereafter, the provisions of
the said subparagraphs may be modified by a unanimous decision of the Assembly.
(3) The International Bureau shall, without delay,
transmit one of the copies of the notification of refusal
to the holder of the international registration. The said
holder shall have the same remedies as if the mark had
been deposited by him direct with the Office which has
notified its refusal. Where the International Bureau has
received information under paragraph (2)(c)(i), it shall,
without delay, transmit the said information to the
holder of the international registration.
(4) The grounds for refusing a mark shall be communicated by the International Bureau to any interested
party who may so request.
(5) Any Office which has not notified, with respect
to a given international registration, any provisional or
final refusal to the International Bureau in accordance

257

with paragraphs (1) and (2) shall, with respect to that
international registration, lose the benefit of the right
provided for in paragraph (1).
(6) Invalidation, by the competent authorities of a
Contracting Party, of the effects, in the territory ofthat
Contracting Party, of an international registration may
not be pronounced without the holder of such international registration having, in good time, been afforded
the opportunity of defending his rights. Invalidation
shall be notified to the International Bureau.
Article 5bis
Documentary Evidence of Legitimacy of Use
of Certain Elements of the Mark
Documentary evidence ofthe legitimacy of the use of
certain elements incorporated in a mark, such as
armorial bearings, escutcheons, portraits, honorary
distinctions, titles, trade names, names of persons other
than the name of the applicant, or other like inscriptions, which might be required by the Offices of the
Contracting Parties shall be exempt from any legalization as well as from any certification other than that of
the Office of origin.
Article 5ter
Copies of Entries in International Register;
Searches for Anticipations;
Extracts from International Register ,
(1) The International Bureau shall issue to any
person applying therefor, upon the payment of a fee
fixed by the Regulations, a copy of the entries in the
International Register concerning a specific mark.
(2) The International Bureau may also, upon
payment, undertake searches for anticipations among
marks that are the subject of international registrations.
(3) Extracts from the International Register
requested with a view to their production in one of the
Contracting Parties shall be exempt from any legalization.
Article 6
Period of Validity of International
Registration; Dependence and Independence
of International Registration
(1) Registration of a mark at the International
Bureau is effected for ten years, with the possibility of
renewal under the conditions specified in Article 7.
(2) Upon expiry of a period of five years from the
date of the international registration, such registration
shall become independent of the basic application or the
registration resulting therefrom, or of the basic regis-
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tration, as the case may be, subject to the following
provisions.
(3) The protection resulting from the international
registration, whether or not it has been the subject of a
transfer, may no longer be invoked if, before the expiry
of five years from the date of the international registration, the basic application or the registration
resulting therefrom, or the basic registration, as the case
may be, has been withdrawn, has lapsed, has been
renounced or has been the subject of a final decision of
rejection, revocation, cancellation or invalidation, in
respect of all or some of the goods and services listed in
the international registration. The same applies if
(i) an appeal against a decision refusing the effects
of the basic application,
(ii) an action requesting the withdrawal of the basic
application or the revocation, cancellation or
invalidation of the registration resulting from
the basic application or of the basic registration,
or
(iii) an opposition to the basic application
results, after the expiry of the five-year period, in a final
decision of rejection, revocation, cancellation or invalidation, or ordering the withdrawal, of the basic application, or the registration resulting therefrom, or the
basic registration, as the case may be, provided that
such appeal, action or opposition had begun before the
expiry of the said period. The same also applies if the
basic application is withdrawn, or the registration
resulting from the basic application or the basic registration is renounced, after the expiry of the five-year
period, provided that, at the time of the withdrawal or
renunciation, the said application or registration was
the subject of a proceeding referred to in item (i), (ii) or
(iii) and that such proceeding had begun before the
expiry of the said period.
(4) The Office of origin shall, as prescribed in the
Regulations, notify the International Bureau of the facts
and decisions relevant under paragraph (3), and the
International Bureau shall, as prescribed in the Regulations, notify the interested parties and effect any publication accordingly. The Office Of origin shall, where
applicable, request the International Bureau to cancel,
to the extent applicable, the international registration,
and the International Bureau shall proceed accordingly.
Article 7
Renewal of International Registration
(1) Any international registration may be renewed
for a period often years from the expiry of the preceding
period, by the mere payment of the basic fee and, subject
to Article 8(7), of the supplementary and complementary fees provided for in Article 8(2).
(2) Renewal may not bring about any change in the
international registration in its latest form.

(3) Six months before the expiry of the term of
protection, the International Bureau shall, by sending
an unofficial notice, remind the holder of the international registration and his representative, if any, of the
exact date of expiry.
(4) Subject to the payment of a surcharge fixed by
the Regulations, a period of grace of six months shall be
allowed for renewal of the international registration.

Article 8
Fees for International
Application and Registration
(1) The Office of origin may fix, at its own
discretion, and collect, for its own benefit, a fee which it
may require from the applicant for international registration or from the holder of the international registration in connection with the filing of the international
application or the renewal of the international registration.
(2) Registration of a mark at the International
Bureau shall be subject to the advance payment of an
international fee which shall, subject to the provisions
of paragraph (7)(a), include,
(i) a basic fee;
(ii) a supplementary fee for each class of the International Classification, beyond three, into
which the goods or services to which the mark is
applied will fall;
(iii) a complementary fee for any request for
extension of protection under Article 3ter.
(3) However, the supplementary fee specified in
paragraph (2)(ii) may, without prejudice to the date of
the international registration, be paid within the period
fixed by the Regulations if the number of classes of
goods or services has been fixed or disputed by the
International Bureau. If, upon expiry of the said period,
the supplementary fee has not been paid or the list of
goods or services has not been reduced to the required
extent by the applicant, the international application
shall be deemed to have been abandoned.
(4) The annual product of the various receipts from
international registration, with the exception of the
receipts derived from the fees mentioned in paragraph
(2)(ii) and (iii), shall be divided equally among the
Contracting Parties by the International Bureau, after
deduction of the expenses and charges necessitated by
the implementation of this Protocol.
(5) The amounts derived from the supplementary
fees provided for in paragraph (2)(ii) shall be divided, at
the expiry of each year, among the interested
Contracting Parties in proportion to the number of
marks for which protection has been applied for in each
of them during that year, this number being multiplied,
in the case of Contracting Parties which make an exam-
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ination, by a coefficient which shall be determined by
the Regulations.
(6) The amounts derived from the complementary
fees provided for in paragraph (2)(iii) shall be divided
according to the same rules as those provided for in
paragraph (5).
Ç)(a) Any Contracting Party may declare that, in
connection with each international registration in which
it is mentioned under Article 3ter, and in connection
with the renewal of any such international registration,
it wants to receive, instead of a share in the revenue
produced by the supplementary and complementary
fees, a fee (hereinafter referred to as "the individual fee")
whose amount shall be indicated in the declaration, and
can be changed in further declarations, but may not be
higher than the equivalent of the amount which the said
Contracting Party's Office would be entitled to receive
from an applicant for a ten-year registration, or from the
holder of a registration for a ten-year renewal of that
registration, of the mark in the register of the said Office,
the said amount being diminished by the savings
resulting from the international procedure. Where such
an individual fee is payable,
(i) no supplementary fees referred to in paragraph
(2)(ii) shall be payable if only Contracting
Parties which have made a declaration under
this subparagraph are mentioned under Article
3ter, and
(ii) no complementary fee referred to in paragraph
(2)(iii) shall be payable in respect of any
Contracting Party which has made a declaration
under this subparagraph.
(b) Any declaration under subparagraph (a) may be
made in the instruments referred to in Article 14(2), and
the effective date of the declaration shall be the same as
the date of entry into force of this Protocol with respect
to the State or intergovernmental organization having
made the declaration. Any such declaration may also be
made later, in which case the declaration shall have
effect three months after its receipt by the Director
General, or at any later date indicated in the declaration,
in respect of any international registration whose date is
the same as or is later than the effective date of the
declaration.
Article 9
Recordal of Change in the Ownership
of an International Registration
At the request of the person in whose name the
international registration stands, or at the request of an
interested Office made ex ojficio or at the request of an
interested person, the International Bureau shall record
in the International Register any change in the
ownership ofthat registration, in respect of all or some
of the Contracting Parties in whose territories the said
registration has effect and in respect of all or some of the
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goods and services listed in the registration, provided
that the new holder is a person who, under Article 2(1),
is entitled to file international applications.
Article 9bis
Recordal of Certain Matters Concerning
an International Registration
The International Bureau shall record in the International Register
(i) any change in the name or address of the holder
of the international registration,
(ii) the appointment of a representative of the
holder of the international registration and any
other relevant fact concerning such representative,
(iii) any limitation, in respect of all or some of the
Contracting Parties, of the goods and services
listed in the international registration,
(iv) any renunciation, cancellation or invalidation
of the international registration in respect of all
or some of the Contracting Parties,
(v) any other relevant fact, identified in the Regulations, concerning the rights in a mark that is
the subject of an international registration.
Article 9ter
Fees for Certain Recordals
Any recordal under Article 9 or under Article 9bis
may be subject to the payment of a fee.
Article 9quater
Common Office of Several Contracting States
(1) If several Contracting States agree to effect the
unification of their domestic legislations on marks, they
may notify the Director General
(i) that a common Office shall be substituted for
the national Office of each of them, and
(ii) that the whole of their respective territories
shall be deemed to be a single State for the
purposes of the application of all or part of the
provisions preceding this Article as well as the
provisions of Articles 9quinquies and 9sexies.
(2) Such notification shall not take effect until three
months after the date of the communication thereof by
the Director General to the other Contracting Parties.
Article 9quinquies
Transformation of an International Registration
into National or Regional Applications
Where, in the event that the international registration is cancelled at the request of the Office of origin
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under Article 6(4), in respect of all or some of the goods
and services listed in the said registration, the person
who was the holder of the international registration files
an application for the registration of the same mark with
the Office of any of the Contracting Parties in the
territory of which the international registration had
effect, that application shall be treated as if it had been
filed on the date of the international registration
according to Article 3(4) or on the date of recordal of the
territorial extension according to Article 3ter{2) and, if
the international registration enjoyed priority, shall
enjoy the same priority, provided that
(i) such application is filed within three months
from the date on which the international registration was cancelled,
(ii) the goods and services listed in the application
are in fact covered by the list of goods and
services contained in the international registration in respect of the Contracting Party
concerned, and
(iii) such application complies with all the requirements of the applicable law, including the
requirements concerning fees.

Article 9sexies
Safeguard of the Madrid (Stockholm) Agreement '
(1) Where, with regard to a given international
application or a given international registration, the
Office of origin is the Office of a State that is party to
both this Protocol and the Madrid (Stockholm)
Agreement, the provisions of this Protocol shall have no
effect in the territory of any other State that is also party
to both this Protocol and the Madrid (Stockholm)
Agreement.
(2) The Assembly may, by a three-fourths majority,
repeal paragraph (1), or restrict the scope of paragraph
(1), after the expiry of a period often years from the
entry into force of this Protocol, but not before the
expiry of a period of five years from the date on which
the majority of the countries party to the Madrid
(Stockholm) Agreement have become party to this
Protocol. In the vote of the Assembly, only those States
which are party to both the said Agreement and this
Protocol shall have the right to participate.

Article 10
Assembly
(\)(a) The Contracting Parties shall be members of
the same Assembly as the countries party to the Madrid
(Stockholm) Agreement.
(b) Each Contracting Party shall be represented in
that Assembly by one delegate, who may be assisted by
alternate delegates, advisors, and experts.

(c) The expenses of each delegation shall be borne by
the Contracting Party which has appointed it, except for
the travel expenses and the subsistence allowance of one
delegate for each Contracting Party, which shall be paid
from the funds of the Union.
(2) The Assembly shall, in addition to the functions
which it has under the Madrid (Stockholm) Agreement,
also
(i) deal with all matters concerning the implementation of this Protocol;
(ii) give directions to the International Bureau
concerning the preparation for conferences of
revision of this Protocol, due account being
taken ofany comments made by those countries
of the Union which are not party to this
Protocol;
(iii) adopt and modify the provisions of the Regulations concerning the implementation of this
Protocol;
(iv) perform such other functions as are appropriate
under this Protocol.
(3)(a) Each Contracting Party shall have one vote in
the Assembly. On matters concerning only countries
that are party to the Madrid (Stockholm) Agreement,
Contracting Parties that are not party to the said
Agreement shall not have the right to vote, whereas, on
matters concerning only Contracting Parties, only the
latter shall have the right to vote.
(b) One-half of the members of the Assembly which
have the right to vote on a given matter shall constitute
the quorum for the purposes of the vote on that
matter.
(c) Notwithstanding the provisions of subparagraph
(b), if, in any session, the number of the members of the
Assembly having the right to vote on a given matter
which are represented is less than one-half but equal to
or more than one-third of the members of the Assembly
having the right to vote on that matter, the Assembly
may make decisions but, with the exception of decisions
concerning its own procedure, all such decisions shall
take effect only if the conditions set forth hereinafter are
fulfilled. The International Bureau shall communicate
the said decisions to the members of the Assembly
having the right to vote on the said matter which were
not represented and shall invite them to express in
writing their vote or abstention within a period of three
months from the date of the communication. If, at the
expiry of this period, the number of such members
having thus expressed their vote or abstention attains
the number of the members which was lacking for
attaining the quorum in the session itself, such decisions
shall take effect provided that at the same time the
required majority still obtains.
(d) Subject to the provisions of Articles 5(2)feJ,
9sexies{2), 12 and 13(2), the decisions of the Assembly
shall require two-thirds of the votes cast.
(e) Abstentions shall not be considered as votes.
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(j) A delegate may represent, and vote in the name
of, one member of the Assembly only.

General to the Contracting Parties at least six months in
advance of their consideration by the Assembly.

(4) In addition to meeting in ordinary sessions and
extraordinary sessions as provided for by the Madrid
(Stockholm) Agreement, the Assembly shall meet in
extraordinary session upon convocation by the Director
General, at the request of one-fourth of the members of
the Assembly having the right to vote on the matters
proposed to be included in the agenda of the session.
The agenda of such an extraordinary session shall be
prepared by the Director General.

(2) Amendments to the Articles referred to in paragraph (1) shall be adopted by the Assembly. Adoption
shall require three-fourths of the votes cast, provided
that any amendment to Article 10, and to the present
paragraph, shall require four-fifths of the votes cast.

Article 11
International Bureau
(1) International registration and related duties, as
well as all other administrative tasks, under or
concerning this Protocol, shall be performed by the
International Bureau.
(2)(a) The International Bureau shall, in accordance
with the directions of the Assembly, make the preparations for the conferences of revision of this Protocol.
(b) The International Bureau may consult with
intergovernmental and international non-governmental organizations concerning preparations for such
conferences of revision.
(c) The Director General and persons designated by
him shall take part, without the right to vote, in the
discussions at such conferences of revision.
(3) The International Bureau shall carry out any
other tasks assigned to it in relation to this Protocol.
Article 12
Finances
As far as Contracting Parties are concerned, the
finances of the Union shall be governed by the same
provisions as those contained in Article 12 of the
Madrid (Stockholm) Agreement, provided that any
reference to Article 8 of the said Agreement shall be
deemed to be a reference to Article 8 of this Protocol.
Furthermore, for the purposes of Article 12(6)(b) of the
said Agreement, Contracting Organizations shall,
subject to a unanimous decision to the contrary by the
Assembly, be considered to belong to contribution
class I (one) under the Paris Convention for the
Protection of Industrial Property.
Article 13
Amendment of Certain Articles of the Protocol
(1) Proposals for the amendment of Articles 10, 11,
12, and the present Article, may be initiated by any
Contracting Party, or by the Director General. Such
proposals shall be communicated by the Director

(3) Any amendment to the Articles referred to in
paragraph (1) shall enter into force one month after
written notifications of acceptance, effected in accordance with their respective constitutional processes,
have been received by the Director General from threefourths of those States and intergovernmental organizations which, at the time the amendment was adopted,
were members of the Assembly and had the right to vote
on the amendment. Any amendment to the said Articles
thus accepted shall bind all the States and intergovernmental organizations which are Contracting Parties at
the time the amendment enters into force, or which
become Contracting Parties at a subsequent date.
Article 14
Becoming Party to the Protocol;
Entry into Force
(l)(a) Any State that is a party to the Paris
Convention for the Protection of Industrial Property
may become party to this Protocol.
(b) Furthermore, any intergovernmental organization may also become party to this Protocol where the
following conditions are fulfilled:
(i) at least one of the member States ofthat organization is a party to the Paris Convention for
the Protection of Industrial Property;
(ii) that organization has a regional Office for the
purposes of registering marks with effect in the
territory of the organization, provided that such
Office is not the subject of a notification under
Article 9quater.
(2) Any State or organization referred to in paragraph (1) may sign this Protocol. Any such State or
organization may, if it has signed this Protocol, deposit
an instrument of ratification, acceptance or approval of
this Protocol or, if it has not signed this Protocol,
deposit an instrument of accession to this Protocol.
(3) The instruments referred to in paragraph (2) shall
be deposited with the Director General.
(4)(a) This Protocol shall enter into force three
months after four instruments of ratification, acceptance, approval or accession have been deposited,
provided that at least one of those instruments has been
deposited by a country party to the Madrid (Stockholm)
Agreement and at least one other of those instruments
has been deposited by a State not party to the Madrid
(Stockholm) Agreement or by any of the organizations
referred to in paragraph (l)(b).
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(b) With respect to any other State or organization
referred to in paragraph ( 1 ), this Protocol shall enter into
force three months after the date on which its ratification, acceptance, approval or accession has been
notified by the Director General.
(5) Any State or organization referred to in paragraph (1) may, when depositing its instrument of ratification, acceptance or approval of, or accession to, this
Protocol, declare that the protection resulting from any
international registration effected under this Protocol
before the date of entry into force of this Protocol with
respect to it cannot be extended to it.

Article 15
Denunciation
( 1 ) This Protocol shall remain in force without limitation as to time.
(2) Any Contracting Party may denounce this
Protocol by notification addressed to the Director
General.
(3) Denunciation shall take effect one year after the
day on which the Director General has received the
notification.
(4) The right of denunciation provided for by this
Article shall not be exercised by any Contracting Party
before the expiry of five years from the date upon which
this Protocol entered into force with respect to that
Contracting Party.
(5)(a) Where a mark is the subject of an international registration having effect in the denouncing State
or intergovernmental organization at the date on which
the denunciation becomes effective, the holder of such
registration may file an application for the registration
of the same mark with the Office of the denouncing
State or intergovernmental organization, which shall be
treated as if it had been filed on the date of the international registration according to Article 3(4) or on the
date of recordal of the territorial extension according to
Article 3ter{2) and, if the international registration
enjoyed priority, enjoy the same priority, provided
that
(i) such application is filed within two years from
the date on which the denunciation became
effective,
(ii) the goods and services listed in the application
are in fact covered by the list of goods and
services contained in the international registration in respect of the denouncing State or
intergovernmental organization, and
(iii) such application complies with all the requirements of the applicable law, including the
requirements concerning fees.
(b) The provisions of subparagraph (a) shall also
apply in respect of any mark that is the subject of an

international registration having effect in Contracting
Parties other than the denouncing State or intergovernmental organization at the date on which denunciation
becomes effective and whose holder, because of the
denunciation, is no longer entitled to file international
applications under Article 2(1).
Article 16
Signature; Languages; Depositary Functions
(\)(a) This Protocol shall be signed in a single copy
in the English, French and Spanish languages, and shall
be deposited with the Director General when it ceases to
be open for signature at Madrid. The texts in the three
languages shall be equally authentic.
(b) Official texts of this Protocol shall be established
by the Director General, after consultation with the
interested governments and organizations, in the
Arabic, Chinese, German, Italian, Japanese, Portuguese
and Russian languages, and in such other languages as
the Assembly may designate.
(2) This Protocol shall remain open for signature at
Madrid until December 31, 1989.
(3) The Director General shall transmit two copies,
certified by the Government of Spain, of the signed texts
of this Protocol to all States and intergovernmental
organizations that may become party to this
Protocol.
(4) The Director General shall register this Protocol
with the Secretariat of the United Nations.
(5) The Director General shall notify all States and
international organizations that may become or are
party to this Protocol of signatures, deposits of instruments of ratification, acceptance, approval or accession,
the entry into force of this Protocol and any amendment
thereto, any notification of denunciation and any declaration provided for in this Protocol.
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P.J. Cooper, Comptroller-General of Patents, Designs and Trade
Marks, The Patent Office
V. Tamofsky, Assistant Comptroller, Industrial Property and
Copyright Department, The Patent Office
Delegates
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T. Lisavac, Head, Distinctive Signs Department, Federal Patent
Office
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I.E. Schwartz, Director for Approximation of Laws, Freedom of
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Head of the Delegation
Guan Guoping, Deputy Director General, State Administration
for Industry and Commerce
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Madrid
Alternate Delegate
K.M. Assemian, Premier Secrétaire, Ambassade de Côte d'Ivoire,
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Federal Republic of Germany (DVGR): F. Winter (Patent
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Paris Union
Committee of Experts on the Harmonization of Certain Provisions
in Laws for the Protection of Inventions
Sixth Session
(Geneva, April 24 to 28, 1989)

NOTE*

Introduction
The Committee of Experts on the Harmonization of
Certain Provisions in Laws for the Protection of Inventions (hereinafter referred to as "the Committee of
Experts") held its sixth session1 in Geneva from April 24
to 28, 1989.
The following States members of the Paris Union
were represented at the session: Algeria, Argentina,
Australia, Belgium, Brazil, Bulgaria, Cameroon,
Canada, China, Côte d'Ivoire, Czechoslovakia,
Denmark, Egypt, Finland, France, German Democratic
Republic, Germany (Federal Republic of), Ghana,
Hungary, Indonesia, Ireland, Israel, Italy, Japan, Madagascar, Mexico, Netherlands, New Zealand, Nigeria,
Norway, Philippines, Poland, Portugal, Republic of
Korea, Senegal, Soviet Union, Spain, Sweden, Switzerland, Tunisia, Turkey, United Kingdom, United
States of America, Zambia (44).
The following States members of WTPO were represented by observers: Bangladesh, Chile, Colombia,
Ecuador, El Salvador, Honduras, India, Panama,
Paraguay (9). Representatives of four intergovernmental organizations and 29 non-governmental organizations also participated in an observer capacity. The
list of participants follows this Note.
The Committee of Experts considered 11 questions
in the following order:
(i) publication of application;
(ii) time limits for search and substantive examination;
(iii) administrative revocation of patents ("postgrant opposition");
(iv) changes in granted patents;
(v) patentable inventions;
(vi) unity of invention;
(vii) restoration of the right to claim priority;

* Prepared by the International Bureau.
1
For Notes on the first, second, third, fourth and the two parts of
the fifth session, see Industrial Property, 1985, p. 267; 1986, p. 309;
1987, p. 204; 1988, p. 179; 1988, p. 358; and 1989, p. 53.

(viii) several applications in respect of the same
invention;
(ix) determination of the extent of protection;
(x) maintenance fees;
(xi) provisional protection.
The first five of the above-mentioned questions were
considered by the Committee of Experts for the first
time. Those questions related to proposals and ideas
presented during the second part of the fifth session of
the Committee of Experts (December 12 to 16,1988) by
the Delegation of Japan (questions (i), (iii) and (iv)), the
Delegation of the United States of America (question
(ii)) and the Delegation of the United Kingdom
(question (v)).
The remaining six of the above-mentioned questions
had been previously considered by the Committee of
Experts on the following occasions: question (vi) on
three occasions, namely, during the second, third and
fifth sessions (second part) of the Committee of Experts ;
question (vii) on two occasions, namely, during the
fourth and fifth sessions (first part) of the Committee of
Experts; questions (viii) and (ix) on two occasions,
namely, during the third and fifth sessions (first part) of
the Committee of Experts; and questions (x) and (xi) on
two occasions, namely, during the fourth and fifth
sessions (first part) of the Committee of Experts.
Memoranda prepared by the International Bureau
on questions (vi) to (xi) were reproduced in full in
Industrial Property as follows: on question (vi), 1987,
pp. 264 to 270; on question (vii), 1988, pp. 384 to 387;
on question (viii), 1987, pp. 216 to 227 ; on question (ix),
1987, pp. 227 to 234; on question (x), 1988, pp. 226 to
233; and on question (xi), 1988, pp. 226 to 233.
The discussions of the sixth session of the
Committee of Experts were based on the following
documents prepared by the International Bureau of
WIPO: "Draft Treaty on the Harmonization of Patent
Laws; Draft Regulations (Articles 106, 107, 108, 110
and 200 and Rules 106, 107 and 110)" (document
HL/CEAT/2),
"Corrigendum
to
Document
HL/CLWI/2" (document HL/CE/VI/2 Corn E), "Draft
Treaty on the Harmonization of Patent Laws; Draft
Regulations (Articles 105, 109, 301, 304, 306, 307 and
308 and Rules 105 and 304)" (document HL/CE/W3),
"Supplement to Document HL/CE/VI/3" (document
HL/CE/VI/3 Add.); as well as a proposal by the Dele-
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gation of Australia entitled "Draft Article 108(1)"
(document HL/CE/VI/4) and proposals by the Delegation of the United States of America entitled "Draft
Article and Draft Rule on Unity of Invention"
(document HL/CE/V/5) and "Rule 304 (Alternative A)"
(document HL/CE/V/3 Rev.). Those documents are
quoted hereafter together with the relevant portions of
the report of the sixth session of the Committee of
Experts (document HL/CE/VI/5).
After hearing general statements from a number of
delegations and representatives of intergovernmental
and non-governmental organizations, the Committee of
Experts discussed the questions set out below.
Article 106: Publication of Application
Rule 106: Manner of Publication
Two texts concerning Article 106 were submitted to
the Committee of Experts, the first proposed by the
Delegation of Japan during the second part of the fifth
session of the Committee of Experts ("the December
1988 meeting"), and the second elaborated by the International Bureau. Those texts, and the Rule also elaborated by the International Bureau, read as follows:
Article 106
[TEXT PROPOSED BY THE DELEGATION OF JAPAN
DURING THE DECEMBER 1988 MEETING]
"Any pending application shall be published, at the
latest, promptly after the expiration of 18 months from its
filing date or, where priority is claimed, the priority date or,
in the case of divisional, continuation or continuationin-part application, from the earliest filing date of that
application, unless the application contains expressions or
drawings which, in the opinion of the competent authority,
are contrary to morality or public order." (Document
HL/CE/V/6, page 3)
[TEXT ELABORATED BY THE INTERNATIONAL BUREAU]
"(1) [Requirement to Publish Applications]
(a) Subject to subparagraphs (b) to (d), the industrial
property office shall, within the time limit provided for
in paragraph (2) and in the manner prescribed in the
Regulations, publish all applications filed with it.
(b) No application shall be published if, before the
industrial property office completes the technical
preparations for publication, the application is withdrawn, is considered withdrawn or is rejected. If, by
the time an application should be published according
to paragraph (2), a patent on that application has
been granted, the application need not be
published.
(c) Any Contracting State may prohibit the publication of any application for reasons of national
security.
(d) If, in the opinion of the industrial property
office, an application contains words or drawings that
are contrary to morality or public order or that are
disparaging, that office may omit such words and

drawings from copies of the application generally
made available to the public. It shall, however,
indicate in such copies the fact that they are incomplete and that a copy of the omitted words or drawings
may be obtained from it on request.
(2) [Time Limit of Publication] The industrial
property office shall publish each application filed
with it promptly after the expiration of 18 months
from the filing date, or from the priority date, of the
application, as the case may be. However, where,
before the expiration ofthe said period of 18 months,
the applicant presents a written request to the industrial property office that his application be published,
the industrial property office shall publish the application promptly after the receipt of the request.'"
Rule 106
"•For the purposes of Article 106 and Rule 107,
publication shall be effected by the industrial property
office through putting at the disposal of any person
wishing to obtain them copies ofthe application. The
putting at disposal may be against payment orfree of
charge. The copies shall be on paper. The text and the
drawings shall be legible to the naked eye.'"
The portion of the report of the Committee of
Experts concerning the discussion of Article 106 and
Rule 106 reads as follows:
"The Delegation of Japan, referring to its
proposal in the December 1988 meeting of the
Committee of Experts (document HL/CE/V/6),
stated that it was prepared to exchange views on the
basis of the text elaborated by the International
Bureau pursuant to the said proposal. The ensuing
discussion was therefore based on that text. It
received general support, subject to the following
comments.
Article 106(l)(a). There appeared to be a
consensus in favor of the principle itself of early
publication, however, with the understanding voiced
by numerous delegations and representatives that
the provision must be linked to various types of
safeguards contained in other provisions of the draft
Treaty, such as Article 307 on provisional
protection, and to the provision on time limits for
search and substantive examination (Article 107).
Article 106(l)(b), first sentence. There was general
agreement as to the principle that all applications
which retained some legal effect should be published,
although various objections were voiced as to the
drafting of this provision.
One delegation suggested introducing a reference
to abandonment, which under its national law
differed from a withdrawal. Another delegation
suggested adding a reference to the 'shelving' of an
application, which occurred under its national law in
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cases of non-compliance with a time limit. It was
also suggested by several delegations that the draft
Treaty make it clear that a rejection of an application
must be final in order for Article 106(l)(b), first
sentence, to apply. Some delegations and representatives preferred that the draft Treaty fix a specific
period of time until when an application could be
withdrawn with the effect that its publication would
not take place.
Taking into account the said comments, the
majority of delegations recommended to revise the
text in the sense that, instead of referring to the
specific cases when an application should not be
published (e.g., if withdrawn or rejected), it would
only establish the rule itself: if an application lost all
its legal effects with respect to both the applicant and
third parties, it should not be published; if an application retained any legal effects, it must be
published. Thus, all the different circumstances that
could arise under various national laws would be
taken into account and treated uniformly.
It was also recommended to revise the text so that
it would provide for the possibility of withdrawing
the application, and thus avoiding publication,
within a time limit of, for example, 17 months after
the priority date, or until the time the industrial
property office completed the technical preparations
for publication if that time was later than the expiration of the said time limit Thus, the specificity of a
fixed period of time would be introduced, while
retaining the advantages under the PCT of being able
to withdraw an application as late as possible.

the PCT, may be sufficient, as it represented a
compromise among the various opinions.

Article 106(l)(b), second sentence. Several delegations stated that that sentence would be acceptable
only if the file containing the application as filed was
available to the public in those cases where a patent
was granted and published before the publication of
the application. This was seen as particularly
important for the effective functioning of Article 202
on prior art effect of applications.

Article 107: Time Limits for Search and Substantive
Examination
Rule 107: Separate or Delayed Publication of Search
Report

Article 106(l)(c). General support was expressed
for the principle contained in that provision,
although it was recognized that the term 'national
security' could be subject to a variety of interpretations. Allowance for such flexibility would probably
have to be accepted and referred to in the corresponding explanatory Notes.
Article 106(l)(d). Different opinions were
expressed with respect to that provision. They
ranged from the desire to have the provision deleted
to the position that the entire application should not
be published if it contained words contrary to
morality or public order or that were disparaging. In
light of such disparate views, the Chairman
suggested that the text elaborated by the International Bureau, which was based on the language of

Article 106(2). There seemed to be unanimous
support for the 18-month time limit set for the publication of applications. However, differences of
opinion arose as to whether publication should occur
'promptly,' as provided in the present text, or 'as
soon as possible' after the expiration of the said time
limit. It was agreed that the International Bureau
would reconsider that question, in particular in the
light of the terminology used in the PCT.
Two other problems were raised by several delegations and representatives, which, it was agreed,
would have to be taken into account at least in the
corresponding explanatory Notes: the manner of
calculating the time limit for publication in the case
of divisional and continuation-in-part applications,
and the manner of calculating that time limit in the
case of applications claiming multiple or internal
priorities.
Rule 106. There seemed to be general agreement
as to the principle contained in that provision, in
particular regarding the need to define 'publication'
along the lines of the first sentence thereof and to
assure that copies of the application could be
obtained at least in paper form. However, it was
agreed that the International Bureau should
endeavor to simplify Rule 106, it being understood
that the second sentence, allowing publication either
against payment or free of charge, could be
deleted."

Article 107 of the draft Treaty as submitted by the
International Bureau to the Committee of Experts was
based on an idea presented by the Delegation of the
United States of America during the December 1988
meeting of the Committee of Experts. The description
ofthat idea and the texts of the Article and Rule elaborated by the International Bureau on the basis of that
idea read as follows:
Article 107
[IDEA PRESENTED BY THE DELEGATION
OF THE UNITED STATES OF AMERICA
DURING THE DECEMBER 1988 MEETING]
"[A] provision should be introduced which would
require searches to be completed not later than 18 months
after the filing date of an application for a patent, and which
would require that substantive examination be
commenced within 36 months after the filing date of an
application for a patent.... [T]he proposal would mean that
both the application and the search report would have to be
published within 18 months of the filing date." (Document
HL/CE/V/7, paragraphs 89 and 90)
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[TEXT ELABORATED BY THE INTERNATIONAL BUREAU]

"(1) [Time Limits] If the national law requires
that inventions claimed in applications be the subject
of examination as to their patentability ('substantive
examination'), the industrial property office shall, in
respect of each application,
(i) publish, together with the publication ofthat
application under Article 106, a report, established by
or on behalf of that office, citing any documents that
reflect the prior art relevant to the invention claimed
in the said application ('search report'), and
(ii) start the substantive examination within three
yearsfrom thefiling date, orfrom the priority date, of
the application, as the case may be.
(2) [Separate Publication of the Search Report]
Notwithstanding paragraph (l)(i), where Article
106(2), second sentence, applies, the publication of the
search report need not accompany the publication of
the application, provided that the publication of the
search report shall be effected, in the manner
prescribed in the Regulations, as soon as possible but
not later than the expiration of 18 months from the
filing date, or from the priority date, of the application, as the case may be.
(3) [Delay in the Publication of the Search
Report] If, notwithstanding paragraphs (1) and (2),
for any exceptional reason, the publication of the
search report cannot be effected as provided for in
paragraphs (1) or (2), the search report shall be
published, in the manner prescribed in the Regulations, as soon as possible after the publication of the
application, and in no case later than the expiration
of24 months from thefiling date, orfrom the priority
date, of the application, as the case may be."
Rule 107
" Where Article 107(2) or (3) applies, the industrial
property office shall either republish the application
and incorporate in such publication the search report
or shall publish the search report separately. In the
latter case, the publication shall identify the application to which the search report relates by referring
at least to the latter's serial number and date of publication.'"
The portion of the report of the Committee of
Experts concerning the discussion of Article 107 and
Rule 107 reads as follows:
"The Delegation of the United States of America,
referring to the idea presented by it in the December
1988 meeting of the Committee of Experts
(document HL/CE/V/7, paragraphs 89 and 90),
explained that it had initially put forward that idea
because of the burden many applicants faced in

countries where substantive examination could be
unduly delayed. This burden was also shared by
third parties and the public at large who did not
know what rights would eventually result from the
long-pending applications and what liabilities could
possibly be incurred if use was made of matter
covered by such applications in the event patents
were eventually granted thereon. Specific reference
was made to the situation faced by patent applicants
in Japan where two and a half million applications
were pending before the industrial property office
any one of which could mature into a patent. Under
such circumstances, the burden of carrying out
searches and examinations was transferred from the
industrial property office to the public, which was
not fair to the latter. Countries should move towards
a world patent system where every application was
searched and examined promptly, unless it was
abandoned. Within the framework of the European
Patent Convention, European countries had already
departed from the seven-year deferred examination
system. Although some would argue that the
problem was reduced by the fact that chemicals and
pharmaceuticals must undergo major pré-marketing
approval delays anyway, this situation concerned
only a few products and did not justify major search
and examination delays in all fields of technology. If
the objective was to ensure an effective and efficient
patent system, the time had come to require at least
that search reports be published within 18 months
and that substantive examination be started within
three years from the filing or priority date. This was
not a perfect solution, as it did not ensure a time limit
for the completion of the examination, but, along
with the prohibition of pre-grant opposition (Article
108), it would represent a major step towards
reducing the delays experienced in the processing of
patent applications in many countries today.
Several representatives spoke up in support ofthe
position taken by the Delegation of the United States
of America and the proposal contained in Article
107. They expressed their concern about what was
referred to as 'patent flooding,' where a large number
of applications awaited processing for significant
periods of time, during which third parties were not
sure of the merits and seriousness of the applications,
whereas the applicants benefited from provisional
protection without even being required to request
that their applications be examined.
Nevertheless, the majority of delegations of those
countries whose industrial property offices carry out
substantive examinations did not support the
proposal contained in Article 107 in its present form.
Two delegations opposed the proposal and proposed
that it be deleted. Therefore, it was agreed that the
International Bureau should attempt to revise the
text, taking into account the following principal
comments and suggestions made during the
discussion:
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— the question of whether it was advisable to
separate the search and examination processes by
imposing two separate time limits therefor, since
the major problem seemed to lie with examination;
— the suggestion made by several delegations and
representatives that it should also be possible for
third parties to request examination, without,
however, having to bear all examination costs;
— the observations made by some delegations and
representatives that Article 107 was linked to
other provisions in the draft Treaty, such as
Articles 108, 307 and 308;
— the question as to whether a time limit should not
be imposed also for the completion of substantive
examination (in this respect, reference was made
to the law of the United Kingdom where
substantive examination must be completed
within four and a half years from the filing or
priority date);
— the question of whether one should not also
provide for the speeding up of the examination
procedure, in particular upon the request of third
parties;
— the situation in a number of countries where the
industrial property offices did not have the infrastructure or resources to be able to comply with
the time limits fixed in Article 107.
The Director General stated that it was intended
that Article 107, as well as all the other provisions of
the Treaty, would only be applicable to applications
filed after the entry into force of the Treaty."
Article 108: Administrative Revocation of Patents
("Post-Grant Opposition")
Article 108 of the draft Treaty as submitted by the
International Bureau to the Committee of Experts was
based on a proposal made by the Delegation of Japan
during the December 1988 meeting of the Committee of
Experts. The text of that proposal and the text elaborated by the International Bureau on the basis of that
proposal read as follows:
[TEXT PROPOSED BY THE DELEGATION OF JAPAN
DURING THE DECEMBER 1988 MEETING]
"(l)(a) A Contracting State shall provide any person
with an opportunity to file pre-issue and/or post-issue
opposition to the competent authorities with respect to any
allowed application or issued patent.
(b) A Contracting State shall be free not to permit
opposition on the ground of failure to fulfill any
requirement irrelevant to the validity of a patent.
(2) Any Contracting State shall provide an applicant or
a patentee and an opponent with a fair opportunity to make
an argument." (Document HL/CE/V/6, page 2)
[TEXT ELABORATED BY THE INTERNATIONAL BUREAU]
"(1) [Administrative Revocation] (a) Any interested party shall have the right to request the indus-
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trial property office that it revoke, in whole or in part,
a patent that the said office has granted. Such a
request shall be presentable during a period to be fixed
by the national law between three and nine months
after the publication of the patent and may be based at
least on any of the following grounds:
(i) that the invention for which the patent was
granted is not patentable, in its entirety or in
respect of certain claims,
(ii) that the disclosure of the invention as
contained in the granted patent is not
complete.
(b) Both the party requesting revocation and the
owner of the patent shall be given full opportunity to
present their arguments to the industrial property
office before a decision is made in respect of the
request for revocation.
(2) [Prohibition of Pre-Grant Opposition] No
Contracting State shall allow interested parties to
oppose, before its industrial property office, the grant
of patents, provided that, where the national law of a
Contracting State provides for such pre-grant opposition, that State may, for a period not exceeding 10
years from the date on which this Treaty entered into
force with respect to it, continue to do so and, for the
same period, it shall not be obliged to apply paragraph
(1). Any State that wishes to apply the preceding
sentence shall notify the Director General accordingly.
(3) [Cancellation, etc.] The provisions of paragraphs (1) and (2) shall not affect the freedom of any
Contracting State to provide for the cancellation,
invalidation or annulment of any granted patent by
courts or quasi-judicial authorities."
The portion of the Report of the Committee of
Experts concerning the discussion of Article 108 reads
as follows:
"In addition to the text proposed by the Delegation of Japan during the second part of the fifth
session of the Committee of Experts and the text
elaborated
by
the
International
Bureau
(HL/CE/VI/2), the Committee of Experts also
discussed a proposal by the Delegation of Australia
for a draft Article 108(1) (document HL/CE/VI/4). It
was concluded that the International Bureau should
prepare a new draft taking into account the following
comments and observations made on the draft of
Article 108 as elaborated by the International Bureau
and on draft Article 108(1) as proposed by the Delegation of Australia.
Article 108(1) (Text of the International
Bureau). When discussing this provision, most delegations and representatives based their interventions
on the understanding that an obligation to provide
an administrative system of post-grant opposition or
revocation should be limited to those Contracting
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States whose national law provided for the
substantive examination of patent applications.
A number of delegations considered that, even
though the grounds of revocation specified in paragraph (l)(a)(i) and (ii) were non-exhaustive, it should
be specifically provided that revocation should be
available on certain additional grounds. In
particular, certain delegations and representatives
considered that the inclusion in a patent of matter
that did not appear in the original parts of the application should be specified as being available as a
ground of revocation, although one delegation
opposed such an inclusion.
It was suggested by one delegation that the ground
of revocation specified in paragraph (l)(a)(i) should
be amended to read 'that the invention for which the
patent was granted is not patentable, in its entirety or
in part' so that it was possible to redraft claims.
A number of delegations, referring to the wording
of draft Article 103 (Manner of Description),
proposed that the ground of revocation specified in
paragraph (lXa)(ii) should be amended to read 'that
the disclosure of the invention as contained in the
grant of patent is not complete enough to enable the
invention to be carried out by a person skilled in the
art.'
One delegation expressed concern that the time
limits fixed for revocation proceedings in paragraph
(l)(a) were too restrictive.
As regards the way in which the nature of the
opportunity to present arguments, required by paragraph (l)(b), should be qualified, some delegations
suggested deleting the qualification 'full' before
'opportunity,' while others favored the replacement
of 'full' by 'adequate' or 'fair.' It was recommended
that the International Bureau should examine an
appropriate qualification, and that the notes to the
provision in the next draft should reflect the understanding that the opportunity to be granted should
allow each party to present full arguments, while at
the same time allowing the industrial property office
concerned the possibility of efficiently terminating
the revocation hearing.
Some delegations favored a requirement in paragraph (l)(b) that the patent owner be given the
opportunity to present the last argument in revocation proceedings. Other delegations considered
that such a formal rule might constrict the flexibility
that was necessary to dispose of revocation
proceedings on the merits of each case.
A number of delegations considered that paragraph (l)(b) should specify that each party should
have the opportunity to present arguments either in
writing or orally.
Article 108(2). Fundamental differences of view
existed between, on the one hand, those delegations
and representatives that favored the prohibition of
pre-grant opposition and the limitation of such

proceedings to post-grant revocation and, on the
other hand, those that favored either pre-grant opposition or the choice for Contracting States to select
either pre-grant opposition or post-grant revocation.
Those delegations and representatives that
favored an exclusive system of post-grant revocation
expressed concern at the delays which pre-grant
opposition often produced in the processing of
patent applications, referring to pre-grant opposition
hearings that sometimes lasted for a period of eight
to 10 years. They also emphasized the need to
expedite the processing of patent applications in
view of the large backlogs that existed in some countries, and the view that provisional protection was,
compared to full protection, always limited in some
way.
Those delegations and representatives that
favored pre-grant opposition drew attention to the
role played by a system of public inspection in
ensuring that defective patents were not issued, the
function of pre-grant opposition in perfecting the
examination of patent applications in offices where
resources and documentation were limited and the
view that provisional protection was tantamount to
full protection.
The Delegation of Japan sought to clarify the
reference that had been made on a number of occasions to the fact that there were 2,500,000 pending
applications before the Japanese Patent Office
(JPO). It stated that that figure was not correct The
correct number, on the basis of the annual report of
the JPO, was 2,270,000 pending applications.
However, included in the correct number were
utility model applications, which were outside the
scope of the discussions of the harmonization of
patent laws, as well as patent applications for which
examination had not been requested In respect of
the latter class of applications, past experience indicated that examination would never be requested in
respect of a large number of those applications. It
was estimated that the number of pending patent
applications for which examination would be
requested was 650,000, so that the real number of
pending patent applications should be considered to
be 650,000, rather than 2,500,000.
It was agreed, in conclusion, that the further
consideration of Article 108(2) should be deferred
until agreement could be reached on Article
108(1).
Article 108(3). There was general support for this
provision in its existing form."
Article 108(l)(Proposal by the Delegation of Australia)
Draft Article 108( 1 ) as proposed by the Delegation of
Australia (document HL/CE/VI/4) read as follows:
"(lXa) A Contracting State which grants a patent
following substantive examination shall provide any
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person with an opportunity to file at the industrial property
office a request
(i) to revoke, in whole or in part; or
(ii) to re-examine
the patent that the said office has granted.
(b) Where paragraph (aXi) applies, such a request shall
be presentable during a period fixed by the national law and
may be based at least on any of the following grounds:
(i) that the invention for which the patent was granted
is not patentable, in its entirety or in respect of
certain claims;
(ii) that the disclosure of the invention as contained in
the granted patent is not complete.
(c) Where paragraph (aXii) applies, such a request shall
be presentable at any time during the term ofthe patent and
may be based at least on the ground that the invention as
claimed in any claim of the patent is not patentable in the
light of any printed publication.
(d) Both the person requesting revocation and the
owner of the patent shall be given full opportunity to
present their arguments to the industrial property office
before a decision is made in respect of the request for
revocation."

The portion of the report of the Committee of
Experts concerning the discussion of draft Article 108(1)
proposed by the Delegation of Australia reads as
follows:
"The Delegation of Australia introduced its
proposal for draft Article 108(1) (document
HL/CEAT/4). It stated that the proposal was limited
so as to apply only to those Contracting States whose
national law required that patent applications be the
subject of substantive examination. The Delegation
stated that the proposal attempted to separate the
procedure of administrative revocation from that of
re-examination and to offer Contracting States the
choice of adopting either one of the procedures or
both of the procedures because of a constitutional
difficulty in Australia associated with administrative
revocation on extensive grounds. In the light of the
discussion that had succeeded the drafting of the
proposal, the Delegation suggested that paragraph
(lXa)(ii) of its proposal could be amended to read 'to
re-examine for the purposes of limiting or
œnfirming the scope of protection conferred by.'
The Delegation explained that the intention of paragraph (l)(b) was to provide a procedure for administrative revocation which would be available during
a period of time to be determined by national law
(which would presumably be relatively short) on
grounds which were more extensive than those
available for the re-examination procedure. In
contrast to paragraph (l)(b), the intention of paragraph (l)(c) was that re-examination should be
allowable at any time during the term of a patent on
the minimum ground that the invention claimed is
or is not patentable in the light of any printed publication available on or before the priority date of the
application pursuant to which the patent is granted.
The rationale of limiting the grounds of re-examination to printed publications forming part of the
prior art was to facilitate a relatively quick and effi-
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cient procedure before the industrial property office,
which would not necessarily have the experience or
expertise to determine the difficult questions of
evidence and proof often raised by questions of prior
use. The Delegation noted that paragraph ( 1 )(d) of its
proposal was the same as paragraph (l)(b) of the text
of the International Bureau. The opportunity which
the paragraph required be granted to present arguments was deliberately restricted to revocation
proceedings and did not extend to re-examination.
In conclusion, the Delegation stated that it understood that those parts of its proposal which were
based on the text of the International Bureau
(notably the grounds of revocation specified in paragraph ( 1 )(b) and the obligation to give an opportunity
to present arguments in paragraph (l)(d)) were
subject to the comments that had been made
concerning the text of the International Bureau.
In response to requests for information and clarification, the Delegation of the United States of
America explained the practice of re-examination
adopted in its Patent and Trademark Office.
Pursuant to that procedure, any person (including
the patent owner) could request that the subject
matter of a patent be re-examined, provided that
that person could demonstrate that a substantial new
question of patentability existed as a result of the
discovery of a printed publication that had not been
previously taken into account by the Office, but that
had been issued before the priority date of the application. If the request was admitted by the Office,
both the patent owner and, if different, the
requesting party could make statements; an ex parte
procedure took place between the patent owner and
the examiner, in which the subject matter of the
patent was examined in the same manner as the
original examination of the application and subject
to the same appeal procedures as the original examination of the application. The examiner could have
recourse not only to the new printed publication
brought to the attention of the Office in the request
for re-examination, but also any other printed publications that were considered pertinent. At the end of
the re-examination, a certificate was issued by the
Office which specified the status of the patent as a
result of the re-examination, whether confirmed in
whole or in part or revoked. That certificate was
published and was appended to any copy of the
patent subsequently made available by the Office.
Requests for re-examination could be made in
respect of the same patent on as many occasions as
the initial condition of demonstrating a substantial
new question of patentability as a result of the
discovery of a new printed publication could be
satisfied. If several requests for re-examination were
admitted simultaneously in respect of the same
patent, the proceedings were merged. A re-examination could also proceed at the same time as court
proceedings, although in practice re-examination
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was usually requested prior to court proceedings.
The procedure of re-examination had been introduced in order to provide a quicker, cheaper and
more specific (since it related only to printed publications forming part of the prior art) procedure than
judicial invalidation, as well as to benefit from the
technical expertise of examiners in the assessment of
prior art.
It was agreed that the proposal of the Delegation
of Australia should be further examined by the International Bureau, taking into account the following
observations and questions:
(a) What was the correct terminology that should
be used to describe 're-examination' since, prior to
re-examination, only the patent application and not
the patent would have been examined?
(b) Some delegations expressed concern over the
multiplicity of procedures that would be available
following the grant of a patent (administrative revocation, re-examination and invalidation proceedings
before a court), and the way in which those various
procedures should be related to each other.
(c) A number of delegations expressed concern
that the choice in the proposal of the Delegation of
Australia was not between parallel options, since the
procedures of administrative revocation and reexamination were entirely different.
(d) A number of delegations considered that any
new draft of Article 108 should make it clear which
parties could use which procedures.
(e) Some delegations also proposed that any
article dealing with re-examination should make
provision for the publication of the result of reexamination.
(f) One delegation considered that the grounds of
re-examination should not be limited to printed
publications forming part of the prior art."
Article 110: Changes in Granted Patents
Rule 110: Manner of Publication ofChanges in Granted
Patents
Article 110 and Rule 110 of the draft Treaty as
submitted by the International Bureau to the
Committee of Experts were based on a proposal made
by the Delegation of Japan during the December 1988
meeting. The text ofthat proposal and of the Article and
Rule elaborated by the International Bureau read as
follows:
Article 110
[TEXT PROPOSED BY THE DELEGATION OF
JAPAN DURING THE DECEMBER 1988 MEETING]
"(1) A Contracting State shall provide a patentee with
an opportunity to correct the issued patent
(2) Such correction shall not enlarge the scope of the
claim or claims." (Document HL/CE/V/6, page 4)

[TEXT ELABORATED BY THE INTERNATIONAL BUREAU]
u

(l) [Request for Changes] The owner of a
granted patent may request the industrial property
office having granted the patent to make changes in
the text or drawings of the granted patent where the
changes would
(i) limit the scope of the protection conferred by
the claim or claims, or
(ii) clarify ambiguities or correct obvious mistakes
or clerical errors, provided that the scope of
protection conferred by the claim or claims is
not enlarged.
(2) [Decision in Respect of the Request and
Publication of the Changes] If, and to the extent to
which, the industrial property office accepts the
request referred to in paragraph (1), it shall record the
changes andpublish them in the mannerprescribed in
the Regulations.'"
Rule 110
"Where Article 110(2) applies, the industrial
property office shall either republish the patent as
changed or publish the changes separately. In the
latter case, the publication shall identify the patent to
which the changes relate by referring at least to the
latter's serial number and date ofpublication."
The portion of the report of the Committee of
Experts concerning the discussion of Article 110 and
Rule 110 reads as follows:
"The discussions were based on the text elaborated by the International Bureau.
Article 110(1). There was general support for the
inclusion of that provision in the draft Treaty,
subject to the comments and observations set out in
the succeeding paragraph. In particular, the majority
of delegations and representatives favored the
inclusion of paragraph (l)(i) in the draft Treaty as a
minimum guarantee, and expressed the view that
this provision alone was sufficient to justify an
Article in the Treaty.
The majority of delegations and representatives
considered that the obligation to allow changes in
granted patents should apply also to those
Contracting States whose national law did not
provide for the substantive examination of patent
applications. One delegation, whose national law did
not provide for substantive examination as to
patentability in most fields of technology, referred to
a favorable experience with a procedure for allowing
changes in granted patents. Other delegations
emphasized the particular importance for offices
that did not undertake substantive examination to
allow changes in granted patents.
A variety of views were expressed with respect to
the provision in paragraph (1XÜ).
Some delegations considered that the proviso in
paragraph (1XÜ), which required that the scope of
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protection conferred by claims should not be
enlarged as a result of the changes specified in the
provision, should apply only where the changes were
made to clarify ambiguities and not where they were
made to correct obvious mistakes or clerical
errors.
A number of delegations expressed concern at the
allowance of changes in order to clarify ambiguities,
as envisaged by paragraph (l)(ii), on the basis that
such a possibility would be conducive to legal uncertainty.
One delegation considered that the proviso in
paragraph (1XÜ) should require not only that the
scope of protection conferred by claims should not
be enlarged, but also that the scope of protection
should not be substantially altered.
One delegation proposed that, where any
mistake, whether or not obvious or clerical, had been
made by a patent owner without deceptive or
abusive intent, the patent owner should be
permitted, during a limited time after grant, to make
changes in the patent, even if such changes resulted
in the scope of protection being enlarged. Where
such changes were permitted, the rights of third
parties affected by changes that enlarged the scope of
protection should be safeguarded. The proposal was
supported by a number of delegations and representatives, but opposed by others on the basis that
changes which enlarged the scope of protection
might force the re-opening of revocation
proceedings.
It was suggested by the Director General that the
proposal to allow changes that would enlarge the
scope of protection might best be accommodated by
way of an option available to Contracting States,
rather than as a mandatory requirement, while
maintaining a minimum obligation for Contracting
States to allow the other changes described in the
present text of paragraph (1) that would not result in
the enlargement of the scope of protection. Any
Contracting State authorizing changes enlarging the
scope of protection would have to provide for the
respect of the rights of third parties that would have
relied on the patent originally granted with narrower
claims and would have to provide for a time limit of
one year from the grant of the patent for requesting
changes that would result in an enlargement of the
scope of protection.
It was generally agreed that any change, whether
or not enlarging the scope of protection, should not
be allowed if it resulted in the disclosure of new
matter that went beyond the initial disclosure in the
patent application as filed.
Article 110(2). The text of this provision was
generally supported, subject to the amendment
mentioned in the next paragraph.
Rule 110. It was suggested that, since the Treaty
did not deal with the manner of publication of
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patents (as opposed to patent applications), this Rule
should be deleted. The deletion of the Rule would
require a consequential amendment to Article 110(2)
by the deletion from that provision of the words 'in
the manner prescribed in the Regulations.'"
Article 200: Patentable Inventions
Article 200 of the draft Treaty as submitted by the
International Bureau to the Committee of Experts was
based on a suggestion made by the Delegation of the
United Kingdom during the December 1988 meeting of
the Committee of Experts. The description of that
suggestion and the text of the Article elaborated by the
International Bureau read as follows:
[SUGGESTION OF THE DELEGATION
OF THE UNITED KINGDOM
MADE DURING THE DECEMBER 1988 MEETING]

"[AJgreement on a general definition of what constituted an invention would constitute a major step of harmonization." (Document HL/CE/V/7, paragraph 98)
[TEXT ELABORATED BY THE INTERNATIONAL BUREAU]

"(1) [Invention] Any idea which permits in
practice the solution of a specific problem in the field
of technology shall be deemed to be an invention.
(2) [Patentability] A patent shall be granted for
an invention which is novel, involves an inventive step
(is non-obvious) and is industrially applicable.
(3) [Novelty] (a) An invention shall be considered new if it is not anticipated by the prior art.
(b) The prior art shall consist ofeverything which,
before thefiling date or, where priority is claimed, the
priority date of the application claiming the
invention, has been disclosed to the public anywhere
in the world in a written or other graphic [or any other]
form.
(4) [Inventive Step] An invention shall be
considered to involve an inventive step if, having
regard to the prior art as defined in paragraph (3)(b), it
is not obvious to a person skilled in the art.
(5) [Industrial Applicability] An invention shall
be considered industrially applicable if, according to
its nature, it can be made or used (in the technological
sense) in any kind of industry.'"
The portion of the report of the Committee of
Experts concerning the discussion of Article 200 reads
as follows:
"Article 200(1). It was agreed that the Treaty
should not include a definition of invention.
Article 200(2). This provision was generally
supported, subject to the following observations.
It was agreed that the opening words of paragraph
(2) should be redrafted along the following Unes : 'An
invention shall be patentable if it is ....'
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Some delegations considered that the words 'is
non-obvious' in parenthesis should be deleted, since
the meaning of inventive step was elaborated in
paragraph (4).
A number of delegations considered that the
condition of industrial applicability ought to be
replaced by a condition of utility or usefulness,
drawing attention to conflicting views as to which of
the conditions of industrial applicability or utility
could be considered to be broader. It was generally
agreed that Contracting States should be allowed an
option to apply either industrial applicability or
utility as the third condition of patentability.
Article 200(3). While some delegations expressed
concern that the inclusion of a definition of novelty,
as well as the definitions of inventive step and industrial applicability in paragraphs (4) and (5), respectively, might call for excessive discussion and
thereby delay the conclusion of the Treaty, the
majority of delegations and representatives
expressed the view that the harmonization of a definition of what constituted, as a minimum, the prior
art, would represent a major step in harmonization.
In respect of paragraph (3Xa), some delegations
expressed concern that the word 'anticipated' might
entail associations of idea with the notions of both
inventive step and novelty. It was suggested that the
words 'not anticipated by' could be replaced by the
words 'does not form part of.'
In respect of paragraph (3)(b), three questions in
particular concerning the definition of the prior art
were discussed, namely, whether the prior art should
include prior use ; whether it should include both oral
disclosures and written or graphic disclosures; and
whether oral disclosures and, if included, prior use,
should include disclosures and use anywhere in the
world or only in the country.
In order to resolve differences of approach to the
prior art, it was proposed that a minimum standard
of prior art could be established in the draft Treaty,
which would include written and graphic disclosures
anywhere in the world, and that Contracting States
could be permitted, in addition, to consider as
forming part of the prior art oral disclosures
anywhere in the world or in the country, as well as
prior use anywhere in the world or in the country.
It was understood that the definition of prior art
in paragraph (3Xb) was subject to Article 201, which
would have the effect of deleting matter from the
prior art, and Article 202, which would have the
effect of adding matter to the prior art.
Article 200(4). The text of this provision was
accepted.
Article 200(5). In conformity with comments
made in respect of the third condition of patentability in paragraph (2), a number of delegations
considered that paragraph (5) should be expanded to

include a reference to utility or usefulness as an alternative to industrial applicability, or as a condition
which would apply in addition to the condition of
industrial applicability.
While some delegations questioned whether the
condition of industrial applicability or utility served
any useful purpose, other delegations supported the
retention of the condition on the basis that it served
to exclude from patentability such inventions as
chemical compounds for which no use was disclosed,
perpetual motion machines and the like.
It was generally agreed that the term 'industry'
should be elaborated so as to make it clear that it
included therapeutic, medical and agricultural uses
and activities, as well as research.
It was agreed that the International Bureau
should revise the wording of paragraph (5) revising,
in particular, the terminology used in the present
text."
Article 105: Unity of Invention
Rule 105: Unity of Invention; Division ofApplication
Discussions were based on both a proposal for a draft
Article and draft Rule on unity of invention submitted
by the United States of America to the December 1988
meeting of the Committee of Experts and Article 105
and Rule 105 as submitted by the International Bureau
to the sixth session of the Committee of Experts.
Article 105 and Rule 105 of the draft Treaty as
submitted by the International Bureau to the
Committee of Experts read as follows:
Article 105
"(1) An application shall relate to one invention
only or to a group of inventions so linked as to form a
single general inventive concept ('requirement of
unity of invention').
(2) If, notwithstanding paragraph (I), a patent is
granted without the requirement ofunity ofinvention
having been complied with, the validity of such patent
shall not be affected thereby.'"
Rule 105
"(1) The requirement ofunity of invention shall be
deemed to be complied with where the following
combinations of claims of different categories are
included in the same application:
(i) the combination ofan independent claim for a
given product with:
(a) an independent claim for a processfor, or also
for, the manufacture of the said product
(combination A + B);
(b) an independent claim for a use of the said
product (combination A + C);
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(c) an independent claim for a processfor, or also
for, the manufacture of the said product, and
an independent claim for a use of the said
product (combination A + B + C);
(d) an independent claim for a process for, or also
for, the manufacture of the said product, and
an independent claim for a means for, or also
for, carrying out the said process (combination
A + B + D);
(e) an independent claim for a process for, or also
for, the manufacture of the said product, an
independent claim for a meansfor, or alsofor,
carrying out the said process, and an independent claim for a use of the said product
(combination A + B + D + C);
(ii) the combination of an independent claim for a
given process with an independent claim for a means
for, or also for, carrying out the said process (combination B + D).
(2) The order in which the claims appear in any of
the combinations referred to in paragraph (1) may be
different from the order used in that paragraph.
(3) The inclusion in the same application ofindependent claims of different categories in combinations other than the combinations referred to in paragraph (I), or of claims of the same category, or of
dependent claims and of multiple dependent claims
(even where thefeatures of a dependent claim or of a
multiple dependent claim constitute in themselves an
invention), shall be allowed to the extent that the
requirement of unity of invention is complied
with."
The draft Article and draft Rule proposed by the
Delegation of the United States of America during the
December 1988 meeting read as follows:
Draft Article
"(1) A patent application shall relate to one invention
only or to a group of inventions so linked as to form a single
general inventive concept.
(2) Where a group of inventions is claimed, the link in
paragraph (1) must be a technical interrelationship
expressed in the claims in terms of the same or corresponding special technical features. The expression 'special
technical features' means those technical features which
define the contribution which each invention makes over
the prior art.
(3) The determination whether a plurality of inventions are so linked as to form a single general inventive
concept shall be made without regard to whether the inventions are claimed in separate claims or as alternatives
within a single claim.
(4) Failure to comply with the requirement of unity of
invention shall not be a ground for invalidation or revocation of a patent." (Document HL/CE/V/5, page 3)
Draft Rule
"(1) The applicant has the right to file one or more
divisional applications, in particular in order to meet an
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objection of lack of unity of invention with regard to the
parent application.
(2) A divisional application may be filed at any time up
to at least the time when the parent application is in order
for a grant or, where applicable, for publication of pre-grant
opposition.
(3) The priority documents, if already filed in the
parent application, need not be filed again in the divisional
application.
(4) If there is a lack of unity of invention in an application, the invention, or group of inventions within the
meaning of paragraphs (1) and (2) of the Article, first
mentioned in the claims will be the elected invention for
purposes of search and examination." (Document
HL/CE/V/5, pages 8 and 9)

The portion of the report of the Committee of
Experts concerning the discussion of Article 105 and
Rule 105 reads as follows:
"Discussions were based on the text of Article 105
and Rule 105 prepared by the International Bureau
(document HL/CE/VI/3) and the draft for Article
105 and Rule 105 proposed by the United States of
America (document HL/CE/V/5). The Committee
of Experts noted the written comments which had
been made on the proposal of the United States of
America by various States and non-govemmental
organizations and which had been distributed by the
International Bureau (Note C. 4959-422 of March 5,
1989), as well as the response to those comments
made by the United States Patent and Trademark
Office and also distributed by the International
Bureau (Note C. 4982-422 of April 24, 1989).
The majority of delegations and representatives
expressed support, in principle, for the draft Article
and draft Rule proposed by the United States of
America, and it was decided that the discussions
should concentrate on that draft Article and draft
Rule. References in succeeding paragraphs to the
'draft Article' and 'draft Rule' are references to the
draft Article and draft Rule as set out in document
HL/CE/V/5.
The Delegation of the United States of America
introduced the draft Article and draft Rule, stating
that they resulted from two years' work undertaken
jointly by the European Patent Office, the Japanese
Patent Office and the United States Patent and
Trademark Office. The Delegation stated that the
goal of its proposal was a unity procedure based upon
and consistent with EPO practice, that is, as definite
as possible, and capable of being implemented in all
offices in a uniform manner. The Delegation stated
that, even though unity of invention was a largely
procedural matter, harmonization of the matter
might lead to the possibility of a determination on
unity of invention made by one office being adopted
by other offices. Such a possibility would, in turn,
constitute a good starting point for the eventual
adoption by one office of searches carried out in
other offices.
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Draft Article: Paragraph (1). There was general
support for this provision in its present form.
Draft Article: Paragraph (2). The attempt to
formulate a general principle of unity of invention
contained in this paragraph was supported. The
following observations were made with respect to the
present text of the paragraph.
It was noted that, while the second sentence of
paragraph (2) referred to the contribution which each
invention makes over the prior art, paragraph (2) was
not intended to imply that a search of the prior art
had to be undertaken in order to apply the principle
set out in paragraph (2). Rather, it was intended that
the principle should be applied in order to make a
preliminary determination of whether the claims
indicated that unity of invention existed by reference
to special technical features, without a search of the
prior art being needed. That preliminary determination would, of course, be subject to the possibility
that a search of the prior art, where conducted, might
later reveal that special technical features did not
exist in the inventions claimed. It was suggested that
the Notes to the Article should clarify that the principle in paragraph (2) did not require a search of the
prior art.
Some delegations and representatives expressed
concern that the principle in paragraph (2) might be
applied restrictively so as to require the expression of
special technical features in each sub-claim and
dependent claim, so that unity of invention might be
considered not to exist where a sub-claim was not
defined by reference to the prior art in the same way
as the main claim. It was agreed that, in applying
unity of invention, the totality of the claims had to be
taken into consideration, and that a consequential
drafting amendment might be necessary to the
second sentence of paragraph (2) to make this clear.
One such suggested amendment was that the second
sentence should read: 'The expression "special technical features" means those technical features which
define the contribution which the subject matter
claimed considered as a whole makes over the prior
art.'
While some delegations considered that paragraph (2) contained a fundamental principle and
should, therefore, remain as a paragraph of the
Article, the majority of delegations and representatives favored placing paragraph (2) in the Rule. The
preference for the location of the paragraph in the
Rule was based on the consideration that paragraph
(2) was merely explanatory ofparagraph (1), and thus
hierarchically inferior, and the view that the location
of the paragraph in the Rule would enable drafting
amendments to be made to the paragraph on the
basis of the experience that would be gained by
offices in the application of the principle. It was
suggested that, in the next draft, paragraph (2) should
appear in both the Article and the Rule, in each case
contained in square brackets, with a footnote indi-

cating that the exact location would be decided
later.
Considerable discussion took place on whether
the first paragraph of Note (d) to the draft Article (see
document HL/CE/V/5, page 4), which interprets
paragraph (2) in respect of claims of different categories, should be elevated to the Rule. Some delegations considered that the addition of the first paragraph of Note (d) to the Rule might constitute a
source of confusion owing to differing interpretations in respect of categories of claims. The majority
of delegations, however, were of the view that, since
the first paragraph of Note (d) contained an interpretation of the principle in paragraph (2) of the draft
Article, it should be placed in the Rule, provisionally
in square brackets. It was agreed, however, that it
would be necessary to re-draft the first two lines to
make clear the relationship between the provisions
of the first paragraph of Note (d) and those of paragraph (2). It was also agreed that the last two paragraphs of Note (d), which define the meaning of the
first paragraph of Note (d), should also be placed in
the Rule in double square brackets for further
consideration.
Draft Article: Paragraph (3). The text of this
paragraph was generally accepted, subject to the
following observations.
Since paragraph (3) was explanatory of the
general principle of unity of invention, the majority
of delegations and representatives considered that it
should be located in the Rule. It was agreed that, as
with paragraph (2), paragraph (3) should be placed in
square brackets in both the Article and the Rule in
the next draft, with a footnote indicating that the
precise location would be determined later.
It was agreed that paragraph (3) was concerned
only with the requirement of unity of invention, and
was not to be interpreted as enabling any form of
claim to be presented, regardless of considerations
such as clarity or conciseness of claims and the
claims fee system applicable in a particular office.
Reference was made in this regard to the last
sentence of Note (e) to the draft Article (document
HL/CE/V/5, pages 4 and 5). It was suggested that a
further note should be added to the next draft to
make it clear that paragraph (3) was not intended to
be an encouragement to the use ofalternatives within
a single claim, but was intended to clarify that the
criterion for the determination of unity of invention
was the same regardless of the form of claim used.
Draft Article: Paragraph (4). The text of this
paragraph was generally accepted in its present
form.
Draft Rule. In view of the proposals to transpose
paragraphs (2) and (3) of the draft Article to the Rule,
as well as to include the first paragraph of Note (d) to
the draft Article in the Rule, it was agreed that, in the
next draft, two Rules relating to Article 105 should
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be included, the first dealing with questions of the
interpretation of Article 105, and the second dealing
with divisional applications (presently dealt with in
paragraphs (1) to (3) of the draft Rule).
Draft Rule: Paragraph (1). The text of the
provision in its present form was generally accepted,
it being noted that the paragraph covered both of the
cases in which divisional applications were required
to be allowed by Article 4G of the Paris Convention
(namely, divisional applications made to meet an
objection of lack of unity of invention and spontaneous divisional applications).
Draft Rule: Paragraph (2). It was agreed that,
since multiple divisional applications could be
made, the word 'parent' in the first line should be
replaced by a more suitable word or expression, such
as 'undivided,' 'application from which it is derived'
or 'earlier.'
As regards the identification of the time up to
which an application could be divided, it was noted
that the proposal in paragraph (2) was to constitute a
minimum time period during which an application
could be divided. Various proposals were made in
order to make more precise the time limit, including
up to 'grant' and the industrial property office makes
a decision on the grant of a patent,' because the latter
covers the case of rejection. One delegation, whilst
supporting the principle of paragraph (2), pointed
out the problem the proposed time limit might
sometimes create for States which have an overall
time limit for completion of examination. It was
considered that the International Bureau should reexamine the question, but that a solution involving
any unsolicited notification by the industrial
property office was to be avoided.
One delegation considered that paragraph (2)
should be limited to divisional applications made in
consequence of a lack of unity of invention, since the
Rule related to an Article on unity of invention, and
since Article 4G(2) of the Paris Convention enabled
each member State of the Paris Union to determine
the conditions under which divisional applications,
made otherwise than as a result of lack of unity of
invention, should be authorized.
Draft Rule: Paragraph (3). It was agreed that this
paragraph should be amended so that the opening
words would read: "The priority documents and any
required translations thereof....'
The majority of delegations or representatives
considered that the words 'already' and 'again' in the
first line of this paragraph should be deleted so as to
make it clear that priority documents and any
required translations thereof need be filed only once,
in respect of the 'parent' application, whether filed
before or after the divisional application.
Differences of view existed as to whether paragraph (3) should not only exempt the need to re-file
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priority documents (and translations thereof) in
respect of divisional applications, but also exempt
the need for a priority claim or declaration to be
made in respect of divisional applications, where
such a priority claim is made in respect ofthe 'parent'
application.
Draft Rule: Paragraph (4). No agreement could
be reached on this paragraph and it was suggested
that it be placed in square brackets in the next
draft.
Among the problems expressed with respect to
the paragraph, it was pointed out that the paragraph
seemed to preclude the rejection of an application for
lack of unity of invention, whereas such a ground of
rejection existed presently in national practice.
Some delegations and representatives considered
that the automatic selection of the invention or
group of inventions first mentioned in the claims
that was required by the paragraph operated to the
prejudice of applicants, who should be provided with
the opportunity to choose which invention or group
of inventions should be elected for the purposes of
search and examination. Other delegations favored
the automatic selection prescribed by the Rule on the
basis that it was conducive to a harmonized
approach and to the eventual adoption of determinations of unity of invention and search reports
made by other offices. The problem of arguing or
appealing against a decision in non-search, nonexamination countries was also referred to.
It was particularly pointed out by several delegations that the Notes on the draft Article and draft
Rule had a special meaning and significance and
should be retained with the draft Article and draft
Rule for purposes of explanation."
Article 109: Restoration of the Right to Claim
Priority
Article 109 of the draft Treaty as submitted by the
International Bureau to the Committee of Experts read
as follows:
"Where an application ('the subsequent application ') claiming the priority ofan earlier application
is filed after the date on which the 12-month priority
period provided for in the Paris Convention expired
but before the expiration of a period of two months
from that date, the industrial property office shall
restore the right ofpriority
/Alternative A: upon payment of the fee
prescribed for such restoration provided that the
payment is made to the industrial property office
before the expiration of the said two-month
period.]
/Alternative B: upon an express request
submitted to the industrial property office before the
expiration ofthe said two-month period, if the request
states and the industrial property office finds that, in
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spite of due care, the subsequent application could not
have been filed within the said 12-month priority
period. The request for restoration shall state the
grounds on which it is based, and the industrial
property office may require the production of corresponding evidence. The request may be subjected to
the payment of a fee to the industrial property

Article were silent on this question, national law
could provide for the safeguard of the rights of third
parties.
One delegation suggested that consideration be
given to replacing the words 'in spite of due care' in
lines 3 and 4 of Alternative B by the words 'by frustration of the applicant's intention formed in good
time before the expiry of the priority period."'

The portion of the report of the Committee of
Experts concerning the discussion of Article 109 reads
as follows:

Article 301: Several Applications in Respect of the Same
Invention

officer

"A number of delegations, somewhat fewer than
in the last meeting of the Committee of Experts at
which the Article was discussed, expressed doubts
about the compatibility of the Article with the Paris
Convention, mentioning, in particular, the differing
standards that might apply in respect of the priority
period between two countries that were both party to
the Paris Convention, but only one of which was
party to the Harmonization Treaty. Certain of these
delegations also expressed the view that the subject
matter of the Article would be more appropriately
discussed within the context of the revision of the
Paris Convention.
In respect of the Alternatives provided in the
Article, a large majority of the delegations and representatives favored Alternative B, on the basis that an
extension of the priority period should only be
available where the filing of a subsequent application
was delayed owing to circumstances beyond the
control of the applicant, and that Alternative A
amounted to a mere extension of the priority period
by two months.
Some delegations and representatives requested
that consideration be given to making Alternative A
an option that could be provided by national law
instead of Alternative B.
It was suggested that the International Bureau
should give consideration to redrafting the Article so
as to allow an extension of the priority period not
only when the subsequent application was filed after
the expiration of the priority period, but also when
the subsequent application, although filed within the
priority period, failed to include a priority claim.
It was also suggested that consideration be given
by the International Bureau to the inclusion ofa Rule
related to Article 109 that would specify that an
applicant would be permitted, following the
submission of a request for an extension of the
priority period within the two months following the
expiration of the priority period, to submit within
the next (third) month the grounds on which the
request was based, as well as corresponding
evidence.
A number of delegations expressed concern at the
lack of provision for the safeguard of the rights of
third parties. In this respect, it was noted that, if the

Article 301 of the draft Treaty as submitted by the
International Bureau to the Committee of Experts read
as follows:
"Where two or more applications have been filed
in respect of thesameinvention, the application which
has the earliest filing date, or, where priority is
claimed, the earliest priority date, shall prevail."
The portion of the report of the Committee of
Experts concerning the discussion of Article 301 reads
as follows:
"There was general agreement that it was
necessary to have a separate Article which established clearly the principle of the first-to-file rule as
far as it determines the right to the patent (it being
understood that agreement to such a rule on the part
of some delegations was subject to the rule forming
part of a balanced treaty package).
It was also generally agreed that the function of
Article 301 was independent of, and addressed a
different question than, Article 202 (Prior Art Effect
of Applications). The role of Article 202 was to
determine, between two applications, that the
disclosure in the earlier of those applications would,
in the circumstances described in that Article, have a
novelty-defeating effect in respect of the later application. Article 202 was, therefore, concerned with
the patentability of the subject matter of applications. In contrast, Article 301 was not concerned
with the patentability of the subject matter of an
application or a patent, but with the right to the
patent where two or more persons have made the
same invention independently of each other.
Lengthy discussion took place concerning the way
in which the Article establishing the first-to-file rule
should be drafted. Concerning the present text of the
Article, a number of delegations expressed difficulties with respect to the word 'prevail.' It was
suggested that the Article, rather than the Notes,
should make it clear that the application with the
earliest filing date prevailed only if the other conditions of patentability were fulfilled. In this respect, it
was suggested that words similar to the following
could be added at the end ofArticle 301 : '... provided
that it fulfills all the requirements that an application
has to fulfill to be eligible for the grant of a patent' It
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was pointed out by some delegations, however, that
reference to the conditions of patentability would
include reference to the inventive step, with the
result that the decision on a later application would
have to await the examination of the earlier application. In addition, reference to the conditions of
patentability might risk confusing the separate issues
of patentability of subject matter and right to a
patent.
Two major tendencies emerged concerning
points of departure for the drafting of a new text for
Article 301. The first suggestion, which enjoyed the
support of a number of delegations and representatives, was to proceed on the basis of the provision
contained in Article 60(2) of the European Patent
Convention. The second suggestion, made by the
Delegation of the United Kingdom and supported by
several other delegations, was to draft the Article in
such a way as to make it clear that an applicant could
not base his application on any fact that occurred
prior to the priority date, thereby excluding the
possibility of invoking the fact that the invention was
made earlier than the priority date and earlier than
the invention claimed in the competing application.
In respect of the second suggestion, it was pointed
out that care would need to be exercised to ensure
that such an Article would not exclude the possibility
of bringing legal proceedings against a patent owner
who had not separately made an invention but had
derived it from someone else.
Opinions differed as to whether publication ofthe
earlier application or of the patent granted on the
basis ofthat earlier application was necessary. The
intention of requiring that the earlier application or
patent be published was to ensure that, if the earlier
application was withdrawn before publication, it
would have no effect on the entitlement of the
inventor having filed the later application. While
some delegations considered that publication should
be necessary, other delegations considered that the
question of publication related to Article 202 and
should not affect the question of the right to a patent.
In particular, the view was expressed that an
applicant who abandoned an application should
retain the right to defeat a later application even if
that applicant's application was not published prior
to abandonment It was also pointed out that the
requirement of publication could not operate satisfactorily in the Treaty unless all offices published
applications.
One delegation suggested that further consideration should be given to the term 'same invention' in
Article 301, or any later version of the Article, and, in
particular, to the relationship between the term
'same invention' in Article 301 and the term
'novelty' in Articles 200 (Patentable Inventions) and
202 (Prior Art Effect of Applications). The delegation cited the example of an earlier application
claiming subject matter that was only marginally
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different from a later application. Experience indicated that, as a result of different practices and
differing standards of novelty, in some cases patents
issued on both applications, whereas in others the
later application failed because of the similarity with
the earlier application.
It was suggested by one delegation that a Rule
relating to Article 301 should be added that would
make it clear that a later applicant could file a divisional application in respect of any invention not
anticipated by the earlier application.
One delegation expressed the view that Article
301 should regulate the precedence of two or more
applications in respect of the same invention not
only filed by different persons but also filed by the
- same person. Most delegations considered, however,
that Article 301 should deal only with the right to a
patent between two or more different applicants in
respect of the same invention, and that the question
of precedence of two or more applications by the
same applicant in respect of the same invention
should be resolved on the basis of Article 202.
A number of delegations considered that the
reference in Article 301 to 'the same invention'
should be replaced by reference to 'the same
invention claimed.'"
Article 304: Determination of the Extent of Protection
Rule 304: Extent of Protection and Interpretation of
Claims
Article 304 and Rule 304 of the draft Treaty as
submitted by the International Bureau to the
Committee of Experts read as follows:
Article 304
"The extent of the protection conferred by the
patent shall be determined by the claims ofthe patent,
with due regard to the description and drawings.'"
Rule 304
"(1) [Equivalents] (a) Any claim shall be
considered to cover not only all the elements as
expressed in the wording ofthat claim but also equivalents of any such elements.
(b) An element shall be considered as being equivalent to an element as expressed in the wording of the
claim ifitfunctions in substantially the same manner
and produces substantially the same result as does the
element as expressed in the wording of the claim.
(2) [Disclaimed Equivalents] Where the applicant or the owner of the patent has, in the description
or during any procedure concerning the application or
the patent^ expressly stated that a specific equivalent
element is not to be considered as covered by a claim,
paragraph (1) shall not apply.
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(3) [Examples] Ifthe patent contains examples of
the embodiment of the invention or examples of the
functions or results of the invention, the claims shall
not be interpreted as limited to those examples.
(4) [Combinations] A claim for a combination of
elements shall not provide independent protection for
any of those elements taken separately or for a combination of less than all the said elements.
(5) [Dependent Claims] A dependent claim shall
not provide independent protection for any of its
elements taken separately from the elements of the
claim on which the dependent claim depends.
(6) [References to Drawings] Any reference to a
drawing or part of a drawing in a claim shall be
construed as illustrative only and shall not be
construed as limiting the extent of protection to what
the drawing or part thereof shows.
(7) [Abstract] The abstract of a patent shall not
be taken into account for the purpose ofdetermining
the extent ofprotection. "
The portion of the report of the Committee of
Experts concerning the discussion of Article 304 and
Rule 304 reads as follows:
"Article 304. It was agreed that the principles
concerning the determination of the extent of
protection contained in the Article and the Rule
should apply also to the claims of a patent application for the purposes of provisional protection.
It was agreed that the Article should make it clear
that it was not obligatory to take into account the
description and drawings, but that the description
and drawings should be considered only if
necessary.
A number of delegations stated that they
considered that the principles contained in Rule 304
were of fundamental importance and should be
contained in the Article. Other delegations
considered, however, that the principles contained
in Rule 304 might be subject to evolution and should
be retained in the Rule in order to facilitate their
amendment by the Assembly of the Union in the
light of experience with the application of the principles. Attention was drawn to a possible intermediate solution in which the subject matter ofthe Rule
could be included in the Article and the final provisions of the Treaty would enable the Assembly to
amend those provisions of the Article, subject to
ratification of the change by a qualified majority of
the Assembly.
Rule 304. The Delegation of the United States of
America referred to and confirmed the proposal
which it had made with respect to Rule 304 during
the first part of the fifth session of the Committee of
Experts (document HL/CE/V/3 Rev.), and to the fact
that the present text of Rule 304 did not contain a
statement making it explicit that a claim conferred

the rights specified in Article 302 (Rights Conferred
by a Patent) against any product or process that fell
within the literal wording of that claim (see paragraph (1) of the proposal in document HL/CE/V/3
Rev.). It was generally agreed that such a provision
should be included as a minimum guarantee of
protection either in a revised version of the present
text of Rule 304( l)(a) or in an independent paragraph
in the Rule. The Delegation of Japan stated that this
provision should be deleted because there was a
danger of a claim being interpreted in too broad a
way in favor of the patentee, especially where the
claim was not fully supported by the description or
drawings.
The Delegation of France considered that Rule
304 should be preceded by a preliminary declaration
analogous to the text of the Protocol on the Interpretation of Article 69 of the European Patent
Convention and that the text ofthe Rule, particularly
paragraphs (1) and (2), should be preceded by a
sentence indicating that the provisions were
concerned with principles. Reference was also made
by one representative to the individual nature of
each text and to the possibility of something like the
said Protocol on the Interpretation of Article 69 of
the European Patent Convention.
It was considered necessary to achieve a proper
balance between the interests of the patentee, on the
one hand, and the rights of third parties to be able to
ascertain the scope of the monopoly with certainty,
on the other hand.
Rule 304(1). It was generally agreed that it was
necessary to provide for the protection of equivalents and that the present text of paragraph (1)
provided a good starting point for the provision of
that protection.
Rule 304(l)(a). Some delegations considered that
only obvious equivalents should be protected, so
that protection should not extend to equivalents
which went to the heart of an invention and were not
obvious to one skilled in the pertinent art. Other
delegations, however, opposed such a limitation, on
the basis that it confused the issues for patentability
and infringement and that it would lead logically to
the erroneous view that a patent of improvement
could never constitute an infringement of the master
patent
Rule 304(l)(b). A number of delegations
expressed concern that the wording of the present
text, in particular, the words 'functions in substantially the same manner and produces substantially
the same result,' was too broad. In the discussion of
alternative wording, it was suggested that consideration be given to placing more emphasis on equivalence of result than of function and to the
assessment of equivalence in the context of the
invention as a whole.
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It was suggested by one delegation that, in order
to constitute an equivalent, it was not necessary that
the element function in the same manner in every
case, but only in the case of the invention. It was
suggested that words similar to 'at least in regard to
the invention' could be added after the word 'functions' in line two of Rule 304(1 Kb).
Rule 304(2). It was agreed that the words 'to such
equivalent' should be added at the end of the paragraph.
After some discussion, it was agreed that the word
'expressly' in line three should be retained, since a
patent owner should be deprived of protection for an
equivalent only if he had manifested an express
intention to exclude the equivalent.
Rule 304(3). The text of the present provision
was generally accepted, subject to the proposal
referred to in the next paragraph.
The Delegation of the United States of America
referred to paragraph (3) of the proposal for Rule 304
which it had made during the first part of the fifth
session of the Committee of Experts (document
HL/CE/V/3 Rev.). That proposal would introduce
two amendments to Rule 304(3) that the Delegation
considered necessary. First, it would expand on the
principle that claims shall not be interpreted as
limited to examples by making it explicit that additional features not found in disclosed examples, or
the omission of the features found in disclosed
examples, should not remove a product or process
from the protection conferred by a claim. Secondly,
the proposal would seek to make it clear that the fact
that a product or process did not achieve every object
or possess every advantage described in the patent
would not, of itself, remove the product or process
from the scope of protection conferred by the claim.
It was agreed that consideration should be given to
amending Rule 304(3) in order to accommodate the
proposal.
The Delegation of Japan stated that it was
conceivable that the scope of protection would have
to be confined to what was clearly supported by
examples or equivalents thereof, especially where
the claim was not well supported by the description
or drawings. The Delegation opposed both the text of
paragraph (3) as proposed by the International
Bureau and the proposal referred to in the preceding
paragraph.
Rule 304(4). While there was general agreement
that it was appropriate that protection of combination claims should not extend to the individual
parts of the combination, it was considered that the
present wording of the paragraph failed to give satisfactory expression to the principle. In particular, it
was agreed that the second part of the paragraph ('or
for a combination of less than all the said elements')
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might unduly restrict protection of combination
claims, and that the reference to 'elements' in the
paragraph should be replaced by a reference to
'parts.'
It was suggested that the paragraph could be
redrafted along the following lines: 'A claim for a
combination shall not provide independent
protection for the individual parts of the combination.' It was also suggested that, since understandings differed as to what constituted a combination claim, the Notes should explain what was
meant by 'claim for a combination.' It was also
pointed out that the proposed Rule seemed to
exclude the possibility of indirect or contributory
infringement.
Rule 304(5). It was agreed that this paragraph
was unnecessary and should be deleted.
Rule 304(6). It was agreed that the present
wording of this paragraph was too broad and
required reconsideration.
In the discussion of the role of references to
drawings in claims, a distinction was drawn between,
on the one hand, references using words ('as shown
by "a" in drawing No. 2') to drawings or parts of
drawings that were essential to the understanding of
the claim, and, on the other hand, references, by a
sign, usually appearing in square brackets, (e.g., '["a",
drawing No. 2]') which were inserted in claims with
the intention that they be illustrations only and
which were not essential to a reading of the claim. In
the former case, the extent of protection might be
limited by the reference, whereas, in the latter case,
the reference was merely illustrative and did not
limit the extent of protection. In order to express this
distinction in the paragraph, and to ensure that
reference signs were not construed in a limiting way,
it was proposed that the paragraph be drafted so as to
indicate that any reference to a drawing or part of a
drawing in a claim shall be construed as illustrative
only and shall not be construed as limiting the extent
of protection to what the drawing or part thereof
shows 'unless the claim clearly indicates otherwise.'
It was further suggested that the Notes to the paragraph should define the circumstances in which a
claim might be considered to indicate that a
reference to a drawing or part of a drawing was not
merely illustrative.
Rule 304(7). This paragraph was accepted in its
present form.
Rule 304: Additional Paragraph. The Delegation of the United States of America expressed its
support for the inclusion of an additional paragraph
in Rule 304 in the same form as paragraph (5) of Rule
304, Alternative A of the previous draft Treaty
(document HL/CE/V/2, page 89). An inconclusive
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discussion took place concerning the merits of such a
provision. Some delegations and representatives
emphasized the essential fairness of requiring a
patent owner to maintain the same interpretation of
the claims in his patent, or in the application on
which the patent was based, in proceedings before
the patent office and in invalidation and
infringement proceedings. Other delegations
considered that such a provision would introduce
problems of proof and fetter the independent jurisdiction of different administrative and judicial
tribunals, and that the emphasis may be different in
inter partes than in ex parte proceedings."

Article 306: Maintenance Fees
Article 306 of the draft Treaty as submitted by the
International Bureau to the Committee of Experts read
as follows:
"'Applicants and owners of patents may be required
to pay periodically to the industrial property office a
fee for maintaining in force their applications and
patents ('maintenance fee'). Such maintenance fees
shall:
(i) be for periods of one year each;
(ii) be payable for the fourth and subsequent
years following the filing date of the application;
(Hi) be due on thefirst day ofthe month following
the month of the anniversary of the filing date of the
application, provided that a period of grace of six
months shall be allowed; the industrial property office
may require the payment of a surcharge where
advantage is taken of the period of grace.'"
The portion of the report of the Committee of
Experts concerning the discussion of Article 306 reads
as follows:
"Opinions were evenly divided over whether
maintenance fees constituted an appropriate matter
for harmonization.
Those who favored the retention of an Article on
maintenance fees pointed to the simplification of
administration that could be achieved for both
patent owners and industrial property offices
through a uniform date for the payment of maintenance fees. On the side of industrial property
offices, while some delegations considered that one
uniform date for the payment of maintenance fees
would cause a bunching of work and might have
adverse consequences on cash flow, other delegations referred to favorable experience with one
uniform date, which also had the advantage of
making uniform the expiration of grace periods for
failure to pay fees. On the side of patent owners, one
uniform date was supported as facilitating the
accurate programming of computer reminder

systems (since instructions were given for one day
only, rather than 31).
Those delegations which considered that the
Article should be deleted questioned whether the
advantages to be derived from harmonization in this
matter were sufficient to justify changes of their individual national practices.
Item (i). A number of delegations and representatives supported the introduction of an option for a
patent owner, which Contracting States would be
obliged to provide, to pay maintenance fees in
advance. Such an option would simplify administration for patent owners, as well as enable the public
to note clearly whether a patent was still in force.
Item (ii). A number of delegations expressed the
view that maintenance fees should be prohibited
before grant of the patent, on the basis that delays in
the processing of applications were due to circumstances entirely beyond the control of the applicant.
Other delegations considered, however, that maintenance fees on applications were justified in return
for the provisional protection that an applicant
would enjoy, and for the work being done in respect
of an application by an office.
The majority of delegations considered that
maintenance fees should be payable for the third and
subsequent years following the filing date of the
application. The Delegation of Japan stated that,
once a patent had been granted, maintenance fees for
the patent should be payable even within four years
from the filing date.
Item (Hi). There was no general agreement on
which day should be selected as being the uniform
due date for the payment of maintenance fees.
Support was expressed for both the present text of
item (iii) and the anniversary of the filing date of the
application.
One delegation suggested that the uniform date
selected for the payment of maintenance fees should
correspond to the date for the commencement of the
term of protection in Article 305 in order to avoid
pro rota payments."
Article 307: Provisional Protection
Article 307 of the draft Treaty as submitted by the
International Bureau to the Committee of Experts read
as follows:
"(1) [Full Protection] (a) Subject to the other
provisions of this Article, any invention that is
claimed in an application for a patent shall, from the
date on which the application was published by the
competent authority, enjoy the same protection as if a
patent had been granted for that invention with the
claims as appearing in the published application.
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(b) Where the application is withdrawn or rejected
and a person has made payments to the applicant in
respect of claims in the application invoked by the
applicant, or that person has suffered damage on
account of such claims having been invoked by the
applicant, the applicant shall restitute the said
payments to that person and shall compensate that
person for any damage suffered by him.
(c) Where the patent issued on the application
does not contain certain claims that appeared in the
published application, or contains claims that are
narrower in their scope than the claims in the
published application, and a person has made
payments to the applicant in respect of claims invoked
by the applicant that are not contained in the patent,
or that are broader in their scope than the claims
contained in the patent, or that person has suffered
damage on account of such claims having been
invoked by the applicant, the applicant shall restitute
a corresponding part of the said payments to that
person and shall give a corresponding compensation
to that person for any damage suffered by him.
(d) The applicable national law may provide that
the user of the invention claimed in the application
who is not authorized by the applicant to use that
invention must receive a written notice from the
applicant indicating that the application is pending
and indicating the serial number under which it was
published; in such a case, the national law may also
provide that the date of receipt of the notice shall, for
the purposes ofsubparagraph (a), replace the date of
the publication of the application.
(e) The applicable national law of a Contracting
State may provide that, where that State is designated
in an application filed under the Patent Cooperation
Treaty or a treaty providing for the grant of regional
patents, and the publication of that application is
effected in a language other than the official language
or one ofthe official languages ofthat State, the date
corresponding to the provisions in the relevant treaty
dealing with translations into an offical language of
designated States shall, for the purposes ofsubparagraph (a), replace the date of the said publication.
(2) [Right to Compensation Only] The national
law may provide that the rights that an applicant
would otherwise have under paragraph (1) shall be
limited to a right to adequate compensation.'"
The portion of the report of the Committee of
Experts concerning the discussion of Article 307 reads
as follows:
"Discussions were based on the broad principles
of the approach in the present text of Article 307,
namely, mil protection for a published patent application, subject to the terms of paragraph (1), and a
right to adequate compensation as a minimum
guarantee, as set out in paragraph (2).

287

Article 307(1). There was general agreement that
provisional protection for a published patent application, in its contents or its exercise, should not be
the same as the full protection provided for a patent
In particular, the following limitations in respect of
provisional protection received considerable
support:
(a) Injunctive relief and criminal sanctions
should not be available as part of the provisional
protection.
(b) Some delegations considered that legal
proceedings should not be able to be commenced
before the grant of a patent. Other delegations
expressed the view that legal proceedings ought to be
permitted to commence, but that such proceedings
should be suspended until after the decision on the
patent application.
(c) The service of written notice on an infringer of
the existence of a patent application and of the
alleged infringement ofthat application or, alternatively, proof of actual knowledge on the part of the
alleged infringer of the patent application and the
alleged infringement of the patent application should
be conditions for the obtaining of relief on the basis
of provisional protection. The Delegation of France
considered that it was desirable to distinguish
between facts occurring before the date of publication of the patent application and those occurring
after that date. The Delegation indicated that, in the
latter case, a notice should not be required.
(d) Relief should also be conditional on the
infringement constituting an infringement of both
the claims of the patent application and of the
granted patent or, at least, of claims in the patent
application which were substantially the same as
those in the granted patent. The Delegation of Japan
stated that, where a written notice was required, the
provisional protection should be granted in respect
of the invention which was contained in both the
written notice and the claims of the granted
patent
(e) It should be made clear that any provisions
concerning the payment of damages or the restitution ofdamages paid should be able to be varied by
free contractual arrangements between the alleged
infringer and the patent applicant.
Article 307(2). It was agreed that the obligation
should be a minimum rather than a maximum and
that the minimum obligation on the part of
Contracting States to provide provisional protection
should encompass the right to damages on the part of
a patent applicant. It was suggested by one delegation
that in the case of willful infringement punitive
damages should also be available to the patent
applicant
It was agreed that the International Bureau
should prepare a new text of Article 307, taking into
account the preceding observations and merging
paragraphs (1) and (2)."
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Article 308: Privilege of Prior User
Article 308 of the draft Treaty as submitted by the
International Bureau to the Committee of Experts read
as follows:
"(1) [Prior User] (a) Subject to subparagraphs
(b) to (d), the owner of a patent shall not enjoy
protection against the use, not authorized by him, of
any invention that is claimed in his patent by a person
('the prior user') who, at the date of the filing of the
application on which the patent is granted or, where
priority is claimed, at the priority date of the application,
(i) was actually using that invention, or
(ii) was engaged in serious preparations,
involving, from the viewpoint ofthe prior user,
significant investment, for the actual use of
that invention,
in the territory and any other place or space to which
the sovereignty of the Contracting State extends and
in or for which State the patent is granted.
(b) Where the prior user ofany invention claimed
in the patent obtained knowledge thereof through an
unlawful act committed by him or any other person,
subparagraph (a) shall not apply in respect ofthe said
invention.
(c) Where the patent covers two or more inventions and the use or preparations referred to in subparagraph (a) related to one or some only of the
inventions claimed in the patent, subparagraph (a)
shall apply only to the latter invention or inventions.
(d) For the purposes of this Article, 'use' means
only that kind or those kinds of activities in relation to
the invention or inventions claimed in the patent that,
at the date referred to in subparagraph (a), was or
were actually carried out by the prior user, or for
which the prior user was making serious preparations,
with a view to the industrial or commercial exploitation of the invention or inventions.
(2) [Successor in Title of the Prior User] Paragraph (I) shall not apply to a successor in title of the
prior user unless that successor in title is the owner of
the enterprise or business, or that part ofthe enterprise
or business, in which the prior user made the use or
preparations referred to in paragraph (l)(a).'"
Owing to lack of time, the Committee did not discuss
Article 308 and decided to postpone its consideration of
that Article to its next session.

Future Work
It was agreed that the seventh session of the
Committee of Experts would be held in Geneva from
November 13 to 24, 1989.
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Calendar of Meetings

WIPO Meetings
(Not all WIPO meetings are listed. Dates are subject to possible change.)

1989
September 25 to October 4 (Geneva)

Governing Bodies of WIPO and the Unions Administered by WIPO (Twentieth Series of Meetings)
All the Governing Bodies of WIPO and the Unions administered by WIPO meet in ordinary sessions
every two years in odd-numbered years.
In the sessions in 1989, the Governing Bodies will, inter alia, review and evaluate activities undertaken
since July 1988, and consider and adopt the draft program and budget for the 1990-91 biennium.
Invitations: States members of WIPO and the Unions and, as observers, other States members of the
United Nations and certain organizations.

September 26 (Geneva)

Permanent Committee on Industrial Property Information (PCIPI) (Second Session)
The Committee will discuss its main activities and plans for the future.
Invitations: States and organizations members of the Committee and, as observers, certain other States
and organizations.

October 9 to 13 (Moscow)

International Forum on the Role of Industrial Property in Economic Cooperation Arrangements (organized jointly with the State Committee for Inventions and Discoveries of the Soviet Union)
The Forum will deal with questions of industrial property in joint ventures (among capitalist and socialist
countries) and other cooperative economic arrangements (among capitalist and socialist countries),
particularly in the field of the transfer of high technology, trade in goods bearing trademarks and
franchizing of services.
Invitations: The Forum will be open to the public. Participants, other than representatives of governments, will be requested to pay a registration fee.

November 1 and 2 (Beijing)

Worldwide Symposium on the International Patent System in the 21st Century (organized jointly with the
Chinese Patent Office)
The Symposium will be conducted in three half-day sessions, each dealing with one of the following three
topics: internationalization of the patent system; computerization of the patent system; patent documentation, search and examination.
Invitations: States members of WIPO, certain intergovernmental organizations and non-governmental
organizations having observer status in WIPO.

November 6 to 10 (Geneva)

Committee of Experts on Model Provisions for Legislation in the Field of Copyright (Second
Session)
The Committee will continue to consider proposed standards in the field of literary and artistic works for
the purposes of national legislation on the basis of the Berne Convention for the Protection of Literary
and Artistic Works.
Invitations: States members of the Berne Union or WIPO and, as observers, certain organizations.

November 13 to 24 (Geneva)

Committee of Experts on the Harmonization of Certain Provisions in Laws for the Protection of Inventions
(Seventh Session)
The Committee will continue to examine a draft treaty on the harmonization of certain provisions in laws
for the protection of inventions.
Invitations: States members of the Paris Union and, as observers, States members of WIPO not members
of the Paris Union and certain organizations.

November 27 to December 1 (Geneva)

Committee of Experts on the Harmonization of Certain Provisions in Laws for the Protection of Trademarks (First Session)
The Committee will examine the draft treaty provisions on the harmonization of certain provisions in
laws for the protection of trademarks.
Invitations: States members of the Paris Union and, as observers, States members of WIPO not members
of the Paris Union and certain organizations.

