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Budapest Treaty
I. Extension of the List of Kinds of
Microorganisms Accepted and Change in Fees
(Rules 33 and 12.2, Respectively,
of the Regulations under the
Budapest Treaty)

NATIONAL COLLECTION OF INDUSTRIAL
BACTERIA (NCIB)
The following notification addressed to the Director
General of WIPO by the Government of the United
Kingdom under Rules 3.3 and 12.2(a) of the Regulations under the Budapest Treaty on the International
Recognition of the Deposit of Microorganisms for the
Purposes of Patent Procedure was received on
September 3, 1986, and is published by the International Bureau of WIPO pursuant to Article l{2)(a) and
Rule 13.2(b) of the said Treaty and Regulations:
Pursuant to Rule 3.3 of the Regulations under the
Budapest Treaty, the assurances furnished in the
communication of the Government of the United
Kingdom of January 4, 1982, as published in the
March 1982 issue of Industrial Property, that the
NCIB complies and will continue to comply with the
requirements specified in Article 6(2) of the
Budapest Treaty, are extended to include:
(a) Bacteria, including actinomycetes, that can be
preserved without significant change to their
properties by liquid nitrogen freezing or by
freeze-drying (lyophilisation), and which are
allocated to a hazard group no higher than Group
2 as defined by the UK Advisory Committee on
Dangerous Pathogens (ACDP);
(b) Plasmids, including recombinants, either
(i) cloned into a bacterial or actinomycete host,
or
(ii) as naked DNA preparations.
As regards (i) above, the hazard category of
the host with or without its plasmid must be no
higher than ACDP Group 2.
As regards (ii), above, the phenotypic markets
of the plasmid must be capable of expression in a
bacterial or actinomycete host and must be
readily detectable. In all cases, the physical
containment requirements must not be higher

than level II as defined by the UK Genetic
Manipulation Advisory Group (GMAG) and the
properties of the deposited material must not be
changed significantly by liquid nitrogen freezing
or freeze-drying.
(c) Bacteriophages that have a hazard rating and
containment requirement no greater than those
cited in (a) or (b), above, and which can be
preserved without significant change to their
properties by liquid nitrogen freezing or by
freeze-drying.
Notwithstanding the foregoing, the NCIB
reserves the right to refuse to accept any material for
deposit which in the opinion of the Curator presents
an unacceptable hazard or is technically too difficult
to handle.
In accordance with Rule 12.2 of the Regulations
under the Budapest Treaty, the fees charged by the
National Collection of Industrial Bacteria will be as
follows in regard to the items indicated:
For storage of a microorganism in accordance with the Treaty
£225
For the issue of a viability statement
where a fee may be charged
40
For the furnishing of a sample in accordance with Rule 11.2 or 11.3
(i) to commercial organizations ...
18 +
actual cost of carriage
(ii) to non-profit-making organizations
9+
actual cost of carriage
The fees are payable to the National Collection of
Industrial Bacteria. Charges paid by individuals or
organizations within the United Kingdom are
subject to Value Added Tax at the current rate for
carriage charges only. The correct form for the
address of the NCIB is as follows:
The National Collection of Industrial Bacteria
c/o The National Collections of Industrial and
Marine Bacteria Ltd.
Torry Research Station
POBox 31
135 Abbey Road
Aberdeen AB9 8DG

[End of text of the notification of the
Government of the United Kingdom]
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Pursuant to Article 7(2)(b) of the Budapest Treaty,
the assurances furnished in the said notification of the
Government of the United Kingdom will apply as from
October 31, 1986 (date of the present publication),
whereas the fees set forth in the said notification of the
Government of the United Kingdom will apply as from
the thirtieth day following the date (October 31,1986) of
the publication of the said fees in the present issue of
Industrial Property, that is, as from November 30,1986
(see Rule 12.2(c) of the Regulations under the Budapest
Treaty), and will replace the fees for the storage of a
microorganism, the issuance of a viability statement
(where a fee may be charged) and the furnishing, in
accordance with Rule 11.2 or 11.3, of a sample, as
published in the January 1985 issue of Industrial
Property.
Budapest Communication No. 29 (this Communication is the subject of Budapest Notification No. 53, of
September 26, 1986).

II. Corrigendum
Change in Fees under Rule 12.2 of the
Regulations under the Budapest Treaty
AMERICAN TYPE CULTURE COLLECTION (ATCC)
The schedule of fees for the ATCC published in the
July/August 1986 issue of Industrial Property, should
read as follows:
ATCC Cultures (per sample)
Algae, animal and plant viruses, bacteria, bacteriophages, fungi, plant tissue cultures, plasmids,
protozoa, seeds (25 per sample) and yeasts, (except
Preceptrol cultures)

,. . .
— United States non-profit institutions
— Foreign non-profit institutions . . .
— Other United States and foreign
institutions
ATCC Preceptrol Cultures
— All United States and foreign institutions
ATCC Oncogenes
— United States non-profit institutions
— Foreign non-profit institutions . . .
— Other United States and foreign
institutions
ATCC Cell Lines
CCL 1, CCL 10, CCL 23, CCL 34, CCL
61, CCL 75, CCL 81, CCL 92, CCL 163,
CCL 171, CCL 240, CRL 1580, CRL
1593, all TIB cells, all HTB cells, HB 1 to
HB 7999
— Unites States non-profit institutions
— Foreign non-profit institutions . . .
— Other United States and foreign
institutions

US$
40.00
40.00*
64.00

12.00
45.00
45.00**
72.00

40.00
40.00
64.00

All Other Cell lines
— United States non-profit institutions
45.00
— Foreign non-profit institutions . . .
45.00**
— Other United States and foreign
institutions
72.00
Cell lines ordered in flasks, protozoa ordered in
test tubes, and other deposits specially ordered in test
tubes carry an additional fee of US $35.00.
The minimum invoice is US $45.00. Orders
received for lesser amounts will be invoiced at the
minimum.
* Subject to an additional US $24.00 per culture handling and
processing charge.
** Subject to an additional US $27.00 per culture handling and
processing charge.
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WIPO Meetings
•

Paris Union
Committee of Experts on Intellectual Property
in Respect of Integrated Circuits
Second Session
(Geneva, June 23 to 27, 1986)
NOTE*
The second1 session of the Committee of Experts on
Intellectual Property in Respect of Integrated Circuits
(hereinafter referred to as the "Committee of Experts")
took place in Geneva, at the headquarters of WIPO,
from June 23 to 27,1986. Experts from the following 37
States participated: Algeria, Argentina, Australia,
Austria, Brazil, Bulgaria, Canada, Chile, Denmark,
Egypt, Finland, France, Ghana, Greece, Germany
(Federal Republic of), India, Ireland, Italy, Japan,
Madagascar, Morocco, Netherlands, Nicaragua,
Nigeria, Norway, Philippines, Portugal, Republic of
Korea, Soviet Union, Spain, Sweden, Switzerland,
United Kingdom, United States of America, Uruguay,
Yemen, Yugoslavia. In addition, experts from three
intergovernmental organizations and 17 non-governmental organizations participated in an observer
capacity. The list of participants follows this Note.
Discussions were based on a revised draft Treaty
(revised in the light of the discussions in the first session
of the Committee of Experts (November 1985) and the
consultations on technical issues organized by the International Bureau (February 1986)) prepared by the International Bureau of WIPO. The aim of the draft Treaty is
to provide a system of international protection for the
layout-designs of semiconductor integrated circuits
(often referred to as "microchips"). The discussions also
referred to three additional working documents
prepared by the International Bureau, entitled "The
Draft Treaty and the Copyright Conventions," "Consultations and Technical Issues," and "Legislative Texts
Concerning the Protection of Layout-Designs of [Semiconductor] Integrated Circuits," respectively.
General observations were made on the draft Treaty
as well as on recent national developments in the
protection of integrated circuits. In this connection,
several experts expressed appreciation and support for
* Prepared by the International Bureau.
For a note on the first session of the Committee of Experts, sec
Industrial Properly. 1986. p. 110.
1

-*•,-

*

the draft Treaty and underlined the need for urgent
action at the international level in this field. Several
other experts expressed the view that the subject of
protection of integrated circuit layout-designs required
close examination before consideration could be given
to the adoption of a treaty and that initiatives in respect
of new fields of technology, such as integrated circuits,
should be pursued, taking fully into account the
concerns of developing countries.
Subsequently, the experts engaged in an article-byarticle review of the draft Treaty. The following is a brief
summary of the comments made by them.
Definitions. Definitions of the terms "microchip,"
"[semiconductor] integrated circuit" and "layoutdesign," as well as of the concept of originality, were
included in the draft Treaty, although the comments
that accompanied the draft definitions of the latter three
terms said that it might be preferable not to include
them in the Treaty because they depended on future, yet
unforseeable, technological developments, and because
they were not indispensable as shown by the fact that
also international conventions on much broader issues
of intellectual property did, could and do without
defining the protected subject matter. The said definitions, are as follows:
**(iv) microchip means a manufactured [semiconductor] integrated circuit.
"[(v) [semiconductor] integrated circuit means a circuit in
which the active elements, interconnections and any passive
elements are integrally formed in and/or on a [semiconductor]
substrate and which is intended to perform an electronic
function.]
"[(vi) "la>out-design' means the three-dimensional disposition of the active elements, interconnections and passive
elements of [a semiconductor] [an] integrated circuit, in whichever
form such disposition is fixed or encoded.]
~[(vii) the layout-design of [a semiconductor] [an] integrated
circuit shall be considered 'original' if it has not been copied and is
the result of intellectual effort.]" (Article 1).

While, subject to some detailed comments, there was
general agreement concerning the accuracy of the
proposed definitions, opinions remained divided as to
the necessity of including the definitions in the text of
the Treaty itself. Although some experts felt that definitions were required in order to delineate clearly the
technical scope of the Treaty, others feared that precise
definitions could render the Treaty soon outdated
because of the rapid progress of technology ; therefore, it
was considered that any technical definitions had to be
either sufficiently flexible or should be omitted altogether, with reliance placed instead on the common
understanding in the Contracting States of the subject
matter to be protected. As a possible solution for such
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flexibility, it was suggested that the definitions should
be included in a protocol accompanying the Treaty
rather than in the Treaty itself, or that the Treaty should
provide that the definitions could be amended by a
decision of the Assembly to be established under the
Treaty, rather than by a revision of the Treaty itself.
With respect to the definition of a "[semiconductor]
integrated circuit," the word "semiconductor" had been
placed within square brackets in the draft Treaty since a
clarification seemed to be required as to whether the
Treaty should deal with the layout-design of semiconductor integrated circuits only or also with integrated
circuits that were not semiconductors. While some
experts pointed out that limiting the Treaty only to
semiconductor integrated circuits might render its technical scope too narrow, others mentioned that such a
limitation might be necessary in order to exclude from
coverage certain types of circuits, such as printed circuit
boards, that were different from integrated circuits. As a
possible solution, it was suggested that the word "semiconductor" could be deleted from the Treaty if it were
understood that a country that protected the layoutdesigns of semiconductor integrated circuits only would
comply with its obligations under the Treaty; in the
alternative, mention was made of the possibility of
providing for a reservation that would permit a country
to restrict the application of the Treaty to semiconductor
integrated circuits.
National Treatment. Article 2 of the draft Treaty
contains the following provisions:
"(I) Subject to Articles 3 to 5. each Contracting State shall, in
respect of the original layout-design of [semiconductor] integrated
circuits, grant to nationals or residents of the other Contracting
States the same protection that it grants to its own nationals, and it
may subject such protection to the same formalities, if any, that the
protection of its own nationals is subjected to.
"(2) It is understood that the protection in respect of the
layout-design of [semiconductor] integrated circuits shall be
limited to original layout-designs."

The principles contained in those provisions were
generally supported by the experts.
Rights. Article 3 of the draft Treaty contains the
following provisions:
"( 1 Ka) Subject to paragraphs (3) and (4), any Contracting State
shall consider unlawful at least the following acts if performed
without the authorization of the proprietor:
(i) copying the original layout-design,
(ii) incorporating the original layout-design in a manufactured
microchip,
(iii) importing, selling or otherwise distributing such microchips,
(iv) incorporating such microchips in industrial articles, and
importing, selling or otherwise distributing such industrial
articles.
(b) Any Contracting State shall provide for measures to ensure
the prevention and repression of acts considered unlawful under
subparagraph (a).
"(2) The authorization referred to in paragraph (1 Xa) may not,
under any circumstances, be replaced by a non-voluntary
license.
"(3) Notwithstanding the provisions contained in paragraph
( 1 )(a)(i). any Contracting State may consider lawful the copying of a

layout-design, without the authorization of the proprietor, if the
copying is solely for the purposes of teaching or research.
"(4) Notwithstanding the provisions contained in paragraph
( 1 Xa)(i). no Contracting States shall consider unlawful the copying
of the layout-design without the authorization of the proprietor in
the following cases:
(i) if the copying is solely for the purposes of analysis, evaluation
or reverse engineering, provided that, where the reverse engineering results in the production of a [semiconductor] layoutdesign, such layout-design is, in itself, original,
(ii) if what is copied is commonplace or familiar in the integrated
circuit industry,
(iii) if what is copied is exclusively dictated by the functions of the
[semiconductor] integrated circuit.
"(5) Notwithstanding the provisions contained in paragraph
(lXa)(ii) to (iv). no Contracting State shall consider unlawful the
performance, without the authorization of the proprietor, of any of
the acts referred to in those provisions where the microchip results
from copying permitted by virtue of paragraph (4X0 Inverse engineering].
"(6) Notwithstanding the provisions contained in paragraph
( 1 Xa)(iii) and (iv), no Contracting State shall consider unlawful the
performance, without the authorization of the proprietor, of any of
the acts referred to in those provisions:
(i) where the act is performed, and as long as it is performed,
without actual knowledge of the fact that the layout-design is
protected, or without reasonable grounds for believing that the
layout-design is protected [innocent infringement], provided
that, after notice of protection, the performance of such acts in
respect of microchips or industrial articles acquired before
such notice shall entail the obligation to pay reasonable remuneration to the proprietor,
(ii) where the act is performed in respect of microchips or industrial articles that have been put on the market by, or with the
consent of, the proprietor [exhaustion of rights].
**(7) Where the industrial article referred to in paragraph
(l)(a)(iv) is part of a land vehicle, vessel, aircraft or spacecraft
registered in a Contracting State, and when the land vehicle, vessel,
aircraft or spacecraft of which the said article is a part enters,
temporarily or accidentally, the territory, waters, or airspace of
another Contracting State, the latter State shall not consider such
event as an importation in the sense of paragraph (lXa(iv)."

A large number of experts expressed support for the
structure and content of those provisions, particularly
the fact that the provisions established a system of
minimum protection permitting Contracting States to
grant more extensive protection if they so wished.
Nevertheless, a concern was expressed by one expert
about the need to balance the interests of proprietors of
layout-designs of integrated circuits with the interests of
the public at large. Several experts suggested that further
clarification be provided with respect to whether the
acts that were made unlawful were only those
committed for commercial purposes. Furthermore,
although the necessity of including an exception in the
Treaty for reverse engineering was generally recognized
by the experts, differences of opinion existed with
respect to the exact meaning ofthat concept, and several
proposals were made to clarify the concept.
As regards non-voluntary licenses, some experts
supported the prohibition, stating that non-voluntary
licenses were not necessary in the case of layout-designs,
in particular since the effect of protection was different
from that in other fields of intellectual property and
since the provisions on reverse engineering, the short
term of protection and the limited character of the
exclusive rights ensured a satisfactory balance between
the interests of the owners of rights and those of users.
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Other experts considered that the draft Treaty should
not exclude the possibility of granting non-voluntary
licenses. In particular, it was questioned by the latter
experts whether the possibility of reverse engineering
would eliminate the need for granting non-voluntary
licenses. According to those experts, the possibility of
providing for non-voluntary licenses would be required,
not only in the interest of national security or other vital
national interests, but also where refusal to allow the
working of a layout-design had the effect of hampering
technology transfer.
Formalities. Article 4 of the draft Treaty contains
the following provisions:
"(1) Any Contracting State may make protection conditional
upon the filing of material allowing the identification of the
original layout-design with a national or international public
authority and the registration of the proprietor's claim to
protection by such authority, provided that the time allowed for
effecting such filing shall be at least two years from the date on
which the proprietor first exploits commercially the original
layout-design of the [semiconductor] integrated circuit, the
microchip that incorporates that layout-design or the industrial
article that incorporates such microchip. Registration may be
subjected to the payment of a fee. Where part of the identifying
material would contain trade secrets, the proprietor cannot be
obliged to file such part, as long as the filed material is sufficient to
allow the identification of the original layout-design.
"(2) Any Contracting State may require that changes in the
person of the proprietor shown in the initial registration be registered with the said authority to be effective against third
parties.
"(3) No Contracting State shall make protection conditional
upon the fulfillment of any formality other than those referred to in
paragraphs (I) and (2)."

A large number of experts indicated their support for
the principles contained in those provisions and
expressed the understanding that protection could not
be made conditional upon the examination of the originality of the layout-design by the authority with which
the identification material was filed. The suggestion was
made, however, to clarify further the exception
concerning the filing of identifying material containing
trade secrets; in the alternative, the deletion of those
provisions was proposed.
Term of protection. Article 5 of the draft Treaty
contains the following provisions:
"(1) The protection provided for in Article 3 shall last at least
10 years counted from either of the following two dates:
(i) the date of the registration, in the Contracting State in which
protection is claimed, of the proprietor's claim to
protection,
(ii) the date on which, anywhere in the world, the proprietor first
exploits commercially the original layout-design of an integrated circuit, the microchip that incorporates such layoutdesign or the industrial article that incorporates such
microchip.
"(2) Where, under the national law of a Contracting State,
protection starts only upon registration, but where commercial
exploitation has started before registration, the proprietor shall
have the right to a reasonable remuneration in respect of any act
performed in that State before registration which, after registration, requires his authorization by virtue of Article 3."

Many experts expressed strong support for those
provisions and stated that they struck a proper balance
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between the interests of proprietors and those of society.
Other experts, however, expressed reservations in
respect of the 10-year minimum term of protection and
considered that a right to remuneration for acts
performed prior to registration could lead to abuses. In
the view of the latter experts, a minimum term of five
years would be sufficient as the effective life span of
most layout-designs was four to five years and was likely
to decrease in future. A minimum five-year term with a
possibility of an additional five-year prolongation was
suggested as a possible compromise. In addition, a
suggestion was made that commencement of protection
based on first commercial exploitation be limited to acts
of public commercial exploitation, for example, an offer
for sale to the public.
Entry into force of the Treaty. Article 8 of the draft
Treaty provides that entry into force of the Treaty
would occur three months after three States have
deposited their instruments of ratification or accession.
Most experts who expressed a view on that provision
felt that three States was not a sufficient number to bring
the Treaty into force. While some of those experts
considered that the minimum number of ratifications
or accessions necessary for entry into force should be
one-third of the States members of WIPO, other experts
believed that a minimum of five ratifications or accessions, as found in some other intellectual property
treaties, could be an acceptable solution.
Additional proposals. Several experts suggested that
the draft Treaty should provide for preferential
treatment for developing countries. Those provisions
should, in the view of experts from developing countries, give full recognition to the economic and social
development needs of developing countries and to
ensuring a proper balance between those needs and the
rights granted by intellectual property in respect of integrated circuits, facilitate the development of technology
by developing countries and aim at improving the
conditions for the transfer of technology from industrialized to developing countries under fair and
reasonable terms, encourage inventive activity in the
field of integrated cirucuits, increase the potential of
developing countries in judging the real value of microchips and in screening licensing contracts, aim at
enabling developing countries to take all appropriate
measures to prevent abusive practices in the field, and
be designed to facilitate economic development and to
ensure cooperation among developing and industrialized countries.
The Director General of WIPO stated that he
attached great importance to the proposals made by the
experts from developing countries and indicated that
the International Bureau of WIPO would give full
consideration to the suggestions coming from those
countries. He expressed his appreciation for the
readiness of the developing country experts to assist the
International Bureau with respect to provisions on
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preferential treatment and, in response to a suggestion
that a focal point be designated within the International
Bureau for contacts with developing countries in the
field of intellectual property in respect of integrated
circuits, said that he would act as that focal point, at
least initially, and that he and the Secretariat would be at
the disposal of all countries and all groups of countries.
The Committee of Experts also discussed a proposal,
introduced during the first session of the Committee of
Experts by the Delegation of the United States of
America, for the establishment of consultation procedures for the settlement of disputes between
Contracting States concerning the implementation of
Treaty provisions. According to the Expert from the
United States of America, the proposed procedure
would not replace the resolution of private disputes in
the domestic jurisdictions of Contracting States but was
intended to help resolve misunderstandings between
governments as to the interpretation of the provisions
of the Treaty. The result of the proposal, according to
the Expert, would "be to strengthen WIPO's role as an
effective international organization in implementing its
task of ensuring universal respect for intellectual
property treaties. While some experts felt that the
proposal was an interesting and potentially useful one,
most expressed the view that it required further study.
Other experts, however, expressed a negative attitude
towards including the proposed procedure in the
Treaty.

II. Intergovernmental Organizations
Commission of the European Communities (CEC): B. Posner; M.
Langer. Council of European Communities: T. Boom. European Patent
Organisation (EPO): H. Niveau de Villedary; D.X. Thomas.

HI. Non-Governmental Organizations
British Computer Society (BCS): B. Niblett. Committee of National
Institutes of Patent Agents (CNIPA): W. von Willich; J.U. Neukom.
Computer and Business Equipment Manufacturers Association
(CBEMA): F.T. Boehm. Electronic Industries Association of Japan
(EIAJ): K. Nakamura. European Electronic Component Manufacturers Association (EECA): A. Koerber; J.W. Veerman. Industrial
Property Cooperation Center (IPCC): S. Yamaguchi. International
Association for the Protection of Industrial Property (A1PPI): T.
Mollet-Vieville; P. Guilguct. International Chamber of Commerce
(ICC): F.T. Boehm: S. Bernhard; A. Koerber; C. Maggioni; J.W.
Veerman; J.M.W. Buraas. International Federation of Industrial
Property Attorneys (FIC PI): H. Bardehle. International League for
Competition Law (LIDC): J.-F. Léger. International Literary and
Artistic Association (ALAI): E. Martin-Achard. International Patent
and Trademark Association (IPTA): R.S. Laurie. International
Publishers Association (IPA): J.A. Koutchoumow. Max Planck
Institute for Foreign and International Patent, Copyright and Competition Law: T.K. Dreier. Semiconductor Industry Association
(SIA): R.M. Gadbaw. Union of European Practitioners in Industrial
Property (UEPIP): H.-E. Böhmer. Union of Industries of the
European Community (UNICE): R.J. Hart; A. Koerber; J.W.
Veerman.

IV. Officers
Chairman: A.H. Olsson (Sweden). Vice-Chairmen: Z. Kitagawa
(Japan): N. Popov (Soviet Union). Secretary: L. Baeumer (WIPO).

LIST OF PARTICIPANTS31

I. States
Algeria: H. Redouane. Argentina: N.S. Fasano. Australia: L.G.
Honcope. Austria: R. Dittrich; G. Mayer-Dolliner. Brazil: J.M.V. de
Souza: C.I. Zamitti Mammana; O.L. Montciro Farias; R. Stille: P.R.
França. Bulgaria: O. Delev. Canada: L.J. Edwards; H.P. Knopf.
Chile: C. Lynam. Denmark: L. 0sterborg; A. Boe; J. Norup-Nielsen.
Egypt: W.Z. Kamil. Finland: J. Liedes; M. Tarhio; S. Lahtincn.
France: M.M. Hiance; B. Vidaud. Germany (Federal Republic of): L
Koch : D. Schennen. Ghana: M. Abdullah. Greece: P. Michaelides; A.
Bizas. India: G. Soni; S.R. Tayal. Ireland: J.A. Daly: A. ColemanDunnc. Italy: M.G. Fortini; G. Baldari; C. Pompi. Japan: Z.
Kitagawa; Y. Masuda: S. Kamogawa; I. Araki. Madagascar R.G.
Razafimahefa. Morocco: M.S. Benryanc. Netherlands: M. Martin;
E.C. Nooteboom: J. Meijer-Van der Aa. Nicaragua: O. Aleman.
Nigeria: J. Oniwon. Norway: B. Nyhagen; J. Bing. Philippines: A.L.
Catubig- Portugal: J. Mota Maia. Republic of Korea: K.H. Lee. Soviet
Union: N. Popov; V.V. Varfolomeev. Spain: J.-D. Vila Robert.
Sweden: H. Olsson; J.-E. Bodin; R. Halvorsen. Switzerland: J.-L.
Comte: F. Probst. United Kingdom: J.P. Britton: D.M. Haselden.
United States of America: R. Oman; M. Keplinger; D. Schrader:
W.H. Skok. Uruguay: R. Gonzales-Arenas. Yemen: A.Y. Al
Modhwahi. Yugoslavia: G. Fejic.
** A list containing the titles and functions of the participants may
be obtained from the International Bureau of WIPO.

V. International Bureau of WIPO
A. Bogsch (Director General): K. Pfanner (Deputy Director General):
L. Baeumer (Director, Industrial Property Division).

Madrid Union
Working Group
on Links Between the Madrid Agreement and
the Proposed (European) Community Trade Mark
Second Session
(Geneva, July 2 to 4, 1986)
NOTE*
The Working Group on Links between the Madrid
Agreement and the Proposed (European) Community
* Prepared by the International Bureau.
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Trade Mark (hereinafter referred to as "the Working
Group") met in Geneva for its second session from
July 2 to 4, 1986.'
The following States were represented at the meeting
of the Working Group: Austria, Belgium, Bulgaria,
Czechoslovakia, Denmark, France, German Democratic Republic, Germany (Federal Republic of),
Greece, Hungary, Ireland, Italy, Luxembourg,
Morocco, Netherlands, People's Democratic Republic
of Korea, Portugal, Romania, Soviet Union, Spain,
Sudan, Switzerland, Tunisia, Viet Nam, United
Kingdom, Yugoslavia (26). Representatives of four
intergovernmental and 16 non-governmental organizations also attended the meeting of the Working Group in
an observer capacity. The list of participants follows
this Note.
Discussions were based on a Memorandum by the
Director General, entitled "Possible Protocols to the
Madrid Agreement" (document MACT/II/2). The
Draft Protocols to the Madrid Agreement Concerning
the International Registration of Marks, together with
the notes that accompanied the two drafts in the above
document, are published in full below.
The drafts of two Protocols were presented :
(a) Protocol A in effect amends the Madrid
Agreement and is intended to bring about a reform in
the present Madrid system which, at least for the time
being, seems to be the reform required to increase the
probability of Denmark, Greece, Ireland and the United
Kingdom (the four countries members of the European
Community but not party to the Madrid Agreement,
hereinafter referred to as "the four States") finding the
Madrid system acceptable to them. The reform has the
following three main features:
(i) it allows a national application to be the basis of
the international registration (instead of requiring that
the basis be a national registration);
(ii) it extends the time limit for notice of possible
refusal from one year to 18 months;
(iii) it allows any designated trademark office to
require that it be paid, in connection with each international registration in which it is designated, the same fee
as it receives where the Madrid system is not used
(rather than a fee whose amount is fixed by the Madrid
Union countries concerned in a joint decision).
(b) Protocol B establishes the link between the
Madrid system and the future Community system (as
imagined today):
(i) a Community application (provided that the
applicant comes from a Community country) may be
the basis of an international (Madrid) registration;
and
(ii) through an international (Madrid) registration,
the effect of a Community registration may be
obtained.
1

p. 185.

For a Note on the first session, sec Industrial Property, 1986.
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The Director General indicated that, in order to
provide the necessary basis for the preparation of the
document that would have to be submitted to the
Assembly of the Madrid Union at its forthcoming
extraordinary session in September 1986,2 it was
desirable that views be expressed on the following main
issues raised by Protocol A:
(i) Was it acceptable to base an international registration either on a national filing or a national registration in the country of origin, at the choice of the
applicant?
(ii) Was the proposed duration, namely 18 months,
for the period allowed for provisional refusal
acceptable?
(iii) Should there be a possibility for transforming
(unsuccessful) international registrations into national
applications, or should one abide by the present system
of central attack, which should then have to be
acceptable to the four States?
(iv) Is the proposed duel fee system acceptable?
General Observations*
The participants first had a general discussion. In the
course of that discussion, the Delegations of the four
States made individual statements:
The Delegation of Denmark said that interested
circles in its country were very much in favor of the idea
of joining the Madrid Union by way of Protocol A. As
Protocol A satisfied most of the desires expressed by
Denmark, that country intended to accede to it
provided that it was not substantially amended in the
course of the discussions, and also on condition that
countries commercially important to Denmark did
likewise. However, the Delegation did wish to see
certain articles of Protocol A amended, and reserved the
right to revert to those points at the time of the detailed
discussion.
The Delegation of Greece, while recalling that, at the
first session of the Working Group it had declared itself
in favor of complete removal of the dependency principle, said that the solution proposed in Protocol A
which consisted in allowing an international registration to be based on a national application was an
acceptable compromise. As for the time limit of 18
months for the issue of a provisional refusal, the Delegation considered a longer time limit necessary, but was
prepared, in a spirit of collaboration, to look for a
compromise solution that it could consider reasonable.
On the subject of central attack, the Delegation recalled
that it had spoken out in favor of a more radical solution
than that at present proposed in Protocol A, but
declared itself willing to accept the latter as a
compromise solution. With regard to Protocol B, the
:
A document on the future work concerning the revision of the
Madrid Union system.
J
A full account of the general observations made is to be found in
the report of the session (document MACT/II/4).
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Delegation considered that the solution of the problems
that it addressed would depend on acceptance by all the
countries concerned of the proposed amendments to the
Madrid Union system, and also on the eventual
contents of the Community Trade Mark Regulation
that was being worked out.
The Delegation of Ireland stated that it did not have
exactly the same views on Protocol A and on Protocol B.
As regards Protocol A, Ireland was not in a position to
accept it because, although it contained elements more
favorable than the Madrid Agreement, some difficulties
remained. In particular, the Delegation mentioned the
problems raised by central attack which were not yet
solved in a satisfactory manner, the proposal to limit the
amount of the fees which a national Office would
receive under the Protocol to an amount which would
be less than what it would receive in its national system,
the question of the general acceptance of the English
language, which was not solved in Protocol A, and the
question of time limits which presented insuperable
difficulties both in the Madrid Agreement and in
Protocol A. On the other hand, Ireland could take a
different position with respect to Protocol B where
much depended on the question whether it would be
possible to create links between the Community Trade
Mark system and the Madrid Union system without all
EEC Member States being bound either by the Madrid
Agreement or by Protocol A. The Delegation of Ireland
said that it considered that Protocol A existed not
because Ireland was seeking membership of an international arrangement but rather because members of the
Madrid Union wanted to see a territorial extension of
the Madrid Agreement.
The Delegation of the United Kingdom stated that it
was willing to discuss Protocol A with a positive attitude
but that its country, unlike Denmark, could not accept
Protocol A as it was proposed. The Delegation said that
it could accept that an international registration be
based on a national filing and that it could also accept
the principle of central attack and the possibility of
transforming international registrations into national
applications. On the other hand, the 18-month time
limit for refusal should be lengthened and the
requirement that all grounds of refusal must be indicated within the time limit for refusal should be
softened. While the proposed fee system was interesting
in itself, any reduction of the amount of the fees which
the United Kingdom Patent Office would receive as
compared with the fees received from direct applications would be unlikely to be acceptable. As far as the
use of the English language was concerned, the Delegation stressed that it was an important matter but
noted that the Memorandum proposed to solve the
issue in the Regulations under the Madrid
Agreement
The delegations of the countries party to the Madrid
Agreement that spoke during the general discussion
considered for the most part that Protocols A and B
could provide an acceptable basis for discussion, and

that they were prepared to make certain amendments to
the Madrid Agreement system if that could make the
system acceptable to a greater number of States. Certain
delegations pointed out, however, that such amendments could involve certain risks, that complementary
studies should still be carried out, or that consulations
with the professional circles concerned had yet to be
completed.
Examination of the Protocols
Following the general discussion, the participants
proceeded to examine the drafts of Protocol A and
Protocol B. The discussions on the two Protocols are
summarized below.
With regard to the draft of Protocol A, the member
countries of the Madrid Union declared themselves
willing to consider the possibility of revising the Madrid
Agreement according to the principles proposed in the
Protocol if that was necessary to broaden the
membership of the Madrid Union. On the other hand,
the Member States of the European Community that
were not members of the Madrid Union—with the
exception of Ireland—showed themselves to be willing
to adhere to the revised Madrid system or at least to be
more favorably disposed towards such adherence. With
regard to the substantive questions raised by the
planned revision, the countries of the Madrid Union,
while preferring the present system, were not in principle opposed to an international registration based on a
national application and on an extension of the time
limit for refusal if that was necessary to secure the
accession of new countries. Those that were not
members of the Union considered the latter two points
important to them. The central attack solution was
moreover winning more and more recognition as a valid
system, and one not necessarily in need of modification.
Only two countries continued to consider it necessary to
depart from that system. The transformation system
provided for in Article A6 was not considered essential.
If it were to be retained, the time limit should be reduced
considerably in relation to the proposal of one year. One
question that remained to be solved was that of fees; in
that connection the member countries of the Madrid
Union and users emphasized the advantages of the
present system, whereas the other countries said that the
designation fee payable per country should be sufficient
to cover all costs, and therefore should be equivalent to
national fees, subject to the deductions corresponding to
the work done by the International Bureau. It was for
the competent bodies of the Madrid Union to draw new
conclusions and express their views on the subject.
With regard to the draft of Protocol B, the discussions revealed the desire of the countries of the Madrid
Union to create a link with the European Community
Trade Mark system, and conversely the desire of the
countries of the European Community to create a link
with the Madrid Union, regardless of whether or not
those countries were also members of the Union. With
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regard to substance, any adaptation of the Madrid
system would be based on the principles envisaged in
relation to Protocol A, and would be accompanied by
fees in sufficient amount to cover all essential expenditure in connection with the European Community
Trade Mark system. For the continuation of the work,
due account would have to be taken of the development
of the situation within the European Community.

Future Work
The continuation of the work was the subject of a
decision taken by the Assembly of the Madrid Union at
its subsequent extraordinary session from September 8
to 12, 1986 (see the Note on that meeting, which will
appear in the November issue).
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PROTOCOL

A

AMENDING, IN THE RELATIONS BETWEEN CERTAIN COUNTRIES.
THE: MADRID AGREEMENT CONCERNING
THE INTERNATIONAL REGISTRATION OF
MARKS (ACT OI STOCKHOLM

Notes on Article AI
12. Adparagraph (Ij(a): Countries party to thcP-aris Convention may
become party to the Protocol (sec Article Al 1(1) and (2)).
13. Articles 1 to 13 of the Madrid Agreement arc the substantive and
administrative provisions; Articles 14 to 18 of the Madrid Agreement
are the final clauses. The first apply in the case of the Protocol "subject
to the provisions of this Protocol." that is, except as modified by the

or 1967. AS AMENDED IN 1979)

Article AI
Applicability of the Madrid Agreement
as Amended by the Protocol
[{\)](a) Any country party to this Protocol shall, subject to the
provisions of this Protocol, apply Articles 1 to 13 of the Madrid
Agreement Concerning the International Registration of Marks as
revised in Stockholm in 1967 and as amended in 1979 (hereinafter
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Protocol (by the Protocol's Articles Al to A10), and with the understanding staled in subparagraph (b). They follow the order of the
Madrid Agreement and modify it (delete certain words, or passages
and or add new words or passages). The final clauses of the Madrid
Agreement do not apply in the case of the Protocol ; the Protocol has its
complete set of final clauses (Articles All to A13).
14. Substantive Provisions. The Protocol has eight articles that contain
substantive provisions. The first (Article AI) defines the situations in
which the Protocol applies. The following seven articles (Articles A2 to
A8) contain the modifications (additions or deletions) to the Madrid
Agreement:
(i) Article 1(2) and Article 3(1) of the Madrid Agreement are
modified by Article A2: the latter introduces the possibility of basing
an international application on a national application;
(ii) Article ibis of the Madrid Agreement is modified by Article
A3: it really deals with a mere formality, abolishing the need of a
notification by a Contracting State in respect of territorial limitation:
(iii) Article 5(2) and (5) of the Madrid Agreement is modified by
Article A4 : the latter extends the period allowed for provisional refusal
from one year to 18 months;
(iv) Article 6(1) and Article 7(1) of the Madrid Agreement are
modified by Article A5: the latter reduces from 20 to 10 years the
period of validity of the initial international registration and of any
subsequent renewal thereof:
(v) Article 6(2) and (3) of the Madrid Agreement is modified by
Article A6: the latter completes the former (dealing with dependence)
so that it covers also the situation in which the international registration is based on a national application (rather than a national registration) and by introducing a completely new idea, namely that of the
possibility of transforming (unsuccessful) international registrations
into national applications (called "conversion** in the proposed
Community system):
(vi) the system of fees due to the designated Offices under Article
8 of the Madrid Agreement is made optional by Article A7: the latter
allows any country' to choose a different system in which, roughly
speaking, such country' will receive, for each international registration
and renewal, an amount equivalent to its national fees (rather than an
amount corresponding to a certain share in the fees established by the
Assembly of the Madrid Union);
( vii) Article 9 of the Madrid Agreement deals with the re-recording
in the international register of certain changes recorded in national
registers in respect of marks that have been registered in the national
register. Article A8 makes those provisions also applicable in the case
of national applications. Whether Article A8 is necessary at all will be
further examined.
15. Administrative Clauses. The Protocol has two provisions (Articles
A9(2) and A10) that modify the administrative clauses (Articles 10 to
13) of the Madrid Agreement:
(i) Article 10 of the Madrid Agreement establishes the Assembly
of the Madrid Union and provides, in effect, that each country member
of the Assembly has the right to vote in the Assembly on any question
before the Assembly. Article A9(2) makes an exception in the case of
decisions concerning matters that, by their nature, do not concern all or
certain of the countries party to the Protocol and not party to the
Madrid Agreement: such countries shall not vote in the Assembly on
such matters. It is expected that countries party to the Madrid
Agreement but not party to the Protocol will refrain from voting in the
Assembly on matters that concern only countries party to the Protocol
without being party to the Madrid Agreement. On this question, as well
as on the question of a sole Union and a sole Assembly, sec paragraph
47. below.
(ii) Article 13 of the Madrid Agreement deals with the modification of certain administrative provisions. Article AI0 introduces
similar principles to those contained in Article A9 when the modification is of interest only to countries that are not party to the
Protocol.
16. Final Clauses. Finally, the Protocol has three articles (Articles
All to A13) that contain the final clauses. As already stated, they
simply replace, rather than modify, the final clauses (Articles 14 to 18)
of the Madrid Agreement.

referred to as "the Madrid Agreement") in respect of marks whose
country of origin is a country party to this Protocol.
(b) References in the Madrid Agreement to that Agreement and to
"contracting countries" shall be considered, for the purposes of this
Protocol, as references to this Protocol, and to countries party to this
Protocol, respectively.
[(2) Notwithstanding paragraph ( 1 ), where the applicant for international registration is a person who is entitled to apply for international registration under the Madrid Agreement, the international
application may not mention, under Article iter\ 1 ) or (2) of the Madrid
Agreement, any country party to the Madrid Agreement; it may only
mention, under Article lter\\) or (2) of the Madrid Agreement a
country party to this Protocol without being party to the Madrid
Agreement.]
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17. Ad "Country of origin": The definition of the country of origin is
maintained in the Protocol as that definition is in Article 1(3) of the
Madrid Agreement. However, if the provision is read together with
other provisions, it gives, or may give, a different result:
(i) it is not any country of the "Special [Madrid] Union" but only a
country that is (also) party to the Protocol that may be a country- of
origin for the purposes of the Protocol;
(ii) it is not necessary' that the "base mark" be registered in the
trademark office of the country of origin since it is enough that it be the
subject of an application for registration in that office.
18. Ad paragraph (l)(b): This subparagraph seems to be self-explanatory.
19. Ad paragraph (2): Paragraph (2) is placed between square brackets
(as is the number "(I)" at the beginning of Article Al) because one
hesitates whether or not the provision it contains should be included in
the Protocol.
20. The provision might be characterized as a "safeguard clause." that
is, a clause which safeguards the Madrid Agreement as it is now, that is,
without any modification by the Protocol, in the relations of certain
countries. Those countries are countries that, although party to the
Protocol, arc also party to the Madrid Agreement. According to the
provision under consideration, in the relations between those countries, the (unmodified) Madrid Agreement would apply alone ; in other
words, in those relations, the Protocol would be considered to be nonexistent. This provision is offered in order to test whether the present
Member States of the Madrid Union really believe—what most of
them have frequently repeated in the past—that the present system
works so well that, were it not for attracting new members, they would
not contemplate changing anything in it. The safeguarding—or continuation—of the present system would be assured by providing, as the
provision under consideration (paragraph (2)) does, in essence, the
following: any applicant whose mark's country of origin is a country
party to the Madrid Agreement may not invoke the Protocol (e.g..
cannot make use of the more lenient central attack provisions of the
Protocol) in other countries that are party to the Madrid Agreement.
Among the consequences of such a restriction are that, in such situations, the national offices would have to continue to notify any provisional refusal within one year (rather than 18 months) and would
receive the fees as fixed by the Assembly of the Madrid Union (rather
than the equivalent of their own national fees (whose amount may be
higher or lower than the amount of the fees fixed by the
Assembly)).
21. The second sentence of paragraph (2) ("it may only mention...") is
merely explanatory : what it provides for is a necessary consequence of
the first sentence ("Notwithstanding...").
22. The following table shows which text (the Madrid Agreement or
the Protocol), if any, would apply where the country of origin is. and
where the designated country is. a country party to the Protocol only
("P"). the Madrid Agreement only ("M") or both the Madrid
Agreement and the Protocol ("MP"):

Country of Origin

ted Country

What Applies?

P
P
P

P
M
MP

P
nothing
P

M
M
M

P
M
MP

nothing
M
M

MP
MP

P
M
MP

P
M
MorP?»

MP

* The reply in the last situation depends on whether or not Article
Al will contain paragraph (2): if it docs, the Madrid Agreement (and
only the Madrid Agreement) will, and the Protocol will not apply; if it
does not, the Protocol (and only the Protocol) will, and the Madrid
Agreement will not. apply.
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Sot es on Article A 2
23. Ad paragraph (I): This paragraph would allow the applicant to
base his application for international registration either on a national
application or on a national registration. Under the Madrid
Agreement, the applicant has no choice: his application for international registration can only be based on a national registration.
24. The advantage, for the applicant, lies in the fact that the way to an
international registration is open to him as soon as he has filed a
national application and that he does not have to wait for a national
registration. The latter may cause undesirable delays and even the loss
of the right of priority.
25. The disadvantage is for others than the applicant. The requirement
of national registration filters out. at least in principle, marks whose
application are not in a perfect form or have no merit, at least in the
country' of origin. It must be admitted, however, that this filtering out
effect is frequently more theoretical than real, in particular where the
trademark office of the country of origin grants a "provisional"
national registration (i.e.. a registration for the purposes of the international application, without applying to it all the rules of its national
law covering examination and registration), or where it registers marks
without any examination or after an examination which docs not go
into any depth.
26. Ad paragraph (2): This provision is a simple consequence of paragraph (1). Where the international application is based on a national
application (rather than a national registration), the only thing that the
trademark office of the country of origin can do is to certify the international application's "correspondence" to the national application
(and not to the national registration).

Notes on Article A3
27. Between the original adoption (1891) of the Madrid Agreement
and its revision in Nice (1957), every international registration automatically had effect in all Contracting Countries. The Nice revision
allowed any Contracting Country to notify, in effect, that only those
international applications would have effect on its territory in which it
(that Country) is expressly designated by the applicant (and for which
designation the applicant has to pay, and the Country receives, a fee).
This system results from Article ibis of the Madrid Agreement and is
sometimes called the "faculty of territorial limitation." In fact, all the
Contracting Countries made use of this faculty (which gives them
additional revenues). So that, it would seem, one could dispense with
the need of notifying the choice of the designation system and, instead,
make it a rule, automatically applicable. That is what Article A3 would
do. It merely simplifies the procedure.

Notes on Article A4
28. The time limit in Article 5(2) of the Madrid Agreement is the time
limit within which the trademark office of any designated country must
notify the International Bureau that, in that country, the effect of the
international registration is, or might be, refused (for reasons permitted
by the Agreement and specified in the notification). The first is called
"final decision of refusal," whereas the second is called "provisional
decision of refusal." Article 5(5) of the Madrid Agreement provides
that if the time limit passes without the International Bureau's having
been notified of the decision of provisional or final refusal, the effect of
the international registration can no longer be refused.
29. In the Madrid Agreement, the time limit is one year from the date
of the international registration or, where the designation is not made
in the international application but only later, from the date of such
later designation.

Article A2
Requirement of National Filing, or
National Registration, in the Country of Origin
(1) For the purposes of this Protocol, Article 1(2) of the Madrid
Agreement is replaced by the following:* "Nationals of any of the
contracting countries may, in all other countries party to this
Agreement, secure protection for their marks applicable to goods or
services for whose registration applications (hereinafter referred to as
'the national application ') have been filed, or which were registered
(hereinafter referred to as 'the national registration ') in the country of
origin, by filing the said marks at the International Bureau of Intellectual Property (hereinafter designated as 'the International Bureau')
referred to in the Convention Establishing the World Intellectual
Property Organization (hereinafter designated as 'the Organization'),
through the intermediary of the Office of the said country of
origin."
(2) For the purposes of this Protocol, Article 3(1) of the Madrid
Agreement is replaced by the following: "Every application for international registration under this Protocol must be presented on the form
prescribed by the Regulations ; the Office of the country of origin of the
mark shall certify that the particulars appearing in such application
correspond to the particulars [in the national register,] appearing in the
national application or in the national registration, as the case may be.
and shall mention the dates and numbers of the filing and registration,
if any, of the mark in the country of origin and also the date of the
application for international registration.
* In the text appearing between quotation marks, words that are
not underlined appear in the Madrid Agreement and would appear in
the Protocol, words that are between square brackets are words that
appear in the Madrid Agreement but would not appear in the Protocol,
and words that are underlined do not appear in the Madrid Agreement
but would appear in the Protocol.
Article A3
Territorial Limitation
Any country' party to this Protocol shall be considered as a country
having made the notification referred to in Article 36/5 of the Madrid
Agreement.

Article A4
Refusal of Effect of International Registration
For the purposes of this Protocol, the time limit of one year referred
in Article 5(2) and (5) of the Madrid Agreement is replaced by 18
months.
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30. Article A4 would replace the one-year time limit by a 18-month
time limit, since, in the discussions that took place, the representatives
of several countries, whether members or non-members of the Madrid
Agreement, said that one year was too short, even for a provisional
refusal.
31. During the same discussions, views differed on what would be an
adequate, longer time limit. Fifteen to 24 months were mentioned. The
18 months proposed in the Draft is highly tentative. It is merely
intended, as arc most other provisions of the Draft, as a basis for
further discussion and ultimate decision.
32. Another solution would be to maintain the (present) time limit of
one year, except for any country that not only examines ex offtcio the
absolute and relative grounds for refusal but also publishes, in its
national trademark gazette, and before deciding, the application for
opposition. The solution would consist of permitting such country to
make a reservation according to which the Office of such country
would have 18 months forgiving notice to the International Bureau of
any refusal or possible refusal based on an opposition.
33. Still another solution would be to maintain the time limit of one
year where the designated country is party to both the Madrid
Agreement and the Protocol and to allow a time limit of 18 months to
countries party to the Protocol only.

Notes on Article AS
34. Under the Madrid Agreement, the initial validity of an international registration is 20 years (Article 6(1)), and 20 years is also the
validity of any and each renewal (Article 6(2)). However, the Regulations under the Madrid Agreement provide for the possibility of paying
the registration fee in two parts : one part for the first 10 years of the 20
years and, 10 years later, the part for the second 10 years of the 20 years.
A number of applicants make use of this faculty. It would seem to be
desirable to make the 10-ycar period a rule (rather than a possibility)
for the initial registration and to provide, at the same time, that the
period of each renewal would be 10 years too. Ten-year periods would
have the advantage of "cleaning out" earlier the international register
of marks in which the owner has lost interest. Moreover, a 10-year
period would correspond to recent legislative developments in a
number of countries.
Notes on Article A6
35. Ad paragraphs (I) and (2): The provisions in those paragraphs are
a natural consequence of allowing international applications to be
based not only on a national registration (as does the Madrid
Agreement) but also on a national application (as would the
Protocol).
36. Ad paragraph (3)(a): This subparagraph modifies the "central
attack" system of the Madrid Agreement (see Article 6(3) of the Madrid
Agreement). The eventual failure (to use a simple, all embracing
expression instead of describing in detail "central attack") of the base
registration (the national registration on which the international registration is based)—necessarily in the country of origin—would no longer
necessarily remove all the effects of the international registration in all
the designated States. Under the subparagraph under consideration,
the owner of the mark which was formerly the subject of the international registration would have the right to "transform" (or, in the
terminology of the draft Regulation of the European Community,
"convert") the international registration into individual national applications in all or any of the countries designated in the former international registration.
37. Ad paragraph (3)(b): This subparagraph provides that the right of
transformation, if exercised, will have the effect in any of countries in
which the right is exercised as if the national application had been filed
on the date on which the former international registration was effected,
provided the transformation is requested within one year. In other
words, the effect that an international registration destroyed by a

Article A 5
Period of Validity and Renewal of the
International Registration
For the purposes of this Protocol, the period of 20 years referred to
in Article 6( 1 ) and Article 7( 1 ) of the Madrid Agreement is replaced by
10 vcars.

Article A6
Dependence and Independence of the International
Registration; Transformation into
National Application
(1) For the purposes of this Protocol, Article 6(2) of the Madrid
Agreement is replaced by the following: "Upon expiration of a period
of five years from the date of the international registration, such registration shall become independent of the national [mark registered
earlier] application or national registration on which the international
registration is based and of the national registration, if any, resulting
from the said national application filed in the country of origin subject
to the following provisions."
(2) For the purposes of this Protocol. Article 6(3) of the Madrid
Agreement is replaced by the following : "The protection resulting from
the international registration, whether or not it has been the subject of a
transfer, may no longer be invoked, in whole or in part, if, within five
years from the date of the international registration,
(i) the national application on which the international registration
is based is. in whole or in part, withdrawn, lapses or has been rejected,
even if the rejection becomes final only after the expiration of the period
offre years, or
(ii) the national mark, registered earlier in the country of origin [in
accordance with Article I [of the Madrid Agreement]] on the Iwsis of
the national application on which the international registration was
based, no longer enjoys, in whole or in part, legal protection in that
country. This provision shall also apply when legal protection has later
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successful central attack would retain is its date : it is the date of the
international registration that will be the effective date of any national
application filed in the course of the transformation of the international registration into a national application.

ceased as the result of an action begun before the expiration of the
period of five years. Furthermore, the provisions of this item (ii) shall
also apply where the international registration is based on a national
registration in the country- of origin.

38. Although any national application would, as provided for in
subparagraph (a), have to be filed within one year, if such application
contained some defects (e.g.. the fees were not. or not completely, paid)
and the national law allows for the correction of such defects within a
certain time limit, such facilities for correction would have to be
allowed also where the national application is a "transformed" one.
This is what the reference, in the subparagraph under consideration, to
the requirements of the national law means.

(3) (a) Where the protection resulting from the international registration can no longer be invoked for any of the reasons referred to in
paragraph (2). the owner of the mark which was formerly the subject of
the said international registration, or his successor in title, may, within
one year from the date on which his right to invoke the said protection
has ceased, file an application for the registration of his mark in the
national register of marks of any of the countries mentioned by him
under Article 2>ter(\) or (2) of the Madrid Agreement.
lb) If such an application complies, within the time limit provided
for by the applicable national law. with all the requirements of the said
law, including the requirements relating to fees, it shall be treated as if it
had been filed on the date of the international registration according to
Article 3(4) of the Madrid Agreement, provided that the mark is the
same, and to the extent to which the goods and services listed are the
same, as they were in the international registration. If the international
application enjoys priority, the said date shall be the date of such
priority.

Notes on Article A7

Article A7

39. Ad paragraph II): This provision would enable—unless the words
within square brackets are omitted—any country party to the Protocol
to substitute the "alternative fee system" (the "national fee system") for
the present system (under which the amount of the fee is fixed by the
Assembly of the Madrid Union) whenever it is a designated
country.
40. If the words within square brackets are included, present members
of the Madrid Union could not opt for the "national fee system" but
would continue to benefit, even in their relations under the Protocol, by
the system provided for in the Madrid Agreement (share in the profits
of the Union, share in the supplementary (class) fees and share in the
complementary (designation) fees, whether due for the initial registration or for renewals (see the reference, in Article 7(1) of the
Agreement to Article 8(2) of the Agreement)).
41. If "80% oP is not included—or if any percentage other than 80 but
less than 100 is included—countries choosing the national fee system
would be entitled to somewhat less than in the case of national applications and registrations. Such a ceiling on the fees would be justified
on the basis that every national office has less expense in connection
with an internationally registered mark than a nationally registered
mark since the national office need not register and publish the marks,
since it can. at least to a certain extent, rely on the examination that the
mark has undergone in its country of origin, and since it will have no
work with the collecting of the fees as such collecting will be effected by
the International Bureau.
42. It is to be noted that, under the present fee system, the amounts
paid as designation ("complementary") fees and class ("supplementary") fees are payable not only for the registration but also for each
renewal, and that both kinds of fees, both when paid for the registration
and any renewal, in their totality, belong and are transferred to the
national (or regional) trademark offices. The same will be true, under
the alternative fee system, in respect of the fees mentioned in the
paragraph under consideration.
43. As far as the applicant or owner of the registration is concerned, the
alternative (national) fee system would probably in most cases result in
the obligation of paying a higher amount than under the present fee
system. In the present fee system, he pays the same amount for each
designation (whether initial or renewal) and that amount is considerably lower than the average amount of a national fee. The computation of the total amount to be paid is simpler in the present fee system
than it would be under the alternative (national) fee system : under the
present system, all one has to do is to multiply the (uniform) fee by the
number of designations; under the alternative (national) system, the
fee for each designation would be different and one would have to add
the amounts of all the fees corresponding to each of the designations
(and pay the resulting sum total).

Fees
(1) Any country party to this Protocol [which, at the time it
becomes bound by this Protocol is not a party to the Madrid
Agreement] may notify the Director General of the Organization (hereinafter referred to as "the Director General") that in connection with
each international registration in which it is mentioned under Article
3ter of the Madrid Agreement, and in connection with the renewal of
each international registration having effect in that country, it wants to
receive, instead of any amount to which it would be entitled under
Article 8(5) and (6) of the Madrid Agreement, a fee whose amount may
not be higher than [80% of] the amount of the fee its national Office
would be entitled to on account of filing, class, examination, registration, publication and renewal, except fees relating to opposition
procedures, had registration of the mark been applied for and effected
in the national register of that Office.
(2) The Regulations shall fix the details concerning the time at
which any notification under paragraph ( 1 ) may be made, the effective
date of any such notification and the other details concerning the
implementation of this Article.
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44. It is to be noted that, under the alternative (national) fee system,
designated countries would receive the equivalent (or 80%?) of their
national fees in connection with the initial registration of the mark and
in connection with any renewal of the mark. They would receive no
fees—as they receive none under the present fee system either—when
there is a change in the name or address of the owner, in the identity or
address of any agent, in the identity of the owner (assignment) or in the
list of goods or services (limitations). Only the International Bureau
would receive, from the owner of the registration, fees for recording
and publishing such changes, and such fees would belong to the International Bureau. Such changes would not only be recorded by the
International Bureau but also published by it and, through the publication, communicated to each designated Office. The changes take
effect in each designated country by virtue of their international
recordal and publication. No designated Office is obliged (although
none is prohibited) to re-record such changes in its national register or
to re-publish them in its national gazette. This is why there is no
payment in connection of such changes to the designated offices under
the present system and would be none under the alternative system.
45. Ad paragraph (2): The details to be regulated would, among other
things, deal with the following:
(i) the communication by the national office to the International
Bureau of the required amounts (which will change from time to time)
and the time that will have to elapse between the communication and
the effective date of the changed amounts (leaving enough time for the
owners of the mark to adjust to them);
(ii) the rules of conversion of those amounts into Swiss francs (in
which currency they will have to be paid to the International Bureau
and in which currency the national office would receive the amounts
due to them);
(iii) the rules regulating the transfer of amounts by the International Bureau to the national offices.
Sdes on Article A8
46. The Regulations would have to provide for certain details, in
particular for the case where the international registration is based on a
national application, rather than a national registration, and when,
before the national application is registered or rejected, there are
changes in the list of goods or services. It shall be necessary' to provide
in the Regulations, for such cases, whether the changes are to be
notified by the office of the country of origin as soon as, and as many
times as. they occur, or whether the notification could wait until the
national registration is made and cover all changes (even if they were
made at different times) at the same time.
Notes on Article A 9
47. Ad paragraph (I): Article 1 of the Madrid Agreement provides
that the countries to which that Agreement applies "constitute a
Special Union." that is. the Madrid Union, and Article 10(1 Kay of the
Madrid Agreement provides that the "Special Union shall have an
Assembly consisting of those countries which have ratified or acceded
to this Act." that is. the Stockholm Act of 1967 (which, in this Draft, is
called "the Madrid Agreement"). The question may be asked whether
those countries that are party to the Agreement but are not party to the
Protocol arc obliged to consider countries that arc party only to the
Protocol as members of the Union and the Assembly. It is believed that
even if such an obligation cannot be deduced from the Madrid
Agreement, one should consider the countries party only to the
Protocol as members of the same (the already existing) Union and
Assembly of which arc members the countries party only to the
Agreement. Otherwise, there would be two Unions and two Assemblies: one (the existing) for countries party to the Agreement and one
(the future) for countries party to the Protocol; countries that are party
to both the Agreement and the Protocol would be members of both.
Such a situation could lead to unnecessary complications. A single
Union and a single Assembly would not be prejudicial to any country
since (as it follows from paragraph (2) of the Article under consider-

Article A8
Changes in the National Application
The provisions of Article 9 of the Madrid Agreement shall, mutatis
mutandis, apply also in the case of any national application on which
an international registration is based.

Article A9
Assembly
(1) Countries party to this Protocol shall, even where they are not
party to the Madrid Agreement, be members of the same Union and
the same Assembly of which countries party only to the Madrid
Agreement are members.
(2) On matters concerning only countries that are not party to this
Protocol, countries party to this Protocol but not party to the Madrid
Agreement shall not vote in the Assembly.
(3) On matters concerning Article A7, countries that are party to
this Protocol but which have not made a notification under that Article
shall not vote in the Assembly.
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ation) where any matter considered in the Assembly interests only
countries party only to the Agreement, countries only party to the
Protocol would not participate in the vote. In any case, and to make it
clear that the countries party to the Agreement are ready to accept in
"their" Union and "their" Assembly also countries that are only party
to the Protocol, it seems to be desirable that, in the diplomatic
conference that would adopt the Protocol and in which all countries
party to the Agreement would participate, a statement or declaration be
adopted by such countries to the effect that such countries admit the
countries party only to the Protocol in "their" Union and in "their"
Assembly, thereby making the Union and the Assembly one and the
same for both groups of countries. Such statement or declaration could
also say that countries party to the Agreement but not party to the
Protocol would refrain from voting in the Assembly on matters
concerning countries party only to the Protocol. Such a solution would
be accepted by the countries party only to the Protocol by their
becoming bound by the Protocol, including the paragraph under
consideration, which speaks about "the same Union" and "the same
Assembly."
48. Ad paragraph 12): As to the meaning of this paragraph, see paragraph I5(i). above.
49. Ad paragraph 13): As to the meaning of this paragraph, see paragraph 15(i). above.
50. It is to be noted that if the words within square brackets in Article
A7( 1 ) are retained—which would mean that a country party to both the
Madrid Agreement and the Protocol and making the notification under
that Article, would benefit by the exisling fee system in respect of
international registrations whose country' of origin is a party to both the
Madrid Agreement and the Protocol, and it would benefit by the
national fee system in respect of international registrations whose
country of origin is a party to the Protocol only—such country could
vote in the Assembly on both kinds of questions.
Notes on Article A10
51. As to the meaning of this Article, sec paragraph 15(ii). above.

Article AW
Amendment of Articles 10 to 13 of the Madrid Agreement
No country that is party to this Protocol but not party to the
Madrid Agreement shall have any right under Article 13 of the Madrid
Agreemeni where the proposed amendment concerns matters of
interest only to countries that arc party to the Madrid Agreement
without being party to this Protocol.

Notes on Article All

Article All
Ratification and Accession; Entry Into Force

52. Ad paragraphs (1).(2) and (3): These provisions seem to be selfexplanatory.
53. Ad paragraph (4)(a): This provision requires that, among the
countries whose ratification or accession would put the Protocol into
effect ("the initial countries"), there be both countries that are party to
the Madrid Agreement and countries that are not party to that
Agreement.
54. The requirement according to which, among the initial countries,
there must be countries that arc not party to the Agreement is motivated by the belief that countries that are party to the Madrid
Agreement do not need, in their mutual relations, the Protocol. If that
belief is erroneous, then, there is no reason for requiring that countries
not party to the Madrid Agreement ratify or accede to the Protocol.
55. The requirement according to which, among the initial countries,
there must be countries that arc party to the Madrid Agreement is
proposed for reasons of some (illusory) equilibrium. In reality,
however, the requirement could be omitted since the Protocol could
very well function among countries that are party to the Protocol and
the Protocol only.
56. The requirement of two ratifications or accessions from each group
of countries reflects a somewhat arbitrary choice of numbers. One from
each of the two groups, or two from the groups of countries party to the

(1) Any country that is a party to the Paris Convention for the
Protection of Industrial Property (hereinafter referred to as "the Paris
Convention") may sign this Protocol.
(2) Any country that has signed this Protocol may ratify it, and. if it
has not signed it, may accede to it. provided it is a country party to the
Paris Convention.
(3) Once a country becomes a member of the Union created by the
Madrid Agreement (hereinafter referred to as "the Madrid Union")
through the ratification of, or accession to, this Protocol, Article
\A(2)(b) to (g) of the Madrid Agreement shall apply to it.
(Aya) This Protocol shall enter into force three months after the
deposit of at least two instruments of ratification or accession by
countries which, at the time of the deposit, were not party to the
Madrid Agreement, and the deposit of at least two instruments of
ratification or accession by countries which, at the time of deposit, were
party to the Madrid Agreement.
lb) With respect to any other country, this Protocol shall enter into
force three months after the date on which its ratification or accession
has been notified by the Director General, unless a subsequent date has
been indicated in the instrument of ratification or accession. In the
latter case, this Protocol shall enter into force with respect to that
country on the date thus indicated.
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Protocol only, or more, or any mixture of more, would be legally
possible too.
57. Ad paragraph (4)(b): This provision seems to be self-explanatory.
Notes on Article AI2
58. This Article seems to be self-explanatory.

Article AI2
Denunciation
11 ) The provisions of Article 15 of the Madrid Agreement shall
apply, mutatis mutandis, also to any denunciation of this Protocol.
(2) Denunciation of this Protocol shall entail denunciation of the
Madrid Agreement. However, any country that was a party to the
Madrid Agreement before having become bound by this Protocol may
denounce this Protocol and remain a party to the Madrid Agreement;
such country shall make a corresponding declaration in the notification
of the denunciation of this Protocol.
(3) Denunciation of the Madrid Agreement by any country party
to this Protocol shall entail denunciation also of this Protocol.

Notes on Article A13
59. This Article seems to be self-explanatory.

Article AI3
Signature and Languages
(\)/a) This Protocol shall be signed in a single copy in the English
and French languages and shall be deposited with the Director General.
The texts in the two languages shall be equally authentic.
lb) Official texts of this Protocol shall be established by the
Director General, after consultation with the interested Governments,
in such other languages as the Assembly may designate.
(2) This Protocol shall remain open for signature at Geneva until
the end of the calendar year that follows the calendar year in which it
was adopted.
(3) The provisions of Article 17(3) to (5) of the Madrid Agreement
shall apply, mutatis mutandis, in respect of this Protocol.

PROTOCOL B
CONCERNING THE
COMPLEMENTARY USE OF THE MADRID AGREEMENT
CONCERNING THE INTERNATIONAL REGISTRATION OF MARKS
AND THE REGULATION ON THE COMMUNITY TRADE MARK

Notes on Article HI

Article Bl

60. Ad paragraph (I): This paragraph uses four new terms and implicitly defines them:
(i) "the eligible Community application" is an application for the
registration of a mark in the Community Trade Marks Office, provided
that the applicant is a national of, is domiciled in. or has a real and
effective industrial establishment in a country (one of the 12) belonging
to the European Community. It is to be noted that not all applications
filed with the Community Trade Marks Office but only those that are
filed by natural persons or legal entities who or which are nationals of.
are domiciled in. or have a real and effective industrial establishment
in one of the 12 countries fall under this definition;
(ii) "the eligible Community applicant" is the applicant who or
which files an eligible Community application, already defined;
(iii) "the eligible Community registration" is a registration,
effected by the Community Trade Marks Office, on the basis of an
eligible Community application, already defined;
(iv) "the eligible Community registrant" is the natural person or
legal entity in whose name the mark stands registered in the
Community Trade Marks Office, provided he satisfies thc„same conditions of nationality, domicile or establishment as make an applicant, an
eligible Community applicant, already defined.

Applicability of the Madrid Agreement
as Amended by the Protocol
(1) Articles 1 to 13 of the Madrid Agreement concerning the International Registration of Marks, as revised in Stockholm in 1967 and
amended in 1979 (hereinafter referred to as "the Madrid Agreement"),
shall, subject to the provisions of this Protocol, be applied by countries
party to this Protocol and by the Trade Marks Office of the European
Community (hereinafter referred to as "the Community Trade Marks
Office") in respect of marks which have been the subject of an application for registration, or of a registration, in the Community Trade
Marks Register, provided that the owner of such application or registration, as the case may be. is a national of. is domiciled in, or has a real
and effective industrial or commercial establishment in a country
belonging to the European Community (hereinafter referred to as "the
eligible Community application" and "the eligible Community
applicant" or "the eligible Community registration" and "the eligible
Community registrant," respectively), as well as in respect of marks
which have been the subject of an application for registration or of a
registration in one of the countries party to this Protocol and whose
country of origin is one of the said countries.
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61. This paragraph provides who has to apply the Protocol: the
Protocol has to be applied by (i) any country that is a party to the
Protocol and (ii) by the Community Trade Marks Office. It is to be
noted that the European Community would not be a party to the
Protocol but it would nevertheless be required to apply it. Naturally,
whether it wishes to be so bound depends exclusively on the competent
organ(s) of the European Community. If it wishes to be so bound, it
would have to notify the Director General accordingly (see Article
B12(4)teJ(i)). If it chooses not to be bound and not to notify the Director
General, the Protocol would not enter into force (see the cited
provision). The Protocol's aim is to establish a link between two
systems: one of them is the Community Trade Mark system; if the
authority responsible for that system does not wish to establish the
link, no link will exist. The decision of the competent authority of the
European Community cannot be replaced by ratifications of or accessions by its member States, even by all of them. This is so because the
Community Trade Mark system will be established and, later, may be
modified by the European Community as such and not by individual
actions, even if identical, of its members.

(2) References in the Madrid Agreement to that Agreement and to
"contracting countries" shall be considered, for the purposes of this
Protocol, as references to this Protocol, and to countries party to this
Protocol, respectively.

62. This paragraph not only provides who has to apply the Protocol
but also in respect of what marks. The reply is that the Protocol—or,
more exactly, the Madrid Agreement as amended by the Protocol—
applies to any mark which is the subject of (i) an eligible Community
application or (ii) an eligible Community registration, or (iii) an application in a country party to the Protocol being the mark's country of
origin, or (iv) a registration in a country party to the Protocol being the
mark's country of origin. It is indifferent whether the country referred
to in (iii) and (iv) (necessarily a party to the Protocol) is a country
member of the European Community.
63. As to the signification of the words "Articles I to 13," appearing at
the beginning of the paragraph under consideration, see paragraphs 13
to 16. above.
64. Ad paragraph (2): This provision seems to be self-explanatory.
Notes on Article B2
65. Ad paragraph (I): This paragraph replaces one paragraph (paragraph (2) of Article I) of the Madrid Agreement. It replaces it by two
subparagraphs ((a) and (b)).
66. Subparagraph (2)la) deals with the situation where the basis is a
Community application or registration, whereas subparagraph (2)(b)
deals with the situation where the basis is a national application or
registration in a country party to the Protocol. The rules it contains, for
both situations, are analogous to those contained in the Madrid
Agreement as amended by Protocol A.
67. Adparagraph (2): Article 1(3) of the Madrid Agreement deals with
the definition of the country of origin. Where the basis is a Community
application or registration, there is no country of origin. This is why,
where the basis is a Community application or registration. Article 1 (3)
of the Madrid Agreement is superfluous and is declared inapplicable.
The same holds for Article 2 of the Madrid Agreement which, in fact, is
a further elaboration of Article 1(3) of the Madrid Agreement.
68. Ad paragraph (3): This paragraph is the same as Article A4(2) in
Protocol A, except that it also covers Community applications and
registrations. The note accompanying Article A4(2) applies here
too.
69. Ad paragraphs 14) and (5): These provisions seem to be selfexplanatory.

Article B2
Requirement of Application or Registration in
a National Office or the Community
Trade Marks Office
(1) For the purposes of this Protocol, Article 1(2) of the Madrid
Agreement is replaced by the following:* "(2)(a) [Nationals of any of
the contracting countries may, in all other countries party to this
Agreement,] Eligible Community applicants or registrants, as the case
may be. may. in countries party to this Protocol, secure protection for
their marks applicable to goods or services [registered in the country of
origin] for whose registration eligible Community applications have
been filed or which have been the subject of eligible Community registrations, by filing the said marks at the International Bureau of Intellectual Property (hereinafter designated as 'the International Bureau')
referred to in the Convention establishing the World Intellectual
Property Organization (hereinafter designated as 'the Organization'),
through the intermediary of the [Office of the said country of origin]
Community Trade Marks Office, (b) [Nationals of any of the
contracting countries may, in all other countries party to this
Agreement,] Nationals of any of the countries party to this Protocol
may, in all other countries party to this Protocol and in the European
Community secure protection for their marks applicable to goods or
services for whose registration applications (hereinafter referred to as
'the national application') have been filed or which were registered
(hereinafter referred to as 'the national registration ') in the country of
origin, by filing the said marks at the International Bureau [of Intellectual Property (hereinafter designated as 'the International Bureau')]
referred to in the Convention Establishing the [World Intellectual
Property] Organization [(hereinafter designated as'the Organization')],
through the intermediary of the Office of the said country of
origin."
(2) For the purposes of paragraph (2)(a) as appearing in the
preceding paragraph. Articles 1 (3) and 2 of the Madrid Agreement shall
not apply.

WIPO MEETINGS

389

(3) For the purposes of this Protocol, Article 3(1) of the Madrid
Agreement is replaced by the following: "Every application for international registration under this Protocol must be presented on the form
prescribed by the Regulations ; the Office of the country of origin of the
mark or the Community Trade Marks Office, as the case may be. shall
certify that the particulars appearing in such application correspond to
the particulars [in the national register] of the eligible Community
applications or registrations and shall mention the dates and numbers
of the tiling and registration, if any. of the mark in the country of origin
or the Community Trade Sfarks Office, as the case may be. and also the
date of the application for international registration."
(4) The references to "national Office" in Article 3(2) of the
Madrid Agreement shall be construed as references also to the
Community Trade Marks Office.
(5) The reference to "country of origin" in Article 3(4) of the
Madrid Agreement shall be construed as a reference also to the
Community Trade Marks Office.
* In the text appearing between quotation marks, words that are
not underlined appear in the Stockholm Act and would appear in the
Protocol, words that are between square brackets arc words that appear
in the Stockholm Act but would not appear in the Protocol, and words
that are underlined do not appear in the Stockholm Act but would
appear in the Protocol.
Notes on Article B3
70. This Anicle provides, in essence, that under this Protocol the
designation of the country, or the designation of the Community Trade
Marks Office, is a necessity (that is, it is not automatic) when the
applicant wishes protection in a country or under the Community
Trade Mark system. Otherwise, see the notes on Article A3 of Protocol A.

Notes on Article B4
71. Ad paragraph (1): The rights given under Article 5 of the Madrid
Agreement is the right of any designated office to issue a provisional or
final decision of refusal. This paragraph of the Protocol gives the said
right to the Community Trade Marks Office where that Office is the
designated office. It also fixes the time limit at 18 months, rather than
one year. The reasons for such extension are given in the Notes on
Article A4. Reference to those Notes is made also in respect of the
possibility of a solution in which the time limit would be 18 months in
some cases and one year in others.
72. Ad paragraph (2): This paragraph deals with the situation in which
the Community Trade Marks Office, as a designated office, refuses
protection or, where, although the protection was not refused by the
Community Trade Marks Office, the protection effect is refused by
another competent authority of the European Community. The
meaning of this provision is that, in such a situation, some of the effect
of the (unsuccessful) international registration may be saved, namely,
through its transformation into a national application in any of the
countries of the European Community if—what is expected—the
Community Regulation will provide for the possibility of such transformation (called "conversion" in the draft of the Community Regu-

Article Bi
Territorial Limitation
For the purposes of this Protocol.
(a) Article ibis of the Madrid Agreement shall not apply;
Ibi Article Iteri 1 ) of the Madrid Agreement shall be replaced by
the following: "(l)(a) Any request for extension of the protection
resulting from the international registration based on an eligible
Community application or registration [to a country which has availed
itself of the right provided for in Article ibis] to any country party to this
Protocol must be specially mentioned in the application [referred to in
Article 3(1)1 for international registration; Ibi Any request for
extension of the protection resulting from the international registration
[to a country which has availed itself of the right provided for in Article
ibis] to the European Community must be specially mentioned in the
application [referred to in Article 3(1)1 for international registration."
Ic) The reference to "the Office of the country of origin" in Article
itei\2) of the Madrid Agreement shall be construed, where applicable,
as a reference to the Community Trade Marks Office.
Article B4
Refusal of Effect of International Registration
(1) For the purposes of this Protocol, the Community Trade Marks
Office shall have the same rights that national Offices are given under
Article 5 of the Madrid Agreement, and the time limit of one year
referred to in paragraphs (2) and (5) of the said Article is replaced by 18
months.
(2) Where protection is not granted by the Community Trade
Marks Office to a mark that has been the subject of international
registration, or where the effect of the international registration of the
mark is invalidated by a competent authority or court of the European
Community, the rules, if any, governing the conversion of Community
applications or registrations into national applications shall apply also
where the international registration formerly had effect in the
Community.
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lation). Its modalities depend entirely on the rules that the Community
Regulation will contain in respect of the conversion of Community
registrations, not based on an international registration, into national
applications in the countries members of the Community. For
example, such rules may prescribe a time limit within which the
request for transformation (conversion) must be presented.
73. One may question the need for an express provision, as contained
in the paragraph under consideration, as it should be understood that,
in application of the principle of the national treatment under the Paris
Convention, rights granted by the Community Regulation must be
given also to owners of international registrations having effect in the
Community. Among such rights, any provision in the Community
Regulation providing for conversion of an invalidated Community
trademark into application for national registration must apply also
where the effect of a Community trademark registration is lost as a
consequence of a refusal of the effect of an international registration.
Should that general principle not be recognized, a general provision
ensuring the application of the Community Trade Mark Regulation to
the effect of a Community trade mark obtained through international
registration would be necessary.
Kotes on Article B5
74. Article 5bis of the Madrid Agreement allows the national office of
any country to ask for documentary' evidence of the applicant's right to
use certain elements in a mark but disallows the designated national
offices to ask for the legalization or certification of such documents if
such legalization or certification is effected by the national office of the
country of origin.

Article B5
Documentary Evidence
The reference to "Offices of the contracting countries" and the
reference to "the Office of the country of origin" in Article Sbis of the
Madrid Agreement shall, where applicable, be construed as references
to the Community Trade Marks Office.

75. The article under consideration (Article B5) extends the effects of
the provisions of Article Sbis of the Madrid Agreement to the
Community Trade Marks Office.

Notes on Article B6
76. The notes appearing under Article A5 of Protocol A apply to this
Article (Article B6) too.

Article B6
Period of Validity and Renewal of
the International Registration
For the purposes of this Protocol, the period of 20 years referred to
in Article 6( 1 ) and Article 7( 1 ) of the Madrid Agreement is replaced by
10 years.

Notes on Article B7
77. This Article provides for the same effects as Article A6 of Protocol A. except that it covers not only national offices and national marks
but also the Community Trade Marks Office and marks registered in
that Office. Consequently, the notes accompanying Article A6 apply
here, too, mutatis mutandis.

Article B7
Dependence and Independence of the
International Registration ; Transformation into
National Applications or a Community Application
(1) For the purposes of this Protocol, Article 6(2) of the Madrid
Agreement is replaced by the following: "Upon expiration of a period
of five years from the date of the international registration, such registration shall become independent of the national [mark registered
earlier] application or national registration on which the international
registration is based and of the national registration, if any, resulting
from the said national application filed in the country of origin, or.
where the international registration is based on an eligible Community
application or registration, of such application or registration, subject to
the following provisions."
(2) For the purposes of this Protocol, Article 6(3) of the Madrid
Agreement is replaced by the following: "The protection resulting from
the international registration, whether or not it has been the subject of a
transfer, may no longer be invoked, in whole or in part, if, within five
years from the date of the international registration,
ft) the national application or the eligible Community application
on which the international registration is based is. in whole or in part,
withdrawn, lapses or has been rejected, even if the rejection becomes
final only after the expiration of the period of five years, or
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(ii) the national mark or the Community mark, registered earlier in
the country of origin [in accordance with Article 1 [of the Madrid
Agreement)] or in the Community Trade Marks Registeron the basis of
the national or Community application on which the international
registration was based, no longer enjoys, in whole or in part, legal
protection in that country or in the European Community. This
provision shall also apply when legal protection has later ceased as the
result of an action begun before the expiration of the period of five
years. Furthermore, the provisions of this item Hi) shall also apply where
the international registration is based on a national registration in the
country of origin or on a Community mark registered in the Community
Trade Marks Office. "
0)<a) Where the protection resulting from the international registration can no longer be invoked for any of the reasons referred to in
paragraph (2). the owner of the mark which was formerly the subject of
the said international registration, or his successor in title, may, within
one year from the date on which his right to invoke the said protection
has ceased, file an application for the registration of his mark in the
national register of marks of any of the countries mentioned by him
under Article 3tcr( 1 ) or (2) of the Madrid Agreement and, where applicable, in the Community Trade Marks Register.
lb) If such an application complies, within the lime limit provided
for by the applicable national law or by the European Regulation, with
all the requirements of the said law or the said Regulation, including
the requirements relating to fees, it shall be treated as if it had been filed
on the date of the international registration according to Article 3(4) of
the Madrid Agreement, provided that the mark is the same, and to the
extent to which the goods and services listed are the same, as they were
in the international registration. If the international application enjoys
priority, the said date shall be the date of such priority.

Notes on Article B8
78. This Article provides for the same effects as Article A7 of Protocol A. except that it covers not only national offices but also the
Community Trade Marks Office. Consequently, the notes accompanying Article A7 apply here. too. mutatis mutandis.

Article B8
Fees
(1) Any country party to this Protocol [which, at the time it
becomes bound by this Protocol is not a party to the Madrid
Agreement] and the competent authority of the European Community
may notify the Director General of the Organization (hereinafter
referred to as "the Director General") that in connection with each
international registration in which it is mentioned under Article 3frrof
the Madrid Agreement and in connection with the renewal of each
international registration having effect in the territory ofthat country
or the European Community, as the case may be. it wants to receive,
instead of the amounts to which it would be entitled under Article 8(5)
and (6) of the Madrid Agreement, a fee whose amount may not be
higher than [80% of) the amount of the fee which the said country's
national Office or the Community Trade Marks Office, respectively,
would be entitled to on account of filing, class, examination, registration, publication and renewal, except fees relating to opposition
procedures, had registration of the mark been applied for and effected
in the national register of that Office, or in the Community Trade
Marks Office, respectively.
(2) The Regulations shall fix the details concerning the time at
which any notification under paragraph ( 1 ) may be made, the effective
date of any such notification and the other details concerning the
implementation of this Article.

Notes on Article B9
79. It would seem that this provision is self-explanatory.

Article B9
Changes in the Sational or Community Applications
The provisions of Article 9 of the Madrid Agreement shall, mutatis
mutandis, apply also in the case of national applications and of eligible
Community applications on which international registrations arc
based.
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Noies on Article BIO
80. Ad paragraphs (I) to (3): These three paragraphs are similar to
Article A9(l) to (3). Consequently, the notes appearing under Article A9 apply here too.
81. Ad paragraph 14): The European Community, not being a party to
the Protocol, cannot be a member of the Assembly of the Madrid
Union and cannot vote in that Assembly even on matters of direct
concern to the Community Trade Marks Office or the Community
Trade Mark system established by the Community Regulation. This is
a somewhat anomalous situation, and the paragraph under consideration tries to find a solution to it. It does it in two ways: (i) it gives a
right to the European Community to participate in all the discussions
of the Assembly, (ii) it obliges the members of the Assembly to "take
fully into account the wishes expressed [in the Assembly] by the representative ofthat Community [the European Community].** But what
happens if those wishes are not taken fully into account? The answer is
that the European Community may withdraw its acceptance of the
application of the Protocol (see Article B13(2)). Such withdrawal would
be the kiss of death for Protocol B and would terminate the link. Those
are such ominous consequences that it can be reasonably supposed that
the Assembly will always find a compromise with the European
Community.
Notes on Article BII
82. This Article is the same as Article A10 in Protocol A. The notes
concerning Articles A9 and A10 apply here too.

Article BIO
Assembly
(1) Countries party to this Protocol shall, even where they are not
party to the Madrid Agreement, be members of the same Union and
the same Assembly of which countries party only to the Madrid
Agreement are members.
(2) On matters concerning only countries that are not party to this
Protocol, countries party to this Protocol but not party to the Madrid
Agreement shall not vote in the Assembly.
(3) On matters concerning Article B8, countries that are party to
this Protocol but which have not made a notification under that Article
shall not vote in the Assembly.
(4) The European Community shall have the right to participate in
all the discussions of the Assembly established under Article 10 of the
Madrid Agreement, and the countries members of the Assembly shall
take fully into account the wishes expressed by the representatives of
that Community in respect of matters concerning the said
Community.

Article BII
Amendment of Articles 10 to 13 of
the Madrid Agreement
No country that is party to this Protocol but not party to the
Madrid Agreement shall have any rights under Article 13 of the Madrid
Agreement where the proposed amendment concerns matters of
interest only to countries that are party to the Madrid Agreement
without being party to this Protocol.

Notes on Article BI2
83. Ad paragraphs (I). (2) and (3): These paragraphs seem to be selfexplanatory.
84. Ad paragraph (4)(a): This subparagraph provides for two conditions for the entry into force of the Protocol.
85. The first condition is that the European Community notifies that it
"accepts the application" of certain provisions of the Protocol, namely
all those that relate to "eligible Community applications and registrations" and all those that relate to "marks which have been the subject of
an application for registration or which have been registered in one of
the countries party to this Protocol and whose country of origin is one
of the said countries." These provisions concern both rights and obligations for the Community system and the Community Trade Marks
Office. Among the rights, are the right to fees and the right to refuse the
effect of international registrations. Among the obligations, is the obligation to recognize the effect of international registrations. What the
European Community would "accept" is not the Protocol as such,
since, not being a contracting party, it can neither accept it or refuse it.
What it would accept is the "application" of the Protocol in its—the
European Community's—trademark system whether that application
means, as already stated, rights or obligations.
86. It is believed that, although the European Community, as such,
cannot become a party to the Protocol (at least as long as it is not a party
to the Paris Convention) it can assume international obligations, visà-vis countries, and it would do so by the said notification of acceptance.
87. The second condition is that at least two instruments of ratification
of or accession to the Protocol arc deposited. The draft leaves the
question open whether those two instruments must come from countries not members of the European Community or whether they may
come from both such countries and countries that are members of the
European Community: if the former solution is chosen, the words
appearing between square brackets in subparagraph (A)(a)(\i) should be

Article BI2
Ratification and Accession; Entry Into Force
(1) Any country that is a party to the Paris Convention for the
Protection of Industrial Property (hereinafter referred to as "the Paris
Convention") may sign this Protocol.
(2) Any country that has signed this Protocol may ratify it, and, if it
has not signed it, may accede to it, provided it is a country party to the
Paris Convention.
(3) Once a country becomes a member of the Union created by the
Madrid Agreement (hereinafter referred to as "the Madrid Union")
through the ratification of, or accession to, this Protocol, Articles
I4(2)(b) to (g) of the Madrid Agreement shall apply to it. The same
provisions shall also apply to the Community Trade Marks Office.
(4)(a) This Protocol shall enter into force three months after the
later of the following two events occur:
(i) the competent authority of the European Community has
notified the Director General that it accepts the application of the
provisions of this Protocol in respect of eligible Community applications and registrations, as well as in respect of marks which have been
the subject of an application for registration or which have been registered in one of the countries party to this Protocol and whose country of
origin is one of the said countries,
(ii) at least two instruments of ratification or accession [by countries party to the Madrid Agreement and not members of the European
Community] have been deposited.
fb) With respect to any other country, this Protocol shall enter into
force three months after the date on which its ratification or accession
has been notified by the Director General, unless a subsequent date has
been indicated in the instrument of ratification or accession. In the
latter case, this Protocol shall enter into force with respect to that
country on the date thus indicated.
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retained: if the latter solution is chosen, those words should be
omitted. The former solution may be justified by the consideration that
the need for a link is more evident when it is between the Community
Trade Mark system and the Madrid system for the benefit of nonCommunity countries since Community countries are. among themselves, already linked in the Community system. On the other hand, it
is also evident that the Protocol, as proposed, would establish also links
among countries that arc members of the Community and, consequently, the bringing into effect of such links should not be required to
wait until at least two non-Community countries ratify or accede to the
Protocol. This argument favors the choice of the second solution.
88. Ad paragraph (4)<b): This subparagraph seems to be self-explanatory.
Notes on Article BI3
89. Ad paragraph (I): This paragraph seems to be self-explanatory.
90. Ad paragraph (2): This paragraph is a corollary of Article
BI2(4)fcij(i). explained in the Notes concerning Article B12, above.
Which is "the competent authority" of the European Community is an
internal question for that Community.
91. Ad paragraph (3): This paragraph seems to be self-explanatory.

Article BI3
Denunciation and Termination
(1) Any country party to this Protocol may denounce it by notification addressed to the Director General.
(2) The competent authority of the European Community may
withdraw the notification it has made to the Director General under
Article B12(4)to;(i).

92. Ad paragraph (4): This paragraph is intended to make it clear, in
particular, that if the European Community withdraws its acceptance,
the Protocol will cease to exist. This must be so since the application of
the Protocol requires the cooperation of the Community Trade Marks
Office.

(3) The provisions of Article 15 of the Madrid Agreement shall
apply, mutatis mutandis, also to any denunciation of this Protocol.

Notes on Article B14

Article 1314

93. This Article seems to be self-explanatory.

(4) Withdrawal under paragraph (2). or denunciation by the last
remaining country party to this Protocol, shall terminate the applicability of this Protocol. However, any country that was a party to the
Madrid Agreement before having become bound by this Protocol may
denounce this Protocol and remain a party to the Madrid Agreement;
such country shall make a corresponding declaration in the notification
of the denunciation of this Protocol.

Signature and Languages
( I ) This Protocol shall be signed in a single copy in the English and
French languages and shall be desposited with the Director General.
The texts in the two languages shall be equally authentic.
(2) Official texts of this Protocol shall be established by the
Director General, after consultation with the interested governments
and the competent authority of the European Community, in such
other languages as the Assembly may decide.
(3) This Protocol shall remain open for signature at Geneva until
the end of the calendar year that follows the calendar year in which it
was adopted.
(4) The provisions of Article 17(3) to (5) of the Madrid Agreement
shall apply, mutatis mutandis, in respect of this Protocol.
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Obituary

Klaus Pfanner t
With the present obituary, the author of these lines
wishes, in his own name and in the name of the World
Intellectual Property Organization, to pay a last tribute
to the memory of Klaus Pfanner.
Klaus Pfanner had an exceptional personality in the
sense that he possessed in a high degree those traits and
characteristics that make a man valuable.
He had an acute sensibility for the feelings of fellow
men, particularly his colleagues. That sensibility manifested itself in unfailing courtesy towards everyone and
even under circumstances in which most people would
lose their patience. It also manifested itself in his vigilance over the professional satisfaction of the staff under
his supervision. He was always at the disposal of such
staff, to hear their wishes and complaints and, if he was
convinced that those wishes or complaints were
justified, he worked with tenacity to fulfill those wishes
or remove the reasons for complaints, as the case may
be.
Klaus Pfanner was an elegant man, always dressed
with care. His manners were the manners of a man of
the world. He was a charming host, and everyone who
was ever invited to his homes in Geneva or Verbier (in
the mountains) will remember the graceful hospitality
offered by him and his wife Use.
In addition to his native language German, he was
fluent in English and French, and he had also some
notions of Italian, Russian and Spanish. He expressed
himself with a rare degree of clarity and logic, whether
orally or in writing, and was a master of convincing
other people of the correctness of the points of view
promoted or defended by him. He read a lot, went to
concerts and the theater and was always up to date on
the political situation in most countries.
All those qualities are useful if not indispensable for
being a good diplomat in constant touch with delegates
to WIPO's meetings and the permanent representatives
of States in Geneva. And Klaus Pfanner was a good
diplomat and put his talents to the service of WIPO.
Naturally, to be efficient in one's work, one has not
only to have the traits of personality just mentioned but
also a solid professional knowledge and experience.
That knowledge and experience Klaus Pfanner had in
the highest degree, and it will now be recounted how he
acquired them and used them for the benefit of
WIPO.
Klaus Pfanner was bom on February 11, 1928, in
Argelsried, in Bavaria, near Munich. From 1946 to

1949, he studied law and economics at the University of
Munich. After the first legal state examination, in 1949,
he continued studying law and political science at the
University of Chicago in the United States of America.
Upon his return to Munich, in 1950, he prepared his
doctoral thesis and the second legal state examination.
In 1952, he was awarded a doctor's degree in jurisprudence, and in 1953 he passed the second legal state
examination.
Subsequently, he worked for the German Patent
Office, the Deutsches Patentamt, for two and a half
years. At that time, Professor Reimer was the President
of that Office. During those years, he worked as a
trademark examiner and as an assistant in the Legal
Division.
In 1956, he was called to duty to the Federal Ministry
of Justice of the Federal Republic of Germany in Bonn.
He spent seven years there under the supervision of
Guenther Joel and Kurt Haertel. (Kurt Haertel later
became the President of the German Patent Office.)
Klaus Pfanner made a brilliant career during that
period, and, after having started as an assistant in the
Industrial Property Section, became the head of the then
newly created Patent Law Section. In that capacity, he
was the head or a member of the German delegation to
innumerable international meetings dealing with industrial property law or the law of plant breeders rights. He
was also a member of the Patent Committees of the
European Economic Community, the Council of
Europe, NATO and EURATOM. He was a member of
his country's delegation to the Revision Conference of
the Paris Union for the Protection of Industrial
Property held at Lisbon in 1958.
After those seven years in Bonn, Klaus Pfanner was
transferred, in 1963, to the German Patent Office in
Munich. In other words, a second term of duty in that
Office started. Kurt Haertel had become the President
of the German Patent Office, and it was he who took
with him, so to say, Klaus Pfanner, because he wanted to
be assisted by such an excellent collaborator. At that
time, the central administration of the German Patent
Office consisted of three main divisions—Hauptreferat,
as they are called in German—and Klaus Pfanner
headed one of them. It was the Division for Legal
Affairs (Rechtsangelegenheiten). He was in that position
for three and a half years, a period that ended in
November 1966, when Klaus Pfanner came to Geneva
to work for BIRPI (Bureaux internationaux réunis pour
la protection de la propriété intellectuelle), predecessor
of WIPO.
During that second period in the service of the

418

INDUSTRIAL PROPERTY- OCTOBER 1986

German Patent Office, Klaus Pfanner continued to
participate, and play an important role, in international
negotiations. He was particularly involved in the preparatory work of what later resulted in the European
Patent Convention.
To sum up the professional career of Klaus Pfanner
before he joined BIRPI, one can say that after exceptionally thorough legal studies and training that lasted
seven years and took place in two countries, he was
totally immersed in industrial property law matters in
the service of the Government of the Federal Republic
of Germany. During the last 10 of those 13 years,
dealing with international industrial property questions
was his main task. One can hardly imagine a better
preparation for what has become his career in Geneva, a
career that lasted for almost 20 years or, precisely 19
years and eight months.
That might appear to be a long period. In reality,
however, it is most probable that Klaus Pfanner did not
consider it to be long. It was so full of hard work,
changes in the international scenery and urgent tasks,
that those 20 years must have appeared to him short In
any case, his career at WIPO ended much too soon
because of his sudden illness and premature death.
Those 20 years Klaus Pfanner and the author of these
lines have spent side by side in the service of BIRPI and,
from 1970, WIPO.
Klaus Pfanner was appointed to BIRPI with the
effective date of No vember 1,1966, by the then Director
of BIRPI, G.H.C. Bodenhausen. His first title was Head,
Industrial Property Division. Three years later, he was
promoted and received the title of Senior Counsellor
and Head, Industrial Property Division. When the
author of this obituary became Director General, he
appointed him Director of the Industrial Property
Division and immediately started the procedure for
obtaining the necessary endorsement, by the Coordination Committee of WIPO, for his proposal to appoint
Klaus Pfanner as Deputy Director General. This
became a reality on September 29,1974. In other words,
Klaus Pfanner was Deputy Director General for 12
years.
Those 20 years that Klaus Pfanner spent with BIRPI
and WIPO were years of exceptional importance for
international cooperation in the field of industrial
property.
Those years saw many significant events in that field,
particularly as a result of BIRPFs and WIPO's initiatives. Klaus Pfanner participated in all those events and
played an eminent role in all of them.
In 1970, the Patent Cooperation Treaty (PCT) was
concluded in Washington. Klaus Pfanner participated
in all the—numerous—preparatory meetings, in the
diplomatic conference of Washington itself and in all
the—equally numerous—meetings that followed the
diplomatic conference and which continue since. He is
the great artisan of the fact that the PCT is not only
compatible with the European Patent Convention, but
that the procedures offered by those two treaties can be

used simultaneously. His excellent knowledge of the
European system and his friendly relations with the
authors and managers ofthat system, particularly Kurt
Haertel, François Savignon, Edward Armitage, Bob van
Benthem, Paul Braendli, Georges Vianès, Ivor Davis
and Otto Leberl, predestined him for the task. Once the
PCT became operational, in 1978, on the same day as
the European Patent Convention, Klaus Pfanner had
the direct responsibility to supervise its implementation
by WIPO. He performed this task with circumspection,
foresight and efficiency. He frequently mentioned that
he was proud of the increase in the number of international patent applications filed under the PCT and of the
fact that, in the last two years, the financial results, for
WIPO, had turned from negative to positive.
Klaus Pfanner always showed great interest in
assisting and counselling developing countries.
Although general matters of development cooperation
were not in his jurisdiction, counselling of developing
countries in legislative and treaty matters were in his
jurisdiction. He played a particularly eminent role in
those matters concerning China, the Republic of Korea
and several other Asian countries, several Latin
American countries, in particular Brazil, the African
Intellectual Property Organization (OAPI), and the
African Regional Industrial Property Organization
(ARIPO). More recently, he was also engaged in
WIPO'S cooperation with Turkey and the Gulf Cooperation Council (GCQ. He was one of the members of
the first WIPO mission to Beijing, a mission that
reached its destination only at the second attempt since,
at the first attempt, the airplane that carried them had
an accident at Athens airport (October 7, 1979), which
cost the lives of several passengers. His courageous
behavior during that accident is to his high credit.
Klaus Pfanner also played an eminent role in the
preparation of Diplomatic Conferences, in particular
those of Vienna in 1973 and Budapest in 1977 which led
to the conclusion of four new treaties in the field of
industrial property. His role was to explain and to
persuade. He had a gift for both. He explained complicated matters in simple terms and he never gave up
before his persuasion succeeded. But his insistence was
always courteous and measured. His merits are
immense in the success of those diplomatic conferences
as well as many other international meetings on account
of his profound knowledge of the subject matter and the
two gifts just mentioned.
In the last two years of his career, Klaus Pfanner put
particular efforts into the realization of what was one of
his favorite subjects: the worldwide harmonization of
national patent laws. More than 30 years of experience
were marshalled by Klaus Pfanner to promote international cooperation through a new treaty, yet to be
concluded, on that subject of harmonization. It is sad
that he will not be able to work on it any more.
This is but an example of the various projects in the
realization of which Klaus Pfanner has played an
eminent role.
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Book Reviews

This book provides an excellent description of intellectual property
law developments involving the protection of software and firmware in
the United States of America, the United Kingdom. France. Germany
(Federal Republic of), the Netherlands. Japan, and the Scandinavian
countries. It deals not only with recent legislation but also with the
relevant case law and. in addition, comments on the WIPO Model
Provisions for the Protection of Computer Software and other sui
generis protection proposals. Furthermore, the book provides a brief
but insightful commentary on software piracy and how to detect it.
describes technical means for protecting software and firmware, and
includes clear explanations of the often complicated technical terminology.
This work is logically organized, well presented and up to date, and
should be of great interest to all those concerned with protecting
computer technology.

(Federal Republic of), France, the Netherlands, the United Kingdom,
the United States of America and the European Common Market.
In the first chapter, the traditional legal notion of competition is set
out against the economic theory of competition. These two lines of
analysis arc applied in the following chapters. The general question of
the role information plays in competition theory and the important
function of the consumer in this process form the subject of the first
chapter.
In the second chapter, comparative advertising receives
attention.
The third chapter deals with the notion of slavish imitation.
The fourth chapter discusses the function of trademarks, particularly as vehicles which producers and consumers use to communicate
on the marketplace.
In the fifth chapter, the results of the jurisprudence and legal
doctrine in the preceding chapters are brought together under the
umbrella of the first chapter in order to examine whether the law on
unfair competition can point to new directions.

JE

HI.

Conference on New Technical Tendencies and Industrial Property
Protection, Hungarian Association for the Protection of Industrial
Property and Hungarian Groupof AIPPI (edited by G. Horvàth and T.
Palâgyi). OMIKK-Technoinform. Budapest. 1986.-2 volumes, 844
pages.

Der Schutz typographischer Schriftzeichen, by G. Kelbel. Carl
Heymanns Verlag KG. Cologne, etc.. 1984. —368 pages.

Third Part) Protection of Software and Firmware, by J.J. Borking.
North-Holland. Amsterdam and New York, 1985. —522 pages.

These two volumes reproduce the proceedings of the highly
successful and important Conference on New Technical Tendencies
and Industrial Property Protection, which took place in Budapest from
September 2 to 6. 1985. under the chairmanship of Dr. Tivador
Palâgyi.
It is clear that the current technological revolution is having a great
and expansive impact on traditional notions of industrial property
protection. The purpose of this Conference was to analyze how industrial property is adapting to that revolution as well as how it could
better adapt in future. The numerous papers presented at the
Conference are divided into three broad topics: the protection of
biotechnological inventions: the protection of computer software and
computer-related technology, such as integrated circuits: and the relationship between industrial property protection and economic
progress. Each topic is covered in a comprehensive and in-depth
fashion with the result that the Conference proceedings constitute an
excellent and handy reference work.
JE

Passing Off and Misappropriation, by P.J. Kaufmann, published in the
series IIC Studies in Industrial Property and Copyright Law (IIC
Studies. Vol. 9). Max Planck Institute. Munich. 1986. —178 pages.
In his study on passing ofT and misappropriation. Professor
Kaufmann compares and analyzes unfair competion laws on both sides
of the Atlantic. As the author states in his Introduction, the study tries
to fill in "some of the underemphasis on analytical theory" generally
found in comparative legal studies. In doing so. he tries to apply both
economic and legal theories to the analysis of unfair competition laws.
The jurisdictions chosen for the comparative analysis are Germany

This book contains a comprehensive commentary of the Vienna
Agreement for the Protection of Type Faces and their International
Deposit of June 12. 1973. and the Law on the Protection of Type Faces
of the Federal Republic of Germany, which was enacted on July 6.
1981. The author is a Head of Division in the Ministry of Justice of the
Federal Republic of Germany and his Division is. inter alia, competent
for the protection of type faces. Thus, the commentary, both as regards
the Vienna Agreement and the national Law of the Federal Republic of
Germany, has the benefit of the outstanding knowledge and experience
of the author, who not only elucidates the legal problems arising under
those two instruments, but also analyzes, in a thorough manner, the
various interests involved. Indeed, the protection of type faces has a
growing importance in the modern world, and it can be expected that
this commentary will contribute to the promotion of the protection of
type faces and, thus, also to acceptance of the Vienna Agreement for the
Protection of Type Faces and their International Deposit.
LB

Les dessins et modèles en question — Le droit et la pratique. Study by
the Centre de recherche sur le droit des affaires de la Chambre de
commerce et d'industrie de Paris (CREDA). edited by A. Françon and
M.A. Pérot-Morcl. Librairies techniques. Paris. 1986. —440 pages.
This study, which relics on original statistical data and surveys that
enumerate and analyze the various interests at stake and the aspirations of practitioners, sets out to present a numberof different solutions
that could be considered for a new legal regime protecting shapes and
forms.
A first part deals with the actual concept of designs and models and
the legal provisions governing them in the domestic context (Title I),
and then in the international context (Title II).
After this exposition of the law as it is. the second part of the study
is directed towards the future, in an attempt to determine the actual
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implications of the new solutions. In the desire to go beyond pure legal
theory and to stay as close as possible to the factual situation obtaining
in the field of designs, an original analysis has been made of practice in
design matters (Title I). Once the factual data and the reactions inspired
by the system in force have been taken into account, the various ways
of considering design law are presented (Title II).
CREDA does not claim to propose a system that would reconcile
all interests. It has merely sought to present, by way of conclusion to its
study, the elements necessary for reflection, and to help the reader form
an enlightened opinion.
This work is certain to be extremely useful, both to the theorists
and to the practitioners of industrial property law.
MWG

Les femmes inventeurs existent—Je les ai rencontrées, by F. Moussa.
Editions Farag Moussa, 3. rue Bcllot, 1206 Geneva, 1986.—224
pages.
This first book on the subject is a lively and fascinating historical
account of women who have become symbols, the women inventors of
yesterday and above all those of today. It is a work that is at once very

well documented and very easy to read and whose author, an Egyptian
national, is a WIPO official.
The book is made up of 48 short chapters with an abundance of
illustrations. Forty-one of them tell the stories of women who have
made inventions in extremely different areas and at all levels : from the
interplanetary discovery to the simple domestic invention ; from the
Nobel Prize-winning physicist to the ordinary housewife. The author
paints the portraits of women inventors aged from eight to 81, some of
whom have been awarded prizes by WIPO—either the prize for the
best young inventor or the prize for the best woman inventor, the latter
having been created two years ago.
The last seven chapters deal with women inventors who organize
themselves, in other words with associations of women inventors,
women engineers, etc.
The work covers no fewer than 26 countries: Australia, Austria,
Brazil. Bulgaria, Canada, China, Cuba, Egypt, France, Germany
(Federal Republic of). Hungary, Japan, Mexico, Mongolia, Nepal,
Netherlands. Peru, Philippines, Republic of Korea, Soviet Union,
Sweden, Switzerland. United Kingdom. United States of America,
Yugoslavia, Zaire.
The study is completed with four indexes: names of women
inventors, areas in which women inventors have made inventions,
countries mentioned, other usual names and references.
JE
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Calendar of Meetings

WIPO Meetings
(Not all WIPO meetings are listed. Dates are subject to possible change.)

1986
November 11 to 14 (Geneva) — Committee of Experts on the International Registration of Marks
November 24 to 28 (New Delhi) — Sub-Regional Workshop on Copyright and Neighboring Rights
November 24 to December S (Geneva) — Permanent Committee on Patent Information (PCPI): Working Group on Search Information
December 8 to 12 (Geneva) — Permanent Committee on Patent Information (PCPI): Working Groups on Special Questions and on Planning
December 16 to 19 (Paris) — Committee of Governmental Experts on Works of Visual Art (convened jointly with Unesco)

1987
Januar) 12 (Geneva) — Information Meeting for Non-Governmental Organizations on Intellectual Property
January 26 to 31 and February 3 (Geneva) — Paris Union: Revision of the Paris Convention (Second Consultative Meeting)
February' 23 to 27 (Geneva) — Nice Union: Preparatory Working Group
March 9 to 13 (Geneva) — Permanent Committee for Development Cooperation Related to Copyright and Neighboring Rights
March 23 to 27 (Geneva) — Paris Union: Committee of Experts on the Harmonization of Certain Provisions in Laws for the Protection of
Inventions
March 31 to April 4 (Geneva) — Permanent Committee on Patent Information (PCPI): Working Group on General Information
April 6 and 7 (Geneva) — Permanent Committee on Patent Information (PCPI)
April 27 to 30 (Geneva) — Committee of Experts on Intellectual Property in Respect of Integrated Circuits
May 4 to 19 (Geneva) — Permanent Committee on Patent Information (PCPI): Working Group on Search Information
May 5 to 8 (Geneva) — Permanent Committee for Development Cooperation Related to Industrial Property
May II to 13 (Geneva) — Vienna Union: Working Group on the International Classification of the Figurative Elements of Marks
May 11 to 15 (Paris) — Committee of Governmental Experts on Dramatic and Musical Works (convened jointly with Unesco)
May 18 to 23 and 26 (Geneva) — Paris Union: Revision of the Paris Convention (Third Consultative Meeting)
May 25 to 29 (Geneva) — Paris Union: Committee of Experts on the Protection Against Counterfeiting
June 1 to 4 (Geneva) — Madrid Union: Working Group on Links Between the Madrid Agreement and the Proposed (European) Community Trade
Mark
June 11 to 19 (Washington) — Permanent Committee on Patent Information (PCPI): Working Groups on Special Questions and on Planning
June 22 to 30 (Geneva) — Berne Union: Executive Committee (Extraordinary' Session) (sitting together, for the discussion of certain items, with the
Intergovernmental Committee of the Universal Copyright Convention)
June 29 to July 3 (Geneva) — Paris Union: Committee of Experts on Biotechnological Inventions and Industrial Property
July 1 to 3 (Geneva) — Rome Convention: Intergovernmental Committee (Ordinary Session) (convened jointly with ILO and Unesco)
July 6 to 8 (Geneva) — Budapest Union: Assembly (Extraordinary Session)
September 7 to 11 (Geneva) — Permanent Committee on Patent Information (PCPI): Working Group on Patent Information for Developing
Countries
September 14 to 19 and 23 (Geneva) — Paris Union: Revision of the Paris Convention (Fourth Consultative Meeting)
September 21 to 30 (Geneva) — Governing Bodies (WIPO General Assembly, Conference and Coordination Committee; Assemblies of the Paris,
Madrid, Hague, Nice, Lisbon, Locarno, IPC, PCI, Budapest, TRT, Vienna and Berne Unions; Conferences of Representatives of the Paris,
Hague, Nice and Berne Unions; Executive Committees of the Paris and Berne Unions; Committee of Directors of the Madrid Union; Council of the
Lisbon Union)
October 5 to 9 (Geneva) — Committee of Governmental Experts on Works of Applied Art (convened jointly with Unesco)
November 2 to 6 (Geneva) — Paris Union: Committee of Experts on the Harmonization of Certain Provisions in Laws for the Protection of
Inventions
December 1 to 4 (Geneva) — Committee of Governmental Experts on the Printed Word (convened jointly with Unesco)

