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B. Decisions published in Industrial Property (1965) and classified according to the above plan 

I. PATENTS 

1. Basis of rights 

Pages 

(b) Patentable and non-patcntable inventions (novelty, technical pro- 
gress, inventive step, chemical, pharmaceutical, horticultural pro- 
ducts, etc.). 

Austria. Novelty of inventions. An invention is no 
longer considered to be novel, if it has, before 
the priority date, been disclosed in a printed pub- 
lication in such a way as to be capable of per- 
formance by a person skilled in the art (Vienna, 
Patent Office, decisions: December 11,1956; June 
25, 1957; Julv 11, 1957; February 7, 1958; Oc- 
tober 22, 1958; June 19, 1961; October 27, 1961; 
September 17. 1962; October 17, 1962)     ...      64 

Patentable inventions. A patent should be refused 
if the subject of the invention, although, in itself 
representing a more simple arrangement than 
those already known, nevertheless involves, in its 
operation, disadvantages by comparison with si- 
milar known arrangements (Vienna, Patent Of- 
fice, July 5, 1957) 63 

Patentable inventions. A grant of patent refused 
for a product of aromatising margarine and syn- 
thetic edible fats (Vienna, Patent Office, Novem- 
ber 15, 1957) 63 

Patentable inventions. Disinfectants, which are not 
patentable under Austrian law, must be regarded 
as being not only germicidal substances in them- 
selves, but also products which permit practical 
use of a germicidal substance (Vienna, Patent 
Office, September 29, 1959) 63 

Great Britain. Patentability. A method of injecting 
enzymes into live animals before slaughter, in 
order to render their meat more tender is patent- 
able (London, Divisional Court of the Queen's 
Bench Division, February 8, 1962) 257 

Patentability. A method of treatment of malignant 
tumour cells in animals patentable (London, Su- 
perintending Examiner, Patent Office. July 5. 
1963) !    .    .    ^    257 

Opposition to grant. Opposition on the grounds of 
obviousness and insufficiency of description. Op- 
ponent's inability to produce composition claim- 
ed in specification (London, Appeal Tribunal, 
January 28, 1964) !    257 

Opposition to grant. Summarisation of principles 
governing the exercise of the Comptroller's right 
to refuse the grant of a patent on the ground 
that the invention is obvious and lacks inventive 
subject matter (London, Court of Appeal. July 
17,1964)     257 

2. Acquisition of rights 

(a) Formalities, examination, amendments in the course of the pro- 
cedure of grant, communication of files, etc. 

Austria. Opposition. For the purpose of determining 
the scope of the claims no account can be taken 
of features which did not appear in the claims 
submitted prior to publication (Vienna, Patent 
Office, May 9, 1956)       65 

Opposition. In order to establish the objective of Pases 

the invention more clearly it is admissible to con- 
sider other features, than those contained in the 
claims submitted to publication, from the to- 
tality of documents submitted to publication, but 
only when these supplementary features consti- 
tute a limitation of the protection and do not 
modify the nature of the invention (Vienna. Pat- 
ent Office, December 16, 1957)    ......      65 

Description of an invention. A simple mention of 
a foreign document in an application does not 
constitute a proper description of the invention 
(Vienna, Patent Office, January 31, 1958)     .    .       64 

Opposition. An opposition made by telegram is ad- 
missible. The act must clearly indicate upon what 
publications it is based (Vienna, Patent Office, 
February 5, 1960) 65 

Opposition. The period during which all circum- 
stances relevant to opposition to the grant of a 
patent can be invoked is fixed by law, and ter- 
minates irrevocably at the time of its extinction. 
The most that would be possible would be for 
account of such belated objections to be taken 
ex officio (Vienna, Patent Office. February 14, 
1961) 65 

Opposition. An opposition cannot be regarded as 
sufficiently well-founded when it fails to indi- 
cate a legal ground to justify it, and restricts it- 
self to the mention of a patent specification 
(Vienna, Patent Office, February 28, 1961)  .    .       65 

Great Britain. Amendment of specification. Applica- 
tion for leave to amend specification delayed un- 
til after conclusion of infringement proceedings. 
Charge of bad faith against plaintiff-patentee in- 
troduced after conclusion of evidence (London, 
Court of Appeal, November 8, 1963)   ....    258 

3. Scope and maintenance of rights 

(a)  Interpretation of patents. 

Austria. Interpretation of patents. A claim is only 
decisive for the purpose of determining the scope 
and extent of the protection conferred by the 
patent, when such claim is drafted in a clear and 
unequivocal manner (Vienna. Patent Office. April 
26,1961)       67 

(d)  Extension. 

Great Britain. Extension of term. A patent concern- 
ed with colour television. Extension granted on 
the grounds of war loss and later on the grounds 
of inadequate remuneration, because colour tele- 
vision was not due to start until 1970, with the 
result that the term of the patent would ultima- 
tely exceed 32 years (London, Chancery Division. 
April 18, 1962) .258 

Extension of term. Granted extension on the 
grounds of war loss and application for extension 
on the grounds of inadequate remuneration de- 
ferred (London, Chancery Division. October 3, 
1963)     !    258 

Extension of term. Where two patents are closely 
related and one is due to expire later than the 
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other, the proper practice is to file each applica- 
tion at the proper time and indicate that consi- 
deration should be deferred until both are ripe 
for consideration (London. Chancery Division. 
February 11, 1964)      .     .     . 

Extension of term. Monopoly in later patent de- 
pendent on continuance of earlier patent acquir- 
ed by applicants. Life of earlier patent can be ex- 
tended until normal date of expiration of later 
patent (London, Chancery Division. April 10, 
1964) '  

Extension of term. Duty to disclose accounts in 
support of plea of inadequate remuneration. 
Duty owed by former holder of exclusive sales 
licence after acquisition by him of patentee's 
business   (London,   Chancery   Division,   June   1, 

Pages 

258 

258 

1964) 

Extension of term. Application for extension of 4 
patents of which two have been used only in con- 
nection with the other two (London. Chancery 
Division. June 19, 1964)  

4. Change of ownership 
(b) Licences. 

Austria. In order to decide whether the patent had 
been exploited in an appropriate manner, the 
determining consideration must be the situation 
existing at the moment of the institution of pro- 
ceedings for a compulsory licence (Vienna. Pat- 
ent Office, November 15, 1956)  

The application for a registration of a licence sub- 
mitted before the grant of a patent. The decision 
relating to the ultimate registration of the ap- 
plication in the register of products cannot be 
given as long as the patent had not been granted 
(Vienna, Patent Office, May 28, 1957) .... 

The validity of a licence contract in respect of a 
patent, can, in principle, be attacked if it sub- 
sequently emerged that the patent in question 
was without value, and that the laudatory in- 
dication given by the inventor were incorrect 
(Vienna, Supreme Court, September 2, 1958) 

26Ü 

257 

66 

66 

6. Civil and penal sanctions Pages 

Infringement, procedure, power to sue, confiscation, seizure, etc. 

Great Britain. Infringement. "Non-agression pact' be- 
tween companies as a settlement of patent dis- 
putes (London. Chancery Division. August 21, 
1963) .    259 

Infringement. Interlocutory injunction. The defend- 
ant contested the validity of the plaintiff's pat- 
ents without adducing any evidence. An inter- 
locutory injunction granted; the fact that a com- 
pulsory licence was obtainable (Section 41 of the 
Patents Act) was no ground for refusing interim 
relief in an infringement of the Patent (London. 
Chancery Division. October 8. 1963) 260 

Infringement. Motion for interlocutory injunction 
to certain infringement while defendants appli- 
cation for compulsory licence pending (London. 
Chancery Division,  October 30.   1963)   .... 

Infringement. A letter by the defendant's sollicitor 
to plaintiff's customer threatening the latter with 
infringement proceedings for having used goods 
of the plaintiffs' manufacture, which allegedly 
infringed the defendant's letters patent, constitut- 
ed a threat within the meaning of Section 65 of 
the Patents Act. An interlocutory injunction 
granted (London. Court of Appeal. January 23. 
1964)      . 

Infringement. Pleading defence for action for in- 
fringement. ^ hether defendants entitled to 
amendment seeking to show that plaintiffs' ap- 
plication for extension of term of patent was 
wrongly granted. Application for leave to amend 
refused (London. Court of Appeal. December 18, 
1964)      

7. International law in patent matters 

259 

260 

259 

66 

The grant of a compulsory licence in respect of 
part of a patented invention is permissible, to 
the extent that the owner of the patent is pre- 
pared, voluntarily, to grant a licence of similar 
scope. As a requisite condition for the grant of 
a compulsory licence it is further required that 
the enterprise of the applicant, considered as a 
whole, should be on a basis which permits ex- 
ploitation of the invention protected (Vienna, 
Patent Office, March 17, 1960) 66 

The temporary exploitation of a patent during the 
period of three years does not, of itself, prevent 
the grant of a compulsory licence (Vienna, The 
Patent Court, April 25, 1962) 67 

Great Britain. Compulsory licence of manufacture of 
drugs. Drugs intended mainly for National Health 
Service. In fixing the royalty to be paid account 
should be taken of the research and sales pro- 
motion expenditure incurred by the patentee. The 
royalty should be based on a percentage of the 
selling price (London. Patents Appeal Tribunal, 
March 4, 1964) 259 

(li)  International   law  under  Conventions.   Assimilation  to   nationals, 
right of priority, multiple priorities. 

Austria. Right of priority. The declaration, made at 
the time of the application for patent, according 
to which the applicant renounced a claim to 
priority, constituted a declaration of intent, 
which, once lodged with the Office, cannot be 
revoked  (Vienna, Patent Office, May 14, 1957)       64 

Right of priority. Priority could not be claimed, if 
the first deposit related solely to a special ar- 
rangement, designed to achieve a well-defined 
objective, and the second deposit related to an 
inventive idea of more general scope, although 
being an arrangement of such a kind as to enable 
the same objective to be achieved (Vienna, Pat- 
ent Office, February 7, 1958) 65 

Right of priority. The amalgamation of several 
claims, each enjoying a different priority, is only 
possible if the applicant renounced the priority 
attaching to each of the claims (Vienna. Patent 
Office, December 29, 1960)       65 

Great Britain. Right of priority. The applicant for a 
patent relying on a foreign Convention applica- 
tion, abandoned in the country of origin, is en- 
titled to claim priority as from the date of the 
application filed, as a "continuation in part" if 
under the foreign law applicable thereto the ori- 
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ginal application no longer supports a claim to   Paëes 

priority (London, Superintending Examiner, Pat- 
ent Office. November 29. 1963)   ......     257 

(d)  Special war measures. 

Great Britain. Extension of term. A patent concern- 
ed with colour television. Extension granted on 
the grounds of war loss and later on the grounds 
of inadequate remuneration, because colour tele- 
vision was not due to start until 1970, with the 
result that the term of the patent would ultima- 
tely exceed 32 vears (London. Chancery Division, 
April 18. 1962) 258 

Extension of term. Granted extension on the 
grounds of war loss and application for extension 
on the grounds of inadequate remuneration de- 
ferred (London, Chancery Division, October 3, 
1963) 258 

A toy (railway wagon) manufacturer cannot, by the   PaSes 

deposit of an industrial design, acquire the ex- 
clusive  right  to  reproduce  the  original  railway 
wagon (Vienna, Ministry of Commerce, Novem- 
ber 26, 1957) 67 

Only the manufacture and the putting into circula- 
tion as a design can constitute infringement. 
There is no infringement in the case where the 
article does not leave the enterprise (Vienna, 
Ministry of Commerce, January 9, 1958) ...       68 

In order to decide if an infringement of an indus- 
trial design has occured, the only criterion is the 
total suppression produced by the article contri- 
buting an alleged infringement of it; minimum 
differences do not modify the general impression 
produced by the articles at issue (Vienna, Minis- 
try of Commerce, May 22, 1958) 68 

8. Commercial or industrial secrets 

Great Britain. Breach of confidence. Use of confi- 
dential information after severance of contrac- 
tual relations between the parties. Grant of an 
interlocutory injunction refused with the obser- 
vation that in a case of this kind it was undesir- 
able to grant an injunction in the interlocutory 
stage (London, Chancery Division, July 31, 1963)     266 

Agreement for mutual exchange of know-how and 
improvements. Exchange of confidential infor- 
mation. Breech of duty not to use confidential 
information after termination of agreement (Lon- 
don, Chancery Division, December 21. 1964) .     .     260 

III. INDUSTRIAL DESIGNS 

Austria. The question whether two articles are similar 
and therefore capable of giving rise to confusion, 
must be assessed according to judicial criteria. A 
form which is only slightly different from that 
of articles already in use or enjoying protection 
can thus suffice to justify protection (Vienna, 
The Administrative Court, January 17, 1956) .     .       67 

Every design deposited must, in any proceedings 
for infringement, be considered as being in force 
and valid, unless it has been declared null as a 
result of formal proceedings based upon one of 
the grounds of nullity, as provided by law. The 
exception founded on the material grounds of 
nullity cannot take the place of a formal action 
for nullity, such formal proceedings being indis- 
pensible for the pronouncement of the nullity of 
an industrial design (Vienna, Ministry of Com- 
merce, June 21.  1957) 67 

The question of who is the author of an industrial 
design plays no part in the proceedings for a dec- 
laration of nullity thereof, unless the applicant 
alledges that the depositor acquired the design 
unlawfully (Vienna, Minister of Commerce, Au- 
gust 5, 1957) 67 

The nullity of an industrial design cannot be pro- 
nounced unless proceedings to that end are insti- 
tuted by the person wishing to secure a declara- 
tion of nullity (Vienna, Administrative Court, 
October 4, 1957)    . 67 

All that can be protected by reason, of the law of 
industrial designs is the external concrete form 
given by an industrial product, as it appears to 
the eye of a person making normal use of such a 
product. No account can be taken of any de- 
scription which might accompany the deposit, for 
the purpose of determining the extent of protec- 
tion of the design (Vienna, Ministry of Com- 
merce, October 2, 1958) . 68 

Disputes in matters of industrial designs are not 
subject to official intervention, and that in con- 
sequence, authority must adhere to conclusions 
reached by the parties (Vienna, Ministry of Com- 
merce, November 8, 1958) 68 

From the fact that the protection afforded by the 
product can extend to an entire series of dif- 
ferent forms of performances, it does not follow 
that each of these various forms of performance 
must be considered as a printed publication, re- 
sulting from the specification of the patent con- 
cerned, and constituting an anticipation within 
the meaning of the law on industrial designs 
(Vienna, Ministry of Commerce, April 10, 1959)       68 

The question whether articles which have been put 
into circulation before the deposit of an indus- 
trial design should be regarded as resembling the 
article protected by the deposit and which al- 
legedly conflicts with the validity of the design 
is a question of law and consequently there is no 
occasion to require the production of proofs 
(Vienna, Administrative Court, March 30, 1960)       68 

Great Britain. Registration of design and allegation 
of false proprietorship by owner of artistic copy- 
right (London, Chancery Division, January 17, 
1964) 261 

Assessment of damages. Infringement of a register- 
ed design during the first year of its life. Where 
the registered owner fails to adduce evidence of 
the loss sustained as a result of sales of infring- 
ing article by the defendant, general damages 
will be awarded (London, Privy Council, on ap- 
peal from the Federal Supreme Court of Nigeria, 
March 2, 1964) 261 
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IV. TRADEMARKS Pages 

1. Acquisition of rights 

(b) Acquisition by deposit and registration (formalities, etc.). 

United States of America. Trademarks. Application. 
Lanham Act, Section 44. Whether specimens of 
the mark as used should be filed by foreign ap- 
plicants. Section 44 (c) does not eliminate any 
of the requirements for registration with the ex- 
ception of the requirement of an allegation that 
the mark must be in use in commerce (Washing- 
ton, Assistant Commissioner of the Patent Office, 
October 6, 1949)  .159 

Trademarks. Application. Lanham Act. Require- 
ments of applications by foreigners under Art. 6 
of the Paris Convention. Foreign applicants can 
rely on their home registration without any alle- 
gation of use whatsoever, and hence without com- 
plying with all the requirements of Section 1 
(Washington, The Patent Office, May 27, 1955, 
105 USPQ 392) 159 

2. Symbols which may or may not be used as marks 

fa i  Constitutive elements (lay-out, packaging, bottles, shapes of 
containers, shapes of products, colours, letters, figures, etc.). 

Austria. Slogans can be registered as trademarks if 
they have a distinctive character. Slogans consist- 
ing of phrases which are general in character and 
which lack any originality which might serve to 
fix them in the memory of a purchaser, must in- 
evitably lack this characteristic (Vienna. Patent 
Office, December 17, 1956) 88 

Newly created expressions cannot be protected as 
trademarks when they are only slightly distin- 
guishable from known words in current usage, 
and to the extent that they cannot be considered 
in interested circles as invented names, capable 
of indicating the origin of the products of a spe- 
cific enterprise (Vienna, Patent Office, February 
27, 1957) 88 

Groups of letters are deprived of distinctive char- 
acter required by the law of trademarks, even if 
accompanied by a border in a simple form, if no 
proof is furnished as to the use of the marks in 
such form in the course of trade. Trademarks: K, 
SSW- VDF, h, v, M (Vienna, Patent Office, 1957- 
1961) 88 

Foreign words cannot be registered if they are lack- 
ing in distinctive character, any more than cor- 
responding German words can be so registered 
(Vienna, Patent Office, March 3, 1960)    ...      88 

Great Britain. Opposition to registration on grounds 
of likelihood of confusion. "Firemaster" not used 
by applicants themselves but by a subsidiary of 
applicants (London, Patent Office, August 5, 
1964) 262 

(b) Generic or qualitative descriptions. 

Austria. Certain signs, even if inherently possessing 
descriptive character, can be protected as trade- 
marks if proof is furnished that they are used 
as distinctive indication in the course of trade 
(Vienna, Patent Office, December 17, 1956) .    .      88 

Are not of descriptive character the following word- Pi,8es 

marks: "Cloregal" (chemical products) (1957); 
"Terraload'r" (loading installations) (1959); 
"Multiion" (absorbent agents) (1959) (Vienna, 
Patent Office. October 14. 1957. and Mav 12, 
1959) " .    .      89 

Refusal to register as trademarks, because of lack 
of distinctive character: "Infracourt" (heating 
apparatus) (1957); "Auteuil" (motor vehicles) 
(1957); "Fluovaccin" (medicaments and chemical 
products) (1957); "Schokakola" (cocoa, choco- 
late, etc. containing cola) (1957); "Trienzym" 
(medicaments, chemical products) (1958); "Gran- 
debar" (installation for coffee drinks) (1958); 
"Perfektin" (butchery and pork trade) (1959); 
"Aquastop" (water-refilling clothing) (1960); 
"Congo" (edible fats) (1960); "Supernova ultra" 
(sewing machines) (1961); "Enrobe" (footwear) 
(1951); "Chiquito" (tobacco) (1962) (Vienna, 
Patent Office) 88 

May cause deception and therefore not registrable 
as trademarks: "Cortina" (emanating from an 
enterprise in Upper Austria) (1957); "Schön- 
brunn" (emanating from an enterprise in Ger- 
many) (1961); "Kronenburg 1664" (beers) (1961) 
(Vienna, Patent Office) 90 

"Instant" (coffee). The word "instant" constitutes 
in the country of origin a typical indication as to 
the quality of the product. It is unimportant to 
know whether the meaning of the word "instant" 
was generally understood in Austria and whether 
this designation is generally regarded as an indi- 
cation of quality (Vienna, The Patent Court, 
June 13, 1957)  .    .    . 93 

"Vita" (chocolate) would not be understood by the 
average purchaser in the sense of an indication 
relating to a vivifying ("Vita" in Latin means 
"life") effect which the products so marked were 
supposed to have upon the human body; such an 
interpretation would require a very great effort 
of imagination (Vienna. Patent Office. Septem- 
ber 4, 1959) 93 

In order that a mark shall be refused the protec- 
tion, it is not necessary that all interested circles 
should see in the mark a descriptive indication 
in relation to the products for which it is in- 
tended; it is sufficient if it is seen in this light 
by a sufficient number of purchasers not to be 
regarded as negligible (Vienna, Patent Office, 
July 1957-May 1960) 88 

Descriptive indications in a foreign language, but 
which are not considered as descriptive indica- 
tions in interested Austrian circles, are, never- 
theless, equally incapable of protection as trade- 
marks (Vienna, Patent Office, March 20, 1962)       88 

Foreign words having a descriptive character can- 
not be registered any more than corresponding 
German terms. This rule applies equally to indi- 
cations resembling descriptive indications and 
those capable of confusion with them (Vienna, 
Patent Office, March 1960-October 1962) ...      88 

Belgium. Transformation of a trademark into a ge- 
neric term. The use of a word by the public can- 
not be stopped by the owner of the trademark 
and constitutes rather a proof of the success of 
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its   manufacture    and   its   trademark    (Brussels,   Pa£es 

Court of Appeals. December 18. 1950) ....       57 

United States of America. Transformation of a trade- 
mark into a generic term. A defendant alleging 
invalidity of a trademark must show that to the 
consuming public as a whole the word has lost 
all its trademark significance. Where the possi- 
bility of some deception remains real and the 
need of competitors to satisfactorily describe 
their products is satisfied by the availability of 
several common nouns or adjectives suitable for 
that purpose, the Court will protect the interest 
of the owner in his trademark (Massachusetts 
Circuit Appeal Court. 1956) 54 

Transformation of a trademark into a generic term. 
The trademark owner has the negative duty not 
to use the trademark in a manner which may 
have the effect of educating the public to use the 
trademark as the name of the product and the 
affirmative duty to use an available generic term 
in association with the trademark and in any 
case to make all diligent efforts to prevent the 
general public from using the trademark as a 
generic term ("Thermos" trademark) (Court of 
Appeals, U. S. District Court. Connecticut, 1963)       52 

France. Transformation of a trademark into a generic 
term. The registered proprietors right cannot be 
appropriated for public and general use so long 
as he has not renounced such right. Renunciation 
or abandonment cannot be measured and succes- 
sive renewal of the registration is sufficient proof 
of the will of the registrant to maintain his right 
in the trademark (Nancy. Court of Appeal, June 
12, 1963) " 56 

Great Britain. Registrability. Registration of "Tele- 
meter" (a coin-operated television receiver) re- 
fused as having a direct reference to the charac- 
ter of the apparatus and as being neither adapt- 
ed to distinguish nor capable of distinguishing 
(London. Board of Trade. April 25. 1963) ...     261 

"Everglide" (pens). Use of mark likely to deceive 
or cause confusion (London. Chancery Division, 
November 7. 1963) ...........     262 

Registrability. Registration of "Hold and Draw" 
refused as being directly descriptive of a coin- 
operated gambling machine (London. Board of 
Trade, March 18. 1964) 261 

Registrability. "Ovulen". registration refused on 
the ground that, being the phonetic of "Ovulin" 
it had a direct reference to the character of the 
goods in respect of which it was sought to be 
registered (London, Chaneerv Division. May 5, 
1964) ' .......     261 

Registrability. Registration of "Motor Lodge" in 
respect of foodstuffs refused on the ground that 
it was descriptive and a term in common usage 
(London, Board of Trade. November 24, 1964)   .     262 

Registrability. Registration of "Chin Chin" (alco- 
holic beverages) not capable of registration in 
Part A. The words described are a form of salu- 
tation not necessarily confined to drinking occa- 
sions (London. Board of Trade. February 12. 
1965) "  .    .    262 

Italy. Transformation of a trademark into a generic Pa8es 

term. The fact that an invented word, registered 
as a trademark, has become of common use to 
designate products of a certain kind is not, in 
itself, sufficient to dispossess the owner of his 
exclusive right (Supreme Court, May 15, 1935; 
the same view held by the Court of Appeals of 
Milan. June 26, 1956)" 57 

Transformation of a trademark into a generic term. 
The only case of degeneration of a trademark 
into a generic term is when several manufacturers 
use the word mark and it has lost in the mind of 
the public any reference to the original product 
and has become a generic denomination. The 
owner of the trademark cannot invoke an exclu- 
sive right to it because he would be profiting 
from the reputation enjoyed by his competitors 
for their products (Rome, Supreme Court, Au- 
gust 2, 1956)      .       57 

Sweden. Symbols which may or may not be used as 
trademarks. "'Bjorntrad" trademark. Is spite of 
the fact that the word has been introduced into 
encyclopaedias and dictionnaries the Court was 
not satisfied that the word has turned into a 
generic word (Stockholm. Administrative Court. 
1957) 60 

Sivitzerland. The development of a trademark into a 
generic term is not effected until all participat- 
ing circles (manufacturers, merchant and the buy- 
ing public) do no longer regard it as belonging 
to a particular manufacturer or trader (Lausanne, 
Federal Court. September 30, 1958) 58 

(c)  Family and geographical names. 

Austria. Marks liable to deceive. " Rimini-Ronds " 
cancelled, on the ground of its deceptive charac- 
ter. It could be interpreted as a simple geographi- 
cal indication of origin. It becomes deceptive in 
character from the moment when the proprietor 
is established in Vienna (Vienna, The Patent 
Court, November 23, 1960) 94 

Great Britain. Rectification of Register. "Welsh Lady" 
held capable of becoming distinctive. Emblem 
used since 1900 butnot registered until 1958. The 
applicants for rectification began to use a similar 
device in 1954. The application for rectification 
refused on the ground that the emblem was dis- 
tinctive of the registered proprietor's goods (Lon- 
don, Chancery Division, March 13, 1964)  .     .     .     263 

Registrability. Registration of "Santos-Dumont" in 
Part A of the Register refused on the grounds 
that it was not an invented word but merely a 
collocation of two surnames, albeit that one was 
a surname current in Spain and the other in 
France. Registration in Part B allowed because 
of surnames which were rare in England was 
"'inherently capable of distinguishing" (London, 
Board of Trade, March 21, 1963) '.    261 

Registrability. Registration of " Luxmore " (small 
domestic utensils, etc.) refused. Luxmoore was a 
surname not infrequent in the West of England 
(London, Assistant Comptroller, Patent Office, 
November 28,   1963) 261 
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(e) Free marks (Freizeichen). Pages 

Austria. Free signs. "Gervais" not registrable as a 
trademark, because considered in Austria, for 
more than 50 years, as a free sign, designating a 
particular kind of cheese (Vienna, The Patent 
Court, May 30, 1962) 93 

2 A. Goods for which a mark may or may not be 
registered 

Austria. Marks liable to deceive. The action for can- 
cellation, by reason of the deceptive character of 
the mark, can only be admitted when the mark 
impugned contains, in itself, an inexact indica- 
tion as regards the goods in respect of which it 
has been deposited, and is liable to deceive con- 
sumers, thus risking also to injure the interests 
of the said consumers (Vienna, Patent Office, 
September 27, 1955) '.      93 

If the mark enjoys world reputation, the recollec- 
tion of it which the consumer retains will be very 
keen and precise and the risk of confusion be- 
tween the two marks in question will be corre- 
spondingly reduced (Vienna, Patent Office, Oc- 
tober 16, 1958)     .      90 

5. Termination of rights 

(a) Conflicting marks, other than those classified under 2 B above. 

Austria. The manner in which the same figurative 
device is depicted, from a graphic point of view, 
allows for several perceptible differences, with 
the result that the marks showing the same de- 
vice need not be regarded as being similar 
(Vienna, Patent Office, October 9, 1956)  ...       94 

The following marks are considered as similar and 
capable of causing confusion: "Nervaletsen" — 
"Nervan" (1956); "Acesella" — "Acella" (1956); 
"Okal" — "Togal" (1956) ; "Lalvos" — "Leevos" 
(1957); "Dephloxan" — "Perphloxan" (1957); 
"Lysoforte" — "Leysol" (1957); "Koladin" — 
"Cordalin" (1957); "Quintine" — "Quittin" 
(1957); "Felux" — "Felix"  (1957); "Permanit" 
— "Permutit" (1957) ; "Teka" — "Dexa" (1958); 
"Isodine" — "Isoptin" (1958); "Eco" — "Erco" 
(1958): "Butvlon" — "Butolan" (1959); "Char- 
mina" — "Charmella" (1959); "Unita" — "Uni- 
xa" (1959); "De Lindeboom" — "Linde" (1959); 
"Vita" — "Gelvita" (1959); "Vegominal" — "Ve- 
ganin" (1959); "Vegoman" — "Veganin" (1959); 
"Novadrin" — "Novalgin" (1959); "Metafol- 
Noxol" — "MetafoF (1958); "Loramin" — "La- 
ramin" (1960); "Tussiletten" — "Perbussetten" 
(1960); "Graziella" — "Graziosa" (1960); "Dor- 
manal" — "Dominai" (1960); "Lano Wax" — 
"Lino" (1961); "Alderton" — "Atergon" (1960); 
"Orodiur" — "Oricur" (1961); "OKs" — "Vox" 

'    (1961); "Bri-lon" — "Phrilon"  (1961); "Nezon" 
— "Zeozon" (1961); "Bonita"—"Bolvita"(1961); 
"Marcel Guerlain, maison fondée en 1923, Paris" 
— "Guerlain" (1961); "Hesotin" — "Helkodin" 
(1962) (Vienna, Patent Office, Patent Court) .     .       91 

Two compound marks are not of such a nature as 
to cause confusion when the sole element which 
they have in common is not capable of protec- 
tion. The danger of confusion must always be 
assessed according to the overall impression that 

the   two   marks   in   question   produce   upon   the   Pa8es 

average   purchaser   (Vienna.   The   Patent   Court, 
March 23, 1957) 90 

Trading styles incorporated in mixed marks are of 
less interest to the average buyer than the other 
elements included in the marks, except in the 
case of very well known trade names, additions 
serving to identify the proprietor of the mark 
are accordingly not determining when it is a mat- 
ter of deciding whether the mixed marks are of 
such a nature as to lead to confusion (Vienna, 
The Patent Court, May 14, 1957) 90 

The question of the resemblance of products under 
consideration must be appreciated in the light of 
the way in which these products are seen by in- 
terested parties (Vienna, The Patent Court. May 
16, 1957)     .      92 

Only common elements, if they are characteristic, 
create the overall impression produced by the 
two marks in question, which, from that point 
of view, can be confused (Vienna, The Patent 
Court, May 24, 1957) 90 

Within the framework of an application for can- 
cellation it is only necessary to know whether 
the marks concerned have been deposited in re- 
spect of products which are identical or of a 
similar nature, and not whether the same pro- 
ducts are effectively manufactured or put into 
circulation by the parties in dispute (Vienna, The 
Patent Court, December 13, 1957) 92 

The following designations have not been regarded 
as similar: "Pyrabutol" — "Pyramidon" (1958); 
"Unitas" — "Unixa" (1959); "Perdilaton" — 
"Dilatol" (1960); "Aco" — "Axo" (1961); "Taxi- 
Kola" — "Afri-Cola" (1961) (Vienna, Patent Of- 
fice)       92 

Trademarks "La vache qui rit" (The cow which 
laughs) and "La vache sérieuse" (The serious 
cow), accompanied by representations of a cow 
and of the head of a cow, similarity not recog- 
nized, with an observation that the Austrian 
law of trademarks has no provision for the pro- 
tection of figurative devices (Vienna, The Patent 
Court, May 31, 1958) 94 

The trade name "Robba Rocco" and the trademark 
"Roba" must be considered as being of such a 
nature as to lead to confusion from the moment 
when the initial name "Rocco" is deprived of 
distinctive character (Vienna, The Patent Court, 
September 16,  1958) 92 

If the mark enjoys world reputation, the recollec- 
tion of it which the consumer retains will be very 
keen and precise and the risk of confusion be- 
tween the two marks in question will be corre- 
spondingly reduced (Vienna, Patent Office. Oc- 
tober 16, 1958)     .      90 

The circumstances in which a mark has been creat- 
ed do not have to be taken into account when it 
is a matter of assessing whether such mark pos- 
sesses a sufficiently distinctive character, or if it 
is more or less capable of confusion with other 
marks (Vienna, Patent Office, November 18, 
1958, confirmed by the Patent Court)   ....       91 
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A word-mark should be considered as resembling a   PaSes 

device, and liable to cause confusion, when the 
image of the device cannot be designated other 
than by the word constituting the verbal portion 
of the mark (Vienna. Patent Office. January 22, 
1959) 90 

In a mark composed of a word and a device, the 
verbal element is more often preponderant as 
regards the overall impression produced by the 
mark since, apart from exceptions, use is more 
frequently made of the word, in the course of 
trade, in order to designate such a mark (Vienna, 
The Patent Court, April 27, 1960) 91 

When the two word-marks in question are brief, 
the risk of confusion must be assessed in exactly 
the same manner as if more lengthy marks were 
involved (Vienna, Patent Office. October 25, 
1960)    .    .    .       91 

As to whether two groups of products are of a 
similar nature is a question of law (Vienna. Pat- 
ent Office, February 1, 1961) 92 

To what extent a foreign enterprise can, by virtue 
of its trading name, request cancellation of a 
mark with which it comes into conflict. One of 
the conditions essential to the success of such an 
application is the justification, on behalf of the 
person making application, of some form of legal 
interest (Vienna. The Patent Court. March 22. 
1961) 93 

An exception claiming the dismissal of the applica- 
tion for cancellation on the ground that the pro- 
prietor of the earlier mark must lose his right to 
sole action if there had been prolonged tolerance 
of the later mark, is not recognized (Vienna, The 
Patent Court, July 5, 1961) 91 

From the legal point of view, it is of little impor- 
tance, for the purpose of answering the question 
whether or not in a given case, confusion has al- 
ready effectively arisen. Two marks are not si- 
milar and do not lend themselves to confusion 
if the sole element they have in common is not 
itself capable of protection (Vienna, The Patent 
Court, September 13, 1961) 91 

In order to judge the resemblance of a mark in 
three dimensions with a mixed mark, account 
should be taken of the overall impression pro- 
duced on the purchaser by the first mark, and to 
ascertain whether this impression can be confus- 
ed with the recollection of the mixed mark 
(Vienna, The Patent Court, May 2, 1962) ...       91 

Great Britain. Infringement. "Steiner" v. ''Willy Stei- 
ner". An interlocutory injunction to certain pass- 
ing off refused on the ground that there was not 
sufficient likelihood of confusion (London, Chan- 
cery Division, May 12, 1964) 262 

6. Civil and penal sanctions 

Infringement, procedure, power to sue, confiscation, seizure, etc. 

Austria. An exception claiming the dismissal of the 
application for cancellation on the ground that 
the proprietor of the earlier mark must lose his 
right to sole action if there had been prolonged 
tolerance of the later mark, is not recognized 
(Vienna, The Patent Court, July 5, 1961) ...       91 

Great Britain. Infringement. Termination of distri- Pa8es 

butorship agreement. Injunction refused on the 
ground that the use of the trademark in a cir- 
cular letter was not likely to deceive or cause 
confusion (London, Chancery Division, Mav 26, 
1964) 263 

Carl Zeiss Foundation in German Democratic Re- 
public and Carl Zeiss Foundation in Federal 
Republic of Germany. In the absence of recogni- 
tion no effect could be given to the statute of 
the German Democratic Republic which estab- 
lished the Council of Gera and that accordingly 
the latter was not-existant for the purpose of pro- 
ceedings in the English Courts. A further appeal 
lodged in the House of Lords (London, Court of 
Appeal, December 17, 1964) 264 

7. International law in trademark matters 

i In International Law under Conventions. Union Convention of Paris 
(assimilation to nationals, right of priority, " telle quelle " pro- 
tection). Madrid Agreement for the International Registration of 
Trademarks. 

Austria. Article 6bls of the Convention of the Paris 
Union: Protection of well-known unregistered 
marks. The aforesaid provision does not permit 
a claim for special protection in favour of well- 
known, but registered marks (Vienna, Patent Of- 
fice, October 9, 1956) 94 

Article 6 A of the Convention of the Paris Union: 
"Telle quelle" trademarks. The principle of the 
protection of the mark "telle quelle" only relates 
to the form not the contents of the mark (Vienna, 
Patent Office, January 30, 1957) 94 

The deposit of an international mark effected after 
the expiration of the term of protection of 20 
years which the same mark previously enjoyed 
does not have the same effect as a renewal. In 
such a case, the mark in question is submitted (in 
Austria) to fresh examination as to its admissibi- 
lity (Vienna, Patent Office, May 8, 1959) ...       94 

Madrid Agreement (Trademarks). Article 5 (1) of 
the Madrid Agreement relates solely to the re- 
fusal of protection which national authorities are 
entitled to withhold from an international mark, 
on one of the grounds specified in Article 6 of 
the Convention of the Paris Union. The refusal 
of protection as regards an international mark 
does not have an effect which is absolute and 
unlimited in time (Vienna, Patent Office, Decem- 
ber 14, 1960, confirmed by the Patent Court) .    .      94 

Madrid Agreement (Trademarks). Objections against 
protection pronounced in the form of a "notice 
of provisional refusal", a "notice of final re- 
fusal". From the point of view of the rules of 
procedure, this practice cannot give rise to any 
criticism, provided the purport of the objections 
arose clearly from the text of the notice (Vienna, 
Patent Office, December 15, 1961) 94 

The Nullity Section can, within the framework of 
an action brought before it, re-examine the ad- 
missibility of an international mark when this 
examination had not been carried out in Austria 
within the specified period (Vienna, The Patent 
Court, May 30, 1962) 95 
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V. COMMERCIAL OR TRADE NAME Pases 

Austria. It is not equitable to recognize, in favour of 
a small enterprise located in some quite insigni- 
ficant place, the right to oppose another enter- 
prise, of incomparably greater importance, in the 
use of its trade name as a trademark (Vienna, 
The Patent Court, December 31, 1957) ....      92 

The trade name "Robba Rocco" and the trademark 
"Roba" must be considered as being of such a 
nature as to lead to confusion from the moment 
when the initial name "Rocco" is deprived of 
distinctive character (Vienna. The Patent Court, 
September 16, 1958) 92 

To what extent a foreign enterprise can, by virtue 
of its trading name, request cancellation of a 
mark with which it comes into conflict. One of 
the conditions essential to the success of such an 
application is the justification, on behalf of the 
person making application, of some form of legal 
interest (Vienna. The Patent Court, March 22, 
1961) 93 

VI. INDICATIONS OF SOURCE 

Great Britain. "Harris Tweed". Held that, in order 
to qualify as "Harris Tweed", the cloth must not 
only be hand-woven in the Outer Hebrides but 
all the other manufacturing processes must like- 
wise be carried out there (Scotland, Court of 
Session, July 17, 1964) 265 

VII. UNFAIR COMPETITION 

Australia. A passing off action will lie once damage 
and misrepresentation have been shown whether 
or not the parties are engaged in a common field 
of activity (Supreme Court of New South Wales, 
1960)    .    . 130 

Great Britain. "Associated Booking Corporation" and 
"Associated Booking Agency". Held there was a 
likelihood of confusion and interlocutory injunc- 
tion granted (London, Chancery Division, March 
17,1963) 263 

Passing off. "Walls Super Whip" and "Wells Whip". 
Interlocutory injunction refused, but passing off 
injunction allowed (London, Chancery Division, 
June 21, 1963) 263 

Passing off. Sheraton Corporation of America v. 
Sheraton Motels. Interlocutory injunction grant- 
ed (London, Chancery Division, July 12, 1963)   .     263 

Use of similar advertising display service. "Guards" 
v. "Guardsman" (London, Chancery Division, 
November 1, 1963) 265 

Passing off by use of similar name. "Countess 
Shampoomatic"  and "Addis  Shampoomatic", in 

the absence of any evidence of actual confusion   Pa8es 

the grant of an interlocutory injunction refused 
(London, Chancery Division, February 18, 1964)     263 

Injurious falsehood. Interlocutory injunction grant- 
ed against the defendants who, in order to pro- 
mote the sales, advertised that they would sell to 
re-established customers "at cost price plus a 
small handling charge", which was falsely stated 
in a sum below that at which the plaintiffs sold 
such goods to their wholesale customers (London, 
Chancery Division, June 28, 1964) 265 

Passing off by similar get up. Medicated sweets sold 
in orange coloured wrappers by the plaintiffs 
(under the name in Roman characters "Hacks") 
and by the defendants (under the name "Pecto") 
in Singapore: In the circumstances of the present 
case, where purchasers were unable to read Ro- 
man characters, the difference in words could 
not be said to be sufficiently distinguishing (Lon- 
don, Privy Council, November 16, 1964)   .     .     .     264 

Carl Zeiss Foundation in German Democratic Re- 
public and Carl Zeiss Foundation in Federal 
Republic of Germany. In the absence of recogni- 
tion no effect could be given to the statute of 
the German Democratic Republic which estab- 
lished the Council of Gera and that accordingly 
the latter was not-existant for the purpose of pro- 
ceedings in the English Courts. A further appeal 
lodged in the House of Lords (London, Court of 
Appeal, December 17, 1964) 264 

VIII. LEGISLATION AGAINST MONOPOLIES 

Belgium. Legislation against monopolies. Common 
Market Treaty. Article 85. Restriction of trade 
between Member States are prohibited agree- 
ments, restrictions or distorted competition with- 
in the Common Market, because it violates the 
Common Market anti-trust policy. Territorial re- 
strictions amount to the customs barriers which 
are gradually abolished (Commission of the Euro- 
pean Economic Community, October 20, 1964)    .       15 

Great Britain. Restrictive covenants. A covenant which 
for a period of two years after termination of a 
contract of employment seeks to restrain an em- 
ployee from canvassing such persons as during 
the employee's period of employment were cus- 
tomers of the employer, is valid. A geographical 
limitation in such a case is not necessary (Lon- 
don, Court of Appeal, March 2, 1964) ....    266 

Restrictive covenants. Restrictive covenant to bar 
employee from seeking alternative employment 
after termination of contract. Such a covenant is 
void and unenforceable if it has no geographical 
limitation and extends beyond the specialized 
field of activity of the plaintiffs (London, Court 
of Appeal, July 17, 1964)     266 
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