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1. Trademarks vs Gl: protection pathways
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2. Protection of Gls under FTAs

Cancellation
Gls must go of recognition Cancellation of
through the allowed in the protection
domestic country allowed only in
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of recognition protection is of origin
sought

Disclaimer of
protection of Specific
common names list of Gls
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itr:n-ecr:ii:t(rzac:lz) v v v v v 116
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“The protection of the geographical indication "Queso Manchego" for cheeses
elaborated in Spain, in accordance with its technical specifications, using
sheep’s milk, shall not prevent the use of the terms "manchego" and "queso
manchego”, which are traditional names in Mexico when related to cheeses
elaborated with cow’s milk, provided these products are not commercialized
using references (graphics, names, picture, flags) to the protected European
geographical indication and are differentiated from it in a hon-ambiguous

manner as regards the origin and the composition of the product.”

— Mexico - EU Agreement in Principle, Annex Il Part A “Geographical indications

of the European Union as referred to in Article X.32(a)”, Footnote 29
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Another example:

Parmesano

Coexistira uso exclusivo de manchego, fetay
parmesano

Descubre
diversion sin fin
en Orange County,

California

summote o @ Expedio

Lista de Compras

Queso Parmesano Seis Tierras

(valoraciones) 4 vendidos
$100.00

100 g

Agotado

SKU: 100gr-QuPar

Categoria:

'Queso Romano (tipo

Parmesano), 250g.

por La Nature

$170.00

Precio por 250g.

Delicioso queso madurado estilo parmesano, producido en
Querétaro en el rancho La Hondonada. Vacas de libre pastoreo y
bien cuidadas... por supuesto, es la filosofia La Nature! ;-)

“The protection of the geographical indication “Parmigiano Reggiano” shall not prevent users having used the

term “parmesano” in good faith before the conclusion in principle of this agreement, to continue using that

term, provided these products are not commercialized using references (graphic, names, pictures, flags) to the

genuine origin of “Parmigiano Reggiano” and are differentiated from “Parmigiano Reggiano” in a non-

ambiguous manner as regards the origin.” Mexico - EU Agreement in Principle, Footnote 39
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. Turning pre-existing trademark rights ineffectual.
The recognition of

a Gl under a trade
negotiation and
not an independent
process based on
the merits of each
term by the IP
authority, generates
arbitrary decisions,
which can lead to
the following
consequences:

I prices and the availability of the related products.

The recognition of a common name as Gl, would imply a process
of the re-adaptation of consumers, traders and producers.

Subtraction of terms from the public domain so that their use
will only be allowed for a handful of producers (without the actual
obligation to use them in the future).

& { Imposition of significant costs over intellectual property,
= { customs, and judicial authorities to enforce the Gl rights.




3. Some pending matters

1. Scope of protection: rights conferred.
2. Territoriality.
3. Evocation.
4.Translations and transliterations.
5. Multi-compound terms.

6. Definition of generic term. ‘ DORANTES
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