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Introduction to WIPO Internet Domain Name Processes

WIPO undertook two significant processes to address intellectual property issues related to

Internet domain names:

*The First Process (1998-1999) focused on the interface between domain names and

trademarks.

*The Second Process (2000-2001) addressed issues outside the scope of the first process,

including geographical indications.
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First WIPO Internet Domain Name Process

sInitiated in July 1998 at the request of WIPO Member States, the first process aimed to develop recommendations
to ICANN for domain name dispute resolution, when a registration conflicted with a trademark.

17 consultation meetings in 15 cities, and written submissions from 334 governments, intergovernmental
organizations, professional associations, corporations, and individuals.

*The Final Report published on April 30, 1999, recommended a global and uniform administrative (outside of
national courts) dispute-resolution procedure for bad faith registration and use of domain names in abuse of
trademark rights.

*The recommendations led to the adoption of the Uniform Domain Name Dispute Resolution Policy (UDRP) by
ICANN.
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Key Elements of the UDRP

*The UDRP applies to second-level domain name registrations in all gTLDs and many ccTLDs

(either "as is” or with national variations).

To succeed in a UDRP proceeding, a trademark owner must establish three elements:

The domain name is identical or confusingly similar to a trademark or service mark in which
the complainant has rights.

The registrant has no rights or legitimate interests in the domain name.

The domain name has been registered and is being used in bad faith.
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First WIPO Internet Domain Name Process

*Recommendations of the Final Report of the First WIPO Process were directed at the most
egregious problems between trademarks and domain names i.e., “cybersquatting”, and obtaining

effective solutions.

«“Other issues remain outstanding and require further reflection and consultation.”

*Including:

The problem of bad faith, abusive domain name registrations that conflict with other identifiers,
for example, geographical indications, trade names, and personality rights.
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Second WIPO Internet Domain Name Process (2000-2001)

Commenced on June 28, 2000, the second process addressed inter alia the abusive, misleading,

bad faith, or unfair use of geographical indications.

*The Final Report published on September 3, 2001, recognized international norms prohibiting
false and deceptive indications of geographical source on goods and protecting geographical

indications. These apply to trade in goods.

*However, the report highlighted the need for adaptation to address misuse in the Domain Name
System (DNS).
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Second WIPO Internet Domain Name Process (2000-2001)

*The report asks whether there is a solid and clear basis in existing international law which can be
applied so as to prevent erosion of the integrity of geographical indications and enhance the
credibility of the DNS.

International legal framework for the protection of geographical indications was developed for,
and applies to, trade in goods.

The mere registration of a geographical indication as a domain name by someone with no
connection with the geographical indication may not on its own be a violation of existing
international legal norms.

There may be circumstances in which a domain name registration may not constitute a violation
of existing international norms because there is no relationship between the domain name and

goods.
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Second WIPO Internet Domain Name Process (2000-2001)

*The report suggested that the international framework needs to be further advanced before an

adequate solution is available.

*The WIPO General Assembly decided to subject the report to a comprehensive analysis by the
Standing Committee on the Law of Trademarks, Industrial Designs, and Geographical Indications
(SCT).
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