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INTRODUCTION

1. The Standing Committee on the Law of Trademarks, Industrial Designs and
Geographical Indications (hereinafter referred to as “the Standing Committee” d8Qhg
held its seventh sessiom Geneva, from December 5 to 7, 2001.

2.  The following States members of WIPO and/or the Paris Union for the Protection of
Industrial Property were represented at the meeting: Albania, Algeria, Argentina, Australia,
Austria, Belarus,Belgium,Brazil, Bulgaria,Cambodia, Canada, Chad, Chile, China,
Colombia, Costa Ric&;6te d’'lvoire,Czech RepublicDenmark Egypt, Estonia,Finland,

France GermanyGhana, Guatemal&ondurasHungary, India, Indonesidieland, Japan,

%

Adopted at the eighth session of the SCT I&weIng comments received on the Draft Report
(document SCT/7/4 Prov.2), paragraph 34 as modified.
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Jordan, Kenya, Kyrgyzstahatvia, Lebanon, Lithuania, Madagascar, Malaysia, Mexico,
Morocco, New Zealand\lorway, NetherlandsPakistan, PanamBaraguayPortugal,
Republicof Korea RomaniaRussiarFederationSenegal Singapore, Spairgri Lanka,
Sudan, Sweden, Switzerlantynisia, Turkey,Ukraine,United Kingdom,

United Statesof America, UruguayZimbabwe (66). The European Communities were also
represented in their capacity of member of the SCT.

3.  The following intergovernmental organizations took part in thetingen an observer
capacity: Benelux Trademark Office (BBMJyorld Trade Organization (WTO) (2).

4. Representatives of the following international rgmvernmental organizations took
partin the meeting in an observer capacity: Associatiokofopean Trademark Owners
(MARQUEYS), Center for International Industrial Property Studies (CERUyppean
Communities Trade Mark Association (ECTA)ternational Federation of Wines and Spirits
(FIVS), International Federation of Industrial Propertydtieys (FICPI))nternational
Trademark AssociatioINTA), International Wine Law Association (AIDV)nternet

Society (ISOC) (8).

5. The list of participants is contained in the Annex of this Report.

6. Discussions were based on tlidldwing documents prepared by the International
Bureau of WIPO: “Agenda” (docume®CT/7/1), “Text of the Joint Recommendation
Concerning Provisions on the Protection of Marks, and Other Industrial Property Rights in
Signs, on the Internet (with explaway notes)” (documensCT/7/2) and “Geographical
Indications: Historical Background, Nature of Rights, Existing Systems for Protection and
Obtaining Effective Protection in Other Countries” (documesisI/6/3 andsCT/6/3 Corr.).

7. The Secretaat noted the interventions made and recorded them on tape. This report
summarizes the discussions on the basis of all the observations made.

Agenda ltem 1: Opening of the Session

8.  Ms. Debbie Rgnning (Norway), Chair of the Standing Committe¢he Law of
Trademarks, Industrial Designs and Geographical Indications (SCT), opened the meeting.

9. Mr. Shozo Uemura, Deputy Director General, welcomed all the participants on behalf

of the Director General of WIPO. Mr. Marcus HOppergerlP®) acted as Secretary to the
Standing Committee.

Agenda ltem 2: Adoption of the Agenda

10. The SCT adopted the Draft Agenda (docum®@6IT/7/1) without modifications
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Agenda Iltem 3: Adoption of the Draft Report of the Sixth Session

11. The Delegation of the Republic of Korea suggested to delete in paragraph 131 the
reference to the reservation which it had made at the sixth session of the SCT according to
which it could not join the consensus on Article 15(2) of the Joint Recondatén. The
reservation was withdrawn before the WIPO Assemblies.

12. The SCT adopted the Draft Report of the sixth session (docuSEemt6/6 Prov.)
without modifications.

Agenda Item 4: Text of the Joint Recommendation Concerning Provisiotise Protection
of Marks, and Other Industrial Property Rights in Signs, on the Internet (with explanatory
notes)

13. The Secretariat informed the Standing Committee that the proposed Joint
Recommendatio@oncerning the Protection of Marks, a@ther Industrial Property Rights

in Signs, on the Internet, was adoptegthe Assembly of the Paris Union for the Protection

of Industrial Property and the General Assembly of the World Intellectual Property
Organization (WIPO), at the Thirtgixth Series of Meetings of the Assemblies of the Member
States of WIPO (September 24 to October 3, 2001). The Document SCT/7/2 wamtdins

in its Annexthe text of the Joint Recommendation, the provisions and the explanatory notes
prepared by the InternationaliBzeau was circulated to the SCT for information purposes,
since SCT Members had not yet received a document incorporating the provisions and the
notes.

14. The Delegation of Mexico referred to the request which it had made by its delegation at
the sixth session of the SCT, reflected in paragraph 99 of the Report (Document
SCT/6/6Prov.), aiming at clarifying in the Explanatory Notes on the Joint Recommendation
that nothing prevents a Member State from going beyond the required minimum and applying
the “notice and avoidance of conflict procedure” to acts of unfair competition.

15. The Secretariat stated that this point was addressed iné\N@2ewvhich deals with the
use of a sign on the Internet, infringement and acts of unfair competiti

16. The Delegation of Sudan asked for clarifications on Article 1(vi) relating to the
description given of the abbreviated expression “Internet”’, and on Ad{@le).

17. Inresponse to the above, the Secretariat explained thiateA1(vi) was discussed at

length at the SCT and did not intend to give a definition of the expression “Internet” but rather
a description to be used “for the purpose of these provisions”. As mentioned in the
explanatory note 1.05, this is emphasizgdlie use of the words “refers to” instead of the

word “means” used in the other items. Moreover, it follows the wording of Article 8 of the
WIPO Copyright Treaty (WCT) and Article 14 of the WIPO Performances and Phonograms
Treaty (WPPT). With regard tArticle 1(vii), the Secretariat stated that, following a

generally accepted practice, as for example in Article 1(xv) of the Patent Law Treaty, this
item has been added to facilitate the drafting of the provisions.
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Agenda Iltem 5: Issues to Be Consideley the Standing Committee

Geographical Indications

18. The discussion was based on documents SCT/6/3 and SCT/6/3 Corr.

Terminology

19. The Delegation of the United States of America stated that the term “geographical
indications” wa defined in Article22.1 of the TRIPS Agreement and, thus, had a specific
meaning. It, therefore, suggested using the term in that particular meaning and not, as was
stated in paragrap® of document SCT/6/3, in its widest sense. In order to simpligy th

debate, the Delegation suggested the use of the following terms, and to distinguish them from
each other: “indication of source,” “designation of origin,” “appellation of origin” and
“geographical indication.”

20. The Delegation of the Europe&ommunities said that it believed that the question of
definition was important in itself, and that it was equally important that the elements of the
definition were met. Whatever terminology was used, the Delegation felt that it was vital that
the substance of the definition was complied with. The Delegation said that it did not appear
to be wise to add new definitions. It expressed agreement with the suggestion of the
Delegation of the United States of America to use the term “geographical inditaton

defined by Article22.1 of the TRIPS Agreement.

Existing Approaches for the Protection of Geographical Indications

21. The Delegation of the United States of America explained that, in its country,
geographical indications were protectadler unfair competition law or as certification

marks. The Delegation expressed interest in hearing from other delegations how geographical
indications were protected in their respective countries and, in particular, how geographical
indications were crdad and challenged, and what policy reasons were underlying the

adoption of specific systems of protection.

22. The Delegation of the European Communities suggested clarifying para2@agh

document SCT/6/3 in order to avoid the potential ceidn between geographical terms in
general and geographical indications as such. A geographical term could become a protected
geographical indication if all conditions established in law were met. A geographical term
could also be protected as a collgetor certification mark. Moreover, it was possible to

protect a geographical name cumulatively as a geographical indication and as a collective or
certification mark, if protection was sought in different countries applying different protection
regimes. The latter case did not present problems where the owner of the rights was one and
the same person. However, subject matter protected by geographical indications was different
from that protected by trademarks. In order to reflect the differences betiived¢wo systems

of protection, the Delegation suggested the insertion, after paragphdocument

SCT/6/3, of a new paragraph to that effect.
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23. The Delegation of Australia said that, as far as the law of its country was concerned,
paragaph28 of document SCT/6/3 appeared to be correct. Geographical indications as
defined under TRIPS Articl22.1 could be perfectly protected as certification marks.

24. The Delegation of the United States of America said that, from its poivieo¥, there

could be no doubt that geographical indications as defined by TRIPS A2&clecould be
protected as certification marks, and cited the examples of certification marks registered in the
United States of America for “Roquefort,” “Stilton” arf@arma Ham.” Where the

registration of a certification mark was sought for the protection of a geographical indication,
the applicant had to provide the applicable certification standards, which, in the examples
cited, were understood to comply with tlegislation in the countries of origin. However,

cases in which geographical indications were protected in a country without requiring a
specific legal basis of protection raised certain issues relating to the creation of geographical
indications and thassertion and ownership of rights. In that respect, the Delegation referred
to a case decided by the Trademark Trial and Appeal Board of the United States Patent and
Trademark Office, which recently held that “Cognac” was protected as a coflanon
(unregstered) certification mark in the United States. According to that decision, “Cognac” is
a valid common law certification mark, rather than a generic term, since purchasers in the
United States primarily understood the “Cognac” designation to refer talgrariginating in

the Cognac region of France, and not to brandy produced elsewhere. Furthermore, it was held
that the party who was opposing the registration of a trademark comprising the word
“Cognac” controlled and limited the use of that designatemsuring that it was only used in
compliance with certain standards of regional origin. This was a typical example for the
protection and enforcement of a geographical indication based on private initiative. A
different approach was illustrated by thefth American Free Trade Agreement (NAFTA),
under which the geographical indications “Tequila,” “Canadian Whiskey,” and “Kentucky
Bourbon” were protected via market access practices.

25. The Delegation of Chile stated that specific legislationtfe protection of

geographical indications existed in its country only for geographical indications for wines and
spirits. However, there existed plans for extending that system to geographical indications for
other products. This specific legislatisrould take into consideration the requirement of a

link between the product for which a given geographical indication was protected and the
specific quality or characteristic of that product which was due to its place of origin. It was
hoped that this nevegislation could be in place in one year’s time. In that respect, active
contribution from producers was expected. The new legislation was keenly awaited, as Chile
had many geographic indications of national and regional recognition.

26. TheDelegation of Australia pointed out that it was important for a country to keep its
freedom to choose the system for protection of geographical indications which suited best its
legal practice and tradition. This choice was determined by policy consinlesdhat were
common to all types of intellectual property protection, such as finding a balance of the
interests of consumers, producers, and the government.

27. The Delegation of Senegal referred to the protection of geographical indicatitimis w

the framework of the African Intellectual Property Organization (OAPI). There existed an
important question concerning the application of that regional framework to the protection of
geographical indications and, in this respect, the Delegatioretb&drward to benefiting

from the experience of other delegations.
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28. The Delegation of Cote d’lvoire declared that the protection of geographical indications
was handled within OAPI under the revised Bangui Agreement, whose entry into force was
awaited for the near future. As far as its own country was concerned, preparations were
underway to establish the protection of the geographical indications for 18 original products.

29. The Delegation of the European Communities felt thatdswiecessary to complement
PartC of document SCT/6/3 by adding that the protection of geographical names by means of
collective or certification marks did not necessarily require the showing of a link between the
products for which the geographical namasased and their place of origin, as was the case
with sui generissystems for the protection of geographical indications. However, those
elements formed an integral part of the subject matter protected by geographical indications
and were therefore criad for the proper functioning of the system. While a geographical

name could be protected as a collective or certification mark in cases in which standards of
protection that were freely established by the producers were indicated, the same geographical
name should not be protected as geographical indication, unless it was shown that all
elements of the definition of TRIPS Articl2.1 were present and the conditions of the
protection were met. This requirement appeared to be necessary in order to date@rst
existing link between a product, expressed by a given quality, reputation or other
characteristic, and its place of origin.

30. The Delegations of Switzerland and Chile supported the declaration made by the
Delegation of the European Conamities. In particular, the Delegation of Switzerland said

that it should be pointed out in document SCT/6/3 that the delimitation of a production area
had not necessarily to be included in an application for the registration of a certification mark.

31. The Delegation of Australia agreed with the Delegation of the European Communities

in that the link between the quality, reputation or other characteristic of a good and its
geographical origin was the defining element of a geographical indicatimwever, there

existed various possibilities for establishing that link and different countries had adopted
different approaches to that issue. Since document SCT/6/3 described certification marks not
in a general manner, but only as a possible meishaifor the protection of geographical
indications, the relevant portion of the document appeared to be correct. In the case of
registered certification marks in Australia, compliance of goods on which a certification mark
was used with the applicable tiication standards was controlled and enforced by the holder
of the certification mark registration, and not by the government.

32. The Delegation of the European Communities stated that unsl@rgenerissystem of
protected geographical inddtions, the specification that defined the product was overseen by
the producers themselves but also by independent third parties. Consequently, such a system
went beyond mere setfiscipline. It should be made clear in document SCT/6/3 that different
systems had different control elements, and those differences should be indicated.

33. The Delegation of the United States of America explained that the choice to use a
common law system for the protection of geographical indications was detmihincertain

policy considerations. In particular, a decision was made to put the burden of establishing and
enforcing the protection of geographical indications on individual natural and legal persons.

In order to ensure liability of manufacturers imaking misleading statements and to establish
consumer protection, the system was relying on competitors and consumers to carry out
control. It was true that individuals could apply for the registration of certification marks and
that, at the examinatiostage, the veracity of certain elements of the application, such as the
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boundaries of the production area was not assessed. However, that process permitted
competitors and consumers to carry out control through appealing the registration of a
certification mark or by requesting its cancellation. One of the specific features of such a
system was that its cost was borne by competitors and consumers and not by the taxpayers.
This was one of the policy considerations that led the United States of Amet@tse that
particular system of protection of geographical indications. However, the Delegation was
aware that this system was not the only one and that there existed systems where geographical
indications were asserted by governments.

34. TheDelegation of Mexico expressed its agreement with the statements made by the
Delegations of the United States of America, Australia and Chile. It said that the relevant
paragraphs of document SCT/6/3 should not be changed. As far as its own country was
concerned, a system of protected appellations of origin coexisted with the possibility to
register collective marks.

Obtaining Protection in Other Countries

35. The Delegation of Australia referred to paragrapbonwards of document SCT/6/3

and stated that it did not consider the list of items dealt with as being exhaustive. The
Delegation was concerned over the term “effective protection” used in that portion of the
paper, since it constituted a quality statement. The same applied to lagppgaring
paragraph®1 and 94. Regarding generic terms, the Delegation stated that it did not
necessarily see that as a problem, since geographical indications were subject to the principle
of territoriality. Besides, the generic character of a cartarm was not the only exemption

from international obligations to protect geographical indications. Those exemptions as well
as the policy considerations that were underlying those exemptions could be examined.

36. The Delegation of the Europa Communities emphasized that the work of the SCT
should be dedicated to a technical discussion of the various existing systems of protection.
The existing alternatives should be shown and their features should be described objectively.
As far as the conments of the Delegation of Australia on generic terms was concerned, the
Delegation expressed its agreement with the relevant portions of document SCT/6/3.
Geographical indications were territorial rights, and features such as the generic character of
the reputation of a given geographical indication had to be determined on a territorial basis.

37. The Delegation of the United Kingdom supported the statement made by the Delegation
of the European Communities, adding that the document should ealue judgements.

38. The Delegation of Guatemala declared that it considered the information contained in
document SCT/6/3 particularly useful for developing countries which had often difficulties to
collect information on that subject. Thigpe of document was of great help to developing
countries, which were in the process of realizing the costs and benefits resulting from the
various systems of protection. The most important feature was the variety of existing
possibilities for protectig geographical indications. As a developing country, the Delegation
expressed its wish that the SCT work on the development of a common understanding of all
guestions concerning geographical indications and that it examine agreed principles relating
to the international protection of geographical indications. In order to enable the continuation
of the work of the Standing Committee and to facilitate a greater understanding of all legal
questions relating to the protection of geographical indicationdD#tegation suggested that
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the International Bureau should prepare a supplement to document SCT/6/3, dealing with the
following questions: form and scope of protection of geographical indications, a study on
how national systems of protection deal with geadly accepted principles of industrial

property law, such as national treatment, safeguard of third party rights, prohibition of unfair
commercial practices and the neristence of exclusive rights in generic terms.

39. The Delegation of Chilstated that it would be interested to hear from other delegations
how foreign geographical indications were protected in their countries. As far as Chile was

concerned, the draft law on the protection of geographical indications which was currently in
the process of adoption by Parliament did not distinguish between the protection of national
and foreign geographical indications.

40. The Delegation of the European Communities declared that, as far as conflicts between
geographical indications drirademarks were concerned, the application of the principle of
priority was not the only rule existing in the international arena. Considering that it was the
aim of document SCT/6/3 to illustrate alternative solutions, the Delegation suggested
including at the end of paragrafdl®6 of document SCT/6/3, a reference to Artitl2) of

the First Directive89/104/EEC of Decembel, 1988, to Approximate the Laws of the

Member States of the European Communities Relating to Trade Marks. According to that
provision, a collective or certification mark consisting of a sign which may serve, in trade, to
designate the geographical origin of goods, did not entitle its proprietor to prohibit a third
party from using in the course of trade such signs or indicatjomsjided such use was made

in accordance with honest practices in industrial or commercial matters. In particular, such
mark may not be invoked against a third party who was entitled to use a geographical name.
In the view of the Delegation, this rule otyasted with that concerning the protection of a
geographical name as a geographical indication, in which case the use of the geographical
name was reserved exclusively for the authorized users of the geographical indication.

41. Concerning theontinuation of the work of the SCT, the Delegation of the European
Communities said that document SCT/6/3 should be a broad reference document, and that the
document should reflect the supplementary information given during the seventh session of
the SCT. This could take the form of a revision of that document, working out in depth and

with more precision the differences in the existing systems of protection. To that effect,
elements including the basic principles of protection, various systems of pootaad the

definition of the subject matter should be addressed. It was important that document SCT/6/3
kept its technical character and that any interference with the TRIPS Agreement, in particular
any evaluation of TRIPS conformity, was avoided. Téiter aspect was best taken care of by

the World Trade Organization.

42. The Delegation of Panama stated that geographical indications were protected in its
country in accordance with the provisions of the Paris Convention and the TRIPS Agteemen
Since the parameters of protection varied from country to country, it was important to have a
technical document which would allow an assessment of each system. This work had to be
done by the SCT. The Delegation considered paragraphsandl23 ofdocument SCT/6/3

to be fully appropriate and urged the Committee to continue work on that basis.

43. The Delegation of Australia declared that it agreed with the statement of the Delegation
of the European Communities, in that the issue at hasdlad more idepth work. The

comments that were made on the substance of document SCT/6/3 should be incorporated, but
that document could not be revised indefinitely. In addition, the Delegation supported the



SCT/7/4
page9

preparation of a new document dealing wiglesific intellectual property issues relating to the
protection of geographical indications. It recalled that the SCT was the generic forum within
the UN system for debating all intellectual property issues, and that it was inappropriate to
link the workof the SCT to the work that was undertaken in other organizations.

44. The Delegation of Switzerland said that it considered document SCT/6/3 to constitute a
reference document, and that the comments made in the course of the debate shoutd be add
to it.

45. The Delegation of Sri Lanka declared that there was a need for further studies and that it
was important for countries to have the opportunity to comment on those studies.
DocumentSCT/6/3 should be revised and expanded in ordepter new areas.

46. The Delegation of Argentina stated that it could see problems in revising document
SCT/6/3. This document was after all a document by the Secretariat, and did not constitute
the result of a collective drafting exercise. &Delegation did not necessarily oppose any
revision of the document, but though it was inappropriate to consider the document as a
negotiation paper. If it was envisaged to draft a new document, due consideration should be
given to the position of devebing countries. In particular, it was important that the impact

that any system of protection of geographical indications would have on developing countries
was evaluated in terms of advantages and disadvantages for those countries. As far as the
multilateral system of protection currently discussed in the World Trade Organization was
concerned, the Delegation said that questions relating to the administration of that system and
its physical location were exclusively within the negotiation competendesoWTO.

However, issues relating to the economic impact as a whole of the system of protected
geographical indications could well be studied within the framework of the SCT.

47. The Delegation of Singapore said that document SCT/6/3 should be sen as a tool for
discussion, and that it did not effect the position of any country. One way of reflecting the
points made in the course of the debate could be to revise certain paragraphs of the document,
or to supplement it with an addendum. In additiconsideration should be given to the study

that had been requested by the Delegation of Guatemala.

48. The Delegation of the Russian Federation felt that document SCT/6/3 had fulfilled its
function. It constituted a good foundation for futwerk, but the next step in the work
should be a document having a different format.

49. The Delegation of Canada said that it would be useful to revise document SCT/6/3 in
order to reflect the discussion that had taken place in the Standing Comittee.

50. The Delegation of Ukraine expressed support for the position of the Delegation of the
European Communities. Moreover, the Delegation said that the influence, which a particular
system of protection had on the economy of a given cqustrould be studied.

51. The Delegation of Sudan said that there was an urgent need for the preparation of a
substantial document which would reflect the impact on developing countries of the various
systems for protection of geographical indioas. By way of example, the Delegation
referred to its own country and the production of Arabic gum, an ingredient widely used in
pharmaceutical and food products. Three quarters of the overall production of this material
came from Sudan, and the qualty of the gum was determined by local natural and human



SCT/7/4
pagelO

factors. The production area was referred to as the “Arabic gum belt.” This product
obviously needed protection within the framework of a multilateral system. On a more
general line, the Delegatiaxpressed regret that the working documents for the SCT were
not made available in Arabic. This constituted a considerable disadvantage for
Arabic-speaking delegations, and the Delegation urgently requested that documentation for
future meetings of the SCT would be made available in Arabic in paper form and on the
Internet.

52. The Delegation of Morocco declared that it found document SCT/6/3 to constitute a
useful source of information, and that the document could be modified to take intoriccou
the comments that were made by the Committee. As far as future work was concerned, the
Delegation said that a review of that document should keep a technical character. In
particular, duplication of work with the work currently under way in the Wdrtdde
Organization should be avoided. While the work of the SCT constituted an indispensable
contribution to any discussion on geographical indications, it appeared to be premature as
long as the Ministerial Declaration of the fourth WTO Ministerial Corfece was not
implemented.

53. The Delegation of Latvia, speaking on behalf of the Central European and Baltic States,
stated that it shared the views of the Delegation of the European Communities. An
amendment of document SCT/6/3 appeared rezags Moreover, the timing of any work of

the SCT on geographical indications was important, and the work of the WTO relating to
geographical indications had to be taken into account in order to avoid duplication of work.

54. The Delegation of Blarus declared that, although geographical indications were
protected under the laws of its country, a new law on that subject was currently being
examined by Parliament. Given the multitude of existing systems of protection, further work
in that area semed to be very useful.

55. The Delegation of India stated that the views expressed by the Committee should be
included in document SCT/6/3 in the form of a revision or an addendum. Moreover, the
outcome of the work of the WTO on that subjecbsid be awaited before taking further steps
in any direction.

56. The Delegation of the United States of America stated that it did not see a danger of
duplication of work between the SCT and the World Trade Organization. The work of the
WTO wastradebased and consisted of a discussion of trade balances and trade influences.
The SCT, on the other hand, constituted a forum for the exchange of views on intellectual
property principles. For example, the Delegation referred to the work of thec8@derning

the protection of wetknown marks, which had resulted in a WIPO joint recommendation
concerning that issue. In keeping with that analysis, the Delegation expressed support for the
preparation of a document along the lines of the suggestitimedDelegation of Guatemala.

As far as the preparation of a study on the economical impact of the protection of
geographical indications was concerned, the Delegation expressed sympathy for that idea, but
recalled that it might be beyond the resources toalld be allocated to the work of the SCT.

57. The Delegation of the European Communities referred to the work that was carried out
by the Council for TRIPS under TRIPS ArticB%.2, and the documentation that had resulted
from that work. Thisnaterial constituted an excellent source of information and the
Delegation encouraged all members of the SCT to consult it widely. Concerning the
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continuation of the work of the SCT, the Delegation felt that it would be most useful to limit
work to a smé number of issues which could be further discussed in a comparative manner.
As regards a study of the economic impact of the protection of geographical indications, the
Delegation felt that such a study appeared to be beyond the scope of work of theiS¢&Tit

would not be confined to mere questions of intellectual property protection. However, to the
extent that such a study was undertaken, it should be as objective as possible and avoid trying
to evaluate the effectiveness of a given system. In that context, the Delegation emphasized
that a system of protected geographical indications responded to producers’ expectations and
allowed a better positioning of their products on the market. A special system of protection
for geographical indications wacreated in the European Union following a request to that
effect. The Delegation also remarked that it perceived an authentic need of certain countries
for such a system.

58. The Delegation of Malaysia stated that WIPO had the appropriatenssoand

expertise for undertaking further work in the area of geographical indications. Many

countries had little or no experience regarding the implementation of their international
obligations for the protection of geographical indications. In addijtthe discussion seemed

to be focussed on the protection of geographical indications for wines and spirits. The
Delegation said that it was interested in possible different approaches for compliance with
obligations flowing from the TRIPS Agreement. particular, it wished to study the different
approaches, the reasons for the adoption of a given approach and the legal and administrative
requirements that went along with each of those approaches.

59. The Delegation of Mexico expressed its popt for the preparation of a study on the
economic impacts of a system of protected geographical indications. The Delegation felt that
it was extremely important to gain a full understanding of those implications. The Delegation
said that a study of theconomic implications was crucial and, in this context, referred to the
Vision of WIPO as approved by WIPO Member States, according to which all aspects of
intellectual property should be used as a tool for development.

60. In summarizing theliscussion that had taken place so far, the Chair stated that, in
addition to the revision of document SCT/6/3 in the light of the comments made by a number
of delegations on certain points, there appeared to be a number of issues which could be
covered byan extension of the same document. Among them were questions relating to the
definition of the subject matter, means of obtaining protection for geographical indications in
their country of origin, means for obtaining protection for geographical indinatabroad,

generic terms, conflicts between geographical indications and trademarks, and homonymous
geographical indications.

61. The Delegation of the European Communities endorsed the above summary by the
Chair.

62. The Delegation bAustralia suggested that the continuation of the work of the SCT
could be based on a revision of docum8@T/6/3, supplemented by an addendum to that
document. The draft revised document and the addendum should be made available on the
SCT electronicérum for comments. The Delegation pointed out that it saw its proposal as a
compromise that would allow the work of the SCT on geographical indications to continue.
However, it said that it would be firmly opposed to any further revision of document@&T/

in the future.



SCT/7/4
pagel2

63. The Delegation of New Zealand supported the earlier interventions made by the
Delegation of Australia with respect to the fact that more work needed to be done in relation

to geographical indications before any decisionsldde made. The Delegation also stated

that the ordinary session of the Standing Committee was the appropriate place to discuss these
issues as opposed to the special sessions.

64. The Chair concluded that there was an agreement that the dtitaval Bureau should,

in preparation for discussion at the eighth session of the Standing Committee, revise
document SCT/6/3 according to the comments made by delegations on that paper during the
seventh session, and to supplement the revised documen®/S8®ith an addendum dealing

with the following norexhaustive list of issues: definition of geographical indications,
protection of geographical indications in their country of origin, protection of geographical
indications abroad, generic terms, cociffi between geographical indications and trademarks,
and homonymous geographical indications.

Agenda item 5: Issues to be considered by the Standing Committee: Trademarks

65. The Secretariat referred to the suggestion made at the secondchsésstipart of the

SCT (March 1999), when opting for the progressive development of international intellectual
property law, to monitor the implementation of the Joint Recommendations adopted by the
WIPO Assemblies. Such an update could be broadeneathaode an overview on recent
national developments in the field of trademarks. Strictly on a voluntary basis and for
information purposes, this could be useful to the Members of the SCT, intergovernemtal and
non-governmental organizations who wished b@ase experiences or information on

trademark practices.

66. The Delegation of the United States of America expressed its support for the proposal,
which fits perfectly with the purpose of the work of the SCT, and welcomed the opportunity
to sharanformation on its national developments with other delegations.

67. The Delegation of Spain informed the Committee on the new trademark law, already
debated in the Parliament and awaiting formal approval. The new trademark law will enter
into force on August 1, 2002, the date on which the reservations expressed by Spain on the
Trademark Law Treaty (TLT) will have expired. The new law will introduce a multiclass
system, a simplified examination procedure (absolute and relative grounds wabkitpn
procedure) and the division of applications and registrations. Inspired by the relevant WIPO
Joint Recommendation, the new law also contained provisions orkwedn marks, which
provided for protection of welknown marks, of famous marks, anthrks against abusive

use as Internet domain names.

68. The Delegation of Sweden said that a committee had been set up in its country to revise
the Trademark Act and the Business Names Act. The Committee would coordinate with
Finland and Norwaywhich were also revising their trademark legislation, in order to come

up with harmonized laws in the field of trademarks within the Nordic countries. The draft
proposal, currently with the Swedish Ministry of Justice would be, in principle, presented to
the Parliament at the end of 2002.

69. The Delegation of the Russian Federation said that the discussions, which took place
within the SCT, and the texts of the WIPO Joint Recommendations were of great assistance to
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its Industrial Property Offie in the preparation of the new draft law. The SCT work was also
very useful to help the judicial authorities in their determinations, such as for example, what
constituted infringement of trademark rights on the Internet. After being discussed by its
different political groups, the Parliament will start in principle its first reading of the draft law
in December. The draft law will, in the context of the accession of the Russian Federation to
the World Trade Organization (WTO), bring the Russian legshein line with the TRIPS
Agreement in two fields: protection of wathown marks and geographical indications.

With regards to the protection of wekhown marks, the draft provisions stated that in specific
circumstances, the legal protection of wielown marks would be extended to cover
non-ssimilar goods and sometimes went further than the TRIPS Agreement. Since protection
of well-known marks was quite recent in the Russian Federation, only 20 marks have been
given this status. In this respectetBDelegation stated that the exchange of opinions and
information was always a useful exercise and welcomed the opportunity given at the SCT to
share its experience with others delegations, particularly with regard to the extension of
protection of welknown marks to others goods. This had been particularly true of the
discussions on the Joint Recommendation Concerning Provisions on the Protection of
Well-Known Marks which has been of great assistance in the preparation of the special rules
and regulatioa on the recognition of weknown marks. The Delegation added that the new
trademark law was encompassing provisions, in line with the Trademark Law Treaty (TLT),
such as the division of application and registration, the indications and elements rdquired
establishing the filing date. The new trademark law also contained provisions dealing with
preliminary rejections, and harmonizing the legislation with the Madrid Agreement and
Protocol. The Delegation said that it would welcome sharing practigargnces relating to
nonraditional trademarks with other delegations.

70. The Delegation of the United States of America gave an update on the status of the
Madrid legislation in the United States Congress. The House of Representativeg and th
Senate had introduced the legislation implementing the Madrid Protocol in March 2001.
Although the resolution of advice and consent was reported favorably by the Senate Foreign
Relations Committee on November 15, 2001, both resolution and the drafinmaptang
legislation were still pending in the Senate. Moreover, in order to be adequately fulfilling its
obligations under the Madrid Protocol, it was expected that the USPTO would begin to
process international applications a year after the implemeldgiglation had been passed.

As far as the Trademark Law Treaty (TLT) was concerned, since its implementation on
October30, 2001, not only the Office experienced no problems, but also customers had
noticed a great simplification of the procedure they tatbllow. Considering the

advantages brought in by the TLT, the Delegation advocated the countries which had not
implemented this Treaty to do so.

71. The Delegation of Senegal presented the experience of its country as a member of the
African Intellectual Property Organization (OAPI) which, under the Bangui Agreement,
bound 16 countries and provided, through a single procedure, protection for the IP rights in
these 16 countries. The Bangui Agreement was revised in 1999 to bring the legisfation
OAPI Member States, all Members of the WTO, in conformity with the TRIPS Agreement. It
is to be noted that, although some of the OAPI Member States could have, asddealstped
countries, applied the extended period of implementation provided féirtigle 66 of the

TRIPS Agreement, all the OAPI Members have revised their legislation and 10 of them have
already ratified the revised Bangui Agreement. Eighty per cent of the trademark applications
came from outside of the OAPI, mainly from the Europ&sommunities and the United

States of America. The revised Bangui Agreement takes into account the Madrid Protocol,
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the Trademark Law Treaty (TLT) and the protection of welbwn marks. The Delegation
stressed a problem, rather specific to the OAPtays relating to the filing of one application
in a national language, and not in one of the two official languages, English or French. In
such a case, it was up to the State where the right was protected to take the necessary
administrative measures tenfy whether the application was in conformity with the rules of
OAPI.

72. The Delegation of China informed the Committee that a new trademark law had been
promulgated on December 1, 2001, to comply with the TRIPS Agreement. This new law
allowed natural persons to file an application, and introduced three dimensional marks, color
trademarks, provisions on wekhown marks, including bad faith, prolongation of the
application process and of the limitation period. This legislation will be soaiiabie in
electronic form on the Internet. The Delegation said that it looked forward to get updated
information on trademark matters from other delegations, which could contribute to the
sharing of experiences.

73. The Delegation of the Uniteldingdom indicated that the decisions taken by the
European Court of Justice constitute a good interpretation of European trademark law,
particularly with regards to netraditional marks. Opinions and decisions of the Court could
be consulted on the Eypean Court of Justice website.

74. The Delegation of Australia said that the experience of its country with the TLT was
identical to the United States of America. Australian businesses greatly appreciated the
simplifications brought by the proderes and considered that the implementation of the TLT
had given them considerable benefits. With regards to the Madrid Protocol, implemented in
September 2001, Australia expected an increase of applications, which would balance the
decrease of nationabplications which most of the IP offices experienced. This decrease
trend would also contribute to the reduction of the backlog, from three months to two weeks
in June 2002. A review of the legislation had also been initiated on the basis of judicial
decisions, with regard to the principle of presumption of registrability, calculation of dates,

the possibility for the Registrar to cancel a registration under certain circumstances, such as a
manifest error of the Office, measures to improve efficiencthaprocessing of applications,
further streamlining the electronic filing. The implementation of the provisions of the WIPO
Joint Recommendations would also be considered. An intensive process of consultation with
the private sector would be handled ihgrthe next six months and might be concluded by
mid-2003 with the adoption of a revised trademark law.

75. The Delegation of Singapore congratulated the Committee for sharing information on
the recent developments in the field of trademarkdifferent parts of the world. This
constituted an educational exercise for those countries, which were in the process of changing
legislation. The Delegation gave an update on the recent achievements of the ASEAN
Working Group on intellectual property,hich had worked out a common trademark
application form for the 10 countries of the ASEAN region. 90 % of the present filing
requirements in the ASEAN countries were similar. The APEC Group on intellectual
property was for its part preparing a sort oference tool relating to trademark applications in
the 21APEC countries, aiming at the identification of all the areas harmonized and those
which need to be harmonized in the field of trademarks. This tool took into account the
differences of approachesgarding electronic filing and tried to conciliate, at least for some
time, paper based filing systems and electronic filing systems.
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76. The Delegation of The Netherlands said that a revised legislation on trademarks,
introducing an oppositioprocedure was expected to enter into force on January 1, 2004.
Such a delay was justified by the fact that the legislation on trademarks and on industrial
designs was organized at the Benelux level, which implies three parliamentary procedures.
The Benelix countries were also working on merging the Benelux law on marks and the
Benelux law on industrial designs in one single Benelux legislation.

77. The Delegation of Romania informed the Committee about its trademark law, which
complied with theTRIPS Agreement and the EC Directive. The law designated as
trademarks all signs likely to be graphically represented, addressed collective marks and
certification marks, and provided for protection of geographical indications. The law also
gave a proteabn to welkFknown marks in accordance with the provisions of the TRIPS
Agreement and also respected the criteria established by the WIPO Joint Recommendation.
The examination procedures were similar to the provisions which were included in EC
Regulations(i.e., relative motives in addition to absolute ones) and the time taken for the
examination was normally one year. The law did provide for penalties if there was failure to
use the trademark for a period of five years of registration. As far as futorke was

concerned, Romania is considering the issue of electronic filing and other issues such as, for
example, conflicts between trademarks and domain names.

78. The Delegation of New Zealand said that a new Trademarks Bill was in the relevant
Committee in the Parliament and had received substantial public comments. The new Bill
was based on the Singapore Act, the UK Act and the New Zealand old legislation. The new
Bill will introduce full examination on absolute and relative grounds for rafus mechanism

to allow for multi-class filing of applications, merging and dividing of trademark applications,
and a 16year renewal period. These amendments will pave the way to the accession to the
Madrid Protocol. The Bill would also introduce a sificant change in the appointment by

the Commissioner of an Advisory Committee to provide advice in relation to trademarks
incorporating Maori words or images. The new Bill might be passed during next year. On an
administrative level, an electronic remal process and an online trademark filing system was
being developed, as provided for in the new Bill.

79. The Delegation of Norway stated that the time schedule relating to the implementation
of the proposed new Swedish Trademark Act, as egaeeby the Delegation of Sweden, also
applied to the Norwegian implementation process.

80. The Delegation of Australia, in reply to a question from the delegation of Ukraine, said
that the IP Office of Australia received about 70 000 maléissapplications per year. One
hundred examiners examined both absolute and relative grounds in an average of 45 minutes
for each application. Fifty per cent of the applicants were SMEs and were rarely represented
by agents. The aim of the IP Office wasrespond as quickly as possible, over the counter if
possible, to the trademark applicants in order to avoid delays in their business decision
making. The examination procedure included both absolute and relative grounds of refusal,
the raising of objectios if there were prior rights, a thresonth opposition period, and a
mechanism according to which registration would not take effect until six months after filing.
Applicants were therefore given advice about basic registrability issues as well agrebout
likelihood of their application being a subsequent application with an earlier priority date.

81. The Delegation of Kenya briefed the Committee on the industrial property law recently
passed which will give a semi autonomy to the IP offid@e new law was not yet in force



SCT/7/4
pagel6

and awaited its publication in the Gazette. New draft Bills on geographical indications and
appellations of origin, on industrial designs and on trade secrets had also been adopted.

82. The Delegation of Malayaisaid that the Trademark Law, revised in June 2000, had
among others abolished the division of the register into Part A and B, and introduced a
protection of welknown marks.

83. The Delegation of Brazil stated that the trademark law providedHe registration of
collective marks, certification marks, threémensional marks, and also geographical
indications. Brazil was currently considering electronic filing and acceding to the Madrid
Protocol.

84. The Delegation of Japan inforrdéhe Committee that its country started operations
under the Madrid Protocol on March 2000, and that online filing had been possible since the
year2000.

85. The Delegation of the Republic of Korea said that, in the perspective of accedirg to th
Madrid Protocol and the TLT, the law was amended in February 2001. It was expected that
accession to the TLT would be done in the first semester of 2002 and to the Madrid Protocol
during the second part of 2002. Considering the need to update the khTegards to
electronic filing, the Delegation encouraged the SCT to discuss this issue in the future.

Agenda item 6: Future Work

86. The Delegation of the United States of America declared that by order of priority, the
following issues shald be dealt with by the SCT: harmonization of trademark laws relating
to nontraditional marks, revision of the Trademark Law Treaty (TLT), review of the relevant
trademark provisions of the Paris Convention and relationship between tradedress and
figurative marks.

87. The Delegation of Switzerland said that the revision of the TLT should have priority,
particularly with regard to the introduction of provisions relating to electronic filing.
Technology developments as well as the implementation of electronic filing procedures by
various countries, including Switzerland, made the conditions favorable for such an
introduction. In addition, provisions dealing with the limitation of mandatory representation
and relief in respect of time limits shtwbialso be envisaged. As a second priority, the
Delegation suggested to deal with new types of marks and to envisage a harmonization of
legislations in that respect. Harmonization of laws relating to industrial designs was also an
idea that could be inwigated.

88. The Delegation of the European Communities suggested that furthering the
harmonization of formalities was required as well as substantive harmonization of trademark
law.

89. The Delegation of Australia declared that theisen of the TLT should be given

priority before considering a broader harmonization of substantive trademark law. The
Delegation stressed the importance for the SCT to monitor the national implementation of the
WIPO Joint Recommendations and to continmuéhe future the informative roundtable on

recent national developments in the field of trademarks. The relationship between trademarks
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and other intellectual property rights, for example, the link betweentireensional marks
and industrial designar between trademarks and copyright, should also be addressed,
possibly within the discussions on substantive harmonization of trademark law.

90. The Delegation of Turkey said that its country was in the process of introducing
electronic filing and therefore considered the revision of the TLT as a priority.

91. The Secretariat summarized the comments made by the delegations and proposed that a
document be prepared for the next session, giving a preliminary indication of the formal and
substantive matters which could be discussed in the field of trademarks. Such a document
could include the following issuesufther harmonization of formalities in the field of marks,
which will include a revision of the TLT and, in particular, the creatof an Assembly, the
introduction of electronic filing provisions, the adding of provisions on trademark licences,

the extension of the scope of application to thdemensional marks, the limitation of

mandatory representation, relief in respect of farmistakes and relief in respect of time

limits. The initiation of work on harmonization of substantive trademark law could deal with
the following issues: definition of registrable signs, in particularly with regards to
non4raditional signs such assond marks, smell marks, threkmensional marks and slogans;
trademark administration issues, such as expeditious processing of applications, maintenance
of a system of opposition to registration, harmonization of examination procedures; grounds
for refusal or invalidity of a trademark and the creation of an exhaustive list of absolute
grounds for refusing registration, such as absence of distinctive character, descriptive or
generic signs, signs contrary to morality or public order, signs contrary tolééter and
disparaging signs; conflicts with earlier rights, such as other marks;kmelvn marks, trade
names, industrial designs, copyright, geographical indications, rules of unfair competition,
domain names or personal name; compromises procgdureircumstances for compromise,
relating to earlier rights; rights conferred by registration; enforcement.

92. The SCT agreed that future work should be dedicated to harmonization of laws for the
protection of marks, along the lines of theesentation of topics made above by the
Secretariat, and the continuation of the work on geographical indications.

93. The SCT agreed that its eighth session would tentatively be held fron2May31,

2002, in Geneva, and would last for fivelifworking days.

Agenda item 7: Brief Summary by the Chair

94. The SCT adopted the draft Summary by the Chair (document SCT/7/3 Prov.)
incorporating one modification.

Agenda item 8: Closing of the Session

95. The Chair closed theeventh session of the Standing Committee.

[Annex follows]
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Doudou SAGNA, chef du Service de la propriéte industrielle et de la technologie, Ministére
de l'artisanat et de 'industrie, Dakar

SINGAPOUR/SINGPORE

Sivakant TIWARI, Senior State Counsel and Head of International Affairs Division,
Attorney-General’s Chambers, Singapore
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SOUDAN/SUDAN

Ahmed ALFAKI ALI, Commercial Registrar General of Intellectual Property, Ministry of
Justice, Khartoum

SRI LANKA

Gothami INDIKADAHENA (Mrs.), Counsellor, Permanent Mission, Geneva

SUEDE/SWEDEN

Per CARLSON, Judge, Court of Patent Appeals, Ministry of Justice, Stockholm

Magnus AHLGREN, Deputy Head, Trademark Department, Swedish Patent and Registration
Office, Ministry of Justice, Stockholm

Lena GORANSSON NORRSJO (Mrs.), Legal Officer, Swedish Patent and Registration
Office, Ministry of Justice, Stockholm

SUISSE/SWITZERLAND

Alexandra GRAZIOLI (Mme), conseillere juridique, Division droit et affaires internales,
Institut fédéral de la propriété intellectuelle, Berne

Michele BURNIER (Ms.), conseillére juridique, Institut fédéral de la propriété intellectuelle,
Berne

TUNISIE/TUNISIA

Mounir BEN REJIBA, premier secrétaire, Mission permanente, Genéve

TURQUIE/TURKEY

Mustafa DALKIRAN, Trademark Examiner, Turkish Patent Institute, Ankara
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UKRAINE

Lyudmyla MENYAYLO (Ms.), Head, Registration and Intellectual Property Economics
Divison, State Department of Intellectual Property, Kyiv

Viktoriya LITVINOVA (Ms. ), Deputy Head, Examination of Application for Trademarks and
Services Division, State Department of Intellectual Property, Kyiv

Iryna SEVRYUK (Ms.), Deputy Head, Industrial Property Division, State Department of
Intellectual Property, Kyiv

URUGUAY

Aejandra DE BELLIS (Srta.), Segundo Secretario, Mision Permanente, Ginebra

ZIMBABWE

David MANGOTA, Permanent Secretary, Ministry of Justice, Legal and Parliamentary
Affairs, Harare

COMMUNAUTES EUROPEENNES (CEEEUROPEAN COMMUNITIES (EC)

Detlef SCHENNEN, Head, Legislation and International Legal Affairs Service, Office for
Harmonization in the Internal Market (Trade Marks and Designs), Alicante

Antonio BERENGUER REGUANT, Administrator, Brussels
Susana PEREEERRERAS (Mme), fonctionnaire, Bruxelles

Roger KAMPF, premier secrétaire, Délégation permanente, Genéve

Sur une décision du Comité permanent, les Communautés européennes ont obtenu le statut de
membre sans droit de vote.

Based on a decision of the Standi@gmmittee, the European Communities were accorded
member status without a right to vote.
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[I. ORGANISATIONS INTERGOUVERNEMENTALES/
INTERGOVERNMENTAL ORGANIZATIONS

ORGANISATION MONDIALE DU COMMERCE (OMC)/WORLD TRADE
ORGANIZATION (WTQO)

Matthijs GEUZE, Counsellor, Secretary TRBR ouncil, Intellectual Property Division,
Geneva

BUREAU BENELUX DES MARQUES (BBM)/BENELUX TRADEMARK OFFICE
(BBM)

Edmond Léon SIMON, directeur adjoint, La Haye

[ll. ORGANISATIONS NON GOUVERNEMENTALES/
NON-GOVERNMENTAL ORGANIZATIONS

Association commuoautaire du droit des marques (ECTA)/European Communities Trade
Mark Association (ECTA)
Doris BANDIN ABAD (Mrs.) (Secretary, Law Committee, Madrid)

Association internationale des juristes du droit de la vigne et du vin (AIDV)/International
Wine Law Assocation (AIDV)
Douglas D. REICHERT (Geneva)

Association internationale pour les marques (INTA)/International Trademark Association

(INTA)
Bruce J. MACPHERSON (Directer External Relations, New York)

Association internationale pour la protection de la i@ industrielle (AIPPI1)/International
Assaociation for the Protection of Industrial Property (AIPPI)
Dariusz SZLEPER (assistant du rapporteur général, Paris)

Association des propriétaires européens de marques de commerce (MARQUES)/Association
of Europea Trademark Owners (MARQUEYS)
Knud WALLBERG (Chairman WIPO Committee, Sandel, Lgje & Wallberg, Copenhagen)

Centre d’études internationales de la propriété industrielle (CEIPI)/Centre for International
Industrial Property Studies (CEIPI)
Francois CURCHOD (mfesseur associ€, Université Robert Schuman, Strasbourg)




SCT/7/4
AnnexdAnex , pagel3

Fédération internationale des conseils en propriété industrielle (FICPI)/International
Federation of Industrial Property Attorneys (FICPI)

JeanMarie BOURGOGNON (Member of Group 1, Trademarks, $tadd Work
Commission/Commission d’étude et de travail, Paris)

Fédération internationale des vins et spiritueux (FIVS)/International Federation of Wines and

Spirits (FIVS)
Robert KALIK (Special Counsel to the President, Washington, D.C.)

Internet SocietyfISOC)
Rosa DELGADO (Mrs.) (Trustee of ISOC International)

IV. BUREAU/OFFICERS

Présidente/Chair: Debbie RANNING (Ms.) (Norvége/Norway)
Vice-présidents/ViceChairs: Maria Teresa YESTE LOPEZ (Sra.) (Espagne/Spain)

Secrétaire/Secretary: Marcus HOPPERGER (OMPI/WIPO)

V. BUREAU INTERNATIONAL DE L’'ORGANISATION MONDIALE
DE LA PROPRIETENTELLECTUELLE (OMPI)/
INTERNATIONAL BUREAU OF THE
WORLD INTELLECTUAL PROPERTYORGANIZATION (WIPO)

ShozoUEMURA, vice-directeur général/Deputy Director General

Joélle ROGE (Mme/Mrs.), directriceonseillére/DirecteCounsellor, Secteur des systémes
mondiaux de protection et du développement progressif du droit des marques, des dessins et
modéles industriels et des indications géographi@extor of Global Proteain Systems and
Progressive Development of Law in the Field of Trademarks, Industrial Designs and
Geographical Indications

Division du droit de la propriété industrielle/Industrial Property Law Division:
Denis CROZE (chefSection du droit des marques/Heddademark Law Section);
MarcusHOPPERGER (chef, Section des indications géographiques et des projets
spéciaux/Head, Geographical Indications and Special Projects Section)

[End of Annex and of document]



