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INTRODUCTION

1.
The Standing Committee on the Law of Trademarks, Industrial Designs and
Geographical Indications (hereinafter referred to as “the Standing Committee” or “the SCT”)
held its fifth session, in Geneva, from September 11 to 15, 2000.
2.
The following States members of WIPO and/or the Paris Union for the Protection of
Industrial Property were represented at the meeting: Algeria, Andorra, Angola, Argentina,
Australia, Austria, Azerbaijan, Belgium, Bhutan, Brazil, Bulgaria, Canada, Chile, China,
Colombia, Congo, Costa Rica, Croatia, Denmark, Dominican Republic, Ecuador, Egypt,
El Salvador, Estonia, Finland, France, Germany, Greece, Guatemala, Guinea, Hungary, India,
Indonesia, Iran (Islamic Republic of), Iraq, Ireland, Italy, Jamaica, Japan, Kenya, Latvia,
Liberia, Libyan Arab Jamahiriya, Lithuania, Madagascar, Mauritius, Mexico, Morocco,
Netherlands, New Zealand, Nicaragua, Nigeria, Norway, Pakistan, Panama, Paraguay,
Philippines, Portugal, Qatar, Republic of Korea, Republic of Moldova, Romania,
Russian Federation, Rwanda, Saudi Arabia, Singapore, Slovakia, Spain, Sri Lanka, Sudan,
Suriname, Swaziland, Sweden, Switzerland, Tajikistan, Thailand, The former Yugoslav
Republic of Macedonia, Togo, Trinidad and Tobago, Turkey, Turkmenistan, Uganda,
Ukraine, United Kingdom, United States of America, Venezuela (86). The European
Communities were also represented in the capacity of a member of the SCT.
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3.
The following intergovernmental organizations took part in the meeting in an observer
capacity: Benelux Trademark Office (BBM), International Vine and Wine Office (OIV),
World Health Organization (WHO), World Trade Organization (WTO).
4.
Representatives of the following international non-governmental organizations took
part in the meeting in an observer capacity: American Intellectual Property Law
Association (AIPLA), Asian Patent Attorneys Association (APAA), Benelux Trademark
Office (BBM), European Brands Association (AIM), European Communities Trade Mark
Association (ECTA), European Spirits Producers (CEPS), Institute of Intellectual Property
(IIP), International Association for the Protection of Industrial Property (AIPPI), International
Chamber of Commerce (ICC), International Federation of Industrial Property Attorneys
(FICPI), International Trademark Association (INTA), International Wine Law Association
(AIDV), Japan Intellectual Property Association (JIPA), Japan Patent Attorneys
Association (JPAA), Japan Trademarks Association (JTA), Union of Manufacturers for the
International Protection of Industrial and Artistic Property (UNIFAB), World Association for
Small and Medium Enterprises (WASME) (17).
5.

The list of participants is contained in Annex I of this Report.

6.
Discussions were based on the following documents prepared by the International
Bureau of WIPO: “Agenda” (document SCT/5/1), “Protection of Trademarks and Other
Distinctive Signs on the Internet” (document SCT/5/2), “Possible Solutions for Conflicts
Between Trademarks and Geographical Indications and for Conflicts Between Homonymous
Geographical Indications” (document SCT/5/3), and “Text of the Proposed Joint
Recommendation Concerning Trademark Licenses” (document SCT/5/4).
7.
The Secretariat noted the interventions made and recorded them on tape. This report
summarizes the discussions without reflecting all the observations made.

GENERAL DISCUSSION

Agenda Item 1: Opening of the Session
8.
The session was opened by the Chair, Ms. Lynne Beresford (United States of America).
Mr. Shozo Uemura, Deputy Director General, welcomed the participants. Mr. Denis Croze
(WIPO) acted as Secretary to the Standing Committee.

Agenda Item 2: Adoption of the Agenda
9.

The Agenda (document SCT/5/1) was adopted without modification.

Agenda Item 3: Adoption of the Draft Report of the Fourth Session
10. The Delegation of Brazil stated that in its intervention, as set forth in paragraph 27 of
SCT/4/6 prov.1., the reference to page 10 should be changed to page 12. The delegation
added that its intervention, as stated in paragraph 47, should be modified by replacing “the
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Patent Office” by “the Institute of Industrial Property”.
11. The Delegation of Spain stated that in paragraphs 35 and 38 of SCT/4/6 Prov.1, the
reference to Spain should be deleted, since its national law did not require that the licence
contract or a copy of the licence contract be filed together with a request for recordal.
12. The draft Report of the fourth session of the SCT (document SCT/4/6 Prov.1.) was
adopted with the aforementioned modifications.

Agenda Item 4: Protection of Trademarks and Other Distinctive Signs on the Internet
(see document SCT/5/2)

General Observations
13. Following several interventions and a suggestion by the International Bureau, the SCT
agreed to rename the provisions as “Protection of Marks and Other Industrial Property Rights
in Relation to the Use of Signs on the Internet” in order to clearly indicate marks as the center
of gravity of the provisions, and to avoid confusion with other activities of WIPO relating to
the Internet and electronic commerce.
14. The representative of an observer organization asked whether “cybersquatting” was
covered by the draft provisions, and how they related to anti-cybersquatting laws that had
recently been passed in several legislations. The International Bureau replied that the use of
distinctive signs as domain names was included in the concept of “use of a sign on the
Internet” and that “cybersquatting” merely constituted one of the various problematic cases
addressed by the provisions. One delegation suggested, and the International Bureau agreed,
to explain in the notes how the draft provisions related to domain names, as well as to various
other activities undertaken by, and in the framework of, WIPO.
15. The Delegation of Brazil stated that it was premature to envisage the adoption of the
draft provisions as a joint recommendation, since many countries lacked experience regarding
the use of the Internet. The Delegation of Sudan stated that its country had just recently been
connected to the Internet and pointed to the practical difficulties that its country might face in
implementing the provisions.
16. The representative of an observer organization said that the draft provisions have been
substantially improved since the last SCT meeting, particularly relating to coexistence of
rights, and that a consensus could be easily reached on the provisions. He stated that industry
considered it as urgent to have these guidelines adopted and suggested that the SCT should
propose the draft provisions for adoption as a joint recommendation, no later than at the
WIPO Assemblies in 2001.
17. Revised draft provisions are contained in Annex II. This report will refer to the
provisions using the numbering as contained in SCT/5/2, except for quotations of revised
provisions which are renumbered as in Annex II.

SCT/5/6
page 4
Preamble
18. The Delegation of Brazil referred to conflicts between national law and the draft
provisions and proposed to add, in the third sentence of Note 0.01, the word “may” before the
words “require some modifications.” The International Bureau indicated that this would be
done.

Section 1: Abbreviated Expressions
19. One delegation referred to the statement in Note 1.04 that “Member States are free to
determine what kinds of industrial property rights in (distinctive) signs they recognize”, and
asked how this statement related to the definition of “industrial property” in Article 1(2) of the
Paris Convention. The International Bureau replied that Article 1(2) of the Paris Convention
summarizes the subject matter of industrial property that Contracting Parties are required to
protect as a minimum without precluding the protection of additional subject matter, such as
rights in layout designs of integrated circuits, plant varieties or geographical indications. The
draft provisions follow the same approach by leaving it to the Member States to decide which
subject matter they want to protect as “industrial property” in addition to the subject matter
mentioned in Article 1(2) of the Paris Convention.
20. Following a suggestion made by the International Bureau, the SCT decided to combine
items (vii) and (viii) by deleting item (viii) and adding the words “for the Protection of
Industrial Property, signed in Paris on March 20, 1883, as revised and amended” at the end of
item (vii).
21. In response to a question by one delegation regarding the relationship between “mark”
and “sign” as defined in items (ii) and (iii), the International Bureau explained that the
concept of “sign” as defined in item (iii) referred to all distinctive signs irrespective of
whether the sign was used to indicate the source of goods and services, or whether the user
owned an industrial property right such as a trademark right in that sign. Hence “signs”
included all indications on the Internet that could infringe an industrial property right, such as,
for example, domain names, without implying a right. The definition of “mark” in item (ii)
did not interfere with that definition but merely clarified that that term covers both trademarks
and service marks. The International Bureau stated that it would review the draft for the next
meeting with a view to decide whether the term “mark” could be deleted in various
provisions. One delegation proposed to take the definition of “marks” from the TRIPS
Agreement. The representative of an observer organization suggested to include the concept
of right held by groups of persons, such as collective marks or geographical indications, in
items (ii) and (iii).
22. One delegation proposed to state, in item (v), that use of a sign on the Internet should
only be relevant under these provisions if it occurred in a Member State. The International
Bureau agreed that this was one of the basic principles of the provisions, but explained that it
had been WIPO’s policy not to include basic principles in the definitions.
23. One delegation expressed concern with regard to the definition of “use of a sign on the
Internet” in item (v) and stated that it might cause confusion in relation to the concept of “use
of a sign on the Internet in a Member State” used in Section 2. The International Bureau
stated that item (v) was in fact a definition of the Internet, and suggested to think about a
straightforward definition of “Internet”. Following a proposal made by one delegation, the
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SCT decided to delete item (v), to add the following new paragraph to the Preamble:
“Recognizing that a sign used on the Internet is simultaneously and immediately accessible
irrespective of territorial location”, and to reserve the possibility of defining “Internet” in
Article 1.
24.

The revised provision appears in Annex II.

Section 2: Use of a Sign on the Internet in a Member State
25. In response to concerns expressed by two delegations, the SCT agreed to replace the
word “defined” by “described.” It was also decided to replace the word “determining” by the
word “these provisions” and to delete the remaining words on the grounds that they merely
stated what was more specifically set out in Sections 4 and 7.
26. Three delegations noted that the provision did not strictly restrict the notion of “use of a
sign on the Internet in a Member State” to use that had a commercial effect in that State, but
that it left room for use that did not have a commercial effect. This might undermine
provisions that used the term “use of a sign on the Internet in a Member State” as a shorthand
expression for use that had a commercial effect in that Member State. Following a suggestion
made by the representative of an observer organization, the SCT decided to further redraft the
provision as follows:
“Use of a sign on the Internet shall constitute use of the sign in a Member State for the
purposes of these provisions, only if the use has a commercial effect in that Member
State as described in Section 3.”
27. One delegation proposed to include the contents of Sections 4 and 7 in Section 2 in
order to create a provision that dealt with use of a sign on the Internet in a comprehensive
manner. In response, the International Bureau pointed out that such a provision might be very
dense, and that it might be easier for future readers to understand if the provisions first set out
the general principle in Section 2, and then turned to its application in specific situations, such
as referred to in Sections 4 and 7.
28.

The revised provision appears in Annex II.

Section 3: Factors for Determining Commercial Effect in a Member State
29. In response to a question by one delegation, the Chair explained that it was left to the
competent authority to decide which factors were relevant in a given case. The competent
authority was, however, obliged to take every factor into account which it had identified as
being relevant. Following a proposal made by one delegation, the SCT decided to replace the
words “, including but not limited to:” by the following new sentence: “Circumstances that
may be relevant include, but are not limited to:” in order that a competent authority would
not feel compelled to express an opinion about every factor listed in paragraph (1) irrespective
of its relevance.
Paragraph (1)(a).
30.

No comments were made on this provision.
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Paragraph (1)(b).
31. In response to interventions from a number of delegations relating to item (ii), the
International Bureau explained the difference between the concepts of “disclaimer” used in
Section 3(1)(b)(ii) and in Section 10. It stated that Section 10 concerned a particular situation
in which the user of the sign not only held a right in that sign, but was also already aware of
one or more particular conflicting rights. If, in such a case, the user not only excluded
delivery to certain countries, but also complied with that statement and, in addition to that,
avoided confusion with the conflicting right, he or she could effectively avoid liability for
infringement of the conflicting right. Section 3(1)(b)(ii), on the other hand, merely
recognized that statements excluding delivery to certain countries might be a factor for
avoiding a commercial effect in a particular country without in any way prejudicing the
findings of the competent authority. Two delegations and the representative of an observer
organization explicitly supported the retention of Section 3(1)(b)(ii). Following the proposal
put forward by the representative of an observer organization, it was agreed to add the words
“and whether the user adheres to that stated intent” at the end of item (ii).
32. Two delegations pointed to the practical difficulties if users were obliged to provide the
statement in the languages of all countries with which they did not want to establish a
commercial relationship; in most cases, the user would not even know in which countries
conflicting rights existed and would therefore, as a precautionary measure, have to provide
disclaimers in an unreasonable number of languages. These delegations held that it should be
left to the competent authorities of Member States to determine the efficiency of a disclaimer
under Section 3(1)(b)(ii) with regard to the language used in an individual case, and not to
restrict its determination by any reference to languages in item (ii). As a result, the SCT
decided to delete the words “, in the language or in the languages, used on that web site, and
in the language, or in the languages, used in the Member State or Member States disclaimed,”.
Paragraph (1)(c).
33.

No comments were made on this provision.

Paragraph (1)(d).
34. Following the proposal made by one delegation, the SCT decided to clarify item (i) by
adding the word “Internet” before the word “users”.
35. The SCT also agreed to add the words “, or is otherwise directed to customers in that
Member State” at the end of item (ii), as had been proposed by one delegation, on the grounds
that customers in one country could be targeted by using a telephone number in a neighboring
country where the same or a similar language is spoken.
36. With respect to item (v), the representative of an observer organization stated that visits
to a particular web site might very well be relevant when a great number of visits has taken
place. He suggested to replace, in Note 3.14, the word “will” by “may” so that the relevant
sentence would read: “It should be noted that the fact alone that a particular web site had
been visited by Internet users located in a particular Member State may not suffice for
concluding that use of a sign on that web site has a commercial effect in that Member State.”
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Paragraph (1)(e).
37.

No comments were made on this provision.

Paragraph (1)(f).
38. Following an intervention by one delegation, which stated that subparagraph (f)
unnecessarily repeated what was already set out in the chapeau of paragraph (1) and in
paragraph (2), the SCT decided to delete this subparagraph and the corresponding note.
Paragraph (2).
39.

No comments were made on this provision.

40.

The revised text of Section 3 appears in Annex II.

Section 4: Consideration of Use of a Sign on the Internet in a Member State for Determining
Acquisition and Maintenance of Industrial Property Rights in Marks or Other Signs in that
Member State
41. The International Bureau explained that this provision required Member States to treat
use of a sign on the Internet that has a commercial effect in a Member State in the same way
as use in that Member State outside the Internet. It noted that the words “Irrespective of any
other requirements under the applicable law” might give rise to misinterpretation. Two
delegations proposed to delete these words. Another delegation proposed to use a shorter
title.
42. Another delegation noted that the provisions did not explicitly require Member States to
take “new forms of use” into account when determining whether the relevant criteria for
acquiring or maintaining an industrial property right under the applicable law have been met,
whereas Section 6 contained such an obligation with regard to infringement of rights. The
Chair stated that “new forms” of use, such as metatags, were often invisible and would thus
not qualify under most laws for acquiring or maintaining industrial property rights. Two
delegations objected to the inclusion of a provision dealing specifically with “new forms of
use” and stated that the term “use of a sign” in Section 4 would already include such “new
forms.” The International Bureau pointed out that a specific provision might nevertheless be
necessary in order to avoid e contrario arguments from Section 6 to the effect that “new
forms of use” would only have to be taken into account for the purposes of determining
infringement under the applicable law, but not for the deciding whether the criteria for
acquiring or maintaining an industrial property right have been met. After one delegation had
expressed concern that such a provision might require Member States to take even “hidden”
forms of use into account, such as use as metatags, the SCT agreed that the final
determination as to whether a particular “new form of use” could be taken into account would
be left to the applicable law.
43. After some discussion, the SCT decided to redraft Section 4 as follows, subject to
review by the International Bureau for clarity and accuracy of drafting:
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“Section 4
Use of a Sign on the Internet and Acquisition and Maintenance of Rights

(1) Use of a sign on the Internet in a Member State shall be taken into
consideration for determining whether any criteria relating to use under the applicable
law of the Member State for acquiring or maintaining industrial property rights in marks
or other signs have been met.
(2) Forms of use that are made possible by technological advances shall be taken
into consideration under paragraph (1) if they contribute to fulfilling the requirements
under the applicable law of the Member State for acquiring or maintaining industrial
property rights in marks or other signs.”

Section 5: Liability for Infringement Under the Applicable Law
44. In response to a question by the representative of an observer organization, the
International Bureau explained that the liability of online service providers was not
specifically addressed in the draft provisions but was left to the applicable laws of Member
States.
45. Two delegations stated that “liability” as addressed in Section 5 had to be distinguished
from “infringement” as covered by Sections 6 and 7. Since liability was the logical
consequence of infringement, these delegations proposed to move Section 5 after Sections 6
and 7. This was supported by other delegations and the representative of an observer
organization, who also proposed to move Section 7 before Section 6 and to merge Sections 5
and 8.
46. One delegation proposed to clarify in the text that the provision dealt only with liability
in a particular Member State. The delegation also proposed to include a reference to unfair
competition. The SCT decided to insert the word “in a Member State” after the word
“liability”, and the words “in that Member State” at the end of the provision. The SCT also
asked the International Bureau to consider how liability for acts of unfair competition could
be addressed in the context of the next redraft of this provision.
47. After some discussion, the SCT decided to rename Part IV as “Infringement and
Liability”, and to create a new Part V “Coexistence of Rights” including Sections 9 to 11,
with consequential renumbering of the existing Part V “Remedies” as Part VI. It was also
decided to merge Sections 6 and 7. Section 5 was therefore renumbered as new Section 6
(see Annex II).

Section 6: New Forms of Uses Made Possible by Technology
48. In response to a question raised by one delegation, the Chair explained that Section 6
did not require Member States to pass specific laws dealing with “new forms of use” on the
Internet, but left it to the applicable law to find adequate responses to new technology. The
International Bureau said that the provision was aimed at preventing competent authorities
from generally refusing to consider certain forms of use as infringement merely because they
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are new. Another delegation supported the provision and stated that it obliged Member States
to monitor new and emerging, and possibly circumventive, forms of use, and to provide
protection under their national laws.
Paragraph (1).
49. The SCT decided to move the content of this paragraph to a new paragraph (2) of
Section 7, in order to ensure consistency with Section 4 that was structured in the same way.
For the same reason it was decided to reword the provision along the lines of new
paragraph (2) of Section 4 (see Section 5(2) in Annex II).

Paragraph (2).
50. Following the proposal made by two delegations, the SCT decided to delete this
provision and to move its contents into the Notes.

Section 7: Consideration of Use of a Sign on the Internet in a Member State as Infringement
of Industrial Property Rights in Marks or Other Signs Protected in that Member State
51. Three delegations stated that the provisions should be closely linked to Section 2, either
by a direct reference or by using the expression “use of a sign on the Internet in a Member
State” as defined in Section 2. This was supported by the representative of an observer
organization. Other delegations proposed to draft the provision along the lines of redrafted
Section 4(1).
52. One delegation proposed to include a reference to unfair competition in the title of the
provision in order to reflect more clearly its contents.
53. After some discussion, the SCT decided to add a new paragraph as paragraph (2) and to
reword the provision as follows, subject to review by the International Bureau for clarity and
accuracy of drafting:
Section 5
Use of a Sign on the Internet, Infringement of Rights and Acts of Unfair Competition
(1) Use of a sign on the Internet shall be taken into consideration for
determining whether industrial property rights under the applicable law of a Member
State have been infringed, or whether the use amounts to an act of unfair competition
under the law of that Member State, only if that use constitutes use of the sign on the
Internet in that Member State under these provisions.
(2) Forms of use that are made possible by technological advances shall be
taken into consideration under paragraph (1) if they contribute to fulfilling the
requirements under the applicable law of the Member State concerning the industrial
property right in question.
54. As a consequence of the changes in the order of Sections 5 to 8, Section 7 was
renumbered as Section 5(1) (see Section 5(1) in Annex II).
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Section 8: Exceptions and Limitations
55. One Delegation stated that this provision was relevant for all provisions of the draft and
proposed to include it in the Preamble. This proposal received no support.
56. One delegation expressed concern that the provision might be understood as requiring
Member States to provide specific exceptions and limitations for the use of signs on the
Internet. In order to clarify that the provision was merely intended to place use on the Internet
in a Member State on the same footing as use outside the Internet, the SCT decided to insert
the word “existing” before the words “under the applicable law” and to amend the title to read
“Exceptions and Limitations Under the Applicable Law.”
57. As a consequence of the decision to merge previous Sections 7 and 6, Section 8 was
renumbered as Section 7 (see Annex II).

Section 9: Simultaneous Use of Signs
58. Following the interventions of one delegation and the representative of an observer
organization that expressed doubts as to whether the title “Simultaneous Use of Signs”
adequately reflected the contents of the provision, the SCT decided to replace that title by
“Use Supported by an Industrial Property Right”.
59. After some delegations and the representative of an observer organization had raised
concerns regarding the word “exception” in the subtitles, the SCT decided to replace the
current titles of paragraphs (1) and (2) by “Use Prior to Notification” for paragraph (1) and
“Use After Notification” for paragraph (2).
Paragraph (1).
60. One delegation proposed to broaden item (i) by including licensees and other legitimate
users. This was supported by another delegation and the representative of an observer
organization. After some discussion, it was decided to include the words “, or uses the sign
with the consent of the owner of,” after each occurrence of the words “he owns” throughout
the provisions.
61. In response to a question posed by the representative of an observer organization as to
whether applicants were covered by item (i), the Chair responded that this was only the case if
applicants were treated as right holders under the applicable law.
62. Item (iii). Following a suggestion made by one delegation, the SCT decided to place
the words “to establish his identity, and” in square brackets for possible deletion at the next
SCT meeting.
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Paragraph (2).
63. One delegation asked whether the user of a sign on the Internet could be held liable for
his use prior to notification. In response, the International Bureau explained that the user
would be exempt from liability for any infringing use prior to notification, provided that he
complied with the requirements set out in paragraph (1). He would continue to be exempt for
any use after notification “if he expeditiously takes the measures” as described in
paragraph (2).
64. In response to another question from that delegation, the International Bureau confirmed
that the disclaimer set out in Section 10 was only one measure to avoid a conflict under
Section 9, and that the parties to a dispute were free to agree on other measures which would
be effective to avoid a commercial effect, and to avoid confusion with the owner of the
conflicting right.
65. Two delegations questioned the need for measures to avoid confusion required under
item (ii), stating that it was difficult to imagine confusion in cases where there was no
commercial effect, and that it would be harsh to require two sets of measures in cases where it
was sufficient to remove the commercial effect. The delegations proposed to delete item (ii).
Other delegations objected and stated that items (i) and (ii) were intended to describe the
objectives of measures, and that one measure, such as the disclaimer described in Section 10,
could realize both objectives set out in Section 9(2). The SCT decided to clarify in the notes
that paragraph (2) did not necessarily require two distinct measures.
66. One delegation proposed to replace the word “expeditiously” by a specific time period
such as, for example, one month. This proposal received no support.
67. Following a suggestion of the International Bureau, and after some discussion, the SCT
decided to reword paragraph (2) as follows:
(2) [Use After Notification] If the user referred to in paragraph (1) has received
a notification that his use infringes an industrial property right in a mark or other sign
protected under the law of another Member State (“conflicting right”) he shall not be
held liable if he indicates to the holder of the conflicting right that he owns, or uses the
sign with the consent of the owner of, an industrial property right in the sign in another
Member State, gives relevant details of that right, and expeditiously takes measures
which are effective
(i)
to avoid a commercial effect in that Member State without
unreasonably burdening his commercial activity, and
(ii)

to avoid confusion with the owner of the conflicting right.

Paragraph (3).
68. One delegation noted that the provision did not specify the language of the notification
and proposed to require that the notification be drafted in the language or the languages used
on the web site. The delegation explained that this might on first sight seem burdensome for
holders of conflicting rights, but that it was justified in view of the fact that the user of the
sign would be required under paragraph (2) to act under time pressure and would, therefore,
have to understand the notification. This was supported by another delegation and by the
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representative of an observer organization. One delegation pointed out that a sign would not
necessarily have to be used on a web site in order to be considered infringing, but that it could
also appear in a different context, such as in an e-mail header. Following these interventions,
the SCT decided to add, after the words “in writing”, the following phrase: “, in the language,
or in one of the languages, used in conjunction with the use of the sign on the Internet”. In
addition, the International Bureau indicated that it would investigate broader language to
replace the words “web site” throughout the provisions.
69. One delegation proposed to include an item requiring that the user of the sign has in fact
received the notification. The International Bureau stated that the requirements regarding
notification were of a cross-cutting nature and had not yet been harmonized. While some
countries required receipt for a notification to be effective, others regarded it as effective once
it had been sent. The International Bureau therefore suggested, and the SCT agreed, to leave
this question to the applicable law under which liability is determined.
70. Following a suggestion made by the representative of an observer organization, the SCT
decided to add the words “or States” after the word “State” in item (iii), and to add the word
“conflicting” before the word “right”.
71. One delegation expressed concern with regard to item (iv) because of its vagueness and
proposed to require that the owner of the conflicting right specify the goods and services
which are covered by his or her right. This was opposed by the representative of an observer
organization who pointed out that the conflicting right could also be a registered trade name
or other right that did not refer to particular goods or services. After some discussion, it was
decided to redraft item (iv) as follows: “relevant details of such protection allowing the user
to assess the existence, nature and scope of the right; and”.
72. As a consequence of the decision to merge previous Sections 6 and 7, Section 9 was
renumbered as Section 8 (see Annex II). The SCT further decided to add the words “industrial
property” before the word “right” throughout the provisions, where appropriate.

Section 10: Disclaimer
73. Two delegations proposed to expressly link Section 10 to Section 9(2). Another
delegation held that it was necessary also to refer to the requirements set out in Section 9(1) in
order to avoid the impression that users in bad faith could avail themselves of the disclaimer
in order to avoid liability. After some discussion, it was decided to refer to both paragraphs
by including the words “under Section 8(2)” after the word “disclaimer” and the words
“referred to in Section 8(1)” after the word “user”.
74. One delegation proposed to clarify in the text of Section 10 that a mere statement could
not shield users of signs on the Internet from liability for infringement, but that they were
expected to take action. The International Bureau stated that items (iii) and (iv) determined
what the user had to do in order to adhere to his stated intent. To clarify this, it suggested to
insert the words “in fact” before the word “refuses” in item (iv). Another delegation proposed
to improve the drafting of the provision by inverting the order of the subparagraphs (a) and
(b), and by clearly drafting items (iii) and (iv) as conditions. Both proposals were accepted by
the SCT.
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75. One delegation proposed to add, in a new subparagraph (c), a reference to “gateway
pages” as in Section 13. This was opposed by another delegation which pointed out that
Section 13 dealt with remedies that could be imposed by a court, whereas Section 10
described the measures that the user of a sign on the Internet could take on its own initiative
in the pre-trial stage in order to avoid liability; the establishment of gateway pages, however,
had to be done with the consent of all parties, which might not be available at the pre-trial
stage.
Subparagraph (a).
76. Since a sign can not only be used on a web site but also in other contexts such as in an
e-mail header, it was decided to delete item (i), on the understanding that the disclaimer
would have to be used “in conjunction with the use of the sign on the Internet” as provided in
the chapeau of subparagraph (a). In response to a question from one delegation the
International Bureau stated that the SCT had not yet decided where exactly the disclaimer had
to be placed, whether it was sufficient to provide a link to a web page containing the
statements, or whether the statement had to appear each time the sign in question was used.
As currently worded, the provision would leave this decision to the competent authorities of
Member States.
77. One delegation held that item (ii) imposed an unreasonable burden on Internet users by
requiring a disclaimer not only in the language(s) of the web site, but also the language(s) of
all countries disclaimed. This was supported by three other delegations who stated that if a
commercial effect had been caused by using a particular language in conjunction with the
sign, a disclaimer should be effective if it used the same language. As a result, it was decided
to delete in the second part of the sentence, the words “, and in the language, or in the
languages, used in the Member State or Member States disclaimed,”.
78. One delegation expressed concern with regard to the use of the word “address” in
item (iii) noting that this word would also cover e-mail addresses which could not serve as an
indication of territorial location. As a consequence, it was decided to refer to the territorial
location of the customers instead of “address”, as was done in item (iv), but using the term
“located” instead of “based”.
79. One delegation and the representative of an observer organization noted that customers
might not indicate their territorial location correctly, in particular when the whole commercial
relationship takes place over the Internet as in the case of delivery of digital goods. The
International Bureau stated that, if payments were made via credit card, companies would
require a billing address in most cases. In the remaining cases, it had to be decided whether to
place the risk of fraudulent behavior on the user of the sign, or on the holder of the conflicting
right. It was also pointed out that measures to avoid conflict should not unreasonably burden
the commercial activity of the user of the sign.
Subparagraph (b).
80.

No comments were made on this provision.

81. As a result of the discussions on Section 10(a) and (b), the SCT decided to redraft the
Section as follows, subject to redrafting for clarity by the International Bureau:
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“Member States shall accept, inter alia, a disclaimer under Section 8(2), by
a user referred to in Section 8(1), as a measure to avoid a commercial effect in a
Member State and to avoid confusion with the owner of a conflicting right, if the
disclaimer includes a clear and unambiguous statement in conjunction with the use of
the sign, written in the language or in the languages used in conjunction with the use of
the sign on the Internet, to the effect that the user
(i)

has no relationship with the owner of the conflicting right, and

(ii) does not intend to deliver the goods or services offered to customers located
in a particular Member State, or in particular Member States,
provided that the user inquires, before the delivery of the goods or services, whether
customers are located in that Member State or in one of those Member States, and in
fact refuses delivery to customers who have indicated that they are located in that
Member State or in one of those Member States.”
82. As a consequence of the decision to merge previous Sections 6 and 7, Section 10 was
renumbered as Section 9 (see Annex II).

Note 10.05 Question (i)
83. Question (i) in Note 10.05 of document SCT/5/2 asked whether a user of a sign on the
Internet should be able to avoid liability for infringement of a particular conflicting right by
using the disclaimer described in Section 10, even without having been notified by the holder
of that conflicting right. Two delegations and the representative of an observer organization
were in favor of this possibility, while four delegations objected. The latter delegations stated
that Section 10 should be clearly linked to the situation envisaged in Section 9(2). These
delegations also pointed out that an extension of Section 10 was not necessary because
someone who complied with all requirements set out in Section 10 would most probably not
produce a commercial effect in a given country, and could therefore not be considered to have
infringed rights protected in that country. It was agreed to clarify the latter point in the notes.

Note 10.05 Question (ii)
84. Question (ii) in Note 10.05 of document SCT/5/2 asked whether the possibility of
avoiding liability for the infringement of a conflicting right should be made available to all
good-faith users of a sign even if they did not own an industrial property right in that sign.
This extension was supported by ten delegations who stated that, from the perspective of the
conflicting right, it did not matter whether the user held a right in the sign in another country
because the right was not recognized in that country. The real dividing line should, therefore,
not be drawn between those who have an industrial property right in the sign used, and those
who have not, but rather between good faith and bad faith users. It was also pointed out that
good faith users might have other legitimate reasons for using the sign. For example, a right
which, as a personal name, was not considered an industrial property right in its country of
origin, or that the use was covered by an exception (recognized under Section 8) in the
country of origin, or that they were using a sign which was considered generic in their country
of origin. One delegation said that Section 4, which allowed users to acquire rights through
use, would be much more difficult to apply if users were facing liability for the infringement
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of conflicting rights in other countries. Another delegation stated that owners of conflicting
rights would effectively enjoy a stronger position on the Internet than in the real world if good
faith users of a sign could not avoid liability with the instruments outlined in Sections 9(2)
and 10.
85. The extension was opposed by six delegations which stated that Sections 9(2) and 10
addressed the issue of coexistence of rights, i.e. the question as to how owners of rights in
different countries could use their rights on the Internet without mutual liability. For this
reason, Sections 9(2) and 10 accorded a privilege to owners of industrial property rights.
Allowing every good faith user to avail itself of Sections 9(2) and 10 would destroy the
structure of the draft provisions. The appropriate places to address good faith use was
Section 3 on the one hand, and Section 13 on the other: if someone complied with all
conditions set out in Sections 9(2) and 10, he would most probably not produce a commercial
effect in particular country under Sections 2 and 3 and could therefore not be held liable for
infringement of a conflicting right in that country according to Section 7. If, however, a good
faith user infringed a conflicting right, courts would not issue a prohibition under Section 14,
but would rather limit use under Section 13 which could include a disclaimer. The
representative of an observer organization noted that the issue boiled down to the question as
to who would have to bear the cost of infringement proceedings.
86. The International Bureau stated that nothing would prevent a Member State from
extending the exemption under Sections 9 and 10 to any user in good faith. Two
representatives of observer organizations suggested to clarify this by including a “may”
provision. This was supported by four delegations which stated that such a provision would
provide a chance to balance all legitimate interests. The suggestion was opposed by six
delegations who questioned the need for a non-binding provision and proposed to include a
clarification in the notes.
87. After some discussion, the SCT asked the International Bureau to extend the notes in
order to further guide the discussions, and to include, in square brackets, the following new
paragraph (4) in Section 8:
“[(4) A Member State may apply paragraphs (1) to (3) and Section 9, mutatis mutandis,
in cases where the user of the sign does not own an industrial property right in that sign
in any Member State.]”
88. It was further agreed that the International Bureau should prepare a second alternative,
in square brackets, for discussion at the sixth session of the SCT.

Section 11: Bad Faith
Paragraph (1).
89.

The SCT decided to include the words “industrial property” before the word “right”.

Paragraph (2)
90. One delegation proposed to clearly indicate the user of the sign at the relevant point in
time under item (i), and to add another factor covering cases in which the user acquires a right

SCT/5/6
page 16
in a sign in order to raise entry barriers by preempting others from using the sign. This
suggestion was not accepted by the SCT.
91. One delegation noted that knowledge is almost impossible to prove in legal
proceedings. It proposed to add an indication that “reason to know” can be sufficient without,
however, allowing this indication to be understood as including broad constructive notice
provisions under certain national laws. Following a proposal made by another delegation the
SCT decided to add the words “, or could not have reasonably been unaware,” after the word
“knowledge”, subject to redrafting for clarity.
92. As a consequence of the decision to merge previous Sections 6 and 7, Section 11 was
renumbered as Section 10 (see Annex II).

Section 12: Remedy Proportionate to Use in Member State
93. One delegation noted that the remedy should be proportionate to the commercial effect
caused in a Member State and that the title would seem to obscure this. As a consequence,
the SCT decided to replace the word “use in Member State” by “commercial effect”.
Paragraph (1).
94.

No comments were made on this provision

Paragraph (2).
95. The representative of an observer organization expressed concern that paragraph (2)
might invite a judge to consider factors beyond the commercial effect of an infringing use,
and, as a consequence, to adopt a more wide-ranging remedy then justified by the commercial
effect. He stated that paragraph (2) seemed to divert from the general principle according to
which the remedy should be proportionate only to the commercial effect and suggested its
deletion. This was supported by one delegation and the representative of another observer
organization. One delegation said that, since Section 12 is not only limited to coexistence of
rights, legitimate interests should also be taken into account in this provision. After some
discussion, the SCT decided to delete the second sentence of paragraph (2) and to include its
contents in the notes, and to delete the words. “If possible under the applicable law” as
unnecessary.
Paragraph (3).
96. Several delegations were concerned that this provision might be read as allowing the
defendant to adopt a different remedy on his own behalf after the decision of the competent
authority, and proposed to clarify that the provision only applied to suggestions proffered by
the user, and that the final decision, at the end of the infringement procedures, was entirely
left to the competent authority. It was agreed that the provision was a mere application of the
principle that defendants should have a right to be heard. After some discussion, the SCT
decided to delete the words “equally” and “alternative”, to add the words “for consideration
by the competent authority” at the end of paragraph (3), and to reflect the background more
clearly in the notes.
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97. Following an intervention by one delegation, the SCT decided to replace the word
“defendant” by the words “user of the sign”.
98. As a consequence of the decisions to merge previous Sections 6 and 7, Section 12 was
renumbered as Section 11. As as consequence of the creation of a new Part V (Coexistence of
Rights), Part V (Remedies) was renumbered as Part VI (see Annex II).

Section 13: Limitations of Use of a Sign on the Internet
Paragraph (1).
99.

No comments were made on this provision.

Paragraph (2).
100. The SCT decided to align the wording of paragraph (2)(a) and (b) with that of redrafted
Section 10 paragraph (2) while retaining subparagraph (c). The Delegation of Finland
objected to the deletion of the words “and in the language, or in the languages, used in the
Member State or Member States disclaimed.” The delegation explained that Section 13
differed from Section 10 in that, under the former provision, the competent authority, not the
user himself, had to determine the language of the disclaimer. The delegation pointed to
national laws regulating the use of languages by official authorities and said that these might
conflict with a restriction under Section 13(2). As a consequence, and following a suggestion
made by the International Bureau, the SCT decided to replace the words “and in the language,
or in the languages, used in the Member State or Member States disclaimed” by the words “,
and any other language indicated by the competent authority.”
101. One delegation proposed to clarify the relationship between Section 10 and Section 13
in the notes. While Section 10 dealt with measures that the user in good faith, who also held a
right in the sign, could adopt by himself in order to avoid liability, Section 13 addressed all
cases in which a court had found an infringement and clarified the application of the principle
of proportionality.
102. Following a suggestion made by the International Bureau, the SCT decided to delete the
words “providing links to all owners of conflicting rights” from subparagraph (c), on the
grounds that a court could decide only in relation to the parties of the procedure and not with
regard to right owners who had not been involved in the procedure.
103. As a consequence of the decision to merge previous Sections 6 and 7, Section 13 was
renumbered as Section 12 (see Annex II).

Section 14: Prohibition to Use a Sign on the Internet
104. Following an intervention from one delegation, the SCT decided to delete the word
“demonstrable” in sub-paragraph (i) as unnecessary.
105. Two delegations stated that prohibitions to use a sign on the Internet would always be
against the principle of proportionality and should completely be prohibited. In response, the
International Bureau stated that a prohibition to use might be the only viable remedy in certain
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cases, particular in cases of “bad faith”. The representative of an observer organization
suggested to clarify the contents of the provision by restating, in a separate paragraph, that
prohibitions to use a sign on the Internet should be avoided, before addressing the case in
which such prohibitions are completely prohibited.
106. Two delegations and the representative of an observer organization proposed to delete
the words “industrial property” before the word “right” in order to cover cases in which
defendants held other types of rights to use the sign, such as personal names, and could,
therefore, not avail themselves of the measures set out in Sections 9(2) and 10. They
explained that an exception from the wide-ranging remedy of prohibition to use under
Section 14 should be available more broadly than the exception from liability under
Sections 9 and 10 which was limited to owners of industrial property rights. Another
delegation proposed to protect any holder of a “legitimate interest” from prohibitions to use.
This was supported by another delegation which said that use of a term that was in the public
domain in one country should not subject its user to a global injunction. The representative of
an observer organization cautioned against including the new and rather vague concept of
“legitimate interest” in the provisions and pointed out that these cases could be addressed
under the general principle of proportionality and new paragraph (1); the strict exception from
liability should be limited to clear-cut cases.
107. Following a suggestion made by the International Bureau, the SCT decided to delete the
words “as defined in Section 11” on the grounds that, even though Section 11 was applicable
throughout the provisions anyway, the word “defined” might be understood too restrictively.
108. In response to a question by one delegation as to who determined bad faith, the
International Bureau explained that the competent authority that determined the remedy in a
given case would have to decide whether the user had acted in bad faith. However, the
competent authority would have to make this determination in accordance with the private
international law rules of its country. This meant that it had to apply the law of the country in
which the right of the defendant had been acquired for determining whether the right had been
acquired in bad faith. In order to determine that the sign had been used in bad faith, however,
the competent authority could apply the law of the country in which the conflicting right was
protected. It was decided to include an explanation of the relevant private international law
rules in the Notes.
109. Following some discussion, the SCT decided to redraft Section 14 as follows:
“(1) Where the use of a sign on the Internet in a Member State infringes an
industrial property right in a mark or other sign protected under the laws of that Member
State, the competent authority of the Member State should avoid, wherever possible,
imposing a remedy that would prohibit future use of the sign on the Internet.
(2) The competent authority shall not, in any case, impose a remedy that would
prohibit future use of the sign on the Internet, where
(i) the user is the owner of a right in the sign under the law of another
Member State, or is using the sign with the consent of the owner of such a right;
and
(ii)
faith.”

the right has not been acquired, and the sign has not been used, in bad
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110. As a consequence of the decision to merge previous Sections 6 and 7, Section 14 was
renumbered as Section 13 (see Annex II).
Conclusion
111. The SCT decided that the International Bureau would refine the text of the draft
provisions for its sixth session. If adopted at that session, the SCT may envisage to submit
the provision for adoption as a Joint Recommendation by the WIPO Assemblies in September
2001.
International Nonproprietary Names for Pharmaceutical Substances
112. The representative of the World Health Organization (WHO) referred to the survey
which WIPO had conducted among its Member States upon a request by the SCT, and which
had revealed great interest by authorities competent for the registration of trademarks to
receive, in an electronic format, updated information on International Nonproprietary Names
for Pharmaceutical Substances (INNs). He informed the Committee that WHO was now
offering an extranet service allowing access to the INN database established by WHO. The
database could be accessed free of charge via the following address: http://mednet.who.int.

Agenda Item 5: Possible Solutions for Conflicts Between Trademarks and Geographical
Indications and for Conflicts Between Homonymous Geographical Indications (see
document SCT/5/3)

113. The Delegation of the European Communities, speaking on behalf of the European
Communities and its Member States, expressed doubts as to whether it was appropriate to
discuss, within the framework of the SCT, questions relating to the protection of geographical
indications. Although the study presented in document SCT/5/3 was interesting, the
Representative said that he would be opposed to work leading to the adoption of a
recommendation in the area covered by the study. This was mainly because the European
Communities and its Member States were in the process of developing legislation concerning
the protection of geographical indications in the context of the Agreement on TRIPS. Having
been adopted only six years ago, the TRIPS Agreement was still relatively new and, in many
WTO Members, the process of adopting the relevant legislation to the standards defined by
that Agreement was still ongoing. Raising legal issues relating to the TRIPS Agreement at a
time when its implementation was not fully completed could lead to confusion in those WTO
Members which still had to adopt their relevant legislation. There was no doubt that the work
of the SCT in the field of geographical indications could be constructive, but this work should
be undertaken at a later stage.
114. The Delegation of the United States of America stated that it considered geographical
indications as an appropriate subject for the work of the SCT. It felt that the timing was
exactly right to take up work on that issue in the SCT, that Committee being a leading group
of intellectual property experts. The Delegation recalled that the Preamble to the TRIPS
Agreement expressly recognized that intellectual property rights were private rights. As far as
the implementation of the TRIPS Agreement by the Members of the WTO was concerned, it
would be certainly helpful to provide guidance coming from a body of intellectual property

SCT/5/6
page 20
experts. The Delegation felt that, for this reason, the SCT should engage in discussing
geographical indications.
115. The Delegation of Chile said that geographical indications were an important issue.
However, before the SCT could discuss rules in that area, further study was needed. To that
end, the Delegation requested that document SCT/5/3 be expanded to cover additional issues,
such as, an analysis of the protection of trademarks and geographical indications from a
historical perspective, the degree of acceptance of the concept of geographical indications, the
different existing conceptual approaches concerning the recognition of geographical
indications, or the question as to what degree of recognition could be required in order to
resolve a conflict between a trademark and a geographical indication following the principle
of priority or the principle of coexistence. It stated that concepts existing in trademark law
were not universally applicable to geographical indications. The Delegation concluded by
saying that a more detailed analysis concerning the exceptions to the protection for
geographical indications in the TRIPS Agreement was required. Without additional
information concerning the issues mentioned, the Delegation felt that it was premature to
enter into a discussion of detailed rules and principles.
116. The Delegation of Kenya said that the protection of geographical indications was a
matter of concern for the Government of its country. It informed the SCT that the
Geographical Indications Bill 2000, which had been prepared with the assistance of WIPO,
had been introduced into parliament.
117. The Delegation of Switzerland believed that continued discussion concerning
geographical indications should take place within the framework of the SCT. For that reason,
this item should stay on the agenda of the SCT.
118. The Representative of the International Vine and Wine Office (OIV) recalled the
interest that his Organization had in the subject matter under discussion. This interest was
manifested in a number of OIV Resolution concerning geographical indications. He felt that
the SCT was the proper forum for the discussion of geographical indications, and that it could
define guidelines for further consideration. Referring to the cooperation agreement between
OIV and WIPO, he reiterated the readiness of his Organization to assist with its technical
knowledge in any future work that the SCT would undertake concerning that subject.
119. The Representative of the Confederation of European Spirit Producers (CEPS) said that
that future work should build on existing principles. In particular, he felt that trademark
concepts should be kept apart from concepts applying to geographical indications, and called
for caution to avoid effecting what appeared to be the evolving law under the TRIPS
Agreement.
120. The Delegation of the Islamic Republic of Iran said that, in its opinion, the SCT was the
relevant forum for discussing geographical indications and that the timing to hold such
discussion was right.
121. The Chair stated that there appeared to be a number of possibilities for discussing
protection of geographical indications within the framework of the SCT. One possibility
would be to expand the working document presented to the fifth session of the SCT and to
include further issues for study at the sixth session. Another option would be to look at
possible ways for harmonizing existing national systems of protection for geographical
indications and to define maximum requirements, such as were already existing in the field of
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trademarks under the Trademark Law Treaty (TLT). A third possibility would be to establish
a framework document which would help parties owning rights to geographical indications in
one system obtaining effective protection in other systems.
122. The representative of the International Trademark Association (INTA) said that his
Organization was in full support of any effort by the SCT to establish rules that would lead to
more transparency in the various systems for protection of geographical indications. Such
rules should also help to overcome existing problems in establishing rights to geographical
indications in various systems.
123. The representative of the International Association for the Protection of Intellectual
Property (AIPPI) expressed support for the idea of harmonizing rules concerning the
protection of geographical indications. However, he said that work of the SCT should be
complementary to the work of the Council for TRIPS and any overlapping of efforts should
be avoided.
124. The Delegation of Australia said that the SCT should be cautious in order to avoid
interference with the ongoing work of the Council for TRIPS, but that it could support an
expansion of document SCT/5/3.
125. The Delegation of Canada declared that work on geographical indications was within
the mandate of the SCT, and that the Members of the SCT could gain from the discussion that
took take place in that forum. It therefore supported the continuation of work on geographical
indications by the SCT.
126. The Delegation of Argentina said that it could agree on an expansion of the working
document to cover the areas outlined already by other delegations.
127. The Delegation of the European Communities said that it was opposed to the
broadening of the discussion of the issues contained in document SCT/5/3, but that it was not
opposed to supplementing that document with a more detailed study of the historical aspects
of geographical indications and their specific legal nature. However, this work should not
interfere with Article 23.4 of the TRIPS Agreement.
128. The Delegation of the United States of America stated that it did not see any
incompatibilities between the work of the SCT on geographical indications and Articles 23.4
and 24.2 of the TRIPS Agreement. In particular, the Delegation thought that it would be
worthwhile to clarify issues such as the specific nature of geographical indications, and to
address what it felt was a lack of transparency that was prevailing with regard to various
national systems of protection. The SCT appeared to be best suited to take up that work and
to give input into the work of the Council for TRIPS from an intellectual property perspective.
129. The Delegation of Mexico recalled that WIPO was the expert organization for
intellectual property and that for that reason it had the competence to take up matters relating
to the protection of geographical indications.
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130. The Chair concluded that the Committee had reached agreement that, in order to create
a better understanding of the legal issues related to the protection of geographical indications,
the International Bureau should supplement document SCT/5/3 for discussion at the sixth
session of the SCT. The supplement would deal with the following issues: the historical
background of the protection of geographical indications; clarification of the nature of the
rights in geographical indications; description of the different existing systems for the
protection of geographical indications; and investigation of the problems existing in
obtaining effective protection for geographical indications in other countries.

Agenda Item 6: Text of the Proposed Joint Recommendation Concerning Trademark
Licenses (see document SCT/5/4)
131. The Chair reminded the SCT that the provisions concerning trademark licences, which
were adopted by the SCT at its fourth session, would be submitted for adoption as a Joint
Recommendation by the Paris and WIPO Assemblies in September 2000, pursuant to a
decision taken by the SCT at the named session. She said that, although it would not be
possible to make any change to the adopted provisions at this stage, the SCT had the
opportunity to clarify certain points or ask questions to the International Bureau on the
provisions before their adoption by the WIPO Assemblies.
132. The Delegation of the European Communities said that, although it was not entirely
satisfied with Article 3, it announced the withdrawal of its reservation relating to that article.
133. The Delegation of the Russian Federation stated that the text in Russian submitted to the
Assemblies (Document A/ 35/10) required various changes which it asked the International to
take into account. The delegation said it would give a corrected version of the text in Russian
to the Secretariat.

Agenda Item 7: Future Work
134. The SCT agreed that its sixth session would tentatively be held in March 2001, in
Geneva, and would last five full days.
135. The SCT agreed that the agenda of the sixth session would consist of the following
substantive items:
− Draft provisions on the protection of marks and other industrial property rights in
relation to the use of signs on the Internet,
− Geographical indications.
136. With respect to possible issues to be taken up after completion of the above-mentioned
items, the delegation of Australia suggested that the SCT also consider the nature of rights
deriving from domain names, as well as the legal precedents of the Unified Dispute
Resolution Procedure decisions.
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137. The International Bureau enumerated a list of four projects which could be addressed by
the SCT. First, revision of the Trademark Law Treaty to address, at least, the creation of an
Assembly, the introduction of provisions on electronic filing, and the incorporation of the
Joint Recommendation Concerning Trademark Licenses would be a possibility. Subject to
the approval of the Member States, a Diplomatic Conference on the revision of the TLT could
be envisaged during the next bienium, possibly in 2003. Second, the SCT could investigate
the possibility of expanding the scope of the TLT to include substantive harmonization of
trademark law. Third, the SCT could deal with substantive and procedural harmonization of
industrial design law, following the momentum of the Geneva Act of the Hague Agreement
concerning the International Deposit of Industrial Designs. Fourth, the SCT could investigate
the practicality of establishing a principle of internationally or globally well-known marks.
138. The Delegation of Australia stated that the revision of the TLT, on the basis of the
amendments suggested by the International Bureau, seemed the most important and should be
given priority. As far as substantive harmonization of trademark law is concerned, he said
that it would be very ambitious to envisage such an exercice to be concluded for the
diplomatic conference in the next biennium and that the International Bureau should first
identify the issues, if possible for the next meeting of the SCT.
139. The Delegation of the United States of America said that priority should be given to the
revision of the TLT.
140. The SCT agreed that the International Bureau would prepare a paper concerning future
work on the basis of the proposals made above, to be presented at the sixth session.

Agenda Item 8: Brief Summary by the Chair
141. The SCT adopted the Summary by the Chair (document SCT/5/5), incorporating a
number of suggested amendments.

Agenda Item 9: Closing of the Session
142. Mr. Shozo Uemura, Deputy Director General, informed the SCT of the planned
organisation by WIPO, in January, 2001, of a Forum on Private International Law and
Intellectual Property.
143. The Chair closed the fifth session of the Standing Committee.
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<sergio.escudero@ties.itu.int>

CHINE/CHINA
Gang ZHAO, Deputy Head, Legal Affairs Division, Trademark Office, State Administration
for Industry and Commerce, Beijing
<saic_zhaogang@hotmail.com>

COLOMBIE/COLOMBIA
Amparo OVIEDO-ARBELAEZ (Sra.), Ministra Consejera, Misión Permanente, Ginebra
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CONGO
Justin BIABAROH-IBORO, ministre-conseiller, Mission permanente, Genève
<mission.congo-brazza@deckpoint.ch>
Delphine BIKOUTA (Mme), conseillère, Mission permanente, Genève
<mission.congo-brazza@deckpoint.ch>

COSTA RICA
Esteban PENROD, Ministre conseiller, Mission permanente, Genève
<epenrod@hotmail.com>

CROATIE/CROATIA
Željko TOPIC, Assistant Director, State Intellectual Property Office, Zagreb
<zeljko.topic@patent.tel.hr>
Željko MRŠIC, Head of Department, State Intellectual Property Office, Zagreb
<zeljko.mrsic@patent.tel.hr>

DANEMARK/DENMARK
Mikael Francke RAVN, Head of Section, Danish Patent and Trademark Office, Taastrup
<mfr@dkpto.dk>
Niels LUND JOHANSEN, Principal Legal Advisor, Danish Patent and Trademark Office,
Taastrup
<njo@dkpto.dk>

ÉGYPTE/EGYPT
Samira EL BAKRY (Miss), Director, Trademarks Administration Office, Administration of
Commercial Registration, Cairo

EL SALVADOR
Ramiro RECINOS TREJO, Delegado, Misión Permanente, Ginebra
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ÉQUATEUR/ECUADOR
Nelson VELASCO IZQUIERDO, Presidente, Instituto Ecuatoriano de la Propiedad
Intelectual, Quito
<iepi@interactive.net.ec>

ESPAGNE/SPAIN
María Teresa YESTE (Sra.), Consejera Técnica, Departamento de Signos Distintivos, Oficina
Española de Patentes y Marcas, Madrid
<teresa.yeste@oepm.es>
Ignacio CASTILLO GRAU, Técnico Superior, Departamento de Coordinación Jurídica y
Relaciones Internacionales, Oficina Española de Patentes y Marcas, Madrid
<ignacio.castillo@oepm.es>

ESTONIE/ESTONIA
Reet AAS (Mrs.), Head, Trademark Department, Estonian Patent Office, Tallinn
<Reet.Aas@epa.ee>
Karol RUMMI (Mrs.), Head, International Trademark Group, Estonian Patent Office, Tallinn
<karol.rummi@epa.ee>

ÉTATS-UNIS D’AMÉRIQUE/UNITED STATES OF AMERICA
Lynne G. BERESFORD (Ms.), Attorney-Advisor, Office of Legislative and International
Affairs, Patent and Trademark Office, Department of Commerce, Washington, D.C.
<lynne.beresford@uspto.gov>
Eleanor MELTZER (Ms.), Attorney-Advisor, Patent and Trademark Office, Department of
Commerce, Arlington, Virginia
<eleanor.meltzer@uspto.gov>
David NICHOLSON, Intellectual Property Attaché, Permanent Mission, Geneva
<drn@iprolink.ch>

EX-RÉPUBLIQUE YOUGOSLAVE DE MACÉDOINE/THE FORMER YUGOSLAV
REPUBLIC OF MACEDONIA
Biljana LEKIK (Mrs.), Adviser of the Director, Industrial Property Protection Office,
Ministry of Economy, Skopje
<zzis@unet.com.mk>
Simcu SIMJANOVSKI, Adviser, Industrial Property Protection Office, Skopje
<zzis@unet.com.mk>
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FÉDÉRATION DE RUSSIE/RUSSIAN FEDERATION
Valentina ORLOVA (Ms.), Head, Division of Theory and Practice of Intellectual Property,
Russian Agency for Patents and Trademarks, Moscow
<vorlova@rupto.ru>
Liubov KIRIY (Mrs.), Senior Patent Examiner, Division of Theory and Practice of
Intellectual Property, Russian Agency for Patents and Trademarks, Moscow
<vorlova@rupto.ru>

FINLANDE/FINLAND
Hilkka Tellervu NIEMIVUO (Mrs.), Deputy Head, Trademarks Division, National Board of
Patents and Registration, Helsinki
<hilkka.niemivuo@prh.fi>
Sami SUNILA, Senior Government Secretary, Legal Affairs, Ministry of Trade, Helsinki
<sami.sunila@ktm.vn.fi>

FRANCE
Agnès MARCADÉ (Mme), chef du Service du droit international et communautaire, Institut
national de la propriété industrielle, Paris
<marcade.a@inpi.fr>
Camille-Rémy BOGLIOLO, chargé de mission au Service du droit international et
communautaire, Institut national de la propriété industrielle, Paris
<bogliolo.cr@inpi.fr>
Gislaine LEGENDRE (Mme), chargée de mission, Ministère de l’agriculture et de la pêche
<gislaine.legendre@agriculture.gouv.fr>
Michèle WEIL-GUTHMANN (Mme), conseillère, Mission permanente, Genève
<michele.weil-guthmann@diplomatic.fr>

GRÈCE/GREECE
Nikos BEAZOGLOU, Personnel Staff, Direction of Industrial and Commercial Property,
Ministry of Development, Athens
<beaz@gge.gr>

SCT/5/6
Annexe I/Annex I page 7

GUATEMALA
Rosemarie LUNA JUÁREZ (Sra.), Misión Permanente, Ginebra
<rosemarie.luna@ ties.itu.int>
Andres WYLD, Consejero, Misión Permanente, Ginebra
<andres.wyld@ties.itu.int>

GUINEÉ/GUINEA
Aminata KOUROUMA (Miss), première secrétaire, Affaires économiques et commerciales,
Mission permanente, Genève
<aminata.kourouma@ties.itu.int>

HONGRIE/HUNGARY
Gusztáv VÉKÁS, Vice President, Hungarian Patent Office, Budapest
<vekas@hpo.hu>
Gyula SOROSI, Head, National Trademark Section, Hungarian Patent Office, Budapest
<soros@hpo.hu>
Péter CSIKY, Deputy Head, Legal Section, Hungarian Patent Office, Budapest
<csiky@hpo.hu>

INDE/INDIA
Homai SAHA (Mrs.), Minister (Economic), Permanent Mission, Geneva

INDONÉSIE/INDONESIA
Dewi KUSUMAASTUTI (Miss), First Secretary, Permanent Mission, Geneva

IRAN (RÉPUBLIQUE ISLAMIQUE D’)/IRAN (ISLAMIC REPUBLIC OF)
Shahnaz NIKANJAM, Legal Adviser, Ministry of Foreign Affairs, Tehran
<shniki46@yahoo.com>

IRAQ
Ghalib F. ASKAR, deuxième secrétaire, Mission permanente, Genève
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IRLANDE/IRELAND
Patrick NOLAN, Department of Enterprise, Trade and Employment, Dublin
<pat_v_nolan@entemp.ie>

ITALIE/ITALY
Pasquale IANNANTUONO, conseiller juridique, Ministère des affaires étrangères, Rome
<pasquale.iannantuono@libero.it>
Raffaele LANGELLA, First Secretary, Permanent Mission, Geneva
<langella@esteri.it>

JAMAHIRIYA ARABE LIBYENNE/LIBYAN ARAB JAMAHIRIYA
Hassan HABIBI, Patent Researcher, Industrial Property Section, Industrial Research Center,
Tripoli

JAMAÏQUE/JAMAICA
Symone BETTON (Miss), First Secretary, Permanent Mission, Geneva
<mission.jamaica@ties.itu.int>

JAPON/JAPAN
Masami MORIYOSHI, Director, Trademark Examination, Trademark Division, First
Examination Department, Patent Office, Tokyo
<mmpa7272@jpo-miti.go.jp>
Kenichi IOKA, Deputy Director, International Affairs Division, General Administration
Department, Patent Office, Tokyo
<ikpa7641@jpo-miti.go.jp>
Hiroshi MORIYAMA, Assistant Director, Trademark Division, First Examination
Department, Patent Office, Tokyo
<mhpa8748@jpo-miti.go.jp>
Takashi YAMASHITA, First Secretary, Permanent Mission, Geneva
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KENYA
John Ezekiel Kabue MUCHAE, Deputy Director, Kenya Industrial Property Office, Ministry
of Tourism, Trade and Industry, Nairobi
<muchae@insightkenya.com>

LETTONIE/LATVIA
Dace LIBERTE (Miss), Head, Trademarks and Industrial Designs Department, Patent Office,
Riga
<valde@lrpv.lv>

LIBÉRIA/LIBERIA
Alphonso KASSOR, Junior Legal Counsel, Bureau of Legal Affairs, Ministry of Foreign
Affairs, Monrovia

LITUANIE/LITHUANIA
Lina MICKIENÉ (Mrs.), Head, Legal Division/Acting Deputy Director, State Patent Bureau,
Vilnius
<lina.mickiene@vpb.lt>

MADAGASCAR
Olgatte ABDOU (Mme), première secrétaire, Mission permanente, Genève

MAROC/MOROCCO
Dounia EL OUARDI (Mlle), ingénieur d’État, Office marocain de la propriété industrielle,
Casablanca
<douniae@mcinet.gov.ma>
Fatima EL MAHBOUL (Mme), conseiller, Mission permanente, Genève
<mission.maroc@itu.int>

MAURICE/MAURITIUS
Ravendranath SAWMY, Second Secretary, Permanent Mission, Geneva
<mission.mauritius@ties.itu.int>
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MEXIQUE/MEXICO
Alma ARAIZA HERNÁNDEZ (Srta.), Directora General Adjunta de Servicios de Apoyo,
Dirección General Adjunta, Asuntos Internacionales, Instituto Mexicano de la Propiedad
Industrial, Mexico D.F.
<aaraiza@impi.gob.mx>
Karla Tatiana ORNELAS LOERA (Srta.), Agregada Diplomática, Misión Permanente,
Ginebra
<karlatol@hotmail.com>

NICARAGUA
Eveling BONILLA MARTINEZ (Sra.), Jefe del Departamento de Signos Distintivos,
Registro de la propiedad intelectual, Managua
<eveling_b@yahoo.com>
Santiago URBINA, Primer Secretario, Misión Permanente, Ginebra
<s.urbina@nicaragua.com>

NIGÉRIA/NIGERIA
Maigari Gurama BUBA, Second Secretary, Permanent Mission, Geneva
<bubamaigari@hotmail.com>

NORVÈGE/NORWAY
Oluf GRYTTING WIE, Senior Executive Officer, The Norwegian Patent Office, Oslo
<ogw@patentstyret.no>
Debbie RØNNING (Miss), Head, Legal Section, The Norwegian Patent Office, Oslo
<dro@patentstyret.no>

NOUVELLE-ZÉLANDE/NEW ZEALAND
Greg FRANCE, Advisor, Intellectual Property, Ministry of Economic Development,
Wellington
<greg.france@med.govt.nz>

OUGANDA/UGANDA
Joyce Claire BANYA (Ms.), First Secretary, Permanent Mission, Geneva
<joyce.banya@itu.ch>
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PAKISTAN
Yousaf JUNAID, First Secretary (Commercial Affairs), Permanent Mission, Geneva

PANAMA
Carlos Emilio ROSAS, Ministro Consejero-Embajador, Misión Permanente ante la OMC,
Ginebra
<cerosas71@yahoo.com>
Lilia CARRERA (Sra.), Analista de Comercio Exterior, Misión Permanente ante la OMC,
Ginebra
<lilia.carrera@ties.itu.int>

PARAGUAY
Carlos GONZÁLEZ RUFFINELLI, Director de la Propiedad Industrial, Ministerio de
Industria y Comercio, Dirección de la Propiedad Industrial, Asunción
<dpi@conexion.com.py>

PAYS-BAS/NETHERLANDS
Nicole HAGEMANS (Miss), Legal Advisor, Industrial Property, Ministry of Economic
Affairs, The Hague
<n.hagemans@minez.nl>
Marco COMMANDEUR, Advisor, Intellectual Property, Ministry of Economic Affairs,
The Hague
<m.n.j.commandeur@minez.nl>

PHILIPPINES
Edwin Danilo DATING, Assistant Director, Bureau of Legal Affairs, Intellectual Property
Office, Makati City
<ipo@dti.gov.ph>
Ma. Angelina STA. CATALINA (Mrs.), First Secretary, Permanent Mission, Geneva
<mission.philippines@ties.itu.int>
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PORTUGAL
Carlos LEAL, administrateur, Institut national de la propriété industrielle, Ministère de
l’économie, Lisbonne
<cmleal@inpi.min-economia.pt>
Inês VIEIRA LOPES (Mme), juriste, Institut national de la propriété industrielle, Ministère de
l’économie, Lisbonne
<ilopes@inpi.min-economia.pt>
José Sérgio DE CALHEIROS DA GAMA, conseiller juridique, Mission permanente, Genève
<jsgama@freesurf.ch>

QATAR
Ahmed AL-JEFAIRI, Head, Trademark Department, Ministry of Finance, Economy and
Trade, Doha

RÉPUBLIQUE DE CORÉE/REPUBLIC OF KOREA
Shi-Hyeong KIM, Deputy Director, Trademark and Design Policy Planning Division, Korean
Industrial Property Office, Taejon
<shkim5@kipo.go.kr>
Seong-Bae OH, Deputy Director, International Cooperation Division, Korean Industrial
Property Office, Taejon
<oho223@kipo.go.kr>

RÉPUBLIQUE DE MOLDOVA/REPUBLIC OF MOLDOVA
Svetlana MUNTEANU (Mme), chef, Département des marques et modèles industriels, Office
d’État pour la protection de la propriété industrielle, Kishinev
<muntean_s@agepi.md>; <muntean_s@hotmail.com>
Violeta JALBA (Mme), conseillère juridique, Département des marques et modèles
industriels, Office d’État pour la protection de la propriété industrielle, Kishinev
<office@agepi.md>; <jalba_violeta@yahoo.com>

RÉPUBLIQUE DOMINICAINE/DOMINICAN REPUBLIC
Rodolfo ESPIÑEIRA, Director general, Oficina Nacional de la Propiedad Industrial,
Santo Domingo
<rodolfo@seic.gov.do>
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ROUMANIE/ROMANIA
Constanta MORARU (Mme), chef du service juridique – Coopération internationale, Office
d’État pour les inventions et les marques, Bucarest
<liviu.bulgar@osim.ro>
Eugenia MACREA (Mme), examinatrice, Office d’État pour les inventions et les marques,
Bucarest
<liviu.bulgar@osim.ro>
Marcel-Codin STEFAN, conseiller juridique, secteur juridique, Office d’État pour les
inventions et les marques, Bucarest

ROYAUME-UNI/UNITED KINGDOM
Jeff David WATSON, Policy Advisor, The Patent Office, Wales
<jeff.watson@patent.gov.uk>
David MORGAN, Manager, Trademark Examination, The Patent Office, Wales
<david.morgan@patent.gov.uk>

RWANDA
Agnès KAYIJIRE (Mme), directrice de l’Industrie, Ministère du commerce, de l’industrie et
du tourisme, Kigali
<kayijire@usa.net>

SINGAPOUR/SINGAPORE
Nor Ashikin SAMDIN (Ms.), Senior Assistant Registrar of Trade Marks, Intellectual Property
Office of Singapore, Singapore
<samdin_norashikin@minlaw.gov.sg>

SLOVAQUIE/SLOVAKIA
Martin CIBULÁ, Official, Legal Department, Industrial Property Office, Banská Bystrica
<mcibula@indprop.gov.sk>

SOUDAN/SUDAN
Salma Mohamed Osman BASHIR (Miss), Legal Advisor, Commercial Registrar General,
Ministry of Justice, Khartoum
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SRI LANKA
Ajith St. Ivor PERERA, Member-Advisory Commission on Industrial Property Law, National
Intellectual Property Office, Colombo
<ajithp@slt.lk>

SUÈDE/SWEDEN
Magnus AHLGREN, Head, Legal Section, Trademark Department, Swedish Patent and
Registration Office, Söderhamn
<magnus.ahlgren@prv.se>

SUISSE/SWITZERLAND
Ueli BURI, chef du service juridique droit général, Division droit et affaires internationales,
Institut fédéral de la propriété intellectuelle, Berne
<ueli.buri@ipi.ch>
Michèle BURNIER (Mrs.), collaboratrice scientifique, Institut fédéral de la propriété
intellectuelle, Berne
<michele.burnier@ipi.ch>
Alexandra GRAZIOLI (Miss), conseillère juridique, Institut fédéral de la propriété
intellectuelle, Berne
<alexandra.grazioli@ipi.ch>

SURINAME
Errol Jacques Rudolf STRIJDHAFTIG, Senior Official, Industrial Property Office, Ministry
of Justice and Police, Paramaribo
<ipoffsur@sr.net>; <stjacq@hotmail.com>

SWAZILAND
Stephen MAGAGULA, Acting Senior Assistant Registrar General, Registrar General’s
Office, Ministry of Justice and Constitutional Development, Mbabane

TADJIKISTAN/TAJIKISTAN
Nadira KAZIDJANOVA (Mrs.), Head, Law and Instructions Group, National Center for
Patents and Information, Dushanbe
<ncpi@ncpi.td.silk.org>
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THAÏLANDE/THAILAND
Songwuth NAKARANURUCK, Senior Legal Officer, Department of Intellectual Property,
Nonthaburi
<songwuth@ipthailand.org><megatony@hotmail.com>
Supark PRONGTHURA, Second Secretary, Permanent Mission, Geneva

TOGO
Komlan Abalo AHENOU, chef de la Division de la propriété industrielle, Structure nationale
de la propriété industrielle du Togo, Lomé

TRINITÉ-ET-TOBAGO/TRINIDAD AND TOBAGO
Mary-Ann RICHARDS (Ms.), Deputy Permanent Representative, Permanent Mission,
Geneva
<mission.trinidad-tobago@ties.itu.int>

TURKMÉNISTAN/TURKMENISTAN
Firyuza GUSEYNOVA (Mrs.), Head, Trademarks and Services Department, Patent Office of
Turkmenistan, Ashgabat
<tmpatent@online.tm>

TURQUIE/TURKEY
Mustafa DALKIRAN, Trademark Assistant Examiner, Turkish Patent Institute, Ankara
<mdalkiran@yahoo.com>

UKRAINE
Volodymyr ZHAROV, First Deputy Chairman, State Department of Intellectual Property,
Ministry of Education and Science, Kiev
Anatoliy GORNISEVYCH, Deputy Director, Ukranian Institute of Industrial Property, Kiev

VENEZUELA
Luisa BERNAL (Mlle), Attachée, Mission permanente, Genève
<bernal.luisa@hotmail.com>
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COMMUNAUTÉS EUROPÉENNES (CE)/EUROPEAN COMMUNITIES (EC)†
Víctor SÁEZ LÓPEZ-BARRANTES, Official, Industrial Property Unit, European Commission,
Brussels
<victor.saez@cec.eu.int>
Detlef SCHENNEN, Head, Legislation and International Legal Affairs Service, Office for
Harmonization in the Internal Market (Trade Marks and Designs), Alicante
<detlef.schennen@oami.eu.int>
Natalie CHEVALLIER (Mrs.), Administrator, Office for Harmonization in the Internal Market
(Trade Marks and Designs), Alicante
<natalie.chevallier@oami.eu.int>
Roger KAMPF, First Secretary, Permanent Mission, Geneva
<roger.kampf@delche.cec.eu.int>

II. ORGANISATIONS INTERGOUVERNEMENTALES/
INTERGOVERNMENTAL ORGANIZATIONS

BUREAU BENELUX DES MARQUES (BBM)/BENELUX TRADEMARK OFFICE
(BBM)
Edmond Leon SIMON, directeur adjoint, La Haye
<esimon@bmb-bbm.org>

OFFICE INTERNATIONAL DE LA VIGNE ET DU VIN (OIV)/INTERNATIONAL VINE
AND WINE OFFICE (OIV)
Yann JUBAN, administrateur, Unité droit, réglementation et organisations internationales,
Paris
<yjuban@oiv.int>

ORGANISATION MONDIALE DU COMMERCE (OMC)/WORLD TRADE
ORGANIZATION (WTO)
Hannu WAGER, Counsellor, Intellectual Property Division, Geneva
<hannu.wager@wto.org>

†

†

Sur une décision du Comité permanent, les Communautés européennes ont obtenu le statut de
membre sans droit de vote.
Based on a decision of the Standing Committee, the European Communities were accorded
Member status without a right to vote.
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ORGANISATION MONDIALE DE LA SANTÉ (OMS)/WORLD HEALTH
ORGANIZATION (WHO)
Lembit RÄGO, Coordinator, Quality Assurance and Safety Medicines, Geneva
<ragol@who.int>

III. ORGANISATIONS NON GOUVERNEMENTALES/
NON-GOVERNMENTAL ORGANIZATIONS

Association américaine du droit de la propriété intellectuelle (AIPLA)/American Intellectual
Property Law Association (AIPLA)
B. Brett HEAVNER (Vice-Chair, Trademark Litigation Committee, Washington, D.C.)
<heavnerb@finnegan.com>

Association asiatique d’experts juridiques en brevets (APAA)/Asian Patent Attorneys
Association (APAA)
Kozo TAKEUCHI (Member, Trademark Committee, Tokyo)
<fukamitm@mtg.biglobe.ne.jp>

Association communautaire du droit des marques (ECTA)/European Communities Trade
Mark Association (ECTA)
Doris BANDIN (Mrs.) (Secretary, Law Committee, Madrid)
<elzaburu@elzaburu.es>

Association des industries de marque (AIM)/European Brands Assocation (AIM)
Christopher SCHOLZ (Head, Legal Markenverband)
<c.scholz@markenverband.de>

Association internationale des juristes du droit de la vigne et du vin (AIDV)/International
Wine Law Assocation (AIDV)
Douglas REICHERT (Geneva)
<dreichert@swissonline.ch>

Association internationale pour la protection de la propriété industrielle (AIPPI)/International
Association for the Protection of Industrial Property (AIPPI)
Gerd F. KUNZE (Executive Vice President, Of Counsel, Walder Wyss & Partners, Zurich,
Chexbres)
<kunze@bluewin.ch>
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Association internationale pour les marques (INTA)/International Trademark
Association (INTA)
Bruce J. MACPHERSON (Director External Relations, New York)
<bmacpherson@inta.org>

Association japonaise pour la propriété intellectuelle (JIPA)/Japan Intellectual Property
Association (JIPA)
Yukie ENDO (Miss) (Trademark Committee, Tokyo)
<yuendo@hq.ipg.hitachi.co.jp>

Association japonaise pour les conseils en brevets (JPAA)/Japan Patent Attorneys Association
(JPAA)
Chiaki KAWAI (Mrs.) (Vice-Chairwoman, Trademark Committee, Tokyo)
<tm@natapat.gr.jp>
Kozo TAKEUCHI (Member, Trademark Committee, Tokyo)
<fukamitm@mtg.biglobe.ne.jp>

Bureau Benelux des marques (BBM)/Benelux Trademark Office (BBM)
Edmond Leon SIMON (Directeur adjoint, La Haye)
<esimon@bmb.bbm.org>
Chambre de commerce internationale (CCI)/International Chamber of Commerce (ICC)
Gonçalo MOREIRA RATO (Avocat, J.E. Dias Costa Ltd., Lisboa)
<diascosta@jediascosta.pt>

Confédération européenne des producteurs de spiritueux (CEPS)/European Spirits Producers
(CEPS)
Jean-Marc GIRARDEAU (directeur juridique et international du bureau national du
COGNAC, Cognac Cedex)
<jmgirardeau@bnic.fr>
Iain Clouston MACVAY (Solicitor, Brussels)

Fédération internationale des conseils en propriété industrielle (FICPI)/International
Federation of Industrial Property Attorneys (FICPI)
Hugh SHERRARD-SMITH (Member, Trade Marks Committee, London)
<hugh.sherrard@applees.co.uk>
Jean-Marie BOURGOGNON (conseil en propriété industrielle, Paris)
<cabinetflechner@wanadoo.fr>

Institut de propriété intellectuelle (IIP)/Institute of Intellectual Property (IIP)
Hidetaka AIZAWA (Professor, Waseda University, Tokyo)
<tce00015@nifty.ne.jp>
Takashi KIMURA (Researcher, Tokyo)
<kimurat@iip.or.jp>
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Japan Trademarks Association (JTA)
Chiaki KAWAI (Mrs.) (Vice-Chairwoman, Trademark Committee, Tokyo)
<tm@natapat.gr.jp>

Union des fabricants pour la protection internationale de la propriété industrielle et artistique
(UNIFAB)/Union of Manufacturers for the International Protection of Industrial and Artistic
Property (UNIFAB)
Nicolas OZANAM (delegué general adjoint, Paris)
<contact@unifab.com>

World Association for Small and Medium Enterprises (WASME)
Mahmoud SOLIMAN (Zone Manager, Social Fund for Development, Cairo)
<sedo@sfdegpt.org>

IV. BUREAU/OFFICERS

Président/Chair:

Lynne G. BERESFORD (Ms.) (États-Unis d’Amérique/
United States of America)

Vice-présidents/Vice-Chairs:

Agnès MARCADÉ (Mme) (France)
Vladimir GARCÍA-HUIDOBRO (Chili/Chile)

Secrétaire/Secretary:

Denis CROZE (OMPI/WIPO)
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V. BUREAU INTERNATIONAL DE L’ORGANISATION MONDIALE
DE LA PROPRIÉTÉ INTELLECTUELLE (OMPI)/
INTERNATIONAL BUREAU OF THE
WORLD INTELLECTUAL PROPERTY ORGANIZATION (WIPO)

Shozo UEMURA, vice-directeur général/Deputy Director General
Division du droit de la propriété industrielle/Industrial Property Law Division:
Albert TRAMPOSCH (directeur/Director); Denis CROZE (chef, Section du droit des
marques/Head, Trademark Law Section); Marcus HÖPPERGER (chef, Section des indications
géographiques et des projets spéciaux/Head, Geographical Indications and Special Projects
Section); Johannes Christian WICHARD (juriste principal, Section du droit des marques/Senior
Legal Officer, Trademark Law Section);
Département des enregistrements internationaux/International Registrations Department:
Päivi LÄHDESMÄKI (Mlle/Ms.) (juriste principale, Section juridique/Senior Legal Officer,
Legal Section)

[Fin du Annex I/End of Annex I]

SCT/5/6 Prov.
ANNEX II
DRAFT PROVISIONS ON THE
PROTECTION OF MARKS AND OTHER INDUSTRIAL PROPERTY RIGHTS IN
RELATION TO THE USE OF SIGNS ON THE INTERNET

Preamble

Recognizing that the present provisions are intended to facilitate the application of
existing laws relating to industrial property rights in marks or other signs to the use of signs
on the Internet;
Recognizing that Member States will apply, wherever possible, existing laws relating to
industrial property rights in marks or other signs to the use of signs on the Internet, directly or
by analogy;
Recognizing that a sign used on the Internet is simultaneously and immediately
accessible irrespective of territorial location;
The present provisions are intended to be applied in the context of determining whether,
under the applicable law of a Member State, use of a sign on the Internet has contributed to
the establishment, maintenance or infringement of an industrial property right in a mark or
other sign, or whether such use constitutes an act of unfair competition.

SCT/5/6
Annex II page 2

PART I
GENERAL

Section 1
Abbreviated Expressions

For the purposes of these Provisions, unless expressly stated otherwise:
(i) “Member State” means a State member of the Paris Union for the Protection of
Industrial Property, of the World Intellectual Property Organization, or of both;
(ii)

“Mark” means a mark relating to goods, to services or to both goods and services;

(iii) “Sign” means a sign that distinguishes or that is capable of distinguishing, in a
commercial context, one person from other persons, one undertaking from other undertakings,
or the goods or services of one undertaking from those of other undertakings;
(iv) “Competent authority” means an administrative, judicial or quasi-judicial
authority of a Member State which is competent for determining whether an industrial
property right in a mark or other sign has been established, maintained or infringed, for
determining remedies, or for determining whether an act of competition constitutes an act of
unfair competition, as the case may be;
(v)

“Internet” [reserved];

(vi) “Remedies” means the remedies which a competent authority of a Member State
can impose as a result of an action for the infringement of an industrial property right in a
mark or other sign;
(vii) “Act of unfair competition” means any act of competition contrary to honest
business practices in industrial or commercial matters as defined in Article 10bis of the Paris
Convention for the Protection of Industrial Property, signed in Paris on March 20, 1883, as
revised and amended.
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PART II
USE OF A SIGN ON THE INTERNET

Section 2
Use of a Sign on the Internet in a Member State

Use of a sign on the Internet shall constitute use of the sign in a Member State for the
purposes of these provisions, only if the use has a commercial effect in that Member State as
described in Section 3.
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Section 3
Factors for Determining Commercial Effect in a Member State

(1) [Factors] In determining whether use of a sign on the Internet has a commercial
effect in a Member State, the competent authority shall take into account all relevant
circumstances. Circumstances that may be relevant include, but are not limited to:
(a) circumstances indicating that the user of the sign is doing, or has undertaken
significant plans to do, business in the Member State in relation to goods or services which
are identical or similar to those for which the sign is used on the Internet.
(b) the level and character of commercial activity of the user in relation to the
Member State, including:
(i)
whether the user is actually serving customers in the Member State or
has entered into other commercially motivated relationships with persons in the
Member State;
(ii) whether the web site contains a clear and unambiguous statement to
the effect that the user does not intend to deliver the goods or services offered to
customers located in a particular Member State, or in particular Member States, and
whether the user has adhered to the stated intent;
(iii) whether the user offers post-sales activities in the Member State, such
as warranty or service;
(iv) whether the user undertakes further commercial activities in the
particular Member State which are related to the use of the sign on the Internet but
which are not carried out over the Internet.
(c)

the connection of the offer of goods or services with the Member State,

including:
(i)
Member State;
(ii)

whether the goods or services offered can be lawfully delivered in the

whether the prices are indicated in the official currency of the Member

State.
(d) the connection of the web site on which or for which the sign is used with
the Member State, including:
(i)
whether the web site offers means of interactive contact which are
accessible to Internet users in the Member State;
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[Section 3(1)(d), continued]

(ii) whether the web site indicates an address, telephone number or other
means of contact in the Member State, or is otherwise directed to customers in that
Member State;
(iii) whether the web site is registered under the ISO Standard country
code 3166 Top Level Domain referring to the Member State;
(iv) whether the text of the web site is in a language predominantly used in
the Member State;
(v) whether the web site has actually been visited by Internet users
located in the Member State.
(e)

the relation of the use of the sign with an industrial property right,

including:
(i)
if the use is supported by an industrial property right, whether that
right is protected in the Member State;
(ii) if the use is not supported by an industrial property right but motivated
by the subject matter of an existing industrial property right that belongs to another,
whether that right is protected under the laws of the Member State.
(2) [Relevance of Factors] The above factors, which are guidelines to assist the
competent authority to determine whether the use of a sign has produced a commercial effect
in a Member State, are not pre-conditions for reaching that determination. Rather, the
determination in each case will depend upon the particular circumstances of that case. In
some cases all of the factors may be relevant. In other cases some of the factors may be
relevant. In still other cases none of the factors may be relevant, and the decision may be
based on additional factors that are not listed in paragraph (1), above. Such additional factors
may be relevant, alone, or in combination with one or more of the factors listed in
paragraph (1), above.
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PART III
ACQUISITION AND MAINTENANCE OF INDUSTRIAL PROPERTY RIGHTS IN
MARKS OR OTHER SIGNS

Section 4
Use of a Sign on the Internet and Acquisition and Maintenance of Rights

(1) Use of a sign on the Internet in a Member State shall be taken into consideration for
determining whether any criteria relating to use under the applicable law of the Member State
for acquiring or maintaining industrial property rights in marks or other signs have been met.
(2) Forms of use that are made possible by technological advances shall be taken into
consideration under paragraph (1) if they contribute to fulfilling the requirements under the
applicable law of the Member State for acquiring or maintaining industrial property rights in
marks or other signs.
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PART IV
INFRINGEMENT AND LIABILITY
Section 5
Use of a Sign on the Internet, Infringement of Rights and Acts of Unfair Competition

(1) Use of a sign on the Internet shall be taken into consideration for determining
whether industrial property rights under the applicable law of a Member State have been
infringed, or whether the use amounts to an act of unfair competition under the law of that
Member State, only if that use constitutes use of the sign on the Internet in that Member State
under these provisions.
(2) Forms of use that are made possible by technological advances shall be taken into
consideration under paragraph (1) if they contribute to fulfilling the requirements under the
applicable law of the Member State concerning the industrial property right in question.
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Section 6
Liability for Infringement Under the Applicable Law

Except in the cases provided for in Sections 7 and 8 below, there shall be liability in a
Member State, under the applicable law, for the infringement of an industrial property right in
a mark or other sign through use of a sign on the Internet in that Member State.
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Section 7
Exceptions and Limitations Under the Applicable Law

A Member State shall apply exceptions to liability, or limitations to the scope of
industrial property rights in marks or other signs, existing under the applicable law to use of a
sign on the Internet in that Member State.
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PART V
COEXISTENCE OF RIGHTS
Section 8
Use Supported by an Industrial Property Right

(1) [Use Prior to Notification] If the use of a sign on the Internet in a Member State
infringes an industrial property right in a mark or other sign in that Member State in
accordance with Section 5, the user of that sign shall not be held liable for such infringement
prior to receiving a notification that his use infringes an industrial property right in a mark or
other sign protected under the law of another State if
(i) he owns, or uses the sign with the consent of the owner of, an industrial
property right in the sign in another Member State;
(ii)

he has not acquired the right or used the sign in bad faith; and

(iii) he has provided, on the web site on which or for which the sign is used,
information reasonably sufficient [to establish his identity, and] to contact him by mail,
e-mail or telefacsimile.
(2) [Use After Notification] If the user referred to in paragraph (1) has received a
notification that his use infringes an industrial property right in a mark or other sign protected
under the law of another Member State (“conflicting right”) he shall not be held liable if he
indicates to the holder of the conflicting right that he owns, or uses the sign with the consent
of the owner of, an industrial property right in the sign in another Member State, gives
relevant details of that right, and expeditiously takes measures which are effective
(i) to avoid a commercial effect in that Member State without unreasonably
burdening his commercial activity, and
(ii)

to avoid confusion with the owner of the conflicting right.

(3) [Notification] The notification shall be effective under paragraphs (1) and (2) if it
indicates in writing in the language, or the languages, used in conjunction with the use of the
sign on the Internet:
(i) the right which is claimed to have been infringed by the use of the sign on
the Internet;
(ii) the owner of the right and information reasonably sufficient to contact him
by mail, electronic mail or telefacsimile;
(iii)

the State or States in which the right is protected;

(iv) relevant details of such protection allowing the user to assess the existence,
nature and scope of the right; and
(v)

the use that is claimed to infringe the right.
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[Section 8, continued]

ALTERNATIVE 1:
[(4) A Member State may apply paragraphs (1) to (3) and Section 9, mutatis mutandis,
in cases where the user of the sign does not own an industrial property right in that sign in any
Member State.]
ALTERNATIVE 2:
[Reserved]
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Section 9
Disclaimer

Member States shall accept, inter alia, a disclaimer under Section 8(2), by a user
referred to in Section 8(1), as a measure to avoid a commercial effect in a Member State and
to avoid confusion with the owner of a conflicting right, if the disclaimer includes a clear and
unambiguous statement in conjunction with the use of the sign, written in the language or in
the languages used in conjunction with the use of the sign on the Internet, to the effect that the
user
(i)

has no relationship with the owner of the conflicting right, and

(ii) does not intend to deliver the goods or services offered to customers located
in a particular Member State, or in particular Member States,
provided that the user inquires, before the delivery of the goods or services, whether
customers are located in that Member State or in one of those Member States, and in fact
refuses delivery to customers who have indicated that they are located in that Member State or
in one of those Member States.
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Section 10
Bad Faith

(1) [Bad Faith] In determining whether a sign was used, or whether an industrial
property right was acquired or used, in bad faith for the purposes of applying these provisions,
any relevant circumstance shall be considered.
(2) [Factors] In particular, the competent authority shall take into consideration,
inter alia:
(i) whether the person who used the sign, or acquired or used the right in the
sign, had, at the time when the sign was first used or registered, or an application for its
registration was filed, knowledge, or could not have reasonably been unaware, of the
other right; and
(ii) whether the use of the sign would take unfair advantage of or unjustifiably
impair the distinctive character or the reputation of the conflicting right.
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PART VI
Remedies

Section 11
Remedy Proportionate to Commercial Effect

(1) The remedies provided for the infringement of industrial property rights in marks
or other signs in a Member State, through use of a sign on the Internet in that Member State,
shall be proportionate to the commercial effect of the use in that Member State.
(2)
involved.

The competent authority shall balance the interests, rights and circumstances

(3) The user of the sign shall be given the opportunity to propose an effective remedy
for consideration by the competent authority.
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Section 12
Limitations of Use of a Sign on the Internet

(1) In determining remedies, the competent authority shall consider limitations of use
by imposing measures designed:
(i) to avoid a commercial effect in the Member State without
unreasonably burdening the user’s commercial activity, and
(ii)

(2)

to avoid confusion with the owner of the conflicting right.

The measures referred to in paragraph (1) may include, inter alia:

(a) a clear and unambiguous statement in conjunction with the use of the sign
on the Internet, to the effect that the user has no relationship with the owner of the conflicting
right, written in the language or in the languages used in conjunction with the use of the sign
on the Internet;
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[Section 12(2), continued]

(b) a clear and unambiguous statement in conjunction with the use of the sign
on the Internet, in the language or in the languages used in conjunction with the use of the
sign on the Internet, and any other language indicated by the competent authority, to the effect
that the user does not intend to deliver the goods or services offered to customers located in a
particular Member State, or in particular Member States, provided that the user inquires,
before the delivery of the goods or services, whether customers are located in that Member
State or in one of those Member States, and in fact refuses delivery to customers who have
indicated that they are located in that Member State or in one of those Member States;
(c)

gateway web pages.
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Section 13
Prohibition to Use a Sign on the Internet

(1) Where the use of a sign on the Internet in a Member State infringes an industrial
property right in a mark or other sign protected under the laws of that Member State, the
competent authority of the Member State should avoid, wherever possible, imposing a remedy
that would prohibit future use of the sign on the Internet .
(2) The competent authority shall not, in any case, impose a remedy that would
prohibit future use of the sign on the Internet, where
(i) the user is the owner of a right in the sign under the law of another
Member State, or is using the sign with the consent of the owner of such a right; and
(ii)

the right has not been acquired, and the sign has not been used, in bad

faith.
[End of Annex II and of document]

