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INTRODUCTION

1. The Standing Committee on the Law of Trademarks, Industrial Designs and
Geographical Indications (hereinafter referred to as “the Standing Committee” or “the SCT”)
held its fourth session, in Geneva, from March 27 to 31, 2000.

2. The following States members of WIPO and/or the Paris Union for the Protection of
Industrial Property were represented at the meeting:  Algeria, Argentina, Armenia, Australia,
Austria, Belarus, Belgium, Belize, Bolivia, Brazil, Cape Verde, Chile, China, Colombia,
Croatia, Czech Republic, Denmark, Ecuador, Egypt, El Salvador, Equatorial Guinea, Estonia,
Finland, France, Germany, Greece, Guatemala, Honduras, Hungary, India, Indonesia, Iraq,
Ireland, Italy, Jamaica, Japan, Kazakhstan, Kenya, Kuwait, Kyrgyzstan, Latvia, Malaysia,
Malta, Mauritius, Morocco, Netherlands, New Zealand, Norway, Pakistan, Panama,
Papua New Guinea, Peru, Philippines, Poland, Portugal, Qatar, Republic of Korea, Romania,
Russian Federation, Seychelles, Slovakia, Slovenia, South Africa, Spain, Sri Lanka, Sweden,

                                                
* This Report was adopted at the fifth session of the SCT.  Following comments received on the

Draft Report (document SCT/4/6 Prov.1), paragraphs 27, 35, 38 and 47 were modified.
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Switzerland, The former Yugoslav Republic of Macedonia, Tunisia, Uganda,
United Kingdom, United States of America, Uzbekistan, Venezuela, Yemen, Zimbabwe (76).
The European Communities were also represented in the capacity of a member of the SCT.

3. The following intergovernmental organizations took part in the meeting in an observer
capacity:  Benelux Trademark Office (BBM), Organization of African Unity (OAU), World
Trade Organization (WTO) (3).

4. Representatives of the following international non-governmental organizations took
part in the meeting in an observer capacity:  American Intellectual Property Law
Association (AIPLA), Asian Patent Attorneys Association (APAA), Association of European
Trade Marks Owners (Marques), European Brands Association (AIM), European
Communities Trade Mark Association (ECTA), International Anti-Counterfeiting
Coalition (IACC), International Association for the Protection of Industrial Property (AIPPI),
International Chamber of Commerce (ICC), International Federation of Industrial Property
Attorneys (FICPI), International Federation of the Phonographic Industry (IFPI), International
League of Competition Law (LIDC), International Trademark Association (INTA),
International Wine Law Association (AIDV), Japan Intellectual Property Association (JIPA),
Japan Patent Attorneys Association (JPAA), Japan Trademarks Association (JTA), Union of
European Practitioners in Industrial Property (UEPIP), World Association for Small and
Medium Enterprises (WASME) (18).

5. The list of participants is contained in Annex I of this Report.

6. Discussions were based on the following documents prepared by the International
Bureau of WIPO:  “Agenda” (document SCT/4/1), “Draft Provisions on Trademark Licenses”
(document SCT/4/2), “Provisions of the Preliminary Draft Convention on Jurisdiction and
Foreign Judgments in Civil and Commercial Matters” (document SCT/4/3), and “Draft
Provisions Concerning Protection of Trademarks and Other Distinctive Signs on the Internet”
(document SCT/4/4).

7. The Secretariat noted the interventions made and recorded them on tape.  This report
summarizes the discussions without reflecting all the observations made.

GENERAL DISCUSSION

Agenda Item 1:  Opening of the Session

8. The session was opened by Mr. Shozo Uemura, Deputy Director General, who
welcomed the participants.
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Agenda Item 2:  Election of a Chair and two Vice-Chairs

9. The Standing Committee unanimously elected Ms. Lynne Beresford (United States of
America) as Chair, and Mrs. Agnès Marcadé (France) and Mr. Vladimir García-Huidobro
(Chile) as Vice-Chairs.  Mr. Denis Croze (WIPO) acted as Secretary to the Standing
Committee.

Agenda Item 3:  Adoption of the Agenda

10. The Agenda (document SCT/4/1) was adopted without modification.

Agenda Item 4:  Adoption of the Report of the Third Session

11. The Report of the third session (document SCT/3/10) was adopted without
modification.

Agenda Item 5:  Draft Provisions on Trademark Licenses (see document SCT/4/2)

12. The Standing Committee discussed document SCT/4/2 containing draft Provisions on
Trademark Licenses.

Form of Adoption

13. The International Bureau stated that the provisions could be proposed either as a
protocol to the Trademark Law Treaty, or to be included in a revision of that treaty.  Both
options would require a Diplomatic Conference.  A third option would consist in presenting
the provisions to the Paris Union Assembly and the WIPO General Assembly for adoption as
a Joint Recommendation at the next session of the Assemblies of the Member States of WIPO
in September 2000.  This would not preclude the provisions from being proposed in one of
the above forms at a later stage.

14. The Delegations of Australia, Chile, France, Kenya, Romania, Spain and
the United Kingdom favored the third option, noting that the provisions could later be
reconsidered in the context of a comprehensive revision of the Trademark Law Treaty (TLT).
This view was supported by the Representatives of AIPPI, AIPLA, CCI and INTA.  The
Delegations of Brazil and Japan stated that they agreed in principle, but that their support was
subject to an examination of the final version of the draft provisions.

15. As a result of these discussions, the SCT decided to present the final version of the draft
provisions to the Paris Union Assembly and the WIPO General Assembly for adoption as a
Joint Recommendation at the next session of the Assemblies of the Member States of WIPO
in September 2000.

16. The International Bureau stated, and the SCT agreed, that, as a consequence of this
decision, the word “Contracting Party” would have to be replaced by Member State
throughout the text of the provisions.
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Joint Recommendation

17. The International Bureau proposed the following text:

“Joint Recommendation

The Assembly of the Paris Union for the Protection of Industrial Property and the
General Assembly of the World Intellectual Property Organization (WIPO);

Taking into account the provisions of the Paris Convention for the Protection of
Industrial Property and of the Trademark Law Treaty (TLT);

Recommend that each Member State may consider the use of any of the provisions
adopted by the Standing Committee on the Law of Trademarks, Industrial Designs and
Geographical Indications (SCT) at its fourth session, as guidelines concerning
trademark licenses;

It is further recommended to each Member State of the Paris Union or of WIPO
which is also a member of a regional intergovernmental organization that has
competence in the area of registration of trademarks, to bring these provisions to the
attention of that organization.”

18. One delegation questioned whether it was necessary to refer to the TLT since many of
the Contracting Parties of the Paris Convention or Member States of WIPO were not yet party
to the TLT.  In response, the International Bureau explained that the reference to the TLT was
meant to call attention to that treaty, without which the draft provisions could hardly be
understood.  Another delegation and the representative of an observer organization supported
this explanation.

19. The representative of an observer organization suggested including a statement to the
effect that the draft provisions provide maximum requirements for the recordal of trademark
licenses.  This suggestion was supported by one delegation, but opposed by three others.
These delegations stated that they preferred the language proposed by the International
Bureau because it was similar to that adopted by the WIPO Assemblies when they considered
the Joint Recommendation Concerning Provisions on the Protection of Well-Known Marks.

20. As a result of these discussions, the text of the Joint Recommendation was adopted as
proposed by the International Bureau.

Draft Article 1:  Abbreviated Expressions

21. One delegation suggested to delete item (iii) which defines “application” since, under its
national law, the licensing of applications is not possible.  In response, the Chair pointed out
that nothing in the provisions obliged Member States to allow the licensing of applications.
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22. The same delegation also proposed to add a definition of the term “licensor,” which
appeared in Model International Form No. 2.  After some discussion, in the course of which it
was pointed out that it had been agreed not to deal with sub-licenses and that, therefore, the
licensor would always be the holder of the registration, the SCT agreed to delete the term
“licensor” from Model International Form No. 2 instead of defining it in Article 1.

23. In response to a proposal put forward by one delegation to define the concept of licenses
which concern only a limited part of a territory referred to Article 2(1)(a)(ix), the SCT agreed
instead to clarify the drafting of the latter provision.

24. Another delegation remarked that the definitions in items (ix) to (xi) seemed unclear
and proposed to delete the words “any other person” in items (ix) and (x), and to clarify, in
item (xi), that the holder is excluded from granting licenses to any other person.

25. After some discussion the SCT agreed to redraft items (ix) to (xi) and to order them as
follows:

“(ix) “exclusive license” means a license which is only granted to one licensee,
and excludes the holder from using the mark and from granting licenses to any other
person;

(x) “sole license” means a license which is only granted to one licensee and
excludes the holder from granting licenses to any other person, but does not exclude the
holder from using the mark;

(xi) “non-exclusive license” means a license which does not exclude the holder
from using the mark or from granting licenses to any other person.”

26. Article 1 was adopted with the above-mentioned modifications.

Draft Article 2:  Request for Recordal/Cancellation of the Recordal of a License

27. The Delegation of Brazil stated that the Brazilian Institute of Industrial Property may
have a broader scope of responsibility than most Offices in that it is responsible for the
registration of licenses, fiscal deduction, the delivery of royalties, and the identification of
economic abuses as regards license contracts.  Consequently, the Delegation proposed that
such a possibility be reflected in the Notes.  The Delegation cited, as an example, Note 2.12
(SCP/4/2, page 12) which indicates that other authorities of Contracting Parties may require
additional information from parties to a license contract.

28. Another delegation replied that the definition of “Office” in Article 1, item (ii), was
limiting the applicability of the requirements in Paragraph 1(a) to the agency entrusted by a
Member State with the registration of marks, and thus did not prevent the recordal of licenses
by other agencies for different purposes.
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29. Paragraph (1)(a).  One delegation proposed that two additional requirements relating to
the contents of the request for recordal be added:  (1) where the licensee has a representative,
the name and address of the representative, and (2) where the licensee is required to have an
address for service, an address for service of process.  The delegation stated that similar
conditions might be found in Article 11(1)(f)(vii) and (viii) of the TLT.  Two other
delegations supported the proposal.

30. As a result, the SCT decided to insert the following two new items, with consequential
renumbering of former items (v) to (x), and mention in the Model International Forms:

“(v) where the licensee has a representative, the name and address of that
representative;

“(vi) where the licensee has an address for service, such address;”

31. The SCT also agreed to split former item (ix) into two items as follows:

“(xi) where applicable, that the license is an exclusive license, a non-exclusive
license, or a sole license;

“(xii) where applicable, that the license concerns only a part of the territory
covered by the registration, together with an explicit indication of that part of the
territory;”

32. Paragraph (1)(a) was adopted with these modifications.

33. Paragraph (1)(b).  The International Bureau introduced the paragraph by noting that the
draft text reflected the apparent consensus at the end of the last session that either the holder
or his representative could sign the request.  If, however, the request is signed by the licensee
and not by the holder, Offices should be able to require that one of the documents referred to
in items (i) to (iii) be filed together with the request.  The licensee could choose any one of
them.  The International Bureau also suggested that the text in item (ii) should read, “an
extract of the license contract, indicating the parties and the rights being licensed.”

34. In response to an observation by one delegation that item (iii) mistakenly refers to
“Regulations” that do not exist, the International Bureau proposed to replace the word
“Regulations” by the words “certificate of license Form provided for in the Annex to these
provisions.”

35. The Delegations of Brazil and India pointed out that their national laws required that the
license contract be filed together with a request for recordal, and that they, therefore had
problems with the provision as proposed.  A number of other delegations observed that the
purpose of the draft provisions was to simplify the recordal of trademark licenses, and to
avoid the submission of the full license contracts which was considered particularly
burdensome since these contracts often contained confidential information.
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36. Two delegations proposed to require that the copy and the extract of the contract
referred to in items (i) and (ii) be certified, as was the case in Article 11(1)(b)(i) and (ii) of the
TLT which deals with transfer of ownership.  This was supported by the representatives of
two observer organizations who pointed out that the licensee would still be free to file the
uncertified certificate of license referred to in item (iii).

37. Two delegations stated that the draft could be improved by expressly stating that, if the
request was not signed by the holder, it would have to be signed by the licensee and
accompanied by one of the documents referred to in items (i) to (iii).

38. The Delegation of Japan, supported by the Delegations of Chile and Korea and the
Representative of JPAA, stated that, in their view, the consent of the holder should always be
required, at least where the recordal was not mandatory.  This could prevent the licensee from
filing a request for recordal against the wishes of the holder.  Another delegation suggested
adding the words “unless the contract expressly states otherwise.”  Both proposals were
opposed by a number of other delegations who stated that they did not know of a situation in
which the holder had a valid interest in not having the license recorded, and that any dispute
in this regard would have to be resolved inter partes.  The representative of an observer
organization explained that the holder might well have an interest to prevent that the licensee
file a complete copy of the license contract.  A proposal by one delegation to protect that
interest by deleting item (i) was supported by another delegation and a number of observer
delegations, but opposed by the Delegation of India on the grounds that their national law
always required the filing of a copy of the license contract.  After it was pointed out that even
the previous draft would not allow the Office to require a copy of the license contract, but
only allowed the licensee to file it together with his request for recordal, the SCT decided to
delete item (i).

39. One delegation noted that the words “uncertified certificate” used in item (iii) were
contradictory, and proposed to replace the word “uncertified” by “unauthenticated.”  Since a
number of delegations and representatives of observer organizations felt that this wording
would be less clear, the SCT agreed instead to replace the word “certificate” by “statement,”
with consequential modification of the Model International Forms.

40. As a result of these discussions, the International Bureau suggested to renumber
paragraph (1)(a) and (b) as paragraphs (1) and (2) and to include, in new paragraph (1), the
following new item:

“(xiv) a signature as specified in paragraph (2).”

41. The International Bureau also suggested to redraft paragraph (2) as follows:

“(2) [Signature]  (a)  A Member State shall accept the signature of the holder or
his representative, whether or not it is accompanied by the signature of the licensee or
his representative.

(b)  A Member State shall also accept the signature of the licensee or his
representative, if it is not accompanied by the signature of the holder or his
representative, provided that it is accompanied by one of the following:
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(i) an extract of the license contract indicating the parties and the
rights being licensed, certified by a notary public or any other competent public
authority as being a true extract of the contract;

(ii) an uncertified statement of license, drawn up in the form and with
the content as prescribed in the statement of license Form provided for in the Annex to
these provisions, and signed by both the holder or his representative and the licensee or
his representative.”

42. After some discussion, the SCT adopted new paragraphs (1) and (2) with the text as
proposed by the International Bureau, subject to inclusion of the word “even” before the
words “if it is not” in the introductory words of new paragraph (2)(b).

43. Paragraph (1)(c).  This provision was adopted as proposed in document SCT/4/2, but,
following a suggestion by the International Bureau, renumbered as new paragraph (5).

44. Paragraph (2), item (i).  No comments were made on that provision.

45. Paragraph (2), item (ii).  The Delegation of Brazil stated that, under the law of its
country, it was mandatory to present the original of the license contract together with a
translation.  However, that delegation said that it was giving consideration to the item under
discussion and that it intended to show flexibility to continue the discussion.

46. The Delegation of Egypt regretted that the working documents of the SCT were not
available in Arabic and asked for the text of the Joint Recommendation to be sent to his
country in Arabic.  Concerning this provision, he said that under the law applicable in his
country, it was necessary to file a translation of the license contract in the official language
accepted by the Office.

47. Paragraph (2), item (iii).  The Delegation of Brazil stated that, under the law of its
country, the National Institute of Intellectual Property acted on behalf of the central bank in
controlling whether a license agreement provided for the transfer of royalties outside of the
country.  Therefore, it was necessary for the Office to know of the financial terms of the
license contract.

48. The Delegation of India stated that the Office of his country had to ensure that
necessary charges regarding stamp duty are paid on license contract, and for that reason, had
to be aware of the financial terms of a license contract.

49. Following a suggestion by the International Bureau, the SCT decided to follow the
model of Articles 3(7) and 11(4) of the TLT, by applying paragraph (2) to all paragraphs of
Article 2, and to renumber it as new paragraph (7).  The Delegation of Brazil stated that it
could not join the consensus at this time concerning items (ii) and (iii), pending further
discussion and instructions from its capital.  The Delegation of India reserved its position
regarding item (iii).
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50. Paragraph (3).  One delegation declared that a provision requiring that an office shall
accept a request for the recordal of a license where that request was presented on paper was
too limited, especially with a view to future technical developments that would lead offices to
accept electronic filing only.  The delegation therefore suggested that the choice of the
medium in which a request had to be represented to the Office be left to the Member State, as
what was important was not that the request was filed via a particular means, but that it
contained all the elements of the Form.

51. Several delegations and two representatives of observer organizations supported the
proposal.

52. Two delegations were of the opinion that the needs of applicants from all countries
should be taken into consideration and that Offices should, therefore, always have to accept
requests filed on paper.

53. The International Bureau stated that the issue of whether Offices could move to 100%
electronic filing and refuse filings on paper was of a general nature and might better be
considered in the context of a comprehensive revision of the TLT.  It suggested that this
provision not refer to particular means of filing, but simply require Offices to accept requests
that contained all the elements provided for in the Model International Form.  The
International Bureau suggested the following wording, which was adopted by the SCT:

“(3) [Presentation of the Request]  As regards the requirements concerning the
presentation of the request, no Member State shall refuse the request where the
presentation and arrangement of indications and elements in the request correspond to
the presentation and arrangement of indications and elements in the request Form
provided for in the Annex to these provisions.”

54. Language, Translation.  The Delegation of Japan proposed to include, in Article 2, a
provision allowing an Office to require that [the request and] any accompanying
documentation, be either in a language accepted by the Office, or accompanied by a
translation.  The Delegation explained that a similar provision was contained in
Article 11(2)(b) TLT.  This proposal was supported by two other delegations.

55. Following that proposal, the SCT discussed whether the statement of license referred to
paragraph (2)(b)(ii) would always have to be filed in a language accepted by the Office, or
whether users should be given the possibility to submit the statement of license in their own
language, supplemented by a translation.  One delegation and the representative of an
observer organization asked whether there was any compelling reason for requiring the holder
to sign the statement of license in a language he or she is unable to understand.  Such a
requirement would also be impracticable because, if the license covered several countries, the
holder would have to sign individual statements in the official languages of all the Offices
where that license would have to be recorded.

56. As a result of these discussions, the SCT decided that the provisions allow the filing of a
translation of the statement of license.  It also decided to allow Offices to require that any
such translation be certified, on the understanding that Offices would be free to confine
themselves with an uncertified translation.  The SCT agreed that this latter point would be
reflected in the notes to Article 2.
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57. As a result of these discussions, the SCT adopted the following new paragraph (4):

“(4) [Language; Translation]  (a)  A Member State may require that the request
be in the language, or in one of the languages, admitted by the Office.

(b)  A Member State may require that, if the document referred to in
paragraph (2)(b)(i) or (ii) is not in the language, or in one of the languages, admitted by
the Office, the request be accompanied by a certified translation of the required
document in the language, or in one of the languages, admitted by the Office.”

58. Paragraph (4).  Following an intervention by one delegation, which pointed out that the
scope of the license would have to be indicated with respect to all registrations, the
International Bureau suggested to replace the words “(viii) and (ix)” by the words “with
respect to all registrations,” and to renumber the provision as new paragraph (6).  The
provision was adopted with these modifications.

59. Paragraph (5).  Following a proposal by one delegation, the International Bureau
suggested to add, at the end of the provision, the words:  “, where the applicable law of a
Contracting Party provides for such recordal,” to renumber the paragraphs referred to therein
and to renumber the provision as new paragraph (8).  The SCT adopted the provision with
these modifications.

60. Paragraph (6).  Two delegations were in favor of extending Article 2 to requests for the
amendment of the recordal of a license, and not only to requests for cancellation of a recordal
of a license, and proposed to delete the square brackets around the words “Amendment or” in
paragraph (6).  This was opposed by the Delegation of the European Communities, which
explained that Article 35.4 of the Implementing Regulations regarding the Community
Trademark Regulation required that requests for the amendment or the cancellation of the
recordal of a trademark license be accompanied by documentation showing the consent of the
other party.  Since the extension of Article 2 to requests for the amendment of a recordal
would, therefore, require that these provisions be changed, the Delegation reserved its
position pending further consultations with its authorities.

61. The representative of an observer delegation noted that the extension of Article 2 to
amendments would either have to be reflected in the title of that article and the Model Forms,
or that it might even justify the creation of a new article dealing with cancellations and
amendments of recordals.  Following that intervention, the SCT decided to move the contents
of paragraph (6) to a new Article 3, with consequential renumbering of the following articles
and change in Model International Form 1.  The SCT adopted new Article 3 with the
following wording:

“Article 3
Request for Amendment or Cancellation of a Recordal

Article 2 shall apply, mutatis mutandis, where the request concerns the
amendment or cancellation of the recordal of a license.”
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Other Proposals Regarding Draft Article 2

62. Consent of Co-Holders.  The Delegation of Japan proposed to include the following
new requirement in Article 2:  “Where there is a license made by one or more, but not all, of
several co-holders, any Member State may require that any co-holder, in respect of which
there is no license, give his express consent to the license in a document signed by him.”  The
Delegation explained that a similar requirement was contained in Article 11(1)(d) TLT which
dealt with change in ownership.  This proposal received support from two other delegations
and the representative of an observer organization, but was opposed by another delegation on
the grounds that the request for recordal of a license was different in nature from the request
for a recordal of the change in ownership of registration of a mark.  That delegation also
pointed out that such a requirement could not effectively protect co-holders against the
unauthorized recordal of license agreements, since the licensee would always be in a position
to file the request independently.

63. The International Bureau explained that the question as to whether all co-holders have
to give their consent to the recordal of the license had been left to the applicable law of the
Member States because national laws seemed to differ in this respect; while some countries
require all co-holders to sign the license agreement, others permit only one of the several
co-holders to license a registered mark.  Under the current draft, it would be up to the national
law to determine whether the signature of one or several co-holders satisfies the requirement
that the request be signed by “the holder,” or whether signatures of all co-holders were needed
for that requirement to be satisfied.

64. As a result, it was agreed not to insert such a requirement, and to reflect the discussion
in the notes to Article 2.

65. Evidence.  The Delegation of Japan, supported by two other delegations, proposed to
allow an Office to require evidence in cases where it may reasonably doubt the veracity of
any indication contained in the request or in any document filed with the request.  The
Delegation explained that the TLT regularly provided Offices with that possibility.

66. Two delegations and the representative of an observer organization opposed this
proposal on the grounds that allowing an Office to require additional evidence might
constitute a substantive examination of the request, which would fall out of the scope of these
provisions.  It was also pointed out that such a provision would enable an Office to require
evidence even where the request was filed by the holder, who was not obliged to include any
additional documents.

67. Two delegations and the representative of an observer organization pointed out that
Offices could always subject the request to a formalities examination and, if an Office
considered that any of the indications or elements fail the examination, contact the requesting
party for clarification and/or amendment before going forward with the recordal.  For that
reason, a provision allowing Offices to require formal evidence would not appear to be
necessary.

68. After some discussion the SCT decided not to include a provision on evidence, but to
state in the notes that Offices may subject the request to a formalities examination and, if any
of its indications or elements fails the examination, would not be prevented from requiring
clarification.  The SCT agreed to the following wording of Note 2.01:
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“This Article provides a maximum list of indications and elements that may be
required by a Member State with respect to a request for recordal of a license.  It is
understood that a Member State may, in addition to requiring that these indications and
elements be supplied by the requesting party, subject the request to a formalities
examination and, if the Office considers that any of the indications or elements fails the
examination, contact the requesting party for clarification and/or amendment.”

Draft Article 3:  Effects of the Non-Recordal of a License

69. Paragraph (1).  This provision was adopted without modifications.

70. Paragraph (2).  The Delegations of Brazil, Chile, Egypt, France, India and Spain stated
that, under their national laws, a license agreement had to be recorded in order to have effect
against third parties, and that this was contrary to the paragraph under consideration.

71. One delegation, supported by two observer organizations, pointed out that a provision
requiring recordal of the license before allowing the licensee to recover damages for
trademark infringements, would only be beneficial to trademark infringers.  Therefore, they
strongly supported the text of Article 3(2) as proposed in document SCT/4/2.

72. A number of other delegations and representatives of observer organizations,
recognizing the difficulties of some countries whose national law was incompatible with such
a provision, suggested, by way of compromise, to leave the substance of the provision in the
draft, but to make it optional for Member States to comply with it.

73. As a result of this discussion, the SCT agreed to retain the current wording of
paragraph (2) as paragraph (2)(a), and to add the following new paragraph (2)(b):

“(b)  If subparagraph (a) is not compatible with the national law of a
Member State, that subparagraph shall not apply in respect of that Member State.”

74. The Representative of an observer organization pointed out that this new drafting would
still have a substantive effect since it encourages Member States to interpret their legislation
in a way that complies with subparagraph (a).

75. The SCT adopted the Article with these modifications.
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Draft Article 4:  Use of a Mark on Behalf of the Holder

76. Paragraph (1).  The Delegation of Australia stated that, while it was not opposed to the
idea expressed in this provision, Member States should be aware that it went beyond the
TRIPS Agreement in that it required Member States to recognize every use with the holder’s
consent as use that could maintain a trademark registration, whereas, under Article 19.2 of the
TRIPS Agreement, Member States could require that such use was “subject to the control of
the holder.”  The Delegation explained that draft Article 4 would require a change in
Australian law, and that it could not commit the Australian Government or legislature to this
provision.  The Delegation nevertheless supported the provision as an indication of the
direction in which international trademark law would develop.

77. Two delegations and the representative of an observer organization voiced concern
regarding the reference to “tacit consent” in Note 4.03, because these words might be
interpreted too broadly.  As a result, the SCT decided to delete the words “whether expressly
or tacitly” from Note 4.03.

78. One delegation suggested to clarify in the notes that Article 4 only applies where the use
of the mark by a third person accrues to the benefit of the holder; the provision should not be
understood as making the holder automatically liable for trademark infringements committed
by third persons.  The representative of an observer organization suggested to state explicitly
in the notes that the provision is applicable only “in the context of the acquisition or
maintenance of the rights of the holder.”

79. After some discussion, Article 4(1) was adopted as proposed in document SCT/4/2.

80. Paragraph (2).  Several delegations pointed out that paragraph (2) might be interpreted
as requiring Member States to regard unwritten licenses as valid, whereas under their national
law written licenses had to be in writing in order to be valid.

81. Following a suggestion put forward by the representative of an observer organization
who pointed out that the provision merely served to illustrate the general principle expressed
in paragraph (1) without adding anything in substance, the SCT decided to move
paragraph (2) to the notes, utilizing the following language:

“Article 5 would apply independently of whether or not a license exists or, if a
license exists, whether or not the license is recorded.”

Draft Article 5:  Indication of the License

82. The SCT adopted the provision as proposed in document SCT/4/2, subject to the
consequential amendment of “Article 4(1)” to “Article 4.”



SCT/4/6
page 14

Model International Forms

83. Model International Form No. 1.  The representative of an observer organization noted
that the form would have to be amended in order to cover requests for the amendment of a
recordal.

84. One delegation proposed to provide, in item 3, space for details regarding the
representative of the licensor, and to refer in item 5 only to the representative of the licensee.

85. One delegation proposed to provide additional space under item 9 for licenses granted
for an unlimited period of time.  The representative of an observer organization asked how
that item could be applied to licenses, which, even though granted for a limited period of time,
were automatically renewed after that period had lapsed.  The representative of another
observer organization pointed out that in such a case the parties would have to inform the
Office of the renewal.

86. Another delegation proposed to delete the word “applicant” in item 10 since it indicated
the requesting party, rather than the applicant for the registration of a trademark as suggested
by the definition of “application” in draft Article 1(iii).

87. Model International Form No. 2.  One Delegation proposed to add space for the
indication of the address for service of the parties.

88. In conclusion, the Chair stated that the SCT had adopted the Provisions Concerning
Trademark Licenses (attached as Annex 2), and had decided to recommend these provisions
to the Assembly of the Paris Union and the General Assembly of WIPO for adoption as a
Joint Recommendation on the occasion of the next Assemblies of the Member States of
WIPO in September 2000.  It was agreed that the International Bureau circulate the redrafted
Model International Forms and notes to the provisions on the Electronic Forum.

Agenda Item 6:  Preliminary Draft Convention on Jurisdiction and Foreign Judgements in
Civil and Commercial Matters (see document SCT/4/3)

89. The International Bureau introduced document SCT/4/3 by stating that its purpose was
merely to bring to the attention of the delegations and their Governments certain provisions in
the preliminary draft Convention on Jurisdiction and Foreign Judgments in Civil and
Commercial Matters (preliminary draft Convention) of the Special Commission of the Hague
Conference on Private International Law, which were relevant for intellectual property rights.

90. The International Bureau also reported that it had recently received two requests to look
into the matter on a broad scale, not limited to trademark law.  As a result of these requests, it
seemed that the issue should be taken up in a WIPO forum that could address all intellectual
property rights.  The International Bureau noted that the SCT would be kept informed of all
further developments, including the work of any other forum within WIPO that might address
these issues.
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91. The Chair noted, therefore, that there were two issues to be discussed by the SCT:
(1) whether the issues raised in the preliminary Draft Convention should be considered by a
committee other than the SCT that would deal with all types of intellectual property, and
(2) whether there were any comments by Delegations on the specific provisions of the
preliminary draft Convention.

Consideration of Private International Law Issues within WIPO

92. The Delegation of the United Kingdom stated that, although its Government has not
completed consultation on the preliminary draft Convention, some of the comments it has
received to date show that there are questions as to whether trademarks should be treated
differently from patents or copyrights.  The Delegation also noted that the whole range of
intellectual property rights should be considered at the same time, and that the delegates to a
broader committee would be able to take advantage of the expertise in their capitals more
easily than the delegates to the SCT.  The Delegation recommended to consider the
preliminary draft Convention in relation to other instruments that cover jurisdiction in
intellectual property matters, such as regional arrangements.

93. Two delegations and three representatives of observer organizations supported the
proposals by the Delegation of the United Kingdom, stating that all intellectual property rights
should be considered together preferably under the purview of WIPO.  The delegations
suggested that these issues should be discussed by experts in private international law as well
as intellectual property law, and that there should be a close coordination between WIPO and
the Hague Conference.

94. The Delegation of Japan stated that it would be appropriate for WIPO, as a specialized
agency in the field of intellectual property law, to undertake a broad and balanced
consideration of private international laws in relation to all types of intellectual property, such
as patents, industrial designs, trademarks, copyright and neighboring rights, trade secrets and
unfair competition.  The Delegation also stated that, inasmuch as the closely-related issues of
jurisdiction and choice of law are among the first to arise in any international or transnational
dispute regarding intellectual property rights, it is appropriate to consider both issues together.
The Delegation recommended, given the complexity of these two issues, to invite
organizations with relevant expertise.

95. Two delegations and the representatives of two observer organizations, while agreeing
that the issues should be discussed by experts in private international law as well as
intellectual property law, requested that time be allowed for discussion at the national level
first, because these issues were complex and required detailed analysis with regard to
enforcement and electronic commerce, and in order for the intellectual property community to
reach consensus at the national level.  The representative of the observer organization noted
that the most important and practical side of the issue is the enforcement of judgments after
courts decide that rights have been violated, and expressed the hope that the enforcement
sector should be well represented.
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96. The representatives of two observer organizations agreed that these issues should be
addressed in another forum than the SCT, but stressed that issues pertaining to trademarks
should not be neglected by the other committee.  They added that the SCT should keep the
broader forum informed of the continuing deliberations of the SCT on the use of trademarks
on the Internet, which implicates certain issues relating to jurisdiction over trademark
infringement actions which are specific to trademarks and which are not covered by the
preliminary draft Convention.

97. The Chair noted that there was consensus within the SCT that it would be appropriate to
move the issue to another forum within WIPO that would have experts in all intellectual
property rights as well as in private international law, but that the SCT should be kept
informed of the work of that forum.

Comments on Specific Provisions of the Preliminary Draft Convention

98. Article 10.  The Delegation of Japan stated that the provision on specific jurisdiction
(Article 10) deserves careful consideration in proceedings involving intellectual property
rights, especially in view of the proposal to apply exclusive jurisdiction under Article 12(4) to
infringement proceedings.  The Delegation also expressed disagreement with the conclusions
reached by the International Bureau in paragraphs 7 and 8 of document SCT/4/3.  Using the
example of sales over the Internet, the Delegation suggested that the limitation of “foreseeable
injury” in Article 10 would reduce some of the uncertainty as to which jurisdictions one might
be sued.  The Delegation also stated that the effect of a disclaimer as to which jurisdiction a
seller is willing to supply or deliver goods or services should be taken into consideration
when addressing the procedural questions of choice of forum and choice of law as well the
substantive question of liability.  The Delegation also stated that, given the uncertainty of the
place of the tort as a basis for jurisdiction, further discussion should take place regarding the
place where the injury arose, the place where the injurious act occurred, the place where
information is uploaded, and the place where the web-server is located.

99. Article 12.  The Delegation of Japan stated that its government did not yet have a
definite position regarding Article 12, other than that the provision deserves careful
consideration in regard to intellectual property rights, and reserved its position on the issue.

100. The Representative of AIPPI noted that, if infringement cases were subject to exclusive
jurisdiction, this would preclude a single court from deciding a number of infringement cases
that resulted from the use of a mark registered in multiple countries.  Such an effect would be
particularly problematic in trademark cases.  If, however, infringement proceedings were not
subject to exclusive jurisdiction, a court might be able, in an infringement case, to decide on
the validity of the allegedly infringed right with inter partes effect.

101. The Delegation of Germany expressed concern regarding the wording of Article 12,
paragraph 4, and on the introduction of an exclusive competence on infringement
proceedings.
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Agenda Item 7:  Draft Provisions on the Protection of Trademarks and Other Distinctive
Signs on the Internet

102. The SCT discussed the draft Provisions on the Protection of Trademarks and Other
Distinctive Signs on the Internet, contained in document SCT/4/4.

103. A number of delegations expressed their support for the provisions on the protection of
trademarks and other distinctive signs on the Internet, although some delegations had some
concerns with regards to the provisions relating to the exception to liability.  Two delegations
stressed that it was important to find a balance between the interests of right holders in an
effective protection of their rights, and the interests of those who intend to use signs on the
Internet not to be subjected to unreasonably high burdens and to the risk of litigation in
multiple jurisdictions, particularly for small businesses.

104. Three Delegations referred to alternative dispute resolution procedures as a possible
means to solve trademark conflicts on the Internet.

Draft Section 1.  Definition

105. With respect to the scope of the phrase “trademarks and other distinctive signs,” one
delegation, supported by another delegation noted that the concept of “distinctive signs”
appeared unclear, and that conflicts between different types of rights posed a number of
intricate and unresolved problems.  The delegation therefore proposed to limit the scope of the
provisions to the protection of registered trademarks and unregistered well-known marks.
This was opposed by a number of delegations and the representative of an observer
organization, who were in favor of not limiting the scope of the debate in advance.

106. The representatives of two observer organizations pointed out that the notion of
“distinctive signs” could be clarified by referring to “industrial property rights in distinctive
signs.”  One representative also noted that the title should rather read “Protection of
Trademarks and Other Industrial Property Rights in Distinctive Signs in Relation to the Use
of Signs on the Internet.”  One delegation disagreed with the use of the term “distinctive
signs” since its national law protected not only signs that were already distinctive, but also
signs that were capable of being distinctive.

107. Following a suggestion by the Chair, the SCT decided not to limit the discussion, but to
examine, with respect to each individual provision, whether there was a need to limit its scope
to registered trademarks and unregistered well-known marks.

Draft Section 2.  Scope of the Present Provisions

108. One delegation suggested to clarify that the provisions not only apply to visible use of
signs on a web site, but also to use in relation to digital contents and services distributed
directly over the Internet.
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109. One delegation referred to Note 2.02 which states that in certain cases the draft
provisions “claim priority over national and regional laws.”  The delegation asked what legal
nature the provisions were intended to have.  The International Bureau replied that this
question would have to be decided by the SCT, and that one possible option would consist in
adopting the provisions in the form of a Joint Recommendation.  In this case, the provisions
could, of course, not claim legal priority over national laws.  One delegation was in favor of
adopting the provisions in that form, whereas another delegation expressed a preference for
first determining the exact scope and content of the provision before taking a decision on the
legal nature of the provisions.

110. Paragraph (1).  One delegation, supported by another delegation stated that it could not
see how the provisions could apply “in addition to national laws,” and that such a formulation
would appear particularly problematic for countries that adhered to a dualistic approach in
public international law.  Another delegation proposed to replace the words “in addition to
national laws” by “without prejudice to national laws.”  The representative of an observer
organization suggested to refer to the principles as “recommended minimum provisions” or
“guidelines.”

111. The International Bureau explained that paragraph (1) was intended to indicate that the
provisions cannot stand on their own, but that they supplement the existing national and
regional laws.

112. Paragraph (2).  One delegation and the representative of an observer organization
suggested to align paragraphs (1) and (2) by referring, in paragraph (2), to “use of signs on the
Internet,” rather than to “use of trademarks and other distinctive signs on the Internet.”

113. Two delegations proposed to change the order of the two paragraphs of Section 2 since
paragraph (2) appeared to contain the general principle.

114. Another delegation said that Section 2 did not seem to be necessary.  Furthermore, that
delegation said that the relationship between paragraphs (1) and (2) of that Section would
have to be clarified, since paragraph (1) seemed to be applicable under national law in any
case, where as paragraph (2) appeared to set a rule whereby the provisions were only
applicable to the extent that they were consistent with national legislation.  Another
delegation suggested deleting paragraph (2).

Draft Section 3.  Use of a Sign on the Internet in a Member State

115. One delegation suggested to invert the paragraphs of that section.  Another delegation
suggested combining both paragraphs.

116. The Delegation of Australia said that, although it did not have a problem with the
principles underlying Sections 3 and 4, it was concerned that the introduction of new concepts
such as “commercial effect” could be problematic, especially as far as the relation of that
concept with the principles of infringement was concerned.
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117. The Delegation of Germany, supported by two other delegations expressed concern
with regard to the wording “has produced a commercial effect” which might be interpreted as
requiring that business transactions have already taken place.  The Delegation suggested to
clarify that a commercial effect could also be produced by preparatory acts, for example by
transferring the substance of Section 4(m) to a new Article 3(3) which could be worded as
follows:  “The use of a sign on the Internet has produced a commercial effect in a Member
State if the user is doing, or has undertaken significant steps to do, business in that Member
State.”

118. The International Bureau agreed in principle but observed that a commercial effect
could be produced in a Member States even if there was no preparation for doing business in
that State.  It stated that it would attempt to find a more prominent place for the substance of
Article 4(m), in Article 3 or at the beginning of Article 4, without limiting the concept of
“commercial effect.”

119. In the ensuing discussion, some delegations proposed to replace the words “has
produced a commercial effect” by “has a commercial effect,” or “would result in a
commercial effect,” or “involves a commercial effect.”  A proposal made by the
representative of an observer organization to use the words “has produced or is likely to
produce a commercial effect” was opposed by one delegation on the grounds that an actual
commercial effect should always be required, even if it was produced by preparatory
activities.

120. A proposal by two delegations to define the concept of “commercial effect” in Section 1
met with opposition from another delegation and the representative of an observer
organization who pointed out that it would seem hardly possible to define that concept
without unduly limiting it, and that it should rather be attempted to identify factors with the
help of which courts could determine, in an individual case, whether a commercial effect has
been in fact been produced.

121. One delegation, supported by the representative of an observer organization, proposed
to limit the application of the provisions to rights in signs that are only protected in a
commercial context.  The delegation observed that individual names, for example, were also
protected in a non-commercial context.  The principle of “commercial effect” might,
therefore, be understood as limiting the protection available to such rights.  The International
Bureau stated that this could be clarified by referring to “industrial property rights in
distinctive signs.”

122. The representative of an observer organization suggested to delete the word
“commercial” since several of the factors listed in Article 4 would equally be applicable in a
non-commercial context.  This was opposed by two delegations and the representative of an
observer organization.
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Draft Section 4.  Factors for Determining Commercial Effect

123. One delegation proposed to order the various factors according to their importance.
Another delegation observed that the importance of the various factors was a matter of
perspective: whereas some factors were more conducive to positively establishing a
commercial effect, others could rather be used negatively to show that no commercial effect
had been produced.  Three delegations stated that the significance of some factors, such as
those mentioned under items (b) and (k), appeared unclear, and that it might be preferable to
confine the list to clear factors.  Another delegation stressed the importance of item (b) and
favored its retention.

124. One delegation noted that item (c) referred to the concept of “disclaimer,” and that it
might be necessary to clearly spell out the relationship of that factor to other provisions
which, like Section 11(2), also used that concept.

125. With regard to item (i), one delegation proposed to specify that “further commercial
activities in the particular Member State which are not carried out over the Internet” are only
those which are related to the activities carried out over the Internet.

126. Another delegation proposed to limit the scope of item (m) to business activities relating
to identical or similar goods or services.

127. The International Bureau suggested to group the factors into categories, for clarity.

Draft Section 5.  Use for Determining Acquisition and Maintenance of Rights

128. Two delegations and the representative of an observer organization expressed support
for the draft as proposed.

Draft Section 6.  Consideration of Use on the Internet as Infringement of Rights Protected in
a Member State

129. No comments were made on this provision.

Draft Section 7.  New Forms of Uses Made Possible by Technology

130. One delegation asked whether the provision was necessary, since Section 2 seemed to
express the same idea in different words.  In response, the International Bureau stated that
Section 7 was intended to capture unique forms of use on the Internet.

131. Someone suggested to add “under their national law.”
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Draft Section 8.  Exceptions to Liability

132. Paragraph (1).  Several delegations considered that this paragraph dealt with problems
that were not Internet-specific but general legal issues which should be left to the applicable
national or regional la ws.  Two delegations, therefore, proposed to delete the paragraph.
Some delegations also stated that the exception in item (i) might go too far in exempting
non-commercial use from liability, even where it had produced a commercial effect.

133. Another delegation argued that the objective of paragraph (1), as set forth in the Notes,
was worth pursuing, and believed that it could provide some legal certainty which was
particularly important for small enterprises that tried to do business on the Internet.  The
Delegation stated that it should be made clear in the note that the provision assumed that the
mark was used in good faith.

134. The International Bureau explained that this provision provides for an exception to
liability, and not an exception to infringement, and could concern a type of activity on the
Internet that fell under an exception in the user’s home country, but not in another country.
The International Bureau also pointed out that the provisions were designed to clarify the
types of activity someone could engage in to avoid being sued in a jurisdiction in which he
had no intention of doing business or producing a commercial effect.

135. The representative of an observer organization noted that the exceptions set forth in
items (ii) to (iv) would contribute to emphasizing the importance of the application of national
law, especially when considering use on the Internet.

136. Paragraph (2).  The current text was generally supported by one delegation and the
representative of an observer organization, but opposed by a number of other delegations and
the representatives of two observer organizations.  These delegations stated that their
interested circles had objected to a general exemption from liability.  They proposed to move
toward coexistence by focusing on remedies:  the fact that an “infringer” has a valid
registration somewhere in the world could be taken into account as a mitigating circumstance.
The delegations also suggested that mediation or arbitration might be helpful in cases of
conflicts between legitimate right-holders.  The representative of an observer organization
stated that, if coexistence was drafted as a general exemption from liability, there was no way
to prevent damages that might occur as a result of the infringement of a conflicting right.

137. One delegation indicated that it believed that paragraph 8(2) did not go far enough
regarding the coexistence of rights.  The delegation also stated that it did not favor a system
where small enterprises had to search registries around the world, and that the balance of
power between the parties should be maintained despite, e.g., a difference in the resources of
the parties or the cost of enforcement in any given jurisdiction.  The delegation concluded by
stating that it thought that a solution was possible, and acknowledged that it might include
some form of arbitration as well as guidelines regarding remedies.

138. Other delegations expressed doubts as to the viability of arbitration or mediation
procedures in cases of conflicts between legitimate right holders.  These delegations pointed
out that parties could not be obliged to submit to such proceedings, and that such proceedings
could not replace court proceedings.
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139. One delegation stressed the need to find a well-balanced approach, taking account of the
interests of right holders and electronic businesses.  The delegation suggested to distinguish
between two closely related questions:  (1) in which countries did the user intend to use its
sign, and (2) whether or not actual confusion, including dilution, occurred as a result of that
use.  In this context, three possible factors could be explored:  (1) whether the right holder
could require the user of the sign to use certain indications in order to avoid confusion;
(2) whether an effective disclaimer, and appropriate steps to assure it, could prevent a
commercial effect from occurring, or whether it could at least exempt the user from liability,
and which approach is better, and (3) whether the user could be exempted from liability if he
takes appropriate steps after receiving notification of conflict.  The goal should be to create a
list of non-burdensome factors which take due account of the interests of right holders without
hindering the development of electronic business.

140. This position was generally supported by another delegation and the representative of
an observer organization.  That delegation questioned the need for a general principle of
coexistence and stated that problematic cases could be resolved by exempting users in good
faith from liability up to the point when they are notified of a conflicting right.  No enterprise
would, therefore, have to undertake a worldwide search for conflicting rights before using a
sign on the Internet.  However, once the user has been notified of a conflicting right, it would
have to take reasonable measures to avoid producing a commercial effect in the country
where the conflicting right exists.  The delegation suggested to focus on the question of the
measures which could reasonably be utilized in such cases without imposing an undue burden
on Internet users.

141. Several other comments were made on various issues:  The representative of an
observer organization suggested changing the title of the section to “Coexistence of Signs.”
One delegation suggested to take account of the specialty of trademark rights.  Another
delegation pointed out that items (ii) and (iii) seemed to pose heavy burdens on Internet users.
The delegation stated that the underlying concept behind these items would have to be spelled
out.  As currently drafted, however, it was not clear whether the indications required in
items (ii) and (iii) were meant to restrict the targeted market or to prevent confusion.  This
was generally supported by two representatives of observer organizations who questioned the
viability of using signs like “tm,” as proposed in item (ii), since that sign had different
meanings in various jurisdictions, as opposed to “®,” whose use was universally recognized.

142. As regards the alternatives proposed in item (i), one delegation and the representative of
an observer organization expressed a preference for Alternative B, but stated that the meaning
of “reasonable steps” would have to be clarified.  The representative of another observer
organization was opposed to both alternatives, and stated that, while alternative A might even
contradict the Joint Recommendation Concerning Provisions for the Protection of
Well-Known Marks, alternative B imposed an unreasonably heavy burden on Internet users.

Draft Section 9.  Bad Faith

143. Paragraph (1).  No comments were made on this provision.
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144. Paragraph (2), item (i).  One delegation, supported by another delegation, expressed
concern regarding the scope of this provision and stated that the user of a sign should not
generally be considered to have had “reason to know” of the conflicting right when that right
had been published somewhere in the world.  The representative of an observer organization
suggested to clarify that knowledge alone would never suffice for a finding of bad faith.

145. Paragraph (2), item (ii).  The representative of an observer organization suggested to
add the words “or unjustifiably impair” after the words “would take unfair advantage of.”

Draft Section 10.  Adapting Remedies to Protect Trademarks and Other Distinctive Signs on
the Internet

146. No comments were made on this provision.

Draft Section 11.  Remedy Commensurate with Use in Member States

147. One delegation expressed support for the provision as currently drafted and asked
whether the contents of Note 11.02 could be transferred to the provision itself since this might
provide a solution in conflicts of legitimate rights.  The representative of an observer
organization suggested to add, in paragraph (2), the words “on the Internet” after “concurrent
use.”

Draft Section 12.  Global Injunctions

148. Paragraph (1).  No comments were made on this provision.

149. Paragraph (2).  Two delegations were concerned that global injunctions might go too
far.  One delegation stated that a determination of bad faith in one country should not
automatically disentitle the user of any rights it might have in other countries.  Another
delegation noted that the concept of bad faith in Section 12 was different from the one used in
Section 8, and suggested to include additional conditions in Section 12.  Another delegation
and the representatives of two observer organizations stressed the need for global injunctions
in cases of bad faith and pointed out that an injunction to stop every use on the Internet would
necessarily have global effect.

150. Following these interventions, the SCT discussed whether it was possible to imagine
injunctions having a less than global effect.  In the course of this discussion, participants
mentioned injunctions obliging the user to place a disclaimer regarding particular countries on
the web site, to design the web site in such a way that it specifically addresses customers in a
particular country, to add indications for avoiding confusion (analogous to cases of conflicts
between homonymous names), or to refuse delivery to particular countries.  With regard to
the last-mentioned option, it was pointed out that users offering digital goods or services
could not easily determine with certainty in which country their customers are located.  In
such cases it might be considered sufficient if users determined the location of their customers
with reference to their credit card billing address.
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151. The International Bureau noted that it might be necessary to distinguish, in the area of
remedies, between cases where the user has no right to use the sign, cases where he or she has
a right to use a sign, and cases where he or she uses the sign in bad faith.  With regard to the
scope of injunctions, it suggested to distinguish between limitations and prohibitions of use.
Only the latter would have global effect.  The International Bureau also noted that the list of
examples in paragraph (2) might have to be expanded.

152. In conclusion, the SCT agreed that the International Bureau would submit a revised
draft of the provisions to the fifth session of the SCT, on the basis of these discussions.

CONCLUSION OF THE MEETING

Agenda Item 8:  Future Work

153. The SCT agreed that its fifth session would tentatively be held from September 11
to 15, 2000, in Geneva, and would last five full days.

154. The SCT further agreed that the agenda of the next meeting would consist of the
following substantive items:

− Use of Trademarks and other distinctive signs on the Internet, including the issue of
Unfair Competition on the Internet

− Study on Geographical Indications.

Agenda Item 9:  Brief Summary by the Chair

155. The SCT adopted the Summary by the Chair (document SCT/4/5), incorporating a
number of suggested amendments.

Agenda Item 10:  Closing of the Session

156. Mr. Shozo Uemura, Deputy Director General, offered thanks to all of the delegates and
representatives and others who contributed to the success of this meeting, and expressed
satisfaction that a successful result could be reported to the General Assembly of WIPO.

157. The Chair closed the fourth session of the Standing Committee.

[Annexes follow]
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de l'énergie, Direction générale du tourisme, de l'industrie et du commerce, Praia
<abraol@gov1.gov.cv>

CHILI/CHILE

Vladimir GARCÍA-HUIDOBRO, Jefe del Departamento de Propiedad Industrial,
Subsecretaría de Economía, Ministerio de Economía, Santiago
<vghuidobro@proind.gov.cl>

Sergio ESCUDERO, Consejero, Misión Permanente, Ginebra
<sergio.escudero@ties.itu.int>

CHINE/CHINA

ZHAO Gang, Deputy Head, Legal Affairs Division, Trademark Office, State Administration
for Industry and Commerce, Beijing
<saic_zhaogang@hotmail.com>

Rayman Justin PERERA, Assistant Director, Intellectual Property Department, Hong Kong
<rjperera@ipd.gv.hk>

COLOMBIE/COLOMBIA

Maria Elvira POSADA (Sra.), Segunda Secretaria, Misión Permanente, Ginebra
<mariaposada@hotmail.com>
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CROATIE/CROATIA

Željko TOPIĆ, Assistant Director, State Intellectual Property Office, Zagreb
<zeljko.topic@patent.tel.hr>

DANEMARK/DENMARK

Lennart ANDERSEN, Head of Section, Danish Patent Office, Taastrup
<lan@dkpto.dk>

Niels LUND-JOHANSEN, Head of Trademarks, Danish Patent Office, Taastrup
<njo@dkpto.dk>

ÉGYPTE/EGYPT

Saad Hassan ZEIDAN, President, Commercial Registration Administration, Cairo

EL SALVADOR

Ramiro RECINOS-TREJO, Ministro Consejero, Misión Permanente, Ginebra
<mission.elsalvador@ties.itu.int>

EQUATEUR/ECUADOR

Antonio RODAS, Misión Permanente, Ginebra
<mission.ecuador@ties.itu.int>

ESPAGNE/SPAIN

María Teresa YESTE (Sra.), Consejera Técnica, Departamento de Signos Distintivos, Oficina
Española de Patentes y Marcas, Madrid
<teresa.yeste@x400.oepm.es>

Ignacio CASTILLO, Técnico Superior, Departamento de Coordinación Jurídica y Relaciones
Internacionales, Oficina Española de Patentes y Marcas, Madrid
<ignacio.castillo@oepm.es>

ESTONIE/ESTONIA

Tanel KALMET, Head of Section, Legal Department, Estonian Patent Office, Tallinn
<tanel.kalmet@epa.ee>
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ÉTATS-UNIS D’AMÉRIQUE/UNITED STATES OF AMERICA

Lynne G. BERESFORD (Ms.), Attorney-Advisor, Office of Legislative and International
Affairs, Patent and Trademark Office, Department of Commerce, Washington, D.C.
<lynne.beresford@uspto.gov>

Eleanor MELTZER (Ms.), Attorney-Advisor, Patent and Trademark Office, Department of
Commerce, Arlington, Virginia
<eleanor.meltzer@uspto.gov>

Robert ANDERSON, Deputy Assistant Commissioner for Trademarks, Patent and Trademark
Office, Department of Commerce, Arlington, Virginia
<bob.anderson@uspto.gov>

EX-RÉPUBLIQUE YOUGOSLAVE DE MACÉDOINE/THE FORMER YUGOSLAV
REPUBLIC OF MACEDONIA

Silvija TRPKOVSKA (Ms.), Head, Legal Division, Industrial Property Protection Office,
Ministry of Development, Skopje

FÉDÉRATION DE RUSSIE/RUSSIAN FEDERATION

Valentina ORLOVA (Mrs.), Head, Theory and Practice of Protection of Intellectual Property
Protection Department, Russian Agency for Patents and Trademarks, Moscow
<vorlova@rupto.ru>

Liubov KIRIY(Mrs.), Senior Patent Examiner, Federal Institute of Industrial Property,
Russian Agency for Patents and Trademarks, Moscow
<vorlova@rupto.ru>

Natalia SERPKOVA (Mrs.), Deputy Head of Division, High Patent Chamber, Russian
Agency for Patents and Trademarks, Moscow

FINLANDE/FINLAND

Hilkka Tellervo NIEMIVUO (Mrs.), Deputy Head, Trademarks Division, National Board of
Patents and Registration, Helsinki
<hilkka.niemivuo@prh.fi>
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FRANCE

Agnès MARCADÉ (Mme), chef du Service du droit international et communautaire, Institut
national de la propriété industrielle, Paris
<marcade.a@inpi.fr>

Gilles REQUENA, chargé de mission au Service des affaires juridiques et contentieuses,
Institut national de la propriété industrielle, Paris
<requena.g@inpi.fr>

Camille-Rémy BOGLIOLO, chargé de mission au Service du droit international et
communautaire, Institut national de la propriété industrielle, Paris
<bogliolo.cr@inpi.fr>

Michèle WEIL-GUTHMANN (Mme), conseiller, Mission permanente, Genève

GRÈCE/GREECE

Despina KOSTENA (Mrs.), Ministry of Development, Athens
<www.kostena@gge.gr>

GUATEMALA

Rosemarie LUNA JUAREZ (Sra.), Misión Permanente, Ginebra
<rosemarie.luna@itu.ties.int>

GUINÉE ÉQUATORIALE/EQUATORIAL GUINEA

Cipriano MICHA ELA ENGONGA, Secretario General, Consejo de Investigaciones
Científicas y Technológicas (CICTE), Malabo

HONDURAS

Camilo BENDECK PÉREZ, Director General de Propiedad Intelectual, Secretaria de
Industria y Comercio, Tegucigalpa
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HONGRIE/HUNGARY

Vera ADLER (Mrs.), Head, Trademark Department, Hungarian Patent Office, Budapest
<adler@hpo.hu>

Gyula SOROSI, Head, National Trademark Section, Hungarian Patent Office, Budapest
<soros@hpo.hu>

Péter CSIKY, Deputy Head, Legal Section, Hungarian Patent Office, Budapest
<csiky@hpo.hu>

INDE/INDIA

Homai SAHA (Mrs.), Minister (Economic), Permanent Mission, Geneva
<homai.saha@ties.itu.int>

Taruvai Radhakrishnan SUBRAMANIAN, Joint Registrar of Trade Marks, Trade Marks
Registry, Mumbai
<tmrmum@bom5.vsnl.net.in>

INDONÉSIE/INDONESIA

Sumardi PARTOREDJO, Head, Sub-Directorate of Trademarks, Directorate General of
Intellectual Property Rights, Tangerang
<djbak1@indosat.net.id>

Dewi KUSUMAASTUTI (Miss), First Secretary, Permanent Mission, Geneva

Umar HADI, Third Secretary, Permanent Mission, Geneva
<umar.hadi@ties.itu.int>

IRAQ

Ghalib ASKAR, deuxième secrétaire, Mission permanente, Genève

IRLANDE/IRELAND

Patrick NOLAN, Department of Enterprise, Trade and Employment, Dublin
<pat_v_nolan@entemp.ie>



SCT/4/6
Annex I, page 8

ITALIE/ITALY

Pasquale IANNANTUONO, conseiller juridique, Direction générale affaires économiques -
Service 5, Ministère des affaires étrangères, Rome
<pasquale.iannantuono@libero.it>

JAMAÏQUE/JAMAICA

Symone BETTON (Miss), First Secretary, Permanent Mission, Geneva
<symone.betton@ties.itu.int>

JAPON/JAPAN

Satoshi MORIYASU, First Secretary, Permanent Mission, Geneva

Nobuyuki TANIGUCHI, Unit Chief, Policy Planning Section, Information Economy Office,
Machinery and Information Industries Bureau, Ministry of International Trade and Industry,
Tokyo
<taniguchi-nobuyuki@miti.go.jp>

Takahiro MOCHIZUKI, Chief of Unit, Intellectual Property, WTO Affairs Division, Ministry
of International Trade and Industry, Tokyo
<mochizuki-takahiro@miti.go.jp>

Soichi OGAWA, Director of Trademark Examination, Trademark Division, First
Examination Department, Japanese Patent Office, Tokyo
<ospa7640@jpo-miti.go.jp>

Hiroshi MORIYAMA, Assistant Director, Trademark Division, First Examination
Department, Japanese Patent Office, Tokyo
<mhpa8748@jpo-miti.go.jp>

Kenichi IOKA, Assistant Director, International Affairs Division, General Administration
Department, Japanese Patent Office, Tokyo
<IKPA7641@jpo-miti.go.jp>

KENYA

John Ezekiel Kabue MUCHAE, Deputy Director, Kenya Industrial Property Office, Ministry
of Tourism, Trade and Industry, Nairobi
<kipo@arcc.or.ke>

KAZAKHSTAN

Erik ZHUSSUPOV, Second Secretary, Geneva
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KIRGHIZISTAN/KYRGYZSTAN

Abdikalil TOKOEV, First Deputy Director, State Agency of Intellectual Property
(Kyrgyzpatent), Bishkek
<kyrgyzpatent@infotel.kg>

KOWEÏT/KUWAIT

Bader ABDUL-RAHIM, Assistant Under Secretary, Ministry of Commerce and Industry,
Safat

Naser AL-BAGHLI (Mrs.), Commercial Attaché, Permanent Mission, Geneva

LETTONIE/LATVIA

Dace LIBERTE (Miss), Head, Trademarks Department, Patent Office of the Republic of
Latvia, Riga
<valde@lrpv.lv>

MALAISIE/MALAYSIA

Idris JUNID, Deputy Director, Intellectual Property Office, Ministry of Domestic Trade and
Consumer Affairs, Kuala Lumpur
<idris.@kpdnhq.gov.my>

MALTE/MALTA

John Anthony RICHARDS, Principal Registration Officer, Industrial Property Office,
Ministry of Finance and Commerce, Valletta

MAROC/MOROCCO

Dounia EL OUARDI (Mlle), ingénieur d’État à l’Office marocain de la propriété industrielle,
Casablanca
<douniae@mcinet.gov.ma>

Fatima EL MAHBOUL (Mme), conseiller, Mission permanente, Genève
<mission.maroc@itu.ch>

MAURICE/MAURITIUS

Ravindranath SAWMY, Second Secretary, Permanent Mission, Geneva
<mission.mauritius@ties.itu.int>
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NORVÈGE/NORWAY

Debbi RØNNING (Ms.), Head of Legal Section, Trademark Division, Norwegian Patent
Office, Oslo
<dro@patentstyret.no>

Jostein SANDVIK, Legal Adviser, Norwegian Patent Office, Oslo
<jsa@patentstyret.no>

NOUVELLE-ZÉLANDE/NEW ZEALAND

Mark Alexander ROBINSON, Operations Manager, Intellectual Property Office, Lower Hutt
<robinsm@iponz.govt.nz>

OUGANDA/UGANDA

Kyomuhendo BISEREKO, Principal State Attorney, Registrar General’s Department,
Ministry of Justice and Constitutional Affairs, Kampala

OUZBÉKISTAN/UZBEKISTAN

Anatoliy CHURIKÓV, Head of Department, State Patent Office, Tashkent

PAKISTAN

Tariq Ahad NAWAZ, Deputy Secretary, Ministry of Commerce, Islamabad
<tanawaz@isb.Paknet.com.pk>

PANAMA

Jacqueline ENCOBAR (Mrs.), Deputy Ambassador, Permanent Mission, Geneva
<jackie.encobar@usa.net>

Lilia CARRERA (Mrs.), Permanent Mission, Geneva
<lilia.carrera@ties.itu.int>

PAPOUASIE-NOUVELLE-GUINÉE/PAPUA NEW GUINEA

Gai ARAGA, Registrar of Trademarks, Intellectual Property Office of Papua New Guinea
(IPOPNG), Ministry of Trade and Industry, Investment Promotion Authority, Port Moresby
<gaia@ipa.gov.pg>
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PAYS-BAS/NETHERLANDS

Nicole HAGEMANS (Miss), Advisor on Industrial Property, Ministry of Economic Affairs,
The Hague
<n.hagemans@minez.nl>

Marco COMMANDEUR, Legal Advisor on Industrial Property, Ministry of Economic
Affairs, The Hague
<m.n.j.commandeur@minez.nl>

PÉROU/PERU

Betty BERENDSON (Sra.), Ministra Consejera, Misión Permanente, Ginebra
<mission.peru@ties.itu.int>

PHILIPPINES

Ma. Angelina M. STA. CATALINA (Ms.), First Secretary, Permanent Mission, Geneva

POLOGNE/POLAND

Adam KAFARSKI, Expert, Office des brevets de la République de Pologne, Warsaw

PORTUGAL

Isabel Maria DE JESUS TOMÁS (Mme), juriste, Institut national de la propriété industrielle
(INPI), Ministère de l'économie, Lisbonne

Maria JOÃO CAVALEIRO (Mlle), juriste, Institut national de la propriété industrielle (INPI),
Ministère de l'économie, Lisbonne

José Sérgio DE CALHEIROS DA GAMA, conseiller juridique, Mission permanente, Genève
<mission.portugal@ties.itu.int>

QATAR

Ahmed AL-JEFAIRI, Head, Trademark Office, Ministry of Finance, Economy and
Commerce, Doha
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RÉPUBLIQUE DE CORÉE/REPUBLIC OF KOREA

Won-Joon KIM, Counsellor, Permanent Mission, Geneva
<wonjkim@hanmail.com>

Hwi-Keon CHO, Director, Trademark and Design Policy Planning Division, Korean
Industrial Property Office, Taejon
<hwikeoncho@hanmail.net>

Shi-Hyeong KIM, Trademark Examiner, Trademark and Design Policy Planning Division,
Korean Industrial Property Office, Taejon
<shkim5@kipo.go.kr>

Seong-Bae OH, Deputy Director, International Cooperation Division, Korean Industrial
Property Office, Taejon
<www.oho223@kipo.go.kr>

RÉPUBLIQUE TCHÈQUE/CZECH REPUBLIC

Eva TESAŘOVÁ (Mrs.), Head, Trade Mark Section II, Industrial Property Office, Prague
<etesarova@upv.cz>

ROUMANIE/ROMANIA

Constanta MORARU (Mme), chef du Service juridique-coopération internationale, Office
d’État pour les inventions et les marques, Bucarest
<liviu.bulgar@osim.ro>

Alice Mikaela POSTÁVARU (Mlle), chef du Bureau juridique, Office d’État pour les
inventions et les marques, Bucarest
<liviu.bulgar@osim.ro>

ROYAUME-UNI/UNITED KINGDOM

Jeff David WATSON, Senior Policy Advisor, The Patent Office, Wales
<jwatson@patent.gov.uk>

Dave MORGAN, Head, Trademark Examination, The Patent Office, Wales
<davidmorgan@patent.gov.uk>

Elizabeth COLEMAN (Miss), Senior Policy Advisor, The Patent Office, London
<liz.coleman@patent.gov.uk>
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SEYCHELLES

Karen Geneviève M. Marie DOMINGUE (Miss), State Counsel, Department of Legal Affairs,
Mahe
<icsey@seychelles.net>

SLOVAQUIE/SLOVAKIA

Eugen ZÁTHURECKÝ, Director, Legal and Legislation Department, Industrial Property
Office, Banská Bystrica
<ezathurecky@indprop.gov.sk>

SLOVÉNIE/SLOVENIA

Vesela VENIŠNIK (Mrs.), Head, Trademark and Industrial Design Division, Slovenian
Intellectual Property Office, Ljubljana
<v.venisnik@sipo.mzt.si>

Mojca PEČAR (Mrs.), Legal Counsellor-Advisor to Director, Legal Department, Slovenian
Intellectual Property Office, Ljubljana
<m.pecar@sipo.mzt.si>

SRI LANKA

Gothami INDIKADAHENA (Mrs.), First Secretary (Economic and Commercial), Permanent
Mission, Geneva
<mission.sri-lanka-wto@ties.itu.int>

SUÈDE/SWEDEN

Per CARLSON, Judge, Court of Patent Appeals, Ministry of Justice, Stockholm
<per.carlson@handels.uu.se>

Magnus ERIKSSON, Legal Adviser, Ministry of Justice, Stockholm
<magnus.eriksson@justice.ministry.se>

Magnus AHLGREN, Senior Legal Counsel, Swedish Patent and Registration Office,
Söderhamn
<magnus.ahlgren@prv.se>
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SUISSE/SWITZERLAND

Anja HERREN (Mme), chef adjoint de la division des marques, Institut fédéral de la propriété
intellectuelle, Berne
<anja.herren@ipi.ch>

Ueli BURI, chef adjoint du service juridique, Institut fédéral de la propriété intellectuelle,
Berne
<ueli.buri@ipi.ch>

TUNISIE/TUNISIA

Mohamed CHAOUCH, directeur général, Institut national de la normalisation et de la
propriété industrielle, Tunis-Belvédère
<inorpi@email.ati.tn>

VENEZUELA

Rafael DIAZ OQUENDO, Fiscal, Servicio Autónomo de la Propiedad Intelectual (SAPI),
Caracas
<rdiazoquendo@hotmail.com>

YÉMEN/YEMEN

Obeid NAGEEB AHMED, Head, TRIPS Committee, National Committee of Accession to
WTO, Ministry of Supply and Trade, Sana’a

Faisal AL-OBTHANI, First Secretary, Permanent Mission, Geneva

ZIMBABWE

Cleopas ZVIRAWA, Counsellor, Permanent Mission, Geneva
<cleopas.zvirawa@ties.itu.int>
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COMMUNAUTÉS EUROPÉENNES (CE)/EUROPEAN COMMUNITIES (EC)†

Roger KAMPF, First Secretary, Permanent Mission, Geneva
<roger.kampf@delche.cec.eu.int>

Víctor SÁEZ LÓPEZ-BARRANTES, Official, Industrial Property Unit, European Commission,
Brussels
<victor.saez@cec.eu.int>

Detlef SCHENNEN, Head, Legislation and International Legal Affairs Service, Office for
Harmonization in the Internal Market (Trade Marks and Designs), Alicante
<Detlef.Schennen@oami.eu.int>

II.  ORGANISATIONS INTERGOUVERNEMENTALES/
INTERGOVERNMENTAL ORGANIZATIONS

BUREAU BENELUX DES MARQUES (BBM)/BENELUX TRADEMARK OFFICE
(BBM)

Edmond Leon SIMON, directeur adjoint, La Haye
<secrwt@bmb_bbm.org>

ORGANISATION MONDIALE DU COMMERCE (OMC)/WORLD TRADE
ORGANIZATION (WTO)

Agneshwar SEN, Economic Affairs Officer, Intellectual Property Division, Geneva

ORGANISATION DE L'UNITÉ AFRICAINE (OAU)/ORGANIZATION OF AFRICAN
UNITY (OAU)

Venant WEGE-NZOMWITA, Deputy Permanent Observer, Geneva

                                                
† Sur une décision du Comité permanent, les Communautés européennes ont obtenu le statut de

membre sans droit de vote.
† Based on a decision of the Standing Committee, the European Communities were accorded

Member status without a right to vote.
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III.  ORGANISATIONS NON GOUVERNEMENTALES/
NON-GOVERNMENTAL ORGANIZATIONS

Association asiatique d’experts juridiques en brevets (APAA)/Asian Patent Attorneys
Association (APAA)
Kozo TAKEUCHI (Chairman, Trademark Committee)

Association communautaire du droit des marques (ECTA)/European Communities Trade
Mark Association (ECTA)
Christian LEVIN-NIELSEN (Member, Law Committee) (Hofman-Bang & Boutard,
Hellerup)
<cln@hofman.bang.dk>

Association des industries de marque (AIM)/European Brands Association (AIM)
Evie KYRIAKIDES (Ms.), (Representative, Lawyer, United Kingdom)
<evie.kyriakides@eu.effem.com>

American Intellectual Property Law Association (AIPLA)
Griffith B. PRICE, JR. (Chair, USPTO Public Advisory Committee for Trademarks, Virginia)
(Finnegan, Henderson, Farabow, Garrett, and Dunner, Washington, D.C.)
<gbprice@finnegan.com>

Association internationale des juristes du droit de la vigne et du vin (AIDV)/International
Wine Law Association (AIDV)
Douglas REICHERT (Attorney, Geneva)
<dreichert@swissonline.ch>

Association des propriétaires européens de marques de commerce (Marques)/Association of
European Trade Marks Owners (Marques)
Knud WALLBERG (Attorney, Copenhagen)
<k.wallberg@slwlaw.dk>

Association internationale pour la protection de la propriété industrielle (AIPPI)/International
Association for the Protection of Industrial Property (AIPPI)
Gerd F. KUNZE (Executive Vice-President, Chexbres)
<kunze@bluewin.ch>

Association internationale pour les marques (INTA)/International Trademark
Association (INTA)
Shanti BAJAJ (Ms.) (International Program Coordinator, New York)
<sbajaj@inta.org>
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Chambre de commerce internationale (CCI)/International Chamber of Commerce (ICC)
Gonçalo MOREIRA RATO (Maître) (J.E. Dias Costa Lda., Lisbonne)
<dias.costa@mail.telepac.pt>

Fédération internationale des conseils en propriété industrielle (FICPI)/International
Federation of Industrial Property Attorneys (FICPI)
Jean-Marie BOURGOGNON (conseiller, propriété industrielle, Paris)
<cabinet-flechner@wanadoo.fr>

International Anti-Counterfeiting Coalition (IACC)
Timothy TRAINER (President, Washington D.C.)
<ttrainer@iacc.org>

International Federation of the Phonographic Industry (IFPI)
Ute DECKER (Miss) (Legal Advisor, London)
<ute.decker@ifpi.org>
Maria MARTIN-PRAT (Mrs.) (Director of Legal Policy, London)
<maria.martin-prat@ifpi.org>

Japan Intellectual Property Association (JIPA)
Hiromi TAKEICHI (Vice-Chair, Trade Mark Committee, Tokyo) (Manager, Trademark and
Design Department, Legal and Intellectual Property, SONY Corporation, Tokyo)
<Hiromi.Takeichi@jp.sony.com>

Japan Patent Attorneys Association (JPAA)
Keiko KIKUCHI (Mrs.) (Member of Trademark Committee, Tokyo)
<keiko_kikuchi@mb.infoweb.ne.jp>
Kozo TAKEUCHI (Chairman, Trademark Committee)

Japan Trademarks Association (JTA)
Keiko KIKUCHI (Mrs.) (Member of Trademark Committee, Tokyo)
<keiko_kikuchi@mb.infoweb.ne.jp>

Ligue internationale du droit de la concurrence (LIDC)/International League of Competition
Law (LIDC)
François BESSE (avocat, Lausanne)
<bvbs@swissonline.ch>
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Union des praticiens européens en propriété industrielle (UPEPI)/Union of European
Practitioners in Industrial Property (UEPIP)
Anne KEUNE (Mrs.) (Kirker & Co., Geneva) (Observatrice, Paris)

World Association for Small and Medium Enterprises (WASME)
Safwat ZAHRAN (Director General, Social Fund for Development, Cairo)
<safwat_zahatan@sfdegypt.org>
El-Mokhtar NASR (Legal Advisor, Social Fund for Development, Cairo)
Mahmoud Sami ABDEL MOTAAL (Senior Marketing Officer, Social Fund for
Development, Cairo)

IV.  BUREAU/OFFICERS

Président/Chair: Lynne G. BERESFORD (Ms.) (États-Unis d’Amérique/
   United States of America)

Vice-présidents/Vice-Chairs: Agnès MARCADÉ (Mme) (France)
Vladimir GARCÍA-HUIDOBRO (Chili/Chile)

Secrétaire/Secretary: Denis CROZE (OMPI/WIPO)
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V.  BUREAU INTERNATIONAL DE L’ORGANISATION MONDIALE
DE LA PROPRIÉTÉ INTELLECTUELLE (OMPI)/

INTERNATIONAL BUREAU OF THE
WORLD INTELLECTUAL PROPERTY ORGANIZATION (WIPO)

Shozo UEMURA, vice-directeur général/Deputy Director General

Division du droit de la propriété industrielle/Industrial Property Law Division:
Albert TRAMPOSCH (directeur/Director);  Denis CROZE (chef, Section du droit des
marques/Head, Trademark Law Section);  Marcus HÖPPERGER (chef, Section des indications
géographiques et des projets spéciaux/Head, Geographical Indications and Special Projects
Section);  Alan DATRI (chef, Section de l’application du droit de la propriété industrielle/Head,
Industrial Property Law Enforcement Section);  Johannes Christian WICHARD (juriste
principal, Section du droit des marques/Senior Legal Officer, Trademark Law Section);
Martha PARRA-FRIEDLI (Mme/Mrs.) (consultant/Consultant)

[Annex II follows]
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ANNEX II

PROPOSED JOINT RECOMMENDATION CONCERNING
TRADEMARK LICENSES

Joint Recommendation

The Assembly of the Paris Union for the Protection of Industrial Property and the
General Assembly of the World Intellectual Property Organization (WIPO);

Taking into account the provisions of the Paris Convention for the Protection of
Industrial Property and of the Trademark Law Treaty (TLT);

Recommend that each Member State may consider the use of any of the provisions
adopted by the Standing Committee on the Law of Trademarks, Industrial Designs and
Geographical Indications (SCT) at its fourth session, as guidelines concerning trademark
licenses;

It is further recommended to each Member State of the Paris Union or of WIPO which
is also a member of a regional intergovernmental organization that has competence in the area
of registration of trademarks, to bring these provisions to the attention of that organization.

Article 1
Abbreviated Expressions

For the purposes of these draft Provisions, unless expressly stated otherwise:

(i) “Office” means the agency entrusted by a Member State with the
registration of marks;

(ii) “registration” means the registration of a mark by an Office;

(iii) “application” means an application for registration;

(iv) “mark” means a mark relating to goods (trademark) or to services (service
mark) or to both goods and services;

(v) “holder” means the person whom the register of marks shows as the holder
of the registration;

(vi) “Nice Classification” means the classification established by the Nice
Agreement Concerning the International Classification of Goods and Services for the
Purposes of the Registration of Marks, signed at Nice on June 15, 1957, as revised and
amended;
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(vii) “license” means a license for the use of a mark under the applicable law of a
Member State;

(viii) “licensee” means the person to whom the holder grants a license;

(ix) “exclusive license” means a license which is only granted to one licensee,
and excludes the holder from using the mark and from granting licenses to any other person;

(x) “sole license” means a license which is only granted to one licensee and
excludes the holder from granting licenses to any other person, but does not exclude the
holder from using the mark;

(xi) “non-exclusive license” means a license which does not exclude the holder
from using the mark or from granting licenses to any other person.

Article 2
Request for Recordal of a License

(1) [Contents of the Request for Recordal]  Where the law of a Member State
provides for the recordal of a license with its Office, that Member State may require that the
request for recordal contain some or all of the following indications or elements:

(i) the name and address of the holder;

(ii) where the holder has a representative, the name and address of that
representative;

(iii) where the holder has an address for service, such address;

(iv) the name and address of the licensee;

(v) where the licensee has a representative, the name and address of that
representative;

(vi) where the licensee has an address for service, such address;

(vii) the name of a State of which the licensee is a national if he is a national of
any State, the name of a State in which the licensee has his domicile, if any, and the name of a
State in which the licensee has a real and effective industrial or commercial establishment, if
any;

(viii) where the holder or the licensee is a legal entity, the legal nature of that
legal entity and the State, and, where applicable, the territorial unit within that State, under the
law of which the said legal entity has been organized;

(ix) the registration number of the mark which is the subject of the license;
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(x) the names of the goods and/or services for which the license is granted,
grouped according to the classes of the Nice Classification, each group preceded by the
number of the class of that Classification to which that group of goods or services belongs and
presented in the order of the classes of the said Classification;

(xi) where applicable, that the license is an exclusive license, a non-exclusive
license, or a sole license;

(xii) where applicable, that the license concerns only a part of the territory
covered by the registration, together with an explicit indication of that part of the territory;

(xiii) the time period of the license;

(xiv) a signature as specified in paragraph (2).

(2) [Signature]  (a)  A Member State shall accept the signature of the holder or his
representative, whether or not it is accompanied by the signature of the licensee or his
representative.

(b)  A Member State shall also accept the signature of the licensee or his
representative, even if it is not accompanied by the signature of the holder or his
representative, provided that it is accompanied by one of the following:

(i) an extract of the license contract indicating the parties and the rights
being licensed, certified by a notary public or any other competent public authority as being a
true extract of the contract;

(ii) an uncertified statement of license, drawn up in the form and with the
content as prescribed in the statement of license Form provided for in the Annex to these
provisions, and signed by both the holder or his representative and the licensee or his
representative.

(3) [Presentation of the Request]  As regards the requirements concerning the
presentation of the request, no Member State shall refuse the request where the presentation
and arrangement of indications and elements in the request correspond to the presentation and
arrangement of indications and elements in the request Form provided for in the Annex to
these provisions.

(4) [Language; Translation]  (a)  A Member State may require that the request be in
the language, or in one of the languages, admitted by the Office.

(b)  A Member State may require that, if the document referred to in
paragraph (2)(b)(i) or (ii) is not in the language, or in one of the languages, admitted by the
Office, the request be accompanied by a certified translation of the required document in the
language, or in one of the languages, admitted by the Office.

(5) [Fees]  Any Member State may require that, in respect of the recordal of a license,
a fee be paid to the Office.
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(6) [Single Request Relating to Several Registrations]  A single request shall be
sufficient even where the license relates to more than one registration, provided that the
registration numbers of all registrations concerned are indicated in the request, the holder and
the licensee are the same for all registrations, and the request indicates the scope of the license
in accordance with paragraph (1) with respect to all registrations.

(7) [Prohibition of Other Requirements]  No Member State may demand that
requirements other than those referred to in paragraphs (1) to (6) be complied with in respect
of the recordal of a license with its Office.  In particular, the following may not be required:

(i) the furnishing of the registration certificate of the mark which is the subject
of the license;

(ii) the furnishing of the license contract or a translation of it;

(iii) an indication of the financial terms of the license contract.

(8) [Request Relating to Applications]  Paragraphs (1) to (7) shall apply, mutatis
mutandis, to requests for recordal of a license for an application, where the applicable law of a
Member State provides for such recordal.

Article 3
Request for Amendment or Cancellation of a Recordal

Article 2 shall apply, mutatis mutandis, where the request concerns the amendment or
cancellation of the recordal of a license.

Article 4
Effects of the Non-Recordal of a License

(1) [Validity of the Registration and Protection of the Mark]  The non-recordal of a
license with the Office or with any other authority of the Member State shall not affect the
validity of the registration of the mark which is the subject of the license, or the protection of
that mark.

(2) [Certain Rights of the Licensee]  (a)  A Member State may not require the
recordal of a license as a condition for any right that the licensee may have under the law of
that Member State to join infringement proceedings initiated by the holder or to obtain, by
way of such proceedings, damages resulting from an infringement of the mark which is the
subject of the license.

(b)  If subparagraph (a) is not compatible with the national law of a Member State,
that subparagraph shall not apply in respect of that Member State.
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Article 5
Use of a Mark on Behalf of the Holder

Use of a mark by natural persons or legal entities other than the holder shall be deemed
to constitute use by the holder himself if such use is made with the holder’s consent.

Article 6
Indication of the License

Where the law of a Member State requires an indication that the mark is used under a
license, full or partial non-compliance with that requirement shall not affect the validity of the
registration of the mark which is the subject of the license or the protection of that mark, and
shall not affect the application of Article 5.

[End of Annex II and of document]
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