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At its thirty-first session, held in Geneva from March 17 to 21, 2014, the Standing Committee on
the Law of Trademarks, Industrial Designs and Geographical Indications (SCT) agreed to
consider, at its thirty-second session, a revised version of the proposal by the Delegation of
Jamaica concerning the protection of country names. In preparation for that session, the
Delegation of Jamaica, with the assistance of the Secretariat, would amend its proposal taking
into account the comments made during the thirty-first session as well as additional comments
to be provided by delegations in writing, prior to the thirty-second session of the SCT
(paragraph 13 of document SCT/31/9).

In response to the invitation to provide comments, the following members of the SCT sent
written submissions to the International Bureau of WIPO: Australia, Belarus, China, Colombia,
Republic of Moldova, Spain and Ukraine. All submissions were posted on the WIPO web site at
http://www.wipo.int/sct/en/comments/.

In a communication dated September 12, 2014, the Delegation of Jamaica transmitted to the

International Bureau a revised proposal contained in the Annex to the present document, which
indicates changes over document SCT/31/4 in “track-changes” mode.

[Annex follows]
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REVISED DRAFT JOINT RECOMMENDATION CONCERNING
PROVISIONS ON THE PROTECTION OF COUNTRY NAMES

PREFACE

The Draft Joint Recommendation Concerning Provisions on the Protection of Country
Names aims at protecting country names against conflicting marks, conflicting business
identifiers and conflicting domain names, preventing the use of indications consisting of or
containing country hames in relation to goods or services which do not originate in the
country indicated by the country name, and harmonizing the examination and determination
of trade-mark-applications for the registration of trademarks which consist of or contain
country names, in order to promote consistent and comprehensive treatment and protection
of country names among Member States.

Further to the adoption by the WIPO Assemblies of the Joint Recommendation Concerning
Provisions on the Protection of Well-Known Marks in September 1999, the Joint
Recommendation Concerning Trademark Licenses in September 2000, and the Joint
Recommendation Concerning the Protection of Marks, and Other Industrial Property Rights
in Signs, on the Internet, in October 2001, this Joint Recommendation is the fourth
achievement of the SCT in implementing WIPO'’s policy of finding new ways to accelerate
the development of international harmonized common principles.

The question of new approaches to the progressive development of international intellectual
property law was implemented-considered by WIPO pursuant to the WIPO Program and
Budget for the biennium 1998-99. It was agreed that Fhis-is-se-that-a more flexible approach
may be taken towards the harmonization of industrial property principles and rules, and
coordination of administration, so that results can be achieved and applied more rapidly,
ensuring earlier practical benefits for administrators and users of the industrial property
system (see document A/32/2-WO/BC/18/2, page 86).

Joint Recommendation

The Assembly of the Paris Union for the Protection of Industrial Property and the General
Assembly of the World Intellectual Property Organization (WIPO),

Taking into account the provisions of the Paris Convention for the Protection of Industrial
Property relative to the protection of armorial bearings, flags, and other State emblems of the
countries of the Union, and official signs and hallmarks indicating control and warranty
adopted by them;

Considering the deliberations within the Standing Committee on the Law of Trademarks,
Industrial Designs and Geographical Indications (SCT) since 1999 concerning the protection
of country names, the Study to determine possible best practices for the protection of
country names from registration as trademarks, or as elements of trademarks (document
SCT/29/5) and the Revised Draft Reference Document on the Protection of Country Names
Against Registration and Use as Trademarks (document SCT/30/4), which revealed the
diverse practice of States and therefore the lack of internationally consistent protection for
country names in regard to the examination and treatment of applications for the registration
of trademarks which consist of or contain country names;
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Recommend that each Member State may consider the use of any of the provisions adopted
by the SCT, as guidelines for the examination and treatment of applications for the
registration of trademarks which consist of or contain country names;

It is further recommended to each Member State of the Paris Union or of WIPO which is also
a member of a regional intergovernmental organization that has competence in the area of
registration of trademarks, to bring to the attention of that organization the possibility of
protecting country names in accordance, mutatis mutandis, with the provisions contained
herein.

Provisions follow.

Article 1
Definitions

For the purposes of these Provisions, unless expressly stated otherwise:

(i)  “act of unfair competition” means any act of competition contrary to honest
business practices in industrial or commercial matters as defined in Article 10bis of the Paris
Convention for the Protection of Industrial Property, signed in Paris on March 20, 1883, as
revised and amended?;

(i)  “application” means an application for registrationz;

(i)  “business identifier” means any sign used to identify a business of a natural
person, a legal person, an organization or an association®;

(iv) “competent authority” means an administrative, judicial or quasi-judicial authority
of a Member State which is competent for determining whether a mark or business identifier
conflicts with a country name, whether a right has been acquired, maintained or infringed, for
determining remedies, or for determining whether an act of competition constitutes an act of
unfair competition, as the case may be4;

(vi) “country name” includes the official name, the short name, the formal name, the
historical-name;-or the pronuneiation-translation, transliteration, denomination, international
code, standard abbreviation and adjectives of any of those names of a Member State®;

(vii) “domain name” means an alphanumeric string that corresponds to a numerical
address on the Internetl;
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(viii) “internet” refers to an interactive medium for communication which contains
information that is simultaneously and immediately accessible irrespective of territorial
location to members of the public from a place and at a time individually chosen by them?®;

(ixX) “mark” means a mark relating to goods (trademark) or to services (service mark)
or to both goods and services®:

(x) “Member State” means a State member of the Paris Union for the Protection of
Industrial Property and/or of the World Intellectual Property Organization®®;

xibxi) “office” means the agency entrusted by a Member State with the
registration of marks**;

{xityxii) “person” shall be construed as references to both a natural person and a
legal entity™*;

ivxiil)  “registered” or “registration” means the registration of a mark by an
Office™,

LaXIV) “remedies” means the remedies which a competent authority of a Member
State can impose under the applicable law, as a result of an action for the infringement of a
right or an act of unfair competition**;

vixv) “right” means a trademark right in a sign, whether registered or
unregistered, or a right in a business identifier or domain name, under the applicable law®.

Article 2
Protection of Country Names; Bad Faith

H)—/[Protection of Country Names] A Member State shall protect country names against
conflicting marks, business identifiers and domain names* and prevent use of indications
consisting of or containing country names in relation to goods or services which do not

[Footnote continued from previous page]
7 . .
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originate in the country indicated by the country name.

Article 3
Conflicting Marks*®

b)—Irrespective of the goods and/or services for which a mark is used, is the subject
of an application for registration, or is registered, that mark shall be deemed to be in conflict
with the-minimum-—standard—of protection—for-a country name where the mark, or a part
thereof, consists of or contains a country name, and the mark is being used or intended to
be used in relation to goods or services which do not originate in the country indicated by the

ountry name.
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(2) [Opposition Procedures] If the applicable law allows third parties to oppose the
registration of a mark, it shall be permissible for the relevant Member State which is

identifiable by a country name, or a legal person authorized by the relevant Member State, to
oppose the registration of marks which consist of or contain country names in relation to
goods or services which do not originate in the country indicated by the country name, on
the basis that such marks are likely to deceive the public as to the nature, quality and/or

(3) [Invalidation Procedures] (a) The relevant Member State which is identifiable by a
country name, or a legal person authorized by the relevant Member State, shall be entitled to
request the invalidation, by a decision of the competent authority, of the registration of a
mark which consists of or contains a country name in relation to goods or services which do
not originate in the country indicated by the country name.

(b) If the registration of a mark may be invalidated by a competent authority on its
own initiative, a conflict with a country name shall be a ground for such invalidation, on the
basis that a Member State has an earlier right and has not consented to the registration of
the conflicting mark, or on the basis that the mark is likely to deceive the public as to the
nature, quality and/or geographical origin of the goods or services-

(4) [Prohibition of Use] The relevant Member State which is identifiable by a country
name, or a legal person authorized by the relevant Member State, shall be entitled to
request the prohibition, by a decision of the competent authority, of the use of a mark which
consists of or contains a country name in relation to goods or services which do not originate
in the country indicated by the country name.

a ala N thao allla Namae NAHO AN

Article 4
Conflicting Business Identifiers®

(1) [Conflicting Business Identifiers] A business identifier shall be deemed to be in conflict
with a country name where that business identifier, or a part thereof, consists of or contains
a country name, and is being used or intended to be used in relation to goods or services

which do not originate in the country indicated by the country name.
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(2) [Prohibition of Use; Cancellation; Transfer] The relevant Member State which is
identifiable by a country name, or a legal person authorized by the relevant Member State,
shall be entitled to request-theprohibition, by a decision of the competent authority,

the prevention and/or prohibition of the registration and/or use of a conflicting business
identifier, or the cancellation of the registration of a conflicting business identifier, or the
transfer of a conflicting business identifier to the relevant Member State, or legal entity duly
nominated by the relevant Member State.

4 oy ertifior which i fict with _

Article 5
Conflicting Domain Names?*

(1) [Conflicting Domain Names] A domain name shall be deemed to be in conflict with a
country name at least where that domain name, or a part thereof, consists of or contains a
country name, and is being used or intended to be used in relation to goods or services

(2) [Prohibition of Use; Cancellation; Transfer] The relevant Member State which is
identifiable by a country name, or a legal person authorized by the relevant Member State,
shall be entitled to request, by a decision of the competent authority, the prevention and/or
prohibition of the registration and/or use of a conflicting domain name, or the cancellation of
the reqgistration of a conflicting domain name, and/or the transfer of a conflicting domain
name _to the relevant Member State, or legal entity duly nominated by the relevant Member
State.
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Article 6
Determination of Whether to Refuse a Mark with a Country Name®

(1) [Factors for Refusal] In addition to the circumstances outlined in Articles 2 to 5 above,
the Office or competent authority shall refuse registration of a mark which consists of or
contains a country name:

()  where the mark is considered descriptive of the origin of the goods in respect of
which registration is sought, even if the mark does not “consist exclusively” of the country
name;

(i)  where the use of the name of a State could be considered to be misleading,
deceptive or false as to the origin of the goods or services for which the registration is
sought, even if the mark includes other elements which accurately represent the origin of the
product;

(i) on the basis of public order or morality as defined by national law and/or policy in
place to protect country names; or

(iv) on the basis of any national law that offers sui generis or per se protection for
country names;

(2) The competent authority shall consider information submitted to it with respect to
factors from which it may be inferred that the mark is, or is not, distinctive, descriptive,
generic, misleading, deceptive or false.

Article 7
Determination of Whether to Accept a Mark with a Country Name®

(1) [Factors for Acceptance] Subject to Articles 2 to 6 above, the Office or competent
authority may accept registration of a mark which consists of or contains a country name:

(i) If the application for registration of the mark is supported by documentary
evidence to show that the goods or services for which the mark is proposed to be registered
originate from the country named in the trademark;

(i)  If the application for registration of the mark is supported by documentary
evidence of authorization by the competent authority or authorities, if any, of the relevant
Member State;
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(i) If the application for registration of the mark is supported by documentary
evidence of the applicant’s compliance with established national law and/or policy of the
relevant Member State named in the trademark regarding use of the country name or other
related designation;

(iv) if evidence is presented by the applicant to show that the country name as used
in the mark has a secondary non-geographical meaning and that the mark is not liable to be
perceived by the public as misleading, deceptive or false as to the origin of the goods and/or
services for which registration is sought; or

(v) if evidence is presented by the applicant to show that the mark is well-known
and/or has a reputation and that the mark is not liable to be perceived by the public as
misleading, deceptive or false as to the origin of the goods and/or services for which
registration is sought.

(2) If the goods or services for which the mark is registered or intended to be registered
originate from the country named in the trademark, the Office or competent authority, where
it has the power to do so, may impose a condition or limitation on the registration of the
mark, to the effect that the mark shall only be used in relation to goods and/or services which
originate in the Member State identifiable by the country name in the mark.

Article 8
Opposition and Invalidity

The grounds provided in Articles 2, 3, 4, 5 and 6 above for refusing the registration of a
trademark as being descriptive, non-distinctive, generic, misleading, deceptive or false, shall
apply to opposition and invalidity proceedings as applicable under national law®*.

Article 9
Unfair Competition or Passing-off*®

There shall be liability in a Member State under the applicable law when an act of unfair
competition or passing-off is committed, through use of a mark, business identifier or domain
name, consisting of or containing a country name, which is misleading, deceptive, false and
amounts to an act of unfair competition or passing-off in accordance with national law.
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[End of Annex and of document]
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