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INTRODUCTION

 AUTONUM  
The Standing Committee on the Law of Trademarks, Industrial Designs and Geographical Indications (hereinafter referred to as “the Standing Committee” or “the SCT”) held its sixteenth session, in Geneva, from November 13 to 17, 2006.

 AUTONUM 
The following Member States of WIPO and/or the Paris Union for the Protection of Industrial Property were represented at the meeting:  Algeria, Argentina, Armenia, Australia, Austria, Bangladesh, Barbados, Belarus, Belgium, Benin, Bosnia and Herzegovina, Brazil, Bulgaria, Cambodia, Canada, Chile, China, Colombia, Congo, Costa Rica, Croatia, Czech Republic, Denmark, Ecuador, Egypt, El Salvador, Estonia, Ethiopia, Finland, France, Gabon, Germany, Greece, Guatemala, Haiti, Hungary, Indonesia, Iran (Islamic Republic of), Iraq, Ireland, Israel, Italy, Jamaica, Japan, Jordan, Kenya, Kuwait, Latvia, Libyan Arab Jamahiriya, Lithuania, Madagascar, Malaysia, Mali, Mexico, Moldova, Morocco, Myanmar, Nepal, Netherlands, Norway, Paraguay, Poland, Portugal, Qatar, Republic of Korea, Romania, Russian Federation, Saudi Arabia, Serbia, Singapore, Slovakia, Slovenia, South Africa, Spain, Sudan, Sweden, Switzerland, Syrian Arab Republic, Thailand, The former Yugoslav Republic of Macedonia, Tunisia, Turkey, Uganda, Ukraine, United Kingdom, United States of America, Venezuela and Zimbabwe (88).  The European Community was also represented in its capacity as member of the SCT.
 AUTONUM  
The following intergovernmental organizations took part in the meeting in an observer capacity:  African Intellectual Property Organization (OAPI), Benelux Organization for Intellectual Property (BOIP), World Health Organization (WHO) and the World Trade Organization (WTO) (4).
 AUTONUM 
Representatives of the following international non-governmental organizations took part in the meeting in an observer capacity:  American Intellectual Property Law Association (AIPLA), Centre for International Industrial Property Studies (CEIPI), China Trademark Association (CTA), European Brands Association (AIM), European Communities Trade Mark Association (ECTA), International Association for the Advancement of Teaching and Research in Intellectual Property (ATRIP), International Association for the Protection of Industrial Property (AIPPI), International Chamber of Commerce (ICC), International Federation of Industrial Property Attorneys (FICPI), International Trademark Association (INTA), International Wine Law Association (AIDV), Japan Patent Attorneys Association (JPAA), Japan Trademark Association (JTA) and MARQUES (Association of European Trademark Owners) (14).
 AUTONUM 
The list of participants is contained in Annex II of this Report.

 AUTONUM 
The Secretariat noted the interventions made and recorded them on tape.  This report summarizes the discussions on the basis of all observations made.

Agenda Item 1:  Opening of the Session

 AUTONUM  
Mr. Ernesto Rubio, Assistant Director General, opened the session and welcomed the participants on behalf of the Director General of WIPO.

 AUTONUM  
Mr. Marcus Höpperger (WIPO) acted as Secretary to the Standing Committee.

Agenda Item 2:  Election of a Chair and two Vice-Chairs
 AUTONUM  
The Delegation of Switzerland, on behalf of Group B proposed as Chair of the SCT, Mr. Michael Arblaster (Deputy Registrar, Trade Marks and Designs, Hearings and Legislation, IP Australia, Woden ACT, Australia).

 AUTONUM  
The Delegation of Australia proposed as Vice‑Chairs of the SCT Mr. Maximiliano Santa Cruz (Counselor, Permanent Mission of Chile to the WTO, Geneva) and Mrs. Karima Farah (Head, Trademarks Service, Commercial Names and Trademarks Department, Moroccan Industrial and Commercial Property Office (OMPIC), Casablanca, Morocco).

 AUTONUM  
The Delegations of El Salvador and Kenya supported the proposals made by the Delegations of Australia and Switzerland.

 AUTONUM  
Mr. Michael Arblaster (Australia) was elected as Chair of the Standing Committee on the Law of Trademarks, Industrial Designs and Geographical Indications (SCT).  Mr. Maximiliano Santa Cruz (Chile) and Mrs. Karima Farah (Morocco) were elected as Vice‑Chairs.

Agenda Item 3:  Adoption of the Agenda

 AUTONUM  
The SCT adopted the Draft Agenda (document SCT/16/1 Prov.2) without modifications.
Agenda Item 4:  Adoption of the Report of the Fifteenth Session

 AUTONUM  
The SCT adopted the Revised Draft Report of the fifteenth session (document SCT/15/5 Prov.2) without modifications.

Agenda Item 5:  Trademarks

Questionnaire on Trademark Law and Practice

 AUTONUM  
The Secretariat recalled that the Questionnaire on Trademark Law and Practice had been on the Agenda of the SCT for the last four sessions.  Replies to the Questionnaire had been compiled into a summary document, which was first made available to the SCT as document SCT/13/5 and subsequently re‑issued as revised versions taking into account comments from Member States.  At the fifteenth session of the SCT in November 2005, the Committee had agreed that that document be kept available for all interested parties and be updated periodically on the basis of submissions from Members of the SCT.  Since the fifteenth session of the Committee, the Secretariat had received two requests for updating, and a revised document had been issued (document WIPO/STrad/INF/1).  The document was available for consultation on the Webpage of the SCT Electronic Forum.  The Secretariat would continue to update that document on the basis of new communications from Members.

 AUTONUM  
The Chair invited the Members of the SCT to verify the information contained in document WIPO/STrad/INF/1, in respect of their jurisdictions and to provide any comments to the Secretariat.  The Chair also invited delegations to look for issues which might arise from the document, with a view to the future work of the Standing Committee.

 AUTONUM  
The Chair concluded that document WIPO/Strad/INF/1 would be updated periodically on the basis of information provided by SCT Members.


New Types of Marks
 AUTONUM  
The discussion was based on document SCT/16/2.

 AUTONUM  
The Chair noted that the document contained both an overview of the situation in various jurisdictions and an analysis of some of the horizontal issues that cut across this topic in general.  The issue of new types of marks was likely to remain a topic of interest for trademark offices, as they seemed to be under pressure from two directions.  Firstly from manufacturers, who wish to publicize their products and identify their brands and secondly from consumers, who would like to prevent free-riding or deceptional confusion.  Although new types of marks were not the dominant signs applied for registration, they seemed to be important for those brand owners who used them nationally and wished to use them across markets.  Therefore, it appeared that the Committee could work on developing common approaches for dealing with these new types of marks.

 AUTONUM  
The Secretariat said that the new types of marks considered in document SCT/16/2 were grouped in two main categories, namely visible and non-visible signs.  The listing was however not intended to be exhaustive.  The section on cross-cutting issues included items that applied to all types of marks alike and that appeared to deserve some form of consideration.  The annexes to the document contained a number of examples of these new types of marks which had been provided by Members of the SCT on an ad hoc basis.

 AUTONUM  
The Delegation of Switzerland recalled that at the fifteenth session of the SCT it had proposed that the Committee discuss new types of marks and, in particular, color, shape and olfactory marks.  The Delegation noted that discussions which took place during the Diplomatic Conference for the adoption of the Singapore Treaty on the Law of Trademarks, as well as document SCT/16/2, had allowed it to have a better understanding of the issue and in particular, to understand the specific national practices with regard to the registration of new types of marks.  In that context, the Delegation believed that two issues could be considered by the SCT, firstly, the harmonization of criteria for the registration of these marks, and whether an office that accepts for registration new types of marks could apply to them by analogy the same criteria it applied to traditional marks.  Secondly, the harmonization of modalities for registration, in particular what would be considered an appropriate representation of the sign.  The Delegation considered that a discussion on new types of marks was timely and would help identify new developments in commercial practices, which would bring about the development of new signs.  The Delegation said that it was most interested in listening to other members of the Committee and learning about their experience in this field.

 AUTONUM  
The Delegation of Slovenia thanked the International Bureau of WIPO for the high quality of the document on new types of marks, which had allowed it to get a better insight into the problems and questions that arose in this connection.  The Trademark Office of Slovenia had limited experience with the new types of marks mentioned in the paper, except for three-dimensional marks and color per se marks.  The Delegation mentioned that

three-dimensional marks were rather numerous and should perhaps no longer be included in the category of new marks.  However, a number of problems derived from the overlapping protection with design, and examiners in Slovenia had great dilemmas between the innovation that is required for the protection of design and distinctiveness, which is a specific requirement for trademark protection.  It seemed difficult to establish a boundary between these two types of protection.  With regard to color marks, the main question was whether the color should be delimited by a shape, such as a square, in which case one could use the Vienna Classification, but this would not help in the case of color per se.  The Delegation believed that the Standing Committee should deal with these matters under Section III(c) of document SCT/16/2, namely the application of trademark principles, in order to clarify what kind of representation should be provided to the office.  Harmonization in this area would be very beneficial to users.

 AUTONUM  
The Delegation of Singapore thanked the International Bureau of WIPO for the very comprehensive documents prepared for the current session of the SCT.  In the area of new types of marks, the Delegation shared the notion that these marks were not dominant in the Register.  However, they posed certain difficulties in terms of interpretation and application of trademark principles.  It should be clarified whether the Office should apply the same criteria of distinctiveness than for more traditional marks and what the criteria would be for graphical representation, particularly of non-visible signs.  For example, in the case of olfactory marks, whether the Office could accept a chemical formula and/or other means of representation.  As for color per se marks, would the plain reproduction of that color suffice or would the color code need to be provided, or should the Office require that the colors as applied in the packaging or as applied to the goods be detailed in the application form.  The Delegation concluded that the Committee could explore various guidelines concerning graphical representation of these new types of signs.

 AUTONUM  
The Delegation of Ecuador wished to join previous speakers in thanking the International Bureau of WIPO for the high quality of the documents prepared for the current session.  With regard to document SCT/16/2, the Delegation wished to note that a texture mark had already been registered with its office.

 AUTONUM  
The Delegation of Brazil said that national legislation in Brazil excluded the registration of non-visible signs, as probably also did the legislation of many other members.  Therefore, the issue of new types of marks required an in-depth analysis, as there could be an implication that several members would eventually have to change their legislation to cover these marks.  The Delegation believed that there could be a surcharge of additional demands placed on Patent and Trademark Offices, particularly in developing countries, because the examination of these marks required additional expertise from the examiners or specific and sophisticated technologies.  The Delegation recalled that in the context of the proposals for a Development Agenda for WIPO, several members of the Organization had stressed the need to establish benchmarks or impact assessment studies prior to engaging in the discussion of additional levels of protection, new treaties or even amendments to existing treaties.  As to document SCT/16/2, the Delegation considered it a very important starting point to discuss the issues pertaining to new types of marks.  However, the document could be expanded to cover the following aspects:  (a) the potential economic relevance of these marks for less developed markets;  (b) the possibility of overlapping protection, for example with copyright, in the case of motion marks, and (c) the need to consider the exhaustion of rights and limitations and exceptions to protection, for example in the case of color, which may be viewed as a public good over which there should not be, at least in principle, any proprietary rights.  The Delegation noted that colors could be used for artistic or educational purposes and could be culturally relevant in many countries.  The Delegation suggested that the Secretariat produce a more comprehensive version of document SCT/16/2, by elaborating on these issues.

 AUTONUM  
The Chair clarified that the objective of the discussion on new types of marks was not to require at any point in the future the introduction of protection for this or any other type of mark in jurisdictions that currently did not provide for it.  The essence of the discussion was to find common approaches for dealing with new types of marks in those markets where they are present and probably to avoid the use of sophisticated technologies for the examination of those signs.

 AUTONUM  
The Delegation of Norway declared that the Trademarks Act of Norway required the graphical representation of signs that were applied for registration as trademarks.  With regard to non-visible signs, and in particular sound marks, the Delegation mentioned that the Trademark Office of Norway had 21 sound mark applications and all of them were accompanied with musical notes for publication.  The Office required a description of the sound in words to be published together with the musical notes.  It was considered that the public would more easily understand the description in words stating for example the notes, the instruments used, the volume, the beat and the length of the sound, than the notes alone.  The Office also required that the applicant submit the sound on an MP3 file to be published electronically on the office website, that had a sound icon through which the sound was available.  The Trademark Office of Norway had received only one application for a moving image mark, which was under examination and it had received no scent mark applications.  The Delegation joined previous speakers in welcoming a discussion on the harmonization of requirements for the graphical representation of new types of signs.

 AUTONUM  
The Delegation of the United States of America said that it had relied on the document prepared by the International Bureau to elaborate on the practice of the United States Patent and Trademark Office (USPTO) with regard to new types of marks.  The Delegation declared that the USPTO had received applications for non-traditional marks over the years and had developed specific examination practices to deal with them in an ad hoc manner.  For that reason, the Delegation considered that a discussion on this matter was useful in order to share experiences, learn from others and develop a better conceptual framework for approaching new types of signs.  The USPTO had recently received the first taste mark application and a few texture marks could be found in the register.  Although non-traditional marks did not comprise a large segment of the register, it was expected that pressure from the private sector would increase to register these signs in the future.  The Office had found, however, that no new technology was needed to examine these marks, but a combination of practical examination techniques, basic trademark analysis and some policy discussion to set the boundaries between different intellectual property rights.  The critical question to be answered was whether the sign functioned as an indication of source of the goods or services and whether consumers perceived it as a mark.  The United States Trademark Act encompassed non-traditional marks as eligible subject matter by not excluding them from the definition.  Also, the Supreme Court of that country had ruled in the mid-1990’s that “it is the source‑distinguishing ability of a mark not its ontological status as a color, shape, fragrance, word or sign that permits it to serve basic purposes of a trademark”.  Two main aspects were considered to determine whether the sign was capable of distinguishing: (a) whether the sign served as a mark and (b) whether it was functional for the goods and services applied for.  The first aspect was particularly relevant for the examination of non- traditional signs because they might not be used or perceived as source identifiers.  Factors to determine whether these signs could be registered, included:  the commercial impression of the mark, the relevant practices in the trade, for example, to see whether the sign is unique in the particular field or is only a refinement of a common feature and whether there are any secondary uses of the sign.  In addition, for matter that did not inherently function as a mark because of its nature, evidence of acquired distinctiveness would be required.  As to the second test of functionality, even if a sign was used and could possibly serve as a mark, it might not be capable of distinguishing as a public policy matter, if it was essential to the use or purpose of the product or if it affected its cost or quality.  The functionality doctrine in the United States of America was intended to encourage legitimate competition by maintaining the proper balance between trademark law and patent law.  This doctrine ensured that the protection for utilitarian product features was properly sought by a limited duration utility patent and not through the potentially unlimited protection of a trademark registration.  With regard to the representation of these marks, the Delegation noted that there had been some discussion in the WIPO Standing Committee on Information Technologies (SCIT).  However, it was interested in working on this matter in the SCT.  The Delegation declared that in the United States of America, the main purpose of the drawing was to provide notice of the nature of the mark sought to be registered.  Consequently, in the case of a mark that consisted only of a sound, a scent or some other completely non-visual subject matter, the applicant had to submit a detailed written description that clearly explained the mark.  No drawing was required in that case.  As to the representation of color, the USPTO did not require the indication of a PANTONE® code or other similar color code, because these were proprietary systems.  However, such indications would be acceptable if the applicant wished to include them in the record.  The Office accepted specimens of use to be included in the search databases, so that notice of the mark was provided.  The Delegation concluded that the representation of new types of marks was not a big challenge for the Office as long as a description could be provided.

 AUTONUM  
The Delegation of Chile, recalling the intervention by the Delegation of Brazil, said that the subject was rather complex and required caution.  Important issues of public interest were involved and they demanded that any requests for harmonization of procedures for the registration of new types of signs be given careful consideration.  Although harmonization seemed to deal only with formalities, the distinction between those and more substantive matters was very subtle.  For example, regarding the question of color.  There were reasons of public interest to prevent the registration of color per se marks because the number of colors available was limited.  According to one of the international color codes, the number of existing colors was 1,800.  Some delegations had also expressed that they did not advise the use of these systems because they were proprietary.  The Delegation indicated that amongst the conditions of use of those systems, it was stated that the colors contained in the system were protected under Copyright.  Document SCT/16/2 dealt with the question of shades of color.  However, in the view of the Delegation, it was very difficult for the general public to recognize different shades of the same color.  Thus, it would be relatively easy to infringe a color per se mark.  There were also well-known color marks for which protection was extended beyond the class or classes of products and services covered by the registration.  The Delegation noted that there were problems with overlapping protection on the same object, for example three-dimensional marks and color marks were also protected under Copyright.  In document SCT/16/2 the International Bureau had mentioned certain aspects of overlapping protection.  However, it had not specified that there were real problems with the distinctiveness or the functionality of these signs.  The Delegation did not believe that distinctiveness acquired through use was enough to justify protection, because certain objects, like INNs, should not be liable for protection as marks.  In the opinion of the Delegation, the issue of overlapping protection was far too limited in the document prepared by the Secretariat and this point should be further developed by bringing aspects of competition law, instead of creating new standards of protection.

 AUTONUM  
The Delegation of El Salvador indicated that the Trademark Law of El Salvador had been recently amended to cover new types of marks.  The Delegation announced that it would forward this information to the Secretariat for its inclusion in document WIPO/Strad/INF/1.  The Trademark Office of El Salvador was also working on certification marks and appellations of origin.  Protection for sound marks was provided under national law, and although no applications had been received, it was foreseen to require as representation of the mark the notes on a stave and a recording of the sound.  Combinations of color were protected, but not color per se on the grounds that the number of colors available was limited.  Holograms were also protectable.  The Delegation noted that one interesting aspect of the new law was the possibility to request the cancellation of a mark for lack of use.  In this case, there was a reference to the law regulating uniform procedures, whereby users were entitled to request the revocation, opposition or cancellation of a registration.

 AUTONUM  
The Delegation of Australia joined other delegations in thanking the International Bureau of WIPO for the preparation of the document on new types of marks.  Since 1995, following the adoption of new legislation in Australia, it was possible to register a wider range of signs as trademarks, and since then over 2,300 such applications had been received.  They amounted to about 1% of total applications, but in spite of the small numbers, users often requested the Office to provide guidance.  The national Trademark Act clearly set out the requirements for new kinds of signs in the Regulations.  The legislation required that a trademark be represented graphically.  The representations had to demonstrate the nature of the mark and show each feature clearly enough to permit proper examination, in particular, where the trademark contained or consisted of a sign that was a color, scent, shape, sound or an aspect of packaging or any combination of those features.  The application or registration should include a concise and accurate description of the trademark and that description was entered as an endorsement on the registration.  It was clear from the Regulations that new kinds of signs needed both pictorial representations of the trademark –where possible– and a clear description before the scope of the application could be properly defined and effective examination could take place.  Sound marks had to be provided to the Office in an audible form.  A breakdown of the statistics for these marks was:  1,500 applications for shape marks, over 700 applications for color, 53 applications for sound and 7 for scent marks.  The Delegation noted that in Australia there was a much higher rate of lapsing relating to new kinds of signs.  In fact, around 51% had lapsed and this was dramatically different to the normal rate, which was less than 20%.  The Delegation further noted that the Trademark Office in Australia had learned a great deal about the examination of new kinds of signs over the last 10 years and it had been able to provide improved advice to users of the system about what would be acceptable.  However, the area where consensus was lacking was whether certain signs could be protectable in other jurisdictions.  Therefore, the Delegation strongly supported the analysis of commonalties in relation to new types of signs, with a particular focus on descriptions and endorsements.  It also welcomed the development of guidelines or best practices in this area.

 AUTONUM  
The Representative of the European Community said that he would support discussions on new types of marks, with a priority on the harmonization of formalities for the registration of these marks, to achieve common approaches in that field amongst members of the SCT.  The Representative believed that this was a key interest for trademark owners, who would wish to see a majority of States applying the same or similar criteria for the formality assessment of these signs.  As to the question of distinctiveness, namely how far these signs may be seen as functioning like sources of origin of the goods or services, the Representative believed that although this question was interesting, it depended to a large extent on the individual market situation and consumer perception.  The Representative noted that one particular aspect of the formalities assessment of new types of marks was the requirement of graphic representation, which was developed in document SCT/16/2.  The document made reference to a judgement from the European Court of Justice in the Sieckmann Case, where the Court established criteria for the proper representation of an olfactory mark.  The Court ruled that the representation of a mark had to be clear, precise, self-contained, easily accessible, durable and objective.  The Representative believed that these were very useful principles in assessing the adequacy of a graphic representation and suggested that the Standing Committee include them in its discussion on this topic.

 AUTONUM  
The Delegation of Denmark considered that document SCT/16/2 was a very important and interesting starting point on the issue of new types of marks.  According to the legal system applied in Denmark, there was a requirement for the graphical representation of trademarks.  The national trademark office had thus far registered sound and moving image marks.  The Delegation expressed support for the comments made by the Delegation of the United States of America on the point that whether or not a sign applied for registration constituted a mark, depended on whether consumers saw it as a source identifier.  This perception was likely to change over time.  The Delegation noted that there was currently a tendency towards the development of brands rather than just relying on trademark protection.  This tendency would place new types of marks higher on the agenda.  In conclusion, the Delegation welcomed further discussions of this issue in future meetings of the SCT.

 AUTONUM  
The Delegation of Madagascar thanked the International Bureau for elaborating document SCT/16/2, which it found very useful and complete.  The Delegation wished to support comments made by the Delegation of Slovenia regarding the question of overlapping protection between three-dimensional marks and industrial design.  The Delegation hoped that discussions in the SCT would help cast some light on this question.  The Delegation declared that, for the time being, its Office had not received applications for taste, sound or olfactory marks.

 AUTONUM  
The Delegation of Italy expressed satisfaction with the text prepared by the International Bureau.  The Delegation said that currently, non-traditional marks, namely sound, olfactory and taste, or any other type of mark could be filed with the Trademark Office of Italy.  However, if the requirement of graphical reproduction was not fulfilled for any such signs, the application would be declared non receivable.  The Delegation noted that its position was the same as that reflected in the report of the previous session.

 AUTONUM  
The Delegation of Japan expressed its appreciation to the International Bureau for the remarkable document prepared on this issue.  The Delegation declared that even though authorities in Japan had had a thorough discussion on new types of marks, namely sound and olfactory marks, it was not clearly determined whether the protection of such marks was urgently required by users in that country.  Nevertheless, the Delegation considered that it would be fruitful to discuss and clarify issues concerning new types of signs in the light of harmonization.  The Delegation noted, however, that with regard to some of these marks, it was difficult or almost impossible to clearly specify the scope of the trademark rights, and that could lead to difficulties in the examination process and in the enforcement of the corresponding trademark rights.  Therefore, the Delegation considered that it was important to develop guidelines concerning all these aspects of the new types of marks.

 AUTONUM  
The Delegation of the Russian Federation pointed out that national legislation in the Russian Federation did not contain limitations as to the types of signs which may be applied for registration as trademarks.  The corresponding regulations specified the requirements that had to be fulfilled for the registration of all types of marks, including non‑traditional signs.  However, the regulations specified detailed requirements that had to be fulfilled for the registration of certain new types of marks such as sound and three‑dimensional marks, and did not specify those for the registration of other non‑traditional marks.  This constituted a problem for both applicants and examiners who received those applications.  For the trademark office, the main practical problem was how to publish these marks.  Publication could be achieved where the application contained a detailed description showing the main elements of these marks.  The Delegation believed that it would be useful for the Standing Committee to work on the elaboration of common approaches for the classification, the representation and description of these new signs.  In the view of the Delegation the same basic requirements of the law should be applied to both traditional and non-traditional trademarks.  Examiners should also consider absolute grounds for refusal, conflicts with prior rights, overlap with other types of intellectual property rights and exclusions and limitations to protection.  As other delegations had also mentioned, one key element was to determine whether the sign applied for could function as a trademark and be perceived as such by consumers.  The Delegation concluded that document SCT/16/2 was useful for the Standing Committee to formulate common approaches in this area.

 AUTONUM  
The Delegation of the Republic of Korea said that there were a lot of interesting but difficult issues around non-traditional marks.  With regard to three-dimensional marks in particular, the Delegation wished to raise a question and seek some useful experience from other SCT members.  The Delegation noted that there were two types of three-dimensional marks, one which had distinctive three-dimensional shape or configuration, and another which, not having such a distinctive three-dimensional shape, had other distinctive elements, such as letters or figures displayed on the shape.  The Delegation wondered whether or not this second type of mark should be accepted for registration as a three-dimensional mark and what would be the rationale for an Office to accept such registration.  The Delegation also wondered whether in any jurisdiction this type of three-dimensional mark would be refused and asked for any useful insight from other delegations.

 AUTONUM  
The Representative of INTA declared that generally, the position of that organization was that any sign which could function as a trademark should, in appropriate circumstances, be entitled to trademark recognition, protection and registration.  In this connection, the Board of Directors of INTA had adopted in November 2006 a resolution supporting the recognition and registration of “touch” marks.  Therefore, INTA followed with great interest the consideration of this item by the Standing Committee.  The Representative mentioned that the Board of Directors of INTA had also adopted a resolution welcoming the further harmonization of trademark administrative procedures brought about by the Singapore Treaty and supporting adherence to that Treaty.

 AUTONUM  
The Chair invited delegations to share any experience they may have or provide any comments regarding the questions raised by the Delegation of the Republic of Korea.

 AUTONUM  
The Delegation of Mexico said that national legislation allowed the registration of three-dimensional marks which were accompanied by other symbols, such as denominations and designs.  These were known as mixed or complex marks.

 AUTONUM  
The Delegation of Argentina said that the Trademark Office in Argentina took a rather liberal approach in accepting for registration marks that consisted of either visible or non‑visible signs.  The interpretation was that as long as their registration was not expressly prohibited under the law, it was allowed.  Since there were no specific prohibitions on new types of signs, they were accepted for registration.  The Delegation also noted that this practice had been well received by the professional and academic sectors in Argentina.  National trademark law dated back to some years and discussions were currently engaged to amend it.  One of the points considered in the amendment was how to fight the infringement of trademark rights and integrate questions of unfair competition.

 AUTONUM  
The Delegation of Bulgaria, referring to the issues raised by the Delegation of the Republic Korea, said that in Bulgaria, there were special regulations for three-dimensional marks.  The most important point for the Office was to determine whether the sign applied for was distinctive per se.  In that case, the rules applied were identical for any other type of mark.  Where the sign was not in itself distinctive but it was accompanied by other signs, a disclaimer was made of the shape and therefore the shape was not protected.  However, the office in Bulgaria did accept these signs for registration because it considered that the shape accompanied by other signs could be distinctive as a whole.  The Delegation considered that this practice was close to the concept described in document SCT/16/2 in relation to position marks.

 AUTONUM  
The Delegation of Portugal said that its position with regard to three-dimensional marks was very similar to the position explained by the Delegation of Bulgaria.  In Portugal, three‑dimensional marks that were accompanied by verbal compositions were protected if they were found to be distinctive.  Three-dimensional signs could also be protected, even if they were not distinctive, when they were accompanied by other elements.  In the view of the Delegation, the substantive question was to determine whether signs which had no distinctivity per se could be protected as three-dimensional marks.

 AUTONUM  
The Delegation of Turkey said that according to national legislation in Turkey, three main requirements had to be fulfilled for the registration of any type of trademark.  The sign had to be distinctive, non-descriptive and capable of being represented graphically.  In application of this rule, three-dimensional marks, color marks, holograms, slogans, titles of films and books, names of books, motion and multimedia signs were all registrable if they fulfilled the criteria.  The situation was not the same for the non-visible signs, namely sound marks, olfactory marks, taste and texture marks.  The main question on these types of signs was whether they were distinctive, in other words, whether they could serve to identify the goods or services of one undertaking and distinguish them from those of others and whether they could be represented graphically.  The Delegation noted that, having heard previous speakers, it seemed that the questions around these types of signs were generally similar and the problems were common.  In conclusion, the Delegation believed that an assessment of formalities with a view to achieving a common approach for harmonizing the representation of non-visible signs, in particular, was very important.

 AUTONUM  
The Delegation of Finland noted that the Trademark Office in Finland had faced some difficulty in assessing color marks in relation to services.  The Delegation noted that a mere color could not be presumed to constitute a sign and very often the applicant was required to provide an indication as to how the person or company had used the color, so that the color acquired distinctiveness through use.  It seemed difficult for a company to provide proof of use of a color in the course of its trade, where the trade was a service.  The Delegation illustrated this difficulty with the following example.  A real estate agency in Finland was known for the fact that its employees drove cars painted in a particular color.  The company applied to register that color as a trademark and the Trademark Office assessed the application on the basis of use of the color.  However, there seemed to be a difficulty in establishing a link between the real state services provided by the company and the automobiles used by its employees.  The company had used that same color in various other aspects, thus the issue was not entirely clear.  The Delegation wondered what the situation would be if the color were finally registered as a trademark, namely, the scope of protection and the types of uses of the same color by other parties that could be prevented.  Although these would be issues to be dealt with by the Courts, the Delegation wished to hear the views and experiences of other members of the SCT.

 AUTONUM  
The Delegation of the United States of America said that the difficulty with color for service marks seemed to be whether the mark had acquired distinctiveness.  When dealing with color marks for services, the USPTO focussed on being able to determine whether the applicant could prove that consumers recognized the color as a service mark.  To prove this, the applicant would submit consumer surveys or affidavits from consumers who would explain how they perceived the color sign as a trademark.  The Office would also look at advertising that promoted the mark, for example:  “UPS, look for the brown truck!” or any other examples where the company was specifically promoting their color as a service mark.

 AUTONUM  
The Delegation of the United Kingdom said that its trademark office had acquired experience with new types of marks since 1994, when the new Trademark Act was introduced.  This legislation allowed the registration of any sign that was capable of being represented graphically and lifted any restrictions on protectable subject matter.  The Delegation noted that the main problem with all the new types of signs was whether or not they could be represented graphically and from the practice of the United Kingdom Trademark Office it could be seen that some types of trademarks were easier to represent than others.  A second question that had been asked was whether new types of marks should be treated in a different manner or had different hurdles to overcome in order to be registered.  The answer to that question had been negative, following decisions of national courts and of the European Court of Justice.  Regarding distinctiveness, the criteria was exactly the same as for all types of marks, namely whether the sign was seen as a trademark or as a badge of origin.  With regard to the representation of color marks, the Delegation mentioned that the United Kingdom Trademark Office had changed its practice and currently required the indication of an international color classification code for a color mark application.  It appeared from document SCT/16/2 that this Office was the only registry that would accept a color mark without a representation of the actual color.  Thus, for example in the United Kingdom, a formulation such as “the mark consists of the color orange PANTONE®  reference #…” would be acceptable as a proper graphical representation of a color mark.  This was based essentially on two European Court of Justice decisions, namely Sieckmann and Libertel, which set out the requirements for graphical representation of scent and color marks, respectively.  In this connection, the Delegation believed that it would be extremely useful to develop agreed standards for the representation of color marks, because the fact that different countries accepted different signs for registration could create problems if such marks were used for Madrid Protocol applications.  In relation to the issue raised by the Delegation of Finland, the Delegation said that the United Kingdom practice on color marks for services was exactly the same as that described by the Delegation of the United States of America.

 AUTONUM  
The Delegation of Italy wished to support the positions expressed by previous speakers.  In Italy, a sign was registered as a trademark if it was represented graphically and was capable of distinguishing the goods and services of a particular person or undertaking in the market place.  Therefore, in Italy even one color alone could be registered as a mark.  Indeed, the determining factor as to whether a sign was registrable was distinctiveness and not the total number of colors.  However, color could also be descriptive, for example the colors red or white for wine would be refused, as these were the normal colors of wine.  On the other hand, a special shade of brown applied for delivery services had been registered in Italy and was even considered a strong mark.  In that case, the color was not descriptive of the services it applied to.

 AUTONUM  
The Delegation of Finland thanked all delegations which had shared their experiences in relation to color marks applied to services.  The Delegation noted that its position was similar to that expressed by the Delegations of the United Kingdom and the United States of America.  The Trademark Office of Finland had, like other offices, registered the color mark brown for delivery services.  However, the Delegation believed that there was a small difference between the latter case and the situation described in relation to the mark applied for in Finland for real estate services.  In the case of transportation or parcel services, the use of automobiles was essential but it was not so for real state services, even where the real state agents would use cars painted in a specific color.  The Delegation concluded that perhaps the difficulty continued to be how particular signs would pass the hurdle of sufficient distinctiveness.

 AUTONUM  
The Chair noted that another issue raised by the Delegation of Finland was that of the scope of protection of color marks and the nature of the rights that could be enforced.  The Chair asked Delegations to share their experiences or case law on this matter.

 AUTONUM  
The Delegation of Italy said that in Italy, the Supreme Court of Appeals had issued a ruling on the scope of protection of one single color mark.  The Delegation would forward the text of that decision to the International Bureau.

 AUTONUM  
The Delegation of Germany said that in Germany there was no case law on this subject, but the Delegation could provide some elements of its Office practice.  In determining the scope of rights of a color mark, and whether use of the color by another party constituted infringement of the mark, it was essential to determine the extent of such use.  For example, if all the staff of a competitor firm wears a T-shirt in the same color as that registered, there would be an infringement.  However, this would not be the case if only one staff member happened to wear a T-shirt which was, by chance, of the same color or nearly the same color as the mark.  The key point was whether the color was used as an identifier of the business.  In relation to the point made by the Delegation of Finland as to what type of use of the color the applicant needed to prove, the Delegation said that in Germany, it would be enough that the applicant firm had used the color in its means of transportation, the clothes of its employees or even its printed documents.  The rationale was that services did not have color and therefore, color had to relate to them in some way.  The Delegation noted that, as mentioned by the Delegation of the United States of America, a survey would be required to prove that the public related a specific color to a firm.  In nearly all cases, color was not distinctive per se but became distinctive through use.

 AUTONUM  
The Delegation of the United States of America noted that an applicant who wished to register color as a trademark with the USPTO, had to show acquired distinctiveness, because color per se was not inherently distinctive.  In the case of the UPS registration of the color brown for delivery services, the applicant had actually evolved from a situation of refusal of the application to one where he managed to provide evidence that the color brown was associated with delivery services.  This was done so through a marketing approach where the company actually used the word “brown” in its advertisements, and slowly developed the idea in the minds of the consumers that brown was associated with delivery services.

 AUTONUM  
The Chair invited Delegations to share their experiences on three-dimensional marks.

 AUTONUM  
The Delegation of the United Kingdom said that its Trademark Office accepted
three-dimensional marks since 1994, the date of application of the new Trademarks Act.  The primary consideration with these marks was the perception of the average consumer when looking at them.  Often, a three-dimensional mark would not be perceived by a consumer on first encounter as being a trademark because of its non-conventional aspect.  The consumers were not used to seeing a bottle, for example, as an indication of trade origin.  However, according to the Delegation, certain three-dimensional marks stood out as indicators of origin.  The Delegation mentioned as an example the Jean-Paul Gauthier perfume bottle, which consisted of the bust of a woman or the bust of a man.  This shape was clearly registrable as a trademark without a use requirement.  The Delegation indicated that the more standardized the bottle was, the more likely it was to be refused as a three-dimensional mark.  The Delegation added that the practice of its Office was based on the ruling by the European Court of Justice in the case of Philips v. Remington, in which the question of functionality was also mentioned.  With three-dimensional marks, it was important to determine whether or not the shape was a functional requirement of the goods.  The Delegation declared that amongst the new types of marks, three-dimensional mark applications were the most numerous that the Office had received.

 AUTONUM  
The Chair then asked whether the United Kingdom Office had any experience of two‑dimensional mark registrations before 1994, which were then replaced with three-dimensional mark registrations after the passage of the new legislation.

 AUTONUM  
The Delegation of the United Kingdom replied that the Trademark Office had received some of these cases and mentioned the Coca-Cola bottle as example of a sign which was registered as a two-dimensional mark under the previous Trademark Act and was reapplied under the new act to as a three-dimensional mark.  The Delegation noted, however, that under the new Act, an application for a two-dimensional mark that was represented by a picture which was in fact the two-dimensional representation of a three-dimensional mark, would be considered by the Office as a three-dimensional mark.

 AUTONUM  
The Delegation of the United States of America referred to national jurisprudence on three-dimensional marks and how they related to “trade dress”.  Product design was distinguished from product packaging, both of which were protected under the United States Trademark Act.  If the trade dress fell within the category of product design, the Supreme Court had ruled that it could never be inherently distinctive and therefore the applicant had to show acquired distinctiveness.  It was difficult sometimes to figure out if it the matter applied for was a product design or if it was the product packaging.  In such cases, caution was recommended and the Office would consider ambiguous trade dress as product design and it would require secondary meaning.  Product design almost invariably served purposes other than source identification and consumers were aware that even the most unusual product design was intended not to identify the source but to render the product itself more useful or appealing.  Unlike product design, trade dress (product packaging) could be inherently distinctive and be registrable if it did identify source to the consumers.  USPTO examiners used four different factors to determine whether product packaging would be registrable:  (a) whether the design was a common basic shape, (b) whether it was unique or unusual in the field in which it was used, (c) whether it was a mere refinement of a commonly adopted and well known form of ornamentation for a particular class of goods perhaps viewed as ornamentation, and (d) whether the design was capable of creating a commercial impression distinct from any accompanying words.  Functionality was a separate question to be addressed.  The main point was to determine whether the feature was essential to the use or purpose of a product or if it affected the cost or quality.  If this was the case, the trade dress was functional.  Thus USPTO examiners checked if there was a utility patent that disclosed the utilitarian advantages of the design sought to be registered, or whether in the advertising the applicant talked about the utilitarian advantages of the design.  Examiners asked for facts pertaining to the availability of alternative designs and also checked if there were any facts pertaining to whether the design resulted from a comparatively simple or inexpensive method of manufacture.  When the Office believed that a proposed mark might be functional in the first office action, the examining attorney asked the applicant to provide all of this information to determine registrability and also asked if the design was the subject of a utility patent or a pending or abandoned patent application.  In addition, the Office also asked for advertising or promotional materials.  A design patent in the United States of America was a factor that weighed against a finding of functionality because a design patent, by definition, protected only ornamental and non-functional features.  However, ownership of a design patent itself did not necessarily establish that a product feature was non-functional and could be outweighed by other evidence supporting a functionality determination.  The Delegation concluded that, by considering the questions of whether a design served as a mark and whether or not it was functional, a balance was struck between the needs of owners and competitors.

 AUTONUM  
The Delegation of Italy said that in Italy it was possible to file for registration of a
three-dimensional mark since 1942.  There was no problem with the registration of these trademarks as long as they were distinctive and capable of graphical representation.  The Delegation mentioned as an example of a clearly distinctive shape mark registered by the Trademark Office, the bottle of an Italian aperitif, which had a triangular shape.  The Delegation noted, however that the Office had not received a large number of
three-dimensional mark applications.

 AUTONUM  
The Chair then asked Delegations to share their experiences on the issues raised by the Delegation of the United States of America concerning product packaging.  In particular, the fact that where product packaging rendered the article more attractive, this counted against the registrability of the sign.

 AUTONUM  
The Delegation of the United Kingdom said that attractiveness was a difficult question because one could say that the attractiveness of a shape could give it the distinctiveness.  In the United Kingdom, three basic principles were considered to determine whether or not a shape mark could be registered:  (a) whether the sign consisted exclusively of the shape which resulted from the nature of the goods themselves, (b) whether it was the shape that was necessary to obtain a technical result or (c) whether the shape gave substantial value to the goods.  Thus, if the sign was an ornamentation for which the client had to pay more, it would generally fall under the last heading.  The Delegation concluded that the Office would always analyze each case on its merits.

 AUTONUM  
The Delegation of Sweden said that one case had been decided by the Patent Appeals Court shortly after Sweden joined the European Union and applied the Trademarks Directive. The Case related to the pre-requisite of whether a shape gave substantial value to the goods. An application filed by a manufacturer of silverware and the applicant sought to register the ornamentation at the hand-end piece of a table spoon set.  As representation of the sign, the applicant filed paper copies or print-outs of the hand pieces and argued that these elements had acquired distinctiveness through use, which was recognized by the public.  Since the shape was considered to give substantial value to the goods, the application was refused on absolute grounds and for competition reasons.

 AUTONUM  
The Delegation of Germany indicated that the situation in Germany was similar to that described by the Delegation of the United Kingdom.  The national Trademark Office also checked the shape applied in relation to the three points mentioned by the Delegation of the United Kingdom.  However, the Trademark Office in Germany did not carry out such a strict examination as that described by the Delegation of the United States of America.  The Office did not check whether there was a patent on a similar design.  If an element was not dictated by an absolute technical necessity, this obstacle was overcome and the Office went on to examine concrete distinctiveness and to assess whether the three-dimensional shape could be perceived as a mark.  The Delegation concluded that there seemed to be quite a large difference in examination practices.

 AUTONUM  
The Chair asked delegations to share their experiences generally with all the other new types of signs that were mentioned in document SCT/16/2, or any other type of sign that was not included in that document.
 AUTONUM  
The Delegation of Sweden said that it wished to share some general comments on various types of marks.  In relation to position marks, the Delegation noted that the Trademark Office of Sweden had registered a series of applications for positioning of pockets on jeans trousers.  Since this was a registration under the Madrid System, the Delegation believed that other countries could have also been designated.  With regard to olfactory marks, the Delegation noted that between 2000 and 2001, the Trademark Office of Sweden received a number of applications for scent marks, to be applied to perfume.  The representation of the mark was a very simple gas chromatogram.  The first office action indicated the intention to refuse these applications on grounds of lack of distinctiveness, because a smell applied to perfumes seemed quite generic, and secondly, because there was a lack of representation.  The Office held that the representation was ambiguous, because the gas chromatogram had no scale, it contained no reference as to what objects were measured, nor an indication of the temperatures.  Since the applicant did not respond, the case was not tried even in refusal.  The Delegation added that, after the Sieckmann case, there were no other olfactory mark applications.  In relation to movement marks, the Trademark Office of Sweden had received one application which consisted of a sequence of six or eight pictures, which put together became a short film of a figure in motion.  At the time of that application, the Office argued that there was a lack of representation of the mark.  The Delegation noted that perhaps currently, the application could be considered differently, since there were a number of similar registrations in other European countries.  The Delegation declared that the Trademark Office had registered approximately a dozen sound marks and had received a few other applications.  For all registered sound marks, the Office had accepted musical notation as adequate graphical representation.  This practice was later confirmed or at least encouraged by the European Court of Justice.  In addition, there was also discussion as to whether a piece that was replayed too many times over a period of time lost its distinctiveness, but this discussion was inconclusive.  The Delegation said that generally, the Trademark Office had not tested one sound mark against another and therefore did not try the scope of protection or the likelihood of confusion.

 AUTONUM  
The Delegation of the United States of America said that in the USPTO there had been similar discussions about the length of a sound mark.  It was considered that the longer the sound was, the less likely that it would be perceived as a trademark.  The USPTO had not dealt with the issue of likelihood of confusion.  However, this and other issues were part of a broader discussion on how to improve the processing of sound mark applications, particularly in view of their increasing numbers.  It was foreseen to require the applicant to provide more specificity in describing the sound and in some cases requiring the musical score or a recording of the sound to be incorporated into the Office search database.

 AUTONUM  
The Delegation of Slovenia said that its Trademark Office had come across the problem of the length of slogans.  Some applicants had actually asked whether there was a requirement in terms of how many words should be included in a slogan.  The Delegation believed that very long slogans lacked sufficient distinctiveness, whereas brief and well sounding slogans could be quite distinctive.  The Office in Slovenia would be likely to accept a rime, for example, but not a whole poem.

 AUTONUM  
In this connection, the Delegation of the United States of America noted that the length of the slogan was important.  An application had been submitted to the USPTO to register the “Boy Scouts” oath, which was several paragraphs long.  The Office refused that application on the basis that this was not a trademark but a series of statements as to what the club did.  This decision was confirmed by the Trademark Trial and Appeal Board.

 AUTONUM  
The Delegation of Australia said that, in relation to slogans, the Trademark Office had undertaken some interesting work, the results of which could be made available to the Delegation of Slovenia.  In relation to movement marks, the Trademark Office had received an application to register a character as portrayed in a short video clip.  The applicant insisted on the video clip on its own to constitute the representation of the mark.  A key issue for the Office was to establish whether a moving image in video form on its own could satisfy the requirements for registration and how long the footage should be.  Under preexisting legislation, the Office would have registered the character in different poses as a series of marks.  However, in that case, it appeared that the applicant desired to protect the nuance of the way the character moved and any expression that was portrayed during the movement.  The Office decided that it would accept the video footage together with an endorsement and the stills of the image.

 AUTONUM  
The Delegation of Italy noted that sound marks were on the list of signs that could be registered as trademarks under national legislation, as long as they could be represented graphically.  The graphical representation for all sound marks registered with the Office consisted of musical notation, except for a sound mark consisting of the lion’s roar.  The Delegation said that any other sound mark application which did not provide graphical representation was refused.  This was the case of an application where the sound had been recorded on cassette, so that it was necessary to play that material support in order to hear the sound and appreciate the mark.  The Office refused the registration of that sound mark and the Supreme Court of Appeal confirmed that decision on the grounds that the Office needed to see the sound in order to examine it, and third parties also needed to see the sign to be able to oppose it.  The Delegation would make this decision available to the International Bureau.

 AUTONUM  
The Delegation of Madagascar recalled that document SCT/16/2 included some examples of slogan, three-dimensional and color marks registered with its national Office.  The Delegation noted that, even though three-dimensional marks or other non-traditional marks were not expressly mentioned in the trademark legislation of Madagascar, these trademarks could be registered if they were sufficiently distinctive.  The Delegation thanked previous speakers for their very useful explanations on various new types marks and expressed confidence that in the near future, its Office would also receive those applications.

 AUTONUM  
In relation to new types of marks, the SCT agreed to build upon document SCT/16/2 by undertaking further work in two areas:

· the representation and description of these signs;  and

· the application of trademark principles to them.

The SCT agreed that it would ask the Secretariat to develop two papers for discussion at the next session based on submissions from SCT Members (to be submitted to the Secretariat by January 7, 2007):

· a paper setting out existing methods of representation and description of new types of marks in SCT Members, identifying where there are areas of convergence and any issues raised including the possibility of additional costs, particularly in developing countries;

· a paper exploring in greater detail the relation of established trademark principles to new types of marks.  All principles including, inter alia, functionality, specialty and distinctiveness would be considered, as well as issues of public interest, including safeguarding the public domain.


Marks and International Nonproprietary Names for Pharmaceutical Substances (INNs)

 AUTONUM  
The discussion was based on document SCT/16/3.

 AUTONUM  
The Representative of the World Health Organization (WHO) expressed gratitude to WIPO for the opportunity to present the WHO‑INN Programme.  The Representative referred to the consultations that took place between WIPO and the WHO-INN Programme Secretariat to improve the accessibility of information on INNs.  The Representative encouraged the SCT to endorse the proposals that were outlined in paragraphs 9 to 11 of document SCT/16/3 and were based on those consultations.  She emphasized the importance of the activities of trademark offices for the successful implementation of the INN Programme objectives by preventing INNs from being appropriated as trademarks.  Although an exchange of information between WHO and national trademark offices already took place, it could still be improved.  WHO had established the INN Programme with the aim of creating unique distinct designations for pharmaceutical substances used for medical purposes.  Although pharmaceutical substances might be identified by their chemical names, by scientific names, by research codes etc., practice had shown the enormous utility of a globally unified nomenclature on INNs.  Drug regulatory authorities used INNs as a communication tool in drug labeling, technical publications like pharmacopoeias, clinical research, etc.  Besides, in many countries, INNs were used in drug prescriptions. INNs were newly created words, which permitted to identify substances without ambiguity.  In order to be useful in practice they should not be too long or too difficult to pronounce.  Due to their global application, they had to be acceptable in all major languages.  As INNs had to conform to the linguistic rules of individual languages their word shape in different languages frequently differed.  In the process of selecting INNs a search was carried out in order to ascertain that newly coined names were not similar with existing trademarks used in the drug industry.  The search was made in order to avoid possible confusion that might lead to errors in dispensation, and in order to recognize the proprietary rights of owners of existing trademarks.  In addition, third parties might formally object the proposed INNs within a period of four months from the publication of the proposed INN.  Once a recommended INN had been selected, it was important to make it available to all interested parties, such as drug regulatory authorities, the pharmaceutical industry, the medical profession and scientists.  In that respect, the Director General of WHO had addressed a formal communication to all WHO Member States, in which they were requested to prevent the acquisition of proprietary rights in the recommended INNs, including prohibition of the registration of the recommended INNs as a trademark or trade name.  In rare cases, the INN Secretariat had requested national authorities to refuse an application or invalidate a registration of a recommended INN.  In the vast majority of cases such requests had been successful.  The reasons to oppose actively the appropriation of INNs as trademarks were, first of all, the importance of free availability of the INNs, especially their free use in labeling pharmaceutical products.  Secondly, INNs were coined in a systematic way and formed families of names to indicate a specific type of activity of a group of substances.  A trademark identical to an INN would restrict the future application of the systematic approach of INNs.  The strict prohibition to register recommended INNs as trademarks pertained to their original versions, including linguistic variants in different languages.  The increasing popularity of INNs had prompted many pharmaceutical manufacturers to apply for registration marks that consisted of invented names resembling INNs, or contained word elements, “stems”, which indicated that the substance belonged to a group having similar pharmacological activity.  A wide use of INN “stems” in trademarks would be detrimental to a systematic creation of new INNs for substances that were being developed and introduced into therapy.  It might also lead to confusion among medical practitioners as to the exact meaning of “a stem”.  For this reason, the World Health Assembly had adopted, in 1993, a resolution requesting WHO Member States to discourage the use as trademarks of names including established INN “stems”.  The Representative emphasized that national and regional trademark offices determined the possible similarity between INNs and trademarks on the same basis as they decided about the similarity between two trademarks.  The Representative hoped that this information on the INN Programme would be of assistance for trademark examiners when deciding on individual applications, and that safety aspects associated to drug prescription and drug delivery issues related to INNs would be taken into account.

 AUTONUM  
The Delegation of El Salvador explained that the practice of its trademark office was to prohibit the use of INN “stems” in trademarks.  The Delegation stated that the proposals outlined in document SCT/16/3 were important.  An access to the WHO on-line database should be made available, and the Delegation welcomed the proposal for transmission of an updated “CD-ROM/Cumulative list” to national offices.

 AUTONUM  
The Delegation of Slovenia informed that its national office examined trademark applications in relation to recommended INNs.  Only a few applications had been refused on the basis of a similar INN.  While the major pharmaceutical companies respected INNs, the smaller enterprises were not always informed of the INN system.  In Slovenia, there had also been some cases of bad faith applications.  The decisions on similarity between INNs and trademarks were made on a case-by-case basis.  The Delegation said that the Intellectual Property Office was in a process of revising its website and in the new website design the importance of INNs would be highlighted.  The Delegation was in favor of approving the proposals outlined in document SCT/16/3.

 AUTONUM  
The Delegation of Singapore sought clarification as to whether it would be possible to incorporate the INN database directly into the computer system of its trademark office.  The Delegation also inquired, whether the raw data could be transmitted directly to that office and supported the proposals contained in document SCT/16/3.

 AUTONUM  
The Representative of WHO said that any Member State could have access to the raw data and that it was sufficient to send an official request to WHO in that respect.  The Representative noted that WHO already had a similar arrangement with the Trademark Office of Denmark.

 AUTONUM  
The Delegation of Bulgaria suggested that the transliteration of INNs into the Cyrillic alphabet be introduced in the future.

 AUTONUM  
The Representative of WHO explained that two lists of proposed and recommended INNs were published twice a year in three languages, namely English, French and Spanish.  The cumulative lists of INNs were published in the six official languages of the United Nations, namely Arabic, Chinese, English, French, Russian and Spanish.  The transliteration was already done into the Cyrillic alphabet in Russian.

 AUTONUM  
The Delegation of Bulgaria observed that there were differences between the Bulgarian and Russian languages, however, the transliteration into Russian would be sufficient.

 AUTONUM  
The Delegation of the United States of America supported the proposals contained in document SCT/16/3.  The Delegation said that an e-mail notification of new lists of INNs was sufficient for the USPTO.  The Delegation highlighted its practice in respect of INNs stating that, in addition to a research in respect of recommended INNs, USPTO examiners carried out research in respect of proposed INNs.  In order to protect prior trademark rights, a conflict check was made between proposed INNs and applied or registered trademarks.  In the case that conflicting prior trademarks were found, the office would consider whether those marks were “weak” marks, whether the proposed INN might cause confusion with those marks or lead to errors in prescriptions.  The office would consult with industry and with the Health Ministry in order to determine whether an objection against a proposed INN was required.  The Delegation noted that the United States of America had launched objections against proposed INNs in the past, and the conclusions had been satisfactory, leading to a modification of an INN or having an INN disregarded completely.

 AUTONUM  
The Delegation of Brazil informed that its national office took into account the lists on INNs transmitted by WHO.  The Delegation supported the proposals laid down in document SCT/16/3, because an improved circulation of information would be useful for the examiners in Brazil.

 AUTONUM  
The Representative of INTA stated that there was a need among the interested circles to have a searchable database of INNs, which would include and consolidate proposed as well as recommended INNs.  The Representative asked whether it was possible to establish and maintain a database available to all interested parties, including the pharmaceutical industry and trademark agents.  The Representative referred to the question raised by the Delegation of Singapore, and asked whether the raw data could also be made available to all interested parties in addition to the trademark offices.

 AUTONUM  
The Representative of WHO explained that the major users of the INN database were pharmaceutical companies.  The database already included both the proposed and recommended INNs as well as objected INNs.  The WHO did not distribute the data to private parties, because it did not wish that any commercial use be done in respect of the database.  However, all the pharmaceutical companies that had requested the access to the database, had been granted such access.

 AUTONUM  
The Committee approved the proposals outlined in paragraphs 9 to 11 of document SCT/16/3.

Trademark Opposition Procedures

 AUTONUM  
The discussion was based on document SCT/16/4.

 AUTONUM  
The Secretariat recalled that at its last session, the SCT had asked the International Bureau to prepare an information document on the topic of trademark opposition procedures.  In response to this request, the Secretariat had prepared document SCT/16/4 that drew from the replies to the Questionnaire on Trademark Law and Practice, as summarized in document WIPO/STrad/INF/1.

 AUTONUM  
The Delegation of the United States of America welcomed the opportunity to discuss practices in the field of opposition in different countries and to have an exchange of ideas in order to identify potential areas of convergence or best practices.  The Delegation informed the Committee that the USPTO had a good experience with an internal tribunal for opposition proceedings composed of experts.  In the United States of America, an initial opposition period of 30 days could be extended within a time frame of 6 months from publication.  During this period, the parties could enter into settlement negotiations which were outside the realm of the USPTO.  The Delegation believed that it was advantageous to provide for a pre‑registration opposition system.  Otherwise, it would be necessary to expunge all the administrative steps leading to a registration.  In the United States of America, a registration offered additional protection, such as protection against infringing goods entering the country.  It also offered the possibility of filing in foreign countries under the Paris Convention.  As to the way in which the opposition procedure was carried out, the Delegation explained that an electronic system determined whether the opposition had been raised in time and whether the necessary fees had been paid.  It counted the number of parties that had applied and generated an institution order indicating the times when answers had to be filed, discovery and testimony had to be taken and briefings had to be given.  All these periods could be extended.  The parties could submit motions to the board if they did not agree on procedural steps or wished to dispose of the opposition.  The reduction of work through the motions practice was significant.  Only 7 percent of all opposition cases ended with a final decision taken by the opposition judges.  Moreover, the online system offered transparency by displaying not only the final decision but also all documentation that had been submitted and had not been declared confidential by a party.  The electronic system also showed how motions were handled and served as a tutorial.  A newly introduced efficiency measure was a rule of mandatory initial disclosure of the information which the parties sought to present in order to defend their case.

 AUTONUM  
The Delegation of El Salvador informed the SCT that the amendments introduced to the Trademark Law of El Salvador in August 2004 also concerned opposition procedures.  Once a request for the registration of a mark was presented, the office had to carry out an in-depth examination of the mark.  Upon registration of the mark, an opposition could be presented on the basis of the grounds for opposition defined in the law and bearing in mind the interests of third parties.  An interested party filing an opposition had to provide proof in support of the opposition within a certain time limit.  Then, the person requesting the registration of the mark could offer proof to uphold the registration.  The opposition procedure took place before the trademark office, which had an obligation to provide information on opposition procedures.  The office decision in opposition cases could be appealed.  The new legislation also offered further possibilities for canceling a registration.

 AUTONUM  
The Representative of the European Community explained that the Community trademark system provided for pre-registration opposition procedures.  After publication of a trademark application in the official journal, the system offered an opposition period of three months that could not be extended.  However, objections based on prior rights could also be raised after registration in the course of cancellation procedures.  The Representative pointed out that, according to the trademark legislation of the European Community, the ex officio examination of trademark applications was limited to absolute grounds for refusal.  Relative grounds could only be asserted in the framework of opposition proceedings.  There was also a clear tendency among the member States of the European Community to abandon systems of ex officio examination of trademark applications on relative grounds.  The Representative felt that the opposition system at the level of the European Community was efficient.  It provided for a so-called “cooling-off” period before entering into the adversary part of the opposition procedure.  During this period, the parties could settle their dispute without any cost risk.  He clarified that, if the opposition procedure was carried out, the losing party had, in principle, to bear the costs.  The office could award costs differently.

 AUTONUM  
The Delegation of Sudan said that, under the Trademark Law of Sudan, once a trademark had been registered and published, an opposition period of six months for domestic trademarks and an opposition period of eight months for international trademarks began to run.  In case that an opposition was lodged, the owner of the registered trademark was informed accordingly and had to answer within 30 days.  If the registrar did not receive a reply to the opposition from the trademark owner, or if the registrar rejected the reply, the trademark registration was expunged.  In this case, appeal against the office decision to a specialized commercial court in Khartoum was possible.

 AUTONUM  
The Delegation of Slovenia informed the Committee that, in Slovenia, a pre-registration opposition system was in place, which provided for an opposition period of three months.  There was no time limit for the office to take a decision on the opposition which users saw as a shortcoming of the system.  An opposition could only be based on relative grounds.  Most oppositions were based on prior trademark rights.  Oppositions concerning other earlier rights, such as copyright, were rather rare.  The Delegation pointed out that it had encountered problems in determining, for the purposes of opposition procedures, the extent of protection of verbal signs in standard letters.  In this regard, it gave the example of an earlier mark consisting of the word “sun” that was asserted against a later trademark application concerning a graphical representation of the sun.  The Delegation added that it may also be difficult to decide on whether to suspend opposition procedures in case the opponent’s earlier mark was challenged in court proceedings and might be annulled or invalidated.  The Delegation stated that the work of the SCT on the issue of trademark opposition procedures should be continued, in particular, with regard to practical problems encountered by trademark offices.

 AUTONUM  
The Delegation of Japan underlined that it was an essential feature of trademark systems to offer third parties the opportunity to oppose trademark applications.  It informed the Committee that the trademark office of Japan examined trademark applications on absolute as well as relative grounds.  There were only a small number of oppositions.  The users of the trademark system of Japan preferred a post-registration opposition procedure.  The Delegation said that it was understandable that countries in which the trademark office examined applications only on absolute grounds, had different opposition systems.  It felt that a careful analysis of the opposition procedure in different trademark systems had to be conducted before turning to a discussion on harmonization.  The Delegation indicated its interest in a comparison of the purposes and benefits of pre and post-registration opposition systems.

 AUTONUM  
The Delegation of Brazil expressed its understanding that the present exercise was not intended to harmonize opposition procedures.  In this regard, it referred to Article 1(1) of the TRIPS Agreement.  The discussion on opposition procedures should serve the purpose of exchanging experiences.  In Brazil, Article 124 of Industrial Property Law number 9729-96 of 1996 established the instances in which opposition was possible.  The law contemplated a pre‑registration opposition system.  An opposition can be based both on absolute and relative grounds.  The opposition period is of 60 days, running from the date of publication of the application (LPI, art. 158).  However, the law also contemplated an administrative declaration of nullity, which can be initiated by a third party with legitimate interest or ex‑officio, within 180 days from the date of registration.  The administrative phase terminates by the end of this 180 days period.  If a trademark is declared invalid in the course of this procedure, the registration will be deemed never to have been made.  The Industrial Property National Institute (INPI) is the body in charge of examining applications and issuing the registration of a trademark.  Nonetheless, the Judiciary Power may review the trademark office’s decision to accept an application and decide on the cancellation of a registration (a judicial procedure), once the administrative phase is finished.
 AUTONUM  
The Delegation of the Russian Federation informed the Committee that an opposition procedure in the sense of document SCT/16/4 did not exist in the Russian Federation.  The trademark office of the Russian Federation had broad expert knowledge as to absolute and relative grounds for refusal.  However, it did not inquire into all potential conflicts which would include, for instance, collisions with copyright, protected titles and characters, and personal names.  These latter cases were nevertheless covered by the applicable national law.  The Delegation said that there might be instances in which trademarks were registered even though there was a collision with earlier rights.  With regard to these exceptional cases, the introduction of an opposition procedure was conceivable.  This question as well as procedural aspects of a future opposition procedure were currently under discussion in the Russian Federation.  The Delegation emphasized that the discussion in the SCT was of great interest to the Russian Federation and should be continued to clarify formal aspects, and to obtain information on complex situations that may arise, such as the situations described by the Delegation of Slovenia.

 AUTONUM  
The Delegation of Norway explained that, in Norway, a post-registration opposition system concerning absolute and relative grounds was in place.  The current opposition period was two months from publication.  A draft amendment to the national law provided for an extension of this period to three months.  An opposition did not require the payment of fees or imply other costs.  The average time, which the trademark office needed to issue a final decision, was six months.  Information on the average time needed was made available on the Internet.  Currently, there was a certain backlog with regard to oppositions.  The Delegation pointed out that the office sought to reduce the time for deciding in opposition cases to one month.  Once the opposition procedure had been completed, both parties to the opposition were notified by the office.  Besides the opposition procedure, the trademark system of Norway provided for invalidation proceedings before the courts.

 AUTONUM  
The Delegation of Singapore said that Singapore operated a pre-registration opposition system providing for an opposition period of two months from publication.  The period could be extended up to a maximum of four months.  Evidence was exchanged in writing.  The opposition hearing was conducted by an internal tribunal within the office.  The internal tribunal was composed of one hearing officer who was a legally trained trademark specialist.  As the trademark office in Singapore conducted an ex officio examination for relative grounds, the opposition rate was relatively low.  It amounted to less than one percent of the total number of applications filed with the office.  The Delegation pointed out that the opposition system in Singapore allowed for settlement talks.  There was a mandatory requirement to issue a final decision on the opposition three months after the hearing.  Against the office decision, an appeal to the High Court of Singapore was possible.  The Delegation indicated its interest in guidelines on the time frame for issuing decisions.  It wondered whether decisions should be in writing.  It believed that such guidelines could enhance the efficiency and transparency of opposition systems. 

 AUTONUM  
The Delegation of Australia informed the Committee that the pre-registration opposition system in Australia provided for an opposition period of three months after publication.  An opposition could be based on both absolute and relative grounds.  Opposition in Australia typically took nine months or more to reach the hearing because there were three evidentiary periods of three months which could be extended.  The hearing was conducted by a single hearings officer who was an experienced trademark examiner and only rarely a person from outside the office.  The trademark office sought to issue a decision within three months from the hearing.  The Delegation expressed support for further investigations or discussions, in particular, with regard to grounds for opposition and the length of opposition procedures.

 AUTONUM  
The Chair asked whether Delegations could provide information on who had standing in opposition procedures.  He recalled the issues raised by the Delegations of Japan and Slovenia.

 AUTONUM  
The Delegation of the United States of America clarified that, in opposition procedures before the USPTO, anybody who could show an interest might have standing.  This amounted to a showing that the opponent would be harmed by the registration of the mark at issue.  An opposition could be based on both absolute and relative grounds.  With regard to relative grounds, a person with standing would have to claim and prove priority and a similarity of the signs concerned.  As to other grounds, the Delegation gave the example of an opposition based on the descriptiveness of the mark at issue.  In this case, the opponent had to show a need to use the sign in the regular course of business.  An opposition could be suspended if the parties to the opposition were involved in court litigation that may have a bearing on the registrability of the mark.  A further reason was that the parties entered into settlement negotiations.  In this case, the proceedings would be suspended at the request of one party until a motion to resume was submitted by one of the parties.

 AUTONUM  
The Delegation of El Salvador said that, according to national legislation in El Salvador, anyone demonstrating a legitimate interest could present an opposition.  The payment of a fee was not necessary.  The reasons for opposition had to be substantiated.  Against the decision of the office, an appeal to the Trade Court was possible.  Once an opposition had been lodged, the opposition procedure had to be continued.  The requesting party, however, could desist from the opposition.  In this case, the procedure was concluded. 

 AUTONUM  
The Delegation of Morocco informed the Committee that, in Morocco, there was a

pre-registration opposition system.  The opposition period of two months started from the publication of the trademark application.  The trademark office had to issue a decision within six months.  The parties to the opposition procedure could agree on the suspension of the opposition procedure.  Suspension was also possible in case of a cancellation action before a court.  The Delegation pointed out that the procedure could also be extended if there was agreement between the parties, or if the office expressed a need for extension.

 AUTONUM  
The Representative of the European Community clarified that, according to the trademark system of the European Community, an opposition could only be lodged by the owners of earlier rights or licensees that had been authorized by the owner.  As to suspension, the Representative recalled that, under European Community legislation, the “cooling-off” period preceded the adversary part of opposition proceedings.  This period, which was intended to allow negotiations between the parties, was limited to 24 months.  Subsequently, the parties had to enter into the adversary part of the proceedings but could still request suspension.  Suspension was also possible if the circumstances of the case made it necessary, for instance, because the basis of the opposition was not safe.  The Representative pointed out that, in the member States of the European Community, both pre and post-registration opposition systems could be found.  He indicated that a discussion on the benefits that could be derived from these different systems would be of interest to the European Community.

 AUTONUM  
The Delegation of Bulgaria explained that the person lodging an opposition was not a party to the opposition procedure in Bulgaria.  National law provided for pre-registration opposition that could be based on absolute and relative grounds.  The opposition period was two months.  As to the question of verbal signs and graphical representations raised by the Delegation of Slovenia, the Delegation expressed the view that, for determining a potential conflict, for instance, between the word “sun” and an image showing the sun, it would have to be considered for which goods and services the signs were registered, and whether there was a risk of confusion.

 AUTONUM  
The Delegation of Ecuador said that the number of requests for the prolongation of opposition procedures was very high in Ecuador.  It perceived this as a danger to the functioning of the opposition system.  To solve the problem, the introduction of a fee for prolongation requests was currently under discussion.

 AUTONUM  
The Delegation of Portugal informed the Committee that, in Portugal, there was a

post-registration opposition system providing for an opposition period of two months that could be extended for an additional period of two months.  Oppositions could be raised on absolute and relative grounds.  The office had to decide in opposition cases on the basis of the evidence provided by the parties.  Against the decision of the office, an appeal to the courts was possible.

 AUTONUM  
The Chair invited the Committee to identify issues for future work in the area of trademark opposition procedures.  He indicated that the objective of further discussion could be a consolidation of existing practices and a learning process rather than the development of a normative instrument.  The development of a best practices model, the analysis of pre and post-registration systems and a discussion on grounds for opposition could be considered in this context.  

 AUTONUM  
The Delegation of Brazil said with regard to the identification of best practices, that it would be more comfortable with the exchange of “best information”.  It underlined that there should be no norm setting initiatives.

 AUTONUM  
The Delegation of El Salvador indicated its interest in information on procedural aspects of opposition proceedings, the experiences of Member States and the similarities of national practices.  It wondered whether information should be provided by the members of the SCT, or whether the Secretariat would make available the information it already had.

 AUTONUM  
The Delegation of Turkey expressed support for the intervention made by the Delegation of Brazil.  Best practices could differ from country to country in accordance with the specific conditions in place.  The Delegation indicated its interest in an exchange of information.

 AUTONUM  
The Delegation of the United States of America expressed support for the suggestions made by the Chair.  In the United States of America, a questionnaire had been developed recently in order to determine whether domestic practices were still appropriate.  The Delegation proposed to make this questionnaire available on the SCT electronic forum.

 AUTONUM  
The Delegation of Chile said that Chile had an efficient opposition procedure that went beyond the obligations under the TRIPS Agreement because of bilateral agreements.  Regarding the further work of the SCT, the Delegation believed that, as a first step, information on best practices should be exchanged.  On this basis, further steps could be considered.

 AUTONUM  
The Representative of OAPI supported an exchange of detailed information on opposition procedures as a necessary first step in the further work of the Committee.  He emphasized that, since OAPI had 16 member States, the opposition procedure took place at the Office.  OAPI had opted for a post-registration system.  Anyone asserting prior rights could launch an opposition within six months from the date of publication of the disputed registration.  The Legal Service, which received the opposition, transmitted the text of the argumentation to the holder of the disputed mark.  The latter was given a time limit of three months to respond.  If the holder of the disputed mark did not respond within the time limit, the Office took note of that fact and declared the cancellation of the trademark registration.  In case of reply, OAPI transmitted the text of the counter arguments to the opposing party, who may also respond.  OAPI fixed the date when the opposition commission should meet.  This commission listened to the parties that might wish to be heard.  It should be noted that the opposition procedure at OAPI was in writing and that one might not take advantage of oral arguments to claim having responded to the opposing party.  After examining the arguments in presence of the parties, the opposition commission submitted a draft decision to the Director General of OAPI.  Decisions of the Director General might be appealed to the Superior Appeals Commission, which decided at first and last instance.  It should also be noted that oppositions were based on relative grounds.  As a general rule, absolute grounds of refusal were notified to the applicant after examination.

 AUTONUM  
The Representative of the European Community recalled the proposal by the Delegation of Slovenia to identify problems in the area of trademark opposition procedures.  He felt that, before speaking about best practices, the problems to be discussed should be clarified.

 AUTONUM  
The Delegation of Australia held the view that it would also be useful to identify key advantages of the different opposition systems.  As key problems had to be clarified, the SCT should also exchange information on areas in which opposition procedures worked well.

 AUTONUM  
The Delegation of Brazil feared that, by identifying best practices or key advantages, the discussion in the SCT would enter into a phase where opposition systems were assessed and move from a simple exchange of information to an evaluation of the different systems.  The Delegation stated that it supported a deep exchange of information but not a determination of whether a system was good or bad.

 AUTONUM  
The Chair clarified that an identification of key learnings should include information on whether a procedure worked well or raised problems.  Member States were free to provide information in this regard in order to share experience.  An evaluation of different systems was not intended.

 AUTONUM  
The Delegation of the United States of America said that, instead of a focus on key advantages, reference could be made to the efficiency of opposition procedures.  

 AUTONUM  
The Committee agreed to ask the Secretariat to prepare a working document on trademark opposition procedures for discussion at the next session, based on submissions by SCT Members (to be submitted to the Secretariat by January 7, 2007), to facilitate an exchange of information in order to identify key learnings.

 AUTONUM  
Submissions would focus on providing information about opposition procedures, grounds of opposition, SCT Members’ experience with pre-registration or

post-registration opposition, and on a discussion of the relationship between a particular type of examination system and the related opposition procedure.


Trademarks and Their Relation With Literary and Artistic Works
 AUTONUM  
The discussion was based on document SCT/16/5.

 AUTONUM  
The Secretariat recalled that at the last session of the SCT, the issue of the relation of trademarks with literary and artistic works had arisen out of the discussion of other areas in which several intellectual property regimes were applicable to the same subject matter, namely the area of three-dimensional trademarks, works of applied art and industrial designs.  The SCT had mandated the Secretariat to prepare an issues paper on the relation of trademarks with literary and artistic works.

 AUTONUM  
The Delegation of Chile said that document SCT/16/5 provided a well-balanced overview of the relation of trademarks with literary and artistic works.  It demonstrated the advantages and disadvantages of overlapping protection in this area.  The document clearly described the objectives and characteristics of trademark and copyright law and identified various differences, for instance, as to the rationales of protection, the nature of exclusive rights, the term of protection, the exhaustion of rights, and exceptions and limitations.  It also dealt with problems which, in the case of overlapping protection, flowed from differences in limitations for comparative advertising, parody, political discourse and criticism.  The Delegation pointed out that society could derive benefits from the copyright rule of a limited term of protection.  After the expiry of copyright protection, a work fell into the public domain and could be used freely also for commercial purposes.  This free use by citizens could be impeded if later, trademark rights were acquired in a work in the public domain.  The Delegation further drew the attention of the Standing Committee to the issue of differing exhaustion regimes.  It stated that an analysis of cumulative trademark and copyright protection was necessary, particularly in view of emerging new kinds of marks.  Referring to document SCT/16/2, the Delegation recalled that, initially, trademarks had consisted of words and two-dimensional elements.  The notion of trademarks, however, was evolving and gave rise to more and more questions with regard to copyright.  The distinction between copyright and trademark protection was becoming increasingly vague.  The Delegation thus called upon the SCT to determine how the balance between copyright and trademark protection could be preserved.  It proposed that, on the basis of document SCT/16/5, the issue could be further explored by asking the Secretariat to provide an additional document giving examples of relevant jurisprudence. 

 AUTONUM  
The Delegation of Singapore informed the Standing Committee that in Singapore, artistic copyright could be used as an alternative to registered trademark law in order to protect trademarks and service marks from copying.  In a 1992 decision of the High Court of Singapore, it had been held that a mark which was represented in a stylized form with a symbol used as the dot of the letter “i” in a logo constituted an original artistic work enjoying copyright protection.  On the facts, the High Court had found copyright infringement in the contentious mark which, accordingly, had been ordered to be removed from the register.  In another case, involving a stylized Chinese character reproduced in comparative advertising, the High Court also had held that there was copyright infringement.  The Delegation concluded that, in relation to artistic copyright in trademarks, the issue seemed to be rather settled in Singapore.  In relation to literary copyright, courts in Singapore were likely to adopt various principles enunciated in cases found in common law jurisdictions.  The Delegation gave the example of a case involving the name “Exxon”, where it had been stated that, even if the word “Exxon” was original per se, it did not constitute an original literary work intended for either information and instruction or pleasure in the form of literary enjoyment.  The Delegation held the view that, from these cases, it would appear that branding of a single word did not attract copyright protection.  As an issue for further exploration, it identified the question of whether subject matter of trademark law should be protected under copyright at all.  The Delegation added that the issue of the moral rights of authors could be solved through contractual agreements.  By mutual agreement between the author of a trademark constituting a work and the trademark owner, moral rights could be waived in order not to hinder the commercial exploitation of the goodwill of the trademark.

 AUTONUM  
The Representative of the European Community doubted that the issue of trademarks and copyright should be a priority.  He wondered whether there were any problems that needed to be discussed in the SCT.  The Representative believed that the issue could be dealt with in applying international rules at the national level.

 AUTONUM  
The Delegation of Germany stated that the relationship between trademark and copyright law did not pose problems in Germany.  A collision in this area was rare.  The Delegation clarified that the issue constituted no priority for Germany.

 AUTONUM  
The Delegation of Brazil informed the Committee that intellectual property legislation in Brazil provided for an exclusion of copyrighted literary, artistic and scientific works as well as their titles from trademark protection, except where there was consent by the author.  The Delegation believed that this solution constituted an adequate response to the issue of colliding interests of copyright and trademark holders.  It wondered whether comparable solutions existed under other legislations.  The Delegation stated that the issue of trademarks and copyright could pose greater problems with regard to new types of marks, such as movement marks.  It felt that the core idea of discussing new types of marks was to extend the coverage of trademark protection to additional subject matter.  This extension may raise more conflicts between copyright and trademarks.  The Delegation concluded that the issue of trademarks and copyright was not irrelevant, and that it was important to maintain an intellectual discussion.  It proposed to develop document SCT/16/5 in particular with regard to new types of marks.

 AUTONUM  
The Representative of INTA expressed support for the interventions made by the Representative of the European Community and the Delegation of Germany.  He underlined that trademark and copyright law were of different nature and served different purposes.  He cautioned against efforts to harmonize the two areas of law.  Both regimes could apply to the same subject matter but should be treated independently.

 AUTONUM  
The Chair wondered whether it was agreeable to the Committee to give consideration to the issue of trademarks and copyright in the context of exploring the application of trademark principles to new types of marks.

 AUTONUM  
The Representative of the European Community said that the issue of trademarks and copyright should not be linked with the issue of new types of marks.  When exploring the latter issue, the focus should be on formal requirements relating to new types of marks.  The SCT could revisit the relation with copyright protection at a later stage of its discussion.

 AUTONUM  
The Delegation of Chile expressed support for the suggestion by the Chair.  It believed that the issue of trademarks and copyright could be included in the discussion on new types of marks.  The Delegation recalled that a reference to the issue of trademarks and copyright could already be found in document SCT/16/2.

 AUTONUM  
The SCT agreed to ask the Secretariat to develop a paper for consideration by the SCT at its eighteenth session, based, inter alia, on submissions by SCT Members (to be submitted to the Secretariat by the end of April 2007), providing an overview of jurisprudence on the overlap between copyright and trademarks, including new types of marks, with a particular focus on identifying existing and potential problems.

Article 6ter of the Paris Convention
 AUTONUM  
The discussion was based on document SCT/15/3.

 AUTONUM  
The Secretariat said that document SCT/15/3 outlined the applicable procedures, relevant legal provisions, current administrative practices and statistical information concerning Article 6ter.  Over the years some delegations had expressed concerns about certain administrative aspects in respect of the notification procedures under Article 6ter.  There were some areas on which delegations hoped to improve the existing administrative practices, namely to facilitate the flow of information to the receiving States and clarify how detailed that information should be.  Receiving States would welcome more information, in particular in respect of official signs and hallmarks indicating control and warranty adopted by Member States, in order to determine the legal effect of the signs that were the subject of a notification.  The scope of protection of an official sign and hallmark was more limited than the scope of protection of a State emblem.  Article 6ter(2) provided that such protection “shall apply solely in cases where the marks in which they are incorporated are intended to be used on goods of the same or similar kind.”  Currently, the information on products on which an official sign or hallmark was used in the State that had adopted those signs was not transmitted either to the International Bureau or to the receiving States.  Another aspect was the question of the constituting agreement or charter of an international intergovernmental organization.  In accordance with the Guidelines for the Interpretation of Article 6ter(1)(b) and (3)(b) adopted by the Paris Union Assembly in 1992, these provisions, subject to certain conditions, applied also to programs or institutions established by an international intergovernmental organization and to conventions constituting an international treaty to which one or more States Members of the Paris Union were party.  In order that a receiving State could determine whether the signs of a given organization qualify for protection under Article 6ter, it would be useful for them to receive a copy of the constituting agreement or charter of the organization, or the international treaty in question.  The current practice of the International Bureau was to request a copy of the constituting agreement, charter or international treaty, in order to define the legal nature of the organization or convention and a list of the Member States.  The International Bureau did not distribute those documents, and it would merit consideration, whether they should be made available to Member States as a standard procedure.  In addition, the question whether the contact details of international intergovernmental organizations should be communicated to Member States had to be discussed.  Finally, the possibility of transmitting electronic reproductions of the signs, for which protection was requested, as well as the possibility of communication in a different format – for example, electronically – could be explored, as currently, all communications were made on paper.

 AUTONUM  
The Chair invited delegations to comment the issues raised by the Secretariat, and to indicate other possible areas to be discussed in respect of Article 6ter.

 AUTONUM  
The Delegation of Japan referred to the statement of the Delegation of the United States of America at the fifteenth session of the SCT concerning the creation of forms that might be used when requesting the communication of signs under Article 6ter(3).  In the view of the Delegation, the use of forms would enable the trademark offices to clearly define the protected sign and this would facilitate the identification of those signs against which oppositions might be raised.  In this respect, the competent bodies within national offices would benefit from the forms.  The Delegation noted that the forms would clarify the relationship between trademarks and signs, by defining the protected sign under Article 6ter(1).

 AUTONUM  
The Delegation of the United States of America explained that the USPTO carried out a search in its database to identify conflicting trademarks.  It was vital to have information on which products the official signs and hallmarks would be used, to be able to determine whether there was a likelihood of confusion with existing trademarks.  In the case where the notification of an official sign or a hallmark was received without an indication of goods and services, the USPTO would refuse protection.

 AUTONUM  
The Representative of the European Community expressed support to receiving more information in communications made under Article 6ter.  The type of information that had to be supplied in the context of a communication should be clearly defined.  The Representative raised a question concerning the prima facie determination by the International Bureau in respect of the legal nature of the requesting organization.  The Representative held the view that the ultimate decision remained with the States party to the Paris Convention and Members of the WTO, not party to the Paris Convention.

 AUTONUM  
The Secretariat referred to the preparatory work of the International Bureau preceding the adoption of the Guidelines for the Interpretation of Article 6ter(1)(b) and 3(b), by the Paris Union Assembly, in 1992.  A definition of international intergovernmental organization for the purposes of the administration of Article 6ter had been proposed, which was however not adopted by the Assembly.  The Vienna Convention on the Law of Treaties Between States and International Organizations and Between International Organizations did not provide a definition either.  In the absence of a legally binding definition, the International Bureau relied on the administrative practices of the organization in the past and on records of the Revision Conference of Lisbon in 1958, where the protection of Article 6ter was extended to armorial bearings, flags, other emblems, abbreviations and names of international intergovernmental organizations.  Such organizations were those with their own legal personality, constituting charter, Member States, host agreement with a host State and having legal personality as subjects of public international law.  In particular, the United Nations and its specialized agencies would be eligible for the purposes of Article 6ter(1)(b).  The application of Article 6ter was extended by the Guidelines to certain programs and institutions established by an international intergovernmental organization and conventions constituting an international treaty.  Those entities had many similar characteristics with international intergovernmental organizations, such as being subjects of public international law and having their own legal personality.  The Secretariat mentioned as examples:  the United Nations Development Programme (UNDP), the Office of the United Nations High Commissioner for Refugees (UNHCR), or the Joint United Nations Programme on HIV/AIDS (UNAIDS).

 AUTONUM  
The Delegation of Austria indicated that the notifications did not contain all the information which was needed by the trademark applicants.  On the one hand, if a modified sign was communicated under Article 6ter, it remained unclear, whether the previous sign was still protected.  On the other hand, trademark applicants would need information on international intergovernmental organizations for possible negotiations on consent to use their signs as a part of a trademark.  Finally, a general discussion was needed in respect of the scope of protection under Article 6ter in connection with market changes.  For instance, the abbreviation “BIZ” was protected under Article 6ter, but it was also a commonly used abbreviation within the business circles.  A few trademark applicants wanted to include that abbreviation in their trademarks, which also contained other distinctive elements.  In Austria, it was not possible to grant protection for a trademark containing an abbreviation, which was protected under Article 6ter.

 AUTONUM  
The Secretariat pointed out that the protection under Article 6ter was not of a general nature.  In accordance with Article 6ter(1)(c), protection of signs of international intergovernmental organizations might be limited to cases, in which their use or registration as trademarks would suggest a connection with the organization concerned.  The same applied when the use or registration was unlikely to mislead the public as to the existence of a connection between the user of the mark and the organization concerned.

 AUTONUM  
The Delegation of Brazil explained that its trademark office had encountered difficulties to oppose the protection of some signs that had been notified to it.  In the view of the Delegation, it would be helpful if notifications could be received through electronic means of communication and more information were included in the communications.  This would make Article 6ter procedures more accessible to Member States.

 AUTONUM  
The Delegation of El Salvador supported the views expressed by the Delegation of Brazil.  The Delegation pointed out that electronic communication systems in trademark offices of the Latin American countries could be improved.  The Delegation suggested a WIPO project to make an improved electronic communication available for governments.

 AUTONUM  
The Delegation of the United States of America said that receiving a sign in an electronic form would facilitate its downloading in the database instead of having to scan it.  The Delegation was in favor of a regularized form, the content of which would always be the same.

 AUTONUM  
The Delegation of Canada welcomed the idea of standardized forms and of receiving communications electronically.  The Delegation observed however, that keeping lists of
e-mail addresses could be difficult.  The Delegation considered that trademark offices should be flexible and also accept communications on paper.  In the view of the Delegation electronic communications could also be posted on the Internet.

 AUTONUM  
The Delegation of Chile was in favor of receiving electronic communications, either in the form of an e-mail, a CD-ROM or a link to the WIPO website.  The Delegation informed the Standing Committee that authorities in Chile already received WTO communications via e-mail.

 AUTONUM  
The Delegation of Australia supported the suggestion made by the Delegation of the United States of America.  The Delegation mentioned that its trademark office had experienced difficulties in defining the scope of protection of the notified signs.

 AUTONUM  
The Representative of the European Community expressed agreement on the need to modernize and update Article 6ter procedures.  The Representative suggested carrying out a further review of the Article 6ter regime in order to simplify the procedures and reduce costs for Member States, international intergovernmental organizations and the International Bureau.  The Representative supported the proposal to establish standardized forms.  There was a need to clearly define the information that was required in the context of a communication.  It was also useful to clarify the subject matter eligible for protection and recognition under Article 6ter.  In addition, some guidance was needed regarding the grounds on which the protection might be refused.  In this respect the relationship between signs protected under Article 6ter and prior existing trademark rights should be explored.  Furthermore, the role of the International Bureau as an intermediary and the adequate funding of the procedure should be clarified.  The Representative stressed that the procedures for removing signs from the database had to be explored.  Finally, a clear understanding of the database was of vital importance.  It was understood that the database did not have any legal effect, however, a question arose as to what extent it could be assumed that the database was complete.  For trademark examiners the database was the only real reference tool, and it appeared that there were differences between the coverage of the database and the paper records.

 AUTONUM  
The Secretariat recalled that according to Article 6ter(3)(a) of the Paris Convention, the publication which had legal effect was that made by the individual Contracting States of the Paris Convention, and it was their responsibility to keep individual records of the communications received.  The possibility to raise objections depended on individual Contracting States, and in respect of objections raised in one State, that particular State was responsible for keeping a record of its objections.  In many States, communications under Article 6ter were incorporated in the national trademark database for search purposes.  The Paris Convention did not make any reference to a publication made by the International Bureau.  The Article 6ter database was created by the International Bureau for information purposes and did not have any legal effect.  However, the Article 6ter database was perceived as a useful reference tool, in particular for those offices that did not incorporate 6ter notifications into their own search files.  The International Bureau ensured that the information in the database was accurate and endeavored to avoid any discrepancy between the paper communications and the database.  The International Bureau was aware of certain 
difficulties encountered by the users of the database and, therefore, had initiated work on a new and improved interface for the database.  In any case, the International Bureau would continue to make the information concerning Article 6ter communications available on CD‑ROM.

 AUTONUM  
The Delegation of the United States of America asked whether the intention of the European Community was to address the issue of removal of signs from the database, when they were no longer used or when the country in question no longer existed.  The Delegation further observed that in one notification, a number of separate signs were communicated.  The Delegation proposed that the notifications should clearly indicate whether the protection was requested for all the signs.

 AUTONUM  
The Representative of the European Community stated that his intervention related to the term of protection rather than to a sign from a country which had ceased to exist.  Currently, a term of protection was not provided and it could be discussed whether it would be desirable to establish such a term.

 AUTONUM  
The SCT agreed to request the Secretariat to prepare a working document for consideration by the SCT at the next session, dealing with certain procedural aspects of Article 6ter communications, in particular:

· information on the nature of goods and services on which official signs and hallmarks indicating control and warranty are used;

· information concerning the constituting charter or agreement of international intergovernmental organizations availing themselves of Article 6ter(1)(b);

· relevant contact details concerning a party requesting a communication under Article 6ter;

· ways of making the content of Article 6ter notifications available through means of electronic communication;  and

· draft forms for requesting communications.

 AUTONUM  
The Committee noted that there were still some areas where clarification would be beneficial, namely:

· clarification of eligible subject matter;

· duration of protection (term);

· grounds of refusal;

· effect of prior trademark rights;

· role of the International Bureau as intermediary;

· procedure for withdrawal of a communication;

· clear understanding of the status of the database.

 AUTONUM  
The Committee agreed to request the Secretariat to provide further information about these issues as a second part of the paper being prepared on Article 6ter for the next session.

Communication from the Permanent Mission of Brazil
 AUTONUM  
The discussion was based on document SCT/16/7.

 AUTONUM  
The Delegation of Brazil thanked the Standing Committee for giving it an opportunity to present the “Non-Exhaustive List of Customary Names Used in Brazil Associated with Biodiversity” and also thanked the International Bureau for having circulated the full content of the list in CD-ROM format.  The Delegation noted that the list was an initiative of the Brazilian Government in response to requests from civil society, environmentalists and indigenous groups in Brazil, who were increasingly concerned with the registration of generic names as trademarks in different jurisdictions.  Traditional and local communities in the Amazonian region had expressed strong views against the registration of generic names of the Brazilian plant biodiversity in foreign countries – an action that could be regarded as a form of biopiracy.  The Delegation said that there had been an upsurge in flawed trademarks consisting of generic terms of Brazil’s biodiversity.  As recent examples of terms that had been the object of filing or registration in foreign countries, the Delegation mentioned:  “cupuaçu”, “açai” and “guaraná”, names of native fruits of the Amazonian region, as well as “copaíba”, an oil extracted from a South American pinnate-leafed tree.  Foreign companies had sought exclusive commercial rights over those terms.  In an attempt to prevent the grant of flawed trademarks, the Government of Brazil called on scientists and biodiversity experts from the Brazilian Enterprise for Agricultural Research (EMBRAPA), the Brazilian Institute for the Environment (IBAMA) and the National Institute of Industrial Property (INPI) to develop a generic-name database on the national plant biodiversity.  Officials from other areas of government (Agriculture, Health, External Relations, Science and Technology, Industry and Culture) also contributed to the project.  The list was made up of more than 5000 generic names of plants, fruits and microorganisms representing the Brazilian plant biodiversity.  For each generic term in the Portuguese language, the list indicated:  (i) the corresponding scientific name, (ii) the English translation and (iii) the relevant class of the Nice Classification.  The Delegation declared that Brazil was willing to support initiatives in WIPO to improve the quality of trademarks.  Therefore, the list was aimed at preventing the registration of flawed trademarks, not having sufficient distinctive character, by providing trademark offices and examiners an important basis for consultation.  The Delegation recalled that generic names lacked distinctive character, a general legal requirement under national laws for a term to be protected as a trademark, and a requirement contained in the Paris Convention and in the TRIPS Agreement.  The Delegation informed the Standing Committee that the Brazilian Government had had to face costly proceedings in different countries to oppose, cancel or invalidate the registration of erroneous trademarks.  Those proceedings were burdensome and costly because they needed to be filed in different jurisdictions and under diverse legislations.  Moreover, lengthy negotiations on a case-by-case basis were usually required for both canceling a mark and winning back the generic name or for trying to convince the holder to voluntarily abandon the trademark and avoid litigation.  On many occasions, the Government of Brazil had counted on the goodwill and support of lawyers who had opted to work without remuneration.  The Delegation noted that, apart from canceling registrations, the Government of Brazil sought to avoid undue losses to exporters.  The filing or registration of biodiversity names as trademarks could undermine the commercial exploitation of the fruits or plants and derivative products designated with those names.  For example, if a firm obtained exclusive rights over the name “cupuaçu”, that could prevent exporters or Amazonian communities, which had cultivated such fruit for centuries from commercializing it under its original name in the market where protection was granted.  The Delegation further noted that the Amazonian region in Brazil was one of that country’s socially less-advanced areas.  In recent years, local and indigenous communities in the Amazon had benefited from a large number of multi-stakeholder projects that were developed by local governments and the private sector.  Many of those projects were focused on the sustainable exploitation of the forest resources, to take those communities out of poverty.  The Delegation believed that, as many of the trademarks that were erroneously registered consisted of the actual names of fruits or plants belonging to the country’s biodiversity, their granting in foreign markets could be considered a practice that hurt the principle of national sovereignty over genetic resources, as recognized by the Convention on Biological Diversity.  Moreover, it threatened the social and economic benefits that could legitimately accrue to local or traditional communities in many biodiverse regions of the world, most of them were located in developing countries.  In light of the above, the Delegation requested members of the SCT to promote awareness and use of the list by their national trademark offices.

 AUTONUM  
The Delegation of Germany said that the German Patent and Trademark Office supported the request of Brazil to prevent the registration of trademarks that were descriptive and consisted of customary names in the Portuguese language.  Such trademarks had probably been registered because the examiners did not know the Portuguese language.  The Delegation believed that the list of customary names used in Brazil in connection with biodiversity could be very helpful to promote awareness amongst German examiners.  Thus the German Office would make every effort so that trademarks using a generic term of the Portuguese language would not be granted in the future.

 AUTONUM  
The Delegation of Brazil said that it welcomed the positive and cooperative reaction from the Delegation of Germany.  The Delegation wished to clarify that many of the names included in the list were not in the Portuguese language but in the traditional languages of the local indigenous peoples, who were the original inhabitants of the Amazon region and who actually gave the names to the plants and trees.  The list had 5000 names because there could be more than one traditional way of designating a particular plant.

 AUTONUM  
The Delegation of Iran (Islamic Republic of) expressed support for the initiative taken by the Government of Brazil and its request for the Standing Committee to promote awareness of the list of customary names associated with biodiversity.

 AUTONUM  
The Delegation of Colombia supported the declaration made by the Delegation of Brazil.  Since Colombia also shared the Amazon basin, the Delegation believed this list was a very important contribution, which would help countries of the region and their native communities to enhance cooperation in the area of medicinal plants that could be used for the preparation of affordable medicines.

 AUTONUM  
The Delegation of Ecuador congratulated and thanked the Delegation of Brazil for the elaboration of the list.  The Delegation believed, however, that some level of coordination was needed among the Intellectual Property Institutes of the countries sharing the Amazon basin, because it seemed that certain names mentioned on the list corresponded to names also used in Ecuador.

 AUTONUM  
The Delegation of Chile thanked the Delegation of Brazil for the elaboration of the document, which would be extremely useful for the purposes of trademark examination.

 AUTONUM  
The Delegation of Portugal congratulated the Delegation of Brazil for having submitted this document containing a compilation of names associated with biodiversity.  The Delegation believed that the list would be extremely useful for its Trademark Office to analyze names submitted for registration as trademarks.

 AUTONUM  
The Delegation of Brazil wished to complement its intervention by acknowledging the fact that many of the names included in the list could be spread out and in use in an area larger than the Brazilian Amazonian region.  Therefore, the issue of regional coordination for improving the list was relevant.  The Delegation hoped that some form of discussion on this issue could continue in the Standing Committee, because a proliferation of separate lists could result in overlap or repetition of names.  Another interesting issue was the question of transposing names to other languages because many of the names were in indigenous languages, for example, “cupuaçu” meant large coconut.  Without understanding the language, one could not understand how a given name could be a generic term that simply designates the fruit of a plant.  The Delegation believed that there was a need to develop some form of international coordination to deal with this issue, even on a voluntary basis, or through a database that was available to examiners as a reference.  The Delegation noted that probably in Africa or Asia, there could be many biodiversity names, written in different alphabets.  There could be an issue as to how to transpose names to different alphabets and how to transpose the exact sound of the name, or whether it was legitimate to do so.  In the view of the Delegation, these issues could be the subject matter for further discussion in the Standing Committee, and if so agreed, the Secretariat could be asked to prepare a background document on these issues for the next session.  The Delegation declared that this topic was of great social and economic relevance to Brazil because it had the potential of actually making redundant any efforts to bring local indigenous communities out of poverty by encouraging exports of the products resulting from their traditional activities, which were in many cases, very closely associated with the local biodiversity.  The Delegation concluded that this type of work at the SCT could be linked with the work of other bodies at WIPO that dealt with traditional knowledge, such as the Intergovernmental Committee on Intellectual Property and Genetic Resources, Traditional Knowledge and Folklore (IGC).  There were common general objectives, such as enhancing the prospects for local indigenous communities –i.e., the bearers of traditional knowledge– to exploit elements of their tradition which may be of some commercial value in the international market.

 AUTONUM  
The Delegation of Slovenia thanked the Delegation of Brazil for providing such a useful document, which would be an important tool for the Offices to carry out the task of trademark examination on absolute grounds.  The Delegation declared that the practice of its Office was to examine trademark applications for possible conflicts with names of plants or microorganisms.  However, it seemed that the document submitted by the Delegation of Brazil was far more substantive and the CD-ROM made available by the Secretariat would be very helpful for examiners.  In the past, the Office had relied on information contained in dictionaries or on the Internet, and wondered about the accuracy of such information.  The Delegation noted that the information contained in document SCT/16/7 concerned generic terms which could not be registered as trademarks.  The Delegation further noted that the work done by Brazil could prompt other countries to draw up their own lists and thus, it would be useful to develop a guideline for the elaboration of such lists.

 AUTONUM  
The Delegation of Colombia expressed support for the proposal made by the Delegation of Brazil to request the assistance of WIPO in order to enhance and complete the list.  The Delegation recalled that Colombia, like Brazil and other South American countries shared the Amazon region, which could be considered the lung of the hemisphere.  Therefore, any work related to the protection of the biodiversity of that region had a bearing on the protection of the traditional cultures in all those countries.

 AUTONUM  
The Delegation of the United States of America thanked the Delegation of Brazil for providing the list of terms, which was certainly useful information for national offices to use when making determinations of generic terms at the national level.  The Delegation noted that the USPTO had many databases of information which were used by examiners when researching applications.  The Delegation indicated that the USPTO had checked the list provided by the Delegation of Brazil and found that the terms contained in the list already appeared in the examining tools that were used in that office.  In the view of the Delegation, these reference tools were certainly useful when determining whether the consumer in the United States of America would view these terms as generic.  While the status of those terms in Brazil was very useful information, the Office would rather look at how these terms were perceived nationally.

 AUTONUM  
The Delegation of Austria thanked the Delegation of Brazil for the information submitted, which was of importance for all national offices.  The Delegation wondered if the information that had been distributed to the members of the SCT in CD-ROM format would also be made available on-line, for instance through the WIPO website.

 AUTONUM  
The Chair noted that the list had been made available on-line.  The International Bureau would provide the URL where the information was published to all interested delegations.

 AUTONUM  
The Delegation of Switzerland thanked the Delegation of Brazil for the time that was devoted to the preparation of the list.  The Delegation also thanked the explanations provided to the members of the SCT, which had allowed them to get a better insight into the concerns expressed by the Government of Brazil.  However, the Delegation supported the intervention made by the Delegation of the United States of America on the issue that when examining a mark, the national office took into account the perception of the average consumer in that country to determine whether or not a term entered into the public domain.  The list was a useful tool, but it was static as compared to the consumer’s perception.  Therefore, the former should not override the importance of the latter.

 AUTONUM  
The Delegation of Bulgaria thanked the Delegation of Brazil for preparing the list and presenting it to members of the SCT.  The Delegation supported the interventions made by the Delegations of Switzerland and the United States of America.  The Delegation proposed that in subsequent meetings the SCT discuss the limits between this or similar lists and geographical indications.

 AUTONUM  
The Delegation of Brazil declared that it was aware of the international legal requirements established by the TRIPS Agreement and the Paris Convention, and also of the fact that many members would consider the perception of the public as the main criteria for establishing whether or not a particular name was perceived to be in the public domain.  For that reason, the Delegation had proposed that the list be used as a voluntary reference.  Members were to consider the list as a broad indication of the names that had been used in association with biodiversity and which could have been the object of a trademark registration.  The Delegation did not believe that the list could be considered static.  The list was “non-exhaustive” since there was always the possibility of adding new names that applied to particular plants.  According to the Delegation, biodiversity itself had not been fully identified or described, therefore, it was possible that a plant which was perceived as newly discovered could have already been known by a particular local community that gave it a name and possessed information or traditional knowledge about applications of that plant for food or health purposes.  The Delegation believed that the perception of the public could not be considered to be static either, as perceptions were also liable to evolve.  Finally, regarding the relation between geographical indications and names linked to biodiversity, the Delegation said that the two notions were different, because biodiversity did not have a clear and precise relationship with geographical origin.  The issue was rather to facilitate the knowledge of different names that applied to a particular plant and to determine whether or not those names were generic, according to perception of the public.

 AUTONUM  
The Delegation of Australia joined other Delegations in thanking the Delegation of Brazil for the preparation of the list of terms that were generic in Brazil.  This would certainly be a useful tool for examiners.  The Delegation noted that the practice of its Trademark Office was similar to that explained by the Delegation of the United States of America, so that examiners looked at a range of databases containing the botanical and common names of plants to be able to determine whether a particular name was generic in Australia.  The Delegation echoed comments made by previous delegations that the consumer perception in the relevant market was also central to make that determination.

 AUTONUM  
The Delegation of Chile said it understood that the document submitted by the Delegation of Brazil did not intend to alter any basic principle of trademark law.  Therefore, the list contained in document SCT/16/7 should be appreciated in connection with other principles, such as territoriality and speciality, even independently from the consumer perception.

 AUTONUM  
The Committee noted the “Non-Exhaustive List of Customary Names Used in Brazil Associated with Biodiversity”, presented by the Delegation of Brazil.  The Committee thanked that Delegation for the substantial work done and for bringing this list to the Committee’s attention.

 AUTONUM  
The Committee agreed that the Secretariat would maintain that list as an SCT paper, adding material submitted by other delegations.

Agenda Item 6:  Industrial Designs
Formalities Concerning Procedures for Design Registration

 AUTONUM  
The discussion was based in document SCT/16/6.

 AUTONUM  
The Delegation of Norway referred to the suggestion made at the fifteenth session of the SCT, that the Standing Committee initiate work on a design law treaty.  The Delegation felt that the development of a treaty containing provisions to regulate formalities, maximum requirements for design applications, filing date and other aspects, would be of great benefit for applicants, designers, trade circles, agents and national offices.  Uniform design legislation would make the design system more user-friendly, efficient and cheaper.  The Delegation suggested that this item be further discussed in the next meeting of the SCT.  The Delegation proposed that SCT Members exchange with each other information on their practices regarding design registration in order to define areas where a harmonization could be achieved.  As a result of that exercise, it might be concluded whether the SCT should undertake work towards guidelines, a joint recommendation, or perhaps a design law treaty.

 AUTONUM  
The Representative of the European Community informed the SCT that the process of accession of the European Community to the Geneva Act of the Hague Agreement Concerning the International Registration of Industrial Designs was almost completed.  The European Community intended to deposit its instrument of accession at the latest by the end 2007.  Furthermore, the Representative expressed support for the proposal of the Delegation of Norway to initiate work on the harmonization of formalities in the field of industrial design. This work was considered useful and could result in a treaty for designs similar to the Singapore Treaty on the Law of Trademarks.  The Representative believed that the requirements regarding the filing date could be a starting point for further harmonization.

 AUTONUM  
The Delegation of Denmark supported the proposal made by the Delegation of Norway to exchange information on practices concerning formalities for design registration.

 AUTONUM  
The Delegation of Germany also supported the proposals made by the Delegation of Norway and the Representative of the European Community.  The Delegation noted that areas for harmonization of design registration formalities and procedures should be explored and an exchange of information on different design registration systems would be a good basis for the future work of the SCT.

 AUTONUM  
The Delegation of Latvia joined previous delegations in supporting the proposal made by the Delegation of Norway.

 AUTONUM  
The Representative of MARQUES supported the proposal of the Delegation of Norway.  The Representative expressed particular interest in discussing in the SCT the harmonization of requirements concerning the reproduction of designs, the filing of multiple applications and the deferment of publication.  The Representative noted that the date of publication was of vital importance for the design owners.

 AUTONUM  
The Representative of CEIPI, speaking also on behalf of ATRIP, supported the idea of initiating work towards the harmonization of national and regional legislations on design formalities and procedures.  The Representative recalled that applicants were often individuals and small and medium-sized enterprises, for which differences in national and regional practices created particular difficulties.

 AUTONUM  
The Delegation of Japan stated that it did not oppose the exploration of issues concerning design procedures in the SCT.  However, the Delegation, explained that the scope of protection of designs varied from country to country and as a consequence, the content of applications and the drawings were different.  In addition, there were notable differences in application procedures and classification structures.  Regarding the exploitation of rights, the subject matter to be safeguarded in drawings was interpreted differently in different countries.  Concerning the application procedures and the exploitation of rights, the Delegation suggested that the International Bureau collect information on different design systems in order to enable the Member States to understand the differences between systems and to decide which standpoint to take in respect of harmonization.

 AUTONUM  
The Delegation of El Salvador referred to the proposals made by the Delegations of Denmark and Norway and by the Representative of the European Community, in favor of engaging work towards the harmonization of design procedures.  The Delegation concurred with the position expressed by the Delegation of Japan that it was perhaps not timely to start discussions on a treaty.  Countries in Central and South America had already accomplished considerable harmonization of their domestic legislation.  The Delegation noted that an exchange of information between Member States could be extremely useful.

 AUTONUM  
The Delegation of Chile shared the opinions expressed by the Delegations of El Salvador and Japan, and stated that additional work was required on this issue.  Given the different approaches adopted in different countries with regard to design protection, it was difficult at the moment to initiate a discussion on harmonization in this area.

 AUTONUM  
The Delegation of Australia said that a discussion on design procedures did not seem to be a high priority.  The Delegation was aware of the problems that users experienced because of differences in respect of design practices between countries, such as the use of “dotted lines” in representations.  The Delegation explained that Australia was seriously contemplating acceding to the Geneva Act of the Hague Agreement.  Currently, the legislation in that country did not provide for deferral of publication, and the Delegation was interested in hearing the experiences of other countries that respect.  The Delegation supported the proposal of the Delegation of Norway to work on design registration procedures.

 AUTONUM  
The Delegation of Colombia stated support for the interventions made by the Delegations of Chile, El Salvador and Japan.

 AUTONUM  
The Delegation of the Russian Federation explained that there were differences between the practices of the Russian Federation and European countries.  In accordance with the legislation of the Russian Federation, an application for registration must contain a reproduction of the design.  In addition, an application must include a description of the essential features of the design.  The scope of legal protection might be determined on the basis of that description.  As regards the filing date and the priority date, they would depend on the date of submission of the description.  The Delegation said that the Russian Federation was in the process of examining its accession to the Geneva Act of the Hague Agreement.  Finally, the Delegation expressed interest in engaging in further work on design formalities and procedures.

 AUTONUM  
The Delegation of Ecuador explained that the national office had set up an industrial design and three-dimensional mark database.  The current number of design registrations was 197.  However, a greater number of applications had been filed.  The Delegation noted that in order to harmonize the criteria for examination and granting of design rights, new applications were submitted for consultation to the Directorate of Patents of the national office.

 AUTONUM  
The Delegation of Brazil explained that the design registration system in Brazil was fast and simple.  The average time for an application to be examined was two months.  The Delegation was interested in learning about the experiences and legal systems applied in other countries.  However, the Delegation did not believe that it was timely to establish a new treaty on this matter.

 AUTONUM  
The Committee agreed to an exchange of information with a view towards promoting better understanding of the various systems.  In order to do this the Committee requested the Secretariat to develop a questionnaire relating to the formalities of industrial design registration, for consideration at the next session.


Industrial Designs and Their Relation with Works of Applied Art and


Three-Dimensional Marks
 AUTONUM  
The discussion was based on document SCT/9/6.

 AUTONUM  
The Delegation of Norway proposed to expand document SCT/9/6.  The Delegation said that the discussion should not be confined to the relationship between industrial designs and three-dimensional marks but cover all borderlines between industrial designs and trademarks.  The relationship between industrial design protection for ornamentation, graphic symbols and icons, and the protection of figurative marks, as well as the relation between the protection of get-up and trade dress could be considered.  The Delegation felt that, while there were similarities as to protected subject matter, the scope of industrial design and trademark rights differed.  It proposed that the issue be added to the list of items for future work and indicated two approaches that could be taken in this respect.  On the one hand, the Secretariat could be asked to prepare a document identifying all borderlines between industrial designs and trademarks.  On the other hand, questions on substantive matters could be added to a questionnaire relating to the formalities of industrial design registration which would be developed by the Secretariat.

 AUTONUM  
The Delegation of Turkey expressed support for the proposal made by the Delegation of Norway.  The Delegation said that not only three-dimensional objects but also other subject matter, that could be registered as an industrial design, such as drawings, should be included in the further work on this issue.

 AUTONUM  
The Delegation of the Russian Federation informed the Committee that cross-cutting issues concerning the law of trademarks and industrial designs were currently dealt with in the Russian Federation.  The Delegation pointed out that, for this reason, it would be interested in discussing the issue of the relationship between industrial designs and trademarks in the SCT.

 AUTONUM  
The Representative of the European Community expressed support for work on the issue of industrial designs and trademarks.  He proposed to update document SCT/9/6 in the light of current developments.  As the question of three-dimensional shapes was of particular relevance in practice, he felt that further work in this area could focus on this question in order not to create too heavy a workload.  The Representative indicated that a functional distinction between the indication of origin on the one hand, and esthetic design objectives on the other, could be of particular interest in this respect.

 AUTONUM  
The Delegation of France recalled that, at the fifteenth session of the SCT, it had already indicated that it hoped work could continue on the issue of three-dimensional marks and their relation with industrial designs.  The Delegation expressed support for the proposal made by the Delegation of Norway.  It believed that it would be useful to expand and update document SCT/9/6.  With regard to the situation in France, for instance, the national legislation of July 2001 was not reflected in document SCT/9/6.

 AUTONUM  
The Delegation of Switzerland underlined the necessity to analyze the relationship between industrial designs and three-dimensional marks.  In this regard, document SCT/9/6 and the replies to the Questionnaire on Trademark Law and Practice, as summarized in 

document WIPO/STrad/INF/1, could serve as a basis.  The Delegation expressed the view that an update of document SCT/9/6 would be useful.  It agreed with the Representative of the European Community that this update should focus on well-defined topics, such as the exclusion of functional shapes and a comparison of grounds for refusal.  The Delegation indicated that the study of the relation between three-dimensional marks and industrial designs presupposes a good understanding of the three-dimensional marks.  The issue of
new types of marks, accordingly, should be dealt with before turning to the issue of 
three-dimensional marks and industrial designs.

 AUTONUM  
The Delegation of Slovenia expressed support for the interventions made by the Delegations of France and Switzerland.  It recalled earlier interventions in the context of the discussion on new types of marks, in which it had already made clear that it attached particular importance to the question of the relationship between industrial designs and
three-dimensional marks.

 AUTONUM  
The Delegation of Brazil drew the attention of the Committee to the reference to “industrial designs and certain expressions of traditional knowledge” in the first paragraph of document SCT/9/6.  The Delegation wondered whether the SCT had done any further work on this issue since its eighth session.

 AUTONUM  
The Chair clarified that the SCT had not undertaken work in the area of industrial designs and expressions of traditional knowledge.  He proposed to approach the issue of industrial designs and their relation with works of applied art and three-dimensional marks in two stages.  First, a draft questionnaire relating to the formalities of industrial design registration could be expanded to cover substantive matters concerning the borderlines between all types of marks and industrial designs.  The broadened draft questionnaire should be presented at the next session of the SCT.  Second, an updated and expanded version of document SCT/9/6 should be prepared for the eighteenth session of the SCT. 

 AUTONUM  
The Delegation of Norway expressed support for the proposal made by the Chair.

 AUTONUM  
The Delegation of Brazil believed that the issue was mature enough for further consideration.  It pointed out that document SCT/9/6 should also be expanded in the direction of traditional knowledge.  The Delegation recalled that this latter aspect had already been recognized during the eighth session of the SCT.  Accordingly, it should be explicitly mentioned as an issue of further work.

 AUTONUM  
The Chair proposed to clarify in his final conclusions that, in particular, the relationship between industrial designs and certain expressions of traditional knowledge constituted an area to be dealt with in greater detail in the updated and expanded version of document SCT/9/6. 

 AUTONUM  
The Delegation of Ireland stated that, instead of the expression “in particular”, it preferred a clarification that areas to be dealt with in greater detail “included” the issue of industrial designs and expressions of traditional knowledge.

 AUTONUM  
The SCT requested the Secretariat to expand the draft questionnaire in order to further explore the borderlines between all types of marks and industrial designs.

 AUTONUM  
The SCT further requested the Secretariat to expand and update document SCT/9/6 for consideration by the SCT at its eighteenth session in response to:

· submissions from SCT Members (to be submitted to the Secretariat by the end of April 2007) wanting areas to be dealt with in greater detail, including the relationship between industrial designs and certain expressions of traditional knowledge, such as works of handicraft;

· submissions from SCT Members (to be submitted to the Secretariat by the end of April 2007) concerning areas where the paper no longer corresponded with their law;  and

–
answers to the expanded questionnaire.
Agenda Item 7:  Geographical Indications

 AUTONUM  
The Chair noted that there were no working documents or proposals for discussion at this meeting.

 AUTONUM  
The Chair concluded that this item would remain on the agenda as one of the three standing items, i.e., trademarks, industrial designs and geographical indications.

Agenda Item 8:  Summary by the Chair
 AUTONUM  
The Chair suggested to add, after the word “Members”, the following sentence to the first subparagraph under paragraph 28 “(to be submitted to the Secretariat by the end of April 2007)”.

 AUTONUM  
The Chair also suggested to replace the wording “The Chair concluded”, at the beginning of paragraph 29 for “The Committee agreed”, and to reverse the order of paragraphs 29 and 30.

 AUTONUM  
The Standing Committee adopted the draft of the Summary by the Chair contained in document SCT/16/8 Prov. with the modifications suggested by the Chair.

Seventeenth Session of the Standing Committee on the Law of Trademarks, Industrial Designs and Geographical Indications (SCT/17)
 AUTONUM  
The Chair announced as tentative dates for SCT/17, May 7 to 11, 2007.

Agenda Item 9:  Closing of the Session
 AUTONUM  
The Chair closed the sixteenth session of the Standing Committee.

[Annex I follows]
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summary by the Chair

Agenda Item 1:  Opening of the Session

1. Mr. Ernesto Rubio, Assistant Director General of the World Intellectual Property Organization (WIPO), opened the session and welcomed the delegates on behalf of the Director General of WIPO.

Agenda Item 2:  Election of a Chair and two Vice-Chairs

2. Mr. Michael Arblaster (Australia) was elected as Chair of the Standing Committee on the Law of Trademarks, Industrial Designs and Geographical Indications (SCT).  Mr. Maximiliano Santa Cruz (Chile) and Mrs. Karima Farah (Morocco) were elected as Vice‑Chairs.

Agenda Item 3:  Adoption of the Agenda

3. The SCT adopted the Draft Agenda (document SCT/16/1 Prov.2) without modifications.
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Agenda Item 4:  Adoption of the Draft Report of the Fifteenth Session

4. The SCT adopted the Draft Report (document SCT/15/5 Prov.2) without modifications.

Agenda Item 5:  Trademarks


Questionnaire on Trademark Law and Practice
5. The SCT took note of document WIPO/Strad/INF/1.

6. The Chair concluded that this document would be updated periodically on the basis of information provided by SCT Members.


New Types of Marks
7. Discussion was based on document SCT/16/2.

8. In relation to new types of marks, the SCT agreed to build upon document SCT/16/2 by undertaking further work in two areas:

· the representation and description of these signs;  and

· the application of trademark principles to them.

9. The SCT agreed that it would ask the Secretariat to develop two papers for discussion at the next session based on submissions from SCT Members (to be submitted to the Secretariat by January 7, 2007):

· a paper setting out existing methods of representation and description of new types of marks in SCT Members, identifying where there are areas of convergence and any issues raised including the possibility of additional costs, particularly in developing countries;

· a paper exploring in greater detail the relation of established trademark principles to new types of marks.  All principles including, inter alia, functionality, specialty and distinctiveness would be considered, as well as issues of public interest, including safeguarding the public domain.


Marks and International Nonproprietary Names for Pharmaceutical Substances (INNs)
10. Discussion was based on document SCT/16/3.

11. The Committee approved the proposals outlined in paragraphs 9 to 11 of document SCT/16/3.
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Trademark Opposition Procedures
12. Discussion was based on document SCT/16/4.

13. The Committee agreed to ask the Secretariat to prepare a working document on trademark opposition procedures for discussion at the next session, based on submissions by SCT Members (to be submitted to the Secretariat by January 7, 2007), to facilitate an exchange of information in order to identify key learnings.

14. Submissions would focus on providing information about opposition procedures, grounds of opposition, SCT Members’ experience with pre-registration or post-registration opposition, and on a discussion of the relationship between a particular type of examination system and the related opposition procedure.


Trademarks and Their Relation With Literary and Artistic Works
15. Discussion was based on document SCT/16/5.

16. The SCT agreed to ask the Secretariat to develop a paper for consideration by the SCT at its eighteenth session, based, inter alia, on submissions by SCT Members (to be submitted to the Secretariat by the end of April 2007), providing an overview of jurisprudence on the overlap between copyright and trademarks, including new types of marks, with a particular focus on identifying existing and potential problems.


Article 6ter of the Paris Convention
17. Discussion was based on document SCT/15/3.

18. The SCT agreed to request the Secretariat to prepare a working document for consideration by the SCT at the next session, dealing with certain procedural aspects of Article 6ter communications, in particular:

· information on the nature of goods and services on which official signs and hallmarks indicating control and warranty are used;

· information concerning the constituting charter or agreement of international intergovernmental organizations availing themselves of Article 6ter(1)(b);

· relevant contact details concerning a party requesting a communication under Article 6ter;

· ways of making the content of Article 6ter notifications available through means of electronic communication;  and

· draft forms for requesting communications.
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19. The Committee noted that there were still some areas where clarification would be beneficial, namely:

· clarification of eligible subject matter;

· duration of protection (term);

· grounds of refusal;

· effect of prior trademark rights;

· role of the International Bureau as intermediary;

· procedure for withdrawal of a communication;

· clear understanding of the status of the database.

20. The Committee agreed to request the Secretariat to provide further information about these issues as a second part of the paper being prepared on Article 6ter for the next session.


Communication from the Permanent Mission of Brazil
21. Discussion was based on document SCT/16/7.

22. The Committee noted the “Non-Exhaustive List of Customary Names Used in Brazil Associated with Biodiversity”, presented by the Delegation of Brazil.  The Committee thanked that Delegation for the substantial work done and for bringing this list to the Committee’s attention.

23. The Committee also agreed that the Secretariat would maintain that list as an SCT paper, adding material submitted by other delegations.

Agenda Item 6:  Industrial Designs


Formalities Concerning Procedures for Design Registration
24. Discussion was based on document SCT/16/6.

25. The Committee agreed to an exchange of information with a view towards promoting better understanding of the various systems.  In order to do this the Committee requested the Secretariat to develop a questionnaire relating to the formalities of industrial design registration, for consideration at the next session.
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Industrial Designs and Their Relation with Works of Applied Art and Three‑Dimensional Marks
26. Discussion was based on document SCT/9/6.

27. The SCT requested the Secretariat to expand the draft questionnaire in order to further explore the borderlines between all types of marks and industrial designs.

28. The SCT further requested the Secretariat to expand and update document SCT/9/6 for consideration by the SCT at its eighteenth session in response to:

· submissions from SCT Members (to be submitted to the Secretariat by the end of April 2007) wanting areas to be dealt with in greater detail, including the relationship between industrial designs and certain expressions of traditional knowledge, such as works of handicraft;

· submissions from SCT Members (to be submitted to the Secretariat by the end of April 2007) concerning areas where the paper no longer corresponded with their law;  and

· answers to the expanded questionnaire.

Agenda Item 7:  Geographical Indications
29. The Chair noted that there were no working documents or proposals for discussion at this meeting.

30. The Committee agreed that this item would remain on the agenda as one of the three standing items, i.e., trademarks, industrial designs and geographical indications.

Seventeenth Session of the Standing Committee on the Law of Trademarks, Industrial Designs and Geographical Indications (SCT/17)

31. The Chair announced as tentative dates for SCT/17, May 7 to 11, 2007.

[Annex II follows]
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[End of Annex II and of document]

(	This report was adopted at the seventeenth session of the SCT


( 	Sur une décision du Comité permanent, les Communautés européennes ont obtenu le statut de membre sans droit de vote.


( 	Based on a decision of the Standing Committee, the European Communities were accorded member status without a right to vote.








