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INTRODUCTION

1. The Standing Committee on the Law of Trademarks, Industrial Designs and 
Geographical Indications (hereinafter referred to as “the Standing Committee” or “theSCT”) 
held its thirteenth session, in Geneva, from October 25 to 29, 2004.

2. The following Member States of WIPO and/or the Paris Union for the Protection of 
Industrial Property were represented at the meeting:  Algeria, Australia, Austria, Bangladesh, 
Belgium, Benin, Botswana, Brazil, Bulgaria, Burundi, Canada, Chile, China, Colombia, 
Costa Rica, Côte d’Ivoire, Croatia, Cuba, Czech Republic, Democratic People’s Republic of 
Korea, Democratic Republic of Congo, Denmark, Dominican Republic, Ecuador, Egypt, 
El Salvador, Estonia, Finland, France, Germany,Greece, Guatemala, Guinea, Honduras, 
Hungary, India, Indonesia, Iran (Islamic Republic of),Ireland, Italy, Jamaica, Japan, Jordan, 
Kenya, Latvia, Lebanon, Libyan Arab Jamahiriya, Lithuania, Malta, Mexico, Morocco, 
Nepal, Netherlands, New Zealand, Nigeria, Norway, Panama, Paraguay, Peru, Poland, 
Portugal, Republic of Korea, Republic of Moldova, Romania,RussianFederation, Rwanda, 
Serbia and Montenegro, Slovenia, South Africa, Spain,Sri Lanka, Sudan, Suriname, Sweden, 
Switzerland, Syrian Arab Republic, Thailand, The former Yugoslav Republic of Macedonia, 
Turkey, Ukraine,United Kingdom, United States of America, Uruguay, Venezuela (84).  The 
European Communities were also represented in their capacity of member of the SCT.

3. The following intergovernmental organizations took part in the meeting in an observer 
capacity:  African Intellectual Property Organization (OAPI), Benelux Trademark Office 
(BBM), World Trade Organization (WTO) (3).

4. Representatives of the following international non-governmental organizations took 
partin the meeting in an observer capacity:  American Intellectual Property Law Association 
(AIPLA), Center for International Industrial Property Studies (CEIPI), European Brands 
Association (AIM), European Communities Trade Mark Association (ECTA), Exchange and 
Cooperation Centre for Latin America (ECCLA), International Association for the Protection 
of Industrial Property (AIPPI), International Chamber of Commerce (ICC), International 
Federation of Industrial Property Attorneys (FICPI), International Trademark 
Association(INTA), Japan Patent Attorneys Association (JPAA), Japan Trademark 
Association (JTA) (11).

5. The list of participants is contained in Annex II of this Report.

6. The Secretariat noted the interventions made and recorded them on tape.  This report 
summarizes the discussions on the basis of all observations made.

Agenda Item 1:  Opening of the Session

7. Mr. Ernesto Rubio, Assistant Director General, opened the session and welcomed the 
participants on behalf of the Director General of WIPO.

8. Mr. Marcus Höpperger (WIPO) acted as Secretary to the Standing Committee.
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Agenda Item 2:  Adoption of the Agenda

9. The Draft Agenda (document SCT/13/1 Prov.) was adopted as it was proposed.

Agenda Item 3:  Adoption of the Draft Report of the Twelfth Session

10. The Secretariat informed the Standing Committee that, following the preliminary 
publication of document SCT/12/7 Prov. on the Electronic Forum of the SCT, comments were 
received from the following delegations and observers:  Japan (in respect of paragraphs 72, 
73, 111 and 129), Switzerland (concerning the inclusion of a new paragraph 17) and CEIPI (in 
respect of paragraphs 25, 59, 66, 98, 116, 121 and 145).  The above-mentioned paragraphs 
had consequently been amended in document SCT/12/7 Prov.2.

11. The Delegation of Egypt requested modifications to paragraphs 137 and 194, the 
Delegation of New Zealand requested a modification to paragraph 93 and the Delegation of 
the Russian Federation requested a modification to paragraph 138.

12. The SCT adopted the Draft Report of the twelfth session (document 
SCT/12/7Prov.2) as modified.

Agenda Item 4:  Revision of the Trademark Law Treaty

13. Discussions were based on the following documents prepared by the Secretariat:  “Draft 
Revised Trademark Law Treaty (TLT)” (documentSCT/13/2), “Draft Revised Regulations 
under the Draft Revised Trademark Law Treaty (TLT)” (document SCT/13/3), “Notes” 
(document SCT/13/4) and “Observations by the Delegation of Switzerland Concerning 
Document SCT/12/2 (Draft Revised Trademark Law Treaty)” (document SCT/13/6).

Article 1
(Abbreviated Expressions)

14. The Secretariat explained that a horizontal provision which makes it clear that 
references to an Article should be construed as including references to the corresponding 
Rules had been introduced in Article1(xxii) in order to facilitate the reading of the Treaty.  
The Secretariat suggested that references to paragraphs of an Article, like in Article3(4), 
should also be covered by this amendment.  It invited the Committee to consider whether the 
wording of Article1(xxii) should be amended so as to read “references to an Article or to any 
paragraph of an Article shall be construed as including references to the corresponding rule(s) 
under the Regulations”.

15. The Delegation of Australia wondered whether, in line with the language proposed by 
the Secretariat, sub-paragraphs were to be mentioned as well.

16. The Chair noted that the Secretariat was entrusted to further clarify this issue.
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Article 2
(Marks to Which the Treaty Applies)

Paragraph (1)  [Nature of Marks]

17. The Delegation of Switzerland introduced document SCT/13/6 and drew the attention of 
the members of the Committee to the new wording of Article 2 of the draft TLT, which 
concerns the scope of the treaty.  In particular, the Delegation referred to the new draft of 
Article 2(1)(a) which provided that the TLT should apply to marks consisting of visible signs 
except for hologram marks.  It expressed the view that this provision covered certain new 
types of mark such as color, position and movement marks.  In the opinion of the Delegation, 
the scope of the TLT should be as broad as possible in the interest of users and in order to 
keep pace with technical developments.  Thus, the Delegation wondered what the reasons 
were for treating hologram marks differently from other types of marks such as color marks.  
In general terms, it emphasized that the inclusion of new types of marks in the Treaty would 
not impose any obligation on Contracting Parties to protect and register those kinds of marks.  
However, if these new types of marks were protected pursuant to domestic legislation in a 
Contracting Party, the application of the TLT to the new types of marks would contribute to 
greater clarity and transparency as regards the applicable procedure.  The Delegation 
suggested that the inclusion of these new types of marks in the TLT should be followed by the 
incorporation of a general provision in Article3(1) which would allow Contracting Parties to 
require the holder to identify those new types of marks at the time an application was filed.  It 
proposed to model such a provision on Article3(1)(a)(xi) governing three-dimensional marks, 
and specified that the details relating to the formal requirements for each new type of mark 
should not be resolved by the TLT but could be dealt with in the Regulations.

18. The Chair inquired whether hologram marks would raise difficulties in the process of 
publication because the different perspectives shown by such a mark could not be reproduced, 
for instance, by a photocopying machine. 

19. The Delegations of Australia, Denmark, France, Germany, Japan, Latvia, the 
Netherlands, Sweden and the United Kingdom expressed support for the proposal made by 
the Delegation of Switzerland.

20. The Delegation of the United Kingdom stated that, in principle, hologram and 
movement marks were accepted for registration on the condition that the mark was capable of 
distinguishing products and services and would be represented graphically.  The Delegation 
proposed to amend the wording of Article3(1)(a)(xii) to “one or more representations of the 
mark”.

21. The Delegation of France stressed the potential need to adapt Rule3 to hologram marks.  
The Delegation explained that the Office of its country accepted the registration of hologram 
marks since 12 years.  If this type of mark was accepted for registration by an Office, it 
should not be dealt with differently from other marks.

22. The Delegation of Latvia, having expressed its support for the proposal contained in 
document SCT/13/6, said that if the proposal was accepted, it would have to result in a change 
of the provision dealing with reproduction of the mark.
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23. The Representative of the European Communities indicated that the proposal was 
acceptable in principle.  However, draft provisions reflecting all necessary changes to the 
present text should be prepared by the Secretariat before agreeing on a final text.

24. The Delegation of Croatia asked how to represent the changing forms of a hologram 
mark in the context of a registration.  The Delegation also wondered whether the colors 
contained in a hologram mark could be protected. 

25. The Delegation of Romania expressed support for a solution which would give the TLT 
a broad scope.  However, the Delegation recalled that there were jurisdictions which did not 
provide for the registration of hologram or movement marks.  It held the view that these types 
of marks could cause problems as regards their graphic representation.  Therefore, regulations 
should be implemented specifying the conditions for the registration of hologram marks.  In 
Article 3(1), a rule governing hologram marks should be established in line with
subparagraph(a)(xi) of that Article.

26. The Delegation of Japan proposed the following wording in Article2(1)(a) in order to 
clarify that a Contracting Party was not obliged to provide for the registration of certain 
marks:  “This Treaty shall apply to marks consisting of visible signs.  However, only those 
Contracting Parties which permit their registration shall be obliged to apply this Treaty to 
such marks.” 

27. The Chair pointed out that the clarification sought by the Delegation of Japan was 
stipulated in Note 2.01.  He explained that the TLT did not impose an obligation on 
Contracting Parties to accept certain types of marks, such as hologram marks.  If certain 
marks to which the TLT was applicable could be registered in a Contracting Party to the TLT, 
however, the registration procedure should follow the rules set out in the TLT.

28. The Delegation of Australia said that it did not support the proposal by the Delegation 
of Japan.  In the view of the Delegation, the clarification that there was no obligation to 
protect certain types of marks would not fit into Article 2.

29. The Delegation of Switzerland explained that a hologram mark could be represented by 
reproductions of the two images forming the basis of the hologram.  In respect of the colors 
contained in a hologram mark, the Delegation indicated that the situation was comparable to 
figurative marks.

30. The Delegation of Australia stated that the protection of the two images serving as a 
basis for the hologram and an explanation of the movement should be sufficient for a 
registration to be effective.

31. The Delegation of Croatia raised the question whether, on its merits, a hologram mark 
was a two-dimensional mark represented by using hologram technique.  It pointed out that, 
from the perspective of clients, the use of hologram technique could serve as a tool against 
counterfeiting of two-dimensional marks.  The Delegation wondered whether, in future, it 
might become normal to protect two-dimensional marks in the shape of hologram marks.

32. The Chair pointed out that traditional two-dimensional marks differed from hologram 
marks in that a hologram mark required two images.  He held the view that hologram marks 
could become more popular in view of the fight against counterfeiting.  Furthermore, he 
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explained that the situation concerning the registration of hologram marks appeared to be 
comparable to marks composed of different elements, for instance words and images.  He 
recalled the possibility to apply different protection regimes to the different elements 
constituting a mark.

33. The Delegation of Mexico expressed support for the proposal of the Delegation of 
Switzerland opening the possibility to introduce a protection regime for hologram marks 
which, currently, did not exist in Mexico.

34. The Delegation of Egypt pointed out that the position of countries which did not register 
hologram marks had to be reserved not only in the Notes but in the Regulations.  The 
Delegation stated that draft provisions should first be presented in order to be able to fully 
understand the necessary changes.

35. The Delegation of the Islamic Republic of Iran declared that, due to the short time 
between the circulation of the proposal under consideration and the holding of the present
SCT session, it was unable to circulate the document and to receive instructions from the 
capital.  For this reason, it expressly reserved its rights on this Article.

36. The Representative of OAPI expressed his concern as to the proposal from the 
Delegation of Switzerland.  He pointed out that there were many offices not having the 
technical means to process hologram marks, and insisted on a clarification in the TLT that 
Contracting Parties were not obliged to introduce protection for hologram marks.  

37. The Representative of CEIPI, speaking also on behalf of FICPI, said that the concern of 
delegations that did not provide for the registration of hologram marks had to be taken 
seriously.  This could be achieved by replacing “three-dimensional” with “hologram” in the 
existing text of Article2(1)(a) and deleting the reference to hologram marks in 
Article 2(1)(b).

38. The Representative of the ICC expressed support for the proposal made by the 
Delegation of Switzerland.

39. The Chair concluded that there was consensus on the proposalcontained in 
documentSCT/13/6, and that the Secretariat was entrusted to prepare new wording for 
that provision, making it clear that the Draft Revised TLT did not oblige Contracting 
Parties to accept for registration marks not registrable under the applicable law.  The 
Chair also noted that, as suggested by one delegation, there was a consequential change 
in Article 3(1)(a)(xii ).
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Article 3
(Application)

Paragraph (1)  [Indications or Elements Contained in or Accompanying an Application;
Fee]

item (a)(xii)

40. Following a suggestion by the Delegation of the United Kingdom, it was agreed to 
replace the word “reproductions” with “representations”, as a consequence of the 
changes introduced in Article2.

Article 8
(Communications)

41. The Delegation of Canada asked whether Article8(3)(b) would apply in a situation 
where the office required affidavits or other evidence to be provided in relation to opposition
or other procedures covered by the TLT.  According to the Delegation of Canada, it could be 
reasonably interpreted that the Commissioner of Oaths was perhaps authenticating the 
signature of the affiant as well as indicating that the contents of the affidavit were true.  The 
Delegation would not support the idea that the presentation of affidavits fell within the scope 
of the authentication of a signature.

42. The Delegation of Australia said that Article8(3)(b) and(c) dealt with the situation 
where there was doubt as to the authenticity of a signature rather than to a substantive content 
or claim made by the owner of a mark.  In Australia, where there were doubts as to the 
veracity of certain claims, such as the ownership of a mark, the office could request that a 
statutory declaration be provided before proceeding with the registration.  However, this type 
of situation did not seem to be covered by Article8(3) and if any doubt subsisted in this 
respect, it had to be clarified in the Notes.

43. The Representative of the AIPPI was of the view that paragraph(3)(c) applied only to 
signatures.  However, the question of whether or not affidavits were allowed under the TLT 
had to be dealt with in the context of Article3 rather than under this provision.  The 
requirements for an application were listed in Article3, which also provided that no other 
requirements were permitted.  The Representative added that it would be up to national 
authorities to make a determination of whether affidavits fell under the requirements 
prescribed by Article3. 

44. The Chair concluded that the Secretariat would review the notes on Article8(3) to see 
whether any additional clarification was needed.

45. In reply to a question by the Delegation of Australia as to whether the TLT should 
determine the form of evidence to be provided, either in the form of affidavits, statutory 
declarations or other, the Chair clarified that this issue was left to the applicable law of the 
Contracting Party.
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46. The Delegation of Egypt drew the attention of the Standing Committee to comments 
made by that Delegation during the discussions of this Article in previous sessions and 
declared that Egypt attached particular importance to the inclusion of an Agreed Statement at 
the Diplomatic Conference for the Adoption of the TLT similar to the statement adopted by 
the Diplomatic Conference for the Adoption of the Patent Law Treaty, on the need to provide 
for technical assistance to developing countries to help them comply with their obligations 
under Article8.  The Delegation stressed that many countries still did not have the capacities 
to deal with electronic filing.

47. The Chair confirmed that the statement by the Delegation of Egypt would be duly noted 
in the report.

48. The Chair concluded that there was consensus on Article8 as a whole.

Rule 5
(Details Concerning Filing Date)

Paragraph (4)  [Electronic Filing]

49. The Chair noted that the previous draft of this paragraph was restricted to facsimile, 
while the new drafting was not specific as to the type of technology used for the transmittal of 
communications.  The Chair further noted that the drafting of this provision could be 
improved by changing the word “allows” for “permits” as it was stated in other parts of the 
draft.  In addition, a communication filed in electronic form or by electronic means of 
transmittal should be sent to a specific address, and it would be up to each Contracting Party 
to determine which address or addresses should be used for the purposes of according a filing 
date.

50. The Delegation of Latvia said that if the filing of an application in electronic form or by 
electronic means of transmittal covered applications filed by facsimile, problems could arise 
with regard to the quality of the reproduction of a mark.  The Delegation added that perhaps 
this new wording of paragraph(4) could cause problems for countries that applied the 
previous norm, whereby an applicant who filed an application by facsimile was required to 
provide the office with the original of the communication so filed within a time limit.  Thus 
only when the office received the reproduction (i.e. a color reproduction) of the mark, it could 
confirm the application first received by facsimile.  However, the new wording of the 
paragraph could be interpreted as allowing the office to raise a certain reservation to fixing the 
date of receipt of the application if the reproduction of the mark received by facsimile was not 
clear.

51. The Chair noted that this provision did not oblige Contracting Parties to accept 
facsimile transmissions, however if they did so, the provision of this paragraph had to be seen 
in the context of Article5(1)(a)(iv) dealing with the requirements to accord a filing date 
whereby a sufficiently clear reproduction of the mark was required.  Therefore, if color was 
claimed and the facsimile provided only a black and white reproduction of the mark, this 
particular requirement of Article5 was not met.
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52. The Secretariat further noted that the Rule allowing a Contracting Party to require the 
original of a communication sent by facsimile within one month of the first transmission had 
been kept in the draft text and was found in Rule6(5)(ii).  The Secretariat also noted that there 
was a difference in Rule5(4) between the date of receipt and the filing date, strictly speaking.  
Whether the quality of an application received was sufficient to be accorded a filing date was 
a matter to be appreciated by the Office of a Contracting Party on a 
case-by- case basis.

53. The Delegation of Australia reiterated the comments made in the framework of the 
discussion on Article8, with regard to the date of receipt and the address to which a 
communication had been sent.  The Delegation proposed to include in this Rule or in 
Article 8, language to the effect that a Contracting Party may nominate the address to which a 
communication must be sent in order to be considered as received by the Office.  Although 
such a provision seemed obvious at first glance, there seemed to be an issue about sending a 
communication not only to the right e-mail address but also to the right facsimile number.

54. The Delegation of the United States of America supported the views expressed by the 
Delegation of Australia and suggested that the proposed wording could read “address  or 
addresses”.

55. The Delegation of New Zealand said that in fact the issue of facsimile or e-mails sent to 
the wrong address had been a concern for the office of New Zealand and even though there 
existed in that country legislation to this effect, the current text of the TLT did not provide for 
Contracting Parties to be able to require a particular address.  The Delegation further noted 
that in view of Rule6(8), the prohibition of other requirements might prevent an office from 
specifying one or more addresses.  Therefore, it was necessary to include a positive 
indication, either in the treaty or the regulations, to the effect that Contracting Parties were 
allowed to require communications to be sent to a specific address or addresses.

56. The Representative of CEIPI said that, in his understanding, paragraph(4) was also 
about filing date.  The date of receipt of the elements derived from the wording of Article5, 
which indicated that when certain elements were received, a filing date had to be accorded.  
The Representative further noted that the submission of the original of a facsimile 
transmission was related to the acceptance of the application.  Therefore, if an original was 
requested and not furnished, the application could be rejected, but there would still be a filing 
date.

57. The Representative of FICPI supported the proposals made by the Delegations of 
Australia and the United States of America and further stressed that electronic means of 
transmittal may be overloaded and in such a situation, it was necessary to have at least an 
additional address to which communications may be sent.

58. The Representative of the AIPPI recalled that the original text of the TLT provided that 
each office could indicate an address to which applications had to be sent and if this address 
was not used, the application was simply not filed.  The practice of certain offices had been to 
determine several facsimile numbers to which applications should be sent and the same could 
be done with e-mail addresses.  However, in the opinion of the Representative, there was 
perhaps no need to include a provision to this effect either in the treaty or in the regulations.
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59. The Chair noted that, with regard to the suggestion made by the Delegations of 
Australia and the United States of America, the Standing Committee could entrust the 
Secretariat with the task of finding the appropriate wording, as well as the proper place for the 
provision in the draft to be submitted for the next meeting of the SCT.

60. The Chair then noted that there was consensus on Rule5(4).

Rule 6
(Details Concerning Communications)

Paragraphs (1) to (3)

61. The Chair concluded that there was consensus on these provisions.

Paragraph (4)  [Signature of Communications Filed by Electronic Means of Transmittal]

62. The Delegation of Canada said that this paragraph seemed to refer to communications 
on paper only.  However, the wording of the provision did not seem to necessarily restrict it to 
paper.  The Delegation suggested that the wording of the provision be changed to read as 
follows:  “A Contracting Party that permits the transmittal of communications on paper by 
electronic means of transmittal, shall consider any such communication signed if a graphic 
representation of signature accepted by that Contracting Party under paragraph(3) appears on 
that communication as received”.

63. The Delegation of Japan supported the proposal made by the Delegation of Canada.

64. The Delegation of Australia said that this provision in fact addressed three different 
situations:  firstly, a communication on paper transmitted by electronic means, secondly, a 
reproduction of a signature accepted by the Contracting Party, and thirdly a situation where 
there is a paper communication, transmitted electronically, but not necessarily converted back 
to paper in an office, so that there was no printout.  The Delegation added that the language 
proposed by the Delegation of Canada seemed to take into account these three kinds of 
situations.

65. The Representative of CEIPI supported the proposal of the Delegation of Canada and 
suggested that the words “on paper” be added to the title of paragraph(4), so as to clarify the 
scope of the provision.  The Representative also suggested that the wording at the beginning 
of the sentence read:  “that permits communications on paper to be transmitted by”.

66. The Chair noted that there was consensus on this provision subject to redrafting.

Paragraph (5)  [Original of a Communication Filed by Electronic Means of Transmittal]

67. The Chair suggested that the words “on paper” be added in the text of this paragraph 
after the word “communications”, in a way similar to paragraph(4).
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68. The Representative of CEIPI suggested that the two changes he had suggested for 
paragraph(4) also be made in paragraph(5).

69. The Chair noted that there was consensus on this provision subject to redrafting.

Paragraph (6)  [Authentication of Communications in Electronic Form]

70. The Delegation of the Islamic Republic of Iran expressed the view that this Article and 
the Notes might create a certain problem in the case where an electronic form was sent by 
mail to another party and the first party wished to have a system of electronic authentication 
that the second party could not provide.

71. The Delegation of France commended the Secretariat for the effort invested in drafting 
this provision, which met the concerns expressed by the Delegation of France at the previous 
session of the SCT.  The current drafting allowed France to put in place a semi-open system, 
similar to the one already implemented for patents.  Such a system allowed accredited agents 
and legal services working with the office, to make use of an electronic system which 
involved a certain amount of authentication.  The Office had a key to some of that 
authentication and the agent or the legal service had the other part or key, and only the two 
together had the whole code, which allowed the transmission of information in a secure 
manner.  The user community was satisfied with this system.  The Delegation added that 
paragraph(6) was a “may” provision, that did not impose on Contracting Parties an obligation 
to put in place a similar system, while at the same time it allowed future adjustment to rapidly 
changing technologies.

72. The Delegation of the United States of America expressed concern about the meaning 
of the term “authentication” and what it would ultimately impose on Contracting Parties.  
While some of the systems described seemed to be non-burdensome and satisfactory to all 
parties, it was necessary to exercise caution and to avoid replicating in the electronic world 
the problems that had been faced in connection with authentication, notarization, attestation of 
communications on paper.  The Delegation added that the United States Patent and 
Trademark Office had so far received 500,000 electronic applications.  The office did not 
have an authentication requirement but had not experienced any problems in this connection.

73. The Delegation of Australia agreed with the position expressed by the Delegation of the 
United States of America and added that perhaps at some point in the future, it would be 
worth reviewing the requirements applied to electronic authentication in order to avoid those 
requirements which had turned out to be burdensome on owners.  The Delegation said that 
perhaps one additional aspect needed to be addressed, either in the context of this paragraph 
or more generally, in the context of Article8.  In the paper world, an office could determine 
an address to which communications had to be sent if they were to be considered as filed with 
the office.  This situation was more complicated in the electronic world, where each staff 
member of the office had an e-mail address.  Therefore, the Delegation suggested that perhaps 
in the framework of Article8 and for the purposes of communications, it might be necessary 
to allow an office to nominate an e-mail address where communications received may be 
considered as filed with the office.
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74. The Delegation of Mexico indicated that in the legal system applied in Mexico, an 
expression of intent could only be shown by means of a signature, thus the Delegation 
wondered whether in the case of electronic filing, the office would be allowed to establish a 
system of prior registration, as it existed in some countries.  The Delegation added that the 
office in Mexico was about to receive electronic applications and had envisaged a system of 
prior registration.  However, the wording of paragraph (6) did not make it clear that such a 
system would be allowed.  In the opinion of the Delegation, it was necessary to allow a 
Contracting Party to lay down certain formal requirements concerning electronic filing.

75. The Chair noted that paragraph(6) had to be seen in the context of Article8(1), which 
provided that offices had total freedom to implement their electronic filing systems.  The 
current draft of the Treaty and the Regulations did not attempt to harmonize the national 
requirements concerning electronic filing.  This was left to the national laws of Contracting 
Parties as was stated in the last part of NoteR6.04.

76. The Chair concluded that there was consensus on this provision and that the 
Secretariat would add clarifications to the Notes if needed.

Paragraph (7)  [Notification]

77. The Chair noted that, by way of correcting a clerical error, references to Article8(3) 
and(4) in the first line of subparagraph (a) should be changed to “Article8(4) and(5)”.  The 
Chair further noted that the last part of this subparagraph “and to make observations within a 
reasonable time limit” might not be needed in view of Article 22.

78. The Representative of CEIPI expressed a preference to keep the wording “and to make 
observations within a reasonable time limit” at the end of subparagraph(7)(a), because in 
some cases, the procedures under Article22 and Rule6(7) could be achieved in one single 
act.  The Representative also noted that in this provision, there was no reference to Article7 
and suggested that it would be appropriate to keep that reference in this provision if it was 
kept in Article22.  In addition, the relationship between the Article and the Rule did not seem 
to be clear and it could be possible to integrate the Article in the Rule or vice versa.  The 
Representative further noted that there was no exception relating to Article8(2) in Article22. 
Therefore, if an office were to refuse an application because it was not in the right language, 
that office was not obliged to ask for a correction, but it was still obliged to give an 
opportunity to make observations, which would not appear to be logical.

79. The Chair noted that the paragraph on notification was a new element in the TLT and it
was included as a user-friendly provision.  However, Article22, dealing with the right to be 
heard and to make observations, also implied some form of notification.  The Chair 
summarized the state of the discussion and possible redrafting of Rule6(7) by stating that 
there were perhaps three possible options:  (a) to keep this paragraph as it stood;  (b) to 
introduce changes in this paragraph or to merge it with another provision;  and (c) to delete 
the provision altogether, on the understanding that the substance of this paragraph was already 
captured by Article22.  Under the second option, and given the importance of Article22, it 
was perhaps better to move the contents of Rule6(7) onto the treaty.
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80. The Delegation of Australia held the view that if the Standing Committee decided on 
the third option to delete Rule6(7), two elements would be missing:  firstly, the reference to 
Article 8(3) and(4), although it was clear that applications or requests under the other 
provisions mentioned in Article 22 would be covered by the general provision on 
communications, and secondly the phrase:  “giving the opportunity to comply with any such 
requirement”.  In the opinion of the Delegation, it was important to keep this notion if 
Rule6(7) were deleted. 

81. The Chair noted that the interventions made on this paragraph seemed to indicate 
that there was consensus to integrate Rule6(7) in Article22, subject to redrafting.

Paragraph (8)  [Sanctions for Non-Compliance with Requirements]

82. The Delegation of the Russian Federation noted that in the English version of the text, 
after item (ii), one sentence did not seem to be in line with the rest.

83. The Chair indicated that the full stop at the end of item(ii) should be removed, so that 
the sentence “except for applications filed in electronic form” be integrated in the paragraph.

84. The Delegation of Japan expressed support for the current drafting of this paragraph.

85. The Chair noted that there was consensus on this provision.

Articles 10 to 12

86. The Secretariat pointed out that, because of drafting changes which were consequential 
to Article 8, indications as to the person who was entitled to present a communication in 
certain provisions were missing.  The Secretariat invited the Standing Committee to consider 
amendments to Articles10 to12.  In Article10(1)(a) and 12(1)(a), it needed to be clarified 
that each Contracting Party shall accept that the request “…be made by the holder in a 
communication…”.  In Article11(1)(a), it needed to be stated that each Contracting Party 
shall accept that the request “…be made by the holder or by the person who acquired the 
ownership (hereinafter referred to as “new owner”) in a communication…”.

87. In response to a question raised by the Delegation of Australia, the Secretariat further 
explained that, because of the effect of Article4(1)(b), there was no need to include a 
reference to a representative.

88. In reply to a question raised by the Delegation of the United Kingdom, the Secretariat 
clarified that a similar amendment did not appear to be necessary in Article13(1)(a) because 
the renewal of a registration was often done by persons different from the holder, such as 
agents or trademark annuity firms.

89. The Chair concluded that it was agreed to introduce amendments to Articles10 
to 12 that became necessary as a result of the horizontal effect of Article8.
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Article 13
(Duration and Renewal of Registration)

90. The Delegation of Australia stated that it did not support the changes proposed for 
paragraph(2)(ii), and that it had a preference for the original text of the TLT.

91. The Representative of CEIPI expressed support for the intervention by the Delegation 
of Australia. 

92. There was consensus on this provision, subject to omission in paragraph(2)(ii) of 
the words “except where Article3(4)(iv) applies” and to any consequential change.

Article 14
(Measures in Case of Failure to Comply with Time Limits)

93. The Delegation of Canada said that under Articles10 to13, Contracting Parties were 
permitted to require in the request that the address or the name of the holder be included 
and/or that an indication of the registration number or application number be provided.  The 
Delegation wondered whether such an indication could be required underArticle 14.

94. The Chair said that the Secretariat would be entrusted with the task of looking into this 
matter and proposing the adequate wording and any explanations in the Notes if needed.

Paragraph (1)  [Extension of Time Limits]

95. The Delegation of Germany expressed support for the current draft of this paragraph.

96. The Chair noted that there was consensus on this provision.

Paragraph (2)  [Continued Processing]

Paragraph (3)  [Reinstatement of Rights]

97. The Chair suggested that the Committee discuss these two provisions together, as they 
were both related.

98. The Delegation of Australia wondered whether it was desirable to include the word 
“shall” in paragraph(2).  This provision, read in conjunction with paragraph(3), resulted in a 
circular provision and this was sufficient to guarantee that one of the remedies would be made 
available.  Hence, the word “shall” could perhaps be kept only in paragraph(3).  The 
Delegation further noted that the wording of the provision could be simplified, for example by 
deleting the sentence “and that Contracting Party does not provide for an extension of time 
limits under paragraph1(ii) or for reinstatement of rights under paragraph(3)”.
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99. The Delegation of Denmark recalled that, as it had expressed in previous sessions, there 
seemed to be some difficulty with the definition of continued processing.  In the view of the 
Delegation, the definition of Article1(ii) seemed to overlap with that of paragraph(2).  The 
Delegation added that if the only difference between these two remedies was that in the case 
of continued processing, the omitted act must be completed, then that requirement which was 
currently in Rule9 should be transferred to Article14 as the last sentence of paragraph(2).  
This would help clarify the difference between the two remedies.

100. The Representative of CEIPI supported the suggestion made by the Delegation of 
Australia to simplify the text of paragraph(2) without changing the substance of the 
provision.  However, caution should be exercised in preserving the objective of the provision 
which was that at least one measure of relief should be available for the case where a time 
limit had already expired without being complied with.  The Representative added that, 
indeed, the difference between paragraphs(1)(ii) and(2) was that the omitted act had to be 
completed under paragraph(2) and suggested to replace “may be required to” by “shall” in 
Rule9(2)(ii) and in Rule9(3)(b).  The Representative further noted that there was perhaps a 
defect in the reference to the Regulations in Article14(2), as it seemed to limit it to the 
request itself and not to encompass the element that the omitted act must be completed at the 
same time.  In addition, the Representative requested that the word “concerned” be deleted in 
the seventh line of paragraph (3).

101. The Representative of FICPI expressed support for the suggestion made by the 
Delegation of Australia and the remarks made by the Representative of CEIPI.  The 
Representative added that continued processing had proved to be a very useful remedy in 
patent procedures and that one could look at the experience acquired by the European Patent 
Office in this field.

102. The Delegation of Croatia suggested that the text of Article14 would be further 
clarified if at the end of the first three paragraphs a sentence would be included to read “any 
Contracting Party shall be obliged to provide for any of the procedures under 
paragraphs(1)(ii) to (3).”

103. The Representative of the European Communities declared its support for the text 
prepared by the Secretariat.  She added that it was not necessary to repeat a debate which 
already took place in previous sessions of the SCT.

104. The Delegation of France supported the comments made by the Representative of the 
European Communities and declared itself in favor of keeping the structure of Article14, as 
proposed by the Secretariat.  The Delegation also supported the suggestions made by the 
Representative of CEIPI with a view to simplifying the text of Rule9.

105. The Secretariat explained that if the Committee decided to reintroduce a choice of three 
measures, the text would in fact go back to the draft presented at the eleventh session of the 
SCT, and the discussion would be reopened once more.  The current text was kept 
deliberately liberal, so that Contracting Parties may apply extension of time limits as a remedy 
if they so wished.

106. The Representative of CEIPI said that in order to further clarify that the reference to the 
Regulations in paragraph(2) covered not only the request but also the remedy, the wording in 
line 5 of this paragraph could be redrafted as follows:  “the Contracting Party shall, upon 
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request to be filed with the Office, provide for continued processing with respect to the 
application or registration, in accordance with the requirements prescribed in the 
Regulations”, and a similar change could be inserted in paragraph(3).

107. The Representative of the AIPPI supported the position expressed by the Representative 
of CEIPI and added that none of the interventions made on this Article seemed to contest the 
proposed structure.  There was only a question about simplifying the text, which could 
perhaps be achieved by changing the three paragraphs into “may” provisions and adding a 
fourth paragraph which would allow for a choice between the measures proposed in 
paragraphs(1)(ii), (2) or (3).

108. The Chair concluded that the SCT had reached agreement on the text of 
Article 14(1) to(3), subject to minor drafting changes in paragraphs(2) and(3), as far 
as a reference to the corresponding Rule was concerned.  The Chair also noted that even 
though the Committee had accepted the current draft as agreed text, it was left to the 
Secretariat to reflect on this text with a view to presenting to the SCT at its next session 
improved wording for that draft without any changes as to its substance.

109. This second draft of Article14(1) to(3) could be discussed at the fourteenth session of 
the SCT, it being understood that if that draft would not meet the consensus of the Standing 
Committee, the text as agreed at this session would remain.

Paragraph (4)  [Exceptions]

110. The Chair noted that there was consensus on this provision.

Paragraph (5)  [Fees]

111. The Chair noted that there was consensus on this provision.

Paragraph (6)  [Prohibition of Other Requirements]

112. The Chair noted that there was consensus on this provision.

Rule 9
(Requirements Relating to Measures in Case of

Failure to Comply with Time Limits)

Paragraph (1)  [Requirements Concerning Extension of Time Limits Under Article 14(1)]

113. The Delegation of Australia said that Rule9(1)(a)(ii) and(b) seemed to dictate that a 
two- month period be provided and that the extension of time limit be not less than two 
months.  The Delegation wondered if it was appropriate to grant such an extension in all 
circumstances and, in particular, in cases where the failure to meet a time limit did not result 
in the loss of rights but had some other consequence.  There could also be cases where the 
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original time limit was shorter than two months and in those circumstances it would not be 
appropriate to extend it by two months.

114. The Delegation of New Zealand expressed reservations as to the notion that the 
extension of a time limit should be not less than two months counted from the date of expiry 
and not from the date of the request.  In New Zealand a number of time limits applied were 
one month, which meant that the extension granted would be longer than the original time 
limit.  In addition, the Delegation wondered whether an office needed to grant an extension of 
not less than two months under Rule9(1)(b), when the person requesting may only need, for 
example, one week.  This would create uncertainty concerning the available time for 
completing the action both for the office and also for other parties.

115. The Delegation of France supported the opinions expressed by the Delegations of 
Australia and New Zealand.  Indeed, in trademark procedures before the office, there could be 
a need for minimal corrections, where the time limit would be one month.  Thus extending the 
period by two months could be harmful even to the applicant, since although the correction 
had already been accepted, he would be bound to wait for three months.  The Delegation 
suggested to shorten the time limit proposed.

116. The Delegation of Australia said that there was perhaps an issue as to whether the 
provision contained in Article14(1)(i) should be retained in the text or not.  The Delegation 
held the view that a link was needed between Rule9(1)(a)(ii) and (1)(b), because Contracting 
Parties had to allow for an extension of time to be at least as long as to the point where the
party was requesting it.  Otherwise, it would not be possible to allow for a late extension of 
two months if the requesting party could only have one month because the period had started 
passing.  If this was not so, another set of provisions was needed, whereby the time limit did 
not run from the expiry of the time period, but from the date of the request.

117. The Representative of INTA expressed concern as to whether the time limits in these 
provisions were minimum or maximum time limits for requesting extensions.  In order to 
create certainty for the trademark community as a whole, the Standing Committee should 
consider establishing an eight-month ceiling for these time limits, and particularly for 
extensions of time and continued processing.

118. The Representative of OAPI said that in the OAPI system, the office provided for an 
automatic extension of three months regardless of the type of request and the applicable 
legislation allowed for an additional extension of one month.  If that office were to comply 
with the current text of this Rule, it would in fact have to grant approximately five months.  
The Delegation deemed this extension to be too long and not very useful.

119. The Secretariat indicated that there was perhaps a need to review Rule9(1)(ii) and work 
out the time limits set forth in that provision.  The intention behind the provision was to deal 
only with time limits where the request for the extension of the time limit was filed after the 
expiration of the time limit under Article14(1)(ii), and it would be appropriate to deal only 
with cases where the extension of a time limit constituted a remedy for an applicant who 
wanted to get back into the procedure.  The modalities to be applied by Contracting Parties, 
which allowed for the extension of time limits prior to the expiry of the time limit concerned, 
would be left to those Contracting Parties.
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120. The Delegation of the Islamic Republic of Iran expressed support for the suggestion 
made by the Secretariat and added that the measures under study were envisaged to protect 
the holder, applicant or other interested person.  If a holder was unable to fulfill the 
requirements in the first two months, he should not be restricted in the second stage.  
Furthermore, in some countries, there were long holidays, which meant that holders required 
more time.

121. The Chair noted that the form of relief contained in Article14(1)(i) existed in some 
countries and it was the prototype measure in European countries.  Therefore, it would be 
advisable to keep it in the draft and allow Contracting Parties to avail themselves of this 
possibility.  However, the Rules would contain more precision on the second possibility, that 
was for the case where the request for extension was made after the expiration of the time 
limit.

122. The Delegation of New Zealand suggested to redraft the text of Rule9(1)(b) in such a 
manner as to link the time limit to the date of receipt of the request, rather than to the date of 
expiry of the time limit concerned.  The Delegation further suggested that reference to “not 
less than two months” in both paragraphs(1)(a) and(b) be replaced by a formulation whereby 
Contracting Parties remained free to determine what would be a reasonable length of time.

123. The Representative of the AIPPI was of the opinion that paragraph(1)(ii) had to be read 
in connection with paragraph(3) dealing with reinstatement of rights.  Since there was no 
obligation for Contracting Parties to choose paragraph(3), the fall-back position stated in 
paragraph(1)(ii) had to be preserved for the sake of trademark holders who inattentively 
missed a time limit.  Thus, a relatively long period of time had to be allowed after the date in 
which a holder discovered that he missed a time limit.  Thereafter, a reasonable period of time 
may be allowed, but the minimum period should be at least two months.

124. The Delegation of Australia cautioned about the effect of these provisions, which would 
apply to every time limit, whether shorter or longer than the period of extension.

125. The Chair noted that it appeared from the discussion that there was a notion of 
“discovery time” or “discovery period”, which had to be distinguished from the time that the 
applicant or holder needed to rectify the mistake.  On this basis, an acceptable solution could 
be reached in the case where a country allowed for relief under Article14(1)(ii).  In this case, 
the discovery period would be two months, but the other time limit would be a reasonable 
period of time, so that the provision may be better adjusted and the doubling of two-month 
time periods be avoided.

126. The Representative of CEIPI said that with regard to the scope of Rule9(1), there 
seemed to be a consensus that this Rule would be limited to the implementation of 
Article 14(1)(ii).  The consequence then was that, on the one hand, Contracting Parties were 
free to decide whether to provide the relief under Article14(1)(i) or not and, on the other
hand, they were also free to provide for the applicable requirements.  Hence, it was no longer 
necessary to maintain the provision of paragraph(1)(i) in the treaty but one could transfer its 
contents to the Notes or to have an Agreed Statement adopted by the Diplomatic Conference 
on this subject.

127. The Chair noted that the impact of an Agreed Statement on the application of law was 
not the same as a provision contained in the body of the treaty or its regulations.
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128. From the point of view of the users of the system, the Representative of the AIPPI said 
that it would be best to retain in Article14 a reference to the possibility Contracting Parties 
had to provide for the extension of time limits before the expiration of the time limit.  That 
would be the principle, with no reference to the Rules because Contracting Parties were 
totally free to choose how they wished to implement the principle.

129. The Delegation of Australia held the view that the purpose of Article14 was to provide 
relief for the failure to comply with a time limit and it seemed that an extension ahead of the 
expiry of the time limit did not fall into that category.  The Delegation expressed concern 
about having a Note that would allow Contracting Parties to provide the remedy contained in 
Article 14(1)(i) if there was no mention of it in the treaty.

130. The Representative of FICPI noted that the current text of Article 14 made reference to 
“the extension for a period prescribed in the Regulations”, which covered both 
paragraphs(1)(i) and(ii).  The Representative suggested that this reference should be 
narrowed to the second possibility only, as a consequence of the limitation of the scope of 
Rule9(1).

131. The Chair explained that, in the draft to be submitted for the next session, the 
Secretariat would introduce any consequential changes needed.

132. The Chair then noted that there was consensus on this provision subject to 
redrafting.

Paragraph (2)  [Requirements Concerning Continued Processing Under Article 14(2)]

133. The Secretariat referred to the last sentence of Rule9(2)(ii) “The omitted act may be 
required to be completed within the same period”, which was slightly different from the 
wording submitted at the previous session and said that this change had been introduced in 
order to give more leeway to Contracting Parties as to whether or not they would require the 
omitted act to be completed.

134. The Delegation of Austria said that the legislation of Austria provided only for 
reinstatement of rights.  However, since Rule9(2) and(3) had equal wording, the Delegation 
suggested to end the phrase at “the omitted act may be required to be completed” without any 
reference to a time period.

135. The Delegation of Australia wondered if there were jurisdictions in which the omitted 
act was not required to be completed within the same period and suggested that the wording 
be changed for “the omitted act shall be completed”.

136. The Representative of the European Communities supported the suggestions made by 
both the Delegations of Austria and Australia, and further suggested that the wording could be 
changed to “the omitted act shall be required to be completed together with the request”.

137. The Representative of CEIPI said that the text presented at the previous session was 
perhaps incomplete, as it did not indicate when the omitted act should be completed.  
Therefore, a better approach would be to provide that the omitted act shall be completed 
within the same time period.
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138. The Chair noted that there was consensus on this provision subject to redrafting.

Paragraph (3)  [Requirements Concerning Reinstatement of Rights Under Article 14(3)]

139. The Delegation of Sweden said that it still needed clarification as to when the omitted 
act should be completed.

140. The Delegation of Australia suggested that the final part of Rule9(3)(b) read “The 
omitted act shall be required to be completed within the same period or, at the discretion of 
the Contracting Party, together with the request”.

141. The Delegations of Austria and Sweden and the Representative of the European 
Communities supported the proposal made by the Delegation of Australia.

142. The Chair noted that there seemed to be consensus on this formula for both 
paragraphs(2) and (3).

143. The Delegation of Australia noted that if the intention behind the provision in 
paragraph(3)(c) was to set a cap for complying with the requirements in relation to 
reinstatement of rights, then the word “maximum” created confusion if read in conjunction 
with the words “of not less than” at the end of the phrase.

144. The Delegation of the United States of America expressed the view that Rule9(3)(c) 
seemed to define Rule9(3)(b) which required that the request for reinstatement be filed within 
a reasonable time limit.  The Delegation wondered whether the use of the word “may” in 
Rule9(3)(c) meant that the provision was merely elective and added that if the provision was 
in fact mandatory, then a minimum of two months should be provided as a reasonable time 
limit in which the request may be filed, rather than looking at this as a ceiling.

145. The Chair explained that subparagraphs(b) and(c) provide for two different time limits 
and recalled that, at a previous session, the Delegation of Germany had introduced the notion 
that a ceiling was needed in order to prevent a party, even if due care and unintentionality 
were proven, from coming back to the office too late.  As explained by that Delegation, the 
applicable law in Germany provided for a ceiling of one year.

146. The Delegation of New Zealand, supported by the Delegation of the United States of 
America, said that one way of improving the wording of subparagraph(b) was to find some 
language that would explicitly state that the reasonable time limit of subparagraph(b) actually 
related to the time limit “after” the removal of the obstacle that caused failure.

147. The Delegation of France explained that, in the system applied in France, there was an 
interest in having these two time limits, which were cumulative and not alternative in nature.  
The institution of reinstatement of rights, as provided for in that country, tried to strike a 
balance between the interests of the holder and those of third parties.  Therefore, there was 
one reasonable time limit of two months, counted from the date of removal of the cause of 
failure, which was designed to protect the rights of the mark holder, and a second time limit of 
six months, based on the non-observance of the requirements, which was designed to protect 
the rights of third parties.  The Delegation added that the wording of paragraph(c) could be 
improved by deleting the words “of not less than”, but keeping the word “maximum”, because 
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there had to be a ceiling for the second time limit, and 12months seemed to be an acceptable 
time limit.

148. The Delegation of Austria suggested that in order to avoid confusion between the two 
time limits, the reference to subparagraphs(a) and(b) should be deleted and that the 
paragraph should read:  “A Contracting Party may provide for a maximum time limit for 
filing the request for reinstatement of rights under Article 14(3) of not less than 12months 
from the expiry of the time limit concerned.”

149. The Representative of the AIPPI said that establishing a maximum time limit of 
12months would be acceptable.  However, a minimum time limit should also be established, 
in order to prevent Contracting Parties from providing too short a time limit.  The 
Representative suggested that the provision read “at least six months but not more than 
12months.”

150. The Delegation of Switzerland was of the opinion that Rule9(3)(c) should provide for 
12months as a maximum and six months as a minimum length of the so-called “absolute” 
time limit.  The Delegation added that the provision should remain as a possibility and not as 
an obligation for Contracting Parties and that the word “may” should be kept in the text.  The 
Delegation further emphasized that the determination of the length of the “relative” time limit 
in Rule9(3)(b) should be left to the appreciation of each Contracting Party and therefore 
suggested that the request be filed within a reasonable time limit.

151. An extended debate followed amongst several delegations and representatives of 
intergovernmental and non-governmental organizations as to whether the provisions on time 
limits for reinstatement of rights in the draft Revised TLT could be inspired from the 
corresponding provisions in the Patent Law Treaty (PLT).

152. The Chair noted that the interventions made on this last point seemed to indicate that 
there was a rising consensus to replace the 12-month time limit proposed in Rule9(3)(c) for a 
period of not less than six months, which would be counted from the expiration of the time 
limit concerned and to keep the paragraph as a “may” provision.

153. The Chair then noted that there was consensus on this provision subject to 
redrafting.

Paragraph (4)  [Exceptions Under Article 14(4)]

item (i)

154. The Secretariat indicated, by way of a clerical correction, that reference to Article14(ii) 
should read “Article14(1)(ii)”.

155. The Delegation of Japan, supported by the Delegation of Jordan, held the view that 
Article 14(1)(i) should be included in Rule9(4)(i), following the general principle established 
by Article 14(4) and Rule9(4) that there should be no double relief once relief has already 
been granted.  Thus, where a Contracting Party provided for an extension of a time limit 
before the expiry of that time limit and relief had already been granted, but the applicant once 
more failed to complete the omitted act during the extended time limit, a Contracting Party 
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should not be required to grant a second or any subsequent relief.  In the view of the 
Delegation, it was necessary to include Article14(1)(i) in Rule9(4)(i) in order to avoid such a 
situation.

156. The Delegation of New Zealand said that, if the principle in Rule9(4)(i) was to avoid 
double relief, then Article14(3) concerning reinstatement of rights should also be included.

157. The Delegation of Sweden noted that it interpreted the provisions in question as 
meaning that a Contracting Party was not obliged to grant more than one instance of relief at 
the same stage, but that the Contracting Party could provide for several reliefs in different 
stages of the processing of an application if different time limits were involved.

158. The Delegation of France, supported by the Delegation of Switzerland, expressed 
agreement on the notion that there should be no double relief.  However, if a reference to 
Article 14(1)(i) were included in Rule9(4)(i), this would create problems with the structure of 
Article 14.  According to that provision, if a Contracting Party provided for the extension of a 
time limit only prior to the expiration of the time limit, some other form of relief had to be 
provided.  If Article14(1)(i) was included as an exception, it was no longer clear why a 
Contracting Party should also provide for reinstatement of rights, because the requesting party 
would not be able to use that remedy in accordance with its national legislation.

159.  The Delegation of Japan further clarified that the situation envisaged in its proposal 
was one where an applicant had successfully filed a request to extend a time limit before the 
expiration of the time limit and, in such a case, no Contracting Party should be required to 
provide any relief after the expiration of the time limit.

160. The Representative of FICPI expressed the view that Article14(1)(i) could be 
considered a normal extension of time requested before the due date in the normal course of 
the procedure.  The other remedies were really the formal relief measures, which arose when a 
special situation happened that caused the original time limit to be missed.  If a routine 
request for extension of time was filed and an extension was granted in accordance with 
Article 14(1)(i), there was a new due date.  And if at the end of that extended period 
something happened unintentionally or inadvertently, which caused that date to be missed, 
there seemed to be an agreement that a form of relief should be available at that time.

161. The Chair noted that the discussion showed that there was consensus as to the notion 
that Rule9(4)(i) applied to all reliefs granted after the expiry of the due date.  As to the 
inclusion of a reference to Article14(1)(i), consultations would be engaged in order to further 
explore the repercussions of that inclusion, particularly in view of the fact that Article14 
itself might undergo changes in the new draft to be presented at the next session of the SCT.

item (ii)

162. The Chair noted that there was consensus on this provision.



SCT/13/8
page 23

item (iii)

163. The Chair noted that, following a suggestion by the Delegation of the Netherlands at the 
twelfth session of the SCT, it had been decided to remove the square brackets around this 
item, so that the payment of a renewal fee would also be an exception.

164. The Delegation of Australia indicated that, at that session, there was also agreement to 
keep this item as an exception because the Paris Convention already provided a form of 
mandatory relief in case of non-payment of a renewal fee.

165. The Representative of FICPI recalled that on previous occasions, FICPI had requested 
reconsideration of this point.  However the difficulty was now removed, because it was clear 
that Contracting Parties were not required but were left free to allow for the list of exceptions 
in Rule9(4).  In addition, this provision did not put at risk the practice observed by many 
countries to allow for restoration after the non-payment of renewal fees.

166. The Chair noted that there was consensus on this provision.

item (iv)

167. The Chair noted that there was consensus on this provision.

item (v)

168. The Chair noted that there was consensus on this provision.

item (vi)

169. The Delegation of Japan indicated that the law of Japan provided for a unique system, 
which was defined as a new application for a trademark based on the amendment of an 
original application.  Under this system, the date of amendment of an application would 
automatically become the new filing date.  Therefore, the filing date should be fixed as early 
as possible, because third parties could be affected by that date.  If Article14 applied to the 
time limit for using this system, legal certainty could not be assured for third parties.  The 
Delegation added that the nature of this time limit was similar to the time limit for filing the 
declaration under Article 3(1)(a)(vii) and (viii).  The Delegation further suggested to rephrase 
Rule9(4)(vi) to read:  “for filing the declaration referred to in Article3(1)(a)(vii) and(viii) or 
other declaration to accord the benefit of the filing date”.

170. The Delegation of New Zealand wondered whether, in view of the proposal made by the 
Delegation of Japan, an explanation should be added to the Notes in order to avoid any 
misunderstanding in the future as to the intent of this new provision.

171. The Delegation of Australia supported the suggestion made by the Delegation of 
New Zealand and added that it would be important to look at the repercussions of this new 
exception on the rest of the text.
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172. The Chair said that the proposal made by the Delegation of Japan could be integrated in 
the text of Rule9(4)(vi) and that, as suggested by the Delegations of Australia and 
New Zealand, explanations could be added in the Notes.  The Secretariat would also check for 
any repercussions of this new drafting on the basic proposal.

173. The Chair then noted that there was consensus on this provision subject to 
redrafting.

item (vii)

174. The Chair noted that there was consensus on this provision.

Article 17
(Request for Recordal of a License)

Paragraph (1)  [Contents of the Request for Recordal]

175. The Delegation of the Russian Federation indicated that this paragraph provided that the 
request for recordal had to be filed in accordance with the requirements prescribed in the 
Regulations.  However, Rule10(2) provided that a Contracting Party may require certain 
documents which were not referred to in Article17(1).  This provision seemed to run counter 
to Article 17(4) containing a prohibition of other requirements.  The Delegation suggested to 
overcome this situation in two ways:  either to move the provision contained in Rule10(2) to 
Article 17, after paragraph(1), or to introduce a new provision containing the relevant part of 
Rule10(2) to read “Contracting Parties may require that the request for recordal of a license 
be accompanied by the documents stipulated in the Regulations”.

176. The Chair noted that the phrase “in accordance with the requirements prescribed in the 
Regulations” in Article17(1) was intended to cover the required documents.  However, the 
Secretariat would carefully look into this question and provide new wording if needed, to 
further clarify the link between this paragraph and Rule10(2).

177. The Delegation of the Republic of Korea said that the provision, as currently drafted, 
did not consider the case of the co-ownership of a registration.  The Delegation added that a 
provision similar to Article11(1)(d) should be included for the case of recordal of a license, 
so that any Contracting Party may require the consent of co-holders, in addition to that of the 
parties to the contract.

178. The Secretariat explained that in the current draft, the question of the entitlement to 
record a license was no longer dealt with through the signature on the request, but in terms of 
the supporting documents in Rule10(2).  There were two types of supporting documents 
which a Contracting Party could require, i.e., an extract of the license contract indicating the 
parties to the contract, or an uncertified statement of license signed by both the holder and the 
licensee.  The term holder was defined by Article1(vi) and Note1.04 relative to that item, 
indicated that “holder” should be construed as “holders” where the applicable law of a 
Contracting Party provided that several persons may jointly be holders.  It followed that, 
where the request for the recording of a license was accompanied, for example, by a statement 
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of license signed by the holder and the licensee, but there were several co-holders, a 
Contracting Party was free to request the signature of all co-holders.

179. The Delegation of Australia suggested to supplement the definition contained in 
Article 1(vi) with some of the wording from Note1.04.

180. The Delegation of Japan supported the views expressed by the Delegation of the 
Republic of Korea and noted its preference for dealing with this question in the framework of 
Rule10(2), by adding a new provision to clearly state that a Contracting Party may require the 
consent of all co-holders if the recordal of a license concerned several persons.

181. The Representative of the AIPPI expressed agreement with the new approach of the 
articles, which did not specify the person requesting the recordal and did not ask for any 
requirements to that effect.  Indeed the question had to be looked at in the context of the 
supporting documents provided for in Rule10(2).  However, there could be a problem if the 
co-holder who concluded a license agreement did not choose the uncertified statement of 
license but the extract of the contract indicating the parties, certified by a notary public.  In the 
latter case, the holder did not need to submit a document signed by all co-holders because 
reference was made to the parties, i.e., the licensor and the licensee, and not the holders.

182. The Secretariat explained that even where the supporting documents were provided, the 
office could refuse the recordal of a license if it appeared that several co-holders were 
involved, while the documentation presented to it showed only one holder.

183. The Chair noted that there was consensus on this provision subject to redrafting.

Paragraph (2)  [Fees]

184. The Chair noted that there was consensus on this provision.

Paragraph (3)  [Single Request Relating to Several Registrations]

185. The Secretariat noted that the reference to paragraph(1) at the end of this paragraph 
needed to be changed for a reference to the Regulations.

186. The Chair noted that there was consensus on this provision.

Paragraph (4)  [Prohibition of Other Requirements]

187. The Delegation of Cuba said that it had given careful consideration to the changes 
introduced in the provisions concerning the recordal of licenses.  However, some elements of 
the provisions continued to be incompatible with the national law of its country.  According to 
those norms, the efficient control of technology transfer and anti-competitive practices was 
based on the evaluation of the license contracts and their recordal with the trademark office.  
Thus, the prohibition contained in this paragraph seemed to run counter to the requirements 
under the laws of Cuba.  The Delegation suggested that a possible compromise could be 
reached by either including in the supporting documents under Rule10(2) documentation 
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allowing the Contracting Party to determine the scope of the license, the control by the 
trademark holder and the financial clauses, or to include new wording after Article17(4)(iii) 
to the effect that “reservation is made to the provisions contained in national law with regard 
to the control of anti-competitive practices or promotion of technology transfer”.

188. The Delegation of Egypt recalled the reservations it had made at the last session of the 
SCT, particularly with regard to the prohibition for a Contracting Party to require the license 
contract itself.  The Delegation noted its support for the proposals made by the Delegation of 
Cuba, which could help to reach a suitable solution, by taking into account the legislation of 
some countries.

189. The Delegation of Peru said that it was clear that certain clauses of the license contract 
had to remain confidential.  However, Contracting Parties needed to have some certainty as to 
the terms of the license whose recordal was requested.  Thus the prohibition to furnish the 
license contract itself could be maintained if offices would be enabled to request an extract of 
the contract, as was provided for in Rule10(2)(i).  In this manner, confidential clauses would 
be protected, but the necessary information would be made available to the office, allowing it 
to have certainty on the recordal of license.

190. The Delegation of Morocco said that a certified copy of the license contract was 
required for the recordal of trademark licenses with the office, so that the license may be 
opposable to third parties.

191. The Delegation of Brazil expressed support for the remarks made by other delegations, 
particularly from developing countries as to the provisions contained inArticle 17.  The 
Delegation further noted that this was the third time that the Committee discussed the 
provisions on trademark licenses and the inclusion of these provisions in the draft revised 
TLT continued to be controversial.  Although the Delegation maintained a general reservation 
with regard to the entire section, it suggested that the SCT give careful consideration to the 
constructive options put forward by delegations.

192. The Representative of CEIPI said that Note17.06, which referred to this paragraph, 
indicated that this provision did not prevent other authorities of Contracting Parties (for 
example, tax authorities or authorities establishing statistics) from requiring the parties to a 
license contract to furnish information in accordance with the applicable law.  Thus, 
paragraph(4) was confined to the recordal of the license with the trademark office and this 
would probably address some of the concerns raised by delegations.

193. The Chair explained that the provisions on the recordal of trademark licenses would not 
impede on obligations for national authorities deriving from laws that regulated such 
questions as unfair trade or anti-competitive practices, transfer of technology or taxation.  The 
provisions were intended to simplify the procedure for the recording of licenses, as far as the 
effects under trademark law were concerned.  Given the concerns expressed by some 
delegations, it could be envisaged to add a paragraph to Article17 along the lines of 
Note17.06, to clearly state that the simplified procedures for the recording of licenses were 
without prejudice to obligations existing under national law, on the disclosure of information 
to national authorities responsible for fair trade, competition, transfer of technology, etc.

194. The Representative of the European Communities supported the explanation given and 
the proposal made by the Chair.
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195. The Chair then noted that a number of delegations had made reservations to this 
provision and concluded that the substance of Note17.06 would be moved to 
Article 17.

Paragraph (5)  [Evidence]

196. The Delegation of Japan, supported by the Delegations of Australia and the Russian 
Federation, suggested to insert the following wording at the end of this paragraph:  “or in any 
document referred to in the present Article”.  The Delegation added that this wording was in 
line with Article11(4), and allowed any Contracting Party to require further evidence in case 
of reasonable doubt relating not only to the request, but also to the supporting documents 
contemplated in Rule10(2).

197. The Representative of CEIPI also expressed support for the suggestion made by the 
Delegation of Japan but noted that reference should be made to the Regulations rather than to 
the Article, since in the current drafting the supporting documents were found in the 
Regulations.

198. The Chair noted that there was consensus on this provision subject to redrafting.

Paragraph (6)  [Requests Relating to Applications]

199. The Delegation of Latvia supported the current drafting of this paragraph.

200. The Chair then noted that there was consensus on this provision.

Article 18
(Request for Amendment or Cancellation of the Recordal of a License)

Paragraph (1)  [Contents of the Request]

201. The Delegation of the Russian Federation said that, with regard to this paragraph, it had 
a comment similar to that on Article17(1).  The Delegation noted that the title of 
Article 18(1) “Contents of the Request” was misleading, as it referred to the request itself and 
not to the accompanying documents.  In addition, Article18(2), provided for a mutatis 
mutandis application of Article17(2) to(5), including the prohibition of other requirements, 
which meant that a Contracting Party could not require anything which was not specifically 
provided for in Article18(1).  However, it seemed that a Contracting Party could request for 
additional documentation in the case of amendment or cancellation of a license.  Therefore, 
Article 18(1) should also contain a reference to the supporting documents stipulated in the 
Regulations.

202. The Chair noted that there was consensus on this provision subject to redrafting.
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Paragraph (2)  [Other Requirements]

203. The Chair noted that there was consensus on this provision.

Rule 10
(Contents of the Request for Recordal of a License

or for Amendment or Cancellation of the Recordal of a License)

Paragraph (1)  [Contents of Request]

204. The Representative of CEIPI suggested to omit the words “where applicable” in 
Rule10(1)(a)(xi), as they seemed not to be in accordance with the chapeau of the provision 
and the explanation provided in the second sentence of NoteR.10.06.

205. The Delegation of Australia noted that the same issue raised by the Representative of 
CEIPI could also be raised in relation to item (xii).  However, the Delegation said that in its 
reading of the provision, there were a number of elements that a Contracting Party would 
always require, such as the name and address of the holder, but other elements were required 
only “where applicable”, for example, where the license was an exclusive license.  Thus, this 
meant that for the latter elements, an additional condition needed to be fulfilled.  The 
Delegation further noted a preference to deal with this issue in Rule10 itself rather than in the 
Notes.

206. The Chair noted that there was consensus on this provision subject to redrafting of 
items(xi) and (xii).

Paragraph (2)  [Supporting Documents for License]

207. The Delegation of Uruguay, supported by the Delegation of Peru, expressed the view 
that the prohibition established in Article17(4)(ii) had to be read in conjunction with 
Rule10(2) which provided for supporting documents to be submitted for the recordal of a 
license.  The chapeau of paragraph(2) read “at the option of the requesting party”, the request 
may be accompanied by either (i) an extract of the license contract or (ii) an uncertified 
statement of license.  In practice, the requesting party would take the option contained in 
item (ii), which did not seem entirely satisfactory.  Therefore, the Delegation suggested, as an 
intermediate position, to eliminate the option of the requesting party to choose between the 
two items.

208. The Representative of the AIPPI, supported by the Delegations of Australia and the 
United States of America, the Representatives of the European Communities and of CEIPI, 
held the view that this deletion would modify the objective of the provision, which was to 
protect the licensee from any damaging act from the licensor.  Through recordal, the license 
contract was made public and third parties were informed of its existence and could not in 
good faith apply for a trademark without having any rights under the license.  The 
Representative added that, consequently, the recordal of a license was mainly in the interest of 
the users and that changing the wording of the provision would substantially alter that balance 
of interests.
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209. The Delegation of Switzerland recalled that Article2(2) of the Joint Recommendation 
Concerning Trademark Licenses, provided that a Contracting Party could accept either the 
signature of the holder or of his representative, or the signature of the licensee, which had to 
be accompanied by a certified extract of the license contract or an uncertified statement of 
license, while Rule10(2) required that in all cases an extract or an uncertified statement of 
license signed by both the holder and the licensee should be provided.  The Delegation added 
that this was too stringent a requirement and that the choice established in the Joint 
Recommendation should be retained for the benefit of the users of the system.

210. The Delegation of Slovenia, the Representatives of the European Communities, the 
AIPPI and FICPI supported the views expressed by the Delegation of Switzerland.

211. The Delegation of Japan expressed support for the new wording and structure of 
Rule10(2).  However, in the opinion of the Delegation, Contracting Parties needed freedom 
to require two more supporting documents.  Firstly, a document showing the consent of all 
co-holders to the recordal of the agreement, particularly those co-holders which were not 
parties to the license agreement.  In this regard, the Delegation recalled that the previous text 
of Note17.12 left freedom to the applicable law of the Contracting Party to determine 
whether all co-holders had to give their consent for the recordal of the license, whereas the 
current note did not seem to do so.  The Delegation further noted that a provision similar to 
Rule17(2)(b) of the PLT could be considered.  Secondly, the Delegation held that 
Contracting Parties should also be free to request a document evidencing a license not 
resulting from a contract, but from a court decision.  The Delegation explained that in the 
practice of its office, there had been a case in which a trademark infringement law-suit 
resulted in a decision to grant a license.  Therefore, the document presented for the recordal of 
the license was a court decision.  The Delegation recalled that Article11(1)(e) of the TLT 
allowed the presentation of court decisions in the case of change of ownership and 
Rule17(2)(c) of the PLT also allowed such a document to be required.

212. The Delegations of the Republic of Korea and Morocco, and the Representatives of the 
AIPPI and CEIPI supported the first proposal made by the Delegation of Japan, namely the 
need to confirm the consent of all co-holders, particularly in view of the prohibition of other 
requirements contained in Article17(4).

213. The Representative of CEIPI proposed that, for precision, the wording in the second line 
of Rule10(2)(ii) be changed to read “these Regulations”.  The Representative was of the 
opinion that where a settlement occurred between two parties in an infringement case and a 
license emerged under the guidance of a court, there was effectively a license contract 
covered by the existing provisions, without the need to provide for a different situation.  The 
Representative suggested either to include an express definition of the word “contract” in the 
context of these provisions, which could also cover these settlements between parties resulting 
from legal proceedings, or to clarify the matter in the Notes.  The Representative cautioned 
about the introduction of court decisions in the framework of licensing, as this could be 
mistaken for compulsory licensing, which was expressly forbidden by the Agreement on 
Trade-Related Aspects of Intellectual Property Rights (TRIPS) in the field of trademarks.

214. The Delegation of Japan declared that it had noted with interest the issues raised by the 
Representative of CEIPI regarding court decisions, and that it was prepared to continue 
studying the matter.
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215. The Delegation of the Russian Federation, supported by the Delegation of Japan, said 
that, in accordance with national law, the documents mentioned in Rule10(2) needed to be 
provided.  The practice of the office had shown that there was a need to submit the signature 
of both parties to the license contract as evidence of the agreement of both the holder and the
licensee.  The Delegation added that Rule10(2) was formulated as a “may” provision, which 
meant that Contracting Parties were not obliged to require these documents.

216. The Delegation of Slovenia said that, in a spirit of compromise, it could accept the new 
wording of Rule10(2).

217. The Delegation of Latvia supported the drafting of Rule10(2) as proposed.

218. The Chair noted that this provision was left open for further discussion.

Paragraph (3)  [Supporting Documents for Amendment or Cancellation]

219. The Delegation of Latvia recalled the opinion expressed by that delegation at the twelfth 
session of the SCT, namely that the rights of both parties of the licensing agreement should be 
taken into account in the process of amendment or cancellation.  While the Delegation fully 
supported the wording of Rule10(3)(i), it seemed that the wording of subparagraph(3)(ii) 
could be improved, as suggested in the written submission presented by FICPI.  Indeed, the 
drafting of Rule10(3)(ii), as proposed, left open the possibility that the request be filed by the 
licensee and be accompanied by a statement of consent also by the licensee.  However, the 
statement of consent by the licensee was only appropriate when the request was filed by the 
licensor and concerned a cancellation or amendment contrary to the licensee’s interest.  If the 
amendment was in favor of the licensee, at least the signature by or on behalf of the licensor 
should be provided.  Therefore, the Delegation suggested that Rule10(3)(ii) should not refer 
specifically to the licensee but to “the opposite party to the license agreement” or some 
similar wording.

220. The Delegation of Japan said that its initial position had been to request the inclusion of 
the same supporting documents as in paragraph(2).  However, it now seemed that the 
wording of Rule10(3)(i) was sufficiently broad as to cover court decisions.  Nevertheless, the 
Delegation deemed that it was still necessary to include in this paragraph an item allowing  
Contracting Parties to require a document concerning the consent of the co-holders.

221. The Representative of the AIPPI supported the views expressed by both the Delegations 
of Japan and Latvia.

222. The Representative of the BBM said that from a practical point of view, Rule10 could 
be divided in two different rules, as it concerned two separate articles of the draft revised 
TLT.

223. The Secretariat replied that Articles17 and 18 had similar contents and that the 
requirements for recordal, amendment and cancellation of licenses were similar, which was 
the main reason for having one single rule for both articles.  Nevertheless, the text could be 
improved to avoid any practical difficulties.

224. The Chair noted that there was consensus on this provision subject to redrafting.
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Article 19
Effect of the Non-Recordal of a License

Paragraph (1)  [Validity of the Registration and Protection of the Mark]

225. The Delegation of Mexico held the view that if the validity of the registration of a mark 
would not be affected by the lack of recordal of a license, it did not seem clear why 
Contracting Parties were allowed to require such recordal.

226. The Delegation of Morocco said that, while the recordal of a license did not affect the 
validity of the registration of a mark, it helped to enforce the licensed rights in relation to third 
parties.

227. The Chair then noted that there was consensus on this provision.

Paragraph (2)  [Certain Rights of the Licensee]

228. The Delegation of Cuba recalled the views it had expressed in previous sessions, that 
this provision was incompatible with national law, which required the recordal of licenses.

229. The Representative of the AIPPI said that his reading of Article19 was that it did not 
prevent any Contracting Party from requiring the recordal of a license.  However, a 
Contracting Party could not invalidate the registration of a mark because of the lack of 
recordal of a license, and this was a confirmation of the relevant provision of the TRIPS 
Agreement.

230. The Delegation of Australia noted that the structure of paragraph(2) made it clear that 
this paragraph was not binding on Contracting Parties, because subparagraph(2)(b) provided 
that if subparagraph(a) was not compatible with the law of a Contracting Party, it would not 
apply with respect to that party.

231. The Representative of CEIPI said that this provision was in fact a form of reservation 
and noted that if the provision was kept as part of Article19(2), some wording needed to be 
added in order to inform other Contracting Parties that the provision was incompatible with 
the laws of a particular State.  Therefore, the Representative suggested to add language along 
the lines of “provided that the Contracting Party notifies the Director General accordingly”.

232. The Delegation of Mexico held the view that the provision contained in 
subparagraph(b) seemed to be innocuous and could well be removed from the text.

233. The Delegation of Australia recalled that during the discussions which led to the 
adoption of the Joint Recommendation on Trademark Licenses, subparagraph(b) was drawn 
up as a compromise between those Contracting Parties according to which subparagraph(a) 
was a desirable standard and those other Contracting Parties that could not accept it for a 
number of reasons.

234. The Chair noted that it followed from the discussion that the provision could be kept in 
the draft.
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235. The Chair noted that there was consensus on this provision.

Article 20
Use of a Mark on Behalf of the Holder

236. The Delegation of Japan said that the text of explanatory note20.01 in document 
SCT/12/4 read:  “Article20 only deals with situations in which the use by a person other than 
the holder might accrue to the benefit of the holder”, while the corresponding note in 
document SCT/13/4 had been amended with the result that this point was no longer clear.  
The Delegation added that there could be cases where use by a person other than the holder 
did not benefit the holder.  The Delegation further suggested, either to add in Article20 the 
phrase “except for the case resulting in a disadvantage for the holder”, or to restore the text of 
Note20.01 as it was presented in document SCT/12/4.

237. The Delegation of Canada expressed support for the proposed drafting of Article20, 
which reflected the general principle agreed at the twelfth session, that the use of a mark by a 
licensee should accrue to the holder, even if the license was not recorded.  The Delegation 
noted that, in an effort to clarify that the TLT was procedural in nature, the wording of the 
provision could be changed to read:  “A Contracting Party may not require the recordal of a 
license as a condition for the use of a mark by a licensee to be deemed to constitute use by the 
holder”.

238. The Delegations of Australia and New Zealand and the Representatives of AIPLA and 
the ICC supported the suggestion made by the Delegation of Canada.

239. The Delegation of the Russian Federation said that the current drafting of Article20 
inferred that even where a license was not recorded, use by the licensee was considered use by 
the holder.  According to the Delegation, this would be contrary to national law, which 
provided that if a license contract was not recorded, it was not valid, and this was considered 
to be important for third parties as a means to know exactly who was using a mark.  The 
Delegation suggested that the last phrase of Article20 “even where the license is not recorded 
with the Office or with any other national or regional authority” be deleted, or that the word 
“shall” be changed for “may” so as to change the binding character of the provision.

240. The Delegation of Latvia held the view that the language proposed by the Delegation of 
Canada seemed to narrow the effect of Article20 in a considerable way, as compared to both 
the draft presented at the twelfth session and the draft submitted by the Secretariat at the 
current session.  The Delegation added that, for the benefit of the trademark community it was 
perhaps preferable to keep the provision broad and not to restrict it to the recordal of licenses.

241. The Representatives of AIM, the AIPPI, ECTA and INTA supported the views 
expressed by the Delegation of Latvia and suggested to go back to the original text that this 
Article had in the Joint Recommendation on Trademark Licenses.

242. The Delegation of Peru inquired whether use of a mark by an authorized or exclusive 
distributor could be deemed to be equal to the use by a licensee and accrue to the holder, 
particularly for the purposes of preventing the cancellation of his mark.
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243. The Representative of OAPI supported the text of Article20 as proposed and added 
that, in his view, the use of a mark by an authorized distributor was deemed to be use by the 
holder himself.

244. The Representative of FICPI suggested the following text for Article 20 “When a mark 
has been used by a licensee, the registration of the mark shall not be cancelled or revoked on 
the ground of non-use merely because the license is not recorded with the office or with any 
other national or regional authority.”

245. The Delegation of New Zealand, supported by the Delegation of Australia and the 
Representative of AIPLA, said that the discussion at the twelfth session of the SCT indicated 
that the text of Article20, as presented at that session, went beyond the scope of the recordal 
of licenses and touched on aspects of substantive law.  Issues such as the consent and the 
control by the holder were also raised in the discussion and there was concern as to whether 
the provision sufficiently addressed such concerns.  It was preferable then, to narrow the 
scope of the provision to the formalities relating to the recordal of licenses.

246. The Chair said that it followed from the interventions made, that there was agreement as 
to the underlying principle contained in the current draft of Article20.  However, the wording 
could be improved by drawing from the proposals made by the Delegation of Canada and the 
Representative of FICPI.  The Secretariat would be entrusted to redraft this provision and to 
look into any consequential changes of the new draft.

247. The Chair noted that there was consensus on this provision subject to redrafting.

Article 21
Indication of the License

248. The Chair noted that there was consensus on this provision.

Article 22
(Observations in Case of Intended Refusal)

249. The Delegation of the Islamic Republic of Iran referred to the last part of Note22.01 
and particularly to the notion of “refusal”, which was explained with three examples, and 
asked whether this was to be considered an exhaustive list.  The Delegation added that if this 
was so, the explanation seemed to limit the notion of refusal, which should be understood 
broadly in the framework of Article22.

250. The Chair confirmed that the notion of refusal in this context was to be understood in a 
broad sense and that the Notes to Article22 could be further clarified if needed.

251. The Representative of the European Communities expressed disagreement to the 
reference to Article 14 in Article22.  The Representative added that if an office had all the 
elements to reach a decision, it should not be obliged to hear the requesting party once more 
and to extend the time limits or to provide for reinstatement of rights.  This would not 
simplify matters for the office.
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252. The Delegations of France, Germany, Portugal, Sweden and Switzerland supported the 
opinion expressed by the Delegation of the European Communities.

253. The Delegation of New Zealand did not share the opinions expressed by other 
delegations as to the removal of the reference to Article14 in Article22.  In New Zealand, if 
the office proposed to use its discretionary power to refuse, it was obliged to give that person 
an opportunity to make observations or to be heard about the intended refusal of a request by 
the office.  Thus, the Delegation was in favor of keeping the reference in the draft as 
proposed.

254. The Chair suggested to reserve a final decision on whether or not to include a reference 
to Article 14 in Article22 until the Standing Committee would conclude the discussion on 
Article 14.

255. The Representative of CEIPI asked why a reference to Article7 had been added in this 
provision.  The Representative noted that Article 7 dealt with the division of application and 
registration, which was not proposed to be modified in its substance.

256. The Secretariat explained that on the basis of the comments received at the last session, 
the current draft of Article22 was an attempt to extend the principle of the right to be heard to 
all situations where an applicant or holder was confronted with a potentially negative decision 
from the office.

257. The Chair confirmed that the reference to Article7 would make the treaty more
user-friendly and perhaps the non-inclusion of a reference to Article14 would mean that this 
aspect would not be harmonized.

258. The Delegation of Australia supported the inclusion of a reference to Article7 in 
Article 22 and added that it was also preferable to maintain the Note to Article22 as it had 
been drafted in the original TLT.  The Delegation also wondered whether the word 
“application” in this context meant an application for the registration of a trademark under 
Article 3.  If that was the case, the Delegation suggested to add a comma after the word 
application, to clarify the text.

259. The Chair explained that Article22 contained the very important principle of the right 
to be heard and that this provision had to be read in conjunction with Rule6(7) which was 
also concerned with making observations but that it additionally dealt with the conditions 
according to which an opportunity to comply with the missing requirements would be 
granted.  The Chair further noted that looking at the legislative history of these two 
provisions, at its twelfth session, the SCT had agreed to separate them, but it was now felt that 
the provision contained in Rule6(7) had a certain relevance for applicants or holders and that 
it would be best to integrate it in the text of Article22.  As to the reference to Article14, the 
Chair added that this should also be seen in the light of the new draft of that article.

260. The Chair then noted that there was consensus to redraft this provision in 
conjunction with Rule6(7), which should be moved from the Regulations to the Treaty.
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Article 23
(Regulations)

261. The Delegation of the Islamic Republic of Iran wondered whether Article23(3)(a) was 
needed because, as was pointed out in Note23.01, no rules were specified in the current draft 
Regulations to be amended only by unanimity.

262. The Chair observed that the provision could be maintained in case it was felt desirable 
to specify in future amendments to the Regulations a provision that would only be changed by 
unanimity.

263. The Delegation of New Zealand held the view that it would be preferable to maintain 
Article 23(3)(a) because the provision facilitated reactions to future developments.

264. The Representative of CEIPI expressed support for the statement made by the 
Delegation of New Zealand.

265. The Chair concluded that there was consensus on this provision.

Article 24
(Assembly)

266. The Representative of the European Communities referred to the reservation concerning 
Article 24(4)(b)(ii) which she had expressed at the twelfth session of the Standing Committee.  
The Representative informed the Standing Committee that the provision had been the subject 
of further internal consideration and, as a result of those considerations, she wished to 
withdraw that earlier reservation.  

267. The Delegation of the Islamic Republic of Iran proposed to transfer the words “with the 
assistance of the International Bureau” from Article 24(2)(ii) to Article 25, since the latter 
article was dealing more generally with the tasks of the International Bureau.

268. The Delegation of Belgium informed the Standing Committee that the establishment of 
a new Benelux Intellectual Property Organization was to be finalized soon, and that the 
procedural rules of Article 24 would be acceptable for that Organization.  The Delegation 
expressed support for Article 24 and the intervention by the Representative of the European 
Communities.

269. The Representative of CEIPI, referring to the intervention by the Islamic Republic of 
Iran, wondered whether Article 24(2)(ii) was necessary.  As it could be inferred from 
Article 8(5) that the Model International Forms formed part of the Regulations, the 
Representative expressed the view that they were covered by Article 24(2)(iii) anyway.

270. The Representative of the ICC recalled the historical development of the TLT and 
welcomed the support for the establishment of an Assembly expressed by the Standing 
Committee.

271. The Chair concluded that there was consensus on this provision subject to 
possible changes to paragraph (2)(ii).
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Article 25
(International Bureau)

272. There was consensus on this provision.

Article 26
(Revision and Amendment)

273. The Secretariat explained that, in contrast to the more liberal approach taken in the 
previous draft of the TLT, and as an outcome of the discussion that had taken place at the 
previous session of the SCT, the text of Article 26 had been amended so as to limit the power 
of the Assembly to change provisions of the TLT to Articles 24 and 25.  As to the 
terminology used in Article 26, the Secretariat explained that the term “amendment” referred 
to the possibility to amend the Treaty through a decision by the Assembly, whereas the term 
“revision” referred to changes to the TLT adopted by a diplomatic conference.

274. The Delegation of Australia stated that it would welcome further facilitation of 
amendments to the Treaty.  Although it regarded the new Article 26 as a move in the opposite 
direction, the Delegation indicated that it considered the Article to be acceptable.  It pointed 
out, however, its remaining interest in further facilitating amendment procedures.

275. The Delegation of the Islamic Republic of Iran proposed to clarify the difference 
between revision and amendment.  It wondered whether the change of all Rules could be seen 
as an amendment.  Referring to Article 1(xxii), the Delegation also raised the question 
whether a revision of the Treaty was limited to those provisions that could not be amended by 
the Assembly.

276. The Secretariat explained that Article 1(xxii) clarified that a reference to an Article 
included the accompanying Rule but not vice versa.  

277. The Chair pointed out that there were Rules capable of impacting on an Article.  He 
recalled that, in the context of Article 8, the requirements to be fulfilled by an applicant were 
set out in the Regulations.  In his view, Article 8 would be rendered more or less pointless 
without the Rules prescribed in the Regulations.

278. The Delegation of New Zealand, supported by the Delegation of Australia, expressed its 
concern with regard to paragraph (2)(c).  The Delegation held the view that the use of the 
term “thus accepted” in the second sentence of paragraph (2)(c) was probably intended to 
refer to amendments that have been accepted by three-fourths of the Contracting Parties.  
However, as the term “acceptance” was also used in the first sentence of Article26(2)(c) 
(“written notifications of acceptance”), there was some ambiguity.  If “thus accepted” was 
read to refer to acceptance by each individual member, then this would appear to contradict 
the remainder of the sentence that the amendment would bind “all the contracting Parties…”.  
The Delegation concluded that it would be better if the two sentences of paragraph (2)(c) were 
separated out into two paragraphs (c) and (d).  Whereas the first sentence of paragraph (2)(c) 
could be maintained in the new paragraph (c), the new paragraph (d) should read as follows: 
“Any amendments to the said provisions accepted by three-fourths of the Contracting Parties 
in accordance with subparagraph (c) shall bind all the Contracting Parties to this Treaty at the 
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time the amendment enters into force, and States and intergovernmental organizations which 
become Contracting Parties at a subsequent date.”

279. The Delegation of the Islamic Republic of Iran expressed concern as to Article 26(2)(a) 
offering the possibility to amend Articles 24 and 25 through a decision by the Assembly.  
Although Articles 24 and 25 apparently were procedural articles, they contained substantive 
rules, for instance, in Article 24(2)(i).  The Delegation wondered whether the task of 
developing the Treaty assigned to the Assembly in Article 24(2)(i) could be understood to 
include changes to Articles and Rules alike.  Referring to Article 26(2)(c), it expressed 
concern that amendments by the Assembly could indirectly impact on the sovereignty of 
States.  

280. The Chair pointed out that Article 24(2)(i) referred to preparatory work and drafting 
activities, as currently undertaken by the Standing Committee.  He thus considered the 
provision not to imperil the sovereignty of Member States.

281. The Secretariat explained that Article 24 was of a programmatic nature, whereas 
Article 26 set forth a procedural framework for the revision of the Treaty by a diplomatic 
conference, or the amendment of two articles of the Treaty by a decision of the Assembly.  
Articles 24 and 26, thus, were not to be connected.  Moreover, similar articles could be found 
in many WIPO-administered treaties, reflecting a widely accepted practice among States party 
to those treaties.

282. The Delegation of the Islamic Republic of Iran observed that, irrespective of the term 
“development of this Treaty” used in Article 24(2)(i), further substantive issues, such as the 
rules on the quorum in Article 24(3), would still be subjected to amendment decisions taken 
by the Assembly.  The Delegation pointed out that amendments by the Assembly, like the 
deletion of Article 24(4)(a), could impact on Member States.  

283. The Delegation of Australia wondered whether there was any firm understanding of the 
expression “members of the Assembly at the time the Assembly adopted the amendment” 
used in Article 26(2)(c).  The Delegation raised the question whether this passage was to be 
understood as a reference to the members present at the prior deliberations.  It suggested that 
the International Bureau should study carefully the treaties where this language stemmed from 
in order to rectify paragraph (2)(c) if necessary.  Moreover, the Delegation raised the question 
whether the possibility offered in Article 26(2)(a) to amend Articles 24 and 25 through a 
decision by the Assembly would lead to a different standard for the amendment of potential 
future Regulations concerning these Articles.

284. The Representative of CEIPI, in response to the statement made by the Delegation of 
New Zealand, recalled that many treaties administered by WIPO contained the provision laid 
down in Article 26(2)(c).  The Representative suggested therefore that any changes in that 
provision be submitted to the Legal Counsel of WIPO.  With reference to the question raised 
by the Delegation of Australia, the Representative stated that amendments under Article 
26(2)(a) and the revision by a diplomatic conference were two different ways of changing 
Articles 24 and 25.  The amendment of potential Rules accompanying Articles 24 and 25 
would follow the procedure under Article 26 if it were consequential on an amendment to 
Article 24 or Article 25 made under Article 26(2) but would otherwise follow the normal 
procedure prescribed in Article 23.   
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285. The Chair concluded that there was consensus on this provision subject to 
possible changes to the structure of paragraph (2)(c).

Article 27
(Becoming Party to the Treaty)

286. The Delegation of the Islamic Republic of Iran expressed its concern as to the specific 
use of the term “instrument” in paragraph (3)(b).  It held the view that the article itself could 
not define terms of the Treaty.  As the word “instrument”, in paragraph (3)(b), was defined so 
as to cover instruments of ratification and accession alike, the Delegation indicated that this 
specific use could pose difficulties in view of the definition of “instrument of ratification” laid 
down in Article 1(xvii).  Moreover, the Delegation wondered whether paragraphs (3)(b) and 
(c) were intended to have an encouraging or deterrent effect on countries wishing to become 
party to the Treaty.

287. The Secretariat explained that paragraph (3)(b) dealt with the specific situation arising 
where States had a common office, like the Benelux Trademark Office, or became member of 
a regional organization, such as OAPI.  It suggested to further clarify the functioning and 
meaning of the provision in the Note, for instance, as regards the specific use of the word 
“instrument”.

288. The Delegation of the Islamic Republic of Iran stated that it did not oppose the concept 
of Article 27(b) and (c).  However, it considered it necessary to point out that the mechanism 
laid down in these provisions was not clear.  The Delegation wondered in particular why a 
declaration made under paragraph (b) could easily be withdrawn pursuant to paragraph (c).

289. The Representative of CEIPI said that the specific use of the abbreviated term 
“instrument” in Article 27 only served the purpose of facilitating the reading of that provision.  
Otherwise, the expression “instrument of ratification or accession” would have to be used 
throughout the text which would make it long and complicated.

290. The Chair noted the proposal by the Secretariat to further clarify the provision in 
the accompanying Note.  He concluded that there was consensus on this provision.

Article 28
(Application of the TLT 1994 and This Treaty)

291. The Secretariat explained that Article 28 had been incorporated into the TLT to clarify 
the interface between the TLT 1994 and the revised TLT.  It observed that the new provision 
followed the general principles of international law set out in the Vienna Convention on the 
Law of Treaties.

292. The Representative of the European Communities stated that the final result of the work 
of the Standing Committee would be a revised TLT.  She welcomed the new Article 28 
against the background of the intention of the European Communities to adhere to the new 
Treaty.  However, the Representative also pointed out that further consultations in the 
European Communities were necessary.



SCT/13/8
page 39

293. The Delegation of Australia observed that provisions similar to Article 28 worked well 
in the framework of the Madrid system.  However, it emphasized that, in this latter context, 
the provision concerned the relationship to countries which were not members of the Madrid 
system.  In the view of the Delegation, Article 28 raised the problem of treating registrations 
differently.  Whereas the obligations from the revised TLT governed the relations to all other 
members of the revised TLT, the old principles stemming from the TLT 1994 would remain 
applicable to relations to the members of the TLT 1994.  The Delegation concluded that 
simplification was needed, and stated that it would prefer the deletion of Article 28.

294. The Delegation of Côte d’Ivoire stated that the Contracting Parties to the TLT 1994 
should be encouraged to adhere to the new TLT.  The Delegation considered it complicated to 
apply two different treaties.

295. The Delegation of the Islamic Republic of Iran observed that countries could not be 
obliged to accede to a certain treaty.  It proposed to clarify the language used in Article 28.

296. The Delegation of Chile expressed support for the intervention by the Delegation of the 
Islamic Republic of Iran.  It recalled that Chile had entered into free-trade agreements with 
the European Communities and the United States of America containing the obligation to 
accede to the TLT 1994.

297. The Delegation of Mexico observed that the future TLT would be applicable only in 
respect of the mutual relations of Contracting Parties to both the revised TLT and the TLT 
1994.  As regards relations with Contracting Parties to the TLT 1994 not being party to the 
revised TLT, only the TLT 1994 should be applied.

298. The Chair concluded that this provision was left open for further discussion.

Article 29
(Entry into Force; Effective Date of Ratifications and Accessions)

299. The Delegation of Australia stated that there were two principles to be considered in the 
framework of Article 29.  On the one hand, it was desirable to encourage the accession to and 
ratification of the new TLT.  On the other hand, the difficulties posed by certain agreements, 
carrying an undertaking by countries to accede to the TLT 1994, had to be acknowledged.  
The Delegation also referred to the case that a national bill had already been drafted to pave 
the way for accession to the TLT 1994, in which the legislative effort should not be put at risk 
by a provision like the former paragraph (4).  Nevertheless, the Delegation proposed to 
maintain the former paragraph (4).  To offer solutions for the aforementioned problem 
situations, it suggested to either provide for a phase-out date covering all difficult situations or 
keep the membership open to those countries who already entered into bilateral agreements or 
had taken legislative steps.  The Delegation stressed that, in any case, it would prefer to have 
a point in time where the TLT 1994 would be finally closed.

300. The Delegation of the United States of America expressed support for the deletion of 
the former paragraph (4).  However, it also declared to be willing to consider the proposal 
made by the Delegation of Australia.  The discussion, thus, should remain open.
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301. The Chair pointed out that an agreed statement seeking to encourage adherence to the 
new TLT could be considered by the Standing Committee as well.

302. The Delegation of Australia indicated that it would prefer paragraph (4) to remain.  It 
also expressed support for paragraphs (1) to (3).

303. The Representative of CEIPI questioned the legality and desirability of paragraph (4).  
The Representative held the view that paragraph (4), in fact, would alter the TLT 1994.  
Furthermore, he wondered whether the TLT 1994 should really be closed.  There might be 
countries which were not in a position to adhere to the new instrument.  In this case, the 
Representative deemed it preferable not to prevent such countries from entering the TLT 
system by preventing them from adhering to the TLT 1994.

304. The Chair concluded that there was consensus on paragraphs (1) to (3).  
Paragraph (4) was left open for further discussion.

Article 30
(Reservations)

305. There was consensus on this provision.

Article 31
(Denunciation of the Treaty)

306. There was consensus on this provision.

Article 32
(Languages of the Treaty)

307. There was consensus on this provision.

Article 33
(Depositary)

308. There was consensus on this provision.

Agenda Item 5:  Questionnaire on Trademark Law and Practice

309. The Secretariat made a report on the status of the work concerning the preparation of a 
summary of replies to the Questionnaire on Trademark Law and Practice 
(document SCT/11/6), and explained that the final version of the summary of replies would 
be circulated prior to the next session of the SCT.
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310. The Delegations of Australia, Denmark, New Zealand and Switzerland and the 
Representative of the ICC expressed appreciation for the effort made by the Secretariat in 
preparing the status report.

311. The Delegation of Switzerland suggested that the full replies to the questionnaire which 
were submitted by SCT members and observers should be made available, provided that the 
members and observers were in agreement.

312. The Delegation of the United States of America said that it was in favor of transparency 
concerning the replies and comments to the questionnaire.  However, the Delegation 
expressed concern about a possible misinterpretation of some of the answers bearing in mind 
that some of the questions could be understood in several ways.

313. In reaction to the concern expressed by the Delegation of the United States of America, 
the Delegations of Australia, Denmark and New Zealand noted that a general disclaimer 
concerning the content of the replies and comments would be useful.  The Delegation of 
Australia further pointed out that the replies to the questionnaire might be obtained directly 
from the office that had prepared the replies in question. 

314. The Chair noted that the Standing Committee had taken note of the status report 
presented by the Secretariat and that it had expressed its thanks and appreciation for the 
Secretariat’s efforts in preparing a document summarizing all replies to the questionnaire.

Agenda Item 6:  Internet Domain Names and Geographical Indications

315. The Representative of the European Communities stated that the European 
Communities attached high importance to the protection of geographical indications in the 
domain name system and that it would like to see progress in this regard.  The Representative 
requested that the issue remain on the agenda of the SCT. 

316. The Delegations of France and Switzerland expressed their support for the statement 
made by the Representative of the European Communities.

317. The Delegation of Australia stated that it shared the views of the Representative of the 
European Communities concerning the issue under consideration.

318. The Delegation of New Zealand proposed that the item be dealt with at the next session.

319. The Representative of the ICC said that the interested circles were in favor of 
continuing work on this topic.

320. The Chair concluded that there was consensus in the Standing Committee that the 
item be kept on the mid-term agenda of the SCT.

Agenda Item 7:  Future Work

321. The Secretariat indicated that new working documents concerning the draft revised TLT 
would be prepared with a view to finalize, at the fourteenth session of the TLT, work on the 
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basic proposal for the Diplomatic Conference for the adoption of a revised TLT.  
Furthermore, the summary document containing all replies received to the questionnaire on 
trademark law and practice would be finalized and published to that session of the SCT.  The 
SCT was moreover invited to identify topics for future work and to present them at the 
fourteenth session, enabling the Secretariat to start in time with the preparation of the working 
documents for the fifteenth session of the SCT, which was going to take place at the end of 
the month of November 2005.

322. The Delegation of Switzerland stated that, with regard to future work, issues concerning 
harmonization of substantive trademark law and questions concerning the relationship 
between industrial design, works of applied arts and three-dimensional marks, as already 
taken up by document SCT/9/6, should be dealt with by the SCT.

323. The Delegation of Denmark suggested continuation of the work on document SCT/9/6.

324. The Delegation of Australia stated that work on the harmonization of substantive 
trademark law should be given priority in the future activities of the SCT.

325. The SCT decided that, at its fourteenth session, it would devote enough time to 
finalize the draft for a revised TLT and Regulations.  It further decided that any 
remaining time would be devoted to consideration of the Summary of Replies to the 
Questionnaire on Trademark Law and Practice (document SCT/11/6) and to the future 
work.

Agenda Item 8:  Adoption of the Summary by the Chair

326. The Standing Committee adopted the draft of the Summary by the Chair 
contained in document SCT/13/7 Prov. with modifications raised by the 
Delegation of Australia in respect of Article 3 and Agenda Item 5 (Questionnaire 
on Trademark Law and Practice), the Delegation of Japan in respect of Agenda 
Item 3 (Adoption of the Draft Report of the Twelfth Session), the Delegation of 
New Zealand in respect of Article 3 and the Representative of CEIPI in respect of 
Articles 1(xxii) and 4(3)(a).

Agenda Item 9:  Closing of the Session

327. The Chair closed the thirteenth session of the Standing Committee.

[Annex I follows]



SCT/13/8

ANNEX I

E
SCT/13/7 

ORIGINAL:  English

DATE:  October 29, 2004

WORLD  INTE LLECTUAL   PROPERT Y  O RGANI ZATION
GENEVA

STANDING COMMITTEE ON THE LAW OF TRADEMARKS, 
INDUSTRIAL DESIGNS AND GEOGRAPHICAL INDICATIONS

Thirteenth Session
Geneva, October 25 to 29, 2004

SUMMARY BY THE CHAIR

Agenda Item 1:  Opening of the Session

1. Mr. Ernesto Rubio, Assistant Director General of the World Intellectual Property 
Organization (WIPO), opened the session and welcomed the delegates on behalf of the 
Director General of WIPO.

Agenda Item 2:  Adoption of the Agenda

2. The Standing Committee on the Law of Trademarks, Industrial Designs and 
Geographical Indications (SCT) adopted the Draft Agenda (documentSCT/13/1 Prov.) 
without modifications.

Agenda Item 3:  Adoption of the Draft Report of the Twelfth Session

3. The SCT adopted the Draft Report (documentSCT/12/7 Prov. 2) with modifications as 
requested by the Delegations of Egypt, New Zealand and the Russian Federation. 
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Agenda Item 4:  Revision of the Trademark Law Treaty

4. Discussion was based on the following documents:  SCT/13/2 (Draft Revised 
Trademark Law Treaty (TLT)), SCT/13/3 (Draft Revised Regulations under the Draft Revised 
Trademark Law Treaty), SCT/13/4 (Notes) and SCT/13/6 (Observations by the Delegation of 
Switzerland Concerning Document SCT/12/2 (Draft Revised Trademark Law Treaty)).

Article 1
Abbreviated Expressions

item (xxii). There was consensus on this provision subject to redrafting.

Article 2
Marks to Which the Treaty Applies

(1) [Nature of Marks]

The Chair concluded that there was consensus on the proposal contained in document
SCT/13/6, and that the Secretariat was entrusted to prepare new wording for that 
provision, making it clear that the Draft Revised TLT did not oblige Contracting Parties 
to accept for registration marks not registrable under the applicable law.  The Chair also 
noted that, as suggested by one delegation, there was a consequential change in 
Article 3(1)(a)(xii).

Article 4
Representation;  Address for Service

(3) [Power of Attorney]

(a) There was consensus on this provision as redrafted.

Article 8
Communications

There was consensus on this Article as a whole.
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Rule6
Details Concerning Communications

(1) [Indications Accompanying Signature of Communications on Paper]

There was consensus on this provision.

(2) [Date of Signing]

There was consensus on this provision.

(3) [Signature of Communications on Paper]

There was consensus on this provision.

(4) [Signature of Communications Filed by Electronic Means of Transmittal]

There was consensus on this provision subject to redrafting.

(5) [Original of a Communication Filed by Electronic Means of Transmittal]

There was consensus on this provision subject to redrafting.

(6) [Authentication of Communications in Electronic Form]

There was consensus on this provision.

(7) [Notification]

It was decided to move this provision to Article 22 subject to redrafting.

(8) [Sanctions for Non-Compliance with Requirements]

There was consensus on this provision.

Article 22
Observations in Case of Intended Refusal

There was consensus to redraft this provision in conjunction with Rule 6(7), which 
should be moved from the Regulations to the Treaty.
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Rule5
Details Concerning Filing Date

(4) [Electronic Filing]

There was consensus on this provision.

Article 14
Measures in Case of Failure to Comply with Time Limits

(1) [Extension of Time Limits]

(2) [Continued Processing]

(3) [Reinstatement of Rights]

The Chair concluded that the SCT had reached agreement on the text of Article14(1) 
to (3), subject to minor drafting changes in paragraphs (2) and (3), as far as a reference 
to the corresponding Rule was concerned.  The Chair also noted that even though the 
Standing Committee had accepted the current draft as agreed text, it was left to the 
Secretariat to reflect on this text with a view to present to the Standing Committee at the 
next session improved wording for that draft without any changes as to its substance.

This second draft of Article 14(1) to (3) could be discussed at the fourteenth session of 
the SCT, it being understood that if that draft would not meet the consensus of the Standing 
Committee, the text as agreed at this session would remain.

(4) [Exceptions]

There was consensus on this provision.

(5) [Fees]

There was consensus on this provision.

(6) [Prohibition of Other Requirements]

There was consensus on this provision.
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Rule9
Requirements Relating to Measures in Case of Failure to Comply with Time Limits

(1) [Requirements Concerning Extension of Time Limits Under Article 14(1)]

There was consensus on this provision subject to redrafting.

(2) [Requirements Concerning Continued Processing Under Article 14(2)]

There was consensus on this provision subject to redrafting.

(3) [Requirements Concerning Reinstatement of Rights Under Article 14(3)]

There was consensus on this provision subject to redrafting.

(4) [Exceptions Under Article 14(4)]

item (i). This provision was left open for further discussion.

items (ii) to (v). There was consensus on these provisions.

item (vi). There was consensus on this provision subject to redrafting.

item (vii). There was consensus on this provision.

Articles 10 to 12

It was agreed to introduce amendments to these provisions that became necessary as a 
result of the horizontal effect of Article 8.

Article 13
Duration and Renewal of Registration

There was consensus on this provision, subject to omission in paragraph (2)(ii) of the 
words “except where Article 3(4)(iv) applies” and to any consequential change.
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Article 17
Request for Recordal of a License

(1) [Contents of the Request for Recordal]

There was consensus on this provision subject to redrafting.

(2) [Fees]

(3) [Single Request Relating to Several Registrations]

There was consensus on these provisions.

(4) [Prohibition of Other Requirements]

The Chair noted that a number of delegations had made reservations to this provision. 
The Chair concluded that the substance of Note 17.06 would be moved to Article 17.

(5) [Evidence]

There was consensus on this provision subject to redrafting.

(6) [Requests Relating to Applications]

There was consensus on this provision.

Article 18
Request for Amendment or Cancellation of the Recordal of a License

(1) [Contents of the Request]

There was consensus on this provision subject to redrafting.

(2) [Other Requirements]

There was consensus on this provision.
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Rule 10
Contents of the Request for Recordal of a License or for Amendment or Cancellation

of the Recordal of a License

(1) [Contents of Request]

There was consensus on this provision subject to redrafting of item (xi).

(2) [Supporting Documents for License]

This provision was left open for further discussion.

(3) [Supporting Documents for Amendment or Cancellation]

There was consensus on this provision subject to redrafting.

Article 19
Effects of Non-Recordal of a License

(1) [Validity of the Registration and Protection of the Mark]

There was consensus on this provision.

(2) [Certain Rights of the Licensee]

There was consensus on this provision.

Article 20
Use of a Mark on Behalf of the Holder

There was consensus on this provision subject to redrafting.

Article 21
Indication of the License

There was consensus on this provision.



SCT/13/8
Annex I, page 8

SCT/13/7
page 8

Article 23
Regulations

There was consensus on this provision.

Article 24
Assembly

There was consensus on this provision subject to possible changes to paragraph(2)(ii).

Article 25
International Bureau

There was consensus on this provision.

Article 26
Revision and Amendment

There was consensus on this provision subject to possible changes to the structure of 
paragraph(2)(c).

Article 27
Becoming Party to the Treaty

There was consensus on this provision.

Article 28
Application of the TLT 1994 and this Treaty

This provision was left open for further discussion.

Article 29
Entry into Force;  Effective Date of Ratifications and Accessions

There was consensus on paragraphs (1) to (3).  Paragraph (4) would be reproduced in 
the next draft as is.
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Article 30
Reservations

There was consensus on this provision.

Article 31
Denunciation of the Treaty

There was consensus on this provision.

Article 32
Languages of the Treaty

There was consensus on this provision.

Article 33
Depositary

There was consensus on this provision.

Agenda Item5:  Questionnaire on Trademark Law and Practice

5.  The Standing Committee took note of the status report presented by the Secretariat 
concerning the preparation of a Summary of Replies to the Questionnaire on Trademark Law 
and Practice (document SCT/11/6).  The Standing Committee thanked the Secretariat for the 
effort put in the preparation of the summary.

Agenda Item6:  Internet Domain Names and Geographical Indications

6. There was consensus that this item will be kept in the mid-term agenda of 
the SCT.

Agenda Item 7:  Future Work

7. The SCT decided that it would devote enough time to finalize the draft for a revised 
TLT and its Regulations, at its fourteenth session.  It further decided that the remaining time, 
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if any, would be devoted to consideration of the summary of replies to the questionnaire on 
trademark law and practice and to future work.

[Annex II follows]
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AFRIQUE DU SUD/SOUTH AFRICA

Abram Ntate TUNE, Deputy Registrar, Trade and Industry, Companies and Intellectual 
Property Registration Office (CIPRO), Pretoria
<atune@cipro.gov.sa>

ALGÉRIE/ALGERIA

Boualem SEDKI, ministre plénipotentiaire, Mission permanente, Genève
<mission.algerie@mission.algerie.ch>

ALLEMAGNE/GERMANY

Li-Feng SCHROCK, Senior Ministerial Counsellor, Federal Ministry of Justice, Berlin
<schrock-li@bmj.bund.de>

Katja BEHR (Mrs.), Counsellor, Federal Ministry of Justice, Berlin

Carolin HÜBENETT (Ms.), Counsellor, German Patent and Trademark Office, Munich
<carolin.huebenett@dpma.de>

AUSTRALIE/AUSTRALIA

Michael ARBLASTER, Deputy Registrar of Trade Marks, IP Australia, Woden ACT
<michael.arblaster@ipaustralia.gov.au>

AUTRICHE/AUSTRIA

Petra ASPERGER (Mrs.), Deputy Head, Legal Department C, Austrian Patent Office, Vienna
<petra.asperger@patentamt.at>
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BANGLADESH

Nayem Uddin AHMED, Third Secretary, Permanent Mission, Geneva

BELGIQUE/BELGIUM

Monique PETIT (Mme), conseiller adjoint, Section juridique, Direction générale, Office de la 
propriété intellectuelle, Bruxelles
<monique.petit@mineco.fgov.be>

BÉNIN/BENIN

François Miton ADANDE, chef du Service juridique, Centre national de la propriété 
industrielle (CENAPI), Cotonou

BOTSWANA

Lebogang MOPHUTING, Chief Registration Officer, Department of the Registrar of 
Companies, Business Names, Trade Marks, Patents and Designs, Gaborone
<lmophuting@gov.bw>

BRÉSIL/BRAZIL

Leonardo DE ATHAYDE, Secretario, Misiόn Permanente, Ginebra
<leonardo.athayado@ties.itu.int>

BULGARIE/BULGARIA

Shtiryana VALCHANOVA-KASTEVA (Mrs.), Legal Officer, Patent Office, Sofia
<cvaltchanova@bpo.bg>

BURUNDI

Dominique NYANDWI, directeur général de l’industrie, Ministère du commerce et de 
l’industrie, Bujumbura
<nyandwidominiko@yahoo.fr>
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CANADA

Dominique HENRIE (Ms.), Legal Counsel, Industry Canada Legal Services, Quebec
<henrie.dominique@ic.gc.ca>

Lisa A. POWER (Mrs.), Chair, Trade-marks Opposition Board, Department of Industry 
Canada, Quebec
<power.lisa@ic.gc.ca>

CHILI/CHILE

Eleazar BRAVO MANRIQUEZ, Jefe, Departamento de Propiedad Intelectual, Ministerio de 
Economía, Santiago
<ebravo@dpi.cl>

CHINE/CHINA

AN Qinghu, Director General, Trademark Office, State Administration for Industry and 
Commerce (SAIC), Beijing
<waiban.sbj@saic.gov.cn>

WANG Wei (Ms.), Deputy Director, Legal Affairs Division, State Administration for 
Industry and Commerce (SAIC), Beijing

XU Shunkang, General Affairs Division, Trademark Office, State Administration for Industry 
and Commerce (SAIC), Beijing
<saic_xu@yahoo.com.cn>

ZANG Ze, Attaché, Permanent Mission, Geneva
<zhang_ze@mfa.gov.cn>

HONGMEI Deng, Advisor, Permanent Mission, Geneva
<deng_hongmei@mfa.gov.cn>

COLOMBIE/COLOMBIA

Rafael QUINTERO CUBIDES, Segundo Secretario, Misión Permanente, Ginebra
<misscol@hotmail.com><mision.colombia@ties.itu.int>

COSTA RICA

Alejando SOLANO, ministre conseiller, Mission permanente, Genève
<alejandro.solano@hotmail.com>
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CÔTE D’IVOIRE

Claude BÉKÉ DASSYS, ambassadeur, représentant permanent, Mission permanente, Genève

Daouda SIDIBÉ, chef du Service des brevets et signes distinctifs, Office ivoirien de la 
propriété industrielle (OIPI), Ministère de l’industrie et du développement du secteur privé, 
Abidjan
<tienkolemaire@yahoo.fr>

Désiré-Bosson ASSAMOI, conseiller, Mission permanente, Genève

CROATIE/CROATIA

Željko MRŠIĆ, Assistant Director General, State Intellectual Property Office, Zagreb

CUBA

Clara Amparo MIRANDA VILA (Sra.), Jefe del Departamento de Marcas y Otros Signos 
Distintivos, Oficina Cubana de la Propiedad Industrial (OCPI), La Habana
<marcas@ocpi.cu>

DANEMARK/DENMARK

Anette TOFTENG (Ms.), Legal Adviser, Head of Division, Danish Patent and Trademark 
Office, Ministry of Economy and Business Affairs, Taastrup

Ellen BREDAM (Mrs.), Senior Legal Advisor, Ministry of Economic and Business Affairs, 
Danish Patent and Trademark Office, Taastrup
<ebr@dkpto.dk>

ÉGYPTE/EGYPT

Ahmed ABDEL LATIF, Second Secretary, Permanent Mission, Geneva
<abdelatif@yahoo.com>

Ragui EL-ETREBY, Second Secretary, Permanent Mission, Geneva
<ragui@lycos.com>

EL SALVADOR

Juan Carlos FERNÁNDEZ QUEZADA, Ministro Consejero, Misiόn Permanente, Ginebra
<jfernadez@minec.gob.sv>
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ÉQUATEUR/ECUADOR

Rafael PAREDES, Representante Permanente Alterno, Misiόn Permanente, Ginebra
<mission.ecuador@ties.itu.int>

ESPAGNE/SPAIN

Ignacio Gil OSES, Técnico Superior Jurista, Departamento de Coordinación Jurídica y 
Relaciones Internacionales, Oficina Española de Patentes y Marcas, Madrid
<ignacio.gil@oepm.es>

ESTONIE/ESTONIA

Ingrid MATSINA (Ms.), Deputy Head, Trademark Department, Estonian Patent Office, 
Tallinn
<ingrid.matsina@epa.ee>

ÉTATS-UNIS D’AMÉRIQUE/UNITED STATES OF AMERICA

Sharon MARSH (Ms.), Administrator for Trademark Policy and Procedure, United States 
Patent and Trademark Office (USPTO), Arlington
<sharon.marsh@uspto.gov>

Susan ANTHONY (Miss), Attorney Advisor, United States Patent and Trademark Office 
(USPTO), Arlington
<susan.anthony@uspto.gov>

EX-RÉPUBLIQUE YOUGOSLAVE DE MACÉDOINE/THE FORMER YUGOSLAV 
REPUBLIC OF MACEDONIA

Simčo SIMJANOVSKI, Head of Department, State Office of Industrial Property, Skopje
<simcos@ippo.gov.mk>

Biljana LEKIK (Mrs.), Deputy Head of Department, State Office of Industrial Property, 
Skopje
<biljanal@ippo.gov.mk>
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FÉDÉRATION DE RUSSIE/RUSSIAN FEDERATION

Valentina ORLOVA (Mrs.), Director, Control-Legal Department, Federal Intellectual 
Property Service of the Russian Federation (ROSPATENT), Moscow
<orlova@rupto.ru> <nkrylova@rupto.ru>

Marina KORNAUKHOVA (Ms.), Specialist, International Cooperation Department, Federal 
Intellectual Property Service of the Russian Federation (ROSPATENT), Moscow

Liubov KIRIY (Mrs.), Head of Division, Federal Institute of Industrial Property (FIPS), 
Moscow
<lkiriy@rupto.ru>

FINLANDE/FINLAND

Elina POHJA (Ms.), Lawyer, National Board of Patents and Registration of Finland, Helsinki
<elina.pohja@prh.fi>

Hilkka NIEMIVUO (Ms.), Deputy Head, Trademarks Division, National Board of Patents 
and Registration of Finland, Helsinki
<hilkka.niemivuo@prh.fi>

FRANCE

Gilles REQUENA, chargé de mission, Affaires juridiques, Institut national de la propriété 
industrielle (INPI), Paris
<grequena@inpi.fr>

Marianne CANTET (Mlle), chargée de mission, Institut national de la propriété industrielle, 
Paris
<mariannecantet@inpi.fr>

GRÈCE/GREECE

Evgenia KOUMARI (Miss), Jurist, Trademark Office, Directorate of Commercial and 
Industrial Property, General Secretary for Commerce, Ministry of Development, Athens
<e-koumari@gge.gr>

GUATEMALA

Ana Lorena PACHECO (Sra.), Consejera, Misión Permanente, Ginebra
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GUINÉE/GUINEA

Alassane CONTE, secrétaire général du Bureau de la Section syndicale/MAE, chef de la 
Section des accords, conventions et traités, Division juridique, Direction des affaires 
juridiques et consulaires, Ministère des affaires étrangères, Conakry
<alassane_conte@yahoo.fr>

HONDURAS

Francisco Javier MEJIA, Primer Secretario, Misión Permanente, Ginebra

Mauricio Alfredo PÉREZ ZEPEDA, Segundo Secretario, Misión Permanente, Ginebra
<mission.honduras@ties.itu.int>

HONGRIE/HUNGARY

Gyula SOROSI, Deputy Head, Trademark, Model and Design Department, Hungarian Patent 
Office, Budapest
<sorosi@hpo.hu>

Imre GONDA, Legal Officer, Hungarian Patent Office, Budapest
<gonda@hpo.hu>

Veronika CSERBA (Mrs.), First Secretary, Permanent Mission, Geneva
<veronika.cserba@ties.itu.int>

INDE/INDIA

Preeti SARAN (Mrs.), Minister, Permanent Mission, Geneva

INDONÉSIE/INDONESIA

Emawati JUNUS, Director of Trade Marks, Directorate General of Intellectual Property 
Rights, Ministry of Justice and Human Rights, Jakarta
<emawati@dgip.go.id>
<dirmark@dgip.go.id>

Dewi KARTONEGORU (Ms.), Second Secretary, Permanent Mission, Geneva
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IRAN (RÉPUBLIQUE ISLAMIQUE D’)/IRAN (ISLAMIC REPUBLIC OF)

Hamid AZIZI MORAD POUR, Trademark Expert, Registration Organization of Deeds and 
Properties, Tehran
<hamidazizimp@yahoo.com>

Hekmatollah GHORBANI, Legal Counsellor, Permanent Mission of the Islamic Republic of 
Iran, Geneva

IRLANDE/IRELAND

Anne COLEMAN-DUNNE (Mrs.), Assistant Principal Officer, Department of Enterprise, 
Trade and Employment, Dublin
<anne_colemandunne@entemp.ie>

ITALIE/ITALY

Sem FABRIZI, First Secretary, Permanent Mission, Geneva

Maria SCIMEMI (Ms.), Permanent Mission, Geneva 

Claudia TREZZA (Ms.), Permanent Mission, Geneva

JAMAÏQUE/JAMAICA

Symone BETTON (Miss), First Secretary, Permanent Mission, Geneva
<symone.betton@ties.itu.int>
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JAPON/JAPAN

Hiroshi MORIYAMA, Deputy Director, International Affairs Division, General
Administration Department, Japan Patent Office (JPO), Tokyo
<moriyama-hiroshi@jpo.go.jp>

Kuniaki MATSUNO, Deputy Director, Formality Examination Standards Office, Formality 
Examination Division, Trademark, Design and Administrative Affairs Department, Japan 
Patent Office (JPO), Tokyo
<matsuno-kuniaki@jpo.go.jp>

Kaori NOTO (Ms.), Formality Examination Standards Office, Formality Examination 
Division, Trademark, Design and Administrative Affairs Department, Japan Patent Office 
(JPO), Tokyo
<noto-kaori@jpo.go.jp>

Mizuki OGINO, Specialist for Trademark Planning, Trademark Division, Trademark, Design 
and Administrative Affairs Department, Japan Patent Office (JPO), Tokyo
<ogino-mizuki@jpo.go.jp>

Shintaro TAKAHARA, First Secretary, Permanent Mission, Geneva

JORDANIE/JORDAN

Asia AL-NAJJAR (Mrs.), Legal Researcher, Ministry of Industry and Trade, Amman
<asia-najar@hotmail.com>

KENYA

Leonard Kibet KOSGEI, Trademark Examiner, Kenya Industrial Property Institute, Ministry 
of Trade and Industry, Nairobi
<kipi@swiftkenya.com>

LETTONIE/LATVIA

Jãnis ANCĪTIS (Mr.), Counsellor to the Director, Patent Office of the Republic of Latvia, 
Riga
<j.ancitis@lrpv.lv>

JAMAHIRIYA ARABE LIBYENNE/LIBYAN ARAB JAMAHIRIYA

Naser ALZAROUG, First Secretary, Permanent Mission, Geneva
<oarns55555@hotmail.com>
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LIBAN/LEBANON

Souheir NADDÉ (Mlle), chef de l’Unité des accords multilatéraux et des organisations 
internationales, Ministère de l’économie et du commerce, Beyrouth
<snadde@economy.gov.lb>

LITUANIE/LITHUANIA

Digna ZINKEVIČIENĖ (Ms.), Head, Trademarks and Industrial Design Division, State 
Patent Bureau, Vilnius
<d.zinkeviciene@vpb.lt>

MALTE/MALTA

Tony BONNICI, Second Secretary, Permanent Mission, Geneva

MAROC/MOROCCO

Karima FARAH (Mme), chef du Service des marques, Département noms commerciaux et 
marques, Office marocain de la propriété industrielle et commerciale (OMPIC), Casablanca
<farah@ompic.org.ma><farahma2000ma@yahoo.fr>

MEXIQUE/MEXICO

Joseph KAHWAGI RAGE, Director Divisional de Marcas, Instituto Mexicano de la 
Propiedad Industrial (IMPI), México, D.F.
<jkahwagi@impi.gob.mx>

NÉPAL/NEPAL

Tana GAUTAM, Director General, Department of Industries, Kathmandu
<gautamtana@hotmail.com>

NIGÉRIA/NIGERIA

Maigarz BUBA, Second Secretary, Nigerian Trade Office to the World Trade Organization, 
Geneva
<mbuba@hotmail.com>
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NORVÈGE/NORWAY

Debbie RØNNING (Ms.), Senior Legal Advisor, Design and Trademark Department, 
Norwegian Patent Office, Oslo
<dro@patentstyret.no>

NOUVELLE-ZÉLANDE/NEW ZEALAND

George WARDLE, Senior Analyst, Trade Marks Policy, Ministry of Economic Development, 
Wellington
<george.wardle@med.govt.nz>

PANAMA

Iván VERGARA, conseiller juridique, Mission permanente, Genève
<ivan.vergara@ties.itu.ch>

PARAGUAY

Estefania LATERZA (Sra.), Primera Secretaria, Misiόn Permanente, Ginebra
<elaterza@hotmail.com>

PAYS-BAS/NETHERLANDS

Brigitte A. J. SPIEGELER (Mrs.), Senior Policy Advisor, Infrastructure and Innovation 
Department, Ministry of Economic Affairs, The Hague
<b.a.j.spiegeler@minez.nl>

PÉROU/PERU

Teresa Stella MERA GÓMEZ (Sra.), Jefa, Oficina de Signos Distintivos, Instituto Nacional 
de Defensa de la Competencia y la Propiedad Intelectual (INDECOPI), Lima
<tmera@indecopi.gob.pe>

POLOGNE/POLAND

Marta CZYZ (Mrs.), Director, Trademark and Geographical Indications Department, Patent 
Office of the Republic of Poland, Warsaw
<mczyz@uprp.pl>

Andrzej SZCZEPEK, Expert, Trademarks and Geographical Indications Department, Patent 
Office of the Republic of Poland, Warsaw
<aszczepek@uprp.pl>
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PORTUGAL

Maria Joana MARQUES CLETO (Ms.), chef de Département, Institut national de la propriété 
industrielle (INPI), Lisbonne
<jmcleto.inpi.pt>

José Sergio DE CALHEIROS DE GAMA, conseiller juridique, Mission permanente, Genève
<mission.portugal@ties.itu.int>

RÉPUBLIQUE ARABE SYRIENNE/SYRIAN ARAB REPUBLIC

Ali SAYOUH, Registration of Trademarks and Industrial Designs, Directorate of Commercial 
and Industrial Property Protection, Ministry of Economy and Trade, Damascus
<syr.d.c.i.p@net.sy>

RÉPUBLIQUE DÉMOCRATIQUE DU CONGO/DEMOCRATIC REPUBLIC OF CONGO

Fidèle Kh. SAMBASSI, ministre conseiller, Mission permanente, Genève

RÉPUBLIQUE DE CORÉE/REPUBLIC OF KOREA

Deok-Cheol CHOI, Director, Trademark and Design, Policy Planning Division, Korean 
Intellectual Property Office (KIPO), Daejaon City

Sung-Bae OH, Deputy Director, Trademark and Design, Policy Planning Division, Korean 
Intellectual Property Office (KIPO), Daejaon City

Joo-Ik PARK, Intellectual Property Attaché, Permanent Mission, Geneva
<han7200@dreamwiz.com>

RÉPUBLIQUE DE MOLDOVA/REPUBLIC OF MOLDOVA

Victoria BLIUC (Mrs.), Director, Trademark and Industrial Design Department, State Agency 
on Industrial Property Protection (AGEPI), Kishinev
<office@agepi.md><victoriana@agepi.md>

RÉPUBLIQUE DOMINICAINE/DOMINICAN REPUBLIC

Elisa Lucía FRIAS (Mrs.), Counsellor, Permanent Mission, Geneva
<mission.dom-rep@ties.itu int>

Gladys Josefina AQUINO (Mrs.), Counsellor, Permanent Mission, Geneva
<mission.dom-rep@ties.itu int>
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RÉPUBLIQUE POPULAIRE DÉMOCRATIQUE DE CORÉE/DEMOCRATIC PEOPLE’S 
REPUBLIC OF KOREA

HWANG Myong Hui (Mrs.), Head, Trademark and Industrial Design Division, State 
Administration for Quality Management (SAQM), Pyongyang
<saqm@co.chesin.com>

KIM Mi Hui (Mrs.), Examiner, Trademark and Industrial Design Division, State 
Administration for Quality Management (SAQM), Pyongyang

RÉPUBLIQUE TCHÈQUE/CZECH REPUBLIC

Kamil RAOUF, Head, Trademark Department, Industrial Property Office, Prague
<kraouf@upv.cz>

ROUMANIE/ROMANIA

Liviu BULGĂR, Director, Legal Advisor, Legal and International Cooperation Directorate, 
State Office for Inventions and Trademarks, Bucharest

Cornelia Constanta MORARU (Mrs.), Head, Legal and International Cooperation Division, 
State Office for Inventions and Trademarks, Bucharest
<moraru.cornelia@osim.ro>

ROYAUME-UNI/UNITED KINGDOM

Mark BRYANT, Policy Advisor, Intellectual Property and Innovation Directorate, The Patent 
Office, Newport
<mark.bryant@patent.gov.uk>

RWANDA

Edouard BIZUMUREMYI, Trade Expert, Permanent Mission, Geneva
<edouardbizu@hotmail.com>

SERBIE-ET-MONTÉNÉGRO/SERBIA AND MONTENEGRO

Branka TOTIĆ (Mrs.), Assistant Director, Intellectual Property Office, Ministry for Internal 
Economic Affairs, Belgrade
<btotic@yupat.sv.gov.yu>
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SLOVÉNIE/SLOVENIA

Vesela VENIŠNIK (Mrs.), Head, Trademark and Designs Department, Slovenian Intellectual 
Property Office, Ljubljana
<v.venisnik@yil-sipo.si>

SOUDAN/SUDAN

Ebtessam Awad AHMED ADRIS (Mrs.), Legal Advisor, Intellectual Property Office, 
Khartoum
<ebtisamtitawi@yahoo.com>

SRI LANKA

Geethanjali Rupika RANAWAKA (Mrs.), Assistant Director, National Intellectual Property 
Office, Colombo
<nipos@eltnet.lk>

Samantha PATHIRANA (Ms.), Second Secretary, Permanent Mission, Geneva

SUÈDE/SWEDEN

Per CARLSON, Judge, Court of Patent Appeals, Ministry of Justice, Stockholm
<per.carlson@pbr.se>

Magnus AHLGREN, Deputy Head, Designs and Trademark Department, Swedish Patent and 
Registration Office, Söderhamn
<magnus.ahlgren@prv.se>

SUISSE/SWITZERLAND

Stefan FRAEFEL, conseiller juridique, Service juridique, Division des marques, Institut 
fédéral de la propriété intellectuelle, Berne

Emmanuel PIAGET, conseiller juridique, Service juridique, Division des marques, Institut 
fédéral de la propriété intellectuelle, Berne

SURINAME

Merylin LANSHEUVEL (Miss), Acting Head, Intellectual Property Office, Paramaribo
<ipoffsur@sr.net>
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THAÏLANDE/THAILAND

Arthayudh SRISAMOOT, Counsellor, Permanent Mission, Geneva
<arthayus@mfa.go.th>

TURQUIE/TURKEY

Onder Erol UNSAL, Trademark Examiner, Turkish Patent Institute, Ankara
<onder.unsal@tpe.gov.tr>

Yasar OZBEK, conseiller juridique, Mission permanente, Genève
<yozbek@yahoo.fr>

UKRAINE

Lyudmyla TSYBENKO (Mrs.), Head, Legal Division, State Department of Intellectual 
Property, Kyiv
<tsybenko@sdrp.gov.uk>

URUGUAY

Luis Jorge FERNANDEZ PIRIX, Director, Dirección Nacional de la Propiedad Industrial, 
Montevideo
<dnpidir@adinet.com.uy>

VENEZUELA

Fabio DI CERA, Advisor, Permanent Mission, Geneva
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COMMUNAUTÉS EUROPÉENNES (CE)∗/EUROPEAN COMMUNITIES (EC)∗

Susana PÉREZ FERRERAS (Mrs.), Administrator, Industrial Property, European Commission, 
Brussels
<susana.perez-ferreras@cec.eu.int>

Detlef SCHENNEN, Head, Industrial Property Matters Service, Office for Harmonization in the 
Internal Market (Trade Marks and Designs), Alicante
<detlef.schennen@oami.eu.int>

II.  ORGANISATIONS INTERGOUVERNEMENTALES/
INTERGOVERNMENTAL ORGANIZATIONS

ORGANISATION MONDIALE DU COMMERCE (OMC)/WORLD TRADE 
ORGANIZATION (WTO)

Lauro LOCKS, Legal Affairs Officer, Intellectual Property Division, Geneva
<lauro.locks@wto.org>

BUREAU BENELUX DES MARQUES (BBM)/BENELUX TRADEMARK OFFICE 
(BBM)

Edmond SIMON, directeur, Application des lois, La Haye
<esimon@bmb-bbm.org>

Paul LAURENT, chef de la Division opposition, La Haye
<plaurent@bmb-bbm.org>

ORGANISATION AFRICAINE DE LA PROPRIÉTÉ INTELLECTUELLE 
(OAPI)/AFRICAN INTELLECTUAL PROPERTY ORGANIZATION (AIPO)

Hassane Yacouba KAFFA, chef du Service des signes distinctifs, Yaoundé
<hykaffa@yahoo.fr>

∗ Sur une décision du Comité permanent, les Communautés européennes ont obtenu le statut de 
membre sans droit de vote.

∗ Based on a decision of the Standing Committee, the European Communities were accorded 
member status without a right to vote.
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III.  ORGANISATIONS INTERNATIONALES NON GOUVERNEMENTALES/
INTERNATIONAL NON-GOVERNMENTAL ORGANIZATIONS

Association américaine du droit de la propriété intellectuelle (AIPLA)/American Intellectual 
Property Law Association (AIPLA)
Jonathan W. RICHARDS (Workman Nydegger firm, Salt Lake City) 
<jrichards@wnlaw.com>

Association communautaire du droit des marques (ECTA)/European Communities Trade 
Mark Association (ECTA)
Jan WREDE (Member, Law Committee, Antwerp); Sandrine PETERS (Miss) (Legal 
Co-ordinator, Antwerp) <sandrine.peters@ecta.org>

Association des industries de marque (AIM)/European Brands Association (AIM)
Jean BANGERTER (représentant, Bruxelles)
<bangerter.jean@urbanet.ch>

Association internationale pour la protection de la propriété industrielle (AIPPI)/International 
Association for the Protection of Industrial Property (AIPPI)
Gerd F. KUNZE (former President, Zurich)

Association internationale pour les marques (INTA)/International Trademark Assocation 
(INTA)
Bruce J. MacPherson (Director, External Relations, New York)
<bmacpherson@inta.org>

Association japonaise des conseils en brevets (JPAA)/Japan Patent Attorneys Association 
(JPAA)
Keisuke OHASHI (Vice-Chairman, Trademark Committee, Tokyo)
<ohashik@oslaw.org>

Association japonaise pour les marques (JTA)/Japan Trademark Association (JTA)
Kenichi NAKAYAMA (Chair, Foreign Trademark Committee, Tokyo)
<nakayama@ip-mandm.com>

Centre d’échange et de coopération pour l’Amérique latine (CECAL)/Exchange and 
Cooperation Centre for Latin America (ECCLA)/Centro de Intercambios y Cooperación para 
América Latina (CICAL)
Michel CELI VEGAS (President, Geneva)
<contact@cecal.net>
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Centre d’études internationales de la propriété industrielle (CEIPI)/Centre for International 
Industrial Property Studies (CEIPI)
François CURCHOD (professeur, Genolier)
<francois.curchod@vtxnet.ch>

Chambre de commerce internationale (CCI)/International Chamber of Commerce (ICC)
António L. DE SAMPAIO (conseiller en propriété intellectuelle, directeur général, Cabinet 
J.E. Dias Costa Lda., Lisbonne)
<diascosta@jediascosta.pt>
Gonçalo DE SAMPAIO (avocat à la Cour, Cabinet J.E. Dias Costa Lda., Lisbonne)
<diascosta@jediascosta.pt>

Fédération internationale des conseils en propriété industrielle (FICPI)/International 
Federation of Industrial Property Attorneys (FICPI)
Gonçalo DE SAMPAIO (avocat à la Cour, Cabinet J.E. Dias Costa Lda., Lisbonne)
<diascosta@jediascosta.pt>; Andrew PARKES (Special Reporter (Trademarks), CET 
(Studying and Working Commission), Dublin)
<ajparkes@eircom.net>

IV.  BUREAU/OFFICERS

Président/Chair: Li -Feng SCHROCK (Allemagne/Germany)

Vice-présidents/Vice-Chairs: Evgeny ZINKEVITCH (Bélarus/Belarus)

JEONG In-sik (République de Corée/Republic of Korea)

Secrétaire/Secretary: Marcus HÖPPERGER (OMPI/WIPO)
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V.  SECRÉTARIAT DEL’ORGANISATION MONDIALE
DE LA PROPRIÉTÉINTELLECTUELLE (OMPI)/

SECRETARIAT OFTHE
WORLD INTELLECTUAL PROPERTYORGANIZATION (WIPO)

Ernesto RUBIO, sous-directeur général/Assistant Director General

Octavio ESPINOSA, directeur-conseiller, Secteur des marques, des dessins et modèles 
industriels et des indications géographiques/Director-Advisor, Sector of Trademarks, 
Industrial Designs and Geographical Indications

Jürgen SCHMID-DWERTMANN, coordonnateur principal, Département juridique, Secteur 
des marques, des dessins et modèles industriels et des indications géographiques/Senior 
Coordinator, Legal Department, Sector of Trademarks, Industrial Designs and Geographical 
Indications

Marcus HÖPPERGER, directeur par intérim, Division du droit des marques, des dessins et 
modèles industriels et des indications géographiques/Acting Director, Trademarks, Industrial 
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