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INTRODUCTION
1.
The Standing Committee on the Law of Patents (hereinafter referred to as “the Standing
Committee” or “the SCP”) held its fifth session in Geneva from May 14 to 19, 2001.
2.
The following States members of WIPO and/or the Paris Union were represented at the
meeting: Argentina, Australia, Austria, Azerbaijan, Belarus, Belgium, Brazil, Bulgaria,
Canada, Chile, China, Colombia, Congo, Côte d’Ivoire, Croatia, Czech Republic, Denmark,
Dominican Republic, Egypt, Equatorial Guinea, Estonia, Ethiopia, Finland, France, Germany,
Ghana, Guatemala, Honduras, Hungary, India, Indonesia, Ireland, Islamic Republic of Iran,
Italy, Japan, Jordan, Kenya, Kuwait, Latvia, Lesotho, Lithuania, Madagascar, Mexico,
Mongolia, Morocco, Netherlands, Nicaragua, Niger, Nigeria, Norway, Panama, Peru, Poland,
Portugal, Republic of Korea, Republic of Moldova, Romania, Russian Federation, Saudi
Arabia, Slovakia, Slovenia, South Africa, Spain, Sri Lanka, Sudan, Swaziland, Sweden,
Switzerland, Thailand, The former Yugoslav Republic of Macedonia, Tunisia, Turkmenistan,
Ukraine, United Kingdom, United States of America, Uruguay, Uzbekistan and Venezuela
(78).

*

Paragraph 169 incorporates one further change to the report as adopted at the Report session.
This change was submitted by the National Institute of Industrial Property of Argentina to
clarify its position, and was accepted by the Chair subsequent to the Report session.
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3.
Representatives of the World Trade Organization (WTO), the Eurasian Patent Office
(EAPO), the European Patent Office (EPO), the European Commission (EC), and the African
Intellectual Property Organization (OAPI) took part in the meeting in an observer
capacity (5).
4.
Representatives of the following non-governmental organizations took part in the
meeting in an observer capacity: American Bar Association (ABA), American Intellectual
Property Law Association (AIPLA), Asian Patent Attorneys Association (APAA),
Biotechnology Industry Organization (BIO), Brazilian Association of Industrial Property
(ABPI), Brazilian Association of Industrial Property Agents (ABAPI), Chartered Institute of
Patent Agents (CIPA), Institute of Professional Representatives before the European Patent
Office (EPI), Intellectual Property Institute of Canada (IPIC), Intellectual Property Owners
Association (IPO), International Association for the Protection of Industrial Property (AIPPI),
International Federation of Industrial Property Attorneys (FICPI), International Federation of
Inventors’ Associations (IFIA), International Intellectual Property Society (IIPS), Japan
Intellectual Property Association (JIPA), Japan Patent Attorneys Association (JPAA),
Max-Planck-Institute for Foreign and International Patent, Copyright and Competition Law
(MPI), Union of Industrial and Employers’ Confederations of Europe (UNICE) and World
Association for Small and Medium Enterprises (WASME) (19).
5.

The list of participants is contained in the Annex of this report.

6.
Discussions were based on the following documents prepared by the International
Bureau of WIPO: “Agenda” (SCP/5/1), “Draft Substantive Patent Law Treaty” (SCP/5/2),
“Draft Regulations and Practice Guidelines under the Draft Substantive Patent Law Treaty”
(SCP/5/3), and “Results of the Questionnaires Concerning Disclosure of Information on the
Internet and Other Issues Relating to the Internet” (SCP/5/4).
7.
The Secretariat noted the interventions made and recorded them on tape. This report
summarizes the discussions without reflecting all the observations made.
GENERAL DISCUSSION
Agenda Item 1: Opening of the Session
8.
The session was opened by Mr. Shozo Uemura, Deputy Director General, on behalf of
the Director General, who welcomed the participants. Mr. Philippe Baechtold (WIPO) acted
as Secretary to the Standing Committee.
Agenda Item 2: Adoption of the Agenda
9.

The draft Agenda (document SCP/5/1) was adopted as proposed.
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Agenda Item 3: Draft Substantive Patent Law Treaty and Draft Regulations under the
Substantive Patent Law Treaty
General discussion
10. In response to an invitation by the Chair to inform the SCP about recent developments
in the United States of America on issues such as first-to-file, Hilmer and the best mode
requirement, the Delegation of the United States of America explained that discussions with
interested circles were still going on, based on a notice published by the United States Patent
and Trademark Office (USPTO) on March 19, 2001. The notice had produced 45 responses
which had shown great diversity of opinion, but also a great deal of common ground. The
comments on some of the more controversial issues such as first-to-invent vs. first-to-file,
Hilmer, and the retention of the “best mode” requirement confirmed that there were still deep
divisions in the United States. These comments were published on the website of the
USPTO. The Delegation further said that it hoped to be able to draw a clearer picture of these
issues at the next session of the SCP.
11. The Chair suggested that a first round of comments address the drafting style issue, and
that, subsequently, each individual provision contained in documents SCP/5/2 and 3 be
addressed in detail with a view to providing the International Bureau with clear directions for
establishing revised documents to be submitted to the next session of the SCP.
12. The International Bureau introduced documents SCP/5/2 and 3 and explained, in
particular, the background of Alternatives A and B contained in document SCP/5/2. It further
explained that document SCP/5/3 did not contain alternatives, since its drafting style will
depend on the drafting style decided upon for the draft Articles. The International Bureau
emphasized that the alternatives were also intended to draw the attention of the SCP to certain
ambiguities, for example the question whether a priority date applied to an application as a
whole, or rather to the individual claims of an application. It suggested that such issues be
addressed and clarified by the SCP.
13. A majority of delegations, supported by the representatives of two intergovernmental
organizations and one non-governmental organization, expressed their support for
Alternative A in principle, but indicated that they were open for discussion and that the
drafting style issue should be addressed on an article-by-article basis.
14. The Delegation of the United States of America, supported by the representatives of two
non-governmental organizations, stated that it supported the style used in Alternative B, since
it used more simple and direct language. The Delegation further stated that it was willing to
support an even more drastic departure from existing texts than the drafting style used in
Alternative B. Three other delegations supported the use of new, direct language.
15. A number of those delegations which supported Alternative A advised to utilize, where
possible, known language coming from the Patent Cooperation Treaty (PCT) or the Patent
Law Treaty (PLT) since, first, the future Substantive Patent Law Treaty (SPLT) should be
seen in the context of those treaties, which also have to be implemented in national and
regional laws, and second, confusion with those existing treaties, and thus legal uncertainty,
should be avoided. In addition, one delegation noted that the Committee should not confuse
“legal certainty” of proposed language, with a mere “comfort level” with that language due to
its presence in existing covenants and national laws. Other delegations expressed a divergent
opinion since, first, the PLT and the PCT did not bind future Contracting Parties with respect
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to substantive patent law issues and, second, none of the existing treaties achieved full
harmonization.
16. The Chair summarized the discussions as follows: while a majority of delegations
seemed to favor Alternative A, the general opinion was that discussions should proceed on an
article-by-article basis. Further, there seemed to be some concerns about the compatibility of
the future SPLT with the PLT and the PCT. Finally, delegations expressed their wish that
principles such as clarity and legal certainty be taken into account.
Draft Article 1: Abbreviated Expressions
Draft Rule 1: Abbreviated Expressions
17. The SCP decided to revisit these provisions at a later stage when the contents of the
draft Articles and the Regulations would be better known.
Draft Article 1bis: Applications [and Patents] to Which the Treaty Applies
18. A majority of delegations supported the inclusion of a provision along the lines of draft
Article 1bis. Some delegations, supported by the representative of one intergovernmental
organization, expressed the wish that the International Bureau examine the language of the
provision in order to achieve compatibility with Article 2 of the PLT. Concerning a proposal
from the representative of OAPI that the draft SPLT should also cover utility models, the SCP
agreed that the draft Treaty should be limited to patents. In this context, one delegation
pointed out that, in the field of utility models, relative novelty was the standard usually
applied.
19. The SCP further agreed that divisional applications should be accommodated, either in
the draft SPLT or in the Explanatory Notes. One delegation proposed to provide exceptions
which apply to certain types of applications, such as re-issue applications.
20. A majority of delegations supported the inclusion of paragraph (1)(ii), which was
presented in square brackets. Two delegations proposed to include the provision in order to
ensure that the same standards of patentability apply to both the pre- and post-grant stages,
but to exclude infringement issues from its scope.
21. The Chair summarized the discussion as follows: the SCP supported the inclusion of
draft Article 1bis, subject to the inclusion of divisional applications, while utility models
should not fall within the scope of the draft SPLT. Regarding paragraph (1)(ii), the SCP
agreed that it should be maintained without square brackets, provided that infringement issues
should be excluded from the scope of the provision.
Draft Article 2: Right to a Patent
22. A majority of delegations supported the inclusion of a provision on the right to a patent
in principle.
23. One delegation, supported by the representatives of two non-governmental
organizations, indicated that draft Article 2, in particular in conjunction with draft Article 19,
raised the issue of improper derivation, which should be explicitly addressed, possibly in the
draft Regulations or Practice Guidelines. In this context, that Delegation also noted that the
Practice Guidelines should be binding on Contracting Parties, in order to achieve full
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harmonization, and proposed to set up a sub-committee to establish and amend the Practice
Guidelines. A decision on this latter proposal was postponed by the SCP. Several
delegations questioned the adequacy of the term “successor in title,” since it did not cover all
situations, for instance where, in certain systems, the patent rights arose automatically in the
person of the employer.
24. One delegation suggested that draft Article 2 could contain the principles, while draft
Rule 2 could contain the exceptions.
Draft Rule 2: Details Concerning the Right to a Patent Under Article 2
25. A majority of delegations expressed the wish to keep a provision along the lines of draft
Rule 2. While some delegations raised the point that draft Rule 2 did not achieve
harmonization, since it left open an option to Contracting Parties, some other delegations
supported the fact that Contracting Parties were given some freedom with respect to
regulating employees’ inventions. According to one delegation, this could be clarified in the
Explanatory Notes. Several delegations indicated that the substance of draft Rule 2 should be
moved to draft Article 2. One delegation stated that draft Rule 2 might not be necessary if
draft Article 2 was modified to state that the right to a patent would belong to an inventor
unless the right had been assigned or the right was deemed assigned by operation of law.
26. The Chair summarized the debate by stating that there was no real disagreement as to
substance in respect of draft Article 2 and draft Rule 2, and that the International Bureau
should redraft the provisions, taking into account the comments received.
Draft Article 3: Contents of Application
27. The International Bureau explained that, strictly speaking, a provision such as draft
Article 3 was not necessary, in particular in view of the link of the draft SPLT to the PLT,
which incorporates the requirements relating to form or contents of the PCT by reference.
Therefore, Alternative A did not contain any provision on the contents of an application.
Nevertheless, in terms of providing a basis for later references in the draft SPLT to the
description, the claims and other contents of the application, such a provision may prove
useful, and thus a suggestion had been included in Alternative B.
28. One delegation proposed that some references to the Regulations could be included in
draft Article 3, so that draft Articles 5 and 6(3) may not be necessary. One delegation
suggested to insert the words “for the examination” after the word “contain” in the
introductory words, and another delegation proposed that the date of its conclusion should be
added to the reference to the PLT.
29. The SCP agreed that the International Bureau should look into these questions when
redrafting the provision.
Draft Article 4: Lengthy Applications and Practice Guideline
30. The International Bureau explained that draft Article 4 and the corresponding Practice
Guideline had been included in order to stimulate a discussion on the need for additional
requirements for special applications. The two delegations that spoke were generally of the
opinion that the issue was not a substantive one, and that such additional requirements, if any,
should be introduced by way of amending the PLT. One of the delegations indicated that
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problems with “complex applications” should be dealt with using a more effective mechanism
of limiting claiming under draft Article 7, which currently contained the “Unity of Invention”
standard.
31. The Chair concluded that, in view of the discussion, but also having regard to draft
Article 19(2), the SCP did not support draft Article 4, and that the provision should be deleted
from the next draft of the SPLT.
Draft Article 5: Contents, and Order of Contents, of Description
32. One delegation, supported by another delegation, proposed that draft Articles 3 and 5 be
consolidated, and that draft Article 3 provide a general reference to the Regulations by adding
the words “and each of these elements shall be in the contents and be presented in the order as
prescribed in the Regulations.” Consequently, the words “in writing” would not be necessary.
The concern raised by the Chair with respect to the words “in writing” in the framework of
electronic filing was shared by three delegations and the representative of one
non-governmental organization, who suggested the deletion of these words. However, one
delegation was in favor of retaining the words “in writing.” Another delegation said that the
provision should specify the means of communication, such as on paper or by electronic
means. The representative of one intergovernmental organization suggested that the style be
harmonized with the PLT with respect to the form of the application filed with the Office.
33. The representative of one non-governmental organization stated that the substance of
draft Article 5 and draft Rule 3 was already contained in the PLT, since PCT Rule 5 was
incorporated in the PLT by reference. If the substance of draft Article 5 and draft Rule 3 was
considered to be of a substantive nature, the SPLT should simply refer to PCT Rule 5. One
delegation considered it necessary to have a common understanding in the Committee
concerning what were substantive and what were formal requirements regulated under the
PLT. The Delegation was of the opinion that a proper reference to the PLT was appropriate
as regards the requirements of formal nature under draft Rule 3, and that the requirements of a
substantive nature should be in the subsequent provisions relating to substance. It stated that
draft Rule 3 should not give the basis for the rejection of an application. The representative of
one non-governmental organization was of the opinion that the SPLT should answer questions
that had not been answered by the PLT or the PCT. The representative of another
non-governmental organization said that, since draft Article 5 related to the style of drafting
patent applications, that draft article included formal matters. One delegation, while noting
that the PLT did not provide substantive requirements, and PCT Article 27(5) allowed
Contracting Parties to provide any substantive conditions of patentability, the simpler way
would be to refer to the PCT provisions, and to add additional requirements such as the
prohibition of the best mode requirement. One delegation stated that PCT Rule 5 was not
incorporated by reference in the PLT, since the technical character of the invention, etc. were
substantive requirements. Two delegations were of the opinion that draft Rule 3 should cover
elements of the description, and any substantive requirements should be covered by other
provisions.
34. The International Bureau explained the negotiating history of the PCT as well as the
PLT. It elaborated two points about the requirements as to the form or contents in the context
of the PCT. Firstly, the concept of form or contents seemed to have worked in the context of
the PCT. This provision had been used on many occasions to persuade national Offices not to
impose too many requirements on international applications when they enter the national
phase. Secondly, no one really knew what the precise extent of those words was. Recalling
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the discussions in the context of the PLT, the International Bureau said that those words were
used because they worked well in the context of the PCT, although it was recognized that
there might be some doubt as to their precise scope. Noting that it did not provide any
exhaustive or authoritative view, the International Bureau referred to the Records of the
Diplomatic Conference on the PCT concerning Article 27(1) as follows: “The requirements
relating to form and contents are principally provided for in Articles 3 (The International
Application), 4 (The Request), 5 (The Description), 6 (The Claims), 7 (The Drawings) and
8 (Claiming Priority), and in the Rules pertaining to these Articles (mainly in PCT Rules 3
to 13). The words “form or contents” are used merely to emphasize something that could go
without saying, namely, that requirements of substantive patent law (criteria of patentability,
etc.) are not meant.” Therefore, it was clear that, at the time when this Treaty was formulated,
those who prepared and agreed the notes were of the opinion that form or contents did not
mean a question of substantive patent law. Against this backdrop, the International Bureau
concluded that the dividing line between formality requirements and substantive requirements
was not always clear. Further, it stressed the importance of establishing a seamless interface
between the SPLT and the PLT. It pointed out that the substance of draft Rules 3 and 4 was
not exactly the same as the corresponding provisions of the PCT.
35. In response to a question raised by the Chair as to which requirements under draft
Rule 3 were considered to be substantive requirements, the representative of one
non-governmental organization, supported by one delegation, indicated that the last sentence
of draft Rule 3(1)(iv) was a substantive requirement. One delegation and the representatives
of three non-governmental organizations stated that the technical character of the invention
under draft Rule 3 was a substantive issue. This view was shared by one delegation and the
representative of one intergovernmental organization, who supported the retention of that
requirement in the SPLT, possibly in draft Article 15. The representative of one
non-governmental organization proposed that the International Bureau study the use of the
term “technical.” One delegation said that draft Rule 3(1)(vii) related to a substantive
requirement. The representative of one non-governmental organization pointed out that draft
Rule 3(1)(vii) related to draft Article 16.
36. Following a suggestion made by the Chair, it was agreed that the International Bureau
would conduct a study with respect to the interface between the draft SPLT and the PLT.
37. One delegation wondered whether there was consistency between the texts of draft
Article 5, which required that the description be presented in a certain order as prescribed in
the Regulations, and draft Rule 3(2)(a) which provided an option regarding the order.
Another delegation was in favor of keeping the words “in the order” in draft Article 5, since
the order referred to in draft Rule 3(1) was a logical one.
38. The Chair concluded that the relationship between the draft SPLT and the PLT as well
as the PCT should be further studied in terms of formality requirements and substantive
requirements.
Draft Rule 3: Contents and Order of Description Under Article 5
39. There was a full discussion concerning the necessity of the term “technical” in draft
Rule 3(1)(i) and (iii). Seven delegations supported the retention of the word “technical,”
while two delegations and the representatives of four non-governmental organizations
proposed to delete that word. In this respect, several delegations made reference to the words
“in all fields of technology” in Article 27.1 of the TRIPS Agreement, while one delegation
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stated that, in light of the negotiation history of the TRIPS Agreement, those words did not
add any additional substantive requirement. The latter Delegation suggested a term such as
“field of endeavor” or “field of invention.” This view was supported by the representative of
one non-governmental organization, who explained that the thrust of the phrase in
Article 27.1 of the TRIPS Agreement was to ensure that no Member would exclude
inventions in certain fields from patent protection.
40. Three delegations and the representative of one intergovernmental organization
suggested the deletion of the term “technical” from item (i) only, since an invention could
relate to all spheres of human activity.
41. One delegation suggested the deletion of the term “technical” from item (iii) only, since
where a claimed invention as a whole was considered to be technical, the invention would be
subject to patent protection even if the problem was not technical. However, another
delegation indicated that, although the advantageous effect of the invention could be
non-technical, the problem should have a technical character. Another delegation opposed
reference to the “problem-solution approach” in this context.
42. In response to the suggestion by one delegation to move a part of draft Rule 3 to the
Treaty, and to a concern raised by another delegation, the International Bureau explained that
the text was drafted so that general principles were included in the draft Treaty, while much of
the detail was kept in the draft Regulations. However, this did not mean that the provisions
under the draft Regulations could necessarily be easily amended, since a super majority could
be required for the revision of certain Rules, if necessary.
43. The representative of one non-governmental organization sought clarification
concerning the timing of the submission of each element under draft Rule 3(1) to the Office.
44. As regards draft Rule 3(1)(ii), one delegation wondered whether the practice of certain
countries, which obliges applicants to present prior art in a disclosure statement, was covered
under this item and, if that was the case, whether non-compliance with such a requirement
should be sanctioned under draft Article 19. Two delegations suggested that, in the Spanish
text, the words “para la comprensión de la invención, así como para la búsqueda y el examen
y, de preferencia,” be replaced by “para la comprensión, búsqueda y examen sustantivo de la
invención y, preferentemente.”
45. As regards draft Rule 3(1)(iv), one delegation questioned whether the provision needed
to contain such detail, and sought clarification about the terms “biologically reproducible” and
“technologically reproducible.” The representative of one non-governmental organization
indicated that the requirements under the PCT concerning nucleotide or amino acid sequence
listings or the deposit of biological material should be incorporated into the SPLT.
46. One delegation and the representative of one non-governmental organization welcomed
the deletion of the best mode requirement which appeared in the 1991 Draft.
47. The Chair summarized the discussion by stating that there were different views in terms
of the requirement concerning the “technical” nature of an invention, and that the
International Bureau would redraft the provisions taking into account the comments received.
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Draft Article 6: Contents, Style and Manner of Presentation of Claims
48. The Chair noted that, concerning draft Article 6 and draft Rule 4, the International
Bureau should conduct a study concerning formality requirements versus substantive
requirements, as discussed under draft Article 5 and draft Rule 3.
49. Two delegations and the representative of one non-governmental organization proposed
that draft Article 6(1) and (2) be combined with draft Article 12, and that draft Article 6(3) be
combined with draft Article 3. In view of the importance of establishing a single set of rules,
representatives of two non-governmental organizations stated that the draft SPLT should be
fully in line with the PCT, and that PCT Article 33 and Rules 5 and 6 should be incorporated
in the SPLT Practice Guidelines, instead of inventing a new rule. This direction was
supported by the representative of one intergovernmental organization. Noting that the PCT
did not bind national laws of Contracting States as regards substantive conditions of
patentability, one delegation stated that national laws could be harmonized under the SPLT,
and that the result could then be incorporated into the PCT. Another delegation said that,
since the objective of the SPLT was to establish the best law and practice, the PCT could be
brought in line with the SPLT through PCT reform. The representative of one
non-governmental organization was of the opinion that the provisions in the PCT, which did
not bind the Contracting States as regards substantive conditions of patentability, were not
relevant to the SPLT.
50. The representative of one non-governmental organization noted that draft Article 6 was
a mixture of three issues, namely, (i) validity of claims; (ii) form/format of claims; and
(iii) claim construction. The validity issue related to draft Article 6(2), which should be
moved to draft Article 19 and be redrafted in a form that would answer the question when was
the subject matter of a claim in a particular application invalid to incorporate the timing of
invalidity. The Representative was of the opinion that the “clear and concise” requirement
should not be a ground for invalidity. As regards the term “individually and in their totality”
in draft Article 6(2), he wondered whether the claims could be individually invalid, if they
collectively failed to be concise. Concerning the second issue, the Representative supported
the term “limitation.” On the third issue, the Representative pointed out the link to draft
Article 14. He indicated that the claim should be construed by identifying each of the
limitations in the claim, determining their scope based on the specification, and that the
claimed subject matter could be defined by the limitations so construed.
51. The International Bureau observed that, while the PLT established a mechanism where
a single application would be validly accepted by all Contracting Parties for the purposes of
filing an application, the draft SPLT aimed at allowing a single application to be prepared for
the purposes of substantive examination in all offices. However, the discussion revealed that
there was a third category of requirements that fell between these two, which related to formal
aspects that were strongly linked to substance. For example, a certain structure of claims or
the contents of the description might not be compatible with the requirements concerning the
structure and contents during examination, although they would be accepted to meet the
requirements for a complete application. Against this backdrop, in view of the possible link
with the PCT, the International Bureau suggested that the draft SPLT also regulate minimum
requirements concerning the third category of requirements so that there would be uniformity
in the results of examination by all Contracting Parties.
52. Draft Article 6(1). One delegation expressed its support for not making draft
Article 6(1) subject to the sanctions under draft Article 19. The representative of one
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intergovernmental organization suggested the deletion of the words “[as prescribed in the
Regulations],” while the representative of another intergovernmental organization proposed to
delete the square brackets surrounding those words but retain the text.
53. Draft Article 6(2). One delegation asked whether this provision could be interpreted in
a way that the Office could limit the number of claims, and if so, it should be explicitly
expressed in the provision. This view was reflected by another delegation, which stated that
no provisions were found in the PCT or in its national law to reject claims on the ground of
the number of claims. While recognizing the freedom of applicants to present as many claims
as they wish, another delegation stated that the Office should have the power to limit claims to
a reasonable number in each particular case. However, three delegations and the
representative of one non-governmental organization opposed any limitation of the number of
claims. In response to a question raised by two delegations, one delegation explained that at
the Diplomatic Conference in 1991, its Delegation had proposed to include the phrase “both
individually and in their totality,” since some applications contained many independent
claims, where each claim was clear and concise, but where it was not clear whether the full
number of claims was actually necessary. However, this provision did not allow an Office to
limit the number of claims, but only to delete redundancies. The Chair stated that, in his
view, the draft provision was not intended to allow Contracting Parties to raise objections
against the number of claims in an application. One delegation was in favor of deleting the
words “both individually and in their totality.”
54. Three delegations indicated that the terms “clear” and “concise” should be clarified in
the Regulations and Practice Guidelines. However, one delegation wondered whether a
definition of these terms would be helpful, since such a definition may vary in different cases
in practice. The representative of one intergovernmental organization explained that the
“clear and concise” test was of importance in view of the function of claims in defining the
matter for which protection was sought, and that the meaning of the terms of the claims
should be clear enough for the person skilled in the art to understand.
55. The Chair summarized the discussion as follows: the SCP supported the restructuring
of draft Article 6 in view of draft Articles 3 and 12 as well as 19. The terms “clear and
concise” and “both individually and in their totality” should be clarified in view of the next
draft of the SPLT.
Draft Rule 4: Details concerning Claims Under Article 6
56. Concerning the various terms which were placed within square brackets as alternatives,
the International Bureau explained that the intention was to use the term “limitation,” which
was a more objective expression, wherever appropriate. One delegation supported the usage
of the word “limitation” throughout the draft Rule. Five delegations supported the term
“technical features” throughout the draft Rule. The representative of one non-governmental
organization was in favor of the deletion of the word “technical.” Another delegation
requested the clarification of the term “limitation” in the Notes.
57. Draft Rule 4(1). The representative of one intergovernmental organization stated that
this paragraph related to a formality requirement.
58. Draft Rule 4(2). Two delegations and the representative of one intergovernmental
organization proposed to retain the word “technical,” and one delegation stated that the term
“technical” should be deleted. However, another delegation preferred the words “elements or
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steps” or “limitations” rather than “technical features,” since the claims could be defined by
non-technical elements, even though the invention per se should be technical. In his view,
which was supported by one delegation and the representative of one non-governmental
organization, this was a substantive matter under draft Article 15. One delegation proposed to
harmonize the terminology with PCT Rule 6.3. Another delegation, supported by the
representative of one non-governmental organization, suggested the words “technical or
functional features.” Replacement of the word “Method” in the title with “Form” was
suggested by another delegation.
59.

The Chair wondered whether draft Rule 4(2) and (3) addressed the same issue.

60. Draft Rule 4(3). One delegation preferred the word “elements,” while another
delegation supported the word “limitation.” Two delegations stated that this language should
be modified to prohibit “single means claims.”
61. Draft Rule 4(4). Five delegations proposed that the words “at the option of the
applicant” be replaced by the words “at the option of the Office,” to allow their Offices to
require claims in the form indicated in item (i). One delegation preferred the option of
item (i), but reserved its position. The representative of one intergovernmental organization
stated that, although he was in favor of the option of item (i), the Office should not impose
one way of claiming, and supported the text in PCT Rule 6.3(b). Four delegations and the
representatives of one intergovernmental and three non-governmental organizations supported
the text as proposed.
62. One delegation sought a clarification of the words “wherein the improvement
comprises” in item (i). Three delegations stated that a functional claim with a single element
should not be allowed under item (ii).
63. Draft Rule 4(5)(a) and (b). The representatives of two non-governmental organizations
pointed out that the words “except where absolutely necessary” were found in the
corresponding provision of PCT Rule 6.2(a). One delegation, supported by the representative
of one intergovernmental organization, felt that there might be cases that needed
accommodation of drawings, graphs or diagrams. Another delegation said that a reference to
drawings should be allowed. Further, three delegations as well as the representative of one
non-governmental organization stated that so-called omnibus claims should be allowed. The
representative of one non-governmental organization supported flexibility in terms of drafting
claims in view of possible challenge in court at a later stage. The retention of the term
“technical” was suggested by one delegation.
64. Draft Rule 4(5)(d). One delegation, supported by the representative of one
non-governmental organization, proposed to move this provision to the Practice Guidelines.
65. Draft Rule 4(6)(a). Two delegations and the representative of one non-governmental
organization stated that the limitation to the same category was too narrow. Clarification of
the words “as the case may be” and “same category” was sought by two delegations.
66. Draft Rule 4(6)(b). Four delegations indicated that the examination of multiple
dependent claims that depended on other multiple dependent claims was too much of a burden
for Offices. However, one delegation and the representatives of two non-governmental
organizations supported the retention of the text. In response to a question of the Chair, the
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Delegation of the United States of America stated that its office had established a practice to
handle Markush-type claims efficiently.
67. One delegation proposed the inclusion of the following provisions concerning
independent claims and categories of claims allowed under the unity of invention requirement
in paragraphs (5bis) and (7):
“(5bis) [Independent Claims] (a) Depending on the complexity of the invention there
may be several claims, independent and dependent.
(b) The independent claim shall ensure the protection of the invention within
those limits in which the invention can be implemented while having the same technical
effects and, also, containing the new elements sufficiently outlined so that to ensure the
reproduction of the subject-matter of the invention.
(c) If the patent application relates to two or more inventions and the unity of
invention is observed, an individual claim for each individual invention shall be drawn
up.
(d) Any independent claim may be followed by a reasonable number of
dependent claims which should refer thereto and should develop - or explain - the
technical features already stated in the independent claim or should introduce
embodiments of the subject-matter of the invention, provided that the unity of invention
be observed.
(7) [Categories of Claims Allowed in an Unitary Invention] Subject to complying with
the requirement of unity of invention in a single patent application relating to a group of
inventions there could be included:
(i)

independent claims of various categories;

(ii)

independent claims of the same category;

(iii)

dependent claims.”

68. The SCP agreed that the International Bureau should carefully examine these questions
when redrafting the provisions.
Draft Article 7: Unity of Invention
Draft Rule 5: Details Concerning the Requirement of Unity of Invention Under Article 7
69. One delegation was concerned about allowing the use of a “special technical features”
approach, for unity of invention, which it considered was outdated, particularly, in view of
complex applications relating to, for example, genetic sequences, and other applications
having greatly multiplied embodiments and claims. The Delegation suggested the
establishment of a Working Group to consider a new standard for patent applications in
emerging technologies, which would report to the SCP or the International Bureau. This view
was supported by four delegations and the representative of one non-governmental
organization. Though the above concerns were understood by the representatives of several
non-governmental organizations, they expressed concerns about deviating from the general
rules for certain special cases, and wondered whether complex applications could be dealt
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with by other mechanisms, such as fees or the “clear and concise” requirement. Several
delegations did not support the establishment of such a Working Group. Two delegations
pointed out that the unity of invention requirement was not a question of complexity or fees,
but had been established for the benefit of third parties to understand the scope of the
invention. In conclusion, the Chair invited the Delegation of the United States of America to
provide the Committee with further background and detailed information on this matter.
70. Concerning the two Alternatives, a number of delegations and representatives of
non-governmental organizations supported Alternative B and, in particular, a combination of
Alternative B with paragraph (2) of Alternative A. One delegation stated that the details
should be regulated under the Regulations or the Practice Guidelines on the basis of the PCT
Administrative Instructions. One delegation and the representative of one non-governmental
organization wondered whether the unity of invention requirement was a formality issue, and
therefore, whether the PCT provisions were incorporated by reference into the PLT. Two
delegations questioned whether draft Article 19 that referred to draft Article 7 contradicted
paragraph (2).
71. As regards draft Rule 5(1), one delegation proposed to replace the words “technical
features” with the words “elements or steps” or “limitations.” Another delegation suggested
the deletion of the word “technical,” since it was not a matter to be dealt with under draft
Rule 5. The representative of one non-governmental organization suggested either a deletion
of the word “technical” or the replacement with the words “technical or functional.” On the
other hand, one delegation and the representatives of two intergovernmental organizations
proposed to delete the square brackets surrounding the word “technical.” Another delegation
opposed the “special technical feature” test stating that a more meaningful and effective test
would focus on evaluation of the claimed inventions “as a whole.”
72. Concerning draft Rule 5(2), one delegation proposed to insert the words “each of”
before the words “the inventions are claimed in separate claims.”
73. The Chair concluded that a majority of delegations were in favor of combining
Alternatives A and B, and stated that the International Bureau should redraft the provisions
taking into account the various comments received.
Draft Article 8: Definition of Prior Art
Draft Rule 6: Availability to the Public Under Article 8
74. The Chair noted that the questions concerning the priority date and the claimed
invention that had been discussed earlier were also related to this draft article. In this regard,
one delegation supported the inclusion of an additional provision that would regulate the
requirements relating to the entitlement to priority. The Delegation questioned whether
reference should be made to the “priority date of the application.”
75. One delegation supported the comprehensive definition of prior art in draft Article 8
subject to a uniform grace period and other exceptions. Another delegation indicated that,
although the national law of the Delegation’s country provided an exhaustive list of prior art,
it did not oppose a comprehensive definition. Concerning the distribution of provisions
between the Treaty and the Regulations, one delegation and the representatives of two
non-governmental organizations stated that draft Article 8 should include more substance,
which was currently contained in draft Rule 6. Another delegation suggested that the
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substance of draft Rule 6(1) could be incorporated in draft Article 8(1) by way of stating that
the prior art consisted of everything made available to the public “in any form.”
76. Fourteen delegations and the representative of one intergovernmental organization
preferred Alternative A. Five delegations and the representatives of one intergovernmental
organization and two non-governmental organizations supported Alternative B because of the
inclusion of the phrase “subject to Articles 9 and 10” and because of the link between the
prior art and the claims. The Delegation of Uruguay expressed concerns about the fact that
Alternative B made reference to the claims, and not to the application as a whole.
77. One delegation expressed a concern regarding the uniform treatment of dependent
claims by certain examining offices. The delegation stated that dependent claims should be
viewed as merely “short-hand” versions of independent claims, and that each claim must be
fully treated during examination.
78. One delegation wondered whether the text in Alternative A appropriately covered the
case where multiple priorities were claimed. The representative of one intergovernmental
organization pointed out that, in that respect, Alternative B was not complete either, since
each of several embodiments within one claim might be subject to different priority dates.
The International Bureau explained that the term “priority date” was not found in Article 4 of
the Paris Convention. Rather, the Paris Convention referred to a priority period for each
earlier application referred to in the priority claim. The International Bureau considered it
necessary to clarify terms such as an “invention,” an “invention of an application” or a
“claimed invention,” so that there would be a clear distinction between each claim and each
embodiment of the claim. One delegation proposed to use the term “subject matter of the
claim” rather than “invention.” After some discussion, concerning the entitlement of priority
for the purposes of defining prior art, it was found that many Offices, irrespective of their
preference for Alternative A or B, considered each claim on case-by-case basis. One
delegation, however, expressed concerns about a single claim having multiple priority dates.
This was supported by the representative of one non-governmental organization, who urged
the adoption of a harmonized rule. With respect to priority, the representative of another
non-governmental organization suggested to include a reference to the Paris Convention and
the TRIPS Agreement.
79. One delegation expressed its concern about the word “information” in Alternative B,
which was unfamiliar to it. Another delegation wondered whether the term “information”
included a physical entity or an act of conduct. The representative of one non-governmental
organization stated that the capturing of information, including information on the Internet
and in the field of traditional knowledge, was important. One delegation suggested that the
Regulations and the Practice Guidelines address the prior art status of information disclosed
on the Internet.
80. For the purpose of determining prior art, one delegation explained that, under the
national law of its country, not only the date, but also the time of disclosure was relevant for
the judgement of novelty and inventive step. Another delegation, supported by one
delegation, proposed to establish a unified rule for the determination of the date of publication
of prior art in the Regulations or the Practice Guidelines.
81. Concerning draft Rule 6(1), one delegation suggested the words “Prior art shall qualify
as such when …” at the beginning of the paragraph, since this provision should not be read as
an optional provision. One delegation proposed to include acts such as “on sale” and
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“offering for sale” in the context of loss of rights where an invention was commercialized
before the application was filed.
82. As regards the accessibility to the public, one delegation, supported by another
delegation, stated that “accessibility to the public” in draft Rule 6(1) was not the same as
“making available to the public.” The Delegation explained that, under the national law, a
doctoral thesis in a public library was considered as made available to public, even if nobody
consulted that thesis. However, inventions known to colleagues of the inventor but not to
others, were considered not made available to the public. Another delegation, supported by
two other delegations, sought clarification on the meaning of the term “public,” which could
be construed as a private individual, and suggested a deletion of the words “one or more
members.” One delegation suggested deeper harmonization as regards “reasonable possibility
that it could have been accessed by one or more members of the public.” Another delegation
said that further details on indexed or catalogued information should be included. Two
delegations considered that the expression “reasonable” was too subjective. Another
delegation said that a “reasonable possibility” could be a “legal possibility for access” or a
“possibility of access on a legal basis.” The representative of one non-governmental
organization preferred to apply the reasonable accessibility test to “a person skilled in the art,”
not to the general public. One delegation said that the word “information” in draft Rule 6(2)
could be replaced with the words “prior art.”
83. One delegation stated that, since there was no geographical limitation on the definition
of prior art, detailed provisions should be provided in draft Rule 6(3) concerning support
documentation or corroboration for non-written prior art. Another delegation also raised
concerns about an oral disclosure in a foreign country. The representative of one
non-governmental organization supported a higher objective standard for oral disclosures in
view of the difficulty of evidential support.
84. The Chair summarized the discussion as follows: a majority of delegations supported
Alternative A, while it was recognized that the provisions should appropriately cover the
issues concerning entitlement of priority. The International Bureau should redraft the
provisions taking into account the comments received, for example, the clarification of the
terms “inventions,” “subject matter of the claims,” “reasonable possibility,” “information,”
“one or more members” and “accessibility to the public,” as well as the distribution of
provisions between the Treaty and the Regulations. The Chair further indicated that the
International Bureau might prepare a questionnaire concerning the definition of prior art in
order to collect information regarding national and regional practices, and suggestions for
redrafting.
Draft Article 9: Prior Art Effect of Earlier Applications
Draft Rule 7: Prior Art Effect of Certain Applications Under Article 9
85. As regards Alternative A of draft Article 9, the International Bureau suggested the
insertion of the words “Subject to Article 8,” at the beginning of the sentence, the insertion of
the words “(former application)” after “an application” in the first line, and the insertion of
the words “from the filing date or, where priority is claimed, the priority date of the former
application” after “part of the prior art” in the third line. Consequently, it suggested the
deletion of the words “from the filing date or, where priority is claimed, the priority date of
the former application” in the fourth line of draft Rule 7(1)(a).
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86. Many delegations and the representative of one non-governmental organization
supported Alternative A in view of the administrative difficulties in accessing former
applications filed in foreign countries, the period for the publication of former applications,
and legal uncertainty. Three delegations pointed out that a reference to a claimed invention in
Alternative B should be taken into account. One delegation noted that as Alternative B
reflected a truly globalized system, the SCP should give it serious consideration. The
representatives of two non-governmental organizations were in favor of a worldwide effect as
prior art for former applications. One delegation wondered whether the global effect of
former applications could be introduced, as a first step, to the PCT applications. The
representative of one non-governmental organization, who was interested in having a simple
and certain global first-to-file system, observed that, instead of an 18-month publication, if an
application were published immediately after the filing date, all the earlier filed applications
worldwide could be treated as published prior art for the purposes of both novelty and
non-obviousness.
87. One delegation pointed out that the whole contents of a former application should be
determined at the time of filing of the application, and should not include subsequent
amendments to that application.
88. One delegation and the representatives of two non-governmental organizations stated
that draft Article 9 and draft Rule 7 should also apply to the determination of
“non-obviousness,” which was currently placed within square brackets, since obvious
variations of earlier patented inventions should not be patented. Otherwise, a single act of
infringement could be subject to multiple suits. However, since an inventor did not have
access to the information contained in former applications, a number of delegations and the
representatives of one intergovernmental organization and two non-governmental
organizations supported the limitation to the determination of novelty only.
89. As regards draft Rule 7(1)(c), one delegation said that the abstract could be part of the
“whole contents” if the applicant prepared it. The representative of one non-governmental
organization wondered whether the inclusion of utility models in draft Rule 7(1)(d) collided
with the principle that the SPLT should apply to patents only.
90. Concerning withdrawn, abandoned or refused applications under draft Rule 7(2), one
delegation questioned the applicability of this paragraph to the cases where such withdrawn,
abandoned or refused applications were revived and patented subsequently under national
law. Another delegation proposed to establish a harmonized rule concerning how and when
an applicant could withdraw his application before publication.
91. In respect of draft Rule 7(3), one delegation sought clarification of the meaning of
“same person” and “same invention.” In reply to a question of one delegation, the
International Bureau explained that the words “validly granted” addressed the case where a
patent granted by the Office was subsequently invalidated by a court. The representative of
one non-governmental organization supported the inclusion of paragraph (3), which would
provide a safeguard for one’s own disclosures. However, one delegation and the
representative of one non-governmental organization did not support that provision, since it
was related to a continuation-in-part system and could lead to legal uncertainty. The
representative of another non-governmental organization said that, if draft Article 9 and draft
Rule 7 did not apply to non-obviousness, paragraph (3) could be deleted.
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92. The Chair concluded that a majority of delegations were in favor of Alternative A, and
that the International Bureau should redraft the provision taking into account, in particular, the
following points: the geographic limitation, the limitation to novelty in draft Rule 7, the
inclusion of utility models and of PCT international applications as prior art and self collision.
Draft Article 10: Disclosures not Affecting Patentability (Grace Period)
93. The Chair stated that the issue of the grace period was related to other matters to be
discussed later. After some discussion, he concluded that the discussion on this draft Article
should be limited to information on existing national and regional rules concerning the grace
period.
94. The Delegations of Azerbaijan and Canada said that they provided a 12-month grace
period before the filing date for the information disclosed by the inventor. The Delegation of
the United States of America explained that the legislation of its country provided a 12-month
grace period before the filing date, covering third party disclosures, as well as the disclosure
by the applicant. A grace period of 12 months before the filing date for the information
disclosed by the inventor or his successor was provided for in the legislation of the Republic
of Moldova and Romania. Belarus, Kenya, Ukraine and OAPI member States provided a
12-month grace period before the filing date. The Delegation of Argentina said that a
12-month grace period before the filing date, or the priority date if applicable, was provided in
its country. The Delegations of Indonesia, Morocco and the Russian Federation stated that
they provided a 6-month grace period before the filing date. The Delegation of Japan
explained that the legislation of its country provided a 6-month grace period before the filing
date for the inventor’s disclosures made through an experiment, in a presentation in writing at
a scientific meeting, in a printed publication, at an exhibition, or on the Internet. The
Delegation of Venezuela explained that the Andean Pact provided a 6-month grace period
before the filing date, or the priority date if applicable. The Delegation of Germany said that,
although it did not have a grace period under the current patent law, the utility model law
provided a 6-month grace period before the filing date, or the priority date, if applicable.
95. The Delegation of Australia explained that it was considering the introduction of a
12-month grace period from the filing date, or the priority date, if there was an international
consensus. The Delegation of Chile said that its country was planning to introduce a 6-month
grace period.
96. The representative of one non-governmental organization stressed the importance of the
grace period for inventors. The representative of another non-governmental organization
noted that an increasing number of countries were introducing a grace period into their
legislation.
97. One delegation noted that the previous interventions indicated that a robust grace period
represented a best practice independent of other issues, including in nations having a
first-to-file system.
Draft Article 11: Disclosure in Application as a Whole [Alternative A]
Adequacy of the Disclosure [Alternative B]
98. Although the text of Alternative A was more familiar to them, many delegations
expressed their support for Alternative B that provided further details, such as undue
experimentation, timing of disclosure, notions of clearness and conciseness and a reference to
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the claimed invention, and suggested the combination of Alternatives A and B. In this
respect, one delegation, supported by two other delegations, suggested the following
structure:
“(1) The application as of the filing date should be clear and complete.
“(2) In the application, there should be a disclosure of the invention.
“(3) It should be clear and complete if taking into account the description, claims and
drawings … [text in Alternative B follows].”
99. One delegation pointed out that the meaning of the term “disclosure” in draft
Articles 11 and 12 was different from the one in draft Article 10, which meant laying the
information open to the public. Further, another delegation sought clarification on the
concept of “disclosure” and of its relation with the notions of “description” and “claim.” In
response, the International Bureau explained that Alternative B covered the disclosure of an
application that related to the subject matter of the claim, and that it would redraft the
provisions to avoid ambiguity. One delegation said that the disclosure requirements were not
relevant to the analysis of the quality of the description per se. Another delegation said that,
in Alternative A, it was not clear whether the word “disclosure” meant an initial disclosure at
the filing date or a disclosure including further amendments.
100. Two delegations and the representative of one intergovernmental organization requested
clarification of the term “adequate.” Three delegations sought clarification of the meaning of
“undue experimentation.” One delegation stated that the written description of the invention
should be set forth in a manner that evidenced the applicant’s possession of the claimed
invention as of the filing date. Further, the Delegation said that the necessity for the best
mode requirement was under consideration in its country. The representative of one
non-governmental organization stated that it was opposed to the best mode requirement.
101. The representative of one non-governmental organization suggested the inclusion of
Practice Guidelines along the lines of the PCT Examination Guidelines. The representative of
another non-governmental organization proposed to include some provisions on the correction
of sequence listings and a reference to an earlier deposit of micro-organisms in the
Regulations or the Practice Guidelines.
102. As regards the Spanish text, one delegation said that the word “idoneidad” in
Alternative B should be replaced with the word “adecuación.” Another delegation pointed
out that the translation of the words “carried out” in Alternative A was “realizada,” while the
translation of the words “made and used” in Alternative B was “realizada y utilizada.”
103. The Chair concluded that a majority of delegations supported a combination of
Alternatives A and B, and that the International Bureau should review the draft taking into
account the comments made.
Draft Rule 8: Disclosure Under Article 11
104. Concerning item (i), after some discussion, it was agreed that the International Bureau
should review the draft in light of the disclosure in the initial claim. In this regard, the
representative of one non-governmental organization said that the words “for the purposes of
the filing date” was misleading and that the words “the claims” should be replaced with the
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words “any claim.” As regards item (ii), three delegations and the representative of one
non-governmental organization suggested further elaboration of the term “undue
experimentation” either in the Regulations or in the Practice Guidelines. The representative
of one non-governmental organization suggested the insertion of the words “at the time of
filing” after the words “the general knowledge.”
Draft Rule 9: Deposit of Biologically Reproducible Material Under Article 11
105. Three delegations and the representative of one intergovernmental organization did not
support the second sentence that allowed a deposit to be made later than the filing date.
However, one delegation supported the existing text which provided flexibility, and indicated
that subsequent evidence showing the possession of the claimed biologically reproducible
material by the applicant on the filing date might be necessary. Another delegation stated that
a reference to the filing date should be replaced with a reference to the priority date, if any.
Clarification of the meaning of “a depositary institution” was requested by one delegation.
The representative of one non-governmental organization proposed to provide a link with the
Budapest Treaty. Further, one delegation, supported by the representative of one
non-governmental organization, suggested that the Regulations or the Practice Guidelines
spell out when a correction could be made in the specification where a deposit was involved.
106. The SCP agreed that the International Bureau should look into these questions when
redrafting the provisions.
Draft Rule 10: Person Skilled in the Art Under Articles 11, 18 and 20(3)(b) and
Rules 3(2)(b), 8, 9, 10, 11(1) and [(2)], 13(3) and 14(2)
107. One delegation said that the Regulations or the Practice Guidelines should elaborate
more detailed practices. Another delegation, supported by the representatives of one
intergovernmental organization and two non-governmental organizations, stated that the
knowledge of a team of persons should be taken into account, and that the level of skill might
depend on the technology concerned. Another delegation suggested that the basic principle of
the level of a skilled person should be a hypothetical person with an average level of
experience. The representatives of two non-governmental organizations suggested the
deletion of the words “without highly specialized skills.” One delegation was of the opinion
that full knowledge in the relevant field, not only general knowledge, was needed. The
representative of one non-governmental organization considered that an ordinary practitioner
“reasonably well versed” was a person who knew all the prior art.
108. One delegation said that the person skilled in the art should not relate to any specific
technology, and that this person should be able to analyze the invention independently, taking
into account only the prior art. The Delegation stated that the person skilled in the art should
be considered as a specialist, and that the details should be provided in the Practice Guidelines
or the Notes. The representative of one intergovernmental organization, supported by one
delegation, was also in favor of providing the detailed provisions in the Practice Guidelines in
order to ensure flexibility, since the definition of a person skilled in the art depended very
much on each specific case. The Representative said that there was no reference to the state
of the art, i.e., whether a person skilled in the art should be considered to know the state of the
art as contained in the search report.
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109. The Chair summarized the discussion by stating that further clarification of the terms
were needed, and that the International Bureau should redraft the provisions, considering the
inclusion of detailed requirements in the Practice Guidelines.
Draft Article 12: Relationship of Claims to the Disclosure
110. A number of delegations and the representatives of one intergovernmental organization
and one non-governmental organization supported Alternative A. One delegation preferred
Alternative B for its broader scope. Five delegations pointed out that the first sentence of
draft Article 13 was redundant in light of Alternative A. In response to the point raised by
one delegation, the International Bureau explained that Alternative B intended to express the
fact that the claim to be issued should be supported by the description, drawings and the
initial claims as filed. This view was supported by two delegations and the representatives of
two non-governmental organizations. Further, another delegation stated that a disclosure
contained in the claims as initially filed, but not in the description, should not have negative
consequences, and that this should be included in draft Article 14.
111. The representative of one non-governmental organization said that the question of
“when the subject matter of a claim in an application was adequately disclosed” should be
answered by a single article. The Representative suggested that such a single article provide
that the subject matter of a claim in an application would be regarded as being adequately
disclosed whenever the application provided a description of the subject matter and enabled a
person skilled in the art to make and use that subject matter without undue experimentation.
Further, the Representative pointed out that Alternative A was inconsistent with PCT
Article 6 which required that the claim be “fully” supported. One delegation wondered how
this provision fit with amendments and corrections under draft Article 20(3), and suggested
that the provisions take into account the situation at the time of grant.
112. One delegation stated that the claim should be supported by the description, but not by
the drawings, which served illustrative purposes only. In response to a question raised by the
Chair, one delegation observed that sequence listings and computer program listings should
be properly incorporated, and the representative of one intergovernmental organization
suggested that draft Article 12 provide “the description as prescribed in the Regulations,”
which would allow those additional listings to be covered in the Regulations. The
representative of one non-governmental organization stated that the provision should
encompass the full disclosure, including sequence listings.
113. One delegation, the country of which did not provide for a support requirement under its
national law, but rather used the enablement requirement to refuse overly broad claims,
questioned the difference between the two requirements. In its view, if the support
requirement limited the scope of the claim, draft Article 13, Alternative B, second sentence,
was necessary as a safeguard. One delegation pointed out that the support requirement was
not a ground for revocation under its national law.
114. Following the suggestion by one delegation, the Chair proposed that the International
Bureau review the possibility of substituting the words “The claims” for “The claim,” “Each
claim,” “A claim” or “Any claim.” Concerning the words “the description and the drawings,”
modifications were suggested by several delegations, for example, “the description and/or the
drawings,” “the description and, if necessary, the drawing” and “the description and, if any,
drawings.”
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115. The representative of one intergovernmental organization, supported by one delegation,
said that the provision should state that the claims must be based on the description, and that
everything mentioned in the claims must be disclosed in the description and the drawings.
116. The representative of one non-governmental organization said that, in the French text,
the word “supportées” should be used instead of “étayées.”
117. The Chair summarized the discussion as follows: a majority of delegations considered
it important to include draft Article 12 in the SPLT. Questions were raised as to the
relationship of claims to the description, the drawings as well as special types of disclosures
such as sequence listings, and as to the issue of when the support requirement should be
applied. The provision should be reviewed in view of draft Articles 13, Alternative B and 11.
Further, amendments and corrections under draft Article 20(3) should be taken into account
for the preparation of the next draft by the International Bureau.
Draft Article 13: Scope of Claims
118. In view of the discussion concerning draft Article 12, the International Bureau noted
that the first sentence relating to the disclosure could be considered in conjunction with draft
Article 12, and that the second sentence concerning interpretation of claims could be
discussed together with draft Article 14.
Draft Article 14: Scope of Protection [Alternative A]
Interpretation of Claims [Alternative B]
Draft Rule 11: Interpretation of Claims Under Article 14
119. One delegation observed that claim interpretation and the scope of claims related to two
purposes: the determination of patentability and the determination of infringement. These
two purposes involved different procedures within different contexts; for example,
equivalents and file wrapper estoppel related to infringement issues only. The Delegation was
not in favor of infringement issues being included in the SPLT, but did not oppose further
discussion of these issues in the SCP. Concerning the interpretation and scope of claims for
the purpose of the determination of patentability, the Delegation considered it necessary to
provide more detailed rules. For example, the wording of the claims should provide the
primary basis for the interpretation, while the description and the drawings should form a
secondary basis for the clarification of ambiguities; the terms in the claims should be
interpreted in accordance with their normal meaning, unless they are specifically defined; and
procedures for claim interpretation for special types of claims, such as means-plus-function
claims, product-by-process claims, and claims associated with use, should be provided. The
Delegation noted that draft Article 14(1) could be the basic principle, and draft Rule 11(1)
and (4) could provide more specific details. Further, draft Rule 11(2) should be redrafted as
an exception, taking the different existing practices into account.
120. One delegation, supported by the representative of one intergovernmental organization,
said that Alternatives A and B were not real alternatives, since the interpretation of claims for
the purposes of examination and the determination of rights were different issues. The
Delegation, supported by the representative of one non-governmental organization, proposed
to focus on the pre-grant issues, and to preserve draft Article 13, second sentence. The
International Bureau noted that casting the distinction as one between patentability/validity
and infringement, rather than as pre-grant and post-grant, would clarify the issues at stake for
future redrafting. One delegation was of the opinion that, although equivalents and the scope
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of claims related to infringement, they could not be separated from validity issues, and,
therefore, proposed to consider them together.
121. Several delegations and representatives supported Alternative A, and, in particular, were
in favor of the inclusion of equivalents in paragraph (2). One delegation suggested the
deletion of the words “which are equivalent to the elements expressed in the claims” in
paragraph (2).
122. One delegation preferred Alternative B with the word “disclosure,” since Alternative A
addressed post-grant interpretation of the scope of protection. The Delegation suggested the
inclusion of “by the patent or the published application” in paragraphs (1) and (2) of
Alternative A. The representative of one intergovernmental organization suggested the
deletion of the words “which are to be interpreted in the light of the description and drawings”
in paragraph (1) of Alternative A. The Representative said that paragraph (2) of
Alternative A had no raison d’être, and that, in Alternative B, the words “description and
drawings” were appropriate, since the claim interpretation could not depend on the claims,
which were a part of the disclosure.
123. The representative of one non-governmental organization stated that the draft SPLT
should deal with both validity issues and pre-grant patentability issues. The Representative
proposed to recast the provisions as articles concerning claim construction issues, i.e., one
article dealing with claim construction for patents and another article dealing with issues
relating to claim construction for claims in pending applications. For example, the first article
would require that the disclosure be used to construe the patent claim, and that the statements
made during the prosecution by the applicant, the prior art considered during the examination
and the equivalents be taken into account. This would be different from the second article
that would identify each limitation of the claim, determine the literal scope based on the
disclosure understood by a person skilled in the art, and define the scope of the claim.
124. Concerning Alternative B, one delegation pointed out that the reference to the prior art
should be replaced by a reference to the general knowledge. The representative of one
non-governmental organization opposed the inclusion of the prior art under this provision.
125. One delegation, supported by another delegation, stated that it would be clearer if
Articles 4 and 21 of the 1991 Draft were combined into one provision.
126. Concerning draft Rule 11(1), the representative of one non-governmental organization
supported the inclusion of this provision. One delegation said that, in the French text,
“certitude” was an outdated word. Another delegation suggested the inclusion of provisions
on the interpretation of means-plus-function claims.
127. As regards draft Rule 11(2), the suggestion of one delegation that the word “and” in the
fourth line should be replaced by “or” was opposed by another delegation. Another
delegation said that the obviousness test should apply to both “the same function” and “the
same result” assessments.
128. One delegation proposed to replace the title of draft Rule 11(3) with “File Wrapper
Estoppel,” and wondered whether “prior statement” included any amendment to the
application.
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129. The Chair summarized the discussion as follows: Alternative A received more support
than Alternative B, while it was pointed out that the two Alternatives potentially address
different issues. For further redrafting, the structure of the provisions as well as the provision
concerning equivalents should be reviewed carefully in terms of validity and infringement
issues. There were divergent views as regards the details concerning equivalents.
Draft Article 15: Patentable Subject Matter
130. There was unanimous support by the Committee to include a provision concerning
patentable subject matter in the SPLT.
131. All the delegations that spoke considered that this provision was very important.
Therefore, it was suggested that most of its substance be included in the draft Treaty. Many
delegations were in favor of providing basic principles or critical conditions in the draft
Treaty, and the details or clarifications in the draft Regulations. This approach would provide
flexibility for adapting to future developments of technology. The Chair, supported by one
delegation and the representative of one non-governmental organization, suggested that the
draft Treaty set up basic principles and the draft Regulations provide exclusions. One
delegation pointed out that the real issue was not the distribution of the provisions between
the draft Treaty and the draft Regulations, but rather a question of the future amendment of
the provisions concerned. The Delegation explained that flexibility could be achieved by way
of setting provisions in the draft Regulations providing for unanimity for their amendment, or
in the draft Treaty with the possibility of amendment by the Assembly. This view was
supported by two other delegations, which suggested that the provisions should be in the
Treaty, subject to amendments by the Assembly. However, another delegation, supported by
one delegation, stated that this provision, which was of great importance, should only be
subject to revision by a Diplomatic Conference. Another delegation expressed concerns about
the Assembly being able to take a decision on behalf of countries not present.
132. One delegation stated that, in order to meet the requirement of patentable subject matter,
the invention should provide a practical application having a useful, concrete and tangible
result, but that it should not be required to have a technical character. The Delegation
explained that this approach allowed flexibility for new fields of technology, while still
prohibiting the patenting of abstract ideas. This view was supported by the representatives of
six non-governmental organizations, who considered it important to provide flexibility for
future technological development. Another delegation explained that, in the national law of
his country, an invention was defined as a technical idea utilizing a law of nature.
Consequently, scientific theories, mathematical methods, methods for performing mental acts
and methods of doing business as such were not considered to be patentable subject matter.
As regards software-related inventions, the Delegation said that a computer program stored on
a medium, as well as a computer program where the information processed by the software
was embodied in the claim by means of hardware resources, were patentable subject matter.
The Delegation was of the opinion that these detailed practices should be provided in the draft
Regulations. Three delegations and the representatives of one intergovernmental organization
and one non-governmental organization stated that the invention should have a technical
character. The representative of one non-governmental organization said that the title
“patentable subject matter” was confusing, since the issues at stake in this draft article were
patent eligibility and sufficient utility of the claimed inventions.
133. Concerning software-related inventions, the representative of one intergovernmental
organization clarified that, in relation to the recent revision of the EPC, the Revision
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Conference had felt that it was premature to delete programs for computers from the list of
exceptions in the EPC, since a draft Directive was being prepared by the European
Commission. The Representative of the EPO confirmed that the decision was postponed, but
that the discussion was still open, and that computer-related inventions, but not computer
programs as such, could be patentable under certain circumstances.
134. One delegation pointed out that discussions concerning intellectual property and access
to genetic resources had begun in the Intergovernmental Committee on Intellectual Property
and Genetic Resources, Traditional Knowledge and Folklore. Another delegation recalled the
transitional provision for certain product patents under the TRIPS Agreement. The
representative of one non-governmental organization, supported by the representative of
another non-governmental organization, stated that the requirements concerning patentable
subject matter and the accommodation and the use of subject matter were different issues, and
that patent laws were not appropriate instruments for regulating such use.
135. One delegation expressed the position that Article 27.1 of the TRIPS Agreement could
not form a basis for requiring a technical character for inventions. Several countries urged
caution before introducing TRIPS language, as it currently was under review. The
representative of one non-governmental organization said that the TRIPS Agreement could be
a starting point, but that the draft SPLT should not merely provide minimum requirements.
136. The representative of one non-governmental organization pointed out that the question
of patentable subject matter related to the requirement of industrial applicability (utility).
137. As regards the words placed in square brackets, one delegation was in favor of the word
“be,” which would embrace the claimed invention as a whole, while another delegation
supported the word “contain.”
138. One delegation suggested that this draft article be placed before draft Article 8.
139. The Chair concluded that the SCP agreed to include a provision concerning patentable
subject matter in the SPLT, and that, in view of the importance of this provision, a majority
supported the inclusion of most of the substance in the Treaty itself. As regards the
requirement concerning the “technical character” of an invention, opinions within the SCP
were divided. Exceptions to patentable subject matter as well as a mechanism for future
amendments of the provisions concerned should be further reviewed.
Draft Article 16: Industrial Applicability/Utility
Draft Rule 12: Definition of “Industry” Under Article 16
140. The International Bureau explained that the intention of Alternative B was in effect to
abolish the industrial applicability/utility requirement, and to subsume the substance that is
usually dealt with under this requirement under other articles, such as the provision
concerning patentable subject matter.
141. One delegation was in favor of Alternative A with the words “have a specific,
substantial and credible utility,” since the alternative words risked unwarranted self-limiting
effect for future innovation. The representative of one non-governmental organization
expressed his support for a functional definition such as “credible utility.” The representative
of another non-governmental organization supported the separation of utility, which could
only be established by the applicant, and eligibility. On the other hand, a number of
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delegations and the representative of one intergovernmental organization preferred
Alternative A with the words “be made or used in any kind of industry.”
142. One delegation suggested to replace the words “any kind of industry” by “any area of
activity” and to include a reference to the Paris Convention in the draft Regulations. The
Delegation further proposed the inclusion of the following in the Practice Guidelines:
(i) whether the function of the invention is clearly shown, (ii) whether the application has
disclosed the need for the invention, (iii) whether means of technology fulfills the declared
function. Another delegation suggested the retention of industrial applicability and also the
words “or fulfil utility.” The representative of one intergovernmental organization proposed
that both texts within square brackets be included in draft Rule 12, since the invention should
be able to be used in industry as well as have a practical use in any area of human activity.
143. One delegation suggested further reflection on Alternative B, since any requirement
under draft Article 16 could be dealt with under other provisions, such as patentable subject
matter or the enablement requirement. This view was supported by several delegations and
the representatives of two non-governmental organizations, one of whom said that the
requirements related to patentable subject matter should not hide in draft Article 16. In
response to a concern raised by two delegations with regard to discoveries and inventions in
the field of biotechnology, for example, gene sequences, another delegation said that the issue
should be fully discussed. The representative of one intergovernmental organization indicated
that the industrial applicability requirement was not given great importance in practice, since
the requirements concerning patentable subject matter could be imposed instead. However,
the Representative could not give a final opinion on the importance of industrial applicability
for biotechnological inventions.
144. Concerning the structure of the articles, three delegations suggested that draft Article 15
provide, as in Article 27 of the TRIPS Agreement, requirements concerning patentable subject
matter, industrial applicability, novelty and inventive step. In response, the International
Bureau clarified that draft Article 15 dealt only with eligibility, whereas Article 27 of the
TRIPS Agreement dealt with eligibility along with the other matters mentioned. One
delegation, supported by the representative of one intergovernmental organization, suggested
that, in view of draft Article 19, draft Article 16 be redrafted using terms that refer to a
condition of patentability, rather than as a definition of industrial applicability/utility.
145. The representative of one non-governmental organization, noting footnote 5 of the
TRIPS Agreement, stated that the requirement on industrial applicability was not narrower
than that on utility. One delegation proposed that the substance of that footnote be included
in the Regulations or the Practice Guidelines.
146. The Chair summarized the discussion by stating that, although a majority of delegations
supported Alternative A with the words “be made or used in any kind of industry,” the debate
revealed different national practices and divergent views, and that the relationship between
draft Articles 15 and 16 should be further explored.
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Draft Article 17: Novelty
147. A majority of delegations, supported by the representatives of three intergovernmental
organizations, expressed their preference for Alternative A, while a number of delegations, as
well as the representatives of two non-governmental organizations, supported Alternative B,
since they considered it to be more precise.
148. However, many of the delegations which spoke indicated that they could envisage a
combination of both alternatives. For example, some delegations that favored Alternative A
stated that they preferred the term “claimed invention” in Alternative B over “invention” in
Alternative A. One delegation proposed to use Alternative A in the draft SPLT and to keep
Alternative B as a Rule. The representative of one non-governmental organization suggested
to refer to the PCT instead of establishing a different standard for novelty in the draft SPLT.
149. One delegation, supported by another delegation, proposed to include a provision on
loss of rights, which would encourage applicants to promptly disclose their invention. This
proposal was opposed by two delegations and the representatives of one intergovernmental
organization and one non-governmental organization. The proposal of one delegation,
supported by one intergovernmental organization, to introduce a provision on second medical
use did not find further support.
Draft Rule 13: Items of Prior Art Under Article 17
150. Draft Rule 13(1). While two delegations supported some kind of provision under draft
Rule 13(1), one delegation stated that such a provision should rather be included in the
context of draft Article 11 on disclosure.
151. Draft Rule 13(2). Those delegations which favored Alternative A of draft Article 17
generally supported draft Rule 13(2) and stated that it should be combined with Alternative A
of draft Article 17. The provision would not be required in the case of Alternative B, since
that text already contains the elements of draft Rule 13(2).
152. One delegation raised some drafting issues in the French version of draft Rule 13(2)
(namely to replace “Base de référence” in the title by “Eléments principaux”) and pointed out
that the term “caractéristiques” in the French version of the draft SPLT was used for both the
English terms “characteristics” and “limitations.” The Delegation of Spain requested that, in
the Spanish version of draft Rule 13, the term “referencia primaria” be replaced by
“anterioridad.”
153. Draft Rule 13(3). The Chair clarified that this provision related to both Alternatives of
draft Article 17. Although a majority of delegations supported the draft provision in
principle, an extensive discussion on several issues took place. Firstly, the SCP agreed to a
suggestion from the International Bureau to replace the term “primary reference” by “primary
item of prior art” in subparagraphs (a) to (d), and to add, at the very end of the paragraph, the
words “together with the primary item of prior art.” One delegation, supported by two other
delegations indicated that, in subparagraph (b), the term “incorporated by reference” was
unclear and that the draft provision should cover only explicit references. One delegation,
while indicating support in principle, flagged two issues for later consideration by the SCP,
namely, selection inventions, and the definition of novelty for particular types of claims such
as claims defined by parameters or product-by-process-claims. One delegation stated that this
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provision should provide the possibility to rely on a later document clarifying an inherent
disclosure.
154. The Chair summarized the discussion as follows: while a majority of delegations
favored Alternative A of draft Article 17, many delegations indicated that they could also
accept Alternative B or a combination of both Alternatives. Those delegations which favored
Alternative A expressed the wish to combine it with draft Rule 13(2). Some delegations
thought that the term “claimed invention” used in Alternative B was more precise than
“invention.” Two delegations spoke in favor of including a provision on loss of rights.
Finally, some debate took place on draft Rule 13(3), in particular on the meaning of the term
“incorporated by reference,” the possibility to rely upon a later document clarifying inherent
disclosure, and the determination of novelty in the case of special types of claims.
Draft Article 18: Inventive Step/Non-Obviousness
155. The International Bureau introduced draft Article 18, and pointed out, in particular, that
Alternative A referred to the prior art as defined in draft Article 8, while Alternative B also
covered the prior art effect of earlier applications as contained in draft Article 9 for the
purposes of inventive step/non-obviousness.
156. The SCP considered draft Article 18 to be a crucial provision in light of the fact that
over 80% of applications were rejected on the basis of lack of inventive step/non-obviousness.
A majority of delegations, supported by the representatives of one intergovernmental
organization and three non-governmental organizations expressed their preference for
Alternative A, while some delegations, as well as the representative of one non-governmental
organization supported Alternative B.
157. A number of delegations indicated that they could envisage a combination of both
alternatives, for example, by moving the term “claimed invention” used in Alternative B into
Alternative A. A majority of delegations, however, said that they did not wish to apply the
prior art effect of earlier applications to inventive step/non-obviousness.
158. A discussion took place concerning the phrase “the differences between the claimed
invention and the prior art” used in Alternative B. A majority of delegations took the view
that the use of this phrase was confusing, and that, in practice, inventive step/non-obviousness
was assessed taking into account the whole invention, and not merely the differences. The
International Bureau suggested that the words “the differences between the claimed invention
and” could be added to Alternative A, second line, after the words “having regard to,” thus
allowing a Contracting Party to assess inventive step/non-obviousness on the claimed
invention as a whole, but still to take into account the differences between the claimed
invention and the prior art.
159. The Committee was of the opinion that the methodology for assessing inventive
step/non-obviousness should be further elaborated by the International Bureau. Some
delegations, supported by the representatives of a few non-governmental organizations,
expressly stated that such an assessment should not be done based on the so-called
problem-solution approach, but that a different methodology should be used, since the
problem-solution approach did not allow the standard to be applied to inventions which did
not contain a technical problem.
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160. The representative of one non-governmental organization suggested to refer to
Article 33(3) of the PCT instead of establishing a different standard for inventive
step/non-obviousness in the draft SPLT.
Draft Rule 14: Items of Prior Art Under Article 18
161. The SCP agreed that draft Rule 14 required more reflection on the part of the
International Bureau. Some delegations raised concerns in particular in respect of the fact that
the term “multiple items of prior art” was not precise enough, for example, where several
elements were found uncombined in a single item of prior art. Further, where all the
combined items were obvious, inventive step/non-obviousness could only be recognized if it
was not obvious to a person skilled in the art to combine those items. The representative of
one non-governmental organization proposed to add the words “at the filing date or, where
priority is claimed, the priority date,” after the words “skilled in the art” in the second line of
draft Rule 14(2).
162. The Chair summarized the debate as follows: although there was a preference for
Alternative A, a number of delegations also supported Alternative B or a combination of both
Alternatives. In general, delegations seemed to be willing to discuss revised texts to be
submitted by the International Bureau. There was also support for revisiting and clarifying
the notion of “differences.” While the issue of methodology requested further elaboration,
some opposition was raised as to the problem-solution approach.
Draft Article 19: Patentability of Claimed Invention
163. In view of the fact that this draft provision will depend on the future contents of the
draft SPLT, the Chair’s proposal to hold a discussion concerning principles only was agreed.
The Chair further pointed out that this provision was essential, since it would be the basis for
a possible future mutual recognition of patents in different countries.
164. The International Bureau introduced the provision and suggested that it may be useful to
examine whether, for clarity, draft Article 19 should be moved before draft Article 15.
Further, it pointed out that some, but not all, grounds of patentability may also be grounds for
revocation of a patent, and that the next draft may clearly express the differences. One
delegation agreed that certain grounds may be raised in the process of examination of an
application, but not used for the revocation of the patent, such as draft Article 7 on unity of
invention. Therefore, the relationship between this type of provisions and draft Article 19
should be revisited. Another delegation pointed out that including draft Article 2 into draft
Article 19 would pose problems, since draft Article 2 was dealing with entitlement issues,
which may not be known to the Offices.
165. One delegation expressed concerns that notwithstanding draft Article 23, draft
Article 19(1)(iii) would allow the addition of new matter if the claimed invention did not rely
on the added disclosure.
166. The representative of one intergovernmental organization stated that the case where
claims were broadened in post-grant opposition procedures was not covered by draft
Article 19, and that an additional provision along the lines of Article 123(2) and (3) of the
European Patent Convention should be included.
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167. It was agreed that the International Bureau would further elaborate this draft provision,
taking into account the comments received.
168. In respect of draft Article 19(2), the Delegation of the Dominican Republic, speaking also
on behalf of the Delegations of Nicaragua, Peru, Venezuela and Brazil, said that the draft
Article in question introduced a measure that restricted the freedom of action of States which,
in accordance with legal or administrative provisions in force at the national level, or in
accordance with international undertakings, had to implement measures consistent with their
development policy objectives. The Delegation said that a growing number of countries
recognized the importance to their development as a whole of the sustainable conservation and
exploitation of their biological and genetic resources, and of respect and protection for the
traditional knowledge held by indigenous or native communities on their territory. The
conclusion of the Convention on Biological Diversity (CBD) in 1992 reflected that position and
also the political will to recognize and implement certain principles connected with the
protection of biodiversity and traditional knowledge. The Delegation also stated that a number
of provisions contained in the CBD had a direct or indirect bearing on intellectual property, and
on the patent system in particular. One could mention for instance the provisions that oblige
Contracting Parties to respect and preserve traditional knowledge, innovations and practices
and promote their application with the approval and involvement of the holders, and to
encourage the equitable sharing of the benefits arising from the utilization of such knowledge
(CBD Article 8(j)). The Delegation recalled that the CBD recognized the sovereign rights of
States over their natural resources, and that the authority to determine access to their genetic
resources rested with the national governments and was subject to national legislation. Other
provisions that were relevant were those according to which access to genetic resources was
subject to prior informed consent of the Contracting Party providing those resources, and which
required each Contracting Party to take legislative, administrative or policy measures with the
aim of sharing in a fair and equitable way the results of research and development and the
benefits arising from the commercial and other utilization of genetic resources with the
Contracting Party providing those resources (CBD Article 15, paragraphs 1, 5 and 7). The
Delegation said that it was important to recognize expressly that patents and other intellectual
property rights could influence the implementation of the CBD, and to secure an undertaking
by the Contracting Parties to cooperate in ensuring that intellectual property rights are
supportive of and do not run counter to the objectives of the Convention (CBD Article 16,
paragraph 5). With a view to implementing the above international undertakings, and carrying
out their national policies of conservation and protection of their traditional knowledge and
genetic resources, a number of countries have adopted provisions controlling access to the
traditional knowledge and genetic resources under their jurisdiction. Other countries are
drafting similar provisions, or may wish to adopt such provisions in the future. The purpose of
these provisions is to document or register access to a particular piece of traditional knowledge
or genetic resource in such a way that the knowledge or resource can subsequently be
connected with the performance of some economic activity or with a marketable product. In
many cases, a new product developed from that knowledge or resource can be expected to be
included in one or more patent applications. If access to the knowledge or resources is not
registered, or if it falls outside the procedure specified by the law, it would be practically
impossible to proceed effectively with the subsequent use and development and eventual
commercial exploitation of the knowledge or resource. That could frustrate the possibility of
being involved in the sharing of the economic benefits resulting from whatever commercial use
is made of it. The provisions governing access may include sanctions to discourage failure to
observe the established procedure for gaining access to the protected knowledge or resource.
The sanctions could be of various kinds, including monetary penalties and withdrawal of
certain rights or privileges, or disqualification from entitlement to certain benefits.
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Disqualification from entitlement to certain benefits could include denial of the patent rights in
an invention developed on the basis of unlawfully obtained knowledge or resources, or in
defiance of the established procedure for gaining access to the knowledge or resources. It
could also include the possibility of total or partial revocation of a patent that has been granted
in a manner contrary to that procedure, or alternatively the validity of the patent could be
suspended while the matter of access is put in order. The option of linking access legislation to
intellectual property legislation would be in keeping with to a principle of political coherence
within a State. The same principle of coherence is enshrined in Article 6 paragraph 5 of the
CBD. If a State considers a certain practice unlawful (such as having illegal access to
knowledge or resources), that State will be able to impose the appropriate sanctions at all levels
of activity. That State after all might consider it incongruous to punish the unlawful obtaining
of knowledge or resources by means of access legislation and at the same time to reward the
making of an invention based on the same unlawfully obtained knowledge or resources by
virtue of patent legislation. Every Contracting Party should be left free to wield its jurisdiction
and cohesive power in a coherent fashion with a view to achieving its policy objectives and
imposing respect for its international undertakings and laws, including those whose purpose is
to protect traditional knowledge and genetic resources. It would be appropriate for that faculty
to be clearly recognized within the context of the SPLT. The Delegation of the Dominican
Republic said that, in that connection, the Delegations mentioned earlier proposed the
following as an additional paragraph, being an exception to Article 19(2):
“(3) [Compliance With Other Laws] Nothing in this Treaty shall prevent a
Contracting Party from adopting provisions for achieving compliance with its
international undertakings and obligations, or from applying measures or sanctions to
discourage infringement of those provisions, including making the grant of a patent
subject to verification of compliance with those provisions, or from providing the
possibility of revocation or suspension of the validity of a patent, either total or partial,
if it is proved that any of those provisions has been infringed.”
169. This statement was also supported by the Delegations of Colombia, Uruguay, Kenya
and Sudan. On the issue of international obligations, the Delegation of Colombia referred to
the Andean Pact, and in particular Decision No. 486 and Resolution 0210. The Delegation of
Argentina mentioned that every country should be allowed to provide formal requirements
related to patentability, and said that, beyond international agreements, some grounds for
obtaining a patent were completely alien to patents, such as the requirement of legal age to
obtain a patent.
170. The Delegation of the United States of America stated that the proposal of the
Delegation of the Dominican Republic seemed to introduce an additional requirement of
patentability, which may, prima facie, constitute a violation of the TRIPS Agreement. The
Delegation further pointed out that this type of issue was already discussed in the WIPO
Intergovernmental Committee on Intellectual Property and Genetic Resources, Traditional
Knowledge and Folklore, and advised to wait for the results of the work undertaken in that
Committee. The Delegation of Japan supported the last point made by the Delegation of the
United States of America. It further pointed out that the type of requirements mentioned by
the Delegation of the Dominican Republic seemed to be outside the scope of patentability
issues. On the compatibility with the TRIPS Agreement, the Delegation reserved its position
at this stage.
171. The International Bureau explained that, within WIPO, the Intergovernmental
Committee on Intellectual Property and Genetic Resources, Traditional Knowledge and
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Folklore had been established and was equipped for dealing with the type of issues raised by
the Delegation of the Dominican Republic.
172. The Chair summarized the discussion as follows: the SCP agreed that the International
Bureau should in particular study the issue of patentability requirements versus validity
requirements, bearing in mind other issues, which may not fall into either category, such as
unity of invention. The Chair further stated that the objective of the future SPLT was to
ensure a valid patent in all Contracting Parties, and that, in light of the proposal made by the
Delegation of the Dominican Republic, the outcome of that objective could not be predicted.
Draft Article 20: Amendment or Correction of Application
173. Draft Article 20(1). One delegation requested some further clarification in the draft
Regulations or Practice Guidelines for offices that have a continuation practice.
174. Draft Article 20(2). One delegation questioned the meaning of the term “in order for
grant.” Three delegations, supported by the representatives of one intergovernmental
organization and one non-governmental organization, pointed out that the last part of the
provision was too narrow, and that the possibility to amend the application should be open
until grant. Two other delegations and the representative of one intergovernmental
organization supported the provision as proposed.
175. Draft Article 20(3). The representative of one non-governmental organization,
supported by one delegation and the representative of one intergovernmental organization,
stated that subparagraph (b) should not be drafted as an exception, but rather as a test to assess
whether the correction leads to a disclosure exceeding the disclosure as originally filed. One
delegation, supported by another delegation, proposed to delete the references to “clerical
errors,” since any clear or obvious mistake should be covered, in accordance with PCT
Rule 91. Two delegations expressed the opinion that the term “going beyond the
disclosure ...” needed further elaboration. One delegation further proposed to delete, in the
fourth line, the words “of the invention contained in the amended or corrected application”
and, in the fifth line, the words “the invention contained in.”
176. The Delegation of the Republic of Korea introduced a written proposal that suggested
the inclusion of a provision in the draft Regulations, which would ensure the application of
the same disclosure test for evaluating amendments of the application, novelty and the priority
claim. The representative of one intergovernmental organization pointed out that this
proposal should be looked at carefully, since the disclosure was not necessarily the same in all
three cases. After some discussion, the SCP agreed to study this issue at a later stage.
Draft Articles 21 to 24
177. In response to a proposal by the Chair to have a very short discussion on draft
Articles 21 to 24, which would be elaborated at a later stage, the following general comments
were made:
178. On draft Article 22, one delegation stated that countries should be free to join the SPLT
alone or together with the PLT.
179. On draft Article 23(3), one delegation, supported by two other delegations, strongly
opposed majorities based on the number of applications received, since that would constitute
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a discrimination among States. One delegation stated that, if such majorities were not
included in the provision, a significant number of provisions would have to be included in the
draft Treaty itself.
Agenda Item 4: Results of the Questionnaire Concerning Disclosure of Information on the
Internet
180. The discussion was based on document SCP/5/4. The International Bureau noted that,
in addition to the countries listed in paragraph 3 of the document, it received replies from the
Offices of the following countries and the intergovernmental organization: Algeria, Bulgaria,
Gambia, India, Malawi, Mexico, New Zealand, Pakistan and the European Patent Office.
181. As regards the disclosure of information on the Internet and its impact on patentability,
after a short discussion, it was agreed that the Committee would first establish general
principles concerning prior art under the SPLT, which would also cover disclosures on the
Internet, and then consider the necessity for special provisions specific to Internet disclosures
in the Practice Guidelines.
182. Concerning the issues relating to the enforcement of patents on the Internet, one
delegation said that, in view of the fact that the draft SPLT did not address enforcement
issues, this matter could be discussed at a later stage. Another delegation was in favor of
continuing the discussion at the SCP, since this matter was becoming more and more
important. The Chair concluded that, although it might be premature to discuss the issue of
Internet and enforcement of patents at this stage, the importance of this issue should be kept in
mind for future discussion.
CONCLUSION OF THE MEETING
Agenda Item 5: Future Work
183. The International Bureau stated that the SCP had agreed that the sole item on the agenda
of the next session would be the draft SPLT, based on revised working documents. The next
session would tentatively be held during the first half of November 2001.
Agenda item 6: Brief Summary by the Chair
184. The draft Summary by the Chair (documents SCP/5/5 Prov.) was adopted as proposed.
Agenda item 7: Closing of the Session
185. The Chair closed the session.
[Annex follows]
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Svetla YORDANOVA (Mrs.), State Examiner, Bulgarian Patent Office, Sofia
<siordanova@bpo.bg>
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CANADA
Alan TROICUK, Legal Counsel, Canadian Intellectual Property Office, Québec
<troicuk.alan@ic.gc.ca>
David CAMPBELL, Division Chief, Patent Office, Canadian Intellectual Property Office,
Québec
<campell.david@ic.gc.ca>
CHILI/CHILE
José Pablo MONSALVE MANRÍQUEZ, Director de Propiedad Industrial, Ministerio de
Economía, Santiago
<pmonsalve@proind.gov.cl>
CHINE/CHINA
XINTIAN Yin, Director General, Legal Affairs Department, State Intellectual Property
Office, Beijing
<xintian@public.east.cn.net>
COLOMBIE/COLOMBIA
Luis Gerardo GUZMÁN VALENCIA, Ministro Consejero, Misión Permanente, Ginebra
CONGO
Adolphe MOUKOURI, chef, Service juridique, Antenne nationale de la propriété industrielle,
Brazzaville
Delphine BIKOUTA, premier conseiller, Mission permanente, Genève
<dbikouta@deckpoint.ch>
CÔTE D’IVOIRE
Désiré-Bosson ASSAMOI, conseiller, Mission permanente, Genève
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CROATIE/ CROATIA
Jela BOLIĆ (Mrs.), Head, Patent Examination Procedure – Section A, State Intellectual
Property Office, Zagreb
<jela.bolic@patent.tel.hr>
Gordana VUKOVIĆ, Counsellor, Legal Matters Section for Intellectual Property
Development, State Intellectual Property Office, Zagreb
<gordana.vukovic@patent.tel.hr>
DANEMARK/DENMARK
Tim SCHYBERG, Head, Opposition Division, Danish Patent and Trademark Office, Taastrup
<tim@dkpto.dk>
Anne Rejnhold JØRGENSEN (Mrs.), Director, Industrial Property Law Division, Danish
Patent and Trademak Office, Taastrup
<arj@dkpto.dk>
ÉGYPTE/EGYPT
Yakout YAKOUT, Director General, Legal Department, Academy of Scientific Research and
Technology, Patent Office, Cairo
ESPAGNE/SPAIN
David GARCÍA LÓPEZ, Técnico Superior Jurista, Departamento de Coordinación Jurídica y
Relaciones Internacionales, Oficina Española de Patentes y Marcas, Ministerio de Ciencia y
Tecnología, Madrid
<david.garcia@oepm.es>
Carmen LENCE REIJA (Sra.), Técnico Superior Jurista, Departamento de Patentes e
Información Tecnológica, Oficina Española de Patentes y Marcas, Ministerio de Ciencia y
Tecnología, Madrid
<carmen.lence@oepm.es>
Ana PAREDES (Sra.), Consejera, Misión Permanente, Ginebra
<ana.paredes@ties.itu.int>
ESTONIE/ESTONIA
Toomas LUMI, Deputy Director General, Estonian Patent Office, Tallinn
<Patendiamet@epa.ee>
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ÉTATS-UNIS D’AMÉRIQUE/UNITED STATES OF AMERICA
Lois BOLAND (Mrs.), Senior Counsellor, Office of Legislative and International Affairs,
Patent and Trademark Office, Department of Commerce, Washington, D.C.
<lois.boland@uspto.gov>
Jon Patrick SANTAMAURO, Attorney-Advisor, Office of Legislative and International
Affairs, Patent and Trademark Office, Department of Commerce, Washington, D.C.
<jon.santamauro@uspto.gov>
Charles PEARSON, PCT Legal Administrator, Patent and Trademark Office, Department of
Commerce, Washington, D.C.
<cpearson@uspto.gov>
Susan WOLSKI (Ms.), PCT Special Programs Examiner, Patent and Trademark Office,
Department of Commerce, Washington, D.C.
<susan.wolski@uspto.gov>
David NICHOLSON, Intellectual Property Attaché, Permanent Mission to the World Trade
Organization (WTO), Geneva
ÉTHIOPIE/ETHIOPIA
Zenebe BURKA, Head, Legal Drafting Department, Ministry of Justice, Addis Ababa
EX-RÉPUBLIQUE YOUGOSLAVE DE MACÉDOINE/THE FORMER YUGOSLAV
REPUBLIC OF MACEDONIA
Ognjan BLAGOEV, Head, Patent Department, Industrial Property Protection Office of the
Republic of Macedonia, Skopje
<ognjan@ippo.gov.mk>
FÉDÉRATION DE RUSSIE/RUSSIAN FEDERATION
Evgueni POLICHTCHOUK, Head, Department of Theory and Practice of Intellectual
Property Protection, Federal Institute of Industrial Property, Russian Agency for Patents and
Trademarks, Moscow
<epoli@pol.ru>
Olga ALEXSEEVA (Mrs.), Deputy Director, Scientific Activity, Member, Board of Russian
Agency for Patents and Trademarks, Moscow
<alexseeva@rupto.ru>
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FINLANDE/FINLAND
Maarit LÖYTÖMÄKI (Mrs.), Deputy Director, National Board of Patents and Registration of
Finland, Helsinki
<maarit.loytomaki@prh.fi>
Marjo AALTO-SETÄLÄ (Ms.), Coordinator, International and Legal Affairs, National Board
of Patents and Registration of Finland, Helsinki
<marjo.aalto-setala@prh.fi>
FRANCE
Agnès MARCADÉ (Mme), chef du Service du droit international et communautaire, Institut
national de la propriété industrielle, Paris
<marcade.a@inpi.fr>
Jean-François LE BESNERAIS, chargé de mission, Département des brevets, Institut national
de la propriété industrielle, Paris
<lebesnerais.jf@inpi.fr>
Anne VERRON (Mme), chargée de mission, Service du droit international et communautaire,
Institut national de la propriété industrielle, Paris
<verron.a@inpi.fr>
Michèle WEIL-GUTHMANN (Mme), conseillère, Mission permanente, Genève
GHANA
Joseph Jainy NWANEAMPEH, Minister Counsellor, Permanent Mission, Geneva
GUATEMALA
Andrés WYLD, Primer Secretario, Misión Permanente, Ginebra
<andres.wyld@ties.itu.int>
GUINÉE ÉQUATORIALE/EQUATORIAL GUINEA
Cipriano MICHA ELA ENGONGA, Secretario General, Consejo de Investigaciones
Científicas y Technológicas,CICTE, Malabo
HONDURAS
Karen CIS ROSALES (Srta.), Segundo Secretario, Misión Permanente, Ginebra
<kcis@sre.hn>
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HONGRIE/HUNGARY
Marta POSTEINER-TOLDI (Mrs.), Vice-President, Hungarian Patent Office, Budapest
<posteiner@hpo.hu>
Judit HAJDÚ (Mrs.), Head, Patent Department, Hungarian Patent Office, Budapest
<hajdu@hpo.hu>
Krisztina FÜZESI (Miss), Legal Officer, Legal and International Department, Hungarian
Patent Office, Budapest
<fuzesi@hpo.hu>
INDE/INDIA
Homai SAHA (Mrs.), Minister, Permanent Mission, Geneva
INDONÉSIE/INDONESIA
Emawati JUNUS (Mrs.), Director of Patents, Directorate General of Intellectual Property
Rights, Department of Justice and Human Rights, Jakarta
<emawati@lawyer.com>
Dewi KUSUMAASTUTI (Miss), First Secretary, Permanent Mission, Geneva
IRAN (RÉPUBLIQUE ISLAMIQUE D’)/IRAN (ISLAMIC REPUBLIC OF)
Ali HEYRANI NOBANI, Counsellor, Permanent Mission, Geneva
IRLANDE/IRELAND
Jacob RAJAN, Head, Patent Section, Intellectual Property Unit, Department of Enterprise,
Trade and Employment, Dublin
<jacob_rajan@entemp.ie>
ITALIE/ITALY
Pasquale IANNANTUONO, conseiller juridique, Direction générale de la coopération
économique, Ministère des affaires étrangères, Rome
<pasquale.iannantuono@libero.it>
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JAPON/JAPAN
Akihiro KOBAYASHI, Director, International Cooperation Office, Japan Patent Office,
Tokyo
<kobayashi-akihiro@jpo.go.jp>
Satoshi HATTORI, Deputy Director, Examination Standards Office, Japan Patent Office,
Tokyo
Hiroshi KITAOKA, Deputy Director, International Affairs Division, Japan Patent Office,
Tokyo
<kitaoka-hiroshi@jpo.go.jp>
Matsuo NONAKA, Deputy Director, Industrial Property Legislation Office, Japan Patent
Office, Tokyo
<nonaka-matsuo@jpo.go.jp>
Kosuke MINAMI, Assistant Director, Examination Standards Office, Japan Patent Office,
Tokyo
Takashi YAMASHITA, First Secretary, Permanent Mission, Geneva
JORDANIE/JORDAN
Anas HABASHNEH, Legal Advisor, Industrial Property Protection Field, Ministry of
Industry and Trade, Amman
<anasjo@usa.net>
KENYA
Janet Martha KISIO (Miss), Chief Examination Officer, Patents, Kenya Industrial Property
Office, Nairobi
<kipo@arcc.or.ke>
KOWEÏT/KUWAIT
Fahad BAGE, Head, Intellectual Property Rights Division, Ministry of Commerce and
Industry, Safat
<fahadbage64@hotmail.com>
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LESOTHO
’Nyalleng PII (Mrs.), Registrar-General, Registrar-General’s Office, Ministry of Law and
Constitutional Affairs, Maseru
<lesipo@ilesotho.com>
Rethabile Godfrey MOSISILI, First Secretary, Permanent Mission, Geneva
LETTONIE/LATVIA
Guntis RAMANS, Head, Department of Examination of Inventions, Patent Office, Riga
<gr@lrpv.lv>
LITUANIE/LITHUANIA
Rimvydas NAUJOKAS, Director, State Patent Bureau, Vilnius
<spb@vpb.lt>
MADAGASCAR
Olgatte ABDOU (Mme), premier secrétaire, Mission permanente, Genève
MAROC/MOROCCO
Nafissa BELCAID (Mme), chef du Département des brevets et des dessins et modèles
industriels, Office marocain de la propriété industrielle et commerciale, Casablanca
Fatima EL MAHBOUL (Mme), ministre conseiller, Mission permanente, Genève
<mission.maroc@ties.itu.int>
MEXIQUE/MEXICO
Fabián Ramón SALAZAR-GARCÍA, Asesor de la Dirección General, Instituto Mexicano de
la Propiedad Industrial, México D.F.
<rsalazar@impi.gob.mx>
Karla ORNELAS LOERA (Sra.), Agregada diplomática, Misión permanente, Ginebra
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MONGOLIE/MONGOLIA
CHINBAT Namjil, Director General, Intellectual Property Office of Mongolia, Ulaanbaatar
<ipom@mongol.net>
BAT-ERDENE Davaasambuu, Senior Officer, Intellectual Property Office of Mongolia,
Ulaanbaatar
<ipom@mongol.net>
NICARAGUA
Ambrosia LEZAMA ZELAYA (Sra.), Directora Propiedad Intelectual, Ministerio de
Fomento, Industria y Comercio, Registro de la Propiedad Intelectual, Managua
<Ambrosia.Lezama@mific.gob.ni>
NIGER
Illiassou BAKO, chef du Service de la propriété industrielle et normalisation, Ministère du
commerce et de l’industrie, Niamey
NIGÉRIA/NIGERIA
Maigari Gurama BUBA, Second Secretary, Nigeria Trade Office, Permanent Mission,
Geneva
<bubamaigari@hotmail.com>
NORVÈGE/NORWAY
Eirik RØDSAND, Senior Executive Officer, Norwegian Patent Office, Oslo
<eir@patentstyret.no>
Inger NÆSGAARD (Mrs.), Chief Engineer, Norwegian Patent Office, Oslo
<inn@patentstyret.no>
Jon Erik FANGBERGET, Senior Examiner, Norwegian Patent Office, Oslo
<jef@patentstyret.no>
OUZBÉKISTAN/UZBEKISTAN
Mastura MANSUROVA (Mrs.), Deputy Head, State Science Technological Examination
Department, State Patent Office of the Republic of Uzbekistan, Tashkent
<info@patent.uz>
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PANAMA
Carlos ROSAS, Embajador, Representante Permanente Alterno, Misión Permanente ante la
OMC, Ginebra
<cerosas71@yahoo.com>
Lilia CARRERA (Sra.), Analysta de Comercio Exterior, Misión Permanente ante la OMC,
Ginebra
<lilia.carrera@ties.itu.int>
PAYS-BAS/NETHERLANDS
Van der EIJK, Member, Patent Board, Netherlands Industrial Property Office, Rijswijk
<wimeij@bie.minez.nl>
Albert SNETHLAGE, Legal Adviser on Industrial Property, Ministry of Economic Affairs,
The Hague
<a.snethlage@minez.nl>
PÉROU/PERU
Nestor ESCOBEDO, Jefe de la Oficina de Invenciones y Nuevas Tecnologías, Instituto
Nacional de Defensa de la Competencia y de la Protección de la Propiedad Intelectual, Lima
<nescobedo@indecopi.gob.pe>
POLOGNE/POLAND
Grazyna LACHOWICZ (Miss), Principal Expert, Patent Office of the Republic of Poland,
Warsaw
<glachowicz@uprp.pl>
PORTUGAL
Isabel AFONSO (Mme), directeur des brevets, Institut national de la propriété industrielle,
Secrétariat adjoint du Ministère de l’économie, Ministère de l’économie, Lisbonne
<imafonso@inpi.min-economia.pt> <inpi@mail.telepac.pt>
José Sérgio DE CALHEIROS DA GAMA, conseiller juridique, Mission permanente, Genève
<mission.portugal@ties.itu.int>
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RÉPUBLIQUE DE CORÉE/REPUBLIC OF KOREA
Mi-Chung AHN, Deputy Director, Korean Intellectual Property Office, Taejon
<michung@kipo.go.kr>
Chaho JUNG, Deputy Director, Korean Intellectual Property Office, Taejon
<chahoj@unitel.co.kr>
Youngmin GOO, Deputy Director, Korean Intellectual Property Office, Taejon
<ymgoo@kipo.go.kr>
Jae-Hyun, AHN, Intellectual Property Attaché, Geneva
RÉPUBLIQUE DE MOLDOVA/REPUBLIC OF MOLDOVA
Veaceslav KRECHETOV, Deputy Director, Examination Department, State Agency on
Industrial Property Protection, Kishinev
<crecetov@agepi.md> <office@agepi.md>
RÉPUBLIQUE DOMINICAINE/DOMINICAN REPUBLIC
Marcia Arisleyda PÉREZ PIMENTEL (Sra.), Directora de Patentes, Oficina Nacional de la
Propiedad Industrial, Santo Domingo
Isabel PADILLA (Srta.), Consejera, Misión Permanente, Ginebra
<mission.dom-rep@ties.itu.int> <isabel.padilla@ties.itu.int>
RÉPUBLIQUE TCHÈQUE/CZECH REPUBLIC
Jaroslav KOZÁK, Director, Patent Department, Industrial Property Office, Prague
<jkozak@upv.cz>
ROUMANIE/ROMANIA
Liviu BULGĂR, Director, Legal and International Affairs Directorate, State Office for
Inventions and Trademarks, Bucharest
<liviu.bulgar@osim.ro>
Ion VASILESCU, Director, Patent Examining Directorate, State Office for Inventions and
Trademarks, Bucharest
<ion.vasilescu@osim.ro>
Viorel PORDEA, Head, Preliminary Examination Division, State Office for Inventions and
Trademarks, Bucharest
<viorel.pordea@osim.ro>
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ROYAUME-UNI/UNITED KINGDOM
Graham JENKINS, Head, Intellectual Property Policy Directorate, The Patent Office,
Newport
<graham.jenkins@patent.gov.uk>
Michael John RICHARDSON, Senior Policy Adviser, Intellectual Property Policy
Directorate, The Patent Office, Newport
<mike.richardson@patent.gov.uk>
Frank MILES, Senior Legal Adviser, Intellectual Property Policy Directorate, The Patent
Office, Newport
<frank.miles@patent.gov.uk>
Barbara SQUIRES (Mrs.), Policy Officer, Intellectual Property Policy Directorate, The Patent
Office, Newport
<barbara.squires@patent.gov.uk>
Richard FAWCETT, Intellectual Property Consultant, Bird and Bird, London
<richard.f.fawcett@twobirds.com>
SLOVAQUIE/SLOVAKIA
Jolana HANČÍKOVÁ (Mrs.), Director, Patent Department, Industrial Property Office of the
Slovak Republic, Banská Bystrica
<jhancikova@indprop.gov.sk>
SLOVÉNIE/SLOVENIA
Janez KUKEC-MEZEK, Counsellor to the Government, Head, Patent Department, Slovenian
Intellectual Property Office, Ljubljana
<j.kukec@sipo.mzt.si>
Mojca PEČAR (Mrs.), Counsellor to the Government, Head, Legal Department, Slovenian
Intellectual Property Office, Ljubljana
<m.pecar@sipo.mzt.si>
SOUDAN/SUDAN
Ahmed ALFAKI ALI, Commercial Registrar General, Ministry of Justice, Khartoum
<crg@sudanmail.net>
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SRI LANKA
Gothami INDIKADAHENA (Mrs.), Counsellor (Economic and Commercial), Permanent
Mission, Geneva
<mission.sri-lanka-wto@ties.itu.int>
SUÈDE/SWEDEN
Carl JOSEFSSON, Legal Adviser, Associate Judge of Appeal, Ministry of Justice, Stockholm
<carl.josefsson@justice.ministry.se>
Per HOLMSTRAND, Chief Legal Counsel, Swedish Patent and Registration Office,
Stockholm
<per.holmstrand@prv.se>
Anders BRINKMAN, Senior Examiner, Swedish Patent and Registration Office, Stockholm
<anders.brinkman@prv.se>
SUISSE/SWITZERLAND
Lukas BÜHLER, co-chef, Service juridique des brevets et dessins, Institut fédéral de la
propriété intellectuelle, Berne
<lukas.buehler@ipi.ch>
Sonia Noëlle BLIND (Mme), conseillère juridique, Service juridique des brevets et dessins,
Institut fédéral de la propriété intellectuelle, Berne
<sonia.blind@ipi.ch>
SWAZILAND
Beatrice SHONGWE (Mrs.), Acting Registrar-General, Registrar-General’s Office, Mbabane
THAÏLANDE/THAILAND
Urawee NGOWROONGRUENG (Miss), Senior Legal Officer, Department of Intellectual
Property, Ministry of Commerce, Nonthaburi
<Urawee2000@yahoo.com>
Supark PRONGTHURA, First Secretary, Permanent Mission, Geneva
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TUNISIE/TUNISIA
Mokhtar HAMDI, chef de département, Institut national de la normalisation et de la propriété
industrielle, Tunis-Belvédère
<inorpi@ati.tn>
Samia Ilhem AMMAR (Mlle), conseillère des affaires étrangères, Mission permanente,
Genève
TURKMÉNISTAN/TURKMENISTAN
Rustemmurat PAYZULLAEW, Senior Specialist, Patent Department, Ministry of Economy
and Finance, Ashgabat
<tmpatent@online.tm>
UKRAINE
Iryna VASYLENKO (Miss), Deputy Director, Ukrainian Institute of Industrial Property, Kyiv
<vasilenko@spou.kiev.ua>
Iryna KOZHAKSKA (Mrs.), Head, Legal Division, Ukrainian Institute of Industrial Property,
Kyiv
URUGUAY
José Antonio VILLAMIL NEGRÍN, Encargado de la División Patentes, Dirección Nacional
de la Propiedad Industrial, Montevideo
<dnpiuy@adinet.com.uy>
Carlos SGARBI, Ministro Consejero, Misión Permanente, Ginebra
VENEZUELA
Virginia PÉREZ PÉREZ (Miss), Primer Secretario, Misión Permanente, Ginebra
<virginia_perez_perez@yahoo.com>
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II. ORGANISATIONS INTERGOUVERNEMENTALES/
INTERGOVERNMENTAL ORGANIZATIONS
ORGANISATION MONDIALE DU COMMERCE (OMC)/WORLD TRADE
ORGANIZATION (WTO)
Thu-Lang TRAN WASESCHA (Mrs.), Counsellor, Intellectual Property Division, Geneva
<thu_lang.tranwasescha@wto.org>
Erika DUEÑAS (Miss), Legal Affairs Officer, Intellectual Property Division, Geneva
<Erika.Duenas@wto.org>
OFFICE EURASIEN DES BREVETS (OEAB)/EURASIAN PATENT OFFICE (EAPO)
Alexander GRIGORIEV, Vice President, Moscow
<Agrig@eapo.org>
Victor TALIANSKY, Director, Examination Division, Moscow
<info@eapo.org>
Anatoli PAVLOVSKI, Eurasian Patent Attorney, Moscow
<pat@gorodissky.ru>
OFFICE EUROPÉEN DES BREVETS (OEB)/EUROPEAN PATENT OFFICE (EPO)
Eugen Rudolph STOHR, Principal Lawyer, International Legal Affairs Directorate, Munich
<estohr@epo.org>
Sylvie A. STROBEL (Mrs.), Lawyer, International Legal Affairs Directorate, Munich
<sstrobel@epo.org>
Theodora KARAMANLI (Mrs.), Lawyer, Patent Law Directorate, Munich
<tkaramanli@epo.org>
ORGANISATION AFRICAINE DE LA PROPRIÉTÉ INTELLECTUELLE
(OAPI)/AFRICAN INTELLECTUAL PROPERTY ORGANIZATION (OAPI)
Sabou Ibrahima TRAORE, chef du Service des brevets et titres dérivés, Yaoundé
<sitraore@hotmail.com>
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COMMUNAUTÉS EUROPÉENNES (CE)/EUROPEAN COMMUNITIES (EC)
Jean-Luc GAL, Expert, European Commission, Brussels
<jean-luc.gal@cec.eu.int>
Roger KAMPF, First Secretary, Permanent Delegation of the European Commission, Geneva
<roger.kampf@cec.eu.int>

III. ORGANISATIONS NON GOUVERNEMENTALES/
NON-GOVERNMENTAL ORGANIZATIONS
American Bar Association (ABA)
Q. Todd DICKINSON (Chairman, Special Committee on International Patent Harmonization,
Washington, D.C.)
<dickinsont@howrey.com>
Craig JEPSON (Franklin Piers Law Center, New Hampshire)
<cjepson@fplc.edu>
Brent ROUTMAN (Chairman, Ethics and Professional Responsibility Committee, Intellectual
Property Law Section, Minnesota)
<broutman@merchant-gould.com>
John Joseph GRESENS (Chairman, Committee 102, International Patent Laws and Treaty,
Intellectual Property Law Section, Minnesota)
<jgresens@mercant-gould.com>
Samson HELFGOTT (Committee Chairman, New York)
<helfgott@handklaw.com>
Michael MELLER (International Activities Coordinator, New York)
<mmeller@andersonkill.com>
American Intellectual Property Law Association (AIPLA)
Michael KIRK (Executive Director, Virginia)
<mkirk@aipla.org>
Charles VAN HORN (Member, Board of Directors, Finnegan, Henderson, Farabow, Garrett
and Dunner, Washington, D.C.)
<charles.vanhorn@finnegan.com>
Michael PANTULIANO (Member, Harmonization Committee, Clifford Chance Rogers and
Wells, New York)
<michael.pantuliano@cliffordchance.com>
Association asiatique d’experts juridiques en brevets (APAA)/Asian Patent Attorneys
Association (APAA)
Hideo TANAKA (Member, Patent Committee, Tokyo)
<tanaka-el@yuasa-hara.co.jp>
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Association brésilienne de la propriété industrielle (ABPI)/Brazilian Association of Industrial
Property (ABPI)
Raul HEY (Partner, Dannemann, Siemsen, Bigler & Ipanema Moreira, Rio de Janeiro)
<rhey@dannemann.com.br>
Association brésilienne des agents de propriété intellectuelle (ABAPI)/Brazilian Association
of Intellectual Property Agents (ABAPI)
Raul HEY (President, Consultative Board, Rio de Janeiro)
<abapi@abapi.org.br>
Association internationale pour la protection de la propriété intellectuelle (AIPPI)/
International Association for the Protection of Intellectual Property (AIPPI)
Bruno PHÉLIP (Top Honour Member, Cabinet Harlé et Phélip, Paris)
<cabinet@harle.fr>
Ryo MARUYAMA (Member, Tokyo)
<ryomar@aippi.or.jp>
Association japonaise des conseils en brevets (JPAA)/Japan Patent Attorneys Association
(JPAA)
Kazumi MASAFUMI (Vice Chairman, Patent Committee, Tokyo)
Motohiko FUJIMURA (Vice Chair of International Activities Committee, Tokyo)
<xmad5042@nifty.ne.jp>
Association japonaise pour la propriété intellectuelle (JIPA)/Japan Intellectual Property
Association (JIPA)
Tetsuo SUGIHARA (Vice Committee Chairman, Tokyo)
<sugi-t@tokyo-gas.co.jp>
Biotechnology Industry Organization (BIO)
Jeffrey KUSHAN (Attorney, Powell, Goldstein, Frazer and Murphy, Washington, D.C.)
<jkushan@pgfm.com>
Chartered Institute of Patent Agents (CIPA)
John David BROWN (Member, Patents Committee, London)
<john_brown@forresters.co.uk>
Fédération internationale des associations d’inventeurs (IFIA)/International Federation of
Inventors’ Associations (IFIA)
Farag MOUSSA (President, Geneva)
<invention-ifia@bluewin.ch>
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Fédération internationale des conseils en propriété industrielle (FICPI)/International
Federation of Industrial Property Attorneys (FICPI)
Joachim BEIER (Honorary Member, Group 3, Study and Work Commission, Munich)
<jjbeier@t-online.de>
Jan MODIN (Chair of CET Group 3)
<jan.modin@ehrner-delmar.com>
Institut de la propriété intellectuelle du Canada (IPIC)/Intellectual Property Institute of
Canada (IPIC)
William EDGAR (President, Ottawa)
<wredgar@ridoutmaybee.com>
Institut des mandataires agréés près l’Office européen des brevets (EPI)/Institute of
Professional Representatives before the European Patent Office (EPI)
John David BROWN (Secretary, Harmonisation Committee, Munich)
<john_brown@forresters.co.uk>
Klas NORIN (Member, Stockholm)
<klas.norin@mic.ericsson.se>
Institut Max-Planck de droit étranger et international en matière de brevets, de droit d’auteur
et de la concurrence (MPI)/Max-Planck-Institute for Foreign and International Patent,
Copyright and Competition Law (MPI)
Alexander KLICZNIK (Scientific Researcher, Munich)
<alexander.klicznik@gmx.de>
Intellectual Property Owners Association (IPO)
Robert ARMITAGE (Chair, Harmonization Committee, Washington, D.C.)
<rarmitage@lilly.com>
Herbert WAMSLEY (Executive Director, Washington, D.C.)
<herb@ipo.org>
International Intellectual Property Society (IIPS)
Michael MELLER (Member of Board, New York)
<mmeller@andersonkill.com>
Samson HELFGOTT (Treasurer, New York)
<helfgott@handklaw.com>
Union des confédérations de l’industrie et des employeurs d’Europe (UNICE)/Union of
Industrial and Employers’ Confederations of Europe (UNICE)
Leo STEENBEEK (Philips Corporate Intellectual Property, Eindhoven)
<leo.steenbeek@philips.com>
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World Association for Small and Medium Enterprises (WASME)
Ahmed-Rifaat KHAFAGUI (Legal Adviser, National Bank for Development, Cairo)
<wasme@vsnl.com>

IV. BUREAU/OFFICERS
Président/Chairman:

Dave HERALD (Australie/Australia)

Vice-présidents/Vice-Chairmen:

Eugen STASHKOV (République de Moldova/
Republic of Moldova)
Chaho JUNG (République de Corée/Republic of
Korea)

Secrétaire/Secretary:

Philippe BAECHTOLD (OMPI/WIPO)

V. BUREAU INTERNATIONAL DE L’ORGANISATION MONDIALE
DE LA PROPRIÉTÉ INTELLECTUELLE (OMPI)/
INTERNATIONAL BUREAU OF THE
WORLD INTELLECTUAL PROPERTY ORGANIZATION (WIPO)
Shozo UEMURA, vice-directeur général/Deputy Director General
Division du droit de la propriété industrielle/Industrial Property Law Division:
Albert TRAMPOSCH (directeur/Director); Philippe BAECHTOLD (chef de la Section du
droit des brevets/Head, Patent Law Section); Tomoko MIYAMOTO (Ms.) (juriste
principale/Senior Legal Officer)
Division du développement juridique du PCT/PCT Legal Development Division:
Philip THOMAS (directeur/Director); Leslie LEWIS (Consultant)
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