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Background

▪ SCP/36 decision for Secretariat to prepare a study on substantive and 

procedural requirements regarding voluntary division of patent 

applications by applicants, including prohibition of double patenting

▪ SCP/37/4 contains the study, based on information from MS and regional 

patent offices, including national and regional legislation and IPO and 

court decisions, as well as other sources of information. 
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Structure

1. Introduction to Divisional Applications

2. History of Divisional Applications

3. Voluntary v Mandatory Division

4. Rationale and Strategic Considerations for Voluntary Division 

5. Prohibition of Double Patenting

6. Problems Commonly Associated With Voluntary Divisional Applications

7. Competition Law and Voluntary Divisional Applications

8. The International Legal Framework 

9. National and Regional Laws and Practices
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Introduction to Divisional Applications

• Normally, a divisional originates from a pending parent and adds no new 

subject matter

• It inherits the filing/priority date of the parent

• It is examined independently and can yield independently enforceable 

rights

• Patent term Is typically measured from the earliest effective filing date in the 

family

• Multi-generation of “cascading” divisionals may be possible but conditions 

vary and pendency is often required 
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History of Divisional Applications

• Roots in the “one invention per patent” principle (late 19th / early 20th 

century)

• Paris Convention (1925, Hague Act): obliged countries to permit division 

when an application is complex; retains date/priority

• Paris Convention (1958, Lisbon Act): explicitly recognizes voluntary 

division on the applicant’s initiative, with date/priority preserved
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Voluntary v Mandatory Division

• Mandatory divisional: required after an official lack-of-unity finding; 

applicant pursues the elected invention in the parent and files divisionals for 

others.

• Voluntary divisional: applicant-initiated for strategic portfolio management; 

no examiner directive required.

• Procedures differ widely: timing windows, limits, and safeguards vary 

considerably across jurisdictions.

• Pendency rules matter: a filed divisional usually continues independently; 

many systems require the parent to be pending at filing; some offer remedial 

mechanisms.
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Rationale and Strategic Considerations for 
Voluntary Division

• Proactive unity management — pre-emptively structure clearly unified claim sets

• Preserve pendency — keep options open as markets/technology evolve

• Accelerate protection — separate narrower claims for faster grant

• Manage procedures/timelines — isolate contested claims; “restart” cleanly

• Risk mitigation & enforceability — distribute claim sets across multiple patents

• Licensing flexibility — tailored licensing/fields of use across 

embodiments/markets

• Respond to legal/case-law shifts — align with updated standards on a fresh 

track
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Prohibition of Double Patenting 

• Core rule: A fundamental principle is the prohibition against double patenting

• Two types: Exact (identical claims) and Obviousness-type (trivial/obvious 

variants)

• Policy rationale: prevents unjustified term extension; supports legal certainty

• Mandatory divisionals: risk reduced—office delineates distinct inventions

• Voluntary divisionals: heightened risk; examiners scrutinize and may require 

amendments

• Tools vary: terminal disclaimers exist in some systems; not universal
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Problems Commonly Associated With Voluntary 
Divisionals

• Strategic Delay & Market Uncertainty — extended pendency, moving targets

• Patent Thickets & Portfolio Complexity — dense clusters complicate FTO

• Evasion of Judicial Scrutiny / “Evergreening” debates — claims reshaped in new 

cases

• Double-patenting & Ambiguous Boundaries — difficult line-drawing across family 

members

• Increased Litigation & Enforcement Costs — multiplicity raises 

defense/transaction costs
Note: Perspectives on this issue vary 

considerably
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Competition Law and Voluntary Divisionals

• Legitimate tool vs. effects-based scrutiny — competition authorities look at how 

divisionals are used, not their mere existence

• Potential concerns flagged in studies/enforcement: patent-thickets, extended 

pendency, and overlapping claim scopes

• Considerable jurisdictional variation in this area

• Very few cases and enforcement trends
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The International Legal Framework

• Paris Convention (Art. 4G): permits mandatory and voluntary divisionals and 

preserves filing/priority; conditions set by national law

• PCT: imposes unity; no divisional at the international stage—divisionals are filed 

at national/regional phase

• PLT & TRIPS: PLT procedurally recognizes divisionals and preserves Paris 

rights; TRIPS incorporates Paris (Art. 2(1)) but leaves details to national systems
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National and Regional Laws and Practices 

• Framework: sources of law (statutes, regulations) and office guidance

• Timing & eligibility: when a divisional may be filed and any pendency requirements

• Substantive limits

• Overlap controls: how systems manage double-patenting/claim overlap

• Trends: recent adjustments to windows, cascading rules, and Member State 

commentary.



 

Thank you for your attention.
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