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INTERNATIONAL PATENT COOPERATION UNION
(PCT UNION)

MEETING OF INTERNATIONAL AUTHORITIES
UNDER THE PCT

Third Session
Geneva, June 21 to 25, 1993

OBSERVATIONS AND SUGGESTIONS FOR MODIFICATIONS OF VARIOUS DOCUMENTS
RECEIVED FROM INTERNATIONAL AUTHORITIES

Document prepared by the International Bureau

1.  The Annex to this document contains the observations on, and suggestions for,
modifications of some Forms for use by the International Searching and Preliminary
Examining Authorities provided by the European Patent Office.

2. These observations and suggestions are hereby provided to all International Authorities
for information and comments.

[Annex follows]
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ANNEX

Europdiisches European
Patentamt Patant Office

Office suropéen
des breveta

EPASEPQMOED Foom BOO4 029C

ZLgsiees

EPA/EPG/OED - rnarewrade 27 - D-B000 Mnnchan 2

Mr Franccocis Curchod

Deputy Director General
WIPO

34, chemin des Colombettes

CH-1222 Genave 20

Dear Deputy Director General,

Re: PCT Maating of Intaernational Authorities,
Ganava 41-23 June 199%3

Ernordisiiade 27
D-8000 Monciwn 2
* 089/2385-0
Tx BZ4Boe epmusg
FAX 0BB/23598-44 80

Zwichen/Retararcas Hineranoe

57.8

Pramiem /Date/Cane

7 June 1983

I refer to the letter C. PCT 490/211 cf 28 January 19%3.

The EPO will ba represented in the third sesssion of the

MIA as follows:

- Mr A. Cardon, Director, DGl

- Mc B. Hjelm, ?rincipal Examiner, DG2

- Me L. Gruszow, Principal Adminiastrator. DGS
- Mr I. Koch. Principal Lawyer, DGS

The EPO has elaborated a few contributions which we

guggest be submitted rfor discussicn. They are enclosed

as Annexes herewith:

- Annex 1 : Comments on the practice eof the EPO as an
ISA under Rules 5.2 and l3ter PCT - Seguence Listings.

- Annex 2 : The EPO as ISA : Transmittal of the Eearch

Copy .

Dresdner Bank MOnchen (Rl 2 700B0000) Kte. 333880000
Postashesksmt Munchen (BL7 700 10080) Kta. 300-800
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- Annex 3 *: The ‘EPO as ISA and IPEA : Statemenrtr
relating to unity of invention in the search report
where nc additional search or examination fee has been
reguired.

- Annex 4 : Identificatien of documents in the
Internatiocnal Sea;ch Report (PCT-Administrative
instructions section 503).

- Annex § : EPD AS Isa : Practice under Rule 40.2(e) -
Lack of Unity - Prior rReview.

Yours sincerely,

m

U. Echatz
Princippl Director
International AFfairs

* will be sent at a later date
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Eurcpean Patent Office Annex 1

June 1993

Comments on
the praoctiocec of the Er0 as an ISA
under Rules 5.2 and 13ter PCT

Sequence Listings

INTRODUCTTON

1.

Since 1 January 1993, the EPO as ISA has been making usa of
Rule 13ter PCT for intecrnational applications disclosing a
nucleotide and/or aminc acid sequence of the kind requiring a
sequence listing (SL) in accordance with WIPO Standard
ST.23. The EPO further requires that the SL on paper be
accompanied by an electronic data carrier (diskette) in
accordance with Annex C of the PCT Administrative
Instructions (See Annex II to the Decision of the President
©f the EPO dated 11 December 1552 concerning the
representation of nucleotide and/or amino acid segquences in
patent applications and the filing of scquence listings,
published in Supplement No. 2 to OJ EPO 12/1992, p. 32).

Between the beginning of this year and the end of April, 125
search copies were received invelving a sequence listing. In
85% of cases problems have arissn and an invitation under
Rule 13teI.1 has had to be issued. The vast majority of

applicants then fulfilled the necessary reguirements,
enabling the EPO to proceed with the intarnational saearch.

Until new the EPO has not had a case in which the search has
been refused. ln the cases where the requirements were not
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completely fulfilled, it was considered that a meaningful
search was still possible. In future, however, cases may
arise where this will not be poseikle.

A few examples of the problems the EPO was faced with are

given below:

1.

Receiving the diskette from the receiving Office

Although the EPO had asked receiving Offices specifying
the EPO as ISA to transmit any SL diskettes filed with
international applications, one or two failed to do so.

The gituation improved dramatically after contacts
between the EPO and the receiving ©0ffices involved.

The EPO suggests amending Administrative Instruction
Section 313(c) to make it clear that it refers to the SL
on electronic data carriers, since the 8L filed on paper
with the internaticnal application forms part of the
decoription. The following wording ies propoeed:

"(c) Where a nucleotide and/or amino acid segquence
listing on electronic data carrier has been filed with
the internatiocnal application, it shall be tranemitted to
the International Searching Authority together with the
search copy".

Numbaring of sheets of the international application
where the description contains the SL

(a) In a few cases the sheets containing the SL filed

with the international applicatlion were numbered
either separately or not at all.

i ieagfl b
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The EPO corrected this ex officio and sent a copy
of the =ubstitute sheets to the applicant and the
International Bureau.

The EPO suggests adding the rollowing to Administra=-
tive Instruction Section 207, paragraph (b) (ii):

"(ii) the second series commencing with the first

sheet of the description, including anv nucleotide

and/or amino acid secuence listing, and continuing
through the claims until the last sheet of the
abstract, and"

Although WIPO Standard sU'. 23 already requires this,
the EPO is of the opinion that repeating it in the
Administrative Instruction might help to aveid

Grrors.

The EPO would like to raise the gquestion as to
whether lack of numbering the pages containing the
sagquence listing on paper (no problam with the
diskette) or erronecus numbering should be considered
as a formal defect under Art. 14(1) (v) PCT together
with Rule 11.7(a) and Administrative

instruction 207(b) (ii) rather than a defect under
Rule 13%ter,

It this is so, then, in accordance with Art. 17(1) (b)
PCT, it is the task of the receiving Office to invite
the applicant to correct that defect under Rule 26
PCT.

Should the ISA then contact the receiving Office for
the purposes of inviting the applicant to correct the
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numbering of the shaeets of the internatiocnal
application in cases where the recelving Office has
not proceeded in accordance with Rule 26 PCT?

Although this procedure appears to be cumbersome, it
seems to be more appropriate than a procedure under
Rule 13%ter 1 (the sequence listing doas not comply
with the WIPO Standard €T. 23, Introduction, point 4)
because 1t allows the originally=-filed seguence
listing to be maintained and consequently to be
published as part of the internaticnal application.

Spontanecus subsequent filing of SL with the receiving
Office

In one case the applicant subseguently filed an SL on
paper and on diekette with thc reociving Office.

The hard copy of the SL was numbered as from the last
sheet of the originally filed description; also filed
were new sheets containing the claims and abstract and

renumbered following on from the SL.

The receiving Office accepted the above items, and after
stamping the sheets as '"substitute sheets" sent them to
the EPO, which was acting as IEA.

In our opinion, in thie caee the receiving Office should
simply have forwarded the subseguently flled elements to
the ISA.

It is for tha ISA to deal with such items and inform the
applicant that the SL cannot be considered as forming
part of the international application.
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The receiving Office should further inform the applicant
that any subsequently filed SL must be filed direct with
the ISA.

Subsequently filed SL as part of a subsequently filed
description

In this case, following an invitation under Rule 13ter by
the EPO as ISA to file an EL and a diskette, the
applicant = as in the case under item 3 - riled the SL as
part of a newly filed description, claims and abstract.

The FPO separated the SL from the subsequently filed
documents, renumbered the sheets of the SL as from the
first one, and informed the applicant that it would be
ignoring the remaining subseguently filed documents.

EL filed ae part of the desoription - Invitation from the
ISA to conform with ST.23 - Transmisslon to the
International Bureau of substitute sheets of the SL

The EPO would like confirmation that in the case of
substitute sheets filed in support of an SL filed with
the international application but having been corrected
either to comply with WIPO ST.23 or under Rule %1 PCT,
the ISA should notify the International Bureau and
transmit a copy of the substitute sheets to be included
in the international publication, by analogy with

Rule 91.1(f) PCT.

General information on the digskette
A diecussion took place with one applicant about whether,

in cases where the international publication was filed by
mere than one applicant, the general information
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appearing on the diskette under WIPO Standard 24 should
give the names and bibliographic data of all the
applicants. This also applies to the SL on paper.

The EPO is of the upinion that all names should be
indicated, with a view to aveoiding any risk of confusion
between applications and diskettes if several
applications happen to be filed simultaneously and one of
the applicants is identical in all of them.

The EPO would appreciate any comments on its practice.

Box No. VIII of the PCT Request Check Liet

In the current check list of Form PCT/RO/101, the only

reference to any nucleotide and/or amino acid sequence

listing is in point 7 of the list of accompanying items
(see copy enclosed).

In our opinien, this is mizleading for the applicant.

In point 2 of the left-hand column ("2. description") tha
following should be added:

"including, where applicable, a nucleotide and/or aminoc
acid sequence listing"

whereas item 7 of the accompanying items should raefar
to!

"machine-readable form of nucleotide and/or amino acid

seguence",
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The EPO suggests amending Box No. VIII of Form PCT/RO/101
accordingly. A draft is encloced,

Conclusion

The EPO suggests that the Guidselines for the receiving
Offices and for the ISAs be complemented with regard to
handling of international applications referring to
nucleotide and amino acid sequences.
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Sheet No. ....... A ]Ny\e,nd,( X —ZZ

Annex 4
Box No. VI PRIORTTY CLAIM . Further pelority clalny are Indicated in the Supplemental Box D
The priority of the following eariier application(s) is hereby claimed:
Country Filing D '_' Office of filing

1 which, hich, th § Latc Application No. I ional or

g Ay (dayimontiyear) BESCRSR o5 WLl i
ftem (1) ‘
item (2)
item (3)

Mark the following check-box if the certirfed copy of the earlier application it 1o be ixsued ky the Office which for the purposes of the pn:'ﬂ;l international
applicarldn s the receiving Office (a fee may be required):

D The receiving Office 1s hereby requesicd W preparc and wansmit 10 the Intemnational
Burcau a certified copy of the ﬂglel applicarion(s) identified above as ftem(s) :

Box Na. YII EARLIER SEARCH

Fill in where a search (international, international-type or other) by the Internutivnal Searching Aurhoriry Aas aiready been carried out or requested ﬂf ¢
Authoriry is Agw requested 1o base the international Search, io the eatent pussible, on the resulrs 0f that earlier search. ldennyy such search or request cg r
rafarence 1o the relevant apphcation (or the rranslation thereuf) ur by reference 1o the search request: .

Country (or regional Office): Dats (day/month/vear): Number:

Thia intcrnational application vunusns This internativnal applicadon Is accompanied dy the item(s) marked below;
the following number of sheets: 1. reparate signed s fee calculation sheet
1. request : sheets D power of atomey D
. iption | : h copy of genernl scparate indicalions concernin
3 dea'mpuonL_ shects 2. pﬁno anomey 6. D deﬁmiwd mh:;unrglnlsms §
3. rlaims : sheste
. statement explainin nucleotide and/or aminn acid
:. :::ujcl : !:PJ‘-“ . D lack of signarure e 7. D sequence listing (diskete)
N WIngs . sneets el
ori nt(s) iye
A D %ﬁ.ﬁ“ﬂﬁ 1{70. v & D other (speciy):
Toual : sheets ac itemfs): ) ‘

ure No. of the Qrawiuga (if any) should accompany the abstract when it 15 published.
— pan

Rnx No. TX  SIGNATURE OF APPLICANT OR AGENT
Next 1o each signature, indicate the name of the person signing and the capacity inwhich the person signs (If such capaciry is not obvious frum rewding the request).

For recelving Office use only

Lostin
. ol Jor ammino acid sfuzazly
boxNo. il CHECK LIST_L imclrAarng, whare gl 2ol & mielo ot )

1. Date of acmal receipt of the purported 2. Drawings:
international application:

3. Correctad date of asmual receipt due to later but D received:
timely reccived papery or drawings completiug
the purporied inlemauonal applicadon:

4. Daw of thnely receipt of the required not received:
corrections u:{acr Arti:l:“lll(').): ‘ D
5. International Searching Authority 6. Transminal of search copy delayed
specified by the applicant: ISA/ D unril search fee is paid

For International Burean use only

Date of receipt of the recerd copy
by the International Bureau:

Form PCT/RO/101 (Jast sheet) (January 1%93) See Notes 1o the request form

«
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European Patent Office Annex 2
June 1993

The EPO as ISA: Transmittal of tha Search Copy

Rule 23 PCT forbide the receiving Offices to transmit the search
Copy to the ISA until the search fee has been paid.

Some receiving Offices fail to observe that provision. Either
they send the search copy before the search fee hae been paid and
transmit at the same time a copy of the invitation under

Rule 16PiS PCT (Form PCT/RO/133). In another case, a receiving
Office sent the search copy and subsequently transmitted a copy
of the declaration that the international application is
considered as withdrawn because of lack of payment of the
prescribed rees (Form PCT/RO/117). In that Epecific case the
international search report was already established and the
question arises as to whether the EPU is entitled to recover the
search coets from the receiving Office.
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European Patent Office Annex 4

June 1993

The EPO as ISA: Propoeal for simplifying the identification of
documents in the International Search Report (PCT-Administrative
instructions Saction 503)

1. The EPO suggests to bring few amendments to Section 503 of
the PCT-Administrative instructions, with a view to excluding
redundant information and thereby simplifying the task of the
search examiner in those cases where he creates himself by
computer the international =search report.

The EPO reflects on amending accordingly tha EPC Guidalines
and would like to know the opinion of the other ISaAs.

(2)

(c)

(v)

(1)

Patent documents

the date of publication of the cited patent document

as indicated thereon, unless it is evident that the

cited document was published well before the referenca
date for the gearch.

Example

JP, B, 5014535 (NCR CORPORATION)
column 4, lines 3 to 27.

" e

Articles published in a periocdical or other serial
publication

the title of the periodical or other serial
publication (when abbreviations are used, the

ouc/-no
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international standard practice for guoting non patent
Titerature should preferably be usedl

(111) delete

(iv) the author of the article and the number of the page
both on which the article starts and ends: and

Example

IEM Tech. Diecl., Bull.

Vel. 17, No. B, October 1574
pages 1344 and 1345

Drep J.G.

(e) Reference obtainad on-lina of non accassible documants

Where the document (e.g. abstract) was obtained by an
on-line search and neither the printed version from
the data bank (e.g. Pascal, Compendex) nor the
original document itself is available, the print-out
itself has to be cited. The identification of both the
print-ocut and the complete document (in the manner

1 For abbreviations refercnee can be made to sourccs such as the

standard ISO 4=1972 (E): Documentation-International code for the
abbreviation of titles of periodicals, or the Chemical Abstracts

Service Source Index (CASSI), published by the American Chemical

Society, or to the World List of Scientific Periodicals
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indicated in (a), (b) or (c) above, depending on the
nature of the document, PCT Art. 15(2) and Rule 43.5)
must be done.

Example:

DATABASE WPIL

week 9016

Derwent Publicatione Ltd., London, GB
AN 90-121923

Clags Q51

& SU=A-1511467 (BRYAN MECH)

* abetract #
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European Patent Office Annex 5

June 1593

EPO as ISA: Practice under Rule 40.2(e) - Lack of Unity -
Prior Review

1. As from the 1 October 1992, the EPO makes use of the
procedure under Rule 40.2(8) where the applicant pays
additiecnal fees under protest, an EPO review panel examines
whether the invitation to pay additional fee(s) was
justified. The review panel is composed of the Head of the
Directorate from which the invitation was issued, an examiner
with special expertise of unity of invention and, normally
the examiner who issued the invitation. If the review panel
concludes that the invitation was not justified, the
additional fee(s) is (are) refunded; in the contrary case,
the applicant is invited to pay a protest fee if he wants
that the protest and the concluesion of the review panel be
transmitted for decision to the EPO Boards of Appeal.

2. Since the start of the review procedure:

(a) 322 invitations to pay additional search fees have been
sent by DG1

(b) 29 cases hava baan sent to a review panel

(¢) conclusions have been reached by the review panels,
resulting in 4 cacee of complete refund of the search
fees and 1 case of partial refund

(d) number of invitations to pay additional search fees
confirmed by the review panals whara the time-limit to
pay the protest fee has elapsed: 8| no caese where the
protest fee has been paid.

Ty
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3. A similar review procedure applies in case of lack of unity

during the PCT Chapter II procedure under Rule 68.3(e) PCT.
It is too early to report on practice at that stage.

[End of annex and of document]
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