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COMPLETI ON OF 

GUIDELINES FOR APPLICANTS FI LING 

UNDER THE PATENT COOPERATION TREATY (PCT) 

prepared by the International Bureau 

1. Guidelines for Applicants filing under the Patent Cooperation Treaty (PCT), 
limited , as regards a more deta iled explanation of ~he PCT procedure , to the 
first phase (Chapter I) of that procedure , were issued on August 5, 1977 , as 
document PCT/INT/3 . It was indicated in the Guide l ines , however, that they 
would be compl eted subsequently by the inclusion of the more detailed explana­
tion of the second phase of the PCT procedure . 

2 . Having regard to the probable entry into force of Chapter II of the PCT 
within a short period after the entry into force of the Treaty i ts e lf , that is, 
at an earlier time than was envisaged whe n the work on the preparation of Guide ­
lines essent i ally limited to the first phase of the PCT procedure was started , 
the International Bureau took the initiative of engaging a consultant to prepare 
a first draft of the more d e ta i led explanation of the procedure in the second 
phase . 

3 . In view of the need for completion of the Guidelines in due time before 
Chapter II becomes ope rational , the said d r aft is presented in a provisional 
form in the annex to this document wi th a v i ew to obtaining advice from t he 
Interim Committee at this stage, if so desired by the Committee . The said draft 
deals fully with all aspects of the procedure in the s econd phase of the PCT 
and the Internati onal Bureau i s of the opin i on that it constitutes a good basis 
for establishi ng a final text of the r elevant part of the Gu i del ines f or 
Applicants , taking into account any observations made by the Interim Commit tee 
during this session. 

4. The Interim Committee i s invited to 
consider the annex to this document and 
to provide its advice thereon . 

[Annex follows] 



Art. 64 ( 1 )(a) 

Art.15 ( 1) 

Art . 15 (2) 
Rul e J J . 1 

Phase II or the international proc edure 

(Cha pter II). 

201. It is important t o note that t h e 

Contracting States , parties to the Treaty , 

are no t n ecessarily bound b y Chapt er II . ~1en 

rat i fying or accessi ng to the Treaty or at a 

lat e r momen t any Contractin g State may declare 

that it ~hall n ot be bound b y the provisions 

of Ch aptl'i:- II and the corre s ponding provisions 

of t h e Regulation s . A li s t of the Con tractin g 

S t ates , whi c h did n ot make s u ch d eclaration 

and are con sequently bound by Chap te r II, is 

set forth in Appendix XXI. 

In t roduc tion. 

202 . Chapt e r II relates to the fourth main 

f eature of th e Treaty , r e f erred to a lread y in 

paragraph 12 o f' t he se Guidelines , i.e. inter­

na t ional preliminary examin ation of interna­

tional app lications. 

20') . It is r ec a lled t hat n o rmally a ny int e r­

national application is s ubjected to a n inter­

n ational search c onducted by an In ternational 

Searchi n g Au t hority . As expla i ned i n paragraph 

78 th e objective of i n tern ational search is to 

discover relevant prior art, whi ch i s capabl e 

of being of ass i s tan c e in determinin g wheth er 

the invention claimed i n the international 

a ppli c ation is n ovel and whether it involves 

an inve nt ive s t ep (i s not obviou s ). Su c h de­

terminati o n i s not made by a n y Authority under 

the Treaty but has ultimately to b e made by the 

competen t Au t ho r i t i es of' t h e d e si g nated St a tes 

after the in ternational application h as gone 

throu g h t h e internat ional procedure and h a s 

e n tered the nat ional phase . 

Art. J 1 (1) 

Art. J2 ( 1) 

Art. JJ ( 1 ) 

Ar t . JJ (1 ) 

Art. JJ (5) 

Art .JJ ( 2 )(J)(4) 

Nature of inter national preliminary examination 

204. In o r der to assist the appl icant and the 

national Authorities of Contracti n g Stat es 

i n evaluating r esp . de termini n g the patentability 

of the inventi on c laimed in the i n tern ational 

appl i cation Chapter II ope n s the poss i bility 

to s ubject i n ternational a pplications , after 

c ompletion o f Phase I, to an internati onal pre ­

limi nary examination carried out b y an Inter­

nation al P re l i minary Examining Authority . 

~· Th e objecti ve o f s u c h inter national pre­

liminary examinat i on is to fo rmulate an opinion 

on the questions whether t h e claimed i nven tion 

appears to be novel , to i n vo l ve a n i nven tive 

step (non- o bviou sness ) and to be industrially 

applicable. 

206 . The opinion formula ted by the I n tern ational 

Prel imi nary Examinin g Au t hority is preliminary 

and no t binding on any body , n e i t her on the 

a pplicant nor on the na t iona l Authori t ies which 

have to det e r mi n e the pat entability o f the in­

vent i on c laimed i n t h e internation al appl ication 

after t hi s has e n tered the national phas e. 

Su c h n ational Au t horitie s mu s t of course a pply 

t hei r natio-nal l aws whose criteria may be dif­

feren t from the cri teria applied by the Inter­

national Preliminary Examining Authority when 

carrying out the in ternational preliminary 

e xamin ation. Moreover the n ational Au t horities 

are not b o und , even where s u ch criteria are 

t h e s ame, t o con sider t he r esu l t s of the inter­

n ational preliminary exami n at i on as d etermina­

tive for the d eci s ion s t hey have to make . 
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Art.):! 

Ar t. J2 ( 2) 

Rul e 59 . 1 

Rul e 67 . 

Competen t Int ernation al Preliminary 

Ex amini n g Authority 

207 . International Pre liminary Examining 

Au thorities carrying out in ternational pre ­

limi nary examinations are t ho se na t i o n a l or 

r egi o nal i n d u strial proper t y Offices whic h h ave 

been appoin ted f o r that purpose by the Assembly, 

i . e . the highest admi ni strat i ve body se t up 

under t h e Treaty . 

208 . The receiving Office of e a ch State bound 

by Chapter I I wi ll spec i fy on e or more of the 

appointed examining Au t horiti es a s b e ing 

competent for the international preliminary 

examination of t h ose international a p plication s 

whi c h were filed with it . Wh ere a r eceiving 

Office specifie s more than o n e competen t exa­

mining Au thority it wi l l declare either that 

said Authorities are all c ompeten t for t h e 

examina ti on o f a n y interna tional applicati qn 

filed wi t h i t or tha t the competency of a n y or 

said examinine Au thori ties is r estricted to 

certain kinds of internat i o nal appli cation s 

fil ed wi th i t ; if for al l or certain k i nd s of 

i nternational a ppli c atio n s more t han on e exa­

mi nine Authority is dec l ared c ompeten t, the 

cho i ce is left to the applicant . 

Th e names a n d arl d resses of the vari o u s I n ter­

n ational Prelimin ary Examining Au t horiti es are 

li sted in App e n dix XXII , to gethe r wi.Lh t h e i n ­

dication for each of' t h e m fo r whi ch receivine 

Of f ice .and, as the case may L> e , for whi c h ki nds 

of int e rnational appl i ca tion s they c arry out 

international preliminary examina t i on s . 

Subject ma tter n ot reg uir ed t o be exami n ed 

3.Q2. No Internat ional P r e liminary Examinin r~ 

Author i t y i,; r erplir ed (but may still admit ) 

Art . J 1 ( 2 ) (a) 

Ru l e .Jll 

Art . J l ( 2)(b) 

to examine i nterna t ional appli c ations in so 

fa r these r e late to the subject matt e r lis ted 

already in paragraph 80 . 

Append i x XXIII specifies for which of t h a t 

s ubjec t matter th e various International Pre­

liminary Examining Authorities do not accept 

to examine i n t ernational appli c a tions . 

Right to ask for international . preliminary 

examination . 

2 10 . To be e n titled to have h is in ternat ional 

application subjected to international pre­

liminary ex aminati on t h e applican t must b e a 

resident or a na t i onal of a Contra c ting S t a te 

boun d by Chapter II and his international 

appli cat ion must have been filed wi th t he re­

ceiving Offi c e of th e same State or of another 

Con t r acting State bound by Chap t e r II . Thus , 

an applicant who is a na t i onal of a Sta te bound 

by Ch apter II, but has his residency in a . 

Contracting Stae no t bound by Chap ter II, can 

only obtain i n ternational preliminary examination 

when he f iles hi s i n terna t i onal a pplication 

with t he receiving Office of the State of whi ch 

h e is a national. The applican t should be aware 

that such filing , i n stead of a fili n g wi th the 

national Office of t he State of his residency , 

may be s u bjected to s p eci fic provisions in the 

nati onal l aw of the State of his residen cy . 

~· The Tr eaty also p r ovi des for the possibility 

of a llowing persons having under Chap ter I t h e 

right to fi l e in ternational applications to ask 

for an i n ternational preliminary exami nation 

thereof even if they are residents or nationals 

of a State n ot party to the Treaty or not boun d 

by Chap ter I I . A list o f s u ch p e rsons i s set 

f orth in App endix XXIV, t ogeth er with an indi -
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Art. )2 ( 2) 

Rule 59. 2 

Rules 5 ~. 2 

and 5~ . ) 

Art . J I ( I ) 

Art . J 1 ( J) 

Art . )! ( 6)(a) 

Art. J I ( J, ) (a) 

Rule 56 

Art . ) 1 (G)(b) 

Art . J I ( /1) ( b) 

cation of the International Preliminary 

Examining Authority whi ch is comp eten t for the 

preliminary examination of' t h eir in tern ational 

applic ations. 

2 12. Wh e re with respect to any "elected " State 

( see paragraph 2 14) ther e are several applicant s 

at l eas t one of them must be e n titled as des­

cribed i n paragraph 2 10 and 21 1. 

Optional dema nd for interuational pr e liminary 

examination 

2 11 . Any applicant enti t led to i n ternational 

preliminary e xamination l1as a fre e choice to 

a s l<: f'or s u c h e x a mination or not to do so . I£ 

h e want s to have his int e rntional application 

e xamined t h e applicant must s ubmit a "demand" 

f or int e rnational preliminary examination . This 

d emand must be made separately from the inter­

na tional appli cation and must be s u bmit ted to a 

compet e nt In te rna t ional Preliminary Examining 

Authority . 

E l ection of S t ates 

2 1 !1 . Th e demand for in ternational prelimin ary 

e xamina t ion of an int e rnational appli c ation 

mu s t i ndica te o n e or more Contracting States 

b ound by Ch ap l e t· II , in whi c h the applicant 

"i.nl e ncJs to use" the r esult s of s aid examina tion ; 

t he se S tat es arc c alled "elec t e d State s ". Additional 

S Lat e s (bo und by Chapte r II) may be elected later 

hy a notic e sign ecJ by th e applican t and submi tted 

to the Int e rn a t ion al Durcau . Contrac ting States 

wlai c h were not " designated " in the international 

application as fil ed (s ee paragraph 26) c an n ot b e 

el ec ted, but otherwise th e applicant has a free 

c laoi c e to elect any of the designated States 

bound by Chap ter II . 

Art.J1 (4 )(b ) 

Art. )9 (1)(a) 

Art. 1.10 ( i ) 

Art . 39 ( 1 ) (b) 

Art.64 ( 2)(a) ( i) 

322· The persons referred to in paragraph 21 1 

can e l ect only those Contracting States bound 

by Chapter II which have declared to be prepared 

to be elected by such persons . A list of the 

States having mad e such a declaration is set 

forth in Appendix XXV. 

Effects of the e l ec tion of States 

2 16. The provisions of Ar ticle 22 (furnishing 

of a copy of the int e rnational application and 

a tran~lation thereof and the payment of' the 

national fee not later than the ex piration of 

the 20th month from the priority date) do nor­

mally not apply in Phase II . If t h e election 

of the S tate concerned is effe c ted prior to the 

expiration of the 19th month from the date of · 

priority applicant may perform those acts until 

the expiration of 25 mo nths from the date of' 

priority ; moreover processing of the application 

by the national Office of said S tate may start 

only upon the expiration of the . s ame ti~e limit. 

Any nati onal law may even provide for a longer 

time limit. Further information o n s uch provisions 

is given in Appendix XXVI. 

~- However any Contractine State bound by 

Chapter II, may dec lare that i t s hall not be 

bound by the provi sio n s of Arti c le J9( 1) with 

respec t t o t h e furnishing of' a copy of the inter­

nation al application and a tran s lation thereof 

(said S t~te remaining bound to the 25 month s 

time limit fo r the payment of the national fee) . 

Such dec laration mad e by said Contracting S tate 

Art.64 ( 2 )(a)(ii) may al s o p r ovide tl1a t the o b ligation to start 

natio nal processing only after expiration of' the 

25th month from t h e date of priority, shall not 

prevent the publi c ation , b y t h e na tional Office 

of said State , of the international application 

or the translation t hereof . 
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A list of Contracting States bound by 

Chapter II, having made such declaration is set 

forth in Appendix XXVII. 

2 18. The applicant should be aware that, although 

following Phase II , h e must furni sh a copy of the 

international application and a translation t here­

of and possibly pay the national fee not later 

than the e~pirat ion of the 20th mo n th from the 

priority date, in the following cases: 

Art . 64 ( 2} (a)(i} 1 ) the elected state made a declaration as. 

Art. J9 ( 1 }(a) 

Art. J l (5) 

Rule 57 . 1 

Rul e 57 . ) (a) 

Rule 572 (a} 

Rule 57 . J ( c ) 

Rule 57 . 2 (a) 

Rul e 57J (a) 

referred to in paragraph 2 17 (does not apply to 

the payment of the national fee). 

2) the e l ection was made later than the ex­

piration of the 19th month from the date of priority. 

J) the State concern ed was d esignated but 

n ot elected . 

Fees to be pai d with respect to demand for 

international preliminary examination. 

~· The re are pres cribed fees, whic h an applicant 

has to pay when making a demand. These fe es are 

as follows: 

(i}(a}: a "handling fee" for the benefit of 

the International Bureau but collected 

from the applicant by the International 

Preliminary Examining Authority. The 

amoun t of the handling fee and the 

currency (presc ribed by the Examining 

Authority) , in which t h at fee must be 

paid , are indicated i n Appendix XXVIII . 

The amount indicated in that Appendix 

is augmented with the same amount for 

each language into whic h the international 

preliminary e xamination r epor t must be 

translated by the In ternational Bureau 

(see pa;agraph 275) . 

Th e handling fee is due at the time 

that the demand is submitted to the 

Rule 57 . J (b) 

Rule 57.2 (b) 

Rule 57 . J ( b) 

I 

Rule 57 . J (d) 

Rule 58. 1 (a)( c ) 

Rule 58 .1 (b) 

Art . J7( 1) 

Rule 75 .1 (a) 

Rule 75 . 1(a) 

Art . 40(1) 

Rule 75 . 1( b) 

examining Authority . 

(i)(b): a "supplement" to the h andling fee , 

(ii) : 

for the benefit of the Interrtational 

Bureau and col lected from the applicant 

by t hi s Bureau , for any later election 

which require the International Bureau 

to translate the examination report 

int o one or more additional languages . 

The s upplement is equal to the amount 

indicated in Appendix XXVIII for each 

additional l anguage . 1he suppl ement is 

due at the time the later election is 

submitted to the International Bureau 

and i s payable in Swiss currency . 

a "preliminary examination fee" , 

direc~ly payable to the International 

Preliminary Examining Authority for 

carrying out the international pre­

liminary examination and for performing 

the other tasks entrusted to this 

Authority under the Treaty and the 

Regulations . The amount anq the due 

date of the prel iminary examination 

fee charged by each examining Authority 

are indicated i n Appendix XXIX. 

Withdrawal of demand or e lection . 

~· The . demand or all the elections may be 

withdrawn prior to the expiration of 25 ·months 

from t h e priority date, except as to any elected 

state in which n ational processing or examination 

has a l ready started . 

221 . The election of any elected state may be 

withdrawn prior to the date on which examination 

and processing may start in that state ( see 

paragraph 2 16). 

~· Withdrawal is e ffected by a no t ice signed 
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A.rt . J 7(4)(~) 

Art . J7(4)(b) 

by the applicant a nd s ubmi tted to the International 

Bureau. 

~· Applican t ' s withd rawal of the election of 

a ny elected state i s cons idered to be wi thdrawal 

of the inte rnat ional a pplication as far a s that 

state i s c oncerned, unless the nati onal law of 

that state provides otherwi se and except where 

the withdrawa l of t h e election is effected prior 

to the expiration of t h e time limi t pre s cribe d 

by Article 22 (normally 20 months from the 

priority date). Any Contractin g State may provide 

in it s nation a l l aw that the exception i s only 

a pplicabl e if a copy of the intern ational ap­

plication , a trans l ation thereo f (i f r e quired ) 

a nd t h e national fe e are re cei ved by its national 

Office pri o r to the expiration of the time limit 

prescribed by Article 22 . The relevant provisions 

of the n a tional laws r efe rre d to i n the first 

and second sen tence of this paragraph are set 

f orth in Appendix XXX. 

Advanta e es of Phase II. 

224 . Under Phase I o f the international procedure 

entering the national rase in t he designated 

coun t r ies i s con s i derably delayed (normally un­

til the end of t h e 20th month f rom the priority 

date) , giving t h e appli cant a n umber of advantage s 

alr~ady explained in Part I of these Guide lines. 

~· Whe n making use of Phase II t h e applican t 

e ffects a further delay of e ntering the national 

phase · ( norma lly until t he end of ihe 25th month 

f rom the priority date ) , increasing the ad­

vantages already. obtained in Phase I. 

~~6. Moreover t h e appli cant ob tains t he op inion 

of the Examining Authority ( an e xpert body i n 

the field of t h e examination of patent applications) 

on the crucial questions whether his invent i on 

is novel, involves an inventive step and is 

indus trial applicabl e . Mo r eover h e gets the 

examining Authori ty 's observations on many 

oth er points whi ch generally p l ay a part in patent 

granting procedures. 

~· This will facilitate the task of appli cant 

when con s i dering the question whether his 

interes ts a re served by the continuat~on of hi s 

efforts t o obta in an adequate protection of 

his i nvention . 

228 . Appli cant c a n use the results of the 

i n ternational examinat i on t o bri ng hi s application 

in a form most suited t o t he n ational procedures 

be fore the national Offices , whereby t h ose 

nation al procedures will be simplified . 

~· A positive examin ation report will enhanc e 

applicant ' s possibilities to achieve in the 

national procedures t h e grant of t h e proiection 

h e is aiming at. 

31Q• Phase II is also of advantage to t he 

nation a l Offices . When disposing not only of 

the prior art unc overe d by the int e rnational 

search , but a l so of the examining Authority 's 

cons i dered opinion on the questions exam~ned by 

t h at Authority , the national Offices may f i nd 

their tasks considerably r educed . 

Represen t ation . 

~· Contra r y to t he receiving Office ( see 

paragraph 46 ) the International Prelimina ry 

Examining Authority is not entitled to require 

that the applican t be r epr esented by an agent ; 

any a pplican t is free t o prosecut e himself t he 

in ternational application before the examining 
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Rule 5) . 2 (a)(ii) 

Rul e 90.) (a)( b ) 

Rules 5).5 

and 4 . 8 (a) 

Rul es 5).5 

and 4 . 8 (a) 

Rul es 5).5 

and 4 . 8 ( b) 

Rule 53 . 1 

Authority . I~ however the appli c ant wishes 

to be represented in Phase II by an agent , he 

can designate an agent in the demand o r 

appoint an agent in a separate siGned power 

of attorney , to be s ubmitted to the receiving 

Orfice or the Internat ional Bureau. 

~· I~ there are several app l i cant s and t he 

applicants designat e an agent in the demand or 

appoint an agent for Phase I I by a separate 

power of attorney signed by all appli cants 

then that agent is their common agent , that 

is he represents all the applicants. 

211. If the several applicants do not wish 

Lo be represented in Phase II by a common 

agent t hey should at least designat e in the 

demand one among t h e m havi ng the right to 

submit a demand to act as the common representa­

tive ror all the applicants. Ir they fail to 

designate a common representative then the 

applicant first n a med in the demand having the 

right to s ubmit a demand automatically becomes 

t h e common representative for Phase II. 

The demand 

2111 . The demand must be made on a printed rorm 

obtainable from the re cei v ing O~~ice and must be 

submitted in two copies to the competent 

In ternational Pre liminary Examining Au thority , 

together with the prescribed ~ees (see parag raph 

2 19) . I~ mor e than one Authorityi 8,mpet e nt to 

examin e the international application the 

applicant has to make a choice (see paragraph 

208 ) . The data to be fil l ed in on t h e printed 

rorm can easily b e determined rrom the spec imen 

or this rorm added as Appendix XXXI . 

Rule 55 . 1 

Rule 55 . 2 (a) 

~· The demand must be in the language of 

t he international application or, when a trans­

lation is required as referred to in t he next 

paragraph, in the language of that translation . 

Translation or the Inte rnational Application 

required. 

216 . If the international application is in a 

language other than the language or one of th e 

languages agreed upon by the International Bureau 

and the International Preliminary Examining 

Authority , and moreover this Authorit y is not 

part of the O~fice which a cted as sear c hing 

Authority ror the internati onal application, 

the examining Authority may require that the 

applicant submits a translation or the inter­

nati onal application. Such translation mu s t 

contain a statement , signed by the applicant , 

that to the best of the applicant ' s knowledge 

it is complete and raithful. Appendix XXII 

speci~ies the lang uage or language s in wbi ch 

the dif~erent Examining Au t horiti es carry out 

in ternational examination. 

2)6a . Applicant is recommended to submit the 

required translation of the international appli ­

cation in . the rorm of a page for page trans­

lation , i.e. in s uch a lay- out that any page 

of t he translation is iden tical, except that 

it is in another language , with the corr espond ing 

page of the application as ~iled. Otherwise 

the transiation, into the original language 

of t he appl i cation, of amendment s h eets filed 

in the working language of the examining 

Authority (see paragraph 2611) might not be fit 

to replace sheets of the application as filed . 

In order to facilitate such a page for page 

translation it is advisabl e to start each page 

of the international application as filed with 

a new sentence and to end it with a full stop . 
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Rul e 55.2 (b) 

Rules 5J and 55. 1 

Rul e 55 . 2 

Rule 57-J 

Rules 57 . /j ( a ) 

and Go . 1 (a) 

Rules 57.11 (b) 

and 60. 1 (b) 

Rule 61.1 (b) 

Time limit to submit tran slation. 

~· Th e translation referred to in the pre ­

ceding paragraph must be submitted by the 

applicant within a prescribed time limit, na­

mely not lat er than 2 months (in special cases 

J months ) from the date on which the sear ch 

report was tran s mi tted to the applicant or not 

later than the date on whi ch the demand is 

filed; the time limit whi ch expires latest is 

applicable. 

Possible defects with respect to the demand. 

~· If the International Preliminary Examining 

Authority finds that 

t he demand does not comply wi t h the re­

qu i rements as to form, contents and language , or 

the translation of the international 

application, if required , was not ti mely s u b ­

mitt ed or does not contai n applicant's state­

me nt referred to in paragraph 2)6, or 

the handling f ee was not paid at the 

due date or was not paid in the prescribed 

c urre n cy , 

it wi ll invite the applicant to correct 

t he defect(s) within one month from the date 

of invitation. 

3]2. If the applicant timely complies with the 

invitation the demand is considered to have 

been r eceived at the date the examining Authority 

receives the required corrections. The 

Examining Authority will inform the appli c ant 

of the date of receipt of the demand . 

Rules 57 . l1(c) 

a n d 60. 1( c) 

Rule 61 .1 (b) 

Rules 57 . 5 

and 60.2 

Rule 62.2 (a) 

240 . If the applicant does not timely comply 

with the invitation the demand is considered 

not to have been s ubmitted . The examining 

Authority will notify the applicant accordingly . 

24 1 . The applicant should take into a ccount that 

if the demand i s considered not to have been sub­

mitted or the date of receipt of the demand , 

as determined by the examinin g Authority .is 

later than the expiration of the 19th month 

from t he priority date,the international a ppli ­

cation has to enter the national phase before 

the elected offices prior to the expiration of 

the time limi t prescribed in Article 22 (nor­

mally 20 months from the priority date) . 

Possible defects with respect to later 

elections . 

242 . What is stated in t he paragraphs 2J8 - 2/j1 

about the demand and :it s date of'. rec e ipt 

applies mutati s mu t andis to any notice of' 

later election submitted to the In ternational 

Bureau , it bein g understood that as to the 

application of' those paragraphs the Inter­

national Bureau takes t he place of the examining 

Authority . 

Amendment under Arti c l e 19. 

~· If' ~n Phase I of the international procedure 

t he applicant files under Ar t i cle 19 (see para­

graph 90 ) any amendmenL to the c laims with th.: 

International Bureau at a time the demand for 

inter national p reliminary examination h as al­

ready been submitted, he must send a copy of 

such amendment to the examining Authority at the 

same time he files the amendment with the 

International Bureau . 

'"d 
:J:>o() 
!:l o-3 
!:l '-

~!:: 
- 0 ....... 
'0<! 
OIH 
<.ClH 
CDH ....... ..., .... 

0> 



.A.r t . J 4 ( 2) ( b ) 

Rule 66.1 

Rule 69. 1 (b) (i) 
(ii) 

Amendment before start of examination. 

244 . Before the international preliminary exa­

mination starts the applicant may make of 

his own volition amendments to the claims, 

the description and the drawings . These amend­

ments have to be filed with the examining 

Authority. 

Start of examination. 

~· Where a demand has been made t he international 

preliminary examination normally starts when 

the claims as amended under Article 19 (See 

paragraph 243) have reached the Examining 

Authority or the time limit for making such 

amendment has expired or applicant declared 

not to wish to make such amendment. 

246 . ~1ere the international search report is 

already in the possession of the examining 

Rule 69.1 (b)(iii) .Authority · the applicant may request said 

Authority to start the examination at an 

earlier moment and to direct t he examination 

to the claims specified in s u ch request . 

Rule 69 . 1 (b)(iv ) 

~· Where the International Searching Authority 

made a declaration under Article 17 (2)(a) 

that no international search report will be 

established (see paragraph 79) the examin i n g 

Authority will start the examination after 

having received said dec l aration . 

Rule 69 . 1 (c) 

Rule 66.7 (a) ( c) 

Rule 66 . 7 (b)(c) 

Rule 66 . 7 ( c ) 

248. If the competent International Preliminary 

Examining Authority is part of the same Offi ce 

as the competent International Searching 

Authority, it may - if it so wishes - start the 

examination at the same time the i n t ernational 

search is started (teles coped procedure) . 

Priority document and t ranslati on thereof. 

~· If t he examining Authority needs a c opy of 

an earlier application, whose priority is 

c laimed in the international application, and the 

applicant has no t yet sent the priority do cument 

to the International Bureau, t h e applicant must 

on request of the examining Authority furnish a 

copy of the priority document within 2 mon ths 

from the date of such request . 

32Q. The examining Authority may invite the 

applicant to furnish a translation o'f the 

priority d ocument into one of its languages 

within 2 mon t hs from the date of the invitation . 

lll· If 'the applicant fails to furnish the 

priority document or the translation within th e 

prescribed time l :Lmi t, the examining .A.uthori ty 

will carr y on the examination as if t h e priority 

had not been claimed . 
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Rule 66 . 1 

Art. JJ ( 1) 

Rule 66.2 (a)(ii) 

Basis of the Examination. 

252. The international preliminary examination 

is initially directed to the c laims, the des­

cription and the drawings as c ontained in the 

international application at the time the 

examination starts. 

Objectives of the Examination. 

32]. As e xplained already i n paragraph 205 the 

objective of the international prelimina~y 

examination is to. formulate a n opinion about 

novelty , inventive step and industrial appli­

cability of the c laimed invention. By giving 

full att e ntion, when making amendmen ts referred 

to in parag raph 214 J and 2 44, to t he prior art 

cited i n the i nternational search report the 

appli c ant may achieve, unless the examining 

Authority cites additional prior art, that 

t he examination i s directed above all to the 

r equire ment of inv entive s tep. 

~· The examination en compasses also possible 

lac k of complian ce with other requirements in­

di cated in the Treaty and the Reg ulations , such 

as the r equire ments regarding uni ty of i nvention , 

Rule 66.2 (a)(iii) r o rm a nd con tent s of t h e application, clarity 

Rule . 66 . 2 (a)(iv) 

Art.J4 (4) 

Rule 66 . 2 (a)(i) 

of the claims, the d escription and the drawing s, 

support of the c laims by the description. Other 

provisions to be con sidered are the questions 

wheth e r any amendment goes beyond the discl osure 

in the international application as filed and 

wh eth~r the subject matter to whi ch the inter-

nat ional appli c ation relates , needs not to be 

examined (see paragraph 209). The questions, 

considered by the examining Authority a re d i scernable 

from the form of the examination report; a specimen 

of thi s form is added as App endix XXXII . 

Art.J4 (J)(a) 

Rule 68.2 

Rule 68 . J (a)(b) 

Rul e 68. 1 

Rule 68.J ' ( c )(d) 

Art.Jll ( J)(b) 

Lac k of unity o f i n v en ti on. 

322· Wh e r e the examining Authority finds that 

the claims of t he international application 

do not show the required unity of invention , 

it will normally invi te the appli c ant to r estrict 

the claims or to pay additional fees within the 

time limit fix e d in the invitation . Appendix 

XXXIII indicates the amount of t hi s additional 

fee charged by the various International Pre­

liminary Examining Authorities. 

256 . There are cases of lack of unity of invention, 

where , compared wi t h t he procedure of i nviting 

the applicant to restrict the int e rnational 

application or to pay additional fees, n o or 

li tt l e additional effort is involved in c ar~ying 

out the examinati on for the entire international 

applic ation . For reason s of economy t he e x amining 

Authority may choose in such c ase s not to invite 

the appli cant to restrict the claims or to pay 

addit ional fees. 

~· The applican t having recei v ed an invitation 
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as referred to in paragraph 255 , may pay the 

additional fee under protest , arguing that the 

requirement of unity of i nve ntion i s wrongly 

appli e d o r the requir ed additional fee i s exces sive . 

Such p~ot est i s examined by a s pecial in s tan ce 

in the ex amining Authority and may l ead to a 

partial or total refund of the paid additional fe e . 

~· the applicant must take into account that , 

if he restricts the c laims after h aving b een i nvited 

thereto by the e x amining Authority , certain parts 

of hi s international application will not b e s ub­

j ec ted to inte rnational preliminary examin a tion. 

Any elected S tat e may provide in · its national 

law that s uch non-examined part s o f the international 



Ar t . )4 (J)( c ) 

Rule s 68 . 4 

and 68 . .) 

Art.J4 ( 2)(c) 

Rul e 66 . 2 (a)(b) 

Rule 66.2 ( c )(d) 

Rule 66 .) 

Art.J4 ( 2 )( b ) 

Rule 66 . 4 

application are considered withdrawn (in s o 

far as said e l ected Stat e is concerned) unless 

a special fee is paid by the applicant to the 

na tional Office of t hat State . 

312· If the app l i c ant do es n ot tim e ly comply 

with the invitation to restrict the claims or t o 

pay a dditional fee s , only the "main" invention 

will be subjected to international preliminary 

examination. Any elected State may prov ide in 

its national law that , if its national Office 

finds t hat t h e i n vi tation was justified, those 

part s of the international a pplica tion which do 

not relate to t h e main invention are considered 

withdra wn (in so far as said elec t ed S tate is 

c on ce rned) unless a special fee is paid by the 

appli c ant to the n ational Office of that State . 

The Contracti n g States bound b y Chapter II, wh ose 

na t i onal laws contain provisions a s referred to 

in the parag raphs 258 and 259 are listed in 

Appe n d ix XXXIV, togeth er wi th the indication of 

the amount of t h e relevant s pec ial fees. 

Wri tten opinion . 

260 . The In terna tional Preliminary Examinin g 

Authority will inform t h e applicant, in a written 

opinion, of its objections to the international 

application, full y s tating t he reasons fo r it s 

opinion. The notifi c ation will invite the appli ­

cant to submit a wri tten repl y within the time 

limi t f i xed i n the notification. 

26 1. In his respon se the appli c ant may a r g ue 

t h e opinion of the examining Authority and may 

mak e a me n dme nts or correcti ons to his inter­

nati on a l application. 

262 . The examining Auth ority m~y con tinue the 

Art.J I~ ( 2 )(a) 

Rul e 66 . 5 

and 66 . 8 ( a ) 

wri tten dialogue wi th appli c ant , who has also 

t he right to c ommuni cate o r a lly wi t h s a id 

Authority. 

~. I t is e mphasized here that , whatever the 

objections and s uggestions, made by t he exa­

mining Authori t y might b e, t he draf ting of the 

inter na t i o nal application is applicant ' s respon­

sibi l ity . The appli c an t i s f ree no t t o follow 

any suggestion of the examining Authori ty a l ­

though he should realize tha t s u c h an a ttitude 

might lead t o an internation a l examination repor t 

whi c h is whol ly or par t l y neg at i ve. 

The applicant might be wi lling t o accept this 

con sequence in order to defend , before the 

n a tional Au thorities of . t he elected St a tes , t he 

drafting whi c h he consider s preferabl e . 

Form of amendme nts 

264 . Where t h e appli c an t wi s he s to make changes 

in hi s international appli c at i~n h e mus t submit 

to the examining Au thority a replacemen t sheet 

for every sheet of t h e applicati o n, which on 

a ccoun t o f a correction or amendme n t, di ffers from 

t he sheet originally f iled . The replacemen t 

sheets must be accompanied b y a l ette r . drawing 

a tten tidn t o the diffe ren ces between the replaced 

sheets and t h e replacemen t sheets. Where an 

amendmen t re sul ts i n t h e c anc ellat i on of an entire 

s heet, such amendment must be c ommunicat ed in a 

l etter . 

LAnguage of amendmen ts 

~- Where t h e examining Au thority did n ot 

r e q uire a translati on of the in t ernational 

applica t ion , the corre s pondence between the 
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Rule 92.2 (a) 

Rule 69. 1 (a) 

exam~n~ng Author~ty and the applicant w~ll 

normally be conducted ~n the language ~n wh~ch 

the international application was filed ; appli­

cant has then to submit amendments in that 

language. 

If the examining Authority required a translation 

of the international application the corres­

pondence will normally be conducted in the 

language of the translation . The amendments 

will then be made in the language of the trans­

lation. At the time the examination report is 

established applicant will have to translate 

any replacement sheet, which is to be attached 

to the report, in to the language of the appli­

cation as filed and also into the lang uage of 

publication if it is different from the original 

language or the language in which the examina­

tion wa s carried out . 

Time limit for international preliminary exa-

mination. 

266 . The international preliminary examination 

report, which is the finish of the examination , 

must be established within a time limit (the 

same for all examining Authorities) fixed by 

agreement between the Inte rnational Bureau and 

any examining Authority . This time limit is 

c al culated from the start of the examination 

( see paragraph 245 ff) and will not exceed 6 

months or (where the applicant is invited to 

restrict the c laims or to pay additional fees 

because of lack of unity of invention, see 

paragraph 255 ) 8 months . 

Rule 69. 1 (c) 

Art . J5 (2) 

Rules 70 . 2 (a) 

and 70 .6 

~· For the applicant the importance of the 

examination r e port is greatest if he receives 

the report at such a time prior ~o the expiration 

of the 25th mon th from the priority date, that 

he has still the possibility to give due attention 

to this report when preparing hi s application 

to enter the national phase before the elected 

Offices . Appli c ant can be of assistan c e ~n 

reaching this goal by timely filing t he demand 

and by performing the acts which he is required 

to do (such as the submission of translations 

and priority documents or replying to written 

opinions) as qui c kly as possibl e . 

268 . In the case of the "telesc oped" procedure 

referred to in paragraph 248 th e time limit 

for establishing the international examination 

report is 6 months from the expiration of the 

time limit allowed under Article 19 for amending 

the c laims (s ee Rule 46 .1 ). Thus in this case 

t h e time limit for establishing ·the examination 

report will be 8 or 9 months from the date of 

transmittal of the search report to the appli­

cant . 

The international preliminary examination report . 

3£2. The results of - the international preliminary 

examination are recorded by the examining Authority 

in an international preliminary examination 

report . ~n view of the primary objective of the 

examination the report will contain a special 

statement in respect of each claim (as amended 

by the applicant as the case may be) whether the 

claim appears to satisfy the c riteria of novelty, 

inventive step and industrial appli c ability . 
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Art. J5 (2) 

Rule 70.7 {a) 

Art. J5 (2) 

Rule 70 . 16 

Rule 70. 17 {a) 

Rule 70 . 17 (b) 

Art. J6 (2)(b) 

Art. J6 (1) 

Rule 7 1 .1 

~· The report will cite all documents which 

are r elevant ~or supporting the statement. The 

statement will be accompanied, specifically when 

it is negative, by such explanations as may be 

required by the c ircumstances . 

£2l . The report will contain other observations 

the nature of which will beco me clear when reading 

the printed form of the report, a specimen of 

wh ich is added as Appendix XXXV . 

~· Where the applicant ame nded the international 

application before the examining Au thority, any 

{riot superseded) replacement sheet will be annexed 

to the examination report in the languages 

specified in the next paragraph. 

Languages of the report and the ann exes . 

311· The examination report established by the 

examining Authority will be in the l anguage 

in which the international appli cation is 

published. Any annex to the report will be in 

the l anguage in which the application was filed 

and also , if it is differen t , i n the l anguage 

in which the.application is published, (but 

not in the lang uage of the transl ation required 

by t h e examining Authority under Rule 55.2 , 

if this language is different from the language 

of publication). The translation of any ann ex 

must be prepared by th e applicant . 

Transmittal of examination report by examining 

Authority. 

ill· The examining Authority wil l transmit 

one copy of the report with its annexes to the 

International Bureau and one copy to the appli-

can t . 

Art. J6(2)(a) 

Rule 72 . 1 (a) 

Art . J6{2) (b) 

Rule 72 . 2 

Rule 72 . ) 

Art . J6 (2)(b) 

Art. J6 (J)(a) 

Rule 7J 

Translation of examination report and its annexes 

prior to communication to elected Offices . 

~· Any elected State may require that the 

examining report and its annexes be translated 

into English, French , German, Japanese , Russian 

or Spanish , if the report is established in a 

language which is different from the official 

language{s) of its nat i o n al Office . 

The Contracting Stat~s bound by Chapter II, which 

require a translation of the examining report 

(and i ts annexes) as referred to above are listed 

in Appendix XXXVI with an indication of the 

language(s) of the transl ation r equired by each 

State . 

276. The translat ions of the report itself {without 

its annexes) are prepared under the responsibility 

of the International Bureau . This Bureau will 

send a copy of each translation also . to the 

applicant, which may make written observations 

on possible errors of translation. Applicant must 

send such observations to each of the interested 

e lected Offices and to the International Bureau . 

~· The translations of t h e Annexes of the 

examination report into the language_s . indicated 

in paragraph 275 must be prepared by the 

applicant. 

Commupication of examinat ion report and its 

Annexes to elected Offices . 

~· The International Bureau transmits a 

copy of' the examina tion report with annexes 

as received from the examining Authority and 

a copy of the required translation (if any) 

of' the re port itself to ·each elected Office 

as promptly as possibl e . 
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Rule 74 . 1 

Art. J9 (1) 

Rule 76 

Art. 
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41 ( 1 ) 

~- The translations of the annexes referred to 

in paragraph 277 must be transmitt ed by the 

applicant to the e lected Offices within the time 

limit pre scribed in Rule 74 . 1, t hat is normally 

together with th e furnishing of a copy of the 

international application and a translation thereof 

as required under Article J9 (1) or , where 

Arti c le 64 ( 2 ) ( a)( i ) is appl icable, under 

Articl e ~2 . However, this time limit is at 

least 1 mon th from the date on which the rele­

vant amendment is submitted to the examining 

Authority . 

Entering the national phase . 

280. When entering the national phase in the 

elected Offices applicant must perform similar 

a cts as described in paraeraph 96 with respect 

to international applications followin g Phase I . 

only. That merut s that the applicant must furnish 

a copy of' the international application (when no 

communication under Article 20 has taken place) 

and a translation thereof ingt an official 

laneuage of the e lected Office (if required) ; 

f'urthermore he has to pay the national fee 

(if any) , 

The time limi -ts within which these act s must be 

performed however arc different , as set forth 

already i n the paraeraph s 216 and 217 . 

The applicant should be aware that these time 

limits are applicable even whe n at the time 

of their expiration he has not yet received 

the ex.amination report . 

~- Where the election of any State was 

ef'fected prior to the expiration of the 19th 

month from the priority date, the applicant 

is entitled to amend the c laims, the descriptions 

and the drawings, Such amendmen~s must be fi l ed 

with the elected Office: 

Rule 78 . 1 (a) 

Rule 78. 1 (a) 

I 
Ru l e 78 . 1 (b) 

Art . 41 (4) 

Art. 4 1 (2) 

Rule 78.2 

(i) before the expiration ~f the time limit 

prescribed by Article J9, even if at t he ex­

piration of this time limit the examination 

report has not yet been t ransmitted to the 

applicant; 

(ii) at any other time permitted by the national 

law of the elected State concerned ; Appendix 

XXXVII indicates the Con tracti n g States bound 

by Chapter II which made ~uch provisions in 

their national laws, 

(iii) where, in t he e~ected State con cerned , 

examination (of nations applications) starts 

only on special request, within the same time 

limit as applicable to the filing of amendments 

of national applications, provided that said 

time limit does not expire prior to the ex­

piration of the time limit under Articl e J 9 .' 

282. The amendmen ts referred to in t he preceding 

paragraph, must be in the language of the trans­

lation of the international application (as re­

quired by the elec ted Of'fice) . and mus't not go 

beyond the disclosure in the international 

application as fi led, unless the national law 

of the elected State permits otherwise . 

3§1. Where the election was effected af te r 

t h e exp·iration of the 19th mon th from t h e 

priori ty date , the time limit to make amend ­

ments as referred to in paragraph 28 1, is the 

same as the time limit for making amendments 

under Article 28, i.e. amendments which can be 

made before the designated Offices in case 

no demand is s ubmitted. (see paragraph 102). 
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