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JAPAN PATENT OFFICE

Growing Demand for Work Sharing

Changes in Patent Appl. Filed in the Whole World
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Examination Flow (1)
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Activities of examiners
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How to utilize foreign office’s action . .

B Guideline for the Use of Prior Art Search Results and Examination Results
Provided by Foreign Patent Offices

(JPO’s Examinations Guidelines, Part IX, attachment)

1. The examiner shall refer to the prior art search results and examination
results provided by foreign patent offices.

2. The examiner is not required to carry out an additional prior art search
himself/herself if he/she considers it possible, based on his/her knowledge
and experience, to conduct an examination precisely and efficiently by using
such search results.

3. The examiner shall carry out an additional prior art search himself/herself
where he/she considers it impossible, based on his/her knowledge and
experience, to conduct an examination precisely and efficiently by using only
such search results. In this case, the scope already searched by the foreign
patent office shall be excluded from the scope of the additional search.

4. The examiner shall take into account the prosecution history and
examination results and shall take notice of the difference between the
practice of each country.

10



How to utilize foreign office’s acton ~ @Fniww

Prior art search (1)

Examiners consider it possible, based on their
knowledge and experience, to conduct an examination
precisely and efficiently by using search and
examination results provided by foreign patent offices.

Examiners are not required to carry out an
additional prior art search .

FICE
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How to utilize foreign office’s acton ~ @Fniww

Prior art search (2)

Examiners consider it impossible, based on their
knowledge and experience, to conduct an examination
precisely and efficiently by using search and
examination results provided by foreign patent offices.

Examiners shall carry out an additional prior art search.

In this case, the scope already searched by the foreign
patent offices shall be excluded from the scope of the
additional search.

FICE
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How to utilize foreign office’s acton ~ @Fniww

Prior art search (3)

Examiners consider it possible, based on their knowledge
and experience, to find relevant prior art documents more
efficiently by carrying out a prior art search by themselves,
rather than referring to search and examination resulits
provided by foreign patent offices.

Examiners may carry out an additional prior art
search before referring to the search results.

FICE
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How to utilize foreign office’s action ~ BFuiem.

Prior art search (4)

B To search earlier filed but later published
applications which were not searched by other

offices (Top-up search)

B To search in order to avoid duplicate patenting

14



How to utilize foreign office’s action S Pornce

Additional prior art search (with Amendment)

If amendments add any features that
necessitate additional prior art search.

Ex. Claim: A+B

Amendment

Claim: A+C

15



How to utilize foreign office’s action S Pornce

Judging patentability

B Examiners shall take into account the prosecution history and
examination.

B Examiners should take notice of the difference between the Japanese
examination system and practice and those of the foreign country.

l

« The substantive examination is conducted according to the
Japanese law and guidelines.

« Examiners may only refer to search and examination results,
but are not bound to these results.

 Examiners have to judge on their own.
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How to utilize foreign office’s action

Information relevant to the application
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How to utilize foreign office’s action
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Mutually refer to results of search and examination among IP5 Offices.
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How to utilize foreign office’s action

European search report and Reasons for refusal

One Brlul Dossl!r

DYR=FILEYT

sEe European search report

26. Mai 1993 (1993-05-26)
* Spalte 6, Zewle 9 - Spalte 7, Zeile 8;
Ahmldungen 1-3 *

g wairds for alle

BiEE Annex to the communication

) s
g) "‘““”2; EUROPAISCHER RECHERCHENBERICHT
e
EINSCHLAGIGE DOKUMENTE
m—— Dokuments mil Angate, [ e | kssemanoncen
dar Tails. Arspruch | ANMELDUNG —(PC)
X DE 10 2006 021021 AL (KRAUSS MAFFEI 1,2,10, | .
AUSTRIA [DE]) .14, | B2oc4s/00
15. November 2007 (2007-11-15) 15,17-19 B29C45/16
Y * Absatze [0007], [0018] - [nDZA], 2-12,16 | B29C45/14
Abbildungen * B29C45/28
- B29C44/12
X US 5 618 477 A [SUZUKI HIROSHI [JP]) 1,10, | B29ca4/14
8. April 1997 (1997-04-08) 18-19
* Spalte §, Zeile 33 - Spalte 6, Zeile 39;
Abbi ldungen *
X US 5 976 289 A [KAWAKUBO ‘MSUSHI [JP] ET [1,13,15)
AL) 2. Novenber 1999 (1999-11- 17-19
* Spalte 5, Zeilen 12-30 *
* Spalte 6, Zeﬂe 34 - Spalte 7, Zeile 4;
Abb-ldungen
¥ JP 2008 155395 A (KASAI KOGYO KK) 2-6,16
10. Juli 2008 (2008-07-10)
* Zusammenfassung; Abbildungen *
_____ FECHERGHIERTE
¥ EP O 543 085 Al (KRAUSS MAFFEI AG [DE]) |7-12 SACHGERIETE 1PC)

B29C

The examination is being carried cut on the following application documents.

Description, Pages
1-50 as published

Claims, Numbers.
112 filed with entry into the regional phase before the EPQ

Drawings, Sheels
1ia-4/a &s published

Reference is made 1o the following documents; the numbering will be adhered to in
the rest of the procedure.

D1 EP 1491248 A

D2 WO 2007/030410 A

D3 US 2005/098910 A1

D4 WO 2007/047273 A

Ds US 2006/008395 A1

1 The only amendment in the set of claims submitted upan entering the

European phase appears to be the deletion of original claim 8 and re-
numbering of the subsequent claims. Consequently, the amended claims are
admissible under Article 123(2) EPC.

2 With regard to current claims 1-12, a preliminary report on patentability has
already been drawn up under the regulations of the PCT by the Preliminary
Examination Authority.

The same objections apply under the corresponding regulations of the EPC,
see below.

o
JPO

JAPAN PATENT OFFICE

m
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How to utilize foreign office’s action

USPTO’s notification of reasons for refusal

OI'IE Bﬂnl Dﬂsﬁie’

DUIR=BILEYT

BiaE Non-Final Rejection

B & 4R

‘Apglication No. T Applicant(z)
Ofiice Action Summary e T
e |

Period for Reply

ASHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3MONTH(S) OR THIRTY (30) DAYS,

WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNIGATION.

2 koo of e may b mfa s o prs T 1130a) 121 v, v oy e by o
S0 S 4 RIS o emoabrg g s
T o i st e ommincsn
Pt ety £ 41 o U5 8
oy v e o Wt e ST Sht 7 A 8 . S| g .~ s
kot o oo Con 7GR e

Staws
1B Respansive 1o communication(s] fled on 40 January 2012
2a)[] This action is FINAL. 20 This action i nea-findl.
3101 An election was made by the applicant in response 10 a restriction requirement set forth during the interview on
 the restr i ‘and alaction have into this action.
4)0] Since this application is in congiion for allowsnce Excapt for formal makters. proSeCUToN & 10 the merits is
clogad in BCCOTANCE WIM the practice under Ex parte Quayie, 1935 C.0. 11,453 0.0, 213

Disposition of Claims

IR Crairn(s) 1-18 ie/are pending in Ine aoplication.

52) Ol the — e
§)0) Claim(s) __ isiara allowed.
7 Claimis) 1-19 isare rejactsd.
@0 Claim(s) ____ is/are objecied to.
98I0 Claim(s) ___ are subject to resiriction andior skection requirement.

Application Papers
10)C] The speciication s objectsd o by the Examins.

1100 The drawingls) filed on isfarer &) accepted or bIC] abjected to by the Examiner.
o ateyance. See 37 GFA 1.65(a)
required to. See 37 GFR 1.121(0)

12)C0 The oath or declaration is cbjected 10 by the Examiner. Notz the attached Office Action or form PTO-152
Priarity under 35 U.S.C. § 118
12)C] Acknowlaggmant s made of & clain for foraign pricrity undar 36 U.S.C. § 119(a)g) o (1.
alJAl b0 some * il] Mone o
1.0 Canified copies of the priarity documents have been received.
2] Centited copies of the priorty documents have been recaied in Appiceton No
30 Copies of the cartified copies of the priority documents have been received in this Natonal Stage
application from the Intemational Bureau (PCT Rule 17.2(aj).
* Sea the attachad detaied Offica action for a st of the carified copies not raceived.

Aitschemenish
B [T ——————
2] roica

3 irfomaon Deconure S FTOSB08

F [T —p———

5) [ notee of Infrmat Panent Agpication

One Bﬂnl Dossle:

DYR=RIEYI

HR . HEE

BEL Non-Final Rejection

aper s ai Date ] = —
AT
FTOLES (Rev, 03-11) Officn Action Summary Partof Papar Ho Mal Date 20120522

IEB| BAB |

Application/Cantrol Number: Page 2
Art Unit: 1742

DETAILED ACTION
Election/Restrictions
1. Applicant’s election of Species A in the reply filed on January 30, 2012 is
acknowledged. However, after further consideration, the requirement has been

withdrawn. Claims 1-19 are under examination.

Claim Rejections - 35 USC § 112
2. The following is a quotation of the second paragraph of 35 U.S.C. 112:

The specification shall conclude with one or mare claims particularly pointing out and distinetly
claiming the subject matter which the applicant regards as his invention.

3. Claims 1-19 are rejected under 35 U.S.C. 112, second paragraph, as being
indefinite for failing to particularly point out and distinctly claim the subject malter which
applicant regards as the invention.

4. Regarding claims 1 and 19, the phrase "in particular” renders the claims
indefinite because it is unclear whether the limitations following the phrase are part of
the claimed invention.

5. Claim 3 recites the limitation “the first mold cavity.” There is insufficient
antecedent basis for this limitation in the claim.

6. Claim 5 recites the limitation "the injection moulding process.” There is
insufficient antecedent basis for this limitation in the claim.

7. Claim 7 recites the limitation “the predefined dimensional form.” There is

insufficient antecedent basis for this limilation in the claim.

m

JAPAN PATENT OFFICE



How to utilize foreign office’s action

SIPO(China)’s notification of reasons for refusal

One Bnul Dnssiel

TYRN=8LEYT

EES First Office Action(PCT)
3P tE AR 2 R B AR AL

F—RFEZLEN B
CRAE R PCT K

FRESE-MATABABNFANTRRS AN, S¥F8 NRLNTHFAE
Ro

1. RHER FREGEHES -+ SRS RRENOFEM

ARFIER | EREE T N R 0 T ML R A
PR ERRSEES NS R #E (WO 200811072642 . SREHHE 1T
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WRHER 20 TRE Gl
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One Eﬂul Dossiel

DUYR=FIFYT

B First Office Action(PCT)

.':‘p The State Intellectual Property Office of People's Republic of China

First 0ffice Action
(PCT Appication of Entering the Mations| Phase)
Aoplication
Th present application relates 1o 3 mounted cushion and nicthod for making same. and the after cxamination s

rendored the following opinicns

1 claim | dogs not possess dhe inventivensss of the Articke 22, para. 3 o the Patent Law regulation

D1 (WO200703410A) discloses one kind and has installed and wree for carrving the catalyst | (being
equivalent to the contaminatson control device), changes 2 (the secing the 120d page of capable, figure 1-2 of 20-30
in the description) of mounted cushion in the sonverter, and the detailod following. content {socing the 15t page ibe
Ist ling the - the 28th page the 2th ling in description, figure 1-10) that dischoses, said mounted cushion 2 includes

the nor-wosen mat (it is capable to see the 12d page of 14-19) of inorganic fibre, it has and distributes in wherein

‘mean diameter for 1-10tmchart39)s morganic particulats (sos the: | 2nd page of 20-30 in the description is sapable,
the 13sd page of 1,3-16 is capable], said mounted cushion cantains the crganic binder o longer than 15 weight %6
{secing the 14th page the 220d ling the - the 1.5th page the 220 linc in description) based on the fotal wight of said
mosmed cushion,

Clain | is somparcd with DI the differeace lies in, wherein said wounted coshion doos not contain the organic
inder or contains the organic binder no longer than 5 weight % based on the total weight of said mounted cushion.

To above difference, DI also discloses the mounted eushion and has contained the organic binder 1o kongsr than
15 woight * (soeing the 14th page in desesiption, b 220dl line the - the 15th page the 220d Tine) based on the total
weight of said mounied cushion, D!

loses the one no longer than 15% on a large scale promyly. the those skilled

in the st is very easily wo longer than the any mmerical valve of 15% scope internal management, by way of

example 2%Therehy. deop o the within range no loager than 5 weight *6: Simubancoasly. DI also discloscs to use:
to have the inorganic particulate purpose: and increases frictional force, and adopt the organic binder can be o that
inerganic. particulste on the mounted eushion has the good dowgh stability prevent o Fall off (see the 4th page the

25th line in doscription the - fhe Sth page the. 22 lincs). The teohnical effct that the thase skilled in the art peobably

produced in the fime of can expeting nol use the organic binder completely. and according o the concrete condition.
by way af example, the frictional Torce size of mounted cushion, particle drop 10 decide whether adopt the organic
binder to the influcnce of fctional force andioe the cost of oezanic binder, by way of example provide enough big.

frictional force at the mounicd cushian, and the pasticle drops lessly or when adopting the performance / cost of

organic binder non-remunceative o the frictional force influcnce, adopt * not containing the eeganic binder in e

‘mounted cu such technical solution. necd not pay the performing creative labour
Thus it can be seea that, at the on the basis of of DI, further combine the common knowlslge. cbiain he

techaical solution of clains 1, conspicusus 10 the those skilled in the an Consequently, <lai. | dogs a0l passess
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Outline

lIl._Unity of Invention
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o
Unity of invention JPO

JAPAN PATENT OFFICE

Purpose of Unity of Invention

Two or more inventions complying with the requirement of unity of
invention may be filed for a patent in a single patent application.

€ Applicants can simplify and rationalize the application procedures.

€ Patent Offices can examine such inventions together in an efficient
way.

€ Third parties can use patent information and transact patent rights
easier.

24



o
[Case 1] . .

Two or more inventions in an application must form a single general
inventive concept.

Claim 1 : Airplane e - =
claim 1 claim 2 '

Q Claim 2 : Shoes
/ It is obvious that “airplane” and “shoes”
don’t form a single general inventive

Scope of claims

concept.

Not GOOd -> This application doesn’t meet the
requirement of unity of invention.

25



PCT Rule JPO .

Rule 13.1 Requirement

The international application shall relate to one invention only or to a
group of inventions so linked as to form a single general inventive
concept (“requirement of unity of invention”).

&

A single general inventive concept

26



o

PCT Rule JPO

JAPAN PATENT OFFICE

Rule 13.1 Requirement

The international application shall relate to one invention only or to a
group of inventions so linked as to form a single general inventive
concept (“requirement of unity of invention”).

Rule 13.2 Circumstances in Which the Requirement of Unity of
Invention Is to Be Considered Fulfilled

Where a group of inventions is claimed in one and the same international
application, the requirement of unity of invention referred to in Rule 13.1
shall be fulfilled only when there is a technical relationship among those
inventions involving one or more of the same or corresponding special
technical features. The expression “special technical features” shall mean
those technical features that define a contribution which each of the
claimed inventions, considered as a whole, makes over the prior art.

27
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STF JPO

JAPAN PATENT OFFICE

“A single general inventive concept “shall be fulfilled only when there
are one or more of the same or corresponding “special technical
features” among a group of inventions.

Special Technical Features (STF)

B “STF” means technical features that make a contribution over prior art.

B Any technical features that doesn’t make a contribution over prior art
is not an STF.

<Typical Case>
- The feature is found in the prior art.
- The feature is well-known or commonly used technology.

- The feature is a mere design variation of a prior art. ”



[Case 2]

Does this application meet the requirement of unity of invention ?

claim1 claim 2

“Cell Phone”

Claim 1 : Antenna of high sensitivity g
for a cell phone.

Claim 2 : Hinges for folding a

cell phone. @7

Claim 1 and 2 are inventions related to “cell phone”.
There are many prior arts related to cell phone.

29




[Case 2] ¥):Fo

JAPAN PATENT OFFICE

Two or more inventions in an application must have the same or
corresponding special technical features (STF) among them.

Claim 1 : Antenna of high sensitivity

claim1l claim 2 for a cell phone.

Claim 2 : Hinges for folding a °
cell phone. %/

“Cell Phone” Claim 1 and 2 have the same technical feature(“cell phone”).

However, this technical feature (“cell phone”) isn’t the

special technical feature because it doesn’t have a
contribution over the prior art.

Not Good

— This application doesn’t meet the requirement of unity of
invention.
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[Case 3]

o
JPO

JAPAN PATENT OFFICE

Two or more inventions in an application must have the same or
corresponding special technical features (STF) among them.

claim1 claim 2

“Antenna of high
sensitivity for a
cell phone”

Claim 1 : Antenna of high sensitivity

for a cell phone.

Claim 2 : Extensible antenna of high

sensitivity for a cell phone.

Good !!

Claim 1 and 2 have the same technical feature(“antenna of
high sensitivity for a cell phone”).

This technical feature is the special technical feature because
it has a contribution over the prior art.

— This application meets the requirement of unity of
invention.




Basic Approach for Examining Unity of Invention j)d PO

JAPAN PATENT OFFICE

Subject of the examination

The requirement of unity of invention shall be examined among
inventions described in claims.

Basic Approach
An examination for unity of invention

— determining whether two or more inventions have the same or
corresponding STFs.

If what was deemed to be a “STF” doesn’t contribute to the prior art of
the relevant inventions,

— it is denied posteriori that the technical feature is a “STF”

32



-
Basic Approach (Example 1) JPO .

Claim 1: compound A. (transparent substance having improved "-‘-"1
oxygen barrier characteristics) .("-
iy S
L
Claim 2: A food packaging container composed of compound A.
___Fa%
&L

(Explanation)
Since compound A itself has a contribution over the prior art, the inventions
of Claims 1, 2 have the same special technical feature.

33



Basic Approach (Example 2) JPO

JAPAN PATENT OFFICE

Claim 1: A method of lighting comprising shielding a part of illumination
light from the light source.

Claim 2: A lighting system with a light source and a light shielding part

that partially shields against illumination light from the light
source.

&)

(Explanation)

Because shielding a part of illumination light brings a contribution over the

prior art, the inventions of Claims 1, 2 have the same special technical
feature.
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o
Basic Approach (Example 3) . .

Claim 1: A transmitter with a time axis extender for a video signal.

Claim 2: A receiver with a time axis compressor for a received video signal.

(Explanation)
The special technical features of the inventions of Claims 1, 2 are equipping
a time axis extender and a time axis compressor respectively. Both
functions lie in extension of the time axis to transmit a video signal and
compression of the time axis to receive a video sighal respectively.
Therefore, they are related complementarily. the inventions of Claims 1, 2
have the corresponding special technical feature.
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Examples with a Specific Relation among Claims JPO

(1) Product and Method of Producing it, Product and Machine,
Instrument, Device, the Other Means for Producing it

If a production method or a production device, etc. Is
suitable for producing “the product”, they have the same or
corresponding special technical feature.

(2) Product and Method of Using it, and Product and Another
Product Solely Utilizing Specific Properties of the Product

If a “method of using a product” is suitable for use of “that
product”, they have the same or corresponding special
technical feature.

FICE
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Examples with a Specific Relation among Claims JPO

(3) Product and Handling Method of the Product, or Product
and Another Handling Product of it

If a handling method or another handling product is suitable
for handling “the product”, both have the same or
corresponding special technical features

(4) Method and Machine, Instrument, Device, the Other
Means Directly Used to Carry Out the Method

If a device directly used to carry out a method are suitable
for direct use to carry out “the method”, both have the
same or corresponding special technical features.

FICE
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Outline

|. Background

I. Patent Examination Practices and
Policies of JPO

lll. Unity of Invention
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Thank you
for your attention!
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