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Opportunities through patent families 

If same or similar invention was filed in several IPOs  
e.g. a PCT application entered several national phases, the 
results of substantive examination for these members of the 
patent family may be utilized 

Types of families 
Simple family (usually same invention, most likely similar claims) 
Extended family (at least similar invention, claims may differ) 
Technical family 

Need for databases providing 
Family information 
National examination status, to check if examination is pending 
National file inspection, to access examination reports, rejections 
 

 
 
 



Types of examination results 

Intermediary or pre-grant results 
Search reports (basic; enriched, e.g. including search strategies) 
List of citations 
Written opinions, examination reports 
Communications between applicant and examiner 
Third party observations 

Final results 
Granted claims; claims after opposition 
Rejections; withdrawals following substantive reports 

Post-grant results 
Additional prior art from opposition/re-examination 
Amended claims 
Communications between involved parties (3+) 
 

 



Overview of different terminology 
Search reports (basic; enriched) 

USPTO: "List of references cited by examiner", "List of references 
cited by applicant and considered by examiner" 
JPO: "Search Report by Registered Searching Organization" 
EPO: "European Search Report" 

Written opinions, examination reports 
PCT: "Written opinions" = examiner statements before IPRP 
issuance (sent to applicant) 
IPRP = Written opinion sent to designated/elected offices at the end 
of the international phase  
EPO: "European search opinion", "Communication from the 
examining division" (subsequent written opinions during 
examination) 
USPTO: "non-final rejections", "final rejections" 
JPO: "Notification of Reasons for Refusal" 

 
 



Main products of PCT international phase 
Publication of international application (bibliographic data, 
abstract, description, drawings, claimsw) 
International search report (ISR) 
Written opinion of ISA (WO-ISA) 

prepared as part of international search, but deals in 
substance with examination matters 

(Where applicable) supplementary international search report 
(SISR) 
(Optional) informal comments by applicant on WO-ISA 
International preliminary report on patentability (IPRP) 

IPRP (Chapter I) = WO-ISA plus cover sheet 
IPRP (Chapter II) = international preliminary examination 
report (IPER) 



International publications 

18 month after filing/priority date: WO-A1 or WO-A2  

WO-A1: international application + international search report 

WO-A2: international application only if ISR not yet available 

Front page, description, drawings, claims 

Declaration that no ISR will be established (Article 17(2)(a)) 

WO-A3: Later publication international search report + front page 

WO-A4: Later publication of amended claims and/or statement (Article 
19) 

WO-A8: Republication front page with corrections  

WO-A9: Republication of full application or ISR with corrections, 
alterations or supplements 



ISR 
Established by (selected) competent ISA 
Search based on claims as originally filed (Article 15) 
Search performed according to PCT examination Guidelines 
Prior art is everything made available to the public (Rule 33) 

in written disclosure (may refer to oral disclosure, exhibition) 
prior to the international filing date (ie priority is irrelevant, in 
case priority claims is invalid for certain subject matter) 

Not any written disclosure is to be searched: only PCT minimum 
documentation (Rule 34) 
In case of lack of unity, only "first" invention will be searched (Rule 
40), unless additional fees are paid 
ISA can decline search of certain subject matter (Rule 39), namely 
subject matter that is often excluded from patentability in national 
laws (PCT does not define what is patentable!) 



ISR 
ISR is "enriched" search report as it includes 

List of relevant prior art documents (citations): plus indications: 
For which claims a document is relevant 
Which parts of the document are relevant (eg. Line 5-6, page 
7; drawing 6) for those claims 
Why the document is relevant (challenging novelty, inventive 
step; describing background art) 
IPCs of the claimed subject matter 
Limited search strategy: technology areas (IPC) searched 

Includes observations regarding lack of unity, or whether no 
meaningful search could be performed (clarity of claims) 

 



Application number 
 
International Patent Classification 
 
Category X, Y, A, etc. 
 
Relevant to Claim ... 
 
Cited documents 
 
Technical Fields Searched 
 
Searching Authority 
 
Date of Completion of the Search 
 
Examiner 

Enriched prior art search reports 



Categories of citations 

X particularly relevant if taken alone (novelty) 
Y particularly relevant if combined with another document of the same 

category (inventive step) 
A technological background 
O non written disclosure 
P intermediate document, i.e. published between the earliest priority 

date and the filing date 
T theory or principle underlying the invention 
E earlier document but published on or after the filing date 
D document cited in the application 
 
See 16.59ff of the PCT Examination Guidelines 

 

Rule 204 (d) 

Rule 204 (c) 

Rule 204 (a) 



Prior art categories 

Publication dates of prior art documents 
 

Priority date Filing date 

X / Y / X, Y P, X E, X 

A / D / T 



Summary: prior art 

Regular patent document publications: 
Publications of search reports (EP-A1/A3, WO-A1/A3) 
Front pages of publications of granted patents, republications after 
opposition (EP-B1/B2..) 

Other access options per application 
Search reports accessible through file inspection (US-Pair, AIPN, 
KPION...) 
Prior art citations lists in registers (e.g DE or EP Register) 
Lists of forward and backward citations in patent databases, e.g. 
Espacenet, commercial providers,... 

Other access options per family: 
CCD 
Forward citations: only Espacenet (per document, not per family) 
 
 
 
 



Citations only, e.g. EP-B1 

 
Patent literature 

Non patent literature 



European Patent Office 15 EP1234567 

http://worldwide.espacenet.com/publicationDetails/inpadocPatentFamily?CC=EP&NR=1234567A2&KC=A2&FT=D&ND=3&date=20020828&DB=worldwide.espacenet.com&locale=en_EP


Summary: Access to written opinions, etc 

File inspection gives access to all communications between 
applicant and office/examiner, in particular 

E.g. examination reports/written opinions which are not 
published like search reports 
Final rejection rulings 
Grant decisions 
Amended claims 

Possible usually through registers; e.g., at Patentscope, EP-
Register, US-PAIR, AIPN, DPMA Register (soon) 

 Provide also up-to-date legal status information, i.e. whether 
 Application/examination is pending 
 Patent is in force, lapsed, … 

For general information see WIPO register portal (see browse tab of 
Patentscope) or at: http://www.wipo.int/branddb/portal/portal.jsp 
 

http://www.wipo.int/branddb/portal/portal.jsp


WIPO patent register portal 

 

http://www.wipo.int/branddb/portal/portal.jsp 

http://www.wipo.int/branddb/portal/portal.jsp


 



Selected online resources 
European Patent Register (EP) 

https://register.epo.org/espacenet/regviewer  
Common Citation Document  (Pilot) 

http://www.trilateral.net/ccd 
Patentscope 

http://www.wipo.int/patentscope/search/en/search.jsf 
Public Pair (US) 

http://portal.uspto.gov/external/portal/pair 
AIPN (JP) 

http://aipn.ipdl.inpit.go.jp/ 
K-PION (KR) 

http://kposd.kipo.go.kr:8088/up/kpion/ 
DPMAregister (DE) 

http://register.dpma.de/DPMAregister/Uebersicht?lang=en 
 

 

https://register.epo.org/espacenet/regviewer
http://www.trilateral.net/ccd
http://www.wipo.int/patentscope/search/en/search.jsf
http://portal.uspto.gov/external/portal/pair
http://aipn.ipdl.inpit.go.jp/
http://kposd.kipo.go.kr:8088/up/kpion/
http://register.dpma.de/DPMAregister/Uebersicht?lang=en


Online resources 
European Patent Register (EP)  

EP applications: enriched SR, ER, examination status, file wrapper) 
Common Citation Document 

SRs for EP, JP, US, WO,….. 
Patentscope 

WO applications: enriched SR, ER, file wrapper 
Public PAIR (US) 

US applications: file wrapper with SR, ER, examination status 
AIPN (JP) 

See topic 6 presented by JPO 
K-PION (KR) 

See topic 6 presented by JPO 
DPMAregister (DE) 

DE applications: SR, examination status (file wrapper from Q3/2013) 
 

 



Issues with final results 

Utilization of final results (grants/refusals) 
Requires identical/similar invention (simple family) 

E.g. if original claims are similar 
For grants: 

Requires cooperative lawyers/applicants that agree to use/submit 
the claims granted abroad 
Requires those claims to be compatible with national law, e.g. 
exclusions 
Requires confidence in the work of other IPOs 
Results from different IPOs may be different (see exercises) 
Implies considerable delay because final results have to become 
available 
 

 
 

 
 
 



Issues with final results 

Utilization of final results (grants/refusals) 
Requires identical/similar invention (simple family) 

E.g. if original claims are similar 
For rejections: 

Requires access to file wrapper (file inspection) to see rejection 
ruling 
Rejection ruling only applicable if claims to be rejected are similar 
 

 
 

 
 
 



Issues with intermediary results 

Implies some but smaller delay than waiting for final results 
Searches are based on claims: the foreign search results may be 
incomplete/inappropriate if claims are different 
Requires checking whether same priorities 
Different priorities and priority dates can lead to different claims or 
prior art 
Usually no problems if simple family 
Using results for members of extended family which are not in same 
simple family may be problematic (compare claims !) 

 
 
 
 

 
 
 
 
 



Planning of utilization 

►Utilization of examination results requires knowledge of 
Family information, i.e. where else has an invention been filed 
(Paris, PCT, technical family) 
Examination practice of other IPOs, i.e. do they have deferred 
examination (e.g. DE), is prior art search mandatory (e.g. EP, 
PCT) ? 
Examination status, i.e. is substantive examination under way 
(i.e. national phase entry for PCT applications); requires publicly 
accessible patent register 

►Depending on your national requirements, e.g. deadline for first 
action by examiner 



Retrieval options 

Request applicant to submit information; some legislations provide 
for a respective obligation 
Can you trust the applicant? Would he submit a rejection ? 
Active retrieval/checking by examiner, i.e.  

Research family information and  
Check examination status and 
Retrieve results from online resources 
 
 



Retrieval options 

Active retrieval by examiner, i.e. research family information and 
research examination status and retrieve results from online 
resources 
Request applicant to submit information; some legislations provide 
for a respective obligation 

 

Article 124 EPC 
 (1) The European Patent Office may, in accordance with the 

Implementing Regulations, invite the applicant to provide 
information on prior art taken into consideration in national or 
regional patent proceedings and concerning an invention to which 
the European patent application relates. 

 (2) If the applicant fails to reply …. deemed to be withdrawn.  
 
  



Checklist for using external examination 
poducts 

Active retrieval by examiner, i.e.  
Research family information and  
Check examination status and 
Retrieve results from online resources 

Request applicant to submit information 
Carefully check whether results are applicable: 

Same or similar claims (claim correspondance table) ? 
Compatible with your exclusions from patentability,…? 
Is priority valid? 
New search needed, eg if claims were not searched by ISA? 
Can you wait for results from other IPOs ? 
Are the results of other IPOs consistent ? 
 
 



REMINDER: National sovereignty 

Paris Convention: 
 

No obligation to use results of others, or to follow their 
conclusions 
 
IPO has obligation to observe national legislation 
IPO has responsibility/liability for quality patents 
 

 
 
 
 



Thank you 
 

lutz.mailander@wipo.int 
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