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Claims 

Clear and concise 

Fully supported by 

the description 

 

 

Description 

Invention disclosed 

in a sufficiently clear 

and complete 

manner so a person 

of ordinary skill can 

carry it out 

No contradiction between the two parts 

Claims and Description 



ñA Person of Ordinary Skill in the Artò 

The person of ordinary skill in the art is a 

hypothetical person who is presumed to have 

known the relevant art at the time of the invention. 

Legal Construct 



No new matter may be added after filing. Thereforeé 

 

Description of the invention must be of sufficient depth at 

the time of filing: 

Is used as a dictionary to interpret the claims 

Can be used as support base for amendments 

Must support the claims ï verbatim in some 

jurisdictions 

Includes various possibilities and examples 

Role of Description 



Two key requirements of description: 

Enabling disclosure (sufficiency) 

Support (written description) 

Å Both are separate and distinct requirements under U.S. Patent Law ï 

35 USC 112, first paragraph.  

Å Also required in European law - ñBoth requirements are designed to 

reflect the principle that the terms of a claim should be commensurate 

with, or be justified by, the invention's technical contribution to the art.ò 

(EPO Guidelines for Examination, 6.4) 

Requirements ï In Every Major Patent Office 



Enabling disclosure (sufficiency) in the US 

whether the specification provides sufficient 

information such that one skilled in the art can 

make and use the claimed invention with undue 

experimentation 

 Support (Written Description) in the US  

whether the specification reasonably would have 

conveyed to one with ordinary skill in the art that 

ñthe inventor possessed the invention at the time of 

that original disclosure.ò 

Requirements ï In the US 



Two key requirements of description: 

 

Enabling disclosure (sufficiency) 

Support (written description) 

Can a skilled person 

perform the 

invention [US: 

without undue 

experimentation]? 

Role of Description  



Role of description 

2 key requirements of description: 

Enabling disclosure (sufficiency) 

 

 

 

Support (written description) 

Can a skilled person 

perform the 

invention [without 

undue 

experimentation]? 

Shows inventor was in 

control of the invention 

(US). Claims are no 

broader than justified by 

the invention's technical 

contribution 



The [claimed] invention shall be disclosed in a manner  

sufficiently clear and complete for it to be carried out by 

a person skilled in the art. 

Enabling to ña person skilled in the artò 

On the basis of the information disclosed and the 

common general knowledge 

No undue burden / undue experimentation / inventive 

efforts required, e.g., some experimentation is 

allowed and even expected. 

Enabling Disclosure Requirements ï 

Sufficiency 



Claim 1: A process for making a chemical compound 

Description: A detailed description for how to carry out 

the process, but no description as to how to make the 

reagents used in the process. 

Does it meet the requirement? 

? 

Enabling Disclosure ï Example 



Claim 1: A process for making a chemical compound 

Description: A detailed description for how to carry out 

the process, but no description as to how to make the 

reagents used in the process. 

Does it meet the requirement? 

If a person skilled in the art cannot produce these reagents based 

on their common general knowledge, then the description does not 

contain an enabling disclosure of the claimed invention. 

Enabling Disclosure ï Example 



Claims should not be broader than the scope justified by 

the invention's technical contribution to the art 

 

Claims should not extend to subject matter, which, after 

reading the description, would not be at the disposal of a 

person skilled in the art. 

An essential feature is missing 

Contradiction between claims & description 

The scope of the claim covers an area which has not 

been invented (speculative) 

Support Requirementsï Written Description 



Claim 1: A method of treating a disease using a 

Bifidobacteria strainé 

Description: All examples relate to methods of treating 

diabetes using Bifidobacteria breve strain 174 

Does it meet the requirement? 

? 

Support Requirements ï Example 



Claim 1: A method of treating a disease using a 

Bifidobacteria strainé 

Description: All examples relate to methods of treating 

diabetes using Bifidobacteria breve strain 174 

Does it meet the requirement? 

? 

Support Requirements ï Example 



Claim 1: A method of treating a disease using a 

Bifidobacteria strainé 

Description: All examples relate to methods of treating 

diabetes using Bifidobacteria breve strain 174 

Does it meet the requirement? 

In most jurisdictions, claim 1 is unlikely to be 

found to meet the support requirement: 

* disease > should be narrowed 

* Bifidobacteria > should be narrowed 

Support Requirements ï Example 



In the U.S., itôs no longer a required element but 

the best mode of performing the invention 

should be included (known to the applicant at 

the time of filing) 

 

In the EP, explicit indication of the industrial 

applicability (where not immediately apparent) 

Other Requirements of the Disclosure ï 

Jurisdiction Based 



Title 

Field of the Invention 

Background 

Summary 

Brief Description of the Figures  

Detailed Description 

Examples 

Claims 

Abstract 

Sequence listing  

Parts of Application ï in order 



Claims ï once these are drafted, the application is 60% 

finished 

Summary ï the independent claims 

Brief Description of the Figures  

Detailed Description ï the entire claim set 

Examples ï prophetic or working 

Field of the Invention ï 1-2 sentences 

Background - 1-2 paragraphs 

Abstract ï a summary of the main independent claim 

Sequence listing  

Suggested Order of Drafting Application 


