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How to use GoToWebinar
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Structure of the Webinar

Presentation: Understanding Examination and Refusal 

Procedures in Japan

Interactive questions during the webinar

Questions and answers session at the end

Presentation slides available for download 

Recording will be uploaded on the Madrid Webinar page

Short survey to provide feedback
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https://www.wipo.int/madrid/en/webinar/


Understanding Examination and 

Refusal Procedures in Japan 

Overview 

How to avoid provisional refusals

How to respond to provisional refusals

After receiving grant of protection
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Numbers of TM Filing in JP
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Question 1

Which country is the top filer through the Madrid protocol 

to Japan?

China

United States of America

Germany
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Designations of JP in 

international registrations & 

subsequent designations by 

Country of Holder (2019)

Designations of Japan by Country of Holder
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Source: WIPO IP Statistics Data Center

Others
3,040
19%

United States of 
America

3,421
21%

China
2,277
14%

Germany
1,712
10%

France
1,260

8%

Switzerland
1,104

7%

United Kingdom
944
6%

Italy
920
6%

Republic of Korea
713
4%

Australia
463
3%

Spain
347
2%



Pendency in TM Examination in JP
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Source: Statistical data provided by JPO



Question 2

What percentages of the provisional refusal issued by 

the JPO for Madrid filings?

Around 30 – 40 %

Around 40 – 50 %

Around 50 – 60 %
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Provisional Refusal Rate and 

Final Registration Rate
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Provisional Refusal Rate 
(2018FY)

54.5%

Final Registration Rate 
(2018FY)

84.8%

Source: Statistical data provided by JPO



Question 3

What ground for refusal is the most common in Japan?

Prior right on Similarity

Distinctiveness of Marks

Indication of G&S
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Top Reason of Ground for Refusal
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Ratio of ground for refusal out of First Actions issued by JPO

Source: Statistical data provided by JPO

(2018FY)



How the Madrid System Works

The International Trademark Registration Process
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Flow of Madrid Procedure in JP
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How to avoid Provisional Refusals
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Search Acceptable Indications of Goods & Services

 Madrid Goods & Services Managers

 J-Plat Pat (Database for G&S provided by JPO)



How to avoid Provisional Refusals
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Madrid Goods & Services Managers



How to avoid Provisional Refusals

17

Madrid Goods & Services Managers



How to avoid Provisional Refusals
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Madrid Goods & Services Managers



How to avoid Provisional Refusals
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J Plat-Pat



How to avoid Provisional Refusals
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J Plat-Pat



How to avoid Provisional Refusals
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 Clear indication?

 Too vague, linguistically incorrect, or incomprehensible, etc.

 Proper class?

 Classification is done by the IB

 The IB applies the Nice Classification edition at the time of IR

 Proper similar group codes?

 These codes presume similarity of G&S

 Used as keys for searching trademarks

Key factors to be considered in examination



How to avoid Provisional Refusals
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Similar Group Codes

 Similar Group Codes are search keys for trademarks 

registered/applied in relevant field of G/Ss.

 G/Ss which have the same group code will be presumed 

to be similar in the Examination.

 They ensure consistency in determining similarity of G/S 

in examination and predictability for applicants.



How to avoid Provisional Refusals
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How are Similar G/Ss

Grouped?

Similar goods are grouped based 

on…

• Manufacturing / sales division

• raw materials

• quality

• intended use

• scope of consumers

• relevance between the finished 

product and spare parts, etc.



How to avoid Provisional Refusals
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Similar Group Codes among several classes

 G&S can be similar among 

several classes.

 Similar Group Codes enable 

examiners to cross-search 

trademarks registered in other 

classes.

 Similar Group Codes among 

several classes



Question 4

Will the JPO accept all of the indication of Class heading 

in Nice classification?

Yes

No
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How to avoid Provisional Refusals

26

Unacceptable Indications – Nice Class Heading NCL (11-2019)



How to avoid Provisional Refusals
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Unacceptable Indications – Nice Class Heading NCL (11-2019)



How to avoid Provisional Refusals
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Unacceptable Indications

 Indications relating to Retail/Wholesale Services (Class 35)



How to avoid Provisional Refusals
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Search prior trademarks



How to avoid Provisional Refusals
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Search prior trademarks



How to avoid Provisional Refusals
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Search prior trademarks



How to avoid Provisional Refusals
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Search prior trademarks



How to avoid Provisional Refusals
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Prior trademarks: Consistency of names/addresses

 When determining conflict with prior marks, the JPO handle the 

identity of the holder of the applied mark and that of the prior marks 

in a strict manner.

 There are some cases, notifications of provisional refusal are 

issued, because names or addresses of the holder of applied 

mark and that prior marks are not consistent even though they 

are actually the same holder.

 When there is a change in name or address of the holder, it is 

recommended for holders submit a request for changes of 

name/address as soon as possible.



How to avoid Provisional Refusals
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Intention to Use the Mark

 When it is reasonably questionable to whether the holder currently 

uses or will use the trademark for the designated G&S, the JPO 

will issue a provisional refusal to confirm the holder’s use of or 

intent to use the mark.

 The number of Similar Group Codes assigned G&S in one class is 23 or 

more;

 Two or more Dissimilar “Retail/Wholesales Services” are designated 

in Class 35;

 General retails/wholesales services by an individual person.



How to avoid Provisional Refusals
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Intention to Use the Mark

 If you received a provisional refusal on the ground of intention to 

use the mark:

Measures to be taken

 Provide documents providing that the applicant is conducting 

business in connection with the designated G&S

 Provide documents confirming that the applicant has plans to 

conduct business related to the designated G&S

 Limit the list of designated G&S



How to respond to Provisional Refusals
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Total Refusal

 The JPO only issues a 

total refusal even where 

the grounds for refusal 

concern only some of 

G&S



How to respond to Provisional Refusals
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How to overcome refusals

 “Limitation” with WIPO

 “Written amendment/Opinion” with JPO
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“Limitation” with WIPO

 Filing requests to limit the indications of designated 

G&S (MM6)

 Limitations can be requested by holders or their 

representatives for IRs with the prescribed fee to WIPO

 Limitation can be requested at anytime while the case 

is pending before the JPO in order to overcome 

grounds for refusals

How to respond to Provisional Refusals
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“Written amendment/Opinion” with JPO

 Written amendments/Opinions must be submitted only 

through representatives domiciled in Japan using the 

JPO’s official form

 The JPO does not require a payment of fees to submit 

a written amendments/Opinion

 Written amendments/Opinions can be submitted via a 

local attorney while the case is pending at the JPO after 

the notification of provisional refusal issued

How to respond to Provisional Refusals
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Suggestions for amendment/limitation in the provisional refusal

How to respond to Provisional Refusals
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Suggestions for amendment/limitation in the provisional refusal

How to respond to Provisional Refusals
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Suggestions for amendment/limitation in the provisional refusal

How to respond to Provisional Refusals



After Receiving Grant of Protection
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After Receiving Grant of Protection
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 Certificate will be issued and sent 

directly to the holder or a 

representative domiciled in Japan 

(if any)

Certificate of Trademark Registration



More information
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Examination Guidelines
https://www.jpo.go.jp/e/system/laws/rule/guideline/trademark/kijun/index.html

https://www.jpo.go.jp/e/system/laws/rule/guideline/trademark/kijun/index.html


More information
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Madrid Member Profiles
https://www.wipo.int/madrid/memberprofiles/#/

https://www.wipo.int/madrid/memberprofiles/#/


Q&A Session about the Webinar

Masatoshi Otsuka

Associate Officer, 

Madrid Information and 

Promotion Division

Maiko Hagiya

Fellow, Madrid 

Operations Division

47



Keep Updated on the Madrid System

Visit the Madrid Website

Access Madrid Webinars

records and stay tuned for 

new topics

Play our Madrid “How-to” 

videos

Subscribe to Madrid Notices

Contact us: Contact Madrid
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http://www.wipo.int/madrid/en
http://www.wipo.int/madrid/en/news/2017/news_0011.html
https://www.wipo.int/madrid/en/news/2019/news_0020.html
https://www.wipo.int/newsletters/en/
http://www.wipo.int/madrid/en/#contact

