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Protecting your Trademark-Abroad

A Guide to the WIPO Madrid System and IP Tools for SMEs
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IP Attorney, Australia.
External Consultant
WIPO Madrid

=

WIPO | MADRID

The International
Trademark System



GoToWebinar AH& H

File View Help Q. DX
v Audio )
Sound Check «mE 2

(®) Computer audio

7
@ P) Phone call
(O) No audio

& MUTED

g
HP E243m (NVIDIA High Definition A... v

Talking: Madrid Promotion

w» Handouts: 1 |

7
®
O

. MPM [Autosaved].pdf

w Questions 8

WIPO | MADRID

The International
Trademark System



= gflu|Lto| 7

B T AHOIME&HEILE S &0 2E0| =0 &)
B OE2|E XNEo| 7iZA OFLY
B =SA7|9S st wIPOQ| IP tool2| &7

WIPO | MADRID

The International

Trademark System



WIPO M A X| &R AR 7| =

W 1884'd m2| =2k 1886 HIEX
W 19673 MAXIHI{LHH 7| QEEH(L2FES)
B 1974E UN M 27|+

B UHAR CIXI0 S Ale™ A0
B 2% 29 AMXl S 7|E} O|&EHEO| XMEAH HS
B 25 292 Myt

WIPO | MADRID
The International



WIPO

Patents
WIPO|PCT

The Intemational Patent System

Trademarks
WIPO | MADRID

The Intemational Trademark System

WIPO

WORLD
INTELLECTUAL PROPERTY
ORGANIZATION

Industrial Designs Geographical
WIPO | HAGUE Indications
WIPO | LISBON

The Intemational Design System

The Intemnational System of
Geographical Indications

Dispute Resolution Domain Names
WIPO | ADR WIPO | ADR
Arbitration and Mediation Center Arbitration and Mediation Center

WIPO | MADRID

The International
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Members of the Madrid System

- 114 members (including EU and OAPI) S —
covering 130 countries The International
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B Africa: 2O0t=ZE|7t52t=

B Arab region: AFC| Of2tH|Of

B Asia: $22LE Al THEOHF 7| L, A 2|27, T K|

B Europe: SE}

WIPO | MADRID

11111111111111111111

17



18

OrE2|E M= Ol ZAr: 7|82

m OO ARRIRE A7|9 9 Cf7|Y B OtE2|E HES
M TR AN BYS 25017| 93 Halstn
H8 BEX 0 £E02 0)7|1 Ug

Trademark System



OFEZ|E X E: =2 O

THE MADRID SYSTEM: PROTECTING TRADEMARKS ABROAD
ONE-STOP SHOP

GLOBAL REACH
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Madrid System

Designating Brazil, China,
Germany and Japan, for a
mark in color for 2 classes of
goods/services

= CHF 2,116

AHIZHEZO| ERI012 7| E =47 90%S

National Route

B Official fees for 4 countries
B Additional costs:

M 4 x translations

B 4 x local attorney fees

WIPO | MADRID
The International



H| S

g AQIATEIO 2 WIPOO| HE Tt

W EsrE

B 653 AA 2 SHE FXA
B o03 A%Aamar — Mx{ 3

B|FES2E - HES2E(R
e SRENF £ L

WIPO | MADRID
The International

ona
rademark System

21


https://www.wipo.int/about-wipo/en/activities_by_unit/index.jsp?id=46
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o] : o Certifies the international
o -5 Office of Origin application and forwards it
.EE to WIPO
w
o Formal examination; registers the mark in
(eb) the International Register and publishes the
= inte rmational registration in the Gazette.
E Issues a certificate of registration and notifies
(p] the designated Contracting Parties
"4
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IP & INNOVATION ECOSYSTEMS SECTOR (IES)

Office of
the ADG

Department for
Economics and Data
Analytics

« Data analytics

* Gll, WIPR, WIPI
» Economic research (Creative
and Innovation Economy)

Judicial Institute
» Judicial Institute
* Case law databases
* Wipo lex

%
%

IP for Innovators

Department

* TISCs

Academic support

Tech Transfer

Patent Analytics

Selected CDIP/Regional projects

O,

IP for Business Division
» Develop Tools and Materials for
Businesses
* Work with SMEs Intermediaries and

National IP offices
» IP Management Clinics
* Inventor Assistance Program
» Patent Drafting Programs
» |P Financing & valuation
* IP Commercialization

Arbitration and

Mediation Center

IP Disputes

Internet IP Disputes

ADR Collaborations

ADR Business development

WIPO | MADRID

The International
Trademark System



Gll & WIPI Example

i e o by s Global Innovation Index
atents in force in China grew 6% in .
1.8. Patents in force at the top 10 offices, 2021 202 2 ra n k I n g S

4,000,000

3,000,000
2,000,000 Income Income
GII group Reﬂi‘m Gll group  Region
rank Economy Score  rank rai rank Economy Score  rank ranl
1,000,000 . - erlan ; %7 Wome 788
UUnited States 61.8 1 68 Costa Rica
o - - - I | Swedan 66 69 Argentina

Fatents in force

1
2 2
: : .
3 & ] 2 & & 4 United Kingdom 50.7 4 70 Bosnia and Herzegovina
o $ A ,p&a (63{\ K » 'Q-§\ J_:?F & 5 Netherlands s80 5 71 Mongalia
i t}' oF b o bé 6 Republic of Korea 518 & 1 72 Bahrain
& o & 7 Singapare 513 7 2 73 Tunisia
L & Germany 57. 3 74 Georgia
q&&p j 9 Finland 5.9 9 75 Indonesia
10 Denmark 55.9 10 76 Jamaica
Office 1 China 553 1 3 77 Eelarus
12 France 55.0 1 8 78 Jordan
M Fesident W Mon-resident W Total 13 Japan 536 12 4 79 Oman
14 Hong Kong, China s 13 5 80 Armenia
. 15 Canada 50.8 1 2 81 Panama
Source: Figure A38. 16 Israel 502 15 - 82 Uzhekistan
17 Austria 502 16 83 Kazakhstan

WIPO | MADRID

The International
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IP for Business

&) MY
O patents, utility models @ copyright, design COMPANY trademark, copyright,
~ or trade secrets rights design rights

N (Y

IO N4

. (4

a trade secrets @E design rights, §ﬁ “:f

copyrights, | I 4

patents” WIPO | MADRID

The International
Trademark System
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WIPO IP Diagnostics
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Arabic, English, Spanish, French, Chinese,
Russian and Japanese and more to come ...
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STEP 1 — Access the WIPO IP Diagnostics Webpage

WIPO IP Diagnostics

AFO|EO| © 510 start
WIPO IP diagnostics & WIPO IP Diagnostics
S 2I5H Al=beh

WIPO IP Diagnostics is a free, intellectual property (IP) self-assessment tool that helps
businesses identify their IP assets.

(=]]] |_ | E O‘" |_ ol &t After you complete a section, a report that gives you recommendations and further information on IP
-'él A O —_ 7 H = and business competitiveness will be generated.

Qoo

= HA O . » How is the IP assessment conducted?

» How is the IP Diagnostics report generated?

» What does the IP Diagnostics report include? Video: Helping Your Businesses Identify and Grow with
Intellectual Property with the IP Diagnostic Tool

Find out more: Brochure @3 | FAQ @B

Start WIPO IP Diagnostics

WIPO | MADRID

The International
Trademark System


https://www.wipo.int/ipdiagnostics/en/

Q Pre-assessment

.
.
O basic questions regarding your business

Have you developed a product, process, service or a technical modification that you consider new, innovative or
unique?

O Yes O No

Do you generate materials like manuals, pamphlets, labels, or produce videos, software, newsletters, music clips,
etc.?

© Yes © No

Do you use features like patterns, lines, colors or shapes to make the external appearance or the packaging of your
product attractive?

O Yes O No

WIPO | MADRID

The International
Trademark System



STEP 3 — Sections

Overview of WIPO IP Diagnostics

SECTIONS
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Trademarks

Web format
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Report of WIPO IP Diagnostics
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TRADEMARKS

With your answers, you have indicated that you have already a trademark for your
business registered at the national or regional intellectual property office or you have
applied for one. This means that you have protected or applied to protect a sign that
identifies and distinguishes your products and/or services from those of others in the
marketplace.

You now have a powerful business asset; it might even be the most powerful asset you
own, You can prevent competitors from making unauthorized use of your trademark (that
is from marketing identical or similar products under an identical or confusingly similar
trademark) and you can use it to build your brand image and reputation allowing you to
create a relationship of trust with your consumers and thus establish a loyal clientele and \D R I D
enhance the goodwill of your business. Trademarks are a powerful instrument to capture al

the consumer’s attention and make your products stand out. Consumers are willing to pay tem

more for a product bearing a trademark that they recognize, and which meets their



IP for Business Guides

Enterprising Ideas

A Guide to Intellectual Property
for Startups

Intellectual Property
for Business Series
Number 6

New in 2021

WORLD
INTELLECTUAL PROPERTY
ORBANIZATION

Making a Mark I Looking Good

Ay i Textaerin Sy o b iy
S e Lt e S e leamresd Lot

I In Good Company

Marsyre bintactan Popats snoms
Alrien

e St S el 433 £

See the entire series at
https://www.wipo.int/publications/en/series

i isp?id=

/index.jsp?id=181 WIPO | MADRID

The International
Trademark System
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60,000
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40,000
30,000
20,000

Madrid applications

101 3.5
2007 2008

I MADRID APPLICATIONS

‘13-8.----_

. 107 5.8 5.8 5.4 3.0 11

2009 2010 201 2012 2013 2014 2015
Application year

I GROWTH RATE (%)

9.2

2016
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2017 2018 2019 2020 2021

WIPO | MADRID

The International
Trademark System

43



AI—

207l &&=(2021H)

Madrid applications

13,276

- 4,88 4,215
' 3,832
3,25 3,173 2583 ,
I l . . ’ o g L2 L 108 2 7m 7w
H A E e mesmem-
*_.
D N Q

©)

ANNUAL GROWTH RATE (%)
180 -213 307 126 93 62 103 166 106 248 82 218 11 425 173 494 156 174 204

Q> Q> @
S & O K

i & < < ° 8 S St & N o &
& & \’b’ 0\ 3 N 3 & @ 5 N ¢ N S
N @ N ° BN & N (> @ 0 QO
2 < s‘\\"f N S S S 2 v & & &
& \\0 Q <& 9
& N &
Q N
® N
Q.
Origin

WIPO | MADRID

The International
Trademark System

44



Top 20 =& = 2022

14,000
12,447
12,000
10,000
8.000 7,689
6,000
4,992
4394 4185 2o
4,000 o 3,115
2,350 2,348 ;
2,000 799 1574 1 438
' I ! 1,154 1,108 918 867
) BEEEEmm=
&S & N » N & SN N A @ Q& &
& & & & Qq &° s’bQ & B N IV I P i O
& S v & ° ¢ ¢ F
& ¥ X O
& S o £ WIPO | MADRID
Q.\\" The International

Trademark System

Madrid System Member



46

X9 25=2 sz - 2011/2021

1 71.5% 1541%
Europe Europe
1 13.9% 1 20.9%
Asia Asia
1118 0 1 19.6%
123% 143%
QOceania QOceania
104% 1 0.3%
Africa Africa
2011 2021
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Madrid System User Group

Madrid System User Groupdi|
7t51q FA 2
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https://madrid.wipo.int/
https://www.wipo.int/madrid/en/surveys/madrid-system-user-group.html

Next In-Person Practical Seminar
for Advanced Users — Sign up Now!

B Geneva, Switzerland,

November 2 and 3’ 2023 Meetvourspecial guest speakers
B Interactive sessions on l Q" I
International Application, Post- - L B
registration Management, dCPs 4 -
practices of Australia, China, . % \-
Republic of Korea, the US (TBD) Ms. WANG Yifei Mr. Howard LEE Ms. Kali Marshall
+ Legal Update and eMadrid. Cdyff Office, Republic o Koves Wdo;j"m'

B Registration fee: 600 CHF

Search for “Madrid Practical Seminar 2023 and
Visit our Madrid System News:
https://www.wipo.int/madrid/en/news/2023/news 0023.html

and more + WIPO experts

50


https://www.wipo.int/madrid/en/news/2023/news_0023.html
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https://www.linkedin.com/company/wipo/mycompany/verification/
https://twitter.com/wipo/
https://www.wipo.int/madrid/en/news/2021/news_0024.html
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WIPOD - International Trademark System Talks

WIPO
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International Trademark
System Talks
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The International
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https://www.wipo.int/podcasts/en/madrid/index.html
https://open.spotify.com/show/1HAounFdzeiMPfkc6ondTF?si=88f155c6093b4d6e&nd=1
https://podcasts.apple.com/us/podcast/wipod-international-trademark-system-talks/id1597903527
https://podcasts.google.com/feed/aHR0cHM6Ly9mZWVkLnBvZGJlYW4uY29tL3dpcG9kbWFkcmlkc3lzdGVtL2ZlZWQueG1s
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Madrid System Case Study Highlight:
Panasonic, Branding for Further Growth and
Greater Value

We continue with our highlights of key case studies giving you
practical insights on how companies across various industries use the
Madrid System globally to their advantage. Our latest study focuses on
Panasonic, the renowned Japanese electronics corporation.

St T i
MICROMAX

Panasonic provides a wide range of products
and senices that are used in consumers’
daily lives worldwide. These include home
appliances, the electronic components used
in them, housing and various senvices.

With more than a hundred years of experience, the company has been thoroughly committed to
creating a better life for its users under the brand slogan of "A Better Life, A Better World™.

Over the years, Panasonic introduced several business brands to achieve further growth and greater
brand value in each area of business. In 2008, the corporation changed its name from the
Matsushita Electric Industrial Co_, Ltd to the Panasonic Corporation, consolidating its brand
identity

Discover how, with such a varied portfolio and an expansion strategy geared internationally,
Panasonic uses the Madrid System to simplify the administrative procedures and greatly reduce
costs.

Read the full Panasonic case study

Micromax on How WIPO's Madrid System Supports its International Growth
Strategy

World Intellectual Property Organization - WIPO

~ MixMediaWorx on the Benefits of Using the Madrid System

World Intellectual Property Organization — WIPO

WIPO | MADRID

The International
Trademark System
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https://www.wipo.int/ipadvantage/en/search.jsp?service_id=611
https://www.wipo.int/ipadvantage/en/search.jsp?obj_protection_id=&type_id=&ip_right_id=&industry_id=&focus_id=&territory_id=&service_id=611
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https://www.wipo.int/madrid/en/tutorials.html
https://www.youtube.com/playlist?list=PLsm_LOEppJax-XDdxsPF7AN8k2CWt076X
https://www.wipo.int/podcasts/en/madrid/
https://www.wipo.int/madrid/en/webinar/#upcoming
https://www3.wipo.int/contact/en/madrid/
https://www.wipo.int/newsletters-archive/en/madrid_notices.html
https://www.wipo.int/madrid/en/index.html

