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TO FILE OR NOT TO FILE...

NATIONAL INTERATIONAL
REGISTRATION REGISTRATION
(MADRID SYSTEM)

$$$9% is a Major Consideration
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COST CONSIDERATIONS

Madrid System National Route
Basic Registration Local Attorney Fee
+ Home Attorney Fee + Official Fees x Classes
+ Basic Fee + Translation
+ Designation Fee x + POA
Classes + Notarization / Legalization
— TOTAL FILING FEE + Certificate of Good Standing

= FILING FEE PER COUNTRY
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ADDITIONAL COSTS

B Currency
B Single currency

usp [JJ*f] $ cap
EUR F CHF

A HhHh KM

B Exchange rates JPY 5% CNY
. . GBP [ kr SEK

B Invoicing markups / timing Ga s
= AUD § $ NZD

© Adobe Stock Images

B Home Attorney Fees
B Fee Quotes v. Fee Calculator

B Admin Fees
B Photocopying, international calls, etc.
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ADMINISTRATION
B Conflicts

B Choice of Languages
B English, French, Spanish
B Local National Languages

B Docketing
B Correspondence and Reminders
B Dependence on Local Attorney / Local Databases

B WIPO Madrid Monitor / WIPO Helpdesk
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FILING PROCESS

Office of Origin wm:-.“ and forwards it

1o WiIPQ

Formal examination: registers the mark in
the International Register and publishes th
international registration in the Gazette.
Issues a certificate of registration and notifies
the designated Contracting Parties

"4

Scope ""’TW;."E' mm:ﬁﬂ Office of Office of Office of
mﬂmm. axamination mﬂ the designated the designated the designated
domestic law, within 12/18 months [T ETRiT R 1Y Contracting Party Contracting Party

Stage 3 Stage 2 Stage 1
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SCOPE OF PROTECTION

B Broad coverage
B Over 130 countries

B 3 Regions (OAPI, EU,
Benelux)

. Benefits © Creative Commons
B Sourcing associate attorneys
B Quality control and consistency
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WIPO TOOLS

WIiPO

Learn all sbout the laws and practices of 1P Offices of Markiid System members.

SIMULATE INTERNATIONAL PROTECTION

Aseess the International Ag sudiatar 1o T st hiow Lve Madid System can proteet your

raclemark abroad

Use the Fee Calculator o estimats the cost of fiing and mansging an intermational registratior

Use Madrid Goods & Ser mages o sesect fran s of i build & fist of goads and
services that will be covered by your intemational regstraticn,

Learn all aboul the pendeney imes for ey Madiie System Liansactions.
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POST-FILING

B Timing
B 12 months v. 18 months
B Local wait time

B Registration Requirements
B Declarations of Use

B Dates of First Use
B Specimens of Use
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CENTRALIZED MANAGEMENT

Designation
( . . Change
‘ Subsequent designation ‘ _g
Change name/address/legal nature } Designation
‘: Change
Change in Ownership} o
[R tve detal } ‘ IR ‘ Designation
epresentative details Ch
P CHANGE anee
[ Other Recordals ]
Designation
o Change
Renunciation B J
Limitations Designation
' Change

Cancellations -

Replacement
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PORTFOLIO MANAGEMENT

B Subsequent Designation
B Expand protection
B Subsequent designation fee

B Renewals
B Changes of Name / Address

B Assignments
B Originals not required
B Notarization / Legalization
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ENFORCEMENT

B Effectiveness of Registration
B Cancellation
B Opposition
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2022 TOP 20 DESIGNATIONS
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CANADIAN STATISTICS

B Breakdown of the filings in Canada tell a story:

Year Volume of Filings
2018 62,235
2019 69,804 «— Madrid Protocol adopted
2020 71,887
2021 83,815
2022 72,436
2023 60209 (to Nov 30, 2023)
~ projected to 66,000

B Consistent increased filings in the last four years
compared to pre-Madrid Protocol.
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ADVANTAGES

B Higher Volume
B Cost effective
B Easy to do / More accessible

B Consistency
B Accession to Nice Classification and other treaties

B Smoother Process
B Removal of Notice of Allowance
B Removal of requirement for Declaration of Use
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TIMING

Dates of Trademark Applications being distributed for

B Canadian Timing: Examination
18-month Applications not using the Pre-approved List of Goods
walt to examination and Services: May 15, 2019

Applications using the Pre-Approved List of Goods and
Services: March 30, 2022

Madrid (based on date of WIPO notification of
designation): July 21, 2022

7.
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IT DEVELOPMENT

B Online Filings

B Updated Goods and
Services Manual

B Other Transactions
B Transfers

B Oppositions /
Cancellations
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Trademark E-Services

NEVADA  OHIO

The following options are available:

©

Group

New

Create a new
application

Amend International

Amend a previously filed
application

Create an application for
International
Registration

Group goods or services
(Nice Classification)

Renewal

Ownership &
Representation

Registration Adjusted

renewal fee

Search for applications Search for registrations
that are available for that are eligible for
registration renawal

Ownership changes,
agreements, and agent
appointments

Search for registrations
that require the payment
of adjusted renewal fees

TENNESSEE ~ TEXAS  WASHINGTONDLC. TORONTO

e
D[CKINSON(\/VRIGHT




IT DEVELOPMENT

B Document Retrieval
SYStem v Documents

All documents ) Submitted to CIFO ) Issued from CIPO @) Other documents )

Showing 1 to 20 of 20 entrie
Document name Type ¥+ Date +[# Format  File size Select (All/Mone)  Actions &
2023-10-11 POF M2 KB E £

Madrid Correctior Submitted 2023-10-05 PDF 140 KB . i

Madrid Cancellation partial Submitted

& Madrid Correction TIFF 1 KB

Research Sheet Other 2023-09-19 POF 16 KB i i

Amended Application Submitted  2023-08-01 POF 65 KB i L
& 2 FD 378 KE

Confirma Issued 2023-06-06 PO 14 KB i i

Confirma of Change - Ager ssued 2023-06-0 D 1 KB E i

Appointment of Agent Submitted 2023-08-05 PLF 56 KB K *

Confirmation of Change - Agent Issued 2023-04-12 POF 11 KB E
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