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How to use GoToWebinar
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Structure of the Webinar

Presentation: interactive questions during the webinar

Presentation slides available for download 

Recording will be uploaded on the Madrid Webinar page

Short survey to provide feedback
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https://www.wipo.int/madrid/en/webinar/


Why the Madrid System?



Lifecycle of an International 

Registration
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Does a similar mark already exist in 

my target markets?

Search the Global Brand Database
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https://www3.wipo.int/branddb/en/


Global Brand Database

More than 40 million records from 55 national and 

international collections

Downloadable search results and records

Easy to search

Automatic search suggestions 

Unique AI-powered image search for similar brands
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https://www3.wipo.int/branddb/en/index.jsp


Poll No 1

Can you find information on national 

registrations in countries that are not

members of the Madrid System?

Yes

No
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Questions?
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Why do I need to have a national mark 

as a basis to file an international 

application? 
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Conditions to use the Madrid System (Article 2 of the 

Madrid Protocol)

Entitlement

Basic Mark

File the international application through that Office, 

which would be your Office of origin



When do I have to provide an “address 

for correspondence” of the holder in an 

International Application? 

The holder wishes to receive communication to a 

different address than the one under “address of the 

holder”.

! It cannot be the address of the representative ! 

Provide an email
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Poll No 2

Should a translation of the mark be 

provided only if the mark is not in 

Latin characters?

Yes

No
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Example: Item 9(b):  Translation of 

the Mark



When should the verbal elements of 

the mark be entered in the form?

At any time, it is voluntary.

It is recommended when the verbal elements are 

not clear in the image.
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If the priority is claimed only for some 

classes, but for all the G&S in those 

classes, can I indicate only the 

class number? 

Yes, if the priority refers to all the G&S in one class. 
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Poll No 3

Should I notify WIPO when I submit the 

International Application to my Office of 

Origin?

No

Yes

19



What’s the difference between the 

Intention to use and Proof of use?
Intention to use:  

“Tacit declaration”

USA MM18 form - Watch webinar about USPTO

Declarations made by Contracting Parties

Proof of use: 

Proof of the actual use of the mark

Madrid Member Profiles
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https://www.wipo.int/meetings/en/details.jsp?meeting_id=59155
https://www.wipo.int/madrid/en/members/declarations.html
https://www.wipo.int/madrid/memberprofiles/selectmember


If I receive an International Registration 

certificate does it mean that my mark is 

protected worldwide?

No, protection is granted on a national/regional basis
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Poll No 4

As an employee of an affiliated 

organization, can I file an international 

application without authorization? 

Yes

No
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How to translate terms in Madrid 

Goods & Services Manager?
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Madrid Goods & Services Manager

Nice Classification class headings, terms and 

explanatory notes

Over 100,000 indications in English, 59,600 in 

French and 56,200 in Spanish of G&S acceptable to 

WIPO

Compile and translate your list in 21 languages 

Check acceptance of terms by WIPO and 35 

participating offices
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https://webaccess.wipo.int/mgs/index.jsp?lang=en


Can we use the item 10. b) of the MM2 

form to include a more specific description 

of G&S for the USA designation?

Yes, you can.
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How can I pay fees at WIPO ?

Current Account at WIPO

Bank transfer

Credit Card

More information on payment
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https://www.wipo.int/finance/en/current_account/
https://www.wipo.int/finance/en/madrid.html#accordion__collapse__03_a
https://www.wipo.int/finance/en/madrid.html
https://www.wipo.int/finance/en/madrid.html


Current Account at WIPO
Guide to the Current Account at WIPO (updated terms 

and conditions)

No minimum number of transactions

Initial payment of at least CHF 2,000

Minimum balance – notification sent to users if balance 

is less than CHF 200

Only required a WIPO Account (email address)

Account statement sent by email only
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http://www.wipo.int/madrid/en/how_to/manage/guide.html
https://www3.wipo.int/wipoaccounts/en/generic/public/register.xhtml


Where can I ask for an invoice?

The Madrid System does not issue invoices.
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Poll No 5

Can I pay WIPO fees in Arab Dirham ? 

No, only in Swiss Francs (CHF)

Yes, in any currency

No, only in Euro (€) 
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Questions?
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How do I reply to a Provisional Refusal

of Protection?

All info available in the Refusal notification 

Grounds for refusal

How to reply

Time-limit to reply

Whom to reply to

In case of questions contact the National Office directly
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Why a Provisional Refusal from the 

Chinese IP Office is not subject to 

review? 

Rule 17(5)(e) applies 

Ex-Officio Provisional Refusal pronounced by the IP 

Office of China is not open to review
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How can we make sure that a grant of 

protection after a provisional refusal in 

China is shown in Madrid Monitor?

Where following the refusal, the IP Office of China grants 

protection to your IRN, this is viewable in Madrid Monitor 

as a further decision. 
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How to know if an Office has opted for 

12 or 18 months? 

Declarations made by the Contracting Parties

Madrid Members Profile Database
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https://www.wipo.int/madrid/en/members/declarations.html
http://www.wipo.int/madrid/memberprofiles/#/result?countries=10040&datafields=9577,9578,9579,9580,9581,9584,9583,9582,9614,9615,9616,9619,9608,9617,9620,9609,9610,9618,9621,9606,9607,9612,9613,9611,9640,9639,9601,9604,9600,9598,9605,9602,9599,9596,9597,9603,9623,9626,9627,9622,9625,9624,9628,9638,


What does «Interim Status» mean? 

“Interim” means “intermediate”

The mark is still subject to opposition or observations 

by third parties

No action is required from the holder
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What is a notification of possible 

opposition? 

IP Office of a dCP informing that the ex-officio 

examination is closed and the mark is published for 

opposition 

Refusal based on opposition is possible after 18 

months

No action is required from the holder
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Why are oppositions from Brazil not 

notified to WIPO but to the local 

representative? 

The opposition system in Brazil, the Office would notify 

WIPO only opposition where the Office would side with 

the opponent and issue a provisional refusal based on 

opposition. 
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Poll No 6

What is the meaning of “The refusal period 

has expired and no notification of provisional 

refusal has been recorded (application of Rule 

5 preserved)”?

The trademark is:

Expired

Considered protected

It is not protected
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How can I check the status of my

request?

Madrid Monitor (To track the status in real time of 

your mark) 
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https://www3.wipo.int/madrid/monitor/en/




How much time does WIPO take to 

record a request?

Monthly average pendency rates are published

online
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https://www.wipo.int/madrid/en


Questions?
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What’s the difference between a 

change in ownership and a change in 

the holder’s name ?
A change in ownership results from a change of 

property of the trademark (two holders transferor-

transferee) - MM5 Form

Change in the holder’s name: person or legal entity 

continues to be the holder of the international 

registration - MM9 Form
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Poll No 7

Which form should I use to change of 

the legal nature of the holder?

MM9 Form

MM5 Form
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Do designated offices perform a repeated 

examination of the same mark after a 

change in Ownership? If yes, what are the 

time limits?
The dCP when notified about a change in ownership

cannot question the protection of the IRN but it examines 

the validity of the change.

Time limit : 18 months

More information: Madrid Member Profiles
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https://www.wipo.int/madrid/memberprofiles/selectmember


How does a new edition of the Nice 

Classification impacts the list of G&S of 

an existing international registration?

The Madrid System does not reclassify according to a 

new edition of the Nice Classification. 

WIPO notifies the dCP of the version of the Nice 

classification used for this particular IRN. 

48



What should I do if I don’t want to pay

fees for some G&S at the time of 

Renewal? 

Before the renewal due date, you can request:

Limitation

Cancellation
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What’s the difference between a 

limitation and a cancellation

Limitation: G&S are not removed from the the main list of  

IRN. They can be subsequently designated. (Online 

limitations)

Cancellation: The G&S are permanently removed from the 

IRN.(MM8)

Madrid «How-to» videos “How to restrict the list of goods 

and services of the international registration”
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https://www3.wipo.int/madrid/limitation
https://www.wipo.int/madrid/en/tutorials.html#howto


How can I remove a designated

Contracting Party ?

Renunciation. One CP

CP can be subsequently designated

MM7
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The money has been withdrawn but the 

Renewal is not recorded in Madrid 

Monitor 

Renewals are never recorded before the expiry date 

of your mark even if: 

- the examination is completed 

- the money has been received
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Why was the Notification of “non-renewal” 

sent to the holder although I am the 

recorded representative? 

The Notification of “non-renewal” is addressed to the 

holder and the recorded representative.
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Questions?
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Conclusion



Keep Updated on the Madrid System

Visit the Madrid Website

Access Madrid Webinar

recordings and stay tuned for 

new topics

Play our Madrid ‘How-to’ 

videos

Subscribe to Madrid Notices

Contact us: Contact Madrid
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http://www.wipo.int/madrid/en
http://www.wipo.int/madrid/en/news/2017/news_0011.html
https://www.wipo.int/madrid/en/news/2019/news_0020.html
https://www.wipo.int/newsletters/en/
http://www.wipo.int/madrid/en/#contact

