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Structure of the Webinar

B Presentation: Interactive questions during the webinar

B Question and answer session at the end

B Presentation slides available for download

B Recording will be uploaded on the Madrid Webinar page

B Short survey to provide feedback
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https://www.wipo.int/madrid/en/webinar/

Legal updates February 2020

B Common Regulations become the Regulations under the
Protocol

B Simplified renewal of the international registration
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When did the Common Regulations
enter into force for the first time?

B 1996
H 1989
B 1893
H 2020
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Commoen Regulations

B Two treaties System:
B Madrid Agreement
B Madrid Protocol
B Common Regulations
B 2015: One-treaty System
B Madrid Protocol
B Common Regulations

B 2020: Common Regulations become
Regulations under the Protocol




Commoen Regulations

B What changes?
B The name

B The schedule of
fees

LATIONS> fif
B The Administrative . —

Instructions
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What was the reason for the change In
name to the Common Regulations?

B A change in name, to adapt to the one treaty System
B A change of all the Madrid System
B New Regulations for a new Treaty
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Overview of the Renewal

B Every ten years upon payment of the relevant fee

B No changes at the renewal

B For some or all Contracting Parties

B Possibility to renew all the refused goods and services

B Possibility to renew, when there is a partial protection for
only the goods and services protected.
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Which Rule contains the details
concerning renewal?

B Rule 20
B Rule 29
B Rule 30
B Rule 40
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Renewal for a Contracting Party that has
granted partial protection (before Feb 2020)

B Rule 30(2)(d): Where a statement under Rule 18ter(2)(ii)
or (4) is recorded in the International Register, the
International registration shall not be renewed Iin respect
of the designated Contracting Party concerned for the
goods and services that are not included in that
statement, unless payment of the required fees is
accompanied by a statement by the holder that the
International registration is to be renewed also for those
goods and services. IR O MADAID
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Renewal for a Contracting Party that has
granted partial protection (before Feb 2020)

B The renewal fee was calculated taking into account only
the classes protected, unless the holder states that
the international registration is to be renewed also for
the goods and services refused.
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enewal for a Contractin
ranted partial protection

>

Contracting Parties that have granted partial protection - Protected goods and services and/or classes

AU Australia ~JP Japan

~INO Norway

Selected Contracting Parties 3/3

I Renew the goods and services or the classes that have been refused protection [paragraph 4 in the MM11 form]

Contracting Parties that have granted partial protection - Unprotected goods and services and/or classes

[JAU Australia

CINO Norway

g Party that has
(before Feb 2020)

Select all Unselect all

Select all Unselect all

Selecting to protect all goods and services for a contracting party that have only granted protection for sorne goods and services should only be done if they are ongoing proceedings in those countries.
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e-renewal.mp4

Renewal for a Contracting Party that has
granted partial protection (before Feb 2020)

MM11(E;
RENEWAL FOR ALL GOODS AND SERVICES IN RESPECT OF CONTRACTING PARTIES WHERE PROTECTION HAS
BEEN PARTIALLY REFUSED, FOLLOWING THE RECORDING OF A STATEMENT SENT UNDER RULE 18TER OF
THE COMMON REGULATIONS
You may still renew the international registration for ail goods and services in respect of a Contracting Party that has partially
refused protection, following the recording of a statement sent under Rule 18ter.
You must indicale below the Contracting Parlies in respect of which you want 1o renew the intemational registration for alf
goods and services, despite the fact that protection has been partially refused, following the recording of the
aforementioned statement. This may be useful, pending the outcome of further proceedings in the Contracting Party
concemed.
An indication provided below will not be taken into account if the Contracting Party concemed has not been indicated in
item 3 of this form

(] AF arghanistan [] ee Estonia [ LA LaoPeopie's [] ro Rromania

[] AG Antiguaand Barbuda [ EG Egypt %mﬂ;‘ﬂll [ 1 rs serbia

L] AL Awania [] Em European Union® Ou o Pl “5‘ [[] RU Russian Federation

(] am Amenia (] es spain o echienstein ] RW Rwanda

[ AT Austria [l A Filand o LR Liberia []so sudan

O au Australia C] PR France g LS Lesaho ] s Sweden

[J Az Aserbaian [] 6B United Kingdom LT Linuana ] s singapore

= = O Latva

(] BA Bosnia and [] cE Georga s Sslovenia

Herzegovina ] GH Ghana g MA Morocco ] sk Slovakia
BG Bulgaria [] oM Gambia g MG Menaco [ sL sierraLeone
BH Bahrain (] or Greece Mo ﬁf;ﬂ‘:“‘ ] sm san Marino

LJ BN Brunei Durassalam [] HR Croatia I ME Montenegro [l sT sac Tome and

iea E:::::s?ﬂsaba' I 1 Fhngary LI MG Madagascar [Jsx ;"T;en

chones int Maarten

[Jer Brazi L] :z :" - @ [ MK North Macedonia (Dutch part)

(]8T Bhutan = ":ﬂ I mn wmongolia [[] s¥ Syrian Arab Republic

[] W Botswana ‘: i [ mw walavi [] sz Eswatini

[J Bx Benelux* an (slarmic [ mx Mesxico ] ™ Thailand
BY Belarus Repubiic of) LI my Malaysia ] 19 Tajikistan
CA Canada []1s iceland Cmz Mozambique ] ™ Turkmenistan
CH Switzerland 0 itay LI NA Namibia O] ™ Tunisia

CJen china (1 4P Japan [Ino Norway O] ™ Turkey

[Jeo colombia [ KE Kenya LNz New zealand [Jua Uksaine

Oeu cuba ] Ke Kyrayzstan Lea :"‘ﬂ" Intellectual 7] U United States of

0 1 M rope America

L| CW Curacao [ k1 cambodia Organization (] uz Unsetaman

LI cY Cyprus [] KP Democratic People’s (OAPIP m

[]cz CzechRepublic Republic of Korea [J om oman VN Viet Nam
DE Germany [] KR Repubiic of Korea CIPH Philippines [ ws samoa
DK Denmark [ Kz Kazaknstan [JeL Poland Llzm zambia

[Joz Agena ClPT Portugal [ zw zimbabwe

Others

' Territorial entity previously part of the Netherlands Antilles.

7 The designation of the European Union covers the following Member States: Austria, Belgium, Bulgaria, Croatia, Cyprus, Czech Republic,
Denmark, Estonia, Finland, France, Germany, Grasce, Hungary, Ireland. tahy. Latvia, Lithuania, Luxembourg, Malla, Netherlands, Poland. WIPO | MADRID
Portugal, Romania, Slovakia, Slovenia, Spain, Sweden, United Kingdom ;

. The International
Thedeslgwuunwne Adrican Intellectual Property Organization (OAPI) covers the following Member States: Benin, Burkina Faso, Cameroon,

‘entral African Republic, Chad, Comaros, Conga, Céte d'lvaire, Equatorial Guinea, Gabon, Guinea, Guinea-Bissau, Mali, Mauritania, Niger, Trademark System
mml Togo.
“_The designation of Bansiux covers the following States: Belgium, Luxembourg and the




What changes in the renewal from
February 20207

B Amendments to Rule 30
B Simplification of the renewal
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Renewal for a Contracting Party that has

granted partial protection (before Feb 2020)

B Rule 30(2)(d): Where a statement under Rule 18ter(2)(ii)
or (4) is recorded in the International Register, the
International registration shall not be renewed in respect
of the designated Contracting Party concerned for the
goods and services that are not included in that
statement, unless payment of the required fees is
accompanied by a statement by the holder that the
International registration is to be renewed also for those
goods and services.
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Renewal for a Contracting Party that has
granted partial protection (from Feb 2020)

B Rule 30 (1) (c) [...] where a statement under Rule
18ter(2) or (4) has been recorded in the International
Register for a Contracting Party in respect of which
payment of individual fee is due [...], the amount of that
Individual fee shall be established taking into account the
goods and services included in the said statement only.
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Renewal for a Contracting Party that has
granted partial protection (from Feb 2020)

B Contracting Parties with an individual fee per class:
renewal fee calculated taking into account only classes
for which protection has been granted.

B Holders of international registrations who have been
granted partial protection and are appealing such
decision will no longer be required to pay individual
fees for classes that are not protected upon renewal.
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Renewal for a Contracting Party that has
granted partial protection (from Feb 2020)

k- Contracting Parties that have granted partial protection - Protected goods and services and/or classes

1 AU Australia 1 JP Japan

[“INO Norway

Selected Contracting Parties 3/3
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Renewal for a Contracting Party that has
granted partial protection (from Feb 2020)

M Renew the goods and services or the classes that have been refused protection [paragraph 4 in the MMT! form)

Contracting Parties that have granted partial protection - Unp ds and services and/or classes

LIAU Australia

LINO Norway

Select all Unselect all

Selecting to protect all goods and services for a cont g party that have only granted protection for some goods and services&hould only be done if they are ongoing proceedings in those countries.
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Renewal for a Contracting Party that has
granted partial protection (from Feb 2020)

MM11(E]

RENEWAL FOR ALL GOODS AND SERVICES IN RESPECT OF CONTRACTING PARTIES WHERE PROTECTION HAS
BEEN PARTIALLY REFUSED, FOLLOWING THE RECORDING OF A STATEMENT SENT UNDER RULE 18TER OF
THE COMMON REGULATIONS

“You may still renew the international registration for all goods and services in respect of a Contracting Party that has partially
refused protection, following the recording of a statement sent under Rule 18ter.

You must indicate below the Conltracting Parties in respect of which you want to renew the international registration for all
goods and services, despite the fact that protection has been partially refused, following the recording of the:
aforementioned statement. This may be useful, pending the outcome of further proceedings in the Contracting Party
concemed.

An indication provided below will not be taken into account if the Conlracting Party concered has not been indicated in
item 3 of this form.

[] ee Estonia [ LA LaoPeopie's RO
EG Egypt Democratic RS
m s . Republic
[] Em European Union® [CJU Ueshtonstein
0 O n CJtR Live
(] ar Fl Finland na
] au FR France
[ az United Kingdom
| BA Bosnia and & Slovenia
_ Herzegovina Slovakia
BG Buigaria Sierra Leone
BH Bahrain San Marin
[J BN Brunei Durassalam [ ST Sac Tome and
(] 8@ Bonaire, Saint (] Hu Principe
— Eustatiusand Saba' [ g SX Sint Maarten
[JBR Brazi O e (Dutch part)’
(]8T Bhutan O w SY Syrian Arab Republic
[] W Botswana SZ Eswatini
(] ex Beneiux TH Thailand
Belarus TS Tajikistan

Turkmenistan

Junisia

(] Y

(] k6 Kymayzstan - M;:nml‘mellecmal |

] kH Cambodia Onganization Cluz o
L] (] KP Democratic People's (0APIf >
(€2 Grech Republic Republic of Korea Oman [N vietNam
[]oE Germany [ KR Repubiic of Korea Philippines [ ws samea
(] ok Denmark [ Kz Kazakhstan Poland Llzm zambia
[(J oz Algeria Portugal [ zw zimbabwe
Others

' Territorial entity previously part of the Netherlands Antilles.

7 The designation of the European Union covers the following Member States Austria, Belgium, Bulgaria, Croatia, Cyprus, Czech Rapublic,
Denmark. Estonia, Finland, France, Germany. Greece, Hungary. Ireland. taly. Latvia. Lithuania, Luxembourg, Malta, Netherlands, Poland. WIPO | MADRID
Portugal, Romania, Slovakia, Slovenia, Spain, Sweden, United Kingdom. The International

> The desnation of the Afican Ineletual Property Organizaton (AP!) covers the following Member Stees: Berin, Burking Faso, Cameroon,
‘entral African Republic, Chad, Comaros, Conga, Céte d'lvaire, Equatorial Guinea, Gabon, Guinea, Guinea-Bissau, Mali, Mauritania, Niger, Trademark System
Senq;il Togo.

The designation of Banslux covers the following States: Belgium, Luxembourg and the




Example of the change on Rule 30

Feb. 2023
4 Y ( Further decision B (. Australia A

» Australia . Australia * Class 1: protected
* Class 1: protected . Class 1 * Class 2: protected
* Class 2: not protected

Renewal Sept. 2020 B ) Renewal Sept. 2030 §
For Class 1 For class 1 and class 2
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International Registration of Marks - Fee Calculation

For date

Number of classes

Grace Penod (m]

] AF Afghanistan

[C1AG Antigua and Barbuda
CJAL Albania

CJAM Armenia

CJAT Austria

CJAU Australia

[JAZ Azerbaijan

[JBA Bosnia and
Herzegovina

[JBG Bulgana
[JBH Bahrain
BN Brunei Darussalam

[JBQ Bonaire, Sint Eustatius
and Saba

[JBR Brazil
[CJBT Bhutan
[CJBW Botswana
[BX Benelux
CIBY Belarus
[JCA Canada
[JCH Switzerland

13.02 2020 v
of the holder

1 5 Type

C1DZ Algeria

CIEE Estonia

CIEG Egypt

CJEM European Union
CJES Spain

CIFI Finland

CJFR France

JGB United Kingdom
CIGE Georgia

CJGH Ghana

C1GM Gambia

CJGR Greece

CJHR Croatia

CJHU Hungary

1D Indonesia

CJIE Ireland

O Israel

CJIN India

CJIR Islamic Republic of Iran
118 Iceland

Office of the Contracting Party

Switzerdand

Renewal

[1KZ Kazakhstan

LA Lao People's
Democratic Republic

1L Liechtenstein

CILR Liberia

CILS Lesotho

LCILT Lithuania

CLV Latvia

[JMA Morocco

[IMC Monaco

[JMD Republic of Moldova
[JME Montenegro

MG Madagascar

[JMK The Republic of North
Macedonia

[JMN Mongolia
CIMw Malawi
[IMX Mexico
CIMY Malaysia
Mz Mozambique
CINA Namibia

[IRS Serbia

[CJRU Russian Federation
[JRW Rwanda

[J 8D Sudan

[ SE Sweden

[J SG Singapore

[ 81 Slovenia

[ 8K Slovakia

[ SL Sierra Leone

[ SM San Marino

(]8T Sao Tome and Principe
[ 8X Sint Maarten (Dutch
part)

[ 8Y Syrian Arab Republic
(182 Eswatini

[J TH Thailand

[ TJ Tajikistan

[JT™ Turkmenistan

CJTN Tunisia

[J TR Turkey

Related links

o Sched

Example of the change on Rule 30

) f
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fee calculator.mp4
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Q&A Session about the Webinar

Lucy Headington- Lucia J. Yanguas
Horton Madrid Information-and
Madrid Legal Division Promgtion Division



Keep Updated on the Madrid System

B Visit the Madrid Website

B Access Madrid Webinar
recordings and stay tuned for
new topics

B Play our Madrid 'How-to’
videos

B Subscribe to Madrid Notices
B Contact us: Contact Madrid
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http://www.wipo.int/madrid/en
http://www.wipo.int/madrid/en/news/2017/news_0011.html
https://www.wipo.int/madrid/en/tutorials.html
https://www.wipo.int/newsletters/en/
http://www.wipo.int/madrid/en/#contact

