
CONFERENCE ON THE ACCESSION OF
THE EUROPEAN COMMUNITY TO THE

MADRID PROTOCOL
jointly organized by

Geneva, October 7, 2004



2G.Bauer

The DaimlerChrysler Group  - Product Range
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1  Company

13  Brands

50  Products almost
(Passenger Cars, Vans, Trucks, Busses etc.)

The DaimlerChrysler Group  - Product Range

> 28 000 Trademarks
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Consequences for Trademark Filing Strategies
(the Business Perspective)
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Possible alternatives with respect to filing strategies:
n First filing in DE

è followed by subsequent filing of IR (Agreement and/or Protocol)
è parallel filing of CTM
è parallel filing of national TM‘s

n First filing in DE
è followed by subsequent filing of IR (designating amongst others

the EU)
è parallel filing of national TM‘s

n First filing of CTM
è followed by subsequent filing of IR (Protocol)
è parallel filing of national TM‘s

Consequences for Trademark Filing Strategies
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n First filing in DE
è followed by subsequent filing of IR (Agreement and/or Protocol)
è parallel filing of CTM
è parallel filing of national TM‘s

- advantageous in case of a greater number of „precautonary“
filings when final decision for trademark to be used is made later
(within 6 months Paris Convention priority period)

- gives independance of IR from fate of CTM
- CTM may be converted to national applications if required
- seems to be more expensive since a national application is

required for IR

Consequences for Trademark Filing Strategies
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n First filing in DE
è followed by subsequent filing of IR (designating amongst others

the EU)
è parallel filing of national TM‘s

- advantageous in case of a greater number of „precautonary“
filings when final decision for trademark to be used is made later
(within 6 months Paris Convention priority period)

- risk of „central attack“ (can be cured by „opting back“ clause)
- more expensive at time of filing since „individual fee“ (CHF 2855)

for CTM has to be paid at filing compared to split payment of
application fee (EURO 975) and registration fee (EURO 1100) for
CTM application

- n.b.: in case of successful opposition against CTM fees will be
reimbursed in part

Consequences for Trademark Filing Strategies
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n First filing of CTM
è followed by subsequent filing of IR (Protocol)
è parallel filing of national TM‘s

- more expensive due to OHIM‘s handling fee
- requires all translations
- in case of „central attack“ against CTM: lack of basis for IR
- requires less administrative burden (one filing procedure only)

Consequences for Trademark Filing Strategies
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n General advantages of filing the CTM through the IR vs. direct
CTM filing:

è In case of attack against the (direct) CTM application the
applicant has only the chance of conversion into national
applications whereas

è In case of attack against the CTM designated in the context of
IR opting back allows the full use of the Madrid system for the
countries concerned
n  without the need to appoint representatives in the countries

concerned

Consequences for Trademark Filing Strategies
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n General advantages of filing the CTM through the IR vs. direct
CTM filing (continued):

è if the applicant desires to claim protection in at least one
country outside the EU as well
n application of the CTM via the IR is the way to be choosen

è furthermore time for registration is generally shorter compared
to the direct CTM filing

Consequences for Trademark Filing Strategies
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Thank you !


