
Overview of the 

United States Accession Process to 

the Madrid Protocol 
 
 

 

 

Laura Hammel 

Attorney-Advisor 

Office of Policy and International Affairs 



Birth of the Madrid Protocol 

• Between 1986 and 1989 the World 

Intellectual Property Organization (WIPO) 

held a series of meetings to draft a “protocol” 

to the Madrid Agreement. 

• These meeting culminated in a diplomatic 

conference adopting the treaty on June 27, 

1989. 

• The two treaties – Madrid Agreement and 

Madrid Protocol – would share common 

regulations. 
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U.S. Involvement in Protocol 

• The U.S. attended the working group on the 

Madrid Protocol regulations in early 1990’s. 

• We were interested in language to make the 

Madrid Protocol easier for the U.S. to join. 

– In the U.S., federal jurisdiction over trademark 

matters rests on the interstate commerce and 

treaty powers of the U.S. federal government.  

Therefore, Madrid applications would have to be 

covered by one or both provisions to give the 

USPTO jurisdiction. 
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Rules from the Common 

Regulations 

• Rule 7(2) requires a contracting party that intends to 

require a statement of bona fide intention to use the mark 

must notify the Director at the time of its accession to the 

Madrid Protocol. 

• Rule 7(2) also allows a contracting party to require that 

the intent to use declaration be signed by applicant itself. 

• Rule 9(6)(d) contains language that allows the U.S. to 

require that a signed statement of bona fide intent to use 

be part of the designation to US (i.e., it must be filed with 

international application (IA) or later designation). 
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Madrid Protocol Implementation 

in the U.S. 

• The Madrid Protocol became effective in the U.S. on November 2, 

2003. 

• The Madrid Protocol Implementation Act of 2002, Pub. L. 107-273, 

116 Stat. 1758, 1913-1921 (“MPIA”), amended the U.S. Trademark 

Act to provide that: 

– The owner of a U.S. national application and/or registration may seek 

protection of its mark in any of the countries or intergovernmental 

organizations party to the Madrid Protocol by submitting a single IA to the 

International Bureau (IB) of WIPO through the USPTO, and 

– The holder of an international registration (IR) may request an extension 

of protection (REP) of the IR to the U.S. 

• A notice of final rulemaking amending the USPTO Trademark Rules 

of Practice to incorporate the MPIA was published at 68 Fed. Reg. 

55748 (Sept. 26, 2003). 
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Concerns 

• Would there be a flood of applications? 

 

• Would law firms lose business? 
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Statistics for the U.S. 

• International Registrations with the U.S. as the Office of Origin (Outgoing) 

– 2004: 1025 

– 2005: 2584 

– 2006: 3296 

– 2007: 3561 

– 2008: 3864 

– 2009: 3225 

– 2010: 3897 

– 2011: 4652 

– 2012: 5073 

– 2013: 5893 

– 2014: 5414 

• Designations to the U.S. in International Registrations (Incoming) 

– 2004: 5210 

– 2005: 10728 

– 2006: 12688 

– 2007: 13326 

– 2008: 14457 

– 2009: 12186 

– 2010: 13024 

– 2011: 14432 

– 2012: 15000 

– 2013: 15898 

– 2014: 15686 
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New Responsibilities 

• Because there is no direct filing at WIPO, the 

Office of Origin has several roles to play: 

– Certifier of IA; 

– Transmitter of Information; 

– Fee Forwarding. 

• These tasks must be performed or the rights 

of the owners may be affected.   

• These new roles may impact current 

processes. 
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Decisions Needed 

• Working language? 

• Who will certify? 

– New staff or train existing staff? 

• Who will learn the processes? 

– Specialists or current examiners? 

• How will the Office of Origin communicate 

with WIPO? 

– Electronically or on paper? 
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Changes Made to U.S. Law 

• Created a new filing “basis” 

• Created “certification” power 

• Defined relationship between basic application/registration and 

IR 

• Effect of filing a REP to the US 

• Examination of REP by USPTO 

• Time limits for notifying WIPO of provisional refusal or 

opposition 

• Effect of registered extension of protection 

• Dependence of registered extension of protection on IR 
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Changes Made to U.S. Rules 

and Processes 

• With the enactment of the Madrid Protocol, 

corresponding regulations were necessary to provide 

details of “how” the USPTO would operate.   

• Rules were drafted, proposed for comment, and user 

input considered. 

• Some rules were enacted to aid the USPTO in 

performing tasks (e.g., for paper filings, use of 

WIPO’s official form). 
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USPTO Implementation 

• Madrid applications are integrated into the USPTO’s national 

application stream. 

• The Madrid Processing Unit (MPU) was created to handle all 

Madrid processing, except examination.  

• The USPTO computerized as much of the Madrid application 

process as possible. 

• Created an electronic form for filing the IA that “pre-populates” the 

form with information form the U.S. national application/registration. 

– Eliminated key entry and other data errors and simplified the IA 

certification process. 

• The USPTO and WIPO agreed to exchange all data electronically. 

• The USPTO and WIPO agreed to monthly accounting of fees. 
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Decisions USPTO Made: Post 

Registration 

• Requirement for “Affidavit of Use”: 

– between the 5th and 6th year after 

registration 

– between the 9th and 10th year after 

registration 

– between the 19th and 20th year, etc. 
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Information Technology 

Considerations 

• Inventory current capabilities. 

• Creation of a workflow system for communication between the 

USPTO and WIPO. 

– The USPTO developed technology in conjunction with 

WIPO. 

• WIPO software package? 

• Creation of electronic forms for Madrid filings 

• Changes to accommodate (including publishing) color images 

• Accommodation of the IB character set. 

 

 

 
14 



Deadlines 

• Many tasks of USPTO must be completed within 

the time limits set forth in Madrid Protocol 

– 2 months for certification and forwarding of IA to 

WIPO 

– 3 months for responding to irregularities from IB 

– 12-18 months for refusal of protection (i.e., 

provisional refusal) 

• Must prioritize and develop work steps to ensure 

deadlines are not missed 
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Language 

• Must chose working language to receive data 

from WIPO. 

• Madrid Protocol vocabulary that must be 

learned and understood (e.g., provisional 

refusal, holder, final decision, renunciation). 

• If official language of Office of Origin is not 

one of 3 working languages of WIPO, will a 

translation function be needed? 
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Outgoing Certification 

Considerations 

• USPTO national applications are reviewed by examining 

attorneys. 

• The USPTO decided to use non-attorneys for role of certification 

of IAs. 

• Rules provide for no amendment of IA.  If not in condition for 

certification, IA is denied. 

• Existing mechanism for recourse in cases of error -- petition to 

the Director of Trademarks of USPTO. 

• Strict standards in comparison of elements to be certified. 
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U.S. Applicant/Registrant Seeking 

International Registration 
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Processing Notices of 

Irregularity from the IB 

• Additional workload in addition to certification of 

IAs. 

• Time limits imposed by WIPO 

• Decision to make:  Passive versus active role? 
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Incoming Examination 

Considerations 

• Classification and identification of goods/services 

– WIPO controls classification – How will this be 

addressed if different? 

• Corrections to filings (e.g., wrong mark, filing date, 

incorrect list of goods/services) 

– How will they be processed? 

• Delayed notification of new applications from IB 

– How older filing dates may effect examination? 
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Non-U.S. Trademark Owner Seeks an 

Extension of Protection to the U.S. 
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Non-U.S. Trademark Owner Seeks an 

Extension of Protection to the U.S. Continued 
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Examination of the 
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Outreach 

• Upon accession: 

– Internal: Created MPU, established examination 

guidelines, trained all examiners. 

– External: Lectures for practitioners, such as INTA, 

AIPLA, and various state bar groups. 

• Recent/Current:  

– Intellectual Property Awareness Campaigns (IPACs) 

– USPTO Advanced Madrid Seminar (October 2013) 

– Online Resources 

The USPTO does not provide legal advice or represent 

owners before other offices. 
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Outreach 
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Outreach 
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Thank You! 
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