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1. The Working Group on the Legal Development of the Madrid System for the International Registration of Marks (hereinafter referred to as “the Working Group”) held its ninth session, 
in Geneva, from July 4 to 8, 2011.  
2. The following Contracting Parties of the Madrid Union were represented at the session:  Algeria, Australia, Austria, Belgium, China, Cuba, Cyprus, Czech Republic, Democratic People’s Republic of Korea, Denmark, Estonia, European Union, Finland, France, Georgia, Germany, Ghana, Greece, Hungary, Israel, Italy, Japan, Kazakhstan, Latvia, Lesotho, Lithuania, Madagascar, Monaco, Morocco, Netherlands, Norway, Oman, Poland, Portugal, Republic of Korea, Romania, Russian Federation, Serbia, Singapore, Slovenia, Spain, Sweden, Switzerland, Tajikistan, Turkey, Ukraine, United Kingdom, United States of America, Viet Nam, Zambia (50).  
3. The following States were represented by observers:  Brazil, Colombia, Costa Rica, 
Côte d’Ivoire, Dominican Republic, India, Indonesia, Iraq, Panama, Philippines, Qatar, 
Saudi Arabia, Senegal, Tunisia (14).  

4. Representatives of the following international intergovernmental organizations took part 
in the session in an observer capacity:  African Intellectual Property Organization (OAPI), African Regional Intellectual Property Organization (ARIPO), Benelux Office for Intellectual Property (BOIP) (3).  
5. Representatives of the following international non-governmental organizations took part 
in the session in an observer capacity:  American Intellectual Property Law Association (AIPLA), Association of European Trademark Owners (MARQUES), Association romande de propriété intellectuelle (AROPI), European Communities Trade Mark Association (ECTA), International Trademark Association (INTA), Japan Patent Attorneys Association (JPAA), Japan Trademark Association (JTA) (7).  

6. The list of participants is contained in Annex II to this draft report.  

Agenda Item 1:  Opening of the Session
7. Mr. Francis Gurry, Director General of the World Intellectual Property Organization (WIPO), opened the session and welcomed the participants.  

8. Mr. Gurry recalled that in the current year, the Madrid System for the International Registration of Marks (hereinafter referred to as “the Madrid system”) was celebrating 
two anniversaries, namely, the 120th year since the conclusion of the Madrid Agreement Concerning the International Registration of Marks (hereinafter referred to as “the Madrid Agreement”) in 1891 and, secondly, the 15th year since the entry into operation of the Protocol Relating to the Madrid Agreement Concerning the International Registration of Marks (hereinafter referred to as “the Madrid Protocol”), in 1996.  
9. Concerning developments in the Madrid system, Mr. Gurry noted that two of the 
three States that had been party only to the Madrid Agreement, namely Kazakhstan and Tajikistan, had deposited their instrument of accession to the Madrid Protocol, leaving just 
one State that remained party only to the Madrid Agreement.  Mr. Gurry expressed his optimism that, in the future, that State would also accede to the Madrid Protocol.  That meant that, currently, of the 85 members of the Madrid Union, 84 were now party to the Madrid Protocol 
and the prospect of a one-treaty system was looming very realistically.  
10. With regard to membership of the Madrid system, Mr. Gurry referred to a number of developments that were taking place around the world and stated that active discussions were under way with quite a lot of countries, with a view to their joining the Madrid system.  In this regard, in particular, Mr. Gurry made reference, in the Latin American region, to Colombia 
and the Dominican Republic, where proceedings for joining the Madrid system were well advanced.  Mr. Gurry also referred to the understanding among the Association of Southeast Asian Nations (ASEAN) countries that those countries would join the Madrid system by the 
year 2015, and noted that a number of the countries in question had taken steps to join the system even before 2015.  In particular, this concerned Indonesia, Malaysia, Philippines and Thailand.  Mr. Gurry also referred to India having passed legislation in the previous year with 
a view to the ratification of the Madrid Protocol.  

11. In terms of the use of the Madrid system, Mr. Gurry expressed pleasure in noting 
that 2010 had seen a recovery from the decline that had occurred in 2009.  In particular, 
he noted that international applications had increased by some 12.8 per cent in 2010, amounting to 39,687 filings in the period in question.  Mr. Gurry referred to a number of countries where there had been notable increases in filing activity, mentioning, in particular, China (42 per cent), the Republic of Korea (42 per cent), Italy (39 per cent), the United States 
of America (30 per cent), the European Union (27 per cent) and Japan (20 per cent).  
Mr. Gurry stated that there had been a continuation of that trend in the first five months 
of 2011, during which time international applications had increased by some 11.5 per cent over the equivalent period in 2010.  Mr. Gurry said that the International Bureau was, at this time, 
on track to receive over 42,000 international applications over the course of 2011.  This would result in a new record, surpassing the previous high recorded in 2008.  
12. Mr. Gurry noted that there were now some 526,000 active international registrations 
in the International Register, representing some 5.5 million designations and 175,000 holders around the world.  He said that 80 per cent of those holders were small- or medium-sized enterprises (SMEs).  

13. Regarding the provision of services, Mr. Gurry referred to the establishment of 
a Customer Service Team in 2009, which was subsequently enhanced in 2010.  He referred also to the creation of three new tools, namely, the Goods & Services Manager, which is available to assist international applicants in compiling their lists of goods and services, the Madrid Portfolio Manager, which will give access to applicants and holders to their international registrations, for status review and for interaction with the file, in terms of submission of documents.  Thirdly, he referred to the Madrid Electronic Alert, which is a service to be made available to third parties who wish to follow the status of given international registrations.  
14. Concerning IT strategy for Madrid, Mr. Gurry said that this had progressed well overall.  
In terms of electronic communications, some 41.5 per cent of international applications had been transmitted to the International Bureau electronically, and also refusals, statements of 
grant of protection and modifications.  Up to May 2011, for example, Mr. Gurry said 
that 120,000 documents had been transmitted electronically to the International Bureau by Offices, representing about 55 per cent of the total number of documents transmitted.  He said that there also had been an increase in the number of Offices using electronic communications, 
from 53 to 55.  
15. Mr. Gurry recalled that the sending of statements of grant of protection had become mandatory as from January 2011, as a consequence of the introduction of new Rule 18ter.  
Up to the end of April, 2011, the International Bureau had received 40,000 such statements, which could be seen as an overwhelming endorsement of this new procedure that increased legal certainty for holders.  In this regard, Mr. Gurry referred also to the successful work of the Working Group in the repeal of the safeguard clause.  In this context, he emphasized the importance of looking to the future of the Madrid system, and noted that the Working Group was the vehicle for the evolution of the system.  Mr. Gurry said that the current session would focus on the simplification of the system, the scope of central attack, and the possibility of division of international registrations.  
16. Mr. Gurry then thanked the delegations for their constructive engagement in the development and evolution of the Madrid system and said that he looked forward to a very positive week of discussions.  

Agenda Item 2:  Election of a Chair and two Vice-Chairs
17. Mr. Mustafa Dalkiran (Turkey) was unanimously elected as Chair of the Working Group, and Ms. Amy Cotton (United States of America) and Mr. Zhang Yu (China) were elected 
as Vice-Chairs.  
18. Ms. Debbie Roenning (WIPO) acted as Secretary to the Working Group.  

Agenda Item 3:  Adoption of the Agenda
19. The Working Group adopted the draft agenda (document MM/LD/WG/9/1 Prov.3) without modification.  
20. The Chair reminded the delegations that the report of the eighth session of the Working Group had been adopted electronically, and that the report for the present session would be similarly adopted.  

21. Following a remark by the Delegation of Spain concerning the late delivery of the Working Group documentation in the Spanish language, Ms. Wang Binying, Deputy Director General, Brands and Designs Sector, offered the apologies of the International Bureau in this regard and explained that the delay had been due to the heavy workload of the Language Service of the International Bureau.  She assured the delegations that every effort would be made in the future in order to avoid such delay.  
Agenda Item 4:  Information Concerning Ceasing of Effect and Transformation
22. Discussions were based on document MM/LD/WG/9/3.  

23. The document was introduced by the Secretariat.  The Secretariat stated that, in order to place the discussion document in the appropriate context, reference should be made back to the eighth session of the Working Group.  During that session, there had been discussion of the deletion of the requirement of a basic mark.  Related to the requirement of a basic mark was the issue of the dependence of an international registration on the continued existence of the basic mark for the period of five years from the date of an international registration.  This, in turn, was connected to the matter of so-called “central attack”, whereby an action initiated by a third party against a basic mark may ultimately result in the cancellation, in whole or in part, of the international registration.  

24. The Secretariat recalled that in the course of the discussions at the eighth session of the Working Group, it had become quite clear that, even though the International Bureau possessed data with regard to all requests for cancellation of international registrations following upon notifications of ceasing of effect, there was not any information, or any statistical data, with regard to how many of those had been the result of an attack, as such, upon the basic mark.  
25. Thus, the delegations had agreed that further statistics were necessary with a view to establishing the actual incidence of central attack, as such.  The Working Group concluded its eighth session with a request that the Secretariat prepare a document compiling information with regard to ceasing of effect and transformation.  The Working Group had decided that the exercise of collecting this information would run for a period of six months, from July to December 2010, and that the furnishing of the information by Offices would be on a voluntary basis.  
26. The Secretariat further recalled that the Working Group had determined that the document in question would not seek to analyze or comment upon its content and that it would be for the delegations to therefore draw their own conclusions from the information made available in the document.  
27. Following the issuing of a Circular by the International Bureau, the Secretariat noted 
that the Offices of 24 Contracting Parties had confirmed their willingness to participate in 
the information-gathering exercise.  Those Offices were Offices of origin in 65 per cent of the 

total number of international applications received by the International Bureau in 2010.  They were also the subject of 45 per cent of all designations recorded in 2010.  Finally, those Offices constituted 90 per cent of all of the notifications of ceasing of effect recorded by the International Bureau in the same year.

28. The Secretariat recalled that the purpose of the exercise was the establishment, as far as possible, of the underlying cause of the notification, by an Office, of a ceasing of effect and, where such ceasing of effect had been the result of an attack, as such, that that should be explicitly noted.  
29. During the period of the exercise, a total of 1,240 notifications of ceasing of effect were sent to the International Bureau by the Offices participating in the exercise.  Of this number, the Offices reported that 215 notifications of ceasing of effect appeared to have resulted from central attack.  Of those, 60 per cent were partial only.  In the same time period, those Offices had been Offices of origin for more than 14,000 international applications.  In the same time period, the Offices reported 96 incidents of transformation.  The Secretariat recalled that the relevant information was annexed as a supplement to the discussion document.  

30. The Representative of MARQUES referred to the position paper that it had provided for circulation.  The Representative referred also to the Norwegian proposal, which had been the subject of discussion during the eighth session of the Working Group and said that MARQUES had carefully studied and fully supported the propositions set out in the Norwegian proposal.  

31. The Representative of MARQUES stated that the advantages and disadvantages of the deletion of the basic mark requirement had been carefully weighed and the advantages outweighed the disadvantages.  While the Madrid system continued to work well with the current basic mark requirement, if that requirement were to be deleted, the effect of international applicants first resorting to their national Offices would not be impaired, because of the facility of availing of the Paris Convention for the Protection of Industrial Property (hereinafter referred to as “the Paris Convention”) priority of their national filings.  Thus, the Representative said, MARQUES would favor the further discussion of the Norwegian proposal.  The Representative said that the abolition of the basic mark requirement would highly benefit international applicants and users of the system and that none of the suggested disadvantages had been demonstrable, or provable, as such.  Furthermore, MARQUES would not see the need to find a replacement for the central attack procedure by any measure with similar effect.  
32. The Delegation of the Republic of Korea said that it supported the abolition of the basic mark requirement.  A trademark needed to be protected more independently in each country than a patent or a design.  In order to reflect this, the Paris Convention adopted the principle that a trademark should be protected independently in each country.  However, the Delegation said that the current Madrid system did not fully reflect this principle.  The Delegation noted that most cases of central attack occurred in countries where substantial examination was carried out by Offices, such as Australia, Japan, the Republic of Korea, and the United States 
of America.  According to the data provided to the International Bureau, only 215 cases of ceasing of effect appeared to have resulted from central attack, as such, in the second half 
of 2010.  
33. The Delegation of the Republic of Korea went on to say that if the Madrid system no longer required a basic mark, more applicants would have easier access to the system.  The Delegation, making reference to interviews conducted by the Korean Intellectual Property Office (KIPO), said that the concerns of most Korean users regarding uncertainty stemmed from the basic mark requirement.  Referring to the Korean company Samsung, the Delegation said that this company had filed 600 applications using the Paris Convention route in 2010, and had filed only two international filings using the Madrid system.  According to the information obtained by the Office, one of the main reasons for this imbalance was the possibility of central attack.  
34. The Delegation of the Republic of Korea therefore expressed its belief in the desirability of the removal of the basic mark requirement and the redesign of the Madrid system.  
35. The Delegation of Norway stated that it was pleased to see that so many Contracting Parties had participated in the information-gathering exercise and thanked the Secretariat for compiling the responses.  The Delegation said that the information obtained would be of substantial use for the future deliberations on the issues in question.  
36. The Delegation of Norway, referring to the results of the exercise, stated, by way of clarification, that its data had been from April 1, 2010, and not from June 1, 2010.  In this period, there had been 21 cases of ceasing of effect, 11 of which had been total and 10 partial.  
The number of filings from its Office, as Office of origin, was around 300 per year.  In Norway, ex officio examination on relative grounds was conducted.  
37. The Delegation of Norway said that it had studied each of the cases of ceasing of effect 
in detail.  Regarding the cases of total ceasing of effect, in six the applicant failed to respond to an Office action, in two there was no power of attorney and in four the holder cancelled the mark after registration.  Of the four cancelled by the holder, in only one was an opposition filed 
(post-registration opposition).  Regarding the cases of partial ceasing of effect, half were due 
to incorrect classification and two were due to a restriction of the indication of goods and services in accordance with a letter of consent obtained in response to an Office action issued during ex officio examination.  
38. Thus, the Delegation said that, in its opinion, it could draw the conclusion that with respect to its Office experience, cases of ceasing of effect resulting from central attack were very rare and that, in fact, central attack was hardly used.  Furthermore, the Delegation noted that there were a lot of issues regarding formalities and the basic mark which, because of the dependency requirement, could result in huge costs for the holder of the international registration, resulting in the need to request transformation in several countries and perhaps the need to appoint local agents in those countries.  
39. With regard to what had been said by the Representative of MARQUES, the Delegation of Norway said that it might wish to revert to the issue when it had studied the paper that had been circulated.  

40. The Delegation of Australia said that it wished to thank the Offices of those Contracting Parties which had agreed to participate in the survey, and to thank the Secretariat for compiling the data.  The Delegation expressed its regret that it was not in a position to offer to the Working Group such in-depth and interesting information as had been proffered by the Delegation of Norway.  The Delegation of Australia said that the information that had been compiled was extremely interesting.  The Delegation expressed its concern regarding the data contained in the document since some of the figures furnished by some Offices may not have been entirely precise, in terms of the issue of central attack, as such.  
41. The Delegation of Australia noted that 17 per cent of the notifications of ceasing of effect during the period of the exercise appeared to have resulted from central attack.  The Delegation said that this figure might be somewhat misleading as there was significant variation between reported results, which warranted further investigation.  

42. From its preliminary perusal of the data, the Delegation of Australia said once the 
outliers had been removed from the sample, the percentage of central attack was reduced 
to 16 per cent.  The Delegation made reference to the figures for the Office for Harmonization 
in the Internal Market (Trade Marks and Designs) (OHIM) and the Office of Germany, with 
a percentage of occurrences of central attack of 70 and 26 per cent, respectively, when compared with other large users of the Madrid system, such as the United States of America, 
at three per cent.  The Delegation stated that it could be of interest to explore why there had been a high incidence of central attack in the Office of certain Contracting Parties and that the thoughts of others on that issue would be welcomed.  

43. The Delegation of Australia noted that removing OHIM and Germany from the sample selection would reduce the percentage of central attack to just four per cent.  The Delegation said that the further analysis that it had carried out indicated that the incidence of ceasing of effect as a result of central attack was minimal.  However, care needed to be taken, given the limited sample selection.  
44. The Delegation made reference also to the issue of requests for transformation.  It noted that the Office of Germany had not reported any incidence of such a request being recorded in the context of 220 notifications of ceasing of effect and OHIM had recorded just 11 incidences 
of transformation out of 165 notifications of ceasing of effect.  Japan, on the other hand, 
had recorded 15 transformations from 18 notifications and Australia had recorded nine from 
25 notifications, being a 36 per cent transformation rate.  

45. The Delegation of Australia said that it would be interesting to explore the reasons why transformation was not being more widely availed of as a strategy for overcoming central attack in the two jurisdictions with the highest recorded rates.  
46. The Delegation of Japan noted that the Working Group document had indicated that most of the notifications of ceasing of effect had not been the result of a third-party intervention and that the number of requests for transformation had been slight.  On the other hand, the Delegation said, the mechanism of central attack had been in use.  The Delegation also underlined the concerns of some Japanese users regarding their rights in designated Contracting Parties and the risk of loss of rights as a result of central attack.  
47. On the other hand, the Delegation recalled the merit of a single procedure whereby the rights in all of the designated Contracting Parties might be cancelled, particularly in a case where an international registration should not have been recorded in the first place.  For that reason, the Delegation expressed the need to progress the discussion with care, including taking account of a possible alternative to the present procedure of central attack.  
48. At the request of the Representative of INTA, the Secretariat provided clarification of the figures in Table 1 of the discussion document.  The Secretariat stated that the number of international applications did not have any correlation to the number of notifications of ceasing of effect.  That number was indicated merely for the purpose of illustrating the context in which the relevant Offices of origin operated.  In the time period concerned, the Offices in question had notified a given number of ceasing of effect and in the same time those Offices had been Office of origin for a given number of international applications.  In order to have a more complete picture of the correlation between international registrations and the number of ceasing of effect, the Secretariat suggested that reference be made to the Annex of the document and in particular to have regard to Table 2 and the tables following.  
49. The Secretariat also noted that the number of requests for transformation had no correlation with the notifications of ceasing of effect indicated in the data.  It was merely an indication of the number of requests for transformation as communicated by the Offices to the International Bureau in respect of the same time period.  It would have been necessary to revert to the year 2005, in order to obtain more comprehensive information relating to numbers of international registrations, numbers of notifications of ceasing of effect and numbers of requests for transformation.  
50. The Delegation of China noted that the advantages of the Madrid mechanisms could be misused by users in bad faith.  The examining Offices would not then be in a position automatically to refuse such requests for registration.  In addition, the Office might forward the application directly to the International Bureau without the Office being aware that such had been the case.  This could lead to a system that was unfair vis a vis applicants who filed in good faith.  If third parties wished to contest rights thus acquired, they would have to go through legal services and lawyers and that would mean cost implications for those holders who had acted in good faith.  The Delegation stated that the mechanism of central attack could be very difficult to apply in the case of technical marks, because the International Bureau cannot, itself, initiate a central attack.  
51. The Chair suggested at that point that the discussions thus far appeared to be reverting in nature to the discussions that had already taken place during the course of the eighth session of the Working Group, including, in particular, the issue of the possible abolition of the requirement of a basic mark.  The Chair noted that the current discussion document was not particularly concerned with the requirement of a basic mark, but rather with the issues of ceasing of effect and transformation and, of course, the mechanism of central attack.  Noting the evident relation between the requirement of a basic mark and the issues of ceasing of effect, transformation and central attack, the Chair suggested nevertheless that the discussions might focus more on those latter issues, while not entirely ruling out the possibility that there may also be discussion of the basic mark requirement.  
52. The Delegation of the Russian Federation stated that it wished to underline that the Madrid system continued to work very well and that this was an important plus-factor for the users of the system.  In that context, any possible changes to the system should be viewed from that perspective.  With regard to the discussion document, the Delegation said that the mechanism of central attack was a procedure that was very rarely used and that the users of the system did not appear to have much interest in the mechanism.  At the same time, it also demonstrated that the risks for the holders of international registrations were not as high as it might have been suggested.  Given this, the Delegation said that there was a balance of interests between the users of the system.  However, discussions could nevertheless proceed, and in particular, the Delegation said that it could be of interest to consider the time limitations provided for in the system and, in particular, the time period in the context of dependency.  
53. The Delegation of Norway said that in light of the discussions on the Norwegian proposal in previous sessions of the Working Group, where dependency had been one of the key issues, it wished to share with the Delegations one of the initiatives that its Office had taken since the previous meeting of the Working Group.  

54. In light of the comments of a majority of the delegations, in particular in the context of the Norwegian proposal relating to the abolition of the requirement of a basic mark, the Delegation said that it might be preferable at this stage to focus upon and explore further the issue of dependency – independently of the issue of the basic mark requirement.  Thus, the Norwegian Office had decided to seek feedback from stakeholders and industry with respect to the issue of dependency.  The Delegation noted that the Office had also posted the letter in question on the Madrid Electronic Forum (the Madrid Legal Forum), earlier in the year, and that that letter was available on the Forum in English.  
55. The Delegation of Norway stated that, in this initiative, the Office had focused on the main purpose of finding ways of reducing rights holders’ risks of loss of rights and consequential costs in the countries covered by the international registration.  One of the major arguments for taking a renewed look at the dependency issue was, in the opinion of the Delegation, the introduction in 1934 of Article 6(3) in the Paris Convention.  That article provides that a trademark duly registered in one country of the Paris Union shall be regarded as independent 
of marks registered in the other countries of the Union, including the country of origin.  
56. The Delegation of Norway noted that the Office had received very limited response to the letter posted on the Electronic Forum.  On the other hand, the Delegation stated that central attack did not appear to be a tool that was very actively used in Norway, as evidenced from the statistics that the Office had compiled.  At the same time, the results from the exercise by the participating Offices (document MM/LD/WG/9/3), showed, in the view of the Delegation of Norway, a very representative picture of the factual situation and shed some interesting light on the discussion.  
57. The Delegation referred to a point made earlier by the Secretariat, namely, that the participating Offices in the exercise had sent 90 per cent of the notifications of ceasing of effect recorded by the International Bureau in 2010.  Of the 1,240 notifications of ceasing of effect, only 215 seemed to have resulted from central attack.  There had been 96 requests for transformation.  
58. The Delegation of Norway stated that this illustrated that neither central attack nor transformation seemed to be mechanisms that were greatly utilized in the Madrid system.  
In the spirit of trying to streamline the system and to make the system more attractive to users, the Delegation said that it wished to suggest that, at a future session, the Working Group could consider freezing the provisions in the Madrid legal framework that deal with dependency.  The Delegation said that such an option of freezing did have precedent in other WIPO-administered treaties, such as in the Hague System for the International Registration of Industrial Designs and, in the context of the Madrid system, the cessation of application of Article 9bis(1) of the Madrid Agreement.  
59. The Delegation of Norway stated that the option of freezing of dependency could reduce the vulnerability of the basic mark and, at the same time, the requirement of a basic mark would remain in full force.  The Delegation said that it wished to propose that the Secretariat prepare a document which would analyze more in detail how dependency could be frozen.  In its view, the Delegation said that this could be a way forward in making the system evolve towards a truly global system, serving the needs of users and trade.  
60. The Delegation of Cuba stated its concern that the Working Group documents had been made available initially only in English, which had made it difficult to make a detailed analysis of the documents.  The Delegation said that it wished to stress that the documents should also be made available in Spanish so as to give to the Office sufficient time to read them thoroughly.  
It said that it therefore reserved the right to come back to the documents at future sessions 
of the Working Group and that the discussions should remain open for future comments to 
be added.  

61. Regarding the document under discussion, the Delegation of Cuba said that it also believed that the Madrid system was in very robust health and that it has been possible to strengthen it by means of a number of decisions which would ensure that users were comfortable in using the system.  Looking at the document under discussion, and the analysis and statistics contained in it, the Delegation said that it could be concluded that there was not a very common resort to the procedure of transformation, so the risk of a loss of protection for the holders through a ceasing of effect of the basic application or the basic registration would 
not appear to be very high.  For that reason, the Delegation said that it believed that the freezing of the dependency provision should be thought about very carefully and additional analysis should be conducted until there was a real conviction that the core pillars of the system, which had been developed and defended for so long, would not be weakened.  
62. The Delegation of Austria, commenting upon the results of the survey, said that over the six-month period in question, its Office had had 43 notifications of ceasing of effect.  Four of those not only appeared to have resulted from central attack, but were definitely followed by central attack procedures.  Furthermore, the Delegation stated that it strongly believed that some more cases of central attack had taken place beyond the remaining 39 cases of ceasing of effect, at a preliminary stage, which had not been considered by the Austrian Office.  
63. Regarding the body of statistics in general, the Delegation of Austria said that it wished 
to underline two points, namely, that 215 cases of central attack amounted to 17 per cent of all cases of ceasing of effect.  This could not be seen as a negligible percentage.  Secondly, in referring to “only 215 cases”, it should be kept in mind that it was the result from the period 
of just six months and that furthermore, not all Contracting Parties had participated.  The Delegation said that it assumed that what was being discussed was about 500 cases per year and that this led to the conclusion that applicants were using the mechanism of central attack.  
64. The Delegation of Germany spoke of its concern to have the Working Group documents well in advance of the meetings, and noted that it had already requested that the documents be made available two months in advance.  
65. On the issue under discussion, the Delegation of Germany referred to the questions that had been raised by the Delegation of Australia and said that, while it was not in a position to give entirely complete answers, it was apparent from their meetings with users that there was support for the mechanism of central attack.  It was used by at least 26 per cent of its users, and perhaps even more, as had been pointed out by the Delegation of Austria, in the context of possible hidden central attacks, where it was not possible in some cases to know for certain the precise source of a ceasing of effect.  
66. The Delegation of Germany, stating that it fully supported what had been said by the Delegation of Austria, went on to say that it did not know precisely why its percentage was 
so high and that it might be because the Office had a post-registration opposition system.  With regard to transformation, the Delegation said that its Office had, on average, three requests per year, which was not a very high number.  The Delegation also referred to the possible impact of the recent modification of Article 9sexies in terms of the transformation numbers.  
67. The Delegation of Australia expressed its thanks to the Delegation of Germany and said that the discussion document contained some very interesting information.  Regarding the interventions of the Delegations of Cuba and Norway with respect to the suggested freezing 
of the dependency provision, the Delegation of Australia said that it wished to thank the Delegation of Norway for its interesting proposal, and Cuba for its subsequent comments.  
The Delegation said that a document prepared by the Secretariat on the impact and consequences of the freezing of the dependency provision would provide a lot of interesting and useful information for the Working Group and it would therefore be supportive of such initiative and of hearing others’ views on the issue.  

68. The Delegation of the Republic of Korea said that, from its enquiries, it was clear that the non-use of the Madrid system by its users was connected with a concern on the part of its users with the issue of ceasing of effect and central attack.  Even if the statistical data indicated that the number of ceasing of effect resulting from central attack was negligible, there could be a large number of potential central attack cases.  The Delegation stated that it wished to endorse what had been proposed by the Delegation of Norway.  
69. The Delegation of the United States of America said that, in the context of the original discussion arising from the proposal by the Delegation of Norway regarding the abolition of the basic mark requirement, its Office had reached out to its stakeholders and asked whether the benefits of eliminating the basic mark requirement would be enough to outweigh the loss of the central attack feature of the Madrid system.  The answers had been mixed.  The Delegation said that it did not therefore wish to extrapolate from those results and say categorically that central attack was not useful or necessary.  But certainly, data compiled by the Secretariat would suggest that central attack might not be used as much as one might have thought.  
70. In the context of the United States of America’s national use of the system, the Delegation said that in 2010 only about 3,800 international applications had been filed through the United States Patent and Trademark Office (USPTO) as Office of origin.  From that, the Office was looking to see how it could increase use of the system and, talking to its stakeholders, it emerged that one of the main reasons cited for low use of the system was the USPTO’s specific goods and services identification practice, along with dependency.  From that perspective, many United States nationals filed directly into other Offices, so as to get the broadest specification of goods and services possible.  Within that context, the Delegation said that it was very interested in the idea of exploring whether dependency could be frozen, while not being ready to move to a wholesale elimination of the basic mark requirement, because their user-response had been mixed in this regard.  The proposal appeared to be perhaps an acceptable compromise between maintaining the status quo and eliminating the basic mark requirement.  
71. The Delegation of the United States of America said that it wondered also whether this idea might help other delegations address constraints of the Madrid system specific to their own situations.  The Delegation said that it had the potential to seriously diminish the work of national Offices in dealing with notifications of ceasing of effect or limitations issued by the Office of origin to the International Bureau.  If there were no dependency, changes to the basic mark would not require the issuing of a notification of ceasing of effect.  With that in mind, the Delegation said that it wished to request the International Bureau to conduct further research, 
as had been proposed by the Delegation of Norway.  
72. The Delegation of the Czech Republic expressed its support for the proposal by the Delegation of Norway, as endorsed by other delegations.  
73. The Delegation of Zambia said that it agreed with what had been stated by the Delegation of the United States of America and that its Office had had experience of a large multinational company, filing directly through its Office, in order to avoid the implications of the issue of central attack and possibly the limitation of the specification of goods and services.  Thus, there was need to give consideration to the proposal regarding the freezing of the dependency provision, keeping in mind that as we tried to simplify the system, we did not at the same time introduce other complications.  

74. The Delegation of the Russian Federation stated that it wished it to be noted that it had not seen the letter referred to by the Delegation of Norway on the Electronic Forum, but having heard of the contrast between the dependency period of five years and what was at the same time provided for in the Paris Convention, the Delegation said that it would like to have clarification as to why this would be considered to be a contradictory situation, and questioned where such distinction lay.  It seemed that Article 6(3) of the Paris Convention related to the independence of the registration in countries party to the Paris Union, including the country of origin.  The Madrid system, on the other hand, involved a single registration, in which the designated Contracting Parties may grant protection to the use of the mark.  Instead, Article 6(3) concerned marks registered through national procedures, in a number of countries.  The Delegation suggested that a copy of the letter referred to by the Delegation of Norway be distributed to all the delegations.  
75. The Chair confirmed that the letter referred to would be made available to the delegations.  
76. The Delegation of Norway expressed its thanks to those delegations which had supported its proposal regarding the freezing of the dependency provision.  Referring to the intervention which had been made by the Delegation of the Russian Federation, the Delegation sought to clarify its earlier intervention to the effect that it had mentioned a letter that its Office had sent to its stakeholders in Norway concerning the issue of ceasing of effect.  In that letter, reference had been made to the Paris Convention.  A copy of that letter would be made available to the delegations.  

77. The Delegation of Turkey explained the procedure in its Office regarding ceasing of effect.  Most of the international applications from Turkish users were based on a national application.  Ceasing of effect in Turkey did not primarily result from central attack, as the national applications in question were refused ex officio.  The Delegation said that the Norwegian proposal merited further exploration.  
78. The Delegation of Spain said that it wished to be associated with what had been said by the Delegations of Austria and Germany.  It believed that the dependency provision was a very important legal institution.  

79. The Delegation of China said that the proposal of the Delegation of Norway was a very constructive proposal and that it should be considered in some depth.  

80. The Delegation of Ukraine said that it wished to support the proposal of Norway.  
81. The Representative of AROPI said that, on behalf of users, it wished to support what had been said by the Delegation of Spain, to the effect that the possibility of central attack was one of the major advantages of the Madrid system, and to draw to the attention of the delegations the importance of that provision and what it made possible for users.  The Representative said that he would have some problems with regard to the freezing proposal.  
82. The Delegation of Morocco said that its Office had not had any cases of central attack.  The results of the survey showed that the use of central attack was very small, which supported its view as expressed at the last session of the Working Group, to the effect that it was in favor of the retention of the basic mark requirement.  

83. The Delegation of Denmark said that it wished to add its voice to what had been stated 
by the Delegations of Austria, Germany and Spain and also by the Representative of AROPI.  The mechanism of central attack was an important mechanism.  The Delegation said that it had not conducted any formal consultations in this regard, but it was their understanding that its users found this mechanism to be very useful and thus the importance of its retention.  
The Delegation said that the proposal to freeze the dependency provision should therefore be considered with great care and being mindful of the good which the mechanism of central attack served for users of the system.  

84. The Delegation of France said that it wished to express its support for what had been stated by the Delegations of Austria, Denmark, Germany and Spain, and the Representative 
of AROPI.  The Delegation said that it had not had the opportunity to consult with its users, but that the mechanism of central attack was important for its users and it would like to have more time before a definitive decision was taken on this issue.  

85. The Delegation of India, as an observer State, informed the Working Group that the necessary legislation had been passed in India for the purpose of acceding to the Madrid Protocol.  The Delegation said that it believed that the requirement of a basic mark was an essential element of the Madrid system.  The Delegation asked whether the abolition of such a requirement would not be going beyond the fundamental concepts of the system.  
86. The Delegation of Italy stated that most of the international applications in its country were submitted by representatives.  For its users, the mechanism of central attack was considered to be very important.  Therefore, the Delegation supported the positions of the Delegations of Austria, Denmark, Germany and Spain, and the Representative of AROPI.  

87. The Chair noted that there had been support expressed thus far for the proposal of Norway regarding the freezing of the dependency provision, including the Delegations of Australia, China, Czech Republic, Morocco, Republic of Korea, Turkey, Ukraine, United States of America and Zambia.  Counter-arguments had been submitted by the Delegations of Austria, Denmark, France, Germany, Italy and Spain, and by the Representative of AROPI.  

88. The Secretariat recalled that the information-gathering exercise had lasted only for 
six months and involved only 24 Offices.  Those Offices represented 90 per cent of all ceasing 
of effect notified to the International Bureau in 2010.  While the period of the exercise had 
been limited, the Secretariat suggested that the statistics illustrated a clear trend.  Of the 
1,240 ceasing of effect, 215 appeared to have resulted from central attack.  Of those, 64 had been total ceasing of effect and the remainder had been partial.  

89. As some delegations had pointed out, the Secretariat stated that 17 per cent of all 
ceasing of effect appeared to be connected to central attack.  It also implied that, conversely, 
83 per cent did not appear to have any connection with central attack.  

90. The Secretariat, referred to the fact that the large numbers of ceasing of effect were coming from the Offices that were the greatest filers of international applications, which would suggest that the users in those countries were not afraid of the central attack mechanism.  On the other hand, there was evidence from other countries that if it were not for the central attack mechanism, its stakeholders would use the system more.  The Secretariat made reference to countries in the Asian region which were constrained by the difficulties encountered because of the need to file marks in Latin characters and the risks for their users caused by the need to file the basic mark in the same script, despite the subsequent non-use of that mark in the home country and the possibility of cancellation or revocation for non-use.  

91. The Secretariat enquired as to whether the delegations might be disposed to furnish to the International Bureau additional information on ceasing of effect, reverting to all ceasing of effect and seeking to establish what had been the underlying cause of those ceasing of effect, within a new time period.  The provision of such additional information would assist the Working Group in its future discussions.  At the same time, the International Bureau could undertake a study 
on the possible impact and consequences of a freezing of the dependency provision, without 
pre-empting the further discussions on central attack.  

92. The Delegation of Australia said that it was of the view that the conducting of such a study would provide the Working Group with some very useful information.  The Delegation said that the fundamental issue was that most of the central attack advantages, as expressed by users certainly in Australia, related to the possibility of central attack, rather than the actuality of it.  
It was concerned that, while it did not, in principle, disagree with the collection of further information, any such further information would not ultimately serve to throw any light on what it had just indicated as the fundamental issue.  The Delegation of Australia said that it believed that the study that had been proposed by the Delegation of Norway would be of more value to the delegations in considering the issue of dependency.  

93. The Delegation of Cuba referred to the summary just made by the Chair and said that some delegations had made reference to ambiguous data in the discussion document, whereas others had suggested that the figures did not quite add up, and those comments should also be taken into consideration.  The Delegation said that there was therefore a need to look for additional information, rather than trying to draw conclusions on the basis of the information 
now available.  With regard to the concerns that had been expressed regarding the freezing of the dependency provision, the Delegation said that it believed that it had been one of the first to take the floor to raise such concern after the Norwegian proposal had been aired.  

94. The Delegation referred to paragraph 17 of the discussion document, where reference was made to the Working Group being asked to consider all of the information that had been made available, and stated that what was being sought was guidance from the Secretariat about what type of steps should be taken in the future.  While there was quite a lot of data and information available, the Delegation suggested that the data was not yet sufficiently clear and that the Working Group needed to go further in that regard.  

95. The Delegation of Cuba therefore concluded that there did not appear to be enough information available at this time so as to enable the Working Group to take a decision, and suggested that discussion of agenda item 4 might be postponed so as to facilitate the collection of more thorough data.  

96. The Chair noted that it appeared that there was a need for further research and exploration of the issue under discussion.  

97. The Secretariat noted that for the recent information-gathering exercise, the data had been provided by Offices on a voluntary basis.  At the same time, it was clear that the International Bureau would not draw any conclusions when preparing the discussion document, nor provide any analysis, as the Working Group wished to draw its own conclusions.  That was what the present discussion was therefore concerned with.  

98. The Secretariat recalled that a number of delegations had expressed the wish to have additional information on the numbers of cases of central attack.  This would continue to be voluntary, on the part of Offices.  However, it was suggested by the Secretariat that amendments might be made to the existing model form for the notification of ceasing of effect, for example, by providing a box that Offices might tick, if the ceasing of effect in question involved any aspect of central attack.  This would simplify for Offices the reporting of the information to the International Bureau.  The Secretariat noted that the information thus obtained could then be made available to the Working Group at its next session.  The information obtained could also be attached to a study document, if the Working Group decided to follow that route.  The Working Group would, once again, need to decide whether the information was to be merely compiled, or to be compiled and analyzed.  

99. The Delegation of Germany requested clarification with regard to the question of a study and said that it thought it was premature to conduct such a study regarding the freezing issue, pending the gathering of further information on central attack, and noted that this also had been the view expressed by several other delegations, as well as the Representative 
of AROPI.  The Delegation also noted that not all Offices were using the model form referred 
to by the Secretariat and that a certain period should be established in which the information should be provided by Offices.  The Delegation referred, in particular, to the possibility that 
the statistics presented to the Working Group may not have disclosed cases of hidden or undisclosed central attack.  

100. The Representative of AROPI, adding to what he had said earlier and following on what had been stated by the Delegations of Australia and Germany, said that the mechanism of central attack was of great interest to users, not just in terms of the particular mechanism itself, but in the fact that users were able to have recourse to it.  The Representative said that he wished to draw attention to the fact that a study on central attack should also take into account this aspect.  That is to say, the existence of the mechanism, per se, being just as important for users as implementation of the actual mechanism itself.  
101. The Delegation of the Russian Federation said that it had certain sympathy for the proposals made by the Delegation of Germany.  The Delegation said that what had been said by the Delegation of Germany was a wise suggestion at this time.  It was vital to collect data before conducting a study on freezing.  The Delegation also spoke of the necessity for additional clarity on what did, or did not, constitute central attack, and gave an example in illustration of this.  The Delegation expressed the importance of proceeding with caution.  

102. The Delegation of China said that, according to its experience, for some users central attack may be seen as a highly desirable feature of the Madrid system, and for others it may be seen as a highly undesirable one.  If it was proposed to make a change to the procedure of central attack, there should be enough data to support any such change and progress should be made patiently.  Other options might exist.  

103. The Delegation of Norway said that it believed that the proposal made by the Secretariat was a useful proposal and, like China, it agreed that there was always the issue of the usefulness of the mechanism of central attack, as opposed to the tool as a hindrance.  If it were decided to proceed with the collection of further data, there should also be given consideration to focusing on how the mechanism of central attack might be stopping users from using the Madrid system.  

104. The Delegation of Norway said that it wished to clarify its earlier proposal relating to the freezing of the dependency provision.  It was not intended to be a proposal to be decided upon at the current session of the Working Group, but rather to be an issue for discussion at some future session of the Working Group.  Nevertheless, the Delegation suggested that the Secretariat may be in a position, meanwhile, to examine what might be the possible implications of such a freezing and said that this would be a constructive way forward in that it would enlighten the discussions of the Working Group in the future.  

105. The Chair noted that there appeared to be almost a consensus among the delegations that there was a need to collect further information and data so as to provide clarity for further discussions.  

106. The Delegation of Tajikistan, supported by the Delegation of the Republic of Korea, stated that it wished to support the proposal regarding the need for additional studies.  

107. The Representative of MARQUES, referring to its earlier intervention, stated that there had been expressed by the delegations the need for caution and said that he would appreciate the proposed intermediate step in looking more carefully at the possible freezing of the dependency provision.  

108. The Representative ECTA spoke of the importance of the central attack mechanism in the Madrid system.  Nevertheless, there was merit in looking at the mechanism in greater depth and obtaining improved statistics.  The Representative referred to the importance of the phrasing of questions when it came to central attack, if questionnaires were to be sent by Offices to their users.  Meanwhile, at present, the system was well balanced and met the interests of both sides of the debate.  The Representative made reference to the possibility of the dependency period being cut to three years, which might be of particular interest to Asian users, who currently encountered problems with having to file marks in Latin characters and may subsequently have difficulty arising from non-use of those marks in the country of origin.  

109. The Delegation of Denmark, referring to what had been mentioned earlier by the Delegation of Germany concerning the hidden use of central attack and the difficulty for Offices to furnish information or data in that regard, asked how that type of use could be taken into account in the compilation of additional information.  
110. The Delegation of Italy stated that it wished to underline that, for its Delegation, it was not a question of numbers of central attack, but rather the ease and utility of the mechanism, as had been noted by the Representative of ECTA.  

111. The Chair stated that there had been many useful comments and that there appeared 
to be a consensus that more information was required regarding central attack and transformation if the discussions and the proposal of Norway concerning freezing of the dependency provision were to progress.  Noting that 24 Offices had participated in the earlier exercise, the Chair invited as many Offices as possible to engage in the provision of additional information.  It was concluded that some further study of the issue of central attack would be conducted by the International Bureau, and for the following session of the Working Group further data would be made available.  Regarding the time period, the Chair said that he felt that a further period of six months would be sufficient, commencing from July 1, 2011.  

112. The Delegation of Germany said that a time period commencing in the past would not be appropriate, and suggested, perhaps, August 1, 2011.  

113. The Deputy Director General, Ms. Wang, noted the concern of the Delegation of Germany and said that it was clear that there was a consensus that the issue of central attack needed to be carefully studied and reviewed, as the matter was important in the context of the Madrid system and in light of the desire to introduce simplification and user-friendliness.  Ms. Wang also noted that, in any event, the International Bureau would need to communicate in advance with Offices, and in that communication an indication could be made of the commencement date for the exercise.  Ms. Wang suggested that a date towards the beginning of the fall period might be appropriate and acceptable to Offices.  

114. The Delegation of Cuba said that it agreed with what had been stated by the Deputy Director General and recalled that it had earlier spoken of the need for further analysis so as to ensure that the correct information could be obtained, referring to the apparent incompleteness of the information obtained earlier.  The Delegation said that if the circular to be sent out to Offices could indicate the type of information that was required in the new period, the new information would be quantitatively and qualitatively more reliable.  Otherwise, the new data would not be any clearer than the data already obtained.  

115. The Delegation of China questioned the utility of collecting further information and opinions from the users of the system.  

116. Responding to a query raised by the Delegation of Portugal as to whether it would be advisable also to further analyze the implications of the requests for transformation under 
Article 9quinquies, the Chair confirmed that this would also form part of the study.  

117. The Chair concluded the discussion of agenda item 4 by stating that there had been no consensus on the immediate need to undertake a study on the freezing of dependence, as proposed by the Delegation of Norway.  On the other hand, there was agreement on the need to compile additional, more accurate information on ceasing of effect, and specifically on central attack and transformation.  Finally, the Chair noted that the Working Group had agreed that Offices would furnish to the International Bureau additional, more accurate information on ceasing of effect and, specifically, on central attack and transformation.  The International Bureau was requested to notify to Offices the details concerning the implementation of this initiative.  
Agenda Item 5:  Information Relating to the Review of the Application of Article 9sexies(1)(b) of the Protocol Relating to the Madrid Agreement Concerning the International Registration of Marks
118. Discussions were based on document MM/LD/WG/9/5 Rev.  
119. The document was introduced by the Secretariat.  The Secretariat outlined the historical development of Article 9sexies, which had been commonly referred to as “the safeguard clause”.  The Secretariat referred then to new paragraph (2) of amended Article 9sexies, 
which provided that the Madrid Union Assembly should, after the expiry of three years from 
September 1, 2008, review the application of new paragraph (1)(b) of that Article and that the Assembly might, at any time thereafter, either repeal it or restrict its scope, by a three-fourths majority of those States which were party to both treaties.  

120. The Secretariat stated that the discussion document contained information regarding the application of paragraph (1)(b) of Article 9sexies and, in particular, information with respect to the non-operation of declarations extending the time limit to notify a provisional refusal and declarations of individual fees.  

121. The Secretariat noted that there were 55 States bound by both treaties.  Of those, 
14 had made a declaration extending the time limit for the notification of provisional refusal 
to 18 months, and seven of those had made the declaration extending the time limit beyond 
18 months, in the case of the notification of provisional refusal based upon opposition.  

122. Of the 55 States in question, 16 had made the declaration requiring payment of individual fees.  
123. The Secretariat stated that the document contained, inter alia, tables indicating data relating to the number of cases in which those declarations had been rendered inoperative by the application of paragraph (1)(b) of Article 9sexies.  

124. The Delegation of France stated that it wished to recall that the two exceptions introduced in paragraph (1)(b) had been discussed at length during the meetings concerned with the 
review of the safeguard clause and that those exceptions were very important for its users.  
The Delegation said that it wished to be noted that the system, as it stood, was working very well and it was important to ensure that the system remained attractive for users and, 
in particular, SMEs.  

125. The Delegation said that if most Offices could examine applications and inform applicants of the results in a period of less than 12 months, as the document suggested, the principle of tacit acceptance still remained the rule.  In the absence of paragraph (1)(b) of Article 9sexies, holders would have to wait until the period of 18 months had expired.  In the view of the Delegation, abrogating the period to 12 months would be damaging for the users of the Madrid system and for the legal certainty of third parties.  If the statement of grant of protection had been introduced in order to overcome the problems linked to the principle of tacit acceptance, 
it is only mandatory since January 1, 2011, and does not have any legal consequences.  
The Delegation said that it believed that there had not yet been enough time and experience 
to put an end to the exception of the extension of the refusal period.  

126. The Delegation of France said that it was in favor of maintaining paragraph (1)(b) as it stood.  Removing the exception regarding individual fees would be damaging for users as it would increase the fees quite substantially.  French users were among the main users of the Madrid system and the Delegation said that those users were very much against the review of the provision on the issue of fees.  In addition, the removal of that exception could give rise to 

other consequences, in that States that have not made the individual fees declaration thus far could be tempted to do so.  Abandoning the exception with respect to fees would be going against the commitment of WIPO to make the Madrid system more attractive to users and, 
in particular, for SMEs.  

127. The Delegation of Italy stated that as it was one of the States that had made the declaration extending the refusal period, it wished to underline that, despite the making of that declaration, it was now in a position to operate within the period of 12 months.  The Delegation said that its Office had never used the extended period of 18 months.  

128. Regarding the fee regime, the Delegation of Italy noted that the change from the standard fee regime to individual fees would have quite a significant impact for users, as had been seen 
from the document.  Therefore, there should be thorough consultations with users and their representatives before making a decision in this regard.  

129. The Delegation of Switzerland said that it supported the comments made by the Delegations of France and Italy and, in particular, the remark made by the Delegation of Italy concerning the need to hold consultations and to conduct a more in-depth review of the issues.  For these reasons, the Delegation believed that these issues should again be included in the agenda of the following session of the Working Group.  

130. The Delegation of China stated that up to now everything had been working extremely well in the Madrid system, and the period for examination of trademarks had been one of the significant advantages of the system.  Thus, the Delegation said that it did not think that anything needed to be changed and it therefore supported maintaining the provision as it stood.  

131. The Delegation of the European Union, supported by the Delegation of Germany, stated that it, and its member States, were of the opinion that the current system was working fairly well and that this had been confirmed by the review of paragraph 1(b) of Article 9sexies, carried out by the International Bureau.  The amendments last introduced into this Article had stood the test of time and the Delegation said that it was therefore of the view that there was not any need to take further action at this time.  

132. The Delegation of the United States of America said that when the review of the safeguard clause had been initiated, it had been looking forward to seeing how the system could be simplified, leaving the old and moving to the new.  The Delegation said that it sensed 
a holding on to the old.  There had been a suggestion that this document be maintained for further discussion in the future.  Another suggestion might be to have a new review period.  
The Delegation said that it was reluctant to have a situation arise where it might be seen that the discussion on the review of the paragraph in question had come to a conclusion.  The Delegation said that it supported the suggestion of looking at the provision again at the next session of the Working Group, or at least set a new formal review period, so as to try to keep moving forward.  

133. The Delegation of Spain said that Spain had always supported the total repeal of the safeguard clause and that that was the position it continued to hold.  

134. On a point of information, Ms. Wang, noted that during the forthcoming Assemblies, all of the committees of the Unions would have a reporting session.  For this reason, the Secretariat was required to prepare a report to the General Assembly based upon the outcome of the Working Group meeting and any recommendation it might make.  In addition, Ms. Wang recalled that one State was still not a party to the Madrid Protocol.  However, it was hoped that this State would soon accede to the Protocol.  That would then provide a useful opportunity to fully discuss all the issues raised in the present context.  
135. The Chair concluded that there was no consensus on the immediate need to either restrict or repeal the scope of paragraph (1)(b) of Article 9sexies.  The Working Group therefore agreed to recommend that the Madrid Union Assembly neither repeal nor restrict the scope of paragraph (1)(b) of Article 9sexies at this time.  The Working Group also decided that the review of the application of paragraph (1)(b) of Article 9sexies should again be included in the agenda of the following session of the Working Group.  
Agenda Item 7:  Legal Development of the Madrid System.  Division of the International Registration
136. Discussions were based on document MM/LD/WG/9/2.  
137. The document was introduced by the Secretariat.  The Secretariat noted that this issue had first been raised during the fifth session of the Working Group, when the Representative 
of AROPI made reference to an informal paper which had been made available to the delegations.  At the seventh session, the Delegation of Switzerland proposed in a paper that 
the suggestion by AROPI be included in the agenda of that session.  
138. The Working Group then agreed that a study be conducted by the International Bureau in order to ascertain the impact and consequences of the possible introduction of a procedure that would permit the division of international registrations.  The study should also examine the practices of Contracting Parties in that regard.  

139. In September 2010, a questionnaire was sent to the Offices of all members of the Madrid Union.  The findings derived from the responses to the questionnaire were presented and analyzed in the discussion document.  The International Bureau had also presented in the document other possible options that might serve the needs of the users of the Madrid system, apart from the introduction of a formal structure for the division of international registrations.  

140. The Delegation of Switzerland said that when it had proposed the discussion of this issue by the Working Group, it had been concerned by problems raised by users of the system, through AROPI, at the fifth session of the Working Group, and the views of several delegations and representatives who had expressed interest in pursuing the discussions.  Having considered the document prepared by the Secretariat, the Delegation said that it noted that the alternative solutions proposed by the International Bureau, including an intermediary statement of partial grant of protection, would not enable the resolution of all of the problems referred to 
by users.  

141. The Delegation said that in the present session of the Working Group it would like to have taken into account the point that there should not be created an additional burden for the Secretariat.  Such burden would not be justified, in particular, by the needs of users and, in any case, it should remain within reasonable limits compared to those needs.  Having studied the document and discussed the issues with other delegations and users, the Delegation of Switzerland said that the proposal intended to introduce a provision for division of international registrations remained in that framework.  

142. The Delegation said that it wished to point out that the type of division referred to at the current session and mentioned in its submission to the seventh session of the Working Group concerned the division of the designation, and not the basic mark.  In its view, that limited the scope and the effects of the division to the designated Contracting Party concerned.  The Delegation also underlined that the number of cases of division remained limited.  However, some problems remained in the absence of division of the designation, in particular, the fact that, under the legal framework of the Madrid system, it is not possible to obtain a statement confirming the protection of the trademark for the non-controversial goods and services.  
143. Additionally, the Delegation of Switzerland stated that, given the information provided by the International Bureau, in particular, the issue relating to the examination of the lists of goods and services, an option would be to allow the filing of the request for division before the Office of the designated Contracting Party in which such division would take effect.  This Office would be more sensitive to the reason prompting the filing of the request for division.  Said Office would examine the request and, in particular, the list of goods and services, and transmit the request to the International Bureau for its inscription.  The Delegation, echoing the opinion of some of the Swiss users, remained open and interested in pursuing the discussions to find new ideas regarding this issue which could be presented and discussed during the following session of 
the Working Group.  

144. The Representative of AROPI said that it wished to thank all those Offices that 
had participated in the consultations leading to the preparation of the document.  The Representative also expressed its thanks to the Delegation of Switzerland for having specified the very particular nature of the entire issue of division.  

145. The Representative said that it regretted that since the number of divisions was very limited, as had been shown by the responses to the questionnaire, there appeared to be a conclusion that this reflected a lack of interest in the issue, in general.  The Representative said that this might not be an appropriate conclusion and that the existence of a limited number of division requests did not have any bearing upon the importance of the mechanism of division itself, for users.  

146. The Representative of AROPI said that it was aware of the possibility that the introduction of a procedure for division could lead to extra work for the International Bureau, as had been mentioned in the discussion document.  However, the details of this additional work are not very well explained in the document.  The Representative emphasized that any of the alternatives suggested would not allow to really solve the problem.  In particular, if Offices had to record divisions concerning their designation, this option would not be possible in Contracting Parties which did not maintain, for instance, a distinct register for international marks.  For this reason, the Representative believed that the intervention of the International Bureau would always be required, since the International Bureau is responsible for the International Register.  However, the Representative indicated that it may be possible to find alternatives or other options which would guarantee a comparable result.  The Representative added that AROPI, as Switzerland, remained open to consider other options.  In addition, the Representative said that AROPI would welcome any proposal in this sense from the International Bureau.  

147. The Representative of INTA expressed to the Delegation of Switzerland her thanks for having taken on board the suggestion of AROPI.  The Representative also expressed her thanks to the member States that had taken part in the survey.  

148. The Representative of INTA said that the results of the survey made it clear that a large majority of the members of the Madrid Union did provide, or as parties to the Trademark Law Treaty (TLT) or the Singapore Treaty on the Law of Trademarks, were expected to provide, for the possibility of division of applications for trademark registration filed directly with the Office, and in certain cases, also for registrations.  The results of the survey made it equally clear that, except for a few jurisdictions, such possibility was made little use of.  

149. The Representative went on to say that however small such use may be, it remained 
that division corresponded to a clearly identified need of brand owners.  The need for such procedure had been sanctioned by the TLT back in 1994 and confirmed by the Singapore Treaty just five years past.  Both made it mandatory to provide for the possibility of division of 
trademark applications and, in certain circumstances, of registrations.  The Representative noted that, as had been pointed out during the seventh session of the Working Group, it seemed peculiar that the Madrid system would not make room for an international standard, set by international treaties concluded under the auspices of WIPO and administered by WIPO.  

150. The Representative of INTA said that it was of the very essence of the Madrid system that applicants had chosen the international route for the protection of their marks abroad and they should be treated no less favorably than those having chosen the national or regional route.  
It followed from this that the international registration should afford holders the possibility of dividing it, with respect to jurisdictions that allowed for division of applications filed directly with their Offices, or registrations effected by their Offices.  
151. The Representative further observed that, as pointed out in the discussion document, there existed already de facto division of international registrations as the result of the recording of a change of ownership, as well as provision for subsequent merger.  A procedure for division of international registrations, as alluded to in the document, other than as a result of a partial change of ownership, could well be developed, based on that existing procedure.  A procedure for the refusal of the effects of division could also be included, inspired by the existing provisions for the refusal of a change of ownership.  

152. The Representative of INTA said that it was therefore believed that a procedure for the recording in the International Register of the division of international registrations along the same lines of such de facto division should be given serious consideration and should be further elaborated upon, in order to give to the Working Group the opportunity to fully assess the possible impacts on all relevant parties.  Of course, such assessment would consider fully the concerns that had been expressed by the International Bureau and referred to in the discussion document.  

153. Referring to the alternatives envisaged in the document, the Representative of INTA said that, while there was willingness to consider such alternatives, those alternatives would need to meet the needs of brand owners and other users, and offer equal legal security to the holders of international registrations and third parties.  

154. The Delegation of Italy stated that it wished to thank the Offices of all those Contracting Parties that had collaborated with the International Bureau in the provision of information for the preparation of the document.  The study had shown that 78 per cent of national Offices had received between zero and five requests for division in 2009.  The Italian Office had not received any such request in the same period.  The Delegation said that it appeared that the introduction of a procedure for the division of international registrations would considerably increase the workflow of the representatives of users.  Nevertheless, the Delegation of Italy 
said that at this moment, it did not see any real benefit for users and expressed concern regarding the introduction of a new procedure that would have a large impact on the existing legal framework of the Madrid system and that would probably introduce complexity into 
the system.
155. The Delegation of the United States of America said that when it had first reviewed the proposal under discussion, it was somewhat puzzled and questioned why there should be a need to introduce a procedure for division at the international level, given that it already existed at the national level and was required by the treaties that had been referred to earlier.  It then became apparent to the Delegation that, in fact, not all Offices had a divisional practice in place at the national level for Madrid filings, even though they may likely have it for their national filings.  

156. The Delegation said that this brought it back to what it had often previously referred to, namely, the treatment of Madrid filings differently to national filings, the provision of different levels of service to users and discrimination of Madrid users vis a vis domestic users.  The Delegation of the United States of America noted that its Office did provide a procedure for 
the division of applications and that there was not any separate system for national versus international filings.  The Delegation spoke of the particular circumstances that might give rise 
in the USPTO to a request for division and explained how the procedure worked in practice in 
its Office.  

157. The Delegation of Switzerland, responding to what had been noted by the Delegation of the United States of America in its concluding comments, said that the idea was to look at the question of division of an international registration in a given designated Contracting Party and not the division of the basic application or registration, as such.  The procedures that one was trying to develop related to the designated Contracting Parties, and would not therefore represent an extra burden for the Madrid system.  

158. The Delegation of Australia thanked the Delegation of the United States of America for its useful comments and, referring to what had been said by the Delegation of Switzerland, it noted that eight Contracting Parties allowed for division of a Madrid designation, in principle, and this demonstrated that there was not any constraint against such a practice, as far as the Madrid system was concerned.  Thus, the Delegation said that it wondered, from the point of view of users, what particular issue remained to be addressed through the Madrid system, in order to meet the needs of users, rather than through processes that may already be possible at the national level.  

159. The Representative of INTA, responding to the Delegations of Australia and the United States of America, said that it was obvious that division of the international registration should be country-specific and what it had in mind was that the procedure for division of international registrations should allow for the division of the international registration in respect of the designated Contracting Parties in which an objection had been raised and where the need for division arose.  

160. The Representative said that a parallel could be made with the limitation of the international registration.  Country-specific division should, in the same way as a limitation, for example, or a partial change in ownership, be reflected in the International Register and the procedure should be at the level of the International Register.  Referring to the eight countries that had been mentioned by the Delegation of Australia, the Representative of INTA said that there was evidence of only one country where there was actually legislation and a procedure in place in order to provide for the division of international registrations at the designation level.  

161. The Representative said that, of course, users would have no difficulty if all members of the Madrid Union whose legislation provided for division at the national level would also provide for the division of a designation, but wondered whether it was something that the countries would wish to consider, from a legislative point of view.  

162. The Delegation of Denmark said that it had been surprised when reading the document to find that the USPTO had been providing for the division of international registrations at the designation level, which its own Office had thought to be not possible under the Madrid system.  But in fact, as the Delegation noted, a number of other Offices also allowed, in principle, for the same facility.  The Delegation said that it could be useful to have the view of the International Bureau on this issue and that its Office would be very happy to give to its users the possibility of dividing an international registration at the level of a designation of Denmark, if it were permitted to do so.  
163. Referring to what had been said by the Representative of INTA, the Delegation of Denmark spoke of the importance of paying attention to making sure that the International Register reflected the actual status, if designations were divided at the national level.  

164. The Delegation of Israel said that its implementation of the Madrid system appeared to be a success and it hoped that this trend would continue.  With regard to the issue of division, the Delegation said that it was of the view that the possibility of division should be available to those users who chose the international route.  However, it believed that such division should take place at the national level and not involving the International Bureau.  
165. The Delegation of the European Union said that it believed that the possibility of dividing an international registration was of great importance to users and that it was not appropriate to conclude otherwise, merely because of the limited use that might be made of division in certain national jurisdictions.  Referring to the treaties already alluded to, the Delegation noted that a significant number of those Offices that responded to the questionnaire provided for the possibility of division, the Community trademark systems being one of such systems, which followed a very liberal approach on the issue.  For this reason, and despite the concerns referred to in the document, the Delegation stated that it was necessary and appropriate to undertake further efforts with the aim of finding a proper solution for introducing the possibility of division of an international registration and thereby achieving coherence with international trademark standards.  

166. The Delegation of the Russian Federation stated that provisions relating to the division of applications and registrations existed in the law of the Russian Federation and users had been using it quite successfully.  The Delegation referred to its response to Question 11 of the questionnaire, where it had indicated that a request for division had been satisfied in 190 cases.  The Delegation said that in recent years, the procedure of division had been used more and more by users, where there had been a partial refusal of the application.  The Delegate made reference to the time limit for overcoming objections in its Office, and in particular the difficulty for foreign applicants in some cases.  If there were to be a possibility of division within the framework of the Madrid system, there would be need for the recording of division in the International Register also.  

167. The Delegation of China said that it was apparent that the need for division was quite limited and the introduction of such a procedure in the Madrid system would make the system more complicated, including the addition of alphabetically sequenced letters to registration numbers.  As had been suggested by other delegations, the Delegation of China said that if division could be carried out at the national level to the satisfaction of everyone, it would not be necessary to have division at the level of the International Bureau.  The Delegation noted also that even if a procedure for division were to be provided for at the international level, there would still be difficulties for some users, because not all Contracting Parties provided for division at the national level.  Since division was already operating satisfactorily at the national level, the Delegation queried the need for such a procedure at the international level.  

168. The Delegation of France stated that it wished to point out that it believed that solutions that were designed to decentralize the procedure of division to national Offices, such as proposed in the document, would not be beneficial for users, as it would complicate matters from a practical point of view at the national level.  
169. The Representative of INTA said that INTA’s introductory statement had sought to clarify that its position was based on the principle that whatever was accessible through the direct route should also be accessible through the international route.  In answer to the Delegation of China, the Representative said that he wished it to be clear that INTA was not calling for the introduction of division in countries whose law did not provide for division at the national level.  

170. The Delegation of Austria said that its Office did not provide for division and in view of its limited use where it was provided, there should be caution about the introduction of a complex procedure or obligation into the Madrid system.  If the delegations supported the introduction of a division procedure, it would be appropriate not to establish new obligations at the national level.  

171. The Representative of INTA said that regarding the real impact on the International Bureau of such a procedure as the one contemplated, it was notable, from the second part of the document (the results of the survey), that the country where the largest number of divisions was requested at the national level was the United States of America.  If one considered that, in that country, the number of divisions at the level of the designation amounted to just about 100 since the United States of America acceded to the system, then one should expect that introducing a procedure for division into the international registration system should not create such an important amount of work as the International Bureau seemed to anticipate.  

172. The Representative of INTA also said that it seemed that the main concern was that a procedure for division would result in difficulty in classification and examination of the lists of goods and services in the divisional registration, translation of the divided lists, and so on.  This assumed that the division could be expressed in indications different from those used in the international registration.  The Representative of INTA wondered whether this was really the case.  If there were such a difficulty, one could consider whether it would equally serve the needs of the users if goods and services to be included in the divisional registration had to be spelt out using only indications that were contained in the parent registration.  The Representative of INTA suggested, in that regard, that the International Bureau could possibly clarify what happened in the case of partial changes in ownership, in terms of indications of goods and services.  

173. In response to the Representative of INTA, the Delegation of the United States of America said that if there had not, for example, been sufficient specificity in the indication of goods and services, then there could not be the same indications in the parent and child registrations.  
174. The Secretariat, in response to the query from the Representative of INTA, said that in the case of the recording of a partial change in ownership, these requests were becoming more and more complex, increasingly involving more than one international registration.  The Secretariat did not have any data available relating to how many requests involved changes in the classification.  However, there was often considerable difficulty in establishing the scope of protection to be provided for, as between the part to be transferred and the part to be retained.  

175. The Delegation of Morocco said its legislation did not provide for division.  However, its new legislation to be enacted would allow for division, in accordance with the Singapore Treaty.  It said that it would like to think about the issues somewhat further, but, in principle, it did not have any opposition to it.  

176. The Delegation of Switzerland said that it wished to refer to its proposal and how it would like to continue work on the issue under discussion.  The goal of this procedure was to increase the transparency and legal certainty of the system, so that information could be obtained on international registrations, managed by WIPO, in each designated Contracting Party, where there were differences in goods and services, arising from division.  It did not want to make the system more complex.  Neither did it wish to introduce new national procedures for countries which did not provide for division at the national level.  

177. The Delegation of Switzerland thought that a solution could be found that would avoid that change, so it proposed continuing the discussions and, in particular, to look at the situation in countries that did provide for division, and to find a mechanism that would enable those countries to notify to the International Bureau information relating to divisions, for recording in the International Register.  The Delegation said that a continuation of the discussion would allow for further ideas to emerge, for discussion at the following session of the Working Group.  
178. Referring to what had been said by the Delegation of Switzerland in the context of transparency and certainty, the Delegation of Cuba said that the gathering of relevant information was very important for all members of the Madrid system.  The provision by Offices of additional services on market information would always be useful, in terms of the making of such information available officially through its electronic database.  The Delegation noted that its legislation had a provision for division.  The Delegation said that it would not have any objection to establishing division as a possibility in the Madrid system, provided that the formalities on fee payment were met at the national and international levels.  It did not believe that the introduction of such a procedure would necessarily give rise to a large demand for the application of such a procedure.  
179. The Representative of OAPI said that it was following very closely the discussions of the Working Group and, with regard to the issue of division, the Representative said that OAPI had been giving very careful consideration to the issue, and in particular also in the context of change in ownership.  

180. The Delegation of Germany shared with the delegations its experience of division at the national level and noted that its Office had had only 12 requests for division of applications, compared with 70,000 applications filed, which meant that the number of divisions was considerably less than one per cent.  The Delegation said that if division were to be introduced at the international level, then examination would have to take place at the national level because the underlying problems, such as partial refusal, always arose at the national level.  

181. The Delegation of Germany said that, nevertheless, it would need to be reflected in the International Register because, for example, Germany did not have a register of international registrations and therefore could not assign a new number to a divided international registration.  The Delegation said that such a framework was already in place in the international context, with regard to partial changes in ownership, which were also examined at the national level, but recorded in the International Register.  The Delegation said that its Office would have to revise its electronic system and would also need time for advance preparation.  Given the rarity of the application of the division procedure, the Delegation of Germany queried whether it was really necessary to introduce such a feature into the international framework, which would certainly add complexity to the system.  

182. The Representative of JPAA said that there had been a lot of experience of filing of divisional applications in Japan, and noted that there had been over 1,000 such applications in the year 2009.  From the users’ point of view, the Representative said that he did not think that there was any reason not to introduce a division procedure into the Madrid system.  Referring to what had been said by the Delegation of the United States of America, the Representative said that in Japan there now existed discrimination between national users and international holders.  

183. The Representative of JPAA said that, as had been mentioned by the Delegations of Cuba and Switzerland, it also believed that, from the point of view of third parties, there was a need for transparency and clarity of databases, if a procedure of division were to be introduced.  This would involve the International Bureau, in terms of the International Register.  

184. The Delegation of Australia stated that it agreed with the comments of many delegations that the introduction of a formal structure for the division of international registrations would entail a great deal of complexity.  However, this did not mean that it should not be done, if sufficient benefit could be identified, but the Delegation did signal that caution needed to be exercised.  

185. In the case of Australia, where there was a large number of divisional applications, the Delegation said that the division of an application was well used, and the Delegation said that it would be interested in having the views of Australian users regarding the possible division of an international registration designating Australia.  The Delegation referred to the possible notification of the official acceptance of goods and services that had not been covered by a partial refusal (mentioned in the discussion document), prior to the completion of all procedures before the Office, and said that it had some reservations about this and that it would be interested to hear the views of other delegations in this regard.  

186. The Delegation of Australia said that its reservations were based upon the fact that such a statement would only be interim and that potential partial protection might anyway easily be deduced from a notification of partial refusal.  The potential confusion for users and third parties alike could be another problem and the Delegation said that it was not convinced that an official statement of partial protection would be useful.  

187. The Delegation of Japan said that its Office provided at present for the division of applications and registrations at the national level.  The number of requests for such division in its Office was quite large.  The Delegation said that it believed that it was important to have discussions regarding the possible division of international registrations.  It wished to note that, as had already been indicated, the International Register should reflect reality if there were to be a division of an international registration at the level of a designation.  Secondly, Japan had made the declaration for receipt of the individual fee in two parts.  If there were to be a provision for the division of international registrations, there may therefore be a necessity to have an additional procedure in order to provide for the protection of a part of the divided registration.  The Delegation said that it was of the view that there was a need that the issue be considered 
in depth.

188. The Delegation of Sweden said that it attached great importance to the views of users.  
It was not yet aware of the opinions of users in Sweden regarding the issue of possible division of international registrations and therefore wished to make a reservation regarding the further discussions of the issue.  

189. The Delegation of Norway stated that it wished to thank the Delegation of Switzerland for that Delegation’s very constructive proposal.  It said that it attached great importance to the goal of increasing transparency and legal certainty, while keeping the system simple.  

190. At the same time, the Delegation of Norway said that it wished to support going forward along the lines that had been suggested by the Delegation of Switzerland, while being cautious not to make the International Register overly complex.  

191. The Chair concluded that there appeared to be no consensus at this stage on the need to introduce division in the Madrid system, and proposed that the International Bureau, together with some interested Offices and organizations, study the matter in more depth, in order to present a proposal for the following session of the Working Group.  The Working Group agreed to pursue the approach proposed by the Chair.  

Agenda Item 8:  Other Matters
192. The Secretariat said that this agenda item presented the opportunity to speak about the Madrid System Legal Forum, the establishment of which had been requested by the delegations at the previous session of the Working Group.  The Forum was intended to provide a platform for continued discussion of the legal development of the Madrid system, outside the sessions of the Working Group.  

193. The Forum had been established and information had been disseminated concerning the modality for gaining access to it.  Thus far, the Secretariat said that access had been granted 
to 47 parties and there had been one document submitted to the Forum, namely the document referred to earlier by the Delegation of Norway, regarding the issue of central attack.  
194. The Secretariat said that the Forum was a place where ideas and proposals could be aired and explored and that the momentum of the Working Group could be continued.  The Secretariat therefore urged those who had not yet subscribed to the Forum to do so, by providing user names and obtaining passwords.  The Secretariat explained how to gain access on the Internet to information concerning the Forum.  

195. The Representative of INTA said that he wished to commend the International Bureau for the establishment of the Madrid System Legal Forum and expressed his hope that it would be availed of.  The Representative said that he wished to recall also that some years past, a Forum on the issue of replacement had been established.  INTA had posted some comments on that issue two months previously and suggested that the Forum on replacement be closed and that the contributions on that Forum be transferred to the new Madrid System Legal Forum.  

196. In response to the Representative of INTA, Ms. Wang, said that she would wish to have input from the delegations as two how the Madrid system might be simplified.  She said that according to the current draft Program and Budget for the following biennium, the Madrid Working Group had been budgeted for one session per year.  She noted that there had been some comments from delegations and user-groups to the effect that a single session per year was not sufficient.  The Deputy Director General said that it would be difficult to request an increase in the budget so as to facilitate the holding of two sessions per year.  She said that another option was to have a single session, broken into two terms, which would be more 
cost-effective.  However, much depended upon the requirements of the development of the work of the Working Group.  The Deputy Director General assured the delegations that she was entirely at their disposal and welcomed having from the delegations any ideas as to how matters could be progressed.  

197. The Delegation of China, in response to what had been stated by the Deputy Director General, said that its feeling was that the sessions were important and necessary for the development of the Madrid system and that one session per year was perhaps not sufficient.  More frequent meetings would increase the efficiency of the work of the Working Group, shortening the time taken by each meeting and allowing for a wider exchange of ideas and discussions.  
198. The Delegation of Australia said that it had earlier been concerned when it became apparent that the Working Group would not be meeting for a further year, because the opportunities for Contracting Parties to work on the simplification of the system were thereby being made more difficult.  The Delegation said it agreed with what had been said by the Delegation of China, but noted that, for Australia, and probably for other delegations, to meet for a shorter period twice a year might not be useful.  It said that it welcomed the possibility to discuss other options, if the holding of meetings twice per year were not possible.  

199. The Delegation of France said that its Delegation had a preference for having the discussion documents as early as possible so that its Office could consult with its users.  

200. The Delegation of Italy, supported by the Delegation of Germany, said that its Office would have some difficulties in participating in twice-yearly Working Group sessions, as it had also other commitments of this nature.  The Delegation of Germany said that it wished also to strongly support what had been stated by the Delegation of France concerning the timely making available of the discussion documents, and their translations, and proposed that this issue be included on this occasion in the Summary by the Chair.  
201. The Delegation of Switzerland said that it could see the point of having more frequent meetings, in order to stimulate the work of the Working Group.  Nevertheless, it said that, like other delegations, it could be a problem when it came to receiving the discussion documents early enough.  Thus, it wondered, in possibly increasing the frequency of the Working Group sessions, how possible would it be to have discussion documents prepared in advance.  Regarding the length of the sessions, it said that it had noted and understood the concerns of the Delegation of Australia, but queried whether five days per session was really needed, if the frequency of the meetings was increased.  

202. The Chair said that if the Madrid System Legal Forum could be used more effectively 
for the sharing of comments, that may in turn bring about a consensus on items for further discussion during the Working Group, even if the Working Group were to be restricted to 
one session per year.  However, this would mean a more engaged participation in the Forum 
by all of the member States.  

203. The Deputy Director General, Ms. Wang, referred to the Round Table meeting, which was due to take place on the Thursday of the week of the current session of the Working Group.  She said that the Secretariat would be looking forward to feedback from the participants as to how this could be better organized in the future.  The Deputy Director General noted that with the accession, probably next year, to the Madrid Protocol, of the single remaining Contracting Party bound by the Agreement only, there would likely be much more work for the Working Group and that a single session per year might not be sufficient.  It might become necessary to consider the holding of ad hoc meetings, from time to time.  

204. In concluding the discussion of this item of the agenda, the Deputy Director General also addressed the issue of the timely delivery of the discussion documents and the postponement of the date of the current session.  She spoke of the sometimes logistical difficulties in the arrangement of meetings at WIPO and expressed her regret that on this occasion, it had become necessary to have a postponement.  Regarding the documentation, she said that she was in agreement with it being mentioned in the Summary by the Chair that the documents would be delivered in a timely fashion for the next session.  However, she said that she was also requesting the indulgence of the participants in understanding that there were certain aspects of the publication of documentation that were beyond the control of the Secretariat, and in particular, aspects of translation, because of the large demand in WIPO for the translation of documentation in general and the limitations on the staff available to carry out such work.  
She said that every effort would be made to ensure that there would be no avoidable delays 
in the future.

Agenda Item 6:  Proposals for the Simplification of the Madrid System
205. Discussions of this agenda item were based on document MM/LD/WG/9/4.  

206. Before the discussions commenced, a presentation on operational and procedural simplification of the Madrid system was made by Mr. Neil Wilson, Director, Functional Support Division, and Mrs. Asta Valdimarsdóttir, Head, Operations Service.  
General Comments and Responses by the Secretariat
207. The Delegation of Cuba confirmed that its Office had already used some of the functions that had been referred to in the presentation and had begun recently to send to the International Bureau electronic communications.  The Delegation asked whether there was any coordination between the work that had been described in the presentation and the Industrial Property Automation System (IPAS) which was the system that its Office had been working on, but some of which did not permit integration with international registrations.  The Delegation said that other countries that had been using the same system would also be interested to know if there was any link between it and the Madrid system.  

208. Mr. Wilson said that IPAS was a system that had been developed by WIPO and that it was essentially an industrial property administration system in a box, delivered fully functional, covering patent, trademark and industrial design procedures.  With regard to the question as to whether there was a link between that system and the new functionalities that had been presented, the answer was in the affirmative.  The IPAS toolbox included, for the time being, 
a function called the Madrid module.  This, when installed, would enable an Office to benefit from full electronic communication of notifications in XML format, for upload and prosecution within the IPAS system.  Mr. Wilson noted also that there were discussions as to how the system could be further improved by a web-service-enabling IPAS.  

209. The Delegation of Australia said that a lot of the tools being developed by WIPO and a lot of the challenges that were faced in the processing of trademark procedures were also faced by Offices, so the area in general was of widespread interest.  The Delegation asked what kind of outreach WIPO was giving to users of the system to alert them to the provision of the new useful tools for the management of users’ rights.  

210. Mr. Wilson responded to the Delegation of Australia saying that the marketing of products, as such, was not an area in which WIPO had had a long experience.  It was accepted that before the new client-based communication tools were launched, there would need to be a full suite of support services, including interactive demonstration videos on the website.  

211. The Representative of AROPI said that it commended the International Bureau for the efforts that it had been making for the purpose of improving the quality of the system and the quality of communications within the system.  The Representative sought confirmation on the fact that access to the Madrid Portfolio Manager would be restricted to holders of international registrations and their representatives.  The Representative, making reference to the system that operates at OHIM asked if there was also going to be general access, through a portal, allowing, for instance, third parties to become aware of changes in the International Register.  

212. Furthermore, the Representative suggested that, where an electronic communication is received by the International Bureau, an automatic acknowledgement of receipt should be systematically sent.  The Representative believed that implementing such a mechanism would not represent an insurmountable difficulty and underlined that this mechanism would be very useful for users of the Madrid system.  
213. In addition, the Representative said that, although the e-renewal system was remarkable and easy to use, this facility could not be used to renew an international registration which had been the subject of a partial refusal of protection.  Thus, the Representative suggested that this facility should be extended to all the international registrations.  

214. The Representative of AROPI further expressed the thought that a new box should be added, in the form to request the renewal of an international registration (i.e., form MM11) and in the e-renewal service, requesting the International Bureau to renew the international registration in all the designated Contracting Parties in which the said registration had effect.  The Representative stated that the system, as it stood, obliged users to indicate each Contracting Party and some mistakes or omissions could occur.  
215. Mr. Wilson responded to what had been said by the Representative of AROPI by noting that there were three elements to the intervention.  Firstly, there had been the issue of understanding more about accessing online the real-time status of either a portfolio or a particular request.  Secondly, there was the issue of a more automated procedure for the acknowledgement of receipt of communications, and in particular, email communications.  Thirdly, there was the issue of improvements to the e-renewal procedure.  
216. Mr. Wilson said that the reason that there were three new client tools was because, on the one hand, the International Bureau believed that holders and representatives in fact managed portfolios of international registrations.  It was believed that it would be useful for those parties to be able to see the status of their portfolio online and, behind that, to have the possibility to make requests or upload requests for recording for processing by the International Bureau for one or many, or all, of the international registrations in the portfolio.  
217. Additionally, reference was made by Mr. Wilson to the watch service.  The Madrid Portfolio Manager looked at one’s own portfolio, but one may also wish to look at the portfolio of a third party, for example, a competitor.  The service would offer an email alert system each time there was a movement on any international registration in the watch list.  The email alert would contain a hyperlink to WIPO’s ROMARIN environment, where it would be possible to see precisely what had taken place with regard to the third party’s registration.  

218. Referring to a person who in fact did not have a portfolio established at the International Bureau, but had, for example, submitted a request for the recording of a subsequent designation, and who wished to know precisely what was the workflow status of such request, Mr. Wilson said that, within the Madrid real-time status solution, it would be possible for that person to input various criteria, such as an international registration number, or a reference number, and the system would find that particular request in the pending requests before the International Bureau and would indicate where it stood in the prosecution process.  

219. Regarding e-renewal, Mr. Wilson said that his understanding was that the e-renewal interface did permit the renewal of registrations which had been the subject of a provisional refusal, but this point might be further clarified later in the discussions.  As far as the possibility of the indication in the renewal form, either on paper or online, of the wish of the holder to have renewal effected automatically for all of the designated Contracting Parties, avoiding the need to indicate individually all such Parties, and the consequent risk of accidentally omitting a given Contracting Party, Mr. Wilson said that the proposal of the Representative of AROPI was in fact an excellent proposal for simplification and would be considered for inclusion on the form and on the Internet.  

220. With regard to the automated acknowledgement of the reception of emails, 
Mrs. Valdimarsdóttir said that the goal was to respond to emails within 48 hours.  
221. The Delegation of Morocco expressed its welcome for the new tools that were in development.  Referring to the portal that had been mentioned by Mr. Wilson in his presentation, the Delegation asked whether it would be possible to use the email addresses that had been referred to, to send notifications and letters to the Groups within Operations at the International Bureau (Groups 1, 2 and 3), in the meantime, before the portal became operational.  Secondly, with regard to the new client services, the Delegation of Morocco asked whether there would be practical workshops to train persons, perhaps within the WIPO Academy, so that the services could be used more effectively.  

222. Responding to the Delegation of Morocco, Mr. Wilson said that the concept of the portal was a recent innovation, so it was still in its infancy.  Technologically, he said, it would not be a challenge to put it in place but its development had not yet commenced.  Users would be kept informed as to its progress.  Regarding the use of the email addresses at the team level, for the delivery of requests for recording, while the development of the portal proceeded, 
Mr. Wilson said that this would be challenging to process in an efficient way.  This was because of the unstructured way in which email presented itself.  The process could not be automated such that documentation would arrive at the examination process.  

223. With respect to the new services, Mr. Wilson confirmed that there was a need to build a package of publicity and e-tutorials, explaining the working of the new client tools.  That would have to be dealt with comprehensively prior to going live on the Internet with those new tools.  

224. The Deputy Director General, Ms. Wang, said that with regard to all the IT products that had been mentioned and demonstrated, there would, in due course, be a circular issued to all Offices, in order to set out the steps that were being embarked upon.  Secondly, Ms. Wang said that, technically speaking, it appeared that everything was possible.  However, it may still take some time to develop a package so as to ensure that the new technological tools were made fully available to everyone.  Finally, Ms. Wang said that the training request mentioned by the Delegation of Morocco was a very important issue and a packaged program would be elaborated for this purpose, to ensure that all the electronic tools that had been developed were exploited fully and most efficiently.  

Proposals for the Simplification of Procedures

225. The Secretariat made a general introduction to the discussion document, referring to the conclusion which had been drawn at the eighth session of the Working Group to the effect that there had been a consensus on the fact that the following session would deal with issues relating to the further simplification of the internal processes carried out by the International Bureau, in order to make the Madrid system simpler, more efficient, reliable, flexible, 
user-friendly and time- and cost-effective.  

226. In line with the above, the Secretariat stated that the International Bureau had begun a review of its processes and practices with a view to their streamlining and said that the discussions in this regard would need to continue into the future.  The Secretariat noted that information had been received that there were also taking place, at the level of Offices, parallel discussions on ways in which the Madrid system might be simplified, and this was something that was to be encouraged, as part of a joint effort in the process of simplification.  

227. The Secretariat said that the discussion document dealt with possible amendments to the Common Regulations and, more specifically, contained four proposals.  These related to, firstly, the issue of translation, upon request, of statements of grant of protection, following a notification of provisional refusal, secondly, translation of the list of goods and services affected 
by a limitation in an international application, a subsequent designation or in a request for the recording of a limitation, thirdly, communications concerning the status of the protection of a mark sent by Offices to the International  Bureau in a positive wording, and finally, efficient publication of the WIPO Gazette of International Marks (hereinafter referred to as “the Gazette”).  
Proposal Regarding Translation Upon Request of Statements of Grant of Protection, following a Provisional Refusal, made under Rule 18ter(2)(ii) (Paragraphs 5 to 24 of Document MM/LD/WG/9/4)
228. The Delegation of the European Union said that it could unconditionally support the proposed amendments to the Common Regulations regarding the efficient publication of 
the Gazette.  This amendment would contribute to making the system technologically up to date, and more simple and reliable.  The Delegation said that it had taken note of the other proposed amendments and said that the implications of such proposals should be further studied.  

229. The Delegation of Spain stated that it supported what had been said by the Delegation of the European Union.  Additionally, with regard to the issue of translation, the Delegation said that if simplification led to reduction in efficiency, then it would be counter-productive.  Simplification which would lead to the introduction of translation upon request would, in the view of the Delegation of Spain, undermine the drive to extend the Madrid system, as it would make the system less attractive to Spanish-speaking States.  Introduction of the proposed amendments would also lead to the undermining of the extension of the languages policy 
of WIPO, as stated in the document on the languages policy at the recent meeting in that context.  

230. With regard to Article 9sexies, the Delegation of Spain said that what it wished to state during the discussion of this issue was that Spain was in favor of total repeal of the safeguard clause, but, as had been also noted by the Delegation of the European Union, for the time being, it was not possible to move towards that total repeal, but such would be possible if and when circumstances allowed it.  

231. The Delegation of Panama, speaking on behalf of the Group of Latin American and Caribbean Countries (GRULAC), said that it wished to underscore the preservation of WIPO language policy and it thought that some of the simplification proposals might work to the detriment of that policy.  The Delegation said that there should be retained a languages policy that was consistent for all of the forums within WIPO, without restricting the use of any of the languages used in each of the treaties.  Therefore, the issue should be considered very carefully.  

232. The Delegation of Monaco stated that it was aware as to why the International Bureau had proposed to adopt such a pragmatic solution of translating, upon request, statements of grant of protection.  The Delegation said that it hoped that, in due course, the necessary conditions, including funding, would be in place, so as to enable the International Bureau to carry out systematic translations.  It did not think that it would be appropriate to make the practice of translation upon request a formal rule.  The Delegation said that it did not wish to see the current temporary practice become an official practice.  
233. The Delegation of France said that it supported what had been stated by the Delegations of the European Union and Monaco.  It did not support making official a policy that had been adopted as a temporary measure.  The trilingual regime of the Madrid system was one of the cornerstones of the system and to adopt the proposed amendment would undermine that cornerstone.  

234. The Delegation of Italy said that it too agreed with and supported what had been said by the Delegation of the European Union.  It said that it considered of the highest importance the principle of linguistic unity of international registrations.  
235. The Delegation of Switzerland said that it felt that the proposed changes would support the objects of simplicity, efficiency, cost-effectiveness and so on.  The proposals appeared to strike the right balance between the need to have translations, when necessary, and the importance of not giving priority to one language over others.  The Delegation therefore supported the proposals and said that it was necessary to consider the longer-term benefits that such proposals could lead to, in terms of widening membership of the system and the work that this would lead to for the International Bureau.  

236. The Delegation of Algeria commended the International Bureau for the efforts that it had been making for improving the Madrid system and making it more reliable.  The Delegation said that its Office hoped that the notifications of registrations would become more detailed, in terms of the legal changes.  

237. The Delegation of Israel said that it supported all of the proposed amendments and said that it understood that the changes were necessary in order to simplify procedures.  

238. The Delegation of the Russian Federation said that, on the whole, it supported the proposed amendments.  The Delegation said that it appeared that users of the system would not have any additional difficulties as a result of the proposed amendments.  

239. The Delegation of China stated that it also was of the view that the direction in which the Working Group was proceeding was correct.  It understood the concerns that had been expressed by the Delegation of the European Union and other delegations on the issue of languages, which was a very important aspect of the Madrid system.  The Delegation said that its users, being the highest filers in the system, would probably encounter more problems than users in other member States, in terms of language, given that Chinese was not a member of the family of Latin languages.  The Delegation said that it believed that a proper languages policy was the cornerstone for attracting more members, so it was necessary to work hard to eliminate linguistic barriers in the system and, in particular, in attracting users from countries that did not use the Latin system.  It said, however, that it was aware of the funding constraints.  

240. The Secretariat reviewed Rule18ter(2)(ii), also called “final decision”, and the translation requirements of that provision.  The Secretariat referred to the background to the proposal, which was set out in the document, and the situation of pending translations and the size of 
the backlog of such translations, and what it would require to address the backlog at this time.  
It was underlined that it was intended that the trilingual regime would remain intact, as it stood.  The proposed amendment was with a view to formalizing a situation that had been in existence for some time.  
241. The Secretariat said that it was important to note that the proposal did not touch upon the rights of holders of the international registrations concerned, or the concerned Offices.  It was proposing a flexibility of translation upon request, where the history had shown that translations were not greatly sought.  The Secretariat presented a detailed analysis of the breakdown of the backlog and referred to the cost which would be incurred if the translation of the backlog were to be addressed.  The cost of translation would be 3.31 million Swiss francs, of which 1.7 million Swiss francs would be incurred for translation into Spanish, 1.35 million Swiss francs for translation into French and 260,000 Swiss francs for translation into English.  
242. From the data and information which was set out in the discussion document, the Secretariat said that it appeared that translation of the final decision under the rule in question would only be of interest to a small number of users.  It was also necessary to underline that the proposed amendment would affect only third parties in countries other than the country of the holder, or the countries of the designated Contracting Parties, and it related to all three working languages.  
243. The Secretariat gave an example of how the proposed amendment would operate and said that, if adopted, the change would allow for a more rational allocation of existing resources and place the International Bureau in a better position to be able to absorb future growth, while still satisfying the needs of the users of the system.  

244. The Delegation of Australia said that it welcomed the opportunity to work through the issues on simplification of the system and said that it was a very important exercise for the work of the Working Group.  The Delegation said that on the particular item under discussion, it had listened carefully to the statements that had been made by other delegations and it was open to considering the particular modification in question.  The Delegation said that it did have some concerns about the proposed changes, but those related particularly to the provision of information to users about the scope of protection in different countries and how accurate and accessible information could be decreased as a result.  However, given that the full translations had not been readily available since 2009 and that the number of requests for translation had been so low, and that the continued availability of translation on request was envisaged, it felt that it might not, in fact, be such an issue of particular concern for users.  

245. The Delegation of Zambia said that it believed that the potential problems that might be envisaged as arising, in the event of the adoption of the amendment, had been addressed.  
The parties directly concerned would have available to them the relevant information, in a language that they could understand.  The Delegation therefore expressed its support for the proposal.  

246. The Delegation of France, supported by the Delegations of Cuba, the European Union and Spain, said that it wished to reiterate the position of its Delegation to the effect that it did not wish to see the legalization of what was a temporary practice.  The Delegation said that it did not have a difficulty with the International Bureau continuing the practice, given the budgetary constraints.  The Delegation said that it could not support the proposed amendment.  The proposal merited further study because of its implications.  

247. The Delegation of Zambia said that each time a simplification was introduced, it was followed by the introduction of a complication.  Because of regular deferral of items for discussion, the Delegation said that it could be necessary to hold two sessions of the Working Group each year.  
248. The Deputy Director General, Ms. Wang, said that the key issue seemed to be how to address the issue of the backlog.  She said that it would not be in compliance with the Common Regulations to continue as theretofore.  However, if there were not some type of formalization of the current temporary practice, this would not be correct for users and for the International Bureau.  If there were to be a final resolution of the problem, there would be need for additional financial resources.  Meanwhile, efficiencies could be maximized in order to reduce the costs of translation.  One way or another, there was a need for a solution, whether it be the bringing to the Assembly of a recommendation to endorse the continuation of the temporary practice, without amending the Common Regulations, pending further discussion and budgetary approval, or the issue be kept open for further discussion.  But one way or another, the issue needed to be resolved, as the backlog would continue to grow.  
249. The Delegation of Japan spoke of the importance of simplification of the Madrid system and expressed its support for the proposed amendment.  

250. The Delegation of the Republic of Korea, supported by the Delegation of Norway, also expressed its support for the proposed amendment and said that a balance needed to be struck between the trilingual regime and the user-friendliness of the system.  It stated that, in its view, the proposed amendment struck that balance.  The Delegation said that its Office had consulted with its users and this had shown that one of the biggest complaints had been the long pendency period in the Madrid system.  The proposed amendment went in the direction of alleviating this.  

251. The Delegation of Viet Nam said that, with the aim of simplification and budgetary efficiency, it supported the proposed amendment.  

252. The Delegation of France, supported by the Delegation of Monaco, said that it aligned itself with what had been stated by the Delegation of the European Union, but wished to reiterate that it did understand the budgetary constraints, forcing the International Bureau to take temporary measures on an exceptional basis.  Nevertheless, the current practice should remain an exception.  The trilingual regime represented a cornerstone of the Madrid system and should not be compromised.  When it had been agreed to introduce simplification, it had also been agreed that the cornerstones of the system would not be touched.  The Delegation said that it was concerned that making the practice official in the Common Regulations could lead to a precedent for other systems that were managed by WIPO.  The Delegation referred also to what had been said by the Delegation of Spain regarding the current review of the languages policy at WIPO and said that to accept the proposed amendment would be contradictory to that policy.  

253. The Delegation of Monaco said that the door should be left open for the possibility of reverting to the original practice of systematic translation in the future.  
254. The Representative of JPAA said that, from the users’ point of view, if the burden of translation was causing delays in other procedures, he would support the proposed amendment.  
255. The Chair concluded that the current practice of the International Bureau was a logical solution to the ever-increasing workload and of the expansion of the system.  There had not been a general consensus regarding the proposed amendment and the Working Group had agreed to recommend to the Madrid Union Assembly that it take note of the current practice 
of the International Bureau concerning translation, as described in paragraphs 5 to 16 of document MM/LD/WG/9/4.  
Proposal Concerning the Translation of the List of Goods and Services Affected by a Limitation in an International Application, Subsequent Designation or Request for Limitation (Paragraphs 25 to 44 of Document MM/LD/WG/9/4)
256. The Secretariat outlined the proposal, making reference to the relevant paragraphs of the discussion document.  

257. The Secretariat noted that a request for the recording of a limitation was often the consequence of a notification of provisional refusal.  It was noted that, despite the best efforts on the part of the International Bureau to decrease the pendency time for translations, there remained an increased probability that a request for the recording of a limitation could be notified to the Office of a refusing Contracting Party, beyond the time limit for responding to such notification of provisional refusal, thereby rendering futile the efforts by the holder to resolve the provisional refusal.  
258. The Secretariat stated that the proposed amendment was aimed at introducing a more pragmatic approach to the issue of translation of indications of goods and services affected by 
a limitation and gave examples of how the proposal would operate, in practice, if adopted.  
The expected results would allow for the expedited recording, publication and notification of recordings of limitations and assist in ensuring that holders could preserve their rights, by complying with a time limit for responding to a notification of provisional refusal.  

259. There was not an option for translation upon request, as far as the proposed amendment was concerned.  However, the Secretariat stated that such could be provided for, if the Working Group saw fit to do so.  

260. The Delegation of France, supported by the Delegation of Monaco, said that it held exactly the same position regarding the proposed amendment as it held with regard to the earlier proposed amendment and would thus not be in favor of amending the Common Regulations as proposed.  

261. The Representative of JPAA said that it supported the proposed amendment.  He said that he had noted what had been said by other delegations with regard to the proposed amendments in general, but he expressed the hope that, as far as this proposed amendment was concerned, the Working Group would endorse the current practice of the International Bureau so as to ensure that the rights of users would not be prejudiced, because of heavy translation loads.  

262. The Delegation of Australia said it had some reservations, as with the previous proposal, for the same reason as earlier expressed, regarding the information being made available to users with respect to the scope of protection in given designated Contracting Parties.  However, it was aware that the proposed changes would be of benefit to users and said that it would be unfortunate if the particular problem concerning the time limit for holders to respond to provisional refusals could not be resolved by the Working Group.  

263. The Representative of INTA sought clarification from the Secretariat regarding partial subsequent designations, in the context of the figures for the number of words to be translated as appearing in Table 3 of the discussion document.  Referring to the relevant rule of the Common Regulations, the Representative said that it was his understanding that where a subsequent designation was not for all the goods and services of the international registration, the relevant goods and services should be indicated, but only in the same terms as the original indications.  Thus, the Representative expressed his surprise at the need for translation in the case of a subsequent designation.  

264. Furthermore, the Representative of INTA asked for confirmation that the data referred to in the document did not take into account the automatic translation that had been referred to earlier.  
265. The Delegation of Japan proposed the introduction of a practice similar to the one followed for translations of statements of grant of protection, that is to say, to allow for the possibility also of translation upon request, in order to avoid disadvantaging users.  

266. The Secretariat said that it wished to underline that the current practice was to provide for translations into the three languages and that it was not operating a system of translation upon request, as such.  

267. The Delegation of China said that the essence of the two proposals was similar and that support and opposition, for the proposals, among the delegations, would be likely to not alter greatly.  The Delegation said that the suggestion that had been made by the Delegation of Japan was very persuasive.  
268. The Secretariat referred to the difficulties that had already been outlined with regard to final decisions and the backlog dating to 2009.  There were about 20 requests for translation 
of final decision each month.  There was not the same difficulty with regard to limitations.  
The proposal under discussion was merely aimed at decreasing the pendency time.  It was not a budgetary issue and not because of a backlog.  The Secretariat said there was not included in the proposal the possibility of translation upon request.  It was upon the proposal of the Delegation of Japan that that possibility was added to the proposal.  
269. The Delegation of Switzerland said that it wished to recall the position that it had tended to adopt and to indicate its support for this particular proposal, formalizing the suggested practice.  The Delegation said that it recognized the problems that systematic translations gave rise to and said that it would be a good idea to make official the practice suggested in the proposal.  The Delegation said that it did not think that to adopt the proposal would undermine the trilingual character of the system.  It was not necessary to always have a translation into 
the three languages, if the country in question was not concerned with a given language.  

270. The Delegation said that the proposal would facilitate the future development of the Madrid system and that serious consideration should be given to the consequences if it were decided to continue with the current practice.  With regard to the issue of the languages policy of WIPO, the Delegation of Switzerland said that there was a difference between the provision of documentation for committees and individual requests in specific cases.  The Delegation pointed out that it had already been indicated by users that translation into all three languages was not always necessary and led to quite considerable delays.  

271. The Delegation of the Russian Federation noted that the subject under discussion was closely linked with the previous proposal.  It spoke of the trilingual regime having been referred to as a cornerstone of the Madrid system and the issues regarding the languages policy 
of WIPO, already referred to.  The Delegation queried the idea that the trilingual regime was quite a cornerstone.  It merely reflected the situation as it had evolved up to this time, starting with French, followed by the addition of English, and then the introduction of Spanish.  

272. Referring to the languages policy issue, the Delegation said that that was a very important matter, but the policy had to be flexible.  The Working Group had as its objective the development of the Madrid system and that included improving the flexibility of the system.  
The more there was flexibility, the better it was for countries and the International Bureau.  Flexibility meant dynamism.  

273. The Delegation of the Russian Federation said that it supported both the first and the second proposal.  They corresponded to reality.  It was necessary to try to arrive at a consensus, perhaps not at the present session of the Working Group, but in future discussions.  If the rules of the Common Regulations could not be adhered to, then it was necessary to examine ways in which the rules could be changed.  Flexibility was one of the main attractive characteristics of the Madrid system, which was appreciated by its users.  

274. The Delegation of Norway said that it wished to support what had been stated by the Delegation of Switzerland.  In its view, the proposal was a practical step that did not change the principles of WIPO’s languages policy.  It also said that it supported the proposal of the Delegation of Japan regarding the inclusion of the possibility of a translation upon request.  

275. The Delegation of Zambia, supported by the Delegation of the Republic of Korea, said that simplification of the system implied, in this case, expediency.  The Delegation therefore supported the proposal.  

276. The Delegation of Monaco asked whether translation and publication in the 
three languages was an absolute condition for a request having legal effect.  

277. In response to the Delegation of Monaco, the Secretariat stated that the question raised did not touch upon the core issue at hand.  The proposal under discussion, with the amendment proposed by the Delegation of Japan, was being made in order to streamline procedures in the best interests of users.  

278. The Delegation of Spain said that it wished to present the same comments it had made earlier.  It agreed with the Delegation of the European Union to the effect that there was a need to continue to study the issues and it wished to stress the need for all three languages to be treated as on an equal footing.  
279. The Chair concluded that the Working Group was recommending that the International Bureau implement a practice, concerning the translation of the list of goods and services affected by a limitation in an international application, subsequent designation or request for limitation, as described in paragraphs 25 to 44 of document MM/LD/WG/9/4, with the inclusion of the option of translation upon request, and agreed to recommend that the Madrid Union Assembly take note accordingly.  

Proposal Regarding Communications Concerning the Status of Protection of the Mark Sent by the Offices of the Contracting Parties to the International Bureau in a Positive Manner (Paragraphs 45 to 62 of Document MM/LD/WG/9/4)
280. The Secretariat outlined the proposal, making reference to the relevant paragraphs of the discussion document.  

281. The Secretariat referred to the option currently available to Offices to communicate the scope of protection of a mark in either a positive or a negative manner.  The information received by the International Bureau was inscribed, notified to the holder and published exactly as it was received.  If the information was communicated in a negative manner, there would be an indication of the goods and services for which protection had been partially refused, rather than the goods and services for which protection had been granted.  

282. In certain case, the Secretariat said, it may not be easy for a holder to readily ascertain, in given Contracting Parties, the goods and services for which a mark had in fact been protected.  It would indeed be even more difficult for third parties or tribunals, in such cases, 
to establish the scope of protection of the mark in question.

283. The Secretariat noted that, in recent times, it had been provided in the Common Regulations that certain communication were required to be sent in a positive manner and, 
in particular, statements of grant of protection and also such statements following the sending 
of a notification of provisional refusal.  
284. The Secretariat considered that all communications dealing with the scope of protection of a mark might be sent in a positive manner and indicated the particular rules that were proposed to be affected by the proposed amendment under discussion.  

285. The Delegation of Germany said that for its Office, it may not be very practical in a case where there had been a partial provisional refusal, in the context of a very long list of goods and services, where only a small number of indications were affected by the partial refusal.  Its Office was still paper based and, in such case, a detailed comparison would have to be conducted in order to produce, in positive format, the eventual list of protected goods and services.  The Delegation said that the current situation, allowing for communication in either positive or negative manner, allowed the Office to adopt the manner that was most practical in any given case.  It also reduced the risk of mistakes being made.  It therefore did not agree with the proposed amendment.  
286. The Delegation of Estonia said that the sending of communications concerning the scope of actual protection might be more transparent for users but said that it did not agree that a provisional refusal which did not indicate the goods and services that were affected by the grounds of refusal would be easier to understand, especially if the original list of goods and services was very long and complex.  The holder of an international registration had to react to a notification of provisional refusal and such holder had to be in a position to understand very clearly what he was going to lose if he did not react, in terms of the goods and services actually affected by the refusal.  It would, in the Delegation’s view, be much clearer to the holder if the provisional refusal was presented in a negative manner.  

287. The Representative of INTA said that he welcomed any proposals aimed at making the register more readable, but wished to follow up upon the earlier interventions of the Delegations of Estonia and Germany.  The Representative said that he tended to agree that it might not always be practical for users to see the provisional refusals expressed only in a positive manner.  He said that perhaps consideration should be given to expressing refusals both in a positive and negative manner.  

288. The Delegation of Austria, referring to how the proposed amendment might affect the wording of licenses, stated that it supported the positions of the Delegations of Estonia and Germany.  

289. The Delegation of Madagascar said that its Office had always issued notifications in a negative manner, to enable holders to appeal decisions, or at any rate, to enable them to clearly understand the status of protection of their marks.  It therefore supported what had been said by the earlier delegations in this regard.  

290. The Delegation of China said that it had consulted a number of stakeholders and had found that a minority would benefit from the proposal under discussion.  For users who intended to file an appeal, it was essential to be able to identify clearly the goods and services that had been the subject of refusal.  Additionally, the adoption of the proposed amendment 
might create difficulties for examiners, as had been stated by the Delegation of Germany.  
From a legal and practical point of view, the Delegation of China said that its Office usually issued the list in a negative manner.  From the point of view of tribunals, the only concern was the goods and services that had been denied protection.  The Delegation said that it did not therefore support the proposed amendment.  

291. The Chair concluded that the Working Group had decided not to adopt the proposal.  
The Chair stated that the International Bureau would further study this issue, with a view to its possible inclusion in the agenda of a future session of the Working Group.  

Proposal Regarding Efficient Publication of the Gazette 
(Paragraphs 63 to 70 of Document MM/LD/WG/9/4)

292. The Secretariat outlined the proposal, making reference to the relevant paragraphs of the discussion document.  

293. The Secretariat said that the introduction of the Gazette in electronic format had made redundant Rule 32(3) of the Common Regulations.  The proposal was simply to amend the paragraph in question so as to indicate that the Gazette was published on the WIPO website.  The proposal, if adopted, would align the mode of publication with the standing practice of the International Bureau with regard to other WIPO-administered treaties.  

294. No delegation expressed opposition to the proposal and the Chair concluded that the Working Group had decided to recommend to the Madrid Union Assembly the amendment 
to Rule 32(3), as proposed.  

Agenda Item 9:  Summary by the Chair
295. The Working Group approved the Summary by the Chair, as contained in document MM/LD/WG/9/6.  
Agenda Item 10:  Closing of the Session
296. The Chair closed the session on July 8, 2011.  
[Annexes follow]
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SUMMARY BY THE CHAIR
adopted by the Working Group

 AUTONUM  
The Working Group on the Legal Development of the Madrid System for the International Registration of Marks (hereinafter referred to as “the Working Group”) met in Geneva from July 4 to 8, 2011.

 AUTONUM  
The following Contracting Parties of the Madrid Union were represented at the session:  Algeria, Australia, Austria, Belgium, China, Cuba, Cyprus, Czech Republic, Democratic People’s Republic of Korea, Denmark, Estonia, European Union, Finland, France, Georgia, Germany, Ghana, Greece, Hungary, Israel, Italy, Japan, Kazakhstan, Latvia, Lesotho, Lithuania, Madagascar, Monaco, Morocco, Netherlands, Norway, Oman, Poland, Portugal, Republic of Korea, Romania, Russian Federation, Serbia, Singapore, Slovenia, Spain, Sweden, Switzerland, Tajikistan, Turkey, Ukraine, United Kingdom, United States of America, Viet Nam, Zambia (50).  

 AUTONUM  
The following States were represented by observers:  Brazil, Colombia, Costa Rica, 
Côte d’Ivoire, Dominican Republic, India, Indonesia, Iraq, Philippines, Qatar, 
Saudi Arabia, Senegal, Tunisia (13).  

 AUTONUM  
Representatives of the following international intergovernmental organizations (IGOs) took part in the session in an observer capacity:  African Intellectual Property Organization (OAPI), African Regional Intellectual Property Organization (ARIPO), Benelux Office for Intellectual Property (BOIP) (3).  

 AUTONUM  
Representatives of the following international non-governmental organizations (NGOs) took part in the session in an observer capacity:  American Intellectual Property Law Association (AIPLA), Association of European Trademark Owners (MARQUES), Association romande de propriété intellectuelle (AROPI), European Communities Trade Mark Association (ECTA), International Trademark Association (INTA), Japan Patent Attorneys Association (JPAA), Japan Trademark Association (JTA) (7).  

 AUTONUM  
The list of participants is contained in document MM/LD/WG/9/INF/1 Prov. 2.  

Agenda Item 1:  Opening of the Session

 AUTONUM  
The session was opened by Mr. Francis Gurry, Director General.  

Agenda Item 2:  Election of the Chair and the two Vice-Chairs

 AUTONUM  
Mr. Mustafa Dalkiran (Turkey) was unanimously elected as Chair of the Working Group, and Ms. Amy Cotton (United States of America) and Mr. Zhang Yu (China) were elected as Vice-Chairs.  

 AUTONUM  
Ms. Debbie Roenning, Director, Legal Division of the International Registries of Madrid and Lisbon (WIPO), acted as Secretary to the Working Group.  

Agenda Item 3:  Adoption of the Agenda

 AUTONUM  
The draft agenda (document MM/LD/WG/9/1 Prov. 3) was introduced by the Chair.  
The Working Group adopted the draft agenda, without modification.  The adopted agenda is contained in Annex I to the present document.  

 AUTONUM  
The Chair reminded delegates that the Report of the eighth session of the Working Group had been adopted electronically, and the report for this session would follow the same procedure.  

Agenda Item 4:  Information Concerning Ceasing of Effect and Transformation

 AUTONUM  
Discussions were based on document MM/LD/WG/9/3.

 AUTONUM  
A number of delegations expressed their view on the requirement of a basic mark in light of the document.  Some questioned the usefulness of this requirement while others stated that it was a necessary feature of the Madrid system and recommended caution when considering this issue.  The Chair reminded delegations that the issue at hand was the analysis of document MM/LD/WG/9/3 on information concerning ceasing of effect and transformation, and not the question concerning the requirement of the basic mark.  

 AUTONUM  
The Delegation of Norway proposed that the International Bureau undertake a study on the consequences of freezing the principle of dependence of the international registration.  

 AUTONUM  
The proposal of the Delegation of Norway was supported by the Delegations of Australia, China, Czech Republic, Republic of Korea, Tajikistan, Turkey, Ukraine, United States of America and Zambia.  

 AUTONUM  
The Representative of MARQUES made a statement supporting the proposal of the Delegation of Norway.  

 AUTONUM  
The following Delegations stated that their users considered dependence and central attack a necessary feature of the Madrid system and therefore, undertaking the study was premature:  Austria, Cuba, Denmark, France, Germany, Italy, Russian Federation and Spain;  these Delegations deemed it necessary that the International Bureau compile further, more accurate information on ceasing of effect, and focusing on central attack and transformation.  

 AUTONUM  
The Representative of ECTA concurred with the view of the aforementioned Delegations.  

 AUTONUM  
Upon completion of the discussions, the Chair concluded as follows:  

(a)
There was no consensus on the immediate need to undertake a study on the freezing of dependence, as proposed by the Delegation of Norway.  

(b)
There was agreement on the need to compile additional, more accurate information on ceasing of effect, and specially on central attack and transformation.  

(c)
The Working Group agreed that Offices would furnish to the International Bureau additional, more accurate information on ceasing of effect, and specially on central attack and transformation.  The International Bureau was requested to notify the details concerning the implementation of this initiative.  

Agenda Item 5:  Information Relating to the Review of the Application of Article 9sexies(1)(b) of the Protocol Relating to the Madrid Agreement Concerning the International Registration 
of Marks

 AUTONUM  
Discussions were based on document MM/LD/WG/9/5 Rev.

 AUTONUM  
The majority of delegations stated that the current wording of paragraph (1)(b) of Article 9sexies was satisfactory for users and, therefore, declared themselves in favor of keeping it, while other delegations were of the view that it was necessary to undertake a review of paragraph (1)(b) of Article 9sexies.  

 AUTONUM  
The Chair concluded that there was no consensus on the immediate need to either restrict or repeal the scope of paragraph (1)(b) of Article 9sexies.  

 AUTONUM  
The Working Group therefore agreed to recommend that the Madrid Union Assembly neither repeal nor restrict the scope of paragraph (1)(b) of Article 9sexies at this time.  The Working Group also decided that the review of the application of paragraph (1)(b) of Article 9sexies should again be included in the agenda of the next session of the Working Group.  

Agenda Item 7:  Legal Development of the Madrid System.  Division of the International Registration

 AUTONUM  
Discussions were based on document MM/LD/WG/9/2.  

 AUTONUM  
The Delegation of Switzerland, in recalling the discussion on division during the seventh session of the Working Group, stated that “division” meant division of the international designation.  While recalling the importance and usefulness of enhanced transparency, in relation to the status of divisions in designated countries, in the International Register managed by WIPO, the Delegation said that it was sensitive to the workload‑related concerns of the International Bureau, that might result from the inclusion of the division of international registrations in the Madrid system.  The Delegation further highlighted that options could be envisaged which would meet the needs of users, while retaining a reasonable impact on the workload of the International Bureau.  

 AUTONUM  
A number of delegations supported the concept of division, either as a division of the designation, at the designated Office, or as a division of the designation, at the International Register, through a procedure before the International Bureau. Moreover, representatives from INTA and AROPI supported the introduction of the division of the international registration.   

 AUTONUM  
On the other hand, other delegations did not see the need to include such division in the Madrid system.  Among the reasons cited were the low incidence of division, the absence of some national laws to provide for division and the complexity that might result should division be introduced into the Madrid system.  

 AUTONUM  
The Delegation of Switzerland suggested that the Working Group study, for instance, the possibility of division at the level of the designated Contracting Party.  

 AUTONUM  
The Chair concluded that there was no consensus at this stage on the need to introduce division in the Madrid system, and proposed that the International Bureau, together with some interested Offices and organizations, study the matter in depth in order to present a proposal for the next session of the Working Group.  

 AUTONUM  
The Working Group agreed to pursue the approach proposed by the Chair.  

Agenda Item 8:  Other Matters

 AUTONUM  
The Secretariat introduced the Madrid Legal Forum, the establishment of which 
was requested by the Working Group in its eighth session.  The Secretariat indicated 
that 47 requests for access had been granted, and that 100 requests were pending provision of usernames by potential users of the forum.  The Secretariat further stated that one submission had been made on behalf of Norway, and that the Madrid Legal Forum should be an arena for exchanging views between sessions of the Working Group.  

 AUTONUM  
The Representative of INTA stated that it had made a submission to the Forum on Replacement and suggested that this forum be integrated in the Madrid Legal Forum.  

 AUTONUM  
The Secretariat sought the view of the Working Group on the frequency of its sessions, and the possibility of holding two sessions per year in the future.  

 AUTONUM  
A majority of delegations stated that, for a variety of reasons, they would prefer to keep the current schedule of one meeting per year.  

 AUTONUM  
The Chair concluded that it would be worth exploring alternative ways to expedite the discussions, including, in particular, the effective use of the Madrid Legal Forum.  

 AUTONUM  
Responding to a statement made by the Delegation of Germany, supported by the delegations of Cuba, France and Spain, on the timely provision of documents, at least two months before the meeting, the Secretariat reassured the Working Group of its commitment to make the best efforts for an earlier publication of documents in the future.  

Agenda Item 6:  Proposals for the Simplification of the Madrid System

 AUTONUM  
A presentation on operational and procedural simplification of the Madrid system 
was made by Mr. Neil Wilson, Director, Functional Support Division, and 
Mrs. Asta Valdimarsdóttir, Head, Operations Service, which was warmly received and welcomed by the delegations.  Certain delegations made proposals for further improvements of existing procedures and tools, which were duly noted by the International Bureau and deemed worthy of consideration.  

 AUTONUM  
Discussions were based on document MM/LD/WG/9/4.  

General Statements

 AUTONUM  
Some delegations stated that they could not endorse proposals concerning the amendments to Rules 6 and 40 of the Common Regulations under the Madrid Agreement Concerning the International Registration of Marks and the Protocol Relating to that Agreement (hereinafter referred to as the “Common Regulations”), because they considered that the proposals were not in line with the trilingual language regime of the Madrid system, were contrary to a sound linguistic policy and would hinder the expansion of the Madrid system.  Other delegations did not deem it appropriate to legalize the current practice of translations upon request.  Some delegations concluded that the proposed amendments required further analysis.  

 AUTONUM  
Some delegations endorsed the proposal since, in their view, it served the need for increased efficiency in the Madrid system and embodied the necessary balance between the interests of all parties involved and the preservation of the language regime.  

 AUTONUM  
Some delegations expressed support for the proposals regarding the sending of communications concerning the status of protection of the mark in a positive manner and the efficient publication of the WIPO Gazette of International Marks (hereinafter referred to as “the Gazette”).  

Proposal Regarding Translation Upon Request of Statements of Grant of Protection, 
Following a Provisional Refusal, Made Under Rule 18ter(2)(ii) (Paragraphs 5 to 24 of 
Document MM/LD/WG/9/4)
 AUTONUM  
Certain delegations expressed support for the proposal.  Other delegations opposed the legalization of the current practice of the International Bureau embodied by the proposal, even though they were ready to temporarily accept the continuation of the current practice.  These delegations also stated that the simplification of the Madrid system should not affect the trilingual regime which was a cornerstone of the Madrid system, and which should not be permanently abolished; they underlined the danger that the proposed approach could be spread to other WIPO administered treaties.  

 AUTONUM  
The Secretariat indicated that continuation of the current practice would not be in compliance with the legal framework, that full compliance with the current legal framework would imply additional financial resources in view of the backlog so far accumulated, and that the proposed simplification did not prejudge language regime of the Madrid system.  

 AUTONUM  
The Chair concluded that the current practice of the International Bureau is a logical solution to the ever increasing workload and of the expansion of the system.  

 AUTONUM  
The Working Group agreed to recommend to the Madrid Union Assembly that it take note of the current practice of the International Bureau concerning translation, as described in paragraphs 5 to 16 of document MM/LD/WG/9/4.  
Proposal Concerning the Translation of the List of Goods and Services Affected by a Limitation 
in an International Application, Subsequent Designation or Request for Limitation 
(Paragraphs 25 to 44 of Document MM/LD/WG/9/4)
 AUTONUM  
The views of delegations were divided in essentially the same way as for the previous proposal.  

 AUTONUM  
The Delegation of Japan proposed the introduction of a practice similar to the one followed for translations of statements of grant of protection, following a provisional refusal, made under Rule 18ter(2)(ii).  This proposal met with the approval of a number of delegations with no delegation objecting to it.  

 AUTONUM  
The Working Group recommended that the International Bureau implement a practice, concerning the translation of the list of goods and services affected by a limitation in an international application, subsequent designation or request for limitation, as described in paragraphs 25 to 44 of document MM/LD/WG/9/4, with the inclusion of the option of translation upon request, and agreed to recommend that the Madrid Union Assembly take note accordingly.  

Proposal Regarding Communications Concerning the Status of Protection of the Mark Sent by the Offices of the Contracting Parties to the International Bureau in a Positive Manner (Paragraphs 45 to 62 of Document MM/LD/WG/9/4)
 AUTONUM  
All the delegations which spoke expressed their disagreement to the proposal on the bases that it would introduce unnecessary complexity to the internal procedures of Offices, require special examination procedures and would negatively affect the necessary clarity as to the refused protection for the purposes of lodging requests for review or appeals.  


 AUTONUM  
The representative of INTA suggested that the communications concerning the status of protection should be made both in a positive and a negative manner.

 AUTONUM  
The Chair concluded that the Working Group decided not to adopt the proposal.  The Chair stated that the International Bureau would further study this issue, with a view to a possible inclusion in a future session of the Working Group.  

Proposal Regarding Efficient Publication of the Gazette (Paragraphs 63 to 70 of 
Document MM/LD/WG/9/4) 

 AUTONUM  
No delegation expressed any objection to the proposal.  

 AUTONUM  
The Chair concluded that the Working Group decided to recommend to the Madrid Union Assembly the amendment to Rule 32(3), as proposed.  The proposed new rule is reproduced in Annex II to this document.  

Agenda Item 9:  Summary by the Chair

 AUTONUM  

The Working Group approved the Summary by the Chair, as contained in the present document, as amended to take account of the interventions of a number of delegations.

Agenda Item 10:  Closing of the Session

 AUTONUM  
The Chair closed the session on July 8, 2011.  
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Francis GURRY, directeur général/Director General

Binying WANG (Mme/Mrs.), vice-directrice générale/Deputy Director General

Juan Antonio TOLEDO BARRAZA, directeur principal des Services d’enregistrement international de Madrid et de Lisbonne, Secteur des marques et des dessins et modèles/Senior Director, International Registries of Madrid and Lisbon, Brands and Designs Sector

Debbie ROENNING (Mme/Mrs.), directrice de la Division juridique, Services d’enregistrement international de Madrid et de Lisbonne, Secteur des marques et des dessins et modèles/Director, Legal Division, International Registries of Madrid and Lisbon, Brands and Designs Sector

Neil WILSON, directeur de la Division de l’appui fonctionnel, Secteur des marques et des dessins et modèles/Director, Functional Support Division, Brands and Designs Sector

Diego Agustín CARRASCO PRADAS, directeur adjoint de la Division juridique, Services d’enregistrement international de Madrid et de Lisbonne, Secteur des marques et des dessins et modèles/Deputy Director, Legal Division, International Registries of Madrid and Lisbon, Brands and Designs Sector

Alan DATRI, conseiller principal au Bureau de la vice-directrice générale, Secteur des marques et des dessins et modèles/Senior Counsellor, Office of the Deputy Director General, Brands and Designs Sector

Ásta VALDIMARSDÓTTIR (Mme/Mrs.), chef du Service des opérations, Services d’enregistrement international de Madrid et de Lisbonne, Secteur des marques et des dessins et modèles/Head, Operations Services, International Registries of Madrid and Lisbon, Brands and Designs Sector

Antonina STOYANOVA (Mme/Mrs.), conseillère à la Division juridique, Services d’enregistrement international de Madrid et de Lisbonne, Secteur des marques et des dessins et modèles/Counsellor, Legal Division, International Registries of Madrid and Lisbon, Brands and Designs Sector

illiam O’REILLY, juriste principal à la Division juridique, Services d’enregistrement international de Madrid et de Lisbonne, Secteur des marques et des dessins et modèles/Senior Legal Officer, Legal Division, International Registries of Madrid and Lisbon, Brands and Designs Sector

Marie-Laure DOUAY (Mlle/Miss), assistante juridique à la Division juridique, Services d’enregistrement international de Madrid et de Lisbonne, Secteur des marques et des dessins et modèles/Legal Assistant, Legal Division, International Registries of Madrid and Lisbon, Brands and Designs Sector

Aurea PLANA CAILA (Mlle/Miss), consultante à la Division juridique, Services d’enregistrement international de Madrid et de Lisbonne, Secteur des marques et des dessins et modèles/ Consultant, Legal Division, International Registries of Madrid and Lisbon, Brands and 
Designs Sector

Juan RODRÍGUEZ, consultant à la Division juridique, Services d’enregistrement international de Madrid et de Lisbonne, Secteur des marques et des dessins et modèles/Consultant, Legal Division, International Registries of Madrid and Lisbon, Brands and Designs Sector

Kazutaka SAWASATO, consultant à la Division juridique, Services d’enregistrement international de Madrid et de Lisbonne, Secteur des marques et des dessins et modèles/Consultant, Legal Division, International Registries of Madrid and Lisbon, Brands and Designs Sector
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