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I.
INTRODUCTION

 AUTONUM  
The ad hoc Working Group on the Legal Development of the Madrid System for the International Registration of Marks (hereinafter referred to as “the Working Group”) met in Geneva from May 30 to June 1, 2007.

 AUTONUM  
The following Contracting Parties of the Madrid Union were represented at the session:  Algeria, Australia, Austria, Azerbaijan, Belgium, Bhutan, China, Croatia, Cuba, Czech Republic, Denmark, Estonia, European Community, Finland, France, Germany, Greece, Hungary, Italy, Japan, Kenya, Latvia, Lithuania, Moldova, Netherlands, Norway, Poland, Portugal, Republic of Korea, Romania, Russian Federation, Singapore, Slovakia, Slovenia, Spain, Sudan, Sweden, Switzerland, The former Yugoslav Republic of Macedonia, United Kingdom, United States of America (41).

 AUTONUM  
The following States were represented by observers:  Brazil, Colombia, Ecuador, Guinea, Zimbabwe (5).

 AUTONUM  
Representatives of the following international intergovernmental organization (IGO) took part in the session in an observer capacity:  Benelux Office for Intellectual Property (BOIP) (1).

 AUTONUM  
Representatives of the following international non-governmental organizations (NGOs) took part in the session in an observer capacity:  Association romande de propriété intellectuelle (AROPI), Centre for International Industrial Property Studies (CEIPI), The Confederation of European Business (BUSINESSEUROPE), European Brands Association (AIM), European Communities Trade Mark Association (ECTA), German Association for the Protection of Industrial Property and Copyright Law (GRUR), International Association for the Advancement of Teaching and Research in Intellectual Property (ATRIP), International Federation of Industrial Property Attorneys (FICPI), International Trademark Association (INTA) and MARQUES (Association of European Trademark Owners) (10).

 AUTONUM  
The list of participants is given in the Annex to this report.
 AUTONUM  
Mr. Ernesto Rubio, Assistant Director General, opened the session and, on behalf of the Director General of the World Intellectual Property Organization (WIPO), welcomed the participants.  He pointed out that the draft agenda of the session contained the topics agreed upon at the third session, in February 2007, in particular, review of Article 9sexies of the Madrid Protocol (hereinafter referred to as “the safeguard clause”), amendments to the Common Regulations and legal development of the Madrid Protocol.

 AUTONUM  
Mr. Rubio underlined that the Working Group had been addressing the question of the review of the safeguard clause, as contained in Article 9sexies of the Protocol, since its first session in July 2005.  The Working Group had been studying carefully the multiple implications of a repeal or a restriction of the safeguard clause.  It had considered various options to move forward, analyzing the advantages and disadvantages of each option.  The divergence of views among the members of the Madrid Union directly concerned by the safeguard clause, namely those States which were bound by both the Madrid Agreement and the Protocol, was evident.  The Working Group, however, had agreed on a number of objectives, namely, simplifying, as much as possible, the operation of the Madrid system, keeping in mind the ultimate goal that the system be governed by only one treaty (the Protocol);  ensuring equal treatment among all Contracting Parties to the Madrid Protocol;  and allowing users of States which were bound by both the Agreement and the Protocol to be able to benefit from the advantages offered by the Protocol while limiting undesired effects that might affect them as a result of the application of the Protocol.  Mr. Rubio recalled that at its third session, the Working Group, after having explored several options, had adopted a proposal for a compromise solution.  The proposal clearly established that, in the relationship between countries bound by both the Agreement and the Protocol, the provisions of the Protocol only would apply, with the exception of standard fees, which, subject to certain conditions, would continue to be applicable to the renewal of international registrations.  The “freezing” of standard fees in respect of the existing designations was to be subject to review after the expiry of a period of 10 years.
 AUTONUM  
Mr. Rubio recalled that the International Bureau had been requested to prepare draft amendments of Article 9sexies of the Protocol and of the Common Regulations along the lines of the agreed proposal, identified as the best possible compromise, for consideration by the Working Group at its fourth session.  A draft amendment of Article 9sexies was contained in document MM/LD/WG/4/2 and draft amendments of the Common Regulations were set out in document MM/LD/WG/4/3.

 AUTONUM  
Mr. Rubio noted that a number of non-governmental organizations, in particular, AROPI, BUSINESSEUROPE, ECTA and MARQUES, had submitted papers dealing with the review of the safeguard clause and future legal development of the Madrid Protocol, which had been made available to the Working Group as informal documents.

 AUTONUM  
Mr. Rubio further pointed out that the Working Group, at its third session, had agreed to introduce a new Rule 1bis of the Common Regulations, to provide for a change in the treaty applicable to the designation of a Contracting Party bound both by the Agreement and the Protocol.  The proposed Rule 1bis, and a number of amendments proposed as consequential amendments to the new Rule, as well as proposals for transitional provisions, were contained in document MM/LD/WG/4/3.
 AUTONUM  
Finally, he recalled that as regards the legal development of the Madrid Protocol, contributions had been submitted by Norway, as contained in document MM/LD/WG/2/9, by Australia, as contained in document MM/LD/WG/4/4, and by Japan, as contained in documents MM/LD/WG/4/5 and MM/LD/WG/4/5 Corr.  In addition, an informal proposal by the Republic of Korea had been distributed to the Working Group.
 AUTONUM  
Mr. António Campinos (Portugal) was unanimously elected as Chair of the Working Group, and Mr. Chan Ken Yu Louis (Singapore) and Ms. Tatiana Zmeevskaya (Russian Federation) were elected as Vice-Chairs.

 AUTONUM  
Mr. Grégoire Bisson (WIPO) acted as Secretary to the Working Group.

 AUTONUM  
The Working Group adopted the draft agenda (document MM/LD/WG/4/1 Prov.) with a modification of agenda item 8 to read “Adoption of the Summary by the Chair”.  Mr. Campinos chaired the discussions on agenda items 3 to 5.  Mr. Chan chaired the discussions on agenda items 6 to 9.
 AUTONUM  
The Secretariat noted the interventions made.  This report summarizes the discussions.

II.
REVIEW OF ARTICLE 9SEXIES OF THE MADRID PROTOCOL

 AUTONUM  
The Working Group based its discussions on document MM/LD/WG/4/2, which contained a proposed amendment of Article 9sexies of the Madrid Protocol, prepared by the International Bureau on the basis of the proposal for a compromise solution adopted by the Working Group at its third session.

 AUTONUM  
The Secretariat explained that paragraph (1)(a) of proposed Article 9sexies established that the Protocol alone should be applicable as regards the mutual relations of Contracting Parties to both the Protocol and the Madrid (Stockholm) Agreement.  The Secretariat suggested, however, that the words “Contracting Parties” be replaced by the words “States party”, since only States could be party to the Agreement.  The Secretariat pointed out that the wording of paragraph (1)(a) was similar to the wording in other WIPO-administered treaties, such as the Madrid Agreement, the Hague Agreement Concerning the International Registration of Industrial Designs and the Singapore Treaty on the Law of Trademarks.
 AUTONUM  
The Delegation of Switzerland stated that, after the last session of the Working Group, it had been in contact with the users of the Madrid system.  The Delegation pointed out that the Madrid system should be transparent and simplified.  Furthermore, the safeguard clause should be repealed and only the Protocol be applicable.  In the context of the repeal of the safeguard clause, the individual fees should not be applied without exceptions.  The “freezing” of fees as proposed by the International Bureau would limit undesired effects resulting from the repeal of the safeguard clause.  The Delegation suggested that the possible increase of costs in connection with the repeal of the safeguard clause be evaluated after the expiry of a period of 10 years.  The Delegation expressed its interest in a compromise, which would take into account the above aspects.  The Delegation, a priori, supported the proposal for a compromise solution to repeal the safeguard clause, accompanied by certain measures.  However, the “freezing” of the safeguard clause to cover only existing registrations or designations should be discussed, taking into account the interests of both offices and users.  The Delegation was interested in discussing the different options and in hearing the opinions of other delegations.

 AUTONUM  
The Delegation of Spain noted that the proposed amendment of Article 9sexies was agreed by the Working Group at its last session.  The Delegation sought a clarification of the suggestion of the Delegation of Switzerland, whether it proposed the reconsideration of the compromise solution adopted by the Working Group.

 AUTONUM  
In response to a question from the Delegation of Spain, the Chair clarified that in the view of the Delegation of Switzerland, the proposed Article 9sexies as prepared by the International Bureau covered the compromise solution agreed by the Working Group.  The Delegation of Switzerland had, however, expressed a wish to discuss the scope of the “freezing” of the safeguard clause, whether it applied to existing registrations or only to existing designations.

 AUTONUM  
Following the clarification by the Chair, the Delegation of Switzerland emphasized its interest to engage in discussing the advantages and disadvantages of different options.
 AUTONUM  
The Delegation of Kenya suggested that two issues be clearly distinguished, namely the review of Article 9sexies and the issue of the legal development of the Madrid Protocol.  The Delegation considered proposed paragraphs (1)(a) and (2) of Article 9sexies acceptable, whereas proposed paragraph (1)(b) should be looked at in detail in order to avoid later confusion.

 AUTONUM  
The Delegation of Sudan expressed its support for the proposal of the Delegation of Kenya.  The Delegation emphasized the benefits of the forthcoming accession of its country to the Madrid Protocol, probably in 2007 or at the beginning of 2008.  The Delegation referred to a seminar, organized in Sudan in cooperation with WIPO, which highlighted the usefulness of the Madrid system for trademark owners and representatives.  The Delegation expressed a wish to organize, in cooperation with WIPO, a further seminar or workshop, on the international registration of marks.  The consultations between its country and WIPO were continuing in order to implement the provisions of the Madrid Protocol into the national law.

 AUTONUM  
The Representative of INTA recalled INTA’s support for the Madrid Protocol as an instrument which had removed or alleviated a number of difficulties that had prevented wide acceptance of the Madrid system.  The safeguard clause issue had been the subject of a resolution by the Board of Directors of INTA in November 2005.  That resolution, which was given wide publicity, was based on the results of a survey of company members with operations in countries party to both the Agreement and the Protocol.  In that resolution, INTA supported the restriction of the scope of the safeguard clause only to cover the 12‑month refusal period and the standard designation fees in the mutual relations between States party to both treaties.  The total repeal of the safeguard clause could be an option if the offices provided users of the Madrid system with enhanced services, such as reports on the status of designations and statements of grant of protection.  INTA had welcomed the recommendation agreed by the Working Group, at its second session, to explore a proposal for a repeal of the safeguard clause accompanied by measures of the type just mentioned.  The Working Group, at its third session, however, decided that the question of the repeal of the safeguard clause should not be linked to the introduction of such measures, but be dealt with separately.
 AUTONUM  
The Representative declared that INTA fully supported the basic principle that the safeguard clause be amended to the effect of clearly establishing that, in the relationship between States bound by both the Protocol and the Agreement, the provisions of the Protocol alone apply.  However, the concerns widely expressed by users regarding the impact of the repeal of the safeguard clause on future designations, as regards the level of designation fees and the time limit for notification of a refusal, were real, and failure to properly address them might have negative effects on the attractiveness of the Madrid system and, as a result, be detrimental to the system as a whole.  An improved compromise could thus affirm the principle that, in the mutual relations between States bound by both treaties, the Protocol alone applied, with the exception, however, of the provisions concerning individual fees and the extended refusal period.  The amended Article 9sexies of the Protocol should be subject to further review after a reasonable period of time.  Such review might be linked with progress achieved in improving the level of services to users.
 AUTONUM  
Finally, the Representative observed that the level of standard fees had remained unchanged for 11 years, which was a matter that could be looked at.

 AUTONUM  
The Representative of ATRIP and CEIPI explained that those organizations which it was representing were academic institutions, not users.  The Representative shared the opinion expressed by the Representative of INTA, stressing that there was a risk of reducing the attractiveness of the system, if the “freezing” of the safeguard clause only applied to existing registrations.  The Madrid system was in competition not only with national systems but also with regional systems.  The Representative suggested that the wording of paragraph (2) be revised to read, instead of “to repeal”, “to repeal or restrict the scope”, since after the expiry of a period of 10 years, new forms of compromises might be elaborated.

 AUTONUM  
The Delegation of Australia expressed its concern about a possible failure to reach an agreement by the Working Group.  The Delegation strongly urged the retention of the compromise solution adopted by the Working Group at its third session.  In reply to a suggestion of the Representative of ATRIP and CEIPI, the Delegation noted that if the ultimate goal was that the Madrid system be governed only by the Protocol, the proposals should be accommodated accordingly.

 AUTONUM  
The Delegation of Spain observed that at the last session a consensus was reached as regards exceptions in paragraph (1)(b).  The Delegation stressed that the exact terms of the compromise solution adopted by the Working Group should be respected.

 AUTONUM  
The Chair urged the delegations to reach consensus on a clear proposal to be submitted to the Assembly.  The Chair noted that the Working Group agreed on paragraph (1)(a), whereas the scope of paragraph (1)(b) raised questions.  Given that the wording of paragraph (2) depended on the formulation of paragraph (1)(b), the Chair invited the delegations to express their opinions on paragraph (1)(b).

 AUTONUM  
The Delegation of Kenya suggested adding to paragraph (1)(b) new subparagraphs dealing with the issue of fees and time limits for refusal.  In the view of the Delegation, this would take into account the concerns raised by users.

 AUTONUM  
The Delegation of the Russian Federation said that the wording of the proposed amendment of Article 9sexies, prepared by the International Bureau, was consistent with the agreement reached at the last session of the Working Group.  The Delegation was in favor of the submission of that proposal to the Assembly.

 AUTONUM  
The Delegation of Slovenia referred to the intervention of the Representative of INTA, stating that it was in conformity with the basic principle that only one treaty govern the Madrid system.  The Delegation felt that the compromise solution adopted at the last session should be respected.  However, the aspects raised by the Representative of INTA provided an improvement of that solution and should be looked at.

 AUTONUM  
The Delegation of Italy supported the proposed amendment of Article 9sexies as prepared by the International Bureau.  However, the Delegation felt that the contents of paragraphs (1)(b) and (2) had to be analyzed.
 AUTONUM  
The Representative of AIM concurred with the position expressed by the Representative of INTA, emphasizing the concerns of users regarding the level of fees and the refusal period.  The Representative noted that the improved compromise solution did not prevent the delegations from addressing, while discussing legal development of the Madrid Protocol, the issue of fees.

 AUTONUM  
The Representative of AROPI shared the opinions expressed by the Representatives of AIM, ATRIP, CEIPI and INTA, in order that the Madrid system would not lose its attractiveness among the users.
 AUTONUM  
The Representative of GRUR recalled the importance of Germany in the use of the Madrid system.  The Representative pointed out that the adoption of the safeguard clause was essential for the adoption of the Madrid Protocol in the Diplomatic Conference in Madrid, in 1989.  Both the member States of the Madrid Agreement and the users welcomed the Madrid Protocol as a highly significant step forward, but nevertheless considered the existing Madrid Agreement overall superior to the Madrid Protocol.  At the time when the safeguard clause was devised, there was a broad agreement that this clause was a vital element in the international trademark registration system.  Today, the situation was entirely different since all the member States of the Madrid Agreement preferred a solution which would lead to a sole applicability of the Protocol, even in the relations between countries that were also bound by the Agreement, subject to certain reservations.  The users of the system largely supported that new approach, although with more reservations than the member States.  The benefits of the Madrid system resided in the simplicity, speed of operation and the important attendant savings.  In particular, the “common law” of the Agreement and the Protocol, namely the application of a 12-month refusal period and of unitary and standard designation fees was essential to the users.  The Representative supported the position expressed by the Representative of INTA, underlining that it had been a permanent feature within the framework of development of international protection of trademarks, as evidenced by the Trademark Law Treaty, the Singapore Treaty on the Law of Trademarks as well as the Madrid Agreement and the Protocol, that these treaties were adopted and developed further with the full support of the users.
 AUTONUM  
The Representative of MARQUES endorsed the position expressed by the Delegation of Spain.  The Representative recalled that as regards the compromise solution adopted at the last session of the Working Group, serious hesitations were expressed by users and some countries.  In view of the proposal of Australia on future development of the Madrid system and the willingness to improve the Protocol, as expressed by delegations at the last session, MARQUES accepted the compromise solution despite the fact that the solution split the total repeal and the increased level of services.
 AUTONUM  
The Representative of ECTA favored the improvements to the compromise solution as indicated by the Representative of INTA, reiterating its concern about the level of fees and the time period for refusal.

 AUTONUM  
The Representative of FICPI, referring to the statement of the Representative of INTA, said that the Madrid system should be governed only by the Protocol but at the same time maintain its cost-effectiveness and time constraints.

 AUTONUM  
The Delegation of Cuba concurred with the positions expressed by the Delegations of Spain and the Russian Federation.  The Delegation supported the proposed amendment of Article 9sexies as prepared by the International Bureau, which reflected the discussions that had taken place in the Working Group.  At this stage, it was difficult to take into account new proposals.  The Delegation pointed out that, when discussing the proposal of Australia, new options might be raised by delegations.  The Delegation recalled that at the previous sessions, the representatives of user groups did not raise concern about the costs but expressed interest in the availability of information and in meeting the time limits.

 AUTONUM  
The Delegation of Kenya stated its support for the compromise solution adopted by the Working Group at its last session.  The Delegation underlined that the issues concerning legal development of the Madrid system should be raised under agenda item 6 of the meeting.

 AUTONUM  
The Delegation of France did not intend to reopen the discussion on the compromise solution, although it felt that it was vital to take into consideration the views of users.  The Delegation shared the opinion expressed by the Delegation of Slovenia that the improved compromise solution as indicated by the Representative of INTA was interesting.  The improved compromise solution would maintain the attractiveness of the Madrid system and limit the undesirable effects for users, especially in terms of costs.  The Delegation proposed that the time period for review of the improved compromise solution might be shortened to three years.  Moreover, the level of standard fees, which had been unchanged for 11 years, might be reviewed to guarantee a balance in terms of costs.

 AUTONUM  
In the view of the Delegation of Belgium, the improved compromise solution, as indicated by the Representative of INTA, contained positive elements.  However, the Delegation did not wish to reopen the discussion on the compromise.

 AUTONUM  
The Delegation of Germany expressed its support for the statement of the Delegation of France to take into consideration the position expressed by the Representative of INTA and supported by other user groups.  In order to address the concerns of some member States, the time period for review of the improved compromise solution might be shortened, and the amount of the standard fees might be adjusted to 100 Swiss francs.  The adjustment of the standard fees could be linked with the amendment of Article 9sexies.

 AUTONUM  
The Delegation of Netherlands said that the improved compromise solution, as indicated by the Representative of INTA, merited consideration.

 AUTONUM  
The Delegation of Austria was in support of the statements of the Delegations of France and Germany.  The Delegation felt positively about the improved compromise solution, as indicated by the Representative of INTA.  The time period for review should be shortened to three years and the level of standard fees should be reviewed.

 AUTONUM  
The Delegation of Slovenia supported the proposal of the Delegation of France.  The Delegation considered the proposal as a compromise, which took into account the concerns of users.

 AUTONUM  
The Representative of MARQUES inquired about the effects of the improved proposed compromise solution on the International Bureau.

 AUTONUM  
In reply, the Secretariat said that the workload of the International Bureau would not increase as a result of the adoption of the improved compromise solution compared to the agreed compromise solution.  The Secretariat further stressed that both the agreed compromise solution or the newly proposed compromise solution, if adopted, would contribute to simplifying the work of the International Bureau.

 AUTONUM  
The Delegation of Cuba sought a clarification of the proposal of the Delegation of France, as regards the economic aspects and the review of the standard fees.

 AUTONUM  
The Delegation of Australia reiterated its concern about the reopening of the discussion concerning the compromise solution adopted at the last session.  The shortening of the period for review to three years would reopen the discussion again in three years time.  The Delegation expressed its disappointment that the objectives of the review, such as the equal treatment of applicants, had not been addressed during the discussion.  The review should entail a simplification of the Madrid system.  The Delegation observed that the limitation of undesired effects might be made at the expense of the objectives.  The Delegation, however, noted the steps taken towards the ultimate goal that the system be governed by only one treaty.  The Delegation raised concern that the discussion on legal development of the Madrid Protocol would be distracted by the nature of the proposal expressed by the Delegation of France.

 AUTONUM  
The Representative of MARQUES emphasized that the level of services should be standardized.  The Representative invited the delegations to commit themselves to the improvement of the level of services as indicated in the proposal of Australia.

 AUTONUM  
The Delegation of Spain concurred with the positions expressed by the Delegation of Australia and the Representative of MARQUES.  The Delegation explained that its country had not chosen individual fees or the 18-month refusal period under the Protocol.  The prolongation of the safeguard clause by the existence of two different levels of requirements was not acceptable.  The Delegation expressed concern about the unequal treatment of applicants and stressed that the compromise solution adopted at the last session should be maintained.  The Delegation said that the reduction of fees and the shortening of the refusal period should be introduced in an equal and fair framework.

 AUTONUM  
The Delegation of the United States of America supported the comments of the Delegation of Australia.  The Delegation cautioned against expanding the scope of the proposed amendment of Article 9sexies, since it might discourage offices to improve their level of services.  The Delegation felt that the compromise solution adopted at the last session was a balanced proposal.
 AUTONUM  
The Working Group agreed that the Secretariat prepare a paper containing additional and substitute consequential draft amendments to the amendment of Article 9sexies of the Protocol as indicated during the discussion, to be considered by the Working Group.  The following discussion was based on that paper prepared by the Secretariat, containing a revised draft amendment of Article 9sexies which read as follows:

“Article 9sexies
Relations Between States Party to both this Protocol

and the Madrid (Stockholm) Agreement
(1)
(a)
This Protocol alone shall be applicable as regards the mutual relations of States party to both this Protocol and the Madrid (Stockholm) Agreement.

(b)
Notwithstanding subparagraph (a), a declaration made under Article 5(2)(b), Article 5(2)(c) or Article 8(7) of this Protocol by a State party to both this Protocol and the Madrid (Stockholm) Agreement shall have no effect in the relations with another State party to both this Protocol and the Madrid (Stockholm) Agreement.

(2)
The Assembly shall, after the expiry of a period of three years from [date of entry into force of amendment], review the application of paragraph 1(b) and may, at anytime thereafter, either repeal it or restrict its scope, by a three-fourths majority.  In the vote of the Assembly, only those States which are party to both the Madrid (Stockholm) Agreement and this Protocol shall have the right to participate.”
 AUTONUM  
The Secretariat explained that the revised proposal to amend Article 9sexies, as produced in the paper prepared by the Secretariat, expanded the scope of paragraph (1)(b) to cover both existing and future designations and to encompass also the case of a declaration under Article 5(2).  The Secretariat further explained that as a consequence of the new formulation of paragraph (1)(b) of amended Article 9sexies, Rules 16(1) and 18(2) of the Common Regulations and some items of the Schedule of Fees would require amendment, as proposed in the paper.  Finally, the wording of Article 9sexies(2) was revised to reflect the discussions in the Working Group and the amount of supplementary and complementary fees was provisionally set at 100 Swiss Francs.

 AUTONUM  
The Chair invited the delegations of States, which were party to both the Agreement and the Protocol, to clearly state their preference as regards the outcome of the discussions and whether the new draft as produced in the paper prepared by the Secretariat reflected those preferences. 

 AUTONUM  
The Delegation of Germany stated that the wording of the revised proposal reflected exactly the discussions in the Working Group.  The Delegation considered that the proposal was an improvement to the compromise solution adopted at the last session.  The shortening of the period of review of the safeguard clause to three years and the adjustment of the supplementary and complementary fees to 100 Swiss francs made the system attractive for both users and offices.

 AUTONUM  
The Delegation of France associated itself with the statement of the Delegation of Germany, stressing that the revised proposal reflected accurately the discussions in the Working Group.  The proposal was a good compromise between users and offices.

 AUTONUM  
The Delegation of the Russian Federation, in a spirit of consensus, expressed its support for the revised proposal.

 AUTONUM  
The Delegation of Slovenia associated itself with the statements of the Delegations of France and Germany, noting that the revised proposal was an improved compromise to amend Article 9sexies.  The Delegation pointed out that it was vital that the users endorsed the amendment.

 AUTONUM  
The Delegation of Kenya was in support of the statements by the previous delegations, emphasizing that the new compromise solution was a compromise between users and offices.  The Delegation observed that after the expiry of a period of three years the discussion might be reopened.
 AUTONUM  
The Delegations of Latvia and Austria agreed with the statements of the previous delegations and expressed their support for the revised proposal.

 AUTONUM  
The Delegation of Italy concurred with the positions expressed by the previous delegations, emphasizing the usefulness of the new proposal to users.

 AUTONUM  
The Delegation of Spain maintained its reservation concerning the reopening of the discussion on the compromise solution, which after two years of work had been adopted unanimously at the last session of the Working Group.  The Delegation noted that there had been consensus for the repeal of the safeguard clause, which contained a limitation of undesired effects by providing the exception as regards the renewal of existing registrations.

 AUTONUM  
The Delegation of Cuba supported the statement of the Delegation of Spain, stressing that the principle of equal treatment was not respected.  The Delegation expressed preference for the proposed amendment of Article 9sexies in document MM/LD/WG/4/2, the wording of which reflected the consensus reached at the last session.  The Delegation reserved its position as regards the revised proposal as introduced to the Working Group.

 AUTONUM  
The Delegations of Belgium, Croatia, Czech Republic, Moldova, Netherlands, Portugal, Republic of Korea, Romania, Slovakia, Sudan and The former Yugoslavian Republic of Macedonia were in support of the new compromise solution as presented in the paper prepared by the Secretariat.

 AUTONUM  
The Delegation of China expressed its support for the proposal of the Delegation of France, noting that a lower level of fees was advantageous for applicants.

 AUTONUM  
The Delegation of Hungary supported the new proposal as prepared by the Secretariat, observing that it reflected the outcome of the discussions in the Working Group.  

 AUTONUM  
The Delegation of Poland was in support of the revised proposal but expressed some reservations based on the grounds indicated by the Delegation of Spain.

 AUTONUM  
The Delegation of Switzerland expressed its support for the revised proposal stressing that it was a balanced solution, which took into account the interests of users and the need for a realistic agenda to reopen the discussions after the expiry of a period of three years.

 AUTONUM  
The Delegation of Australia commented that the amendments proposed affected also the members which were party only to the Protocol.  The Delegation expressed its reservation as regards the increase of the standard fees as proposed as part of the new compromise solution.
 AUTONUM  
The Delegation of the United States of America concurred with the position expressed by the Delegation of Australia.  The Delegation noted that increased services were not offered in return for higher fees.  The Delegation reserved its position as regards the fee increase, stating that the future improvement of the Protocol might be jeopardized.

 AUTONUM  
The Representative of MARQUES noted that the fee increase should be accompanied by an increased level of services.  The Representative expressed concern as to whether applicants paying individual fees would be subsidizing the Madrid system.

 AUTONUM  
The Representative of GRUR said that the new compromise solution was acceptable for users.  The Representative considered the increase of the standard fee from 73 Swiss francs to 100 Swiss francs reasonable.  The Representative noted that a comparison should be made between the level of individual fees established under the Protocol and the level of standard fees in the States, such as Germany, which had not chosen individual fees.  The amounts of individual fees were substantially beyond the level of standard fees.

 AUTONUM  
The Representative of INTA welcomed the new compromise solution as a significant step forward.  The Representative stressed the need to improve the level of services, explaining that users were willing to pay for the services they received.  The Representative had no objection to the updating of the level of standard fees.

 AUTONUM  
The Representative of ECTA shared the opinion expressed by the Representative of INTA, emphasizing its support for the review of the level of standard fees by an increase in proportion to the level of services.

 AUTONUM  
The Representative of AIM concurred with the positions expressed by the Representatives of other user groups, stating that the proposed amount of 100 Swiss francs of standard fees was reasonable.

 AUTONUM  
The Representative of FICPI supported the views expressed by the Representatives of ECTA, GRUR and INTA, emphasizing the need to improve the standard of services.

 AUTONUM  
The Delegation of the United States of America noted that if the level of standard fees was decided, there was no need to raise the level of services.  The Delegation stressed that all the applicants should be treated equally, regardless of the payment of individual or standard fees.

 AUTONUM  
The Delegation of Spain, referring to the consensus reached during the current session of the Working Group, agreed to the submission of the new compromise solution to the Assembly, for a possible adoption.

 AUTONUM  
The Delegation of Portugal stressed its commitment to improve the Madrid Protocol, irrespective of the issue of the increase of the standard fees.

 AUTONUM  
The Secretariat pointed out that the implementation of the new compromise solution included, in addition to the adaptation of the computer programs, also other measures, such as the updating of the information material.  For this reason, the Secretariat suggested that the date of entry into force of the revised proposed amendment of Article 9sexies and the Rules in conjunction with the amendment, be September 1, 2008.

 AUTONUM  
The Representatives of AROPI, ATRIP, BUSINESSEUROPE and CEIPI expressed their support for the new compromise solution and for the increase of the standard fees to 100 Swiss francs.

 AUTONUM  
In response to an inquiry by the Chair, the Delegations of France, Germany and Spain clarified that the fee increase was considered as a part of the new compromise solution.

 AUTONUM  
The Delegation of Australia clarified that it did not have a mandate to discuss the increase of fees.  The Delegation, however, indicated that the proposed amount of 100 Swiss francs of the standard fees did not cover the costs of the offices.  The Delegation did not oppose the fee increase but considered that the interests of all users should be taken into account.  The new compromise solution would have an impact also on users of States which were party only to the Protocol.  The Delegation expressed concern that small and medium‑sized enterprises filing national applications might be subsidizing the system.  For this reason, the Delegation reserved its position on the new compromise solution based on the impact of the fee increase to the users.
 AUTONUM  
The Delegation of the United States of America concurred with the position expressed by the Delegation of Australia and expressed a reservation as regards the new compromise solution, to the extent that it was linked to the fee increase.

 AUTONUM  
The Chair noted that the new compromise solution would consist of an increase to 100 Swiss francs of the amounts of the supplementary and complementary fees and an amendment to Article 9sexies of the Protocol as follows:

· Paragraph (1)(a) of draft amended Article 9sexies, should read as set forth in the Annex to document MM/LD/WG/4/2, subject only to the replacement of the words “Contracting Parties” by the words “States party”.

· Paragraph (1)(b) should include a reference to Article 5(2)(b) and Article 5(2)(c), dealing with the refusal period, and the revised text of paragraph (1)(b) should read, in its entirety, as follows:

“(b)
Notwithstanding subparagraph (a), a declaration made under Article 5(2)(b), Article 5(2)(c) or Article 8(7) of this Protocol, by a State party to both this Protocol and the Madrid (Stockholm) Agreement, shall have no effect in the relations with another State party to both this Protocol and the Madrid (Stockholm) Agreement.”

· Paragraph (2) should be revised to read as follows:

“(2)
The Assembly shall, after the expiry of a period of three years from September 1, 2008, review the application of paragraph (1)(b) and may, at any time thereafter, either repeal it or restrict its scope by a three-fourths majority.  In the vote of the Assembly, only those States which are party to both the Madrid (Stockholm) Agreement and this Protocol shall have the right to participate.”

 AUTONUM  
The Delegations of Cuba and Spain expressed their preference for the original compromise solution adopted at the third session of the Working Group, as reflected in document MM/LD/WG/4/2.  However, the Delegation of Spain would not oppose a consensus.  The Delegation of Cuba reserved its position.

 AUTONUM  
The Delegations of Australia and the United States of America reserved their position on the new compromise solution, to the extent that it was linked to the fee increase.

 AUTONUM  
The Chair concluded that the Working Group agreed to recommend to the Madrid Union Assembly to amend Article 9sexies as indicated in paragraph 90, above, and that with reservations from the Delegations of Australia and the United States of America, the Working Group further agreed to recommend to the Madrid Union Assembly that the amounts of the supplementary and complementary fees in the Schedule of Fees be set at 100 Swiss francs, along with the amendment of Article 9sexies of the Protocol.  The Chair noted that this increase was supported by the following NGOs:  AIM, AROPI, ATRIP, BUSINESSEUROPE, CEIPI, ECTA, FICPI, GRUR and INTA.

 AUTONUM  
The Chair further concluded that the Working Group agreed that the date of entry into force of the amendment of Article 9sexies should be September 1, 2008.

III.
AMENDMENTS TO THE COMMON REGULATIONS

 AUTONUM  
Discussions were based on document MM/LD/WG/4/3, as well as on a paper prepared by the Secretariat, containing additional and substitute consequential amendments to the amendment of Article 9sexies of the Protocol as a result of the new compromise solution.

 AUTONUM  
The Secretariat introduced the draft amendments to the Common Regulations and the draft Schedule of Fees as contained in document MM/LD/WG/4/3.  At its third session, the Working Group had approved a proposal for new Rule 1bis, which provided, under certain circumstances, for a change in the treaty applicable to the designation of a Contracting Party bound by both the Agreement and the Protocol.  The draft amendments to the Common Regulations consisted of a new Rule 1bis, of consequential amendments to the introduction of new Rule 1bis and to the amendment of Article 9sexies of the Protocol.  The Secretariat suggested a minor revision of the wording of the English text of the proposed amendment to Rule 24(1)(c) to read:  “Where the Contracting Party of the holder is bound by the Protocol, the holder may designate, under the Protocol, any Contracting Party that is bound by the Protocol, whether or not the said Contracting Parties are both also bound by the Agreement.”

 AUTONUM  
The Chair invited the delegations to comment on the draft amendments.

 AUTONUM  
In reply to a question raised by the Delegation of Germany, the Secretariat explained that Rule 25(1)(c) provided that the regime, the Agreement or Protocol, that was applicable on the date of receipt of the request for the recording of a renunciation or a cancellation would continue to apply.
 AUTONUM  
There being no other comments, the Chair concluded that the Working Group agreed to recommend that the Madrid Union Assembly amend the Common Regulations as follows:

(a) by the addition of a new Rule 1bis, and with respect to Rules 1(xvii) to (xviii), 25(1)(c) and 30(4), as provided in the draft contained in Annex I of document MM/LD/WG/4/3, with January 1, 2008, as the proposed date of entry into force;

(b) in conjunction with the amendment of Article 9sexies of the Protocol, and with September 1, 2008, as the proposed date of entry into force,

(i) with respect to Rules 1(viii) to (x), 11(b) and (c), 24(1)(b) and, subject to a minor revision, 24(1)(c), as provided in the draft contained in Annex I of document MM/LD/WG/4/3, and

(ii) with respect to Rules 16(1) and 18(2) and the text of items 2.4, 3.3, 3.4, 5.2, 5.3 and 6.2 to 6.4 of the Schedule of Fees, as contained in the paper referred to in paragraph 95, above.

 AUTONUM  
As already noted in paragraph 93, the Working Group recommended that the amounts of the supplementary and complementary fees in the Schedule of Fees be set at 100 Swiss francs, along with the amendment of Article 9sexies of the Protocol.
IV.
LEGAL DEVELOPMENT OF THE MADRID PROTOCOL

 AUTONUM  
The Chair noted that the Working Group had the following documents for consideration:  the proposal by the Delegation of Norway contained in document MM/LD/WG/2/9, the proposal by the Delegation of Australia contained in document MM/LD/WG/4/4, the contribution by the Delegation of Japan contained in documents MM/LD/WG/4/5 and MM/LD/WG/4/5 Corr. and a proposal submitted informally by the Republic of Korea.

Proposal by Australia

 AUTONUM  
Discussions were based on document MM/LD/WG/4/4 entitled “Proposal by Australia”.  The Delegation of Australia presented the document pointing out that the proposal was linked with the repeal of the safeguard clause.

 AUTONUM  
The Delegation of the United States of America expressed its support for the proposal of Australia emphasizing the importance of the principle of equal treatment.  The Delegation stressed that the issue of fee increase should be addressed with a full appreciation of all the factors that could impact the standard fees.  In the event that the Working Group agreed on a certain level of services, it might be difficult to raise the amount of standard fees again to cover the costs of the increased level of services.  The Delegation expressed its preference for improving the Madrid system as a whole and for increasing the transparency of the system.

 AUTONUM  
The Delegation of Denmark supported the proposal of Australia stating its interest in improving the level of services.

 AUTONUM  
The Delegation of the Republic of Korea was in support of the proposal of Australia.  The Delegation concurred with the position expressed by the Delegation of the United States of America emphasizing that the issue of fee increase should be linked with the increase of the level of services.

 AUTONUM  
The Delegation of Slovenia observed that the improvement of the quality of services was an objective.  The Delegation explained that the office of its country provided complete information on the status of a designation within 24 hours from the receipt of the request for information.  The Delegation remarked that the issuing of the statement of grant of protection was not the only way to improve the quality of services.

 AUTONUM  
The Representative of MARQUES was in support of the proposal of Australia.  The Representative referred to an intervention of the Delegation of Slovenia noting that users did not have an overview of services offered by the offices.  The Representative suggested that the Secretariat prepare a study in that respect.

 AUTONUM  
In response to comments of the Delegation of Slovenia and the Representative of MARQUES, the Delegation of Australia said that an appropriate level of services should be established.  The Delegation referred to the consultations with the interested circles in Australia, stating that the lack of information was a problem for them.  The information on the status of a designation was important not only for an applicant but also for third parties.
 AUTONUM  
The Delegation of the United Kingdom expressed its support for the proposal of Australia, stating that the improvement of services should be an ongoing process.  The information available should be standardized, taking into account not only the interests of the applicants, but also of a wider range of users.

 AUTONUM  
The Delegation of Japan shared the opinions expressed by the Delegations of Australia and the United Kingdom.  The Delegation commented that the issuing of statements of grant of protection and the provision of information on the status of designations would make the Madrid system more user-friendly.

 AUTONUM  
The Delegation of Norway expressed its support for the proposal of Australia.  The Delegation noted that the level of fees should be linked with the level of services provided by offices.  A satisfactory level of services should be standardized.

 AUTONUM  
The Representative of FICPI concurred with the position expressed by the Representative of MARQUES.  The Representative expressed its support for the proposal of Australia, recognizing the importance of the increase of the level of services.  The Representative endorsed the suggestion of the Delegation of the United Kingdom concerning the improvement of the Madrid system, which should be a continuing process.

 AUTONUM  
The Representative of INTA stated its support for the proposal of Australia.  The Madrid system was designed to set minimum standards as regards services offered by Contracting Parties.  The Representative was confident that offices would be able to make progress in improving services, such as generating statements of grant of protection and providing information on the status of designations, which would be useful not only to applicants but also to third parties.  The discussion should focus on practical matters in order to improve the system.

 AUTONUM  
The Delegation of Australia indicated, as a further issue to be discussed, the identification of the relevant information, how it should be notified and the period for issuing the notification.  As a further step to be considered, the Delegation mentioned the time limit for compliance with the standards established.

 AUTONUM  
The Representative of AIM supported the proposal of Australia, stressing the importance of the establishment of minimum standards concerning the level of services.  The Representative preferred regular statements of grant of protection to statements on the status of a designation at individual request.

 AUTONUM  
The Representative of ATRIP and CEIPI was in favor of the proposal of Australia to improve the level of services.

 AUTONUM  
The Representative of MARQUES emphasized the importance, from third parties’ perspective, of the availability of information.  The status of previous designations had to be established in a reliable manner before engaging into launching of a new trademark.  The Representative noted, as an example, that the Internet website of the Office for Harmonization in the Internal Market (OHIM) provided a good level of services and information to users.
 AUTONUM  
The Representative of AROPI welcomed the proposal of Australia.  As regards the remarks made by the Representative of MARQUES, the Representative suggested that the offices send information on the status of designations to the International Bureau to be published on the Madrid database.
 AUTONUM  
The Delegation of Australia emphasized the importance of achieving tangible results.

In addition to the issuing of statements of grant of protection, as provided in Rules 17(5) and (6) of the Common Regulations, offices might issue lists of marks, the protection of which had been extended to their territory.  Such lists, containing the international registration number and the name of the holder, might be issued when there had been no provisional refusal.  The issuing of such lists was not intended to restrict or remove other forms of information.

 AUTONUM  
The Delegation of Denmark noted that the different options to communicate electronically the lists of approved marks to the International Bureau should be explored.

 AUTONUM  
The Delegation of Cuba, referring to an intervention of the Delegation of Australia, noted that the issuing of lists of approved marks might be implemented without causing major complications to the workload of offices.

 AUTONUM  
In reaction to an intervention of the Delegation of Denmark, the Secretariat said that the International Bureau was already sending electronic communications to the Offices of more than 40 Contracting Parties and received electronic communications from seven Contracting Parties.  The Secretariat further stated that the International Bureau was ready to discuss how to further expand electronic communication within the framework of the Madrid system.

 AUTONUM  
The Delegation of Australia shared the opinion expressed by the Delegation of Denmark, pointing out, however, that electronic communication was not available to all Offices.  The Delegation envisaged, as a next step, the preparation of a paper addressing the issues identified during the current discussion and proposing possible amendments to the Common Regulations.

 AUTONUM  
The Delegation of Kenya underlined that the goal of the proposal to improve the availability of information should be clarified.

 AUTONUM  
The Representative of ECTA was in support of the increase of the level of services, including the issuing of statements of grant of protection.

 AUTONUM  
The Delegation of Australia expressed its commitment to the long-term development of the Madrid system.
 AUTONUM  
The Chair concluded that the Working Group agreed to ask the Secretariat to prepare a paper addressing the issue of the accessibility of information regarding the fate of international registrations in designated Contracting Parties, and proposing possible amendments to the Common Regulations.  He further noted that, with a view to assisting the Secretariat in the preparation of that paper, the Working Group encouraged Contracting Parties and international non‑governmental organizations to submit their contribution on this specific issue to the International Bureau by the end of 2007.
Contributions by Japan, Norway and the Republic of Korea
 AUTONUM  
Discussions were based on documents MM/LD/WG/2/9 entitled “Proposal by Norway”, MM/LD/WG/4/5 and MM/LD/WG/4/5 Corr. entitled “Contribution by Japan” and “Corrigendum to the Contribution by Japan”, and on an informal document entitled “Proposal for Improving the Correction System” by the Republic of Korea.
 AUTONUM  
The Delegation of Japan presented documents MM/LD/WG/4/5 and MM/LD/WG/4/5 Corr.

 AUTONUM  
The Delegation of the Republic of Korea requested that its contribution be added to the list of future work of the Working Group.

 AUTONUM  
The Delegation of Australia proposed that the Working Group recommend to the Assembly to give it an ongoing mandate to consider issues relating to the legal development of the Madrid Protocol.  Subject to the granting of such mandate, the Delegation suggested that two meetings be convened in 2008, the first meeting dealing with the issues indicated in the proposal of Australia, while the issues raised in the contributions by Japan, Norway and the Republic of Korea would be discussed in the second meeting.

 AUTONUM  
The Representative of INTA expressed its support for the statement of the Delegation of Australia.

 AUTONUM  
The Delegation of Norway recalled that, at its third session, the Working Group requested the International Bureau to prepare a study on the consequences of the proposal made by Norway.  That study should be made available to the Working Group before the discussion on the proposal.  The Delegation further inquired about the establishment of an Internet forum, as agreed at the last session, and about the outcome of the exchange of information as regards office practices concerning replacement.

 AUTONUM  
In reply to an intervention of the Delegation of Norway, the Secretariat explained that it would report on the progress of the evaluation of the replies to the survey on replacement and on the establishment of the Internet forum in the next meeting, as it was agreed at the last session that those activities were to take place in the second half of 2007.

 AUTONUM  
The Chair concluded that the Working Group recommended that the Madrid Union Assembly give it an ongoing mandate to consider issues relating to the legal development of the Madrid Protocol.  Subject to this, the Working Group agreed that a first meeting be convened in the first half of 2008 to address specifically the issue described in paragraph 127, above, while the issues raised in the contributions by Japan, Norway and the Republic of Korea would be discussed in a second meeting to be convened later that same year.

 AUTONUM  
This report was unanimously adopted by the Working Group at its fifth session on May 5, 2008.
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