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INTRODUCTION

1. At its twenty-third session, held in Geneva from September 22 to 26, 2025, the Working
Group on the Legal Development of the Madrid System for the International Registration of
Marks (hereinafter referred to as “the Working Group” and “the Madrid System”) discussed
document MM/LD/WG/23/4 “Proposal by the Delegation of the United Kingdom”.

2.  The Working Group “agreed to continue discussing the possible introduction of a
centralized replacement mechanism, partial renewal, and subsequent designation for pending
international applications and requested the International Bureau to prepare, in coordination
with the Delegation of the United Kingdom a document further elaborating on and discussing
the legal, operational and other practical implications of these proposals'. The present
document, drafted in collaboration with the said delegation, further elaborates on the
above-mentioned proposals.

PARTIAL RENEWAL

PROPOSAL BY THE DELEGATION OF THE UNITED KINGDOM

3.  The proposal by the Delegation of the United Kingdom notes that the current legal
framework requires holders to renew international registrations in their entirety, without provision
for partial renewal of selected classes. Current procedures require holders to file in advance of
renewal to remove unwanted classes, creating administrative burdens and additional costs for

! Document MM/LD/WG/23/14 “Summary by the Chair”, paragraph 15(i).
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protection no longer required. The proposal indicates that partial renewal would provide
significant benefits by enabling holders to select only those classes for which continued
protection remains necessary at renewal, resulting in cost savings and administrative
efficiencies particularly valuable where portfolio requirements evolve during the lifecycle of
the registration.

4.  The proposal identifies that current limitations stem from Article 7(2) of the Protocol
Relating to the Madrid Agreement Concerning the International Registration of Marks
(hereinafter referred to as “the Protocol” and “the Agreement”), which was introduced to prevent
adding designations or goods and services during renewal but has the unintended consequence
of preventing class removal. While designated Contracting Parties may be dropped during
renewal without constituting a change to the international registration, similar flexibility does not
exist for goods and services.

5.  The proposal suggests amendments to Rules 30(2) and 31 of the Regulations Under the
Protocol Relating to the Madrid Agreement Concerning the International Registration of Marks
(hereinafter referred to as “the Regulations”) to establish partial renewal. The proposed
amendments would introduce mechanisms for holders to specify goods and services for
renewal, establish notification procedures, and ensure appropriate recording while maintaining
uniform renewal effective dates across all designations.

VIEWS EXPRESSED DURING THE DEBATES

General Support and User Benefits

6. Support was expressed for the proposal, with delegations recognizing its potential benefits
for users. Several delegations acknowledged that partial renewal would provide cost-effective
and flexible options for trademark holders, enabling them to maintain protection only for classes
where continued coverage remains necessary. The proposal was viewed as addressing
practical portfolio management needs, particularly for small and medium-sized

enterprises (SMEs) seeking to manage trademark portfolios strategically and efficiently.

Implementation Challenges and Technical Concerns

7.  Concerns were raised regarding the technical and financial implications of implementing
partial renewal procedures. One delegation expressed inability to support the proposal due to
the extensive, lengthy, and costly changes required to existing Information and Technology (IT)
systems, noting that current renewal processes operate through automated electronic systems
without manual review requirements. Another delegation highlighted that implementation would
necessitate considerable, long-lasting, and cost-intensive modifications to IT infrastructure,
particularly for systems designed in reliance on Article 7 of the Protocol, which prohibits
changes during renewal.

8.  Alternative implementation approaches were suggested to address technical challenges
while achieving user benefits. One delegation proposed combining current two-step procedures
into a single “partial renewal” transaction through online services, based on successful national
experience with automated systems allowing selection of entire classes for renewal with
declaration that non-renewed classes would be voluntarily cancelled. Another delegation
suggested that while centralized filing could be beneficial, examination should remain with
national Offices to maintain compatibility with existing systems and procedures.

Legal Framework and Procedural Considerations

9. Legal and procedural issues were identified requiring further analysis before
implementation. One delegation requested thorough cross-reference analysis among Protocol
and Regulations provisions, particularly regarding potential conflicts with Article 7(2).
Concerns were raised about the legal implications of class removal, specifically whether

such actions would constitute partial cancellation or limitation, and determination of effective
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dates for removals. Another delegation emphasized the need to address notification
procedures for designated Contracting Party regarding both renewal and class removal actions.

10. Measures were proposed to ensure system integrity and prevent scope expansion.

One delegation suggested restricting partial renewal to removal of entire classes rather than
individual goods and services within classes, arguing that partial removal within classes could
result in limitations exceeding the original scope. Concerns were expressed that if deletion of
specific goods and services were permitted simultaneously with renewal, verification procedures
would be necessary to ensure scope expansion does not occur, potentially causing delays in
renewal processing. Several delegations requested clarification on how partial renewal would
be reflected in certificates and notification procedures for the Offices of designated Contracting
Parties.

EXCLUSION OF CHANGES UPON RENEWAL

From Pre-Nice System to Current Legal Framework

11. Prior to the 1957 Nice Diplomatic Conference, renewal under the Agreement functioned
as a quasi-new international registration. Holders were required to satisfy the same formalities
as for initial filing, a new registration number was issued, publication occurred again, and
administrations could examine whether the renewed mark differed from the earlier version.
Because renewal resembled a new filing, the former Article 7 of the Agreement contained
provisions allowing refusal if the mark had been modified, particularly where a distinctive
character was affected. These provisions preserved examination safeguards but created
substantial administrative burdens for the International Bureau, the Offices, and holders.

12. The Nice Diplomatic Conference adopted a procedural simplification whereby renewal
would no longer recreate the registration but merely extend its duration through simple payment
of prescribed fees?. The reform eliminated requirements for new registration numbers,
reexamination, publication, and examination by national Offices. The travaux préparatoires
explicitly indicate that these formalities were abolished to reduce administrative burden and
facilitate maintenance of rights®. This redesign transformed renewal from an examination-based
procedure into a purely administrative continuation of existing registrations.

Legal Coherence and Prohibition of Modifications

13. Once renewal was reduced to fee payment without examination, allowing amendments to
the international registration became legally incoherent with the new legal framework. Offices
no longer examining renewals could not assess whether modifications altered the distinctive
character of the mark. The Conference report explains that former paragraphs addressing
altered marks were deleted from Article 7 of the Agreement precisely because renewal now
operated only through fee payment®.

14. Delegations expressed concerns that permitting changes during simplified renewal would
allow applicants to introduce materially different marks, avoid normal filing procedures, and
bypass refusal mechanisms in designated Contracting Parties. The Conference therefore
adopted an explicit rule providing that renewal may not include any modification compared with
the previous registration, thereby preserving legal certainty and procedural safeguards.

2 Actes de la Conférence de Nice pour la révision de I’Arrangement de Madrid, 1957, Rapport général sur
I’Article 7, page 210.

8 Actes de la Conférence de Nice pour la révision de I’Arrangement de Madrid, 1957, Proposition avec exposé
des motifs, page 83.

4 Actes de la Conférence de Nice pour la révision de I’Arrangement de Madrid, 1957, Rapport explicatif sur
I’Article 7, page 248.
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Article 7 of the Protocol

15. Article 7 of the Protocol preserved the fundamental legal principles established under

the corresponding provision of the Agreement following the 1957 Nice Diplomatic Conference.
Both instruments maintain that renewal merely extends the duration of the existing international
registration without creating a new registration, they prohibit modifications to the mark or list of
goods and services and provide that renewal does not reopen refusal procedures or
examination by the Offices of designated Contracting Parties. This continuity ensures that
renewal remains a purely administrative fee-based procedure prolonging the international
registration in its existing state.

Consistency of Rule 30(2)(e) with Article 7(2) of the Protocol

16. Rule 30(2)(e) of the Regulations establishes that non-renewal of an international
registration with respect to certain designated Contracting Parties does not constitute a change
for purposes of Article 7(2) of the Protocol. This provision should be understood not as creating
an exception to Article 7(2) but rather as clarifying its proper scope of application.

17. Article 7(2) prohibits renewal from bringing about “any change in the international
registration in its latest form”, a prohibition designed to prevent holders from expanding

the protection scope by altering the mark’s distinctive character or modifying goods and services
during the simplified fee-based renewal procedure.

18. The ability to limit the geographical scope of the international registration by declining to
renew protection in certain Contracting Parties does not constitute a prohibited “change” within
the meaning of Article 7(2) of the Protocol. Voluntary reduction of territorial coverage
represents a holder’s decision to relinquish rights rather than modify or expand them,
fundamentally differing from additions or alterations that would require examination by

the Offices of designated Contracting Parties.

19. The international registration’s substantive elements, the mark itself, the goods and
services, and the holder’s identity, remain unchanged; only the territorial extent of protection is
reduced through the holder’s election not to maintain rights in specific jurisdictions.

20. This interpretation aligns with the 1957 Nice Diplomatic Conference objective of
preventing renewal from functioning as a vehicle for substantive modification while recognizing
that holders retain the right to narrow protection scope voluntarily. Rule 30(2)(e) therefore
confirms rather than contradicts Article 7(2) of the Protocol, clarifying that geographical
reduction through selective non-renewal falls outside the scope of prohibited changes because
it involves voluntary relinquishment rather than modification or expansion of protected rights.

ANALYSIS OF PARTIAL RENEWAL IMPLEMENTATION AND PROPOSED PRACTICAL
APPROACH

21. Allowing holders to narrow the list of goods and services would not contradict the principle
that renewal extends rather than recreates the international registration, as voluntary limitations
reduce rather than modify the protected subject matter. Nevertheless, the implementation of
this solution would face practical obstacles because, as already mentioned, most Offices do not
examine renewal requests for domestic and international registrations and automated systems
cannot accommodate simultaneous limitation processing. Additionally, several delegations
expressed opposition to any changes affecting renewal, emphasizing that the current process
preserves legal certainty and administrative efficiency.

22. Notwithstanding these constraints, certain Offices have implemented practical solutions at
the national or regional level enabling cancellation of entire classes in conjunction with renewal
requests through automated processing systems. These approaches maintain the two-step
process whereby cancellation precedes renewal but combine both actions into one transaction,
achieving efficiency gains without requiring legal amendments.
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23. Building on these experiences, the International Bureau could introduce a similar practical
solution through the new eMadrid platform without amending the Regulations. Under this
approach, online renewal requests submitted before the renewal due date by holders or
recorded representatives would include an option to cancel entire classes from the international
registration for all designated Contracting Parties or to limit entire classes for one or more
designated Contracting Parties. This option would not be available during the period of grace,
when only renewal of the international registration as it is recorded is possible.

24. The International Bureau would calculate the renewal fees excluding cancelled or limited
classes, process the cancellation or limitation with prompt notification to Offices of designated
Contracting Parties, and subsequently process the renewal request. The renewal notification
would be delayed by a reasonable period to ensure Offices take note of the cancellation or
limitation recording before taking note of the renewal.

25. Should the Working Group support this approach, the International Bureau would
introduce these functionalities within eMadrid and report on their implementation progress
at future sessions, providing a user-responsive solution that respects legal and operational
constraints while addressing practical user needs identified during deliberations.

26. The proposed practical solution would not require amendments to the Regulations.

From the perspective of designated Contracting Parties, the solution would not alter procedures
or notification protocols, as Offices would continue to receive separate communications for
cancellations, limitations and renewals. Implementation would require modifications exclusively
to the International Bureau’s front and back-office systems, including user interface
functionalities within the eMadrid platform enabling class selection during renewal submission,
automated fee calculation excluding cancelled classes, and workflow management coordinating
sequential processing and notification timing.

CENTRALIZED REPLACEMENT

PROPOSAL BY THE DELEGATION OF THE UNITED KINGDOM

27. The proposal by the Delegation of the United Kingdom recalled that the existing
replacement procedure requires holders to file separate requests with Offices of each
designated Contracting Party, creating administrative burdens for both users and Offices.
Statistical data from the United Kingdom Intellectual Property Office illustrated variable
replacement request volumes, with only five requests received between 2013 and 2020,
followed by 180 requests during the years 2021 to 2023 due to Brexit-related circumstances,
and 91 requests from January 2024 to July 2025. The proposal acknowledged that several
Offices receive minimal replacement requests annually, limiting opportunities to develop
specialized expertise in this procedure.

28. The proposal suggested a centralized replacement system whereby holders would file

a single replacement request directly with the International Bureau for central examination.
This streamlined approach would eliminate multiple filings across designated Contracting
Parties and reduce administrative burdens on Offices while improving cost-effectiveness for
users. Implementation would require amendments to the Regulations as detailed in proposed
modifications to Rules 21(1), 21(2), and 21(3)(c) of the Regulations. The proposal emphasized
that this centralized approach would concentrate specialized knowledge within the International
Bureau rather than distributing responsibility across Offices that may handle replacement
requests infrequently, thereby enhancing overall system efficiency and consistency.
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VIEWS EXPRESSED DURING THE DEBATES

Technical and Linguistic Challenges

29. Several delegations expressed concerns regarding the technical feasibility of centralized
examination by the International Bureau. It was noted that most national and regional
trademark registers are maintained in languages other than languages used in the Madrid
System, creating substantial challenges for accurate comparison of goods and services
between national or regional and international registrations. Delegations emphasized that
ensuring compliance with Article 4bis(1) of the Protocol requires precise verification that goods
and services listed in the replaced national or regional registration correspond accurately to
those in the international registration, without resulting in unacceptable broadening of the scope
of protection.

30. Further concerns were raised regarding the International Bureau’s capacity to conduct
reliable comparisons of goods and services across different linguistic and classification systems.
It was observed that such comparisons require specialized knowledge of domestic practices
and taxonomies, which may present operational challenges for centralized examination
procedures.

Examination Authority and Procedural Framework

31. A number of delegations expressed preference for maintaining examination authority with
Offices of designated Contracting Parties rather than centralizing this function. While supporting
the concept of a centralized filing mechanism to reduce administrative burden, several
delegations argued that Offices of designated Contracting Parties remain best positioned to
conduct substantive examination of replacement requests based on their knowledge of national
or regional registers, classification practices, and legal requirements.

32. Alternative approaches were suggested, including a hybrid system whereby the
International Bureau would receive and process requests on a centralized basis while
forwarding examination responsibilities to the relevant Offices. This approach was viewed as
potentially combining the efficiency benefits of centralized filing with the technical expertise of
national or regional examination procedures.

Implementation Concerns

33. Requests for clarification were made regarding various procedural aspects of the
proposed centralized system, including timing requirements for filing requests across multiple
jurisdictions with different examination timelines, methodologies for scope analysis, and the
availability of appeal mechanisms for centralized decisions. Additional information was sought
regarding potential efficiency gains and cost-benefit analysis of implementing centralized
examination procedures.

EVOLUTION OF REPLACEMENT

34. The replacement provision appears in Article 4bis of the Protocol. As stated in the Basic
Proposal submitted to the 1989 Madrid Diplomatic Conference, this Article “is in essence the
same as it is in the Stockholm Act [of the Agreement] but has been redrafted for greater clarity”.
Article 4bis has two paragraphs. Paragraph (1) addresses the replacement procedure, while
paragraph (2) addresses the request that the Office concerned take note in its domestic
register.

Article 4bis(1): Replacement

35. Article 4bis(1) provides that a mark that is the subject of a domestic registration in

the Office of a Contracting Party is, under certain conditions, deemed to be replaced by

an international registration of the same mark, without prejudice to any rights acquired by virtue
of the domestic registration.
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36. The provision was adopted and included in the Agreement at the 1900 Brussels
Diplomatic Conference. The concern underlying its adoption was the possibility that

an international registration could be rejected by the Office of a designated Contracting Party on
the grounds that the mark in question was already protected at the national level in that territory.
Such rejections would have considerably undermined the efficacy of the Madrid System.

Article 4bis(2): Taking Note of Replacement

37. Article 4bis(2) provides that the Office in whose national or regional register the mark is
recorded is required, upon request, to take note of the international registration in its register.

38. This paragraph was adopted for inclusion in the Agreement at the 1934 London
Diplomatic Conference. The purpose of this supplementary provision was to provide the holder
of an international registration with additional certainty and security and to facilitate making
information available to interested third parties.

39. It should be noted that the formality of an Office taking note of an international registration
in its register, pursuant to Article 4bis(2), is not a precondition for replacement. The Article
merely provides that an Office shall, “upon request”, be required to take note. In other words,
provided the conditions under paragraph (1) have been met, replacement occurs automatically.

40. Apart from the qualification relating to earlier acquired rights and the provisions regarding
the right to request and the obligation to record the registration, neither the Agreement nor

the Protocol elaborates further on the principles governing replacement, its effects,

the requirements for presenting a request, or the rules for processing such a request.

Rule 21: Obligation To Notify When Taking Note

41. Rule 21 of the Regulations, in its original form, was introduced in the 1996 Common
Regulations Under the Agreement and Protocol. A similar rule did not exist in the Regulations
under the Agreement. Under the new Rule, Offices that had taken note under Article 4bis(2)
were required to notify the International Bureau, which was required to record this information
in the International Register.

42. The new obligation was introduced in anticipation that the adoption of the Protocol would
lead to geographical expansion of the Madrid Union to countries where marks in international
applications or registrations had already been registered. Nevertheless, in adopting this new
obligation, it was made clear that the International Bureau had no particular role in implementing
Article 4bis, that holders had to present requests directly to the Office concerned, and that such
requests could not be made in the international application or subsequent designation.

Rule 21 Amended: Principles Governing Replacement

43. While replacement has been in place since 1900, the obligation to take note since 1934,
and the requirement to notify the International Bureau since 1996, replacement remains an
underutilized feature of the Madrid System, partly because certain Offices have not yet
implemented processes to handle requests presented under Article 4bis(2) of the Protocol.

44. To address this situation, in October 2019, the Madrid Union Assembly adopted
amendments to Rule 21 of the Regulations to specify the principles governing replacement and
provide guidance to Contracting Parties on implementing this feature. The amended Rule
makes explicit that requests to take note may be presented to the Office concerned from the
date of notification of the international registration or subsequent designation, and that the
Office must examine the request.

45. Despite the efforts described above, replacement remains an underutilized mechanism.
In 2015, 52 international registrations had at least one replacement notification recorded;
by 2025, that number had increased to 67.
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Table | — Number of International Registrations with at Least One Replacement Notification,
2015-2025
Year 2015 | 2016 | 2017 | 2018 | 2019 | 2020 | 2021 | 2022 | 2023 | 2024 | 2025
Number of
International | 52 30 46 45 31 39 67 78 95 72 67
Registrations

INTRODUCTION OF A CENTRALIZED FILING MECHANISM

46. Since the adoption of the amendments to Rule 21 of the Regulations, the International
Bureau has gathered feedback from several holders that have presented requests under
Article 4bis(2) of the Protocol. This experience confirms that, while some Offices have
implemented procedures to process these requests, holders continue to face serious difficulties
before other Offices. These difficulties include lack of procedures to handle such requests,
conflicting or erroneous information relayed by local representatives, and disproportionate
delays in rendering or notifying decisions.

47. The introduction of a centralized examination mechanism does not appear feasible due to
concerns raised by several delegations during the Working Group’s previous session and
because Article 4bis(2) of the Protocol states that the obligation to take note of replacement
concerns each national or regional Office’s register, which must be done in accordance with
applicable domestic law. However, Article 4bis(2) of the Protocol does not preclude the
possibility of introducing a centralized filing system for requests under this Article.

48. The advantages of a centralized filing system would include streamlined procedures for
holders, reduced administrative burden on national and regional Offices, improved consistency
in processing replacement requests, enhanced tracking and recordkeeping at the international
level, and potentially increased use of replacement. Such a system would allow the
International Bureau to receive and transmit requests under Article 4bis(2) of the Protocol to the
Offices of designated Contracting Parties concerned, while leaving the actual examination and
notation in the registers to each Office in accordance with their domestic law.

49. Under the proposed centralized filing system, an applicant or holder could make the
request in the international application itself, in a subsequent designation, or later as a separate
request. Each request would be recorded by the International Bureau as part of the
international registration, the subsequent designation, or as a separate entry in the International
Register. The Office concerned would be required to notify WIPO whether it has taken note in
its register or not, and, in the latter case, indicating the grounds for refusal and informing the
holder of any possibility of appealing that decision under its domestic law.

50. Rule 21 of the Regulations could be amended to provide for a centralized filing
mechanism. However, several issues require further discussion. One consideration is whether
there should be a standard fee for each request per designated Contracting Party, or whether
Offices should individually set their own fees. Additionally, consideration must be given to
establishing a time limit for Offices to inform WIPO of their decision to take note or refuse.

This raises the related question of what consequences should apply if an Office fails to respond,
whether silence should be considered acceptance or rejection, or whether a reminder procedure
should be implemented before any determination is made.

51. Additionally, the introduction of a centralized filing mechanism for requests under

Article 4bis(2) of the Protocol would require uniform application across all Contracting Parties.
A dual system permitting both centralized filing through the International Bureau and direct filing
with individual Offices could not coexist, as it would create legal uncertainty regarding which
procedure applies, undermine the objective of streamlining replacement procedures and
generate rather than resolve procedural inconsistencies. Consequently, implementation of
centralized filing would preclude delayed effectiveness provisions, opt-in mechanisms allowing
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selective participation, or opt-out arrangements permitting Offices to maintain direct filing
systems.

52. Contracting Parties would need to adapt IT systems to receive and process International
Bureau notifications and potentially modify domestic frameworks to accommodate centralized
filing workflows. The Working Group would therefore need to determine an appropriate date of
entry into force providing Contracting Parties sufficient time to undertake necessary legislative,
administrative, and technical adaptations.

SUBSEQUENT DESIGNATION FOR PENDING INTERNATIONAL APPLICATIONS

PROPOSAL BY THE DELEGATION OF THE UNITED KINGDOM

53. The proposal by the Delegation of the United Kingdom noted that subsequent designation
requests require indicating the international registration number as a prescribed element under
Rule 24. The current system creates a procedural gap whereby applicants cannot file
subsequent designations during the period between application submission and international
registration number assignment, which may extend several months. This limitation results in
user inconvenience and potential impacts on strategic portfolio management and priority
considerations during the pending application phase.

54. The proposal acknowledged that current WIPO IT systems require international
registration numbers for processing subsequent designation, necessitating IT modifications to
accommodate alternative reference systems. Recognizing that available IT resources are
appropriately focused on the new eMadrid platform implementation, the proposal suggested
utilizing unique reference numbers already provided by the International Bureau prior to
international registration number assignment. Future system reconfiguration could enable
acceptance of either international registration numbers or unique reference numbers during the
pending phase, allowing subsequent designations to proceed without delay. The proposal
requested further discussion to determine whether similar challenges affect other Contracting
Parties and to explore alternative processes that could expedite international registration
number allocation or enable interim designation procedures.

VIEWS EXPRESSED DURING THE DEBATES

Acknowledgement of Current System Limitations

55. Several delegations acknowledged the challenges faced by applicants under the current
legal framework, where subsequent designations can only be requested after the mark has
been registered. Delegations recognized that the requirement for an international registration
number as specified under Rule 24 of the Regulations creates delays and inconvenience for
users, particularly when significant time periods occur between application submission and
issuance of registration numbers. One delegation noted that this creates a procedural gap
whereby applicants cannot designate additional members during the pending phase, forcing
them either to file separate international registrations with associated costs and delays or to wait
for registration completion.

Proposed Solutions and Implementation Concerns

56. Support was expressed for exploring solutions to address the identified procedural gap,
with one delegation describing the concept of allowing interim reference numbers as a practical
solution worthy of consideration. However, concerns were raised regarding potential
operational complications, specifically the need to avoid confusion or duplication at the national
level. Another delegation expressed support for enabling subsequent designations through
single reference numbers to provide greater system flexibility, while emphasizing the need for
careful implementation to maintain system integrity.




MM/LD/WG/24/4
page 10

Legal and Operational Analysis Requirements

57. Concerns were raised regarding the legal framework implications of the proposed
changes. One delegation requested clarification on potential conflicts with Article 3 of the
Protocol, which addresses the timing of extension requests either in the international application
or after international registration. It was noted that such changes might require amendments to
national legislation, necessitating careful analysis of the intended scope and meaning of
relevant Protocol provisions.

58. Detailed operational concerns were identified regarding the timing and mechanics of
implementing subsequent designation procedures for pending applications. One delegation
emphasized that international registration contents become fixed only after Office of origin
certification and International Bureau irregularity clearance, at which point proper assessment of
compliance with Rule 24 of the Regulations becomes possible. Further analysis was requested
regarding determination of subsequent designation effective dates, particularly considering that
international registration dates may change in accordance with Article 3(4) of the Protocol and
Rule 15 of the Regulations. Nevertheless, support was expressed for International Bureau
development of implementation proposals to address the technical and procedural aspects of
this initiative.

INTRODUCTION OF SUBSEQUENT DESIGNATION UNDER ARTICLE 3TER

59. Prior to the 1957 Nice Diplomatic Conference, the Madrid System functioned rigidly
whereby territorial protection had to be fixed when filing an international application, and
expanding protection required filing a new international application. Article 3ter of the
Agreement was therefore revised to introduce flexible territorial evolution, establishing that
holders may request protection in additional Contracting Parties after the international
registration has been recorded. This mechanism enabled the International Bureau to record
new designations under existing international registrations with notification transmitted only to
newly designated countries, while previously designated countries remained unaffected.

60. The records of the 1957 Nice Diplomatic Conference emphasize that subsequent
designations are treated not as new registrations but as extensions of existing international
registrations with effects beginning only after recording the subsequent designation®.

The travaux préparatoires clarified that Article 3ter of the Agreement could not be used to
modify the mark or change the list of goods and services, and that each newly designated
member retains the right to refuse.

61. New Atrticle 3ter of the Agreement transformed the international registration from a static
filing event into a stable core registration functioning as a legal container capable of incremental
territorial growth over time, converting the Madrid System from a rigid filing mechanism into

a dynamic portfolio management system responsive to evolving commercial needs.

62. Article 3ter of the Protocol preserves the fundamental legal framework regarding territorial
extension procedures. However, regarding subsequent designations, the Protocol eliminated
the mandatory requirement that these be presented through the Office of origin and replaced
“registered” with “recorded” for further clarity.

INTRODUCTION OF SUBSEQUENT DESIGNATION FOR PENDING INTERNATIONAL
APPLICATIONS

63. Article 3ter of the Protocol establishes that designation may be made after international
registration but does not expressly prohibit filing designation requests during the pendency
period. The provision may be interpreted as regulating when legal effects arise rather than
when requests may be submitted, establishing a condition for effectiveness rather than

5 Actes de la Conférence de Nice pour la révision de I’Arrangement de Madrid concernant I'enregistrement
international des marques, 1957, page 257.
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admissibility. Under this interpretation, subsequent designations could be accepted during
pendency but would take legal effect only upon recording of the international registration.
This reading is supported by the principle that international registration dates are attributed
retroactively to the date of receipt by the Office of origin, suggesting that procedural acts may
reference a registration that will legally exist from an earlier date. It could be argued that the
current restriction may reflect administrative constraints rather than unavoidable treaty
language.

64. There is minimal substantive difference between adding designations immediately versus
doing so after the international registration has been recorded, as both situations would require
notification to designated Contracting Parties and preserve refusal rights. The current
prohibition creates a formal delay without substantive legal benefits and may contradict the
modernization principles underlying the evolution of the Madrid System. Allowing designation
during pendency would better reflect commercial realities where applicants frequently identify
new markets during processing periods.

65. Rule 24(3)(a)(i) of the Regulations could be amended giving applicants the possibility to
present a request under that Rule by indicating the unique reference number WIPO assigns to
each international application. Nevertheless, several issues would require clarification.
Uncertainties would arise regarding effective dates for subsequent designations filed during
pendency, particularly where international registration dates may subsequently change under
Article 3(4) of the Protocol and Rule 15 of the Regulations. Subsequent designations would
reference international applications whose substantive elements remain unfixed pending
examination, creating complications when goods and services are amended or reclassified.
Fee calculation would be complicated by uncertainty regarding final class counts during
pendency. Finally, there would be further uncertainties where the underlying international
applications are deemed abandoned and do not proceed to registration.

66. The introduction of subsequent designation during the pendency phase would not result in
direct implications for Contracting Parties designated in such requests. Offices of designated
Contracting Parties would continue to receive notifications only after the subsequent
designation has been recorded, and this notification would mark the start of the refusal period.
From the perspective of national and regional Offices, subsequent designations filed during
pendency would be procedurally identical to those filed immediately after international
registration, arriving through the same notification channels with the same legal effects.

67. The main operational impact would be a possible increase in processing times at the
International Bureau. Subsequent designation requests filed during pendency would need to be
queued pending completion of the international registration. This represents a change from
current practice, where subsequent designations, filed mostly online, are processed in around
48 hours, with Offices being notified within a week.

68. Where international application processing extends several months, subsequent
designations would experience corresponding delays before notification to designated
Contracting Parties. The length of such delays would depend on which stage of the process the
international application is at when the subsequent designation is filed, as well as whether any
irregularities need to be remedied. Processing time could be further affected where
irregularities in the international application would also apply to the subsequent designations,
such as those concerning the list of goods and services.

69. Implementation considerations would therefore focus primarily on the International
Bureau’s administrative systems and workflow management rather than requiring modifications
to national or regional Office procedures.
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PRACTICAL CONSIDERATIONS REGARDING THE PROPOSALS IN THIS DOCUMENT

70. The International Bureau is currently implementing Phase |l of the New Madrid IT Platform
project, which focuses on replacing legacy back-office systems with modern infrastructure
designed to support enhanced Madrid System functionalities. This comprehensive
modernization initiative is scheduled for completion in 2028 and represents a fundamental
technical transformation affecting core processing workflows, data management architecture,
and system integration capabilities.

71. The introduction of partial renewal, a centralized filing mechanism for requests under
Article 4bis(2) of the Protocol and subsequent designation procedures during the pendency
phase would require modifications to the International Bureau’s front and back-office systems.
Given the complexity and scope of the ongoing platform replacement project, and the need to
ensure system stability and reliability throughout the transition period, the earliest feasible
timeframe for implementing these new functionalities would be following successful completion
of Phase Il in 2028.

72. The Working Group is invited
to:

(i)  consider the information
presented in the present
document;

(i) indicate whether:

- the International
Bureau may proceed
with the introduction of
the practical solution
described in
paragraphs 21 to 26
allowing holders to
request the cancellation
of entire classes in
conjunction with a
renewal request;

- the Working Group
requests that the
International Bureau
present amendments to
the Regulations
concerning the possible
introduction of a
centralized filing
mechanism for requests
under Article 4bis(2) of
the Protocol and
subsequent designation
in respect of pending
international applications,
for consideration at its
next session; and,



MM/LD/WG/24/4
page 13

(iii)  provide further guidance
to the International Bureau
regarding the proposals
presented in this document.

[End of document]
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