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INTRODUCTION

1. At its twenty-third session, held in Geneva from September 22 to 26, 2025, the Working
Group on the Legal Development of the Madrid System for the International Registration

of Marks (hereinafter referred to as “the Working Group” and “the Madrid System”) discussed
document MM/LD/WG/23/2 “Proposed Amendments to the Regulations Under the Protocol
Relating to the Madrid Agreement Concerning the International Registration of Marks
Introducing a Requirement to Issue a National or Regional Certificate”, and

document MM/LD/WG/23/3 “Other Proposed Amendments to the Regulations Under the
Protocol Relating to the Madrid Agreement Concerning the International Registration of Marks”
(hereinafter referred to as “the Regulations.”).

2. While the Working Group agreed to recommend to the Madrid Union Assembly the
adoption of several amendments proposed in the above-mentioned documents’, it considered
that two proposals required further discussion, namely, a proposal prescribing the issuance of
a national or regional certificate, and a proposal requiring that statements of grant of protection
bear both the date on which protection was granted and the date from which the applicable
period for use requirements is to be calculated.

! Document MM/A/60/2 “Proposed Amendments to the Regulations Under the Protocol Relating to the Madrid
Agreement Concerning the International Registration of Marks”.
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3. Consequently, the Working Group requested the International Bureau to prepare a new
document regarding the above-mentioned proposals, addressing the questions raised and
reflecting the suggestions made by several delegations at its twenty-third session?. The present
document addresses those questions and proposes amendments to the Regulations that reflect
those suggestions.

VIEWS EXPRESSED BY DELEGATIONS AND OBSERVERS
NATIONAL OR REGIONAL CERTIFICATE

Need for National and Regional Certificates

4, The underlying objectives of the proposal, namely, enhancing legal certainty and
facilitating the enforcement of trademark rights, received broad support from many delegations.
Those delegations acknowledged that the absence of national or regional certificates creates
practical challenges for holders in several contexts, including enforcement actions, customs
procedures, business transactions, and administrative processes, where local authorities more
readily recognize locally issued documents.

5. Both delegations and user organizations reported that the lack of national or regional
certificates gives rise to tangible barriers for holders. These include delays in enforcement
proceedings, increased costs associated with obtaining emergency documentation, and
difficulties in explaining Madrid System documentation to entities unfamiliar with international
registrations. User organizations further noted that these challenges had led rights holders to
opt for direct national filing when dealing with enforcement-sensitive marks.

Support Expressed by Delegations and User Organizations

6. A number of delegations indicated that they already issue certificates for international
registrations and expressed support for the proposed amendments. Those delegations
emphasized the importance of keeping costs reasonable, particularly for small and
medium-sized enterprises (SMEs), providing adequate transitional periods for Offices to adapt
their systems and procedures, and exploring the possibility of incorporating any associated fees
into existing individual fee structures. Support was expressed for continuing discussions with

a view to developing practical solutions that provide holders with enforceable documentation
while accommodating the diversity of domestic practices and implementation capacities across
Contracting Parties.

7. User organizations emphasized that certificates issued in local languages and bearing
national emblems are increasingly required by a wide range of authorities and entities. These
include courts for litigation purposes, customs authorities for border enforcement, e-commerce
and social media platforms for brand verification, financial institutions in the context of licensing
agreements, and administrative authorities for general business operations. While statements
of grant of protection are legally valid, user organizations noted that they do not always meet
operational needs in practice, as they are primarily familiar to trademark professionals and are
not broadly recognized across the various enforcement contexts in which holders operate.

Concerns Expressed About Proposed Amendments

8. Several delegations raised concerns about the administrative, technical, and financial
burden that the proposed amendments would impose on national and regional Offices.
Those delegations noted that the introduction of mandatory certificates and use requirement
dates would represent a significant departure from traditional Madrid System practices

and would require Offices to adapt their Information and Technology (IT) systems and
operational procedures and, in some cases, amend their national or regional legislation.
Delegations were critical of the proposed one-year transitional period, which they considered

2 Document MM/LD/WG/23/14 “Summary by the Chair”, paragraph 11(ii).
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too short for Offices not currently issuing certificates, as such Offices would need to develop
entirely new processes. They stressed that a thorough analysis of existing legal frameworks
would be necessary before any changes could be implemented.

9.  Concerns were also raised as to whether mandatory certificates would add meaningful
value, given that statements of grant of protection and publicly available databases already
serve to confirm trademark rights in their jurisdictions. Those delegations pointed out that
certificates do not necessarily reflect the current status of protection, as they would not capture
subsequent developments such as invalidations, limitations, ownership changes, or the
consequences of a central attack. As alternatives to a mandatory requirement, some
delegations suggested limiting the obligation to Contracting Parties where certificates are
essential for enforcement, making certificates available upon request, or allowing Offices to
determine the most appropriate approach based on their own domestic practices, thereby
preserving the flexibility that has characterized the Madrid System.

Proposal for a Survey of Madrid System Members and Users

10. One delegation proposed that a survey be conducted among Madrid System members
and users to gather information on the jurisdictions where certificates are required for
enforcement, the Offices that already issue them, and whether the benefits of introducing a
mandatory requirement would outweigh the associated costs. That delegation considered that
the findings of such a survey would provide a sound basis for determining whether targeted
solutions for specific jurisdictions might be more appropriate than a universal obligation
applicable to all Contracting Parties. The findings of the survey are presented in

document MM/LD/WG/24/2.

RELEVANT DATES

Support Expressed by Delegations for the Inclusion of Relevant Dates

11. A number of delegations expressed support for the proposed amendments, welcoming in
particular the inclusion of the date of grant of protection and the date from which the use
requirement starts in statements of grant of protection, which they considered would enhance
legal certainty and the overall attractiveness of the Madrid System. Those delegations
nonetheless acknowledged the IT and operational challenges that members would face in
meeting this new requirement. One delegation indicated that, while it could support the
requirement to include the date on which protection was granted, it could not extend its support
to the requirement to include the date from which the use requirement starts, citing the
complexity of determining such a date under its applicable domestic law.

User Organizations’ Perspectives on the Importance of Date Information

12. User organizations underlined the importance of clearly indicating the date on which
protection was granted in the statement of grant of protection. They noted that this information
could be critical for holders in determining key timelines, including the date by which use of the
mark must commence to avoid cancellation due to non-use and the date on which evidence of
use must be submitted to the relevant Office.

Concerns Regarding the Inclusion of Dates in Statements of Grant of Protection

13. Several delegations raised concerns regarding the proposal to include in statements of
grant of protection the date on which protection is granted and the date from which the use
requirement starts. Those delegations noted that Madrid System members calculate use
requirements in very different ways, with significant variation in the applicable use periods,
grace periods, and procedures for cancellation actions. One delegation pointed out that, under
its domestic legal framework, statements of grant of protection are sent before the international
registration is recorded in the national register, meaning that the relevant dates are not yet
available at the time the statement is prepared. Concerns were also raised in relation to
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post-grant opposition proceedings, where the date from which the use requirement starts
cannot be determined with precision at the time of issuance of the statement, as its calculation
depends on the outcome of those proceedings and is ultimately a matter for courts rather than
trademark Offices to determine.

POSSIBLE WAY FORWARD

14. Considering the discussions held at the twenty-third session, the International Bureau has
prepared a revised set of proposed amendments covering two main areas. First, Offices would
be required to issue national or regional certificates in a locally accepted language upon
granting protection and upon renewal, on the same terms as those applicable to domestically
registered marks. Second, Offices would be required to indicate in the statement of grant of
protection the date on which protection was granted and, where possible, the date by which use
of the mark is required in the designated Contracting Party concerned to avoid possible loss of
rights due to non-use. To address implementation concerns, the proposed amendments
provide for a delayed effectiveness period with periodic progress reporting, giving all
Contracting Parties sufficient time to make the necessary adjustments before the amendments
take effect.

CERTIFICATE OF PROTECTION AND RENEWAL

15. The proposed amendments would discontinue the current practice of sending statements
of grant of protection in list form, which has been a source of uncertainty and administrative
burden for rights holders. Under the revised approach, all Offices would be required to send the
statement of grant of protection as a standalone document and to issue a national or regional
certificate of protection in a locally accepted language.

16. To accommodate modern digital practices, Offices could fulfill this requirement by
providing information on how to access and download the certificate online, while ensuring that
rights holders receive the formal documentation they need.

17. The International Bureau recognizes that procedural or legal constraints in certain
jurisdictions may make it difficult for Offices to issue a certificate simultaneously with the
statement of grant of protection. Accordingly, the proposed amendments would allow Offices
the flexibility to send the certificate at a later stage, provided it is issued within a reasonable
timeframe after protection is granted, ensuring that all rights holders receive the formal
documentation they need for enforcement and commercial purposes in a timely manner, while
respecting the diversity of domestic practices across Contracting Parties.

18. In summary, the certificate would in all cases constitute a document separate from the
statement of grant of protection. Offices may transmit the certificate at the same time as the
statement or at a later stage, and it may be transmitted as an electronic document or made
accessible through an online download mechanism. The obligation would be considered
fulfilled once the rights holder has been provided with access to the certificate.

19. During the twenty-third session, some delegations suggested alternative approaches,
including limiting the certificate obligation to jurisdictions where certificates are essential for
enforcement, or introducing an on-request system.

20. A selective approach limited to specific jurisdictions would, however, be difficult to
implement in practice. The need for certificates can arise unexpectedly in any jurisdiction
depending on the circumstances, and requirements exist across diverse geographic regions.
Limiting the obligation to particular jurisdictions would therefore fail to provide the
comprehensive and predictable solution that rights holders require.
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21. Similarly, an on-request system would place the burden on rights holders to anticipate
which jurisdictions might require certificates, a task that is inherently unpredictable, as
requirements vary depending on the authority, platform, counterparty, or proceeding involved.

22. Such an approach would also cause significant delays in time-sensitive situations, such as
enforcement actions, customs seizures, regulatory approvals, or business transactions where
certificates are urgently needed. Rights holders would be required to request certificates from
the relevant offices and await processing and delivery, potentially missing critical deadlines or
commercial opportunities. In many jurisdictions, obtaining a certificate on request currently
requires engaging local representatives, incurs substantial costs, and may involve lengthy
processing times, creating precisely the barriers that the proposed amendments seek to
eliminate.

23. A universal requirement for Offices to issue certificates upon granting protection would
eliminate these uncertainties and ensure equal treatment for international registrations across
all Contracting Parties. Rights holders would have the necessary documentation available
when needed, without delay or additional cost.

24. To ensure consistency throughout the lifecycle of an international registration,

the proposed amendments would extend the same requirements to renewal certificates. Where
an Office grants protection to an international registration and issues renewal certificates for its
own domestic registrations, it would be required to issue a renewal certificate for the
international registration as well. The Office would transmit the certificate, or instructions for
accessing it online, to the International Bureau promptly after renewal, and the International
Bureau would forward it to the holder.

25. This requirement would ensure that holders of international registrations receive the same
formal proof of renewal as holders of domestically registered marks. Renewal certificates serve
important practical purposes, including maintaining customs records, updating business
records, and demonstrating the continued validity of protection to business partners, financial
institutions, and enforcement authorities.

RELEVANT DATES

26. With respect to the date of grant of protection, the proposed amendments would require
that this date be clearly indicated either in the statement of grant of protection or in the
certificate of protection. In addition, recognizing the practical value of clear information
regarding use obligations, the proposed amendments would request that Offices indicate, where
possible, the date by which use of the mark is required in the designated Contracting Party to
avoid a possible loss of rights due to non-use. This would provide holders with direct and
reliable guidance, without requiring them to undertake independent legal analysis of complex
national or regional use requirement provisions.

27. As noted by several delegations, use requirement timelines vary across legal systems.

In some jurisdictions, the calculation of the relevant date may be subject to judicial
interpretation, ongoing legislative developments, or procedural complexities that make it
impossible to determine with certainty at the time of issuance of the statement. For this reason,
the proposed amendments frame the indication of the use requirement date as a “where
possible” obligation rather than an absolute requirement, recognizing that some Offices may
face legal or practical constraints that prevent them from providing this information.

28. Where Offices are in a position to indicate the date by which use of the mark is required,
this information would be of significant benefit to rights holders, as it would eliminate uncertainty
and reduce the need for costly legal consultations. Where such indication is not possible,
holders would nonetheless receive the date of grant of protection, which may provide the
fundamental reference point from which their obligations under the applicable law can be



MM/LD/WG/24/3
page 6

determined. This approach strikes a balance between the needs of users for clear and
actionable date information and the legal and practical constraints faced by Offices, while
encouraging the provision of the date by which use of the mark is required whenever
circumstances permit.

DELAYED IMPLEMENTATION AND TRANSPARENCY

29. Several delegations expressed concerns about the administrative, technical, and financial
implications of implementing these requirements. Those delegations highlighted the need for
substantial changes to IT infrastructure, operational procedures, and in some cases,
amendments to national legislation.

30. To address these concerns, the proposed amendments would include a provision on
delayed implementation. The Working Group is invited to recommend an appropriate period
that would give Contracting Parties sufficient time to analyze their current legal frameworks,
determine how their Offices can issue the required certificates, establish new processes for
certificate formatting and language requirements, and integrate certificate issuance into existing
notification systems. This approach would ensure that no Office is required to implement the
amendments before having adequate time and resources to do so in accordance with its
domestic legal and administrative framework. In this regard, it is proposed that the proposed
amendments enter into effect on November 1, 2030.

31.  While this period is intended to accommodate the challenges faced by Contracting
Parties, users of the Madrid System place high value on transparency and legal certainty with
respect to the documentation of their rights. That being the case, it is important that both the
Working Group and users be kept informed of the progress Contracting Parties are making
toward implementing the amended rules.

32. Such reporting would cover progress in two key areas, namely, the issuance of certificates
of protection in accordance with the new proposed rule, and the communication of statements
of grant of protection in document form rather than list form. Both are essential for providing
rights holders with clear and usable documentation of their trademark rights.

33. Accordingly, it is proposed that the Working Group requests that the International Bureau
prepare and present a status report at each session on implementation progress across
Contracting Parties. The report would indicate which Offices are issuing certificates and
statements of grant of protection in document form, as well as whether these documents include
the relevant dates.

CONCLUSION

34. At the Working Group’s previous session, several delegations indicated they already issue
certificates for international registrations and expressed support for the proposed amendments.
There was strong support for developing practical solutions that provide enforceable
documentation while accommodating diverse national practices and implementation capacities.

35. The proposed amendments are designed with built-in flexibility, including an extended
transitional period, flexible timing for certificate issuance, and various delivery methods, to
achieve two key objectives, namely, addressing the needs of users and respecting the
administrative, technical, and legal constraints of Offices by providing adequate time and
flexibility for implementation.

36. These amendments would significantly enhance the attractiveness and effectiveness of
the Madrid System by ensuring international registrations receive the same level of formal
recognition and documentary evidence as national registrations. This would facilitate
enforcement, reduce costs and delays, and encourage broader adoption of the international
filing route.
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37. The Working Group is invited to
consider the proposals made in this
document and to:

()  recommend to the Madrid
Union Assembly the adoption of
the proposed amendments to
Rules 18ter, 31 and 40, as
presented in the Annex to this
document or in amended form,
for entry into force on
November 1, 2027; and,

(i) request the International
Bureau to prepare and present
a report at each session of the
Working Group on the
implementation status of the
proposed amendments across
Contracting Parties.

[Annex follows]
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ANNEX: PROPOSED AMENDMENTS TO THE REGULATIONS UNDER THE PROTOCOL
RELATING TO THE MADRID AGREEMENT CONCERNING THE INTERNATIONAL
REGISTRATION OF MARKS

Regulations Under the Protocol Relating to the Madrid Agreement Concerning the
International Registration of Marks

as in force on Nevember1--2026[November 1, 2027]

Rule 18ter
Final Disposition on Status of a Mark in a Designated Contracting Party; Certificate of
Protection in the Designated Contracting Party

(1) [Statement of Grant of Protection Where No Notification of Provisional Refusal Has Been
Communicated]* When, before the expiry of the period applicable under Article 5(2)(a), (b)
or (c) of the Protocaol, all procedures before an Office have been completed and there is no
ground for that Office to refuse protection, that Office shall, as soon as possible and before
the expiry of that period, send to the International Bureau a statement to the effect that
protection is granted to the mark that is the subject of the international registration in the
Contracting Party concerned®.

[...]
(6) [Certificate of Protection]

(a) The Office of a designated Contracting Party that has sent a statement under
paragraph (1), (2) or (4) granting protection to the mark that is the subject of the
international registration shall send to the International Bureau without delay a
certificate that is

(i) containing the same information found in a certificate issued for a mark
reqistered by the Office of the designated Contracting Party concerned,

(ii) in_a lanqguage accepted, particularly for enforcement purposes, in this
designated Contracting Party and in the same format and design as a
certificate issued for a mark registered by this Office,

(iii) issued within the same timeframe as a certificate for a mark registered by
this Office
(iv) provided without any additional charge or requirement.

(b)  Where the certificate referred to in subparagraph (a) is accessible to the holder
through electronic means, the Office may, instead of sending the certificate, provide
information on how to obtain the certificate in the statement of grant of protection sent
under paragraph (1), (2) or (4).

5 In adopting paragraphs (1) and (2) of this rule, the Assembly of the Madrid Union understood that where
Rule 34(3) applies, the grant of protection will be subject to the payment of the second part of the fee.
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The International Bureau shall promptly transmit the certificate referred to in

(d)

subparagraph (a), unless the Office has provided information on how to obtain the
certificate in accordance with subparagraph (b).

Either the statement sent under paragraph (1), (2) or (4) granting protection to the

[.]

Rule 31

mark that is the subject of the international registration or the certificate referred to in
subparagraph (a) shall clearly indicate the date on which protection was granted.
Where possible, the above-mentioned statement or certificate shall also indicate the
date by which use of the mark is required in the designated Contracting Party
concerned to avoid possible loss of rights due to non-use.

Recording of the Renewal; Notification and Certificate; Certificate of Protection in the
Designated Contracting Party

[.]

(5)  [Cettificate of Protection]

(a)

The Office of a designated Contracting Party that issues renewal certificates for marks

(b)

registered by this Office shall, promptly after being notified under paragraph (3) and
provided the mark remains protected in that Contracting Party following the recording
of a statement under Rule 18ter(1), (2) or (4), send to the International Bureau either
a _renewal certificate, issued in accordance with Rule 18ter(6)(a), or, where the
certificate is accessible to the holder through electronic means, a document providing
information on how to obtain the certificate.

The International Bureau shall promptly transmit to the holder a copy of the certificate

[.]

Rule 40

or document referred to in subparagraph (a).

Entry into Force; Transitional Provisions

[.]

(9) [Transitional Provision Relating to National or Regional Certificates of Protection]

(a)

Offices may continue to apply Rule 18ter(1) as in force on November 1, 2026, until

(b)

November 1, 2030.

No Office shall be obliged to send or make available a certificate under Rules 18ter(6)

and 31(5) until November 1, 2030.

[End of Annex and of document]
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