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1. Various organizations representing users of the PCT system presented papers to the
International Bureau before, during or following the PCT Users Meeting held at the
headquarters of WIPO on October 5, 1979. The papers dealt with various aspects of the PCT
system and its implementation by and/or through the various Offices and Authorities provided
for under the PCT.

2. For the information of the PCT Assembly, the papers are set out in full in the Annexes
to this document.

3. The Annexes to this document and the papers set out therein are as follows:

Annex A: Paper from the European Federation of Agents of Industry in Industrial
Property (FEMIPI) dated January 24, 1980.

Editor’s Note: This electronic document has been created from the paper original and may contain errors.
Please bring any such errors to the attention of the PCT Legal Division by e-mail at pct.legal@wipo.int
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Paper from the International Federation of Patent Agents (FICPI) dated
November 16, 1979.

Paper from The Chartered Institute of Patent Agents, London, dated January
18, 1980

Paper from The Patent Attorneys Association of Japan (in association with
the Japan Institute of Invention and Innovation; the Japanese Group of
AIPPI and the Japanese Group of APAA) received September 21, 1979, and
referred to during the PCT Users Meeting of October 5, 1979 (together with
an extract from a further paper dealing with one point in further detail
presented during private discussions in Tokyo on December 12, 1979, the
remainder of the latter paper not being reproduced because in substance the
same as the paper of September 21, 1979).

Paper from the Patent Attorneys Association of Japan dated March 4, 1980.

Paper from the Trade Marks, Patents and Designs Federation, London, dated
January 21, 1980.

Paper from the Trade Marks, Patents and Designs Federation, London, dated
February 15, 1980.

4. The PCT Assembly is invited to note the
contents of the said papers.

[Annex A follows]



FEMIPI

Fédération
da L'Industria #n Propriété Industri

European F of Agants
of Industry in Industrial Proparty

Dr. Arpad Bogsch

Director General of World
Intellectual Property Organizacion
34, chemin des Colombettes

1211 Gendve 20

Paris, Janvary 24, 1980

Dear Dr. Bogsch,

1.

At the PCT users meeting of 5th October, 1979, in Geneva, the
interested circles were invited to make suggestions for improving
the PCT and to communicate them to WIPD in good time before the
nexc session of the PCT Assembly.

Our organisation L& Interested in seeing the PCT procedure
become an advantagecus procedure. In order that this may be
achioved, and locking ahead also to the Extracrdinary Session

of the Assembly of the PCT Union in Geneva from 9th to 10th Juna,
1980, our organisation wishes to make the following comments

and suggestions 1

Rule 19.1

Rule 19,1 deals with the competent Raceiving Office. It appears
that it has occurred that some PCT applications could not be
Ereated as international applicaticns because they had been
filed with an incompetent recelving office. This leads to the
question whether Rule 19.1 {a) could not be liberalized,

One possibility would be a change te the effect that the com-
petent recelving office would be not only the Patent Office of
or acting for the Centracting State of which the applicant is

a resident or natlonal but also the Patent Office of or accing
for a Contracting State of which the {common) agent is a residenc
or national.

WIPO is therefore requested to study the possibilicies of
liberalizing Rule 19.1.

Rule 19.2

1t appears that certain PCT applicacions of several applicants
could not be treated as international applications since they
had not been f£iled with the Patent 0ffice of or acting for the
Contracting State of which the first named applicant or common
representative was a resident or naciomal.

Rule 19.2 is too strict in view of the fact that the order in
which the applicants are named has no legal significance. If
the different applicants do not possess equal shares, there is
no provision requiring the applicant with the greatest (or
smallest) share to be named firsc. Thus any receiving office
competent for one of the applicants can be chosen just by naming
the corresponding applicant as first applicant or as common
representative.

It is however not clear why the rule could not be changed to

the effect that in the case of several applicants the receiving
office is not dependent on the order of the different applicants
in the request. Any Patent Office of, or acting for, the Contrac-
eing Scate of which any of the applicants is a resident or
national should be a competent receiving office.

It is cherefore suggested that Rule 19.2 be deleced and Rule
19.1(a) amended to read as follows:

=~ — Subject to the provisions of paragraph (b}, the internaticnal
applicacion shall be filed, at the option of the applicant, with
the national Office of or acting for the Contracting State of
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C.

which the applicant, or in the case of several applicants

any one of the applicants, is 2 resident or with the national
Office of or acting for the Contracting State of which the
applicant, or in the case of several applicants any one of
the applicants, is a national, — —

(Paragraphs (b) and {c) of Rule 19.1 remain unchanged)

Rule 17

—_—

10.

11

According to Rule 17.1, the priority document must be submitted
to the International Bureau if it has not been filed with the
Receiving Office together with the international application.
For the Applicant it would be simpler to submit the priority
documents to the Receiving Office too in the case of a later
submission, as that Office is, as a rule, the Patent Office

of the country of the applicant. With regard to postal conec-
tions, the applicants would be on the same footing; further-

more, the chances of the time limits being complied with would
be much greater.

It is therefore suggested to amend Rule 17.1 accordingly.

National Requirements and Discriminations

12

WIPO should continue its efforts to avoid or eliminate any
discrimination of and impediments to the PCT procedure by
the contracting states by negotiating with the competent

authorities of contracting states or intergovernmental organ-
isations.

13

14.

The discriminations of and impediments to the PCT include for
example:

- the extension of the so-called Hilmer doctrine to inter-
national patent applications (i.e. the reservation according
to Article 64 (4) PCT; ef. 35 USC 363).

- the fact that some designated offices requiring an additional
search and search fee (as extra fee or combined with an
examination fee) in the national phase do not refund even a
part of that fee in view of the international search report.

- The fact that in Japan subject matter contained in the original
international application but not contained in the Japanese
translation filed before the entry in the national phase is
deemed to have been irrevocably relinquished by the applicant.

- The fact that some ccuntries have rore strincent reguirements
for PCT applications than for national applications. Thus,
for example, there are countries in which every document which is
cited in the international search report and which is not in
the offcial language of the country has to be translated into
that language, which is not so in the case of national
applications.

Moreover, WIPO should make certain that all Contracting States
comply with Articles 22 and 27 (1) and (2) of the PCT. This
means that no State should require compliance with any require-

z abed 'y xauuy

ment except that of filing a copy of the international application

and the translation thereof and paying the national fees. Not
until later should all other requirements have to be fulfilled
(including the declaration or oath in the US).
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Communication to the Designated Offices

15..

It appears unclear whether the passage in Article 22 "the
communication provided for in Article 20 has already taken
place' means that WIPO has sent the copy of the international
application to the designated offices or means that the copy
has been obtained by the designated office. WIPO should try to
clarify the matter and to ensure, in the interest of PCT
applicants, that the applicant can rely on the notice of the
International Bureau according to Rule 47.1 c¢) without needing
to make certain that the communication provided for in Article
20 has been received by the designated offices. It is therefore
suggested that the following sentence be added to Rule 47.1 c):

— — If the said notice has been received by the applicant, the
communication provided for in Article 22 is deemed to have been
effected on the day the notice was sent with respect to the

designated offices menticned in the nntice. — —

We trust, Sir, that you will take a favourable view of our suggestions

and comments, and that you will consider it fitting to present corre-

sponding proposals concerning the relevant matters to the Assembly of

the PCT Union.

[\’ ,
Yours faithfully, VoL
) N Ny
{\ il I

Mrs. R.M. Tadones Laurent
Presidedt of FEMIPI

[Annex B follows]



[Translation by WIPO)

INTERNATIONAL FEDERATION OF PATENT AGENTS
14, Avenue de la Grande Armée - 75017 Paris

Paris, Movember 16, 1979

Mr. Arpad Bogsch

Director General

WIPO

M, Chemin des Colombettes
Geneva

Switzerland

Dear Mr. Director General,

BCT

At the last meeting of the Executive Committee of our
Organization, which was held in Athens from October 29 to

November 2, 1979, the results of the PCT Users Meeting, held
in Geneva on October 5, 1979, which you were kind enough to

ask our Organization to attend, were discussed at length.

The participants' attention was drawn, in particular,
to the stringency of certain provisions of the PCT, which

was liable to discourage potential applicants who might

otherwise have filed applications. What is mainly involved

is the risk taken by applicants when an inadvertently late
or insufficient payment might cause them to forfeit their
rights.

The Committee unanimously voted a resolution on this
problem, a copy of which I have been asked to send you
through official channels. This copy, in English, is
enclosed.

I trust that the departments of your Organization
concerned with the BCT will take due note of the request
of our Organization which, as you know, represents at the
international level not only the liberal profession but
also, through the latter, small and mediun-sized enter-
prises.

I should be obliged if you would give this resolution
your attention.

Sincerely yours,

M. Santarelli
(Secretary General)

Enclosure

g XANNY
ESASY/LDdA
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FICPI - EXECUTIVE COMMITTEE
ATHENS

OCTOBER 29 - NOVEMBER 2, 1979

RESOLUTION

“Members of FICPI, who have now gathered some experience with the filing of PCT
application, are concerned with the strictness of the rules regarding the Term of payment of
essentially the basis fee, designation fees and search fee. This strictness is liable of
discouraging some Applicants from filing PCT applications.

FICPI was satisfied that this matter has been brought up at the PCT user’s meeting in
GENEVA on October 5th 1979.

FICPI would welcome and strongly support any remedy to the loss of rights by an
Applicant owing to inadvertent late or insufficient payment. Such remedy could e.g. consist
of an amendment to the rules which would allow either a grace period for completing the
payment or a reinstatement of the application, possible subject to a reasonable penalty
payment”.

[Annex C follows]



THE CHARTERED INSTITUTE OF PATENT AGENTS

FOuNsED 1882, INCORPORATED By ROVAL LMARTER 189

STAPLE INN BUILDINGS
MISS M E POOLE M A

(I e p— HIGH HOLBORN
M. T RALPH, B 3¢ LONDON, Woiv 7P2
etk TEL: 01405 9450

18th January, 1980,

Dr. A. Bogsch,
Director-Generol,
W.I.P.0.,

34 Chemin des Colombettes
1211 GENEVA 20,
Switzerland.

Your ref:  1368-00

Dear Dr. Bogsch,

In response to your invitotion of 22 October, 1979
to Mr. Dunlop, I enclose herewith a copy of the Chartered
Institute's suggestions for improving P.C.T. procedures.

Although these ore in numericol order, we attach
porticulor importance to the omendment of Rules 14.1, 15.4
ond 16.1, also of Rule 22.3(a) and Rule 80.6.

Ynurs'sincerely,_

e
_ﬁ/ W M%ﬁ/ in

President

THE CHARTERED INSTITUTE OF PATENT AGENTS

Suggestions for improving procedures
under the Patent Cooperation Treaty (PCT)

GENERAL COMMENTS

The diverse requirements imposed by national laws when an
international application enters the national phase constitute a
major hindrance to the adoption of the PCT route, WIPD should
use all means at its disposal to persuade national authorities to
adopt a reasonable and uniform procedure., Ideally, this should
involve no more than the payment of the necessary national fees
in each of the designated countries and the filing of any
translations that may be required of the international
application and its priority document. WIPO should also urge
national authorities to make due allowance for the value of the
International Search and the International Preliminary
Examination by way of appropriate reductions in national fees for
search and examination of an international application entering
the national phase.

SUGGESTED AMENDMENTS TO THE RULES

RULE 4.8(b)

This rule should provide that the applicant Eirst named in the
request who is competent to file an international application at
the receiving Office where the application was filed shall be
considered the common representative.

Comment

This amendment is consequent upon the proposed amendment of Rule
19.2 whereby the order in which several applicants are named in
the request would no longer be crucial in determining the
competency of the receiving Office,

RULE 4,11

This rule should be amended to enable the request part of an
international application to give the particulars of a standard
search carried out by the International Searching Authority
competent for the international application.

Comment

This amendment is consequent on the proposed amendment of Rule
41,1 whereby an International Searching Authority can take
account of a standard search that it has carried out even if not
an “international-type search” within Article 15(5).

O XANNY
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RULE 6.4(a)

In this rule, the second and third sentences should be modified by insertion of the word
“preferably” after the word “shall” in each instance. A further sentence should then be added
(along the lines of Rule 6.3(c)) saying that, where the law of the designated State does not
require the manner of claiming provided for in the foregoing two sentences, failure to use that
manner of claiming shall have no effect in that State provided the manner of claiming actually
used satisfies the national law of that State.

Comment

This amendment would permit an international application to contain multiple
dependent claims dependent on other multiple dependent claims. This form of claiming,
which is usual in Europe, tends to result in each subordinate inventive feature being presented
in one and only one of the dependent claims. It may therefore be considered to facilitate
(rather than to hinder) the searching of the application by the International Searching
Authority, and generally to be conducive to conciseness and clarity of claiming. (The
corresponding rule under the European Patent Convention (Rule 29(4)) contains nothing
equivalent to the second and third sentences of Rule 6.4(a)).

RULE 8.1(d)

In this rule, the word “preferably” should be inserted before the words “placed between
parentheses”.

Comment

This amendment would put the abstract on the same footing as the claims, in which
reference signs need not necessarily be in parentheses (Rule 6.2(b)).
RULE 10.1(b)

In this rule, the word “Centigrade” should be replaced by “Celsius”
Comment

The term “Celsius” is internationally prescribed, and this amendment would simply
reflect the policy expressed in Rule 10.1(d) according to which the rules of international

practice shall be observe for indications of certain physical quantities (including heat). The
word “Celsius” is used in the European Patent Convention, Rule 35(12)).
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RULE 10.1(c)
This paragraph should be omitted.
Comment

Density is effectively one of the weights and measures dealt with in Rule 10.1(a), and
paragraph (c) is therefore redundant. It is also unduly restrictive because it does not include a
provision for stating density also in non-metric terms if desired, a facility which exists under
paragraph (a).

RULE 11.2

A new paragraph should be added to this rule saying that, notwithstanding paragraph
(d), a sheet is permitted to bear a table typed sideways if the information cannot satisfactorily
be presented in any other way. It may be desirable to add, either in the Rules or the
Administrative Instructions that the top edge of the sheet (with the page number) must then be
to the right.

Comment

The circumstances are similar to those for placing drawings sideways on a sheet, which
is permitted by Rule 11.13(j).

RULE 13.2

In this rule, the expressions “one independent claim”, “one process, “one use” and “one
apparatus or means” wherever occurring under possibilities (i) and (ii) should be replaced
respectively by “an independent claim”, “a process”, “a use” and “an apparatus or means”. A
further possibility should be added to permit, in addition to an independent claim for a
product, the inclusion in the same international application of an independent claim for a
process specially adapted for the manufacture of the product, and an independent claim for an
apparatus or means specifically designed for carrying out the process.

Comment

This amendment would bring the wording of the rule into line with the corresponding
rule under the European Patent Convention (Rule 30) where (so far as is known) no
difficulties have arisen. (The European Patent Office Guidelines for Examination, B-1lI
4.4(c)(ii), refer to this difference in the rules but state that for the search the same practice
nevertheless has to be followed for international and European applications.)
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RULES 14.1,15.4, 16.1

These rules should be amended to provide that if the transmittal fee, the basic fee, the
designation fees and the search fee are not paid in full as required, the receiving Office shall
invite the applicant to pay the fees or the missing parts thereof within one month from the date
of the invitation (possibly imposing a surcharge for any such belated payment), and that if the
applicant complies with the invitation within the prescribed time limit the respective fees will
be considered as if they had been paid on the due date.

Comment

This set of amendments would provide a facility similar to that already given by Rules
57.4(a), 57.5(a) and 58.2(a). It would make PCT procedure materially less hazardous and
therefore more attractive to a prospective applicant and his professional advisers. Under the
European Patent Convention there is now Rule 85a having a similar effect (Official Journal of
the EPO, 10/1979).

RULE 19.2

This rule should be amended to provide that, if there are several applicants, it is
necessary only for one of them to be qualified under Rule 19.1 to file an international
application at the receiving Office concerned.

Comment

At present, the rule is unduly restrictive because it makes the competency of a given
receiving Office depend merely on the order in which several applicants have been named in
the request.

RULE 22.3(a)

This rule should be amended to provide that the time limit referred to in Article 12(3)
shall in each instance be one month longer than at present.

Comment

For an international application proceeding under Rule 22.1, interaction of the existing
Rules 22.1(b) and 22.3(a) (i) results in an unrealistically short period of only 18-21 days for
the applicant to take action if he is not in possession of the notification of receipt sent by the
International Bureau under Rule 24. 2( a). The interval must be long enough to allow time in
the mail for three distinct sequences of correspondence (applicant to receiving Office asking
for the record copy or a certified copy of the home copy; receiving Office to applicant sending
him the copy requested; applicant to International Bureau transmitting the copy concerned) as
well as the time taken by the receiving Office to prepare a certified copy. Even if the
application were received by the International Bureau as late as 15 months from the priority
date, there would still be sufficient time for it to be prepared for international publication; on
the rare occasions when an application was received near the end of this period, Rule 48.2(g)
would allow it to be published without the international search report if necessary.
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RULE 30.1

This rule should be amended to shorten the time limit referred to in Article 14(4); a
period of four months from the international filing date is suggested.

Comment

The public interest, as well as that of the putative applicant, requires that a prompt
determination should be made as to whether the requirements listed in items (i) to (iii) of
Article 11(1) were complied with at the date of filing of an international application. If an
international application is to be considered withdrawn under Article 14(4), the receiving
Office should be required so to declare before an international search is carried out and
certainly before there is any’ possibility of the application being prepared for international
publication. Another reason for shortening the time limit in this rule would be provided by
the amendment proposed below in Rule 51.3.

RULE 41.1

This rule should be amended to provide that, when the request part of an international
application refers to a standard search carried out by the International Searching Authority
competent for the international application, such a search shall be treated as if it were an
international-type search.

Comment

There are occasions when the results of a standard search carried out by an International
Searching Authority, although not an international-type search within Article 15(5), may be
used by the International Searching Authority in establishing the international search report
on an international application, and some refund of the search fee may therefore be
appropriate.

RULE 46 .1

No amendment is proposed in this rule, in view of the proposed amendment to Rule
80.6.

Comment

As things stand, Rule 46.1 in setting time limits running from the date of transmittal of
the international search report appears to be ultra vires Article 19(1) which requires the
applicant to have received the international search report at the time when he is entitled to an
opportunity to amend the claims of his international application. The proposed amendment to
Rule 80.6, by making it possible to link time limits like that prescribed by Rule 46.1 with the
applicant’s date of receipt of the document concerned, would appear to overcome this
difficulty.
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RULE 46.4

This rule should include an additional paragraph permitting an applicant to file
comment on the relevance of citations made in the international search report, whether or not
he amends his claims. If the aggregate length of the statement (if any) under Article 19(1)
and the above-mentioned comment does not exceed 500 words when in English or translated
into English, the whole should be regarded as the statement under Article 19(1) for the
purposes of Rules 48.2(a)(vi) and 49.3.

Comment

It is believed that the opportunity to provide brief comment on the international search
report, going beyond mere explanation of any amendment to the claims, would be welcome to
some applicants, and that its publication with the application would be in the public interest
too.

RULE 51.3

This rule should be amended to provide that the time limit referred to in Article
25(2)(a); for paying the national fee and furnishing the appropriate translation, shall expire at
20 months from the priority date.

Comment

This amendment would have the desirable effect of making the time limit for taking
action in designated offices under Article 25 uniform with that for entry into the national
phase under Article 22. Adoption of this amendment would make it desirable to shorten the
existing period under Rule 30.1 (as suggested above), because a period of 6 months from the
international filing date can be as much as 18 months from the priority date, to which must be
added the time taken to issue a notification under Rule 29.1(a) (ii) as well as the 2 months
prescribed by Rule 51.1 for asking the International Bureau to send copies of documents to
designated offices.

RULE 66.2(d)

No amendment is proposed in this rule, in view of the proposed amendment to Rule
80.6.

Comment
Rule 66.2(d) stands in the same relationship to Article 34(2)(c) as that mentioned above

between Rule 46.1 and Article 19(1), and the proposed amendment to Rule 80.6 appears to
overcome the difficulty for the same reason.
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RULE 69.1

The time limits prescribed for the establishment of the international preliminary
examination report in paragraphs (a) and (c) should be capable of extension by a period of up
to six months upon request by the applicant.

Comment

The time to establish the report may often be too short, especially when evidence is
required in proof of inventive step.

RULE 80.6

This rule should be amended to provide additionally that, when a period starts on the
day of the date of a document or letter emanating from a national office or intergovernmental
organization, the party to whom the document or letter was addressed may prove that he did
not receive it until after 5 days after the date that it bears, in which case the period shall be
computed from the date 5 days before the date of actual receipt.

Comment

A similar presumption that a document or letter will arrive within 5 days after the date
of mailing is found in Rule 82.1(a). The proposed amendment would be highly desirable in
the interests of the applicant, in view of delays currently experienced in the post, and would
also serve to introduce a measure of conformity with European practice (cf. European Patent
convention, Rule 83(2), together with Rule 78(3». Moreover, in the absence of an amendment
of this character, it would apparently be necessary to amend Rules 46.1 and 66.2(d) which
prescribe time limits running respectively from the date of transmittal of the international
search report and the date of notification of the written opinion of the International
Preliminary Examining Authority, because Article 19(1) and 34(2)(c) under which those rules
are made require the applicant to have received the document in question before having to
respond to it.

RULE 92.1

This rule should be amended to provide that, if an applicant submits a letter from which
his signature is missing, a copy of the letter shall be sent to him with an invitation to return it
within a prescribed time limit after affixing his signature thereto, and that only if this
invitation is not complied with shall the original letter be considered not to have been
submitted.

Comment

Circumstances can easily be imagined where an applicant or his agent may
inadvertantly fail to sign a paper or covering letter as required by the last sentence of Rule
92.1(a), and Rule 92.1(b) is unduly severe in providing simply that such a paper is considered
not to have been submitted. The remedy proposed is along the lines of that adopted by the
Administrative Instructions, Section 316, in the case where the request part of an international
application has not been signed.
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SUGGESTED AMENDMENTS TO THE ADMINISTRATIVE INSTRUCTIONS
SECTION 106

This section should be amended to cater for a situation where one of several applicants
has already lodged a general authorization (power of attorney) with the receiving Office, so
that only the other applicants (e.g. inventors where U.S.A. is designated) need sign the request
form or any separate powers of attorney.

SECTION 204

Heading (v) should be amended to include “Mode for Carrying Out the Invention” by
way of alternative.

Comment

Rule 5.1(a) (v) indicates that the law of some designated States does not require the
description of the best mode but is satisfied with the description of any mode (whether it is
the best contemplated or not). For example, there is no requirement in the European Patent
Convention (cf Rule 27(1)(f) for a description of the best mode. Unless a State is designated
which requires a description of the best mode, heading (v) as currently set out in Section 204
is inappropriate.

SECTION 205

Greater flexibility should be allowed in the numbering of amended claims. For
example, it should be possible to replace a single claim by two claims with consequent
renumbering of subsequent claims in the set.

SECTION 406

While no amendment appears to be necessary, a decision is requested from the Director
General that the language in which an international application was originally filed shall be
identified on the front of the pamphlet in cases where international publication is of a
translation under Rule 48.3(b).

FORM PCT/RO/IOI (Request)

The layout of this form should be modified so that the particulars of the inventor need
be given only once (e.g. in I11), whether or not he is a joint applicant (i.e. applicant in respect
of U.S.A.). Opportunity could be provided in Il and IX for cross-reference to 111 where
necessary. The form should also provide for the case where one of the applicants has given a
general authorization for the agent named, so that the agent may sign for that applicant
leaving only the other applicants to add their signatures. The form should be redesigned to
reduce frequent use of the Supplemental box, by providing more space in the appropriate
boxes for Applicant, Designation of States, and Priority Claim.

[Annex D follows]
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QUESTIONS, COMMENTS AND REQUESTS CONCERNING
PCT APPLICATIONS FOR THE PCT USERS MEETING

by

Patent Attorneys Association of Japan
Japan Institute of Invention & Innovation
Japanese Group of AIPPI
Japanese Group of APAA

1.  The international application

(1) The checking of formality requirements of the international application at various
receiving Offices is not uniform. The receiving Office in Japan is making very rigid checks in
this respect in accordance with the PCT Rules, but it does not seem that this is true at
receiving Offices in many other countries.

(i)  The name of an inventor or applicant (individual) should be written with the
family name being indicated before the given name (PCT Rule 4.4(a)), but it has been
noted that the given name is often written before the family name (especially in cases
from the United States).

(i)  The applicant’s address on the Request form should include *“country”
according to the note in parentheses on Form PCT/RO/101, Part Il. Many applicants do
not include the name of their country in their address.

(iii) Together with the name of an individual is sometimes included his title as
part of his name, such as, Dr. or Professor. This is often seen in applications deriving
from European countries.

At present, when the international application having errors of the above nature is
translated and submitted to the Japanese Patent Office as a designated Office, while the
Japanese agent indicates the particulars correctly on the paper accompanying the Japanese
version of the application, he must submit a statement explaining that there are errors in the
original. (This statement is required by the Japanese Patent Office).

For the above reasons, it is hoped that the checking of formality requirements at various
receiving Offices be carried out with greater uniformity.

(2) Itis desirable that standard sample letters or cover letters to be submitted to the
International bureau (for example, for use in submitting the priority documents, amendments
under Article 19 of the Treat, withdrawal of the international application or of designations)
be prepared and be published in the PCT Gazette.

(3) Where the same particulars, for example, the same firm name and address for a
number of attorneys or agents, are to be repeatedly indicated in the Request form, it is hoped
that the repletion may be substituted by a reference to the preceding particulars (e.g., by the
expression “ditto” or “do”). It has been noted that many receiving Offices have accepted such
manner of indication. The propriety of this should be confirmed officially.
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(4) The supplemental box on Page 3 of the Request (Form PCT/RO/101 (last sheet))
contains a vertical center line. The line only limits the usage of the box and thus should be
deleted.

(5) Inthe case where a national law of a designated country has a provision for
exception to loss of novelty, requiring the applicant to file a relevant statement, proof, copies,
etc. simultaneously with the filing of the application or within a short period thereafter, how
can the applicant place reliance on this provision when filing the international application?

2. The drafting of the description, claims and abstract of the international application;
amendments.

(1) Although it is urged that the title of the invention shall preferably be from two to
seven words when in English or translated into English (PCT Rule 4.3), such a limited
number of words is unsuitable to meet practical needs. It is desired that the number be
increased, if possible, up to 15 words.

(2) Likewise, whereas it is urged that the abstract in English shall preferably be 50 to
150 words if it is in English or when translated into English (PCT Rule 8.1(b)), it is desired
that the number be increased somewhat (for example, 50 to 250 words as is the case in MPEP
608.01(b) of the United States Patent and Trademark Office).

(3) According to PCT Regulations, the various parts in the description shall
preferably be preceded by appropriate headings as suggested in the Administrative
Instructions (PCT Rule 5.1(c)), and thus it has been noted that, in the actual applications filed,
some are with headings and some are without any headings. It appears desirable that the
minimum requirements be established so that the applications will uniformly include the
minimum necessary headings.

(4) The PCT Regulations require that the form of amendments under Article 19 of the
Treaty shall be by way of the submission of a replacement sheet for every sheet which differs
from the sheet originally filed and the letter accompanying the replacement sheet shall state
the differences from the replaced sheet (PCT Rule 46.5(a)). It has been noted that many of
the amendments under Article 19 which have been received by Japanese agents from overseas
applicants are not in compliance with the above requirements. The agents receiving other
forms of amendments are unable to confirm from such papers themselves whether they are in
fact Article 19 amendments. A sample letter of the letter accompanying the replacement
sheets should be prepared and published in the PCT Gazette.

(5) Itis hoped that the applicant (or agent) can be informed of the date on which an
amendment under Article 19 of the Treaty was received. Although, upon receipt of such an
amendment, the International Bureau informs the applicant (or agent) of the fact that the
amendment was received but without the date of receipt thereof. It is desirable for the
applicant (or agent) to receive the date since the only method by which this date could be
confirmed at present is to check the pamphlet issued by the International Bureau.

(6) Since it is urged that each sheet shall be reasonably free from overwritings and
interlineations (PCT Rule 11.12), it is desired that standards be established and made public
of the conditions under which such overwritings and interlineations are admitted.
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3. Representation

No comments.

4. Official fees; costs; time limits

No comments.

5. International Search

Where the United Kingdom is included as a designated State, the fact that the references
marked “X” in a search report must be translated into English renders the prosecution of the
PCT originated applications very expensive.

6. International Preliminary Examination

No comments.

7. PCT publications

It is hoped that the “Request” could also be included in the publication of the pamphlet.
There are instances where the copy of the Request which an agent in a designated State
receives from the applicant and the copy of the Request which the International Bureau
communicated to the designated Office under Article 20 of the Treaty have discrepancies due
to, for example, corrections made subsequent to the filing. When the designated Office draws
the agent’s attention to a deviation in any particulars from the information contained in the
copy of the Office, the agent will be able to check this if the pamphlet includes the “Request”.

8.  Entering the national phase

(1) Some countries require the submission of a complete set of drawings (especially,
formal drawings) and a copy of the priority document. It is desired that the duplication of
filing of documents be minimized so that the applicant may be able to save on expenses.

(2) Extent of the documents to be filed with various designated Offices for the
national stage processing is not clear.

For example,

Q) where drawings contain no words to be translated, is it necessary to
furnish the drawings for the national stage filing? In the absence of
regulations in this respect, the applicant is now furnishing all the drawings
to be safe;

(i) what papers are included in *“a copy of the international application” to be
submitted to a designated Office? For example, will the application be
treated as abandoned if an amendment under Article 19 of the Treaty and



PCT/AIVI3
Annex D, page 4
its translation or an amendment of the title of the invention or of an abstract and
its translation are not submitted to the designated Office? It is desired that the
International Bureau send a questionnaire concerning this question to all
contracting countries and publish the information in the PCT Gazette.

(3) Itis desired that, upon receipt of a copy of the international application from the
International Bureau, the designated Office should inform the applicant of this fact. (It
is understood that this is being done by the designated Offices of Federal Republic of
Germany and Switzerland. The International Bureau is also informing the applicant
when the international application is communicated therefrom to the designated Office
concerned).

(4) Itis desired that the International Bureau investigates how the various designated
Offices are dealing with obvious errors and minor defects in the formalities of an
international application which have been accepted or overlooked by the various
receiving Offices. It is hoped that measures to cope with such errors and defects be
established in an uniform manner. (In Japan, as mentioned above, such errors and
defects are relieved by the agent’s statement to the Patent Office).

(5) Eligibility as applicants in contracting countries should be investigated and made
known through the PCT Gazette. (In Japan, for example any organization which is not
a legal entity and, therefore, cannot obtain a corporation certificate, is ineligible as an
applicant).

EXTRACT FROM A PAPER FROM THE PATENT ATTORNEYS
ASSOCIATION OF JAPAN PRESENTED
DURING DISCUSSIONS IN TOKYO ON DECEMBER 12, 1979

(6) Article 30 of the Japanese Patent Law provides for exceptions to loss of novelty.

In having Article 30(1) and (3) applied to an International Application in which Japan is
designated, there arise the following problems in complying with the procedures set out in
Article 30(4).

(@) Submission of a Written Statement

The international filing date of an international application shall be
considered the filing date in Japan and, therefore, the international application is
considered to have existed in the Japanese Patent Office from international filing
date (Article 184ter (1). According to Article 30(4), the written statement
expressing the desire of having Article 30(1) or (3) applied must be filed with the
Patent Office simultaneously with the filing of the application. Therefore, it
follows that when the international application is filed with any receiving Office,
the written statement addressed to the Japanese Patent Office must be attached to
and filed with the international application. Thus, a question arises whether such
statements, if filed, would in fact properly be received by any receiving Office, be
transmitted to the International Bureau and be forwarded to the Japanese Patent
Office.
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Instead of such a written statement, the desire of having Article 30(1) or (3)
applied could be expressed in the request of the patent application (Article 27ter
of Japanese Patent Law Enforcement Regulations). However, it is not permitted
presently for the request of an international application to include such an
expression (Rule 4.17 of PCT).

(b)  Submission of Document Proof

The applicant must submit relevant documentary proof (e.g., a copy of
printed reference with date) to the Patent Office (Article 30(4)). When this
documentary proof is to be submitted simultaneously with the filing of the
international application, the same problem as explained under (a) above occurs.
When this proof is to be submitted later but within 30 days of the filing of the
application, the organization which is to receive such documents will be the
receiving Office and the same problem will also occur. It is considered that such
a document cannot be submitted directly to the Japanese Patent Office because it
is necessary for the international application to have already proceeded to the
Japanese Patent Office and to have had all the stipulated procedures completed
there (Article 184 quarter and/or Article 184 quinquies).

(c) Language and Translation of the Statements and Documents

Where the statements and documents are in Japanese from the outset, there
will be no problems in the language as far as the procedure before the Japanese
Patent Office is concerned, although this may present problems to the receiving
Offices in foreign countries or to the International Bureau in identifying the
statements and documents.

If the statements and documents are in a foreign language, they are required
to be translated into Japanese (Article 2(2) of Japanese Patent Law Enforcement
Regulations). This translation is not covered by the translations referred to in
Article 184 quinquies (1) of the Patent Law and the question arises as to by when
this translation must be submitted.

In view of the above questions, does the International Bureau intend to

make any proposals for revision of the Rules of PCT at the next General
Assembly.

[Annex E follows]
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THE PATENT ATTORNEYS ASSOCIATION
OF JAPAN
344 Kasumigwseki Chivedadu, Tekys, 100, Jupn

Dr. Arpad Bogsch
Director General
WIFrD

34 chemin des Colombottes
1211 Geneve 20

Switzerland March 4, 1980

Dear Dr. Bogsch:

Since the PCT Users Mecting which was held in
October, 1979, the Fatent Attorneys Association of Japan,
under its Patent Cosmittee, has carefully studied the
matters raised and formulated some counterproposals
which we feel would enable the PCT to be more easily
utilized. We would thus like to propose the revision of
the PCT Regulations and Forms as shown in the attached
drafts. We sincerely desire that after having consldered
the enclosures, the WIPD will propose this revision at
next FCT General Assembly.

Sincerely yours,

A Doboihnsre

Encl.

PCT INTERNATIONAL APPLICATIONS

1. The number of PCT contracting staten at the present
is rather small and it is considered that, if there is
an increase in the nusber of such states, the nusber of
applications will increase.

2. The procedural requirements under the PCT are complicated
and not readily understandable. It is hoped that such
reguirements can be simplified as much as possible.

3. It is hoped that the filing of PCT international
applications can be facilitated by avoiding further increases
of official fees as much as possible and that afforts can

be made by the International Bureau to minimize varicus
oXpenses.

4. Where the United Kingdom is included as a designated
State, the fact that the references listed in a seacch

report must be translated into English renders the prosecution
of the PCT originated applications very expensive. It is
desired that this requirement of the translation should
either be withdrawn or be limited only to the porticns
pertinent to the invention concerned.

5. The supplemental box on Page 3 of the Request (Form
PCT/RO/101 {last sheet)) contains a vertical center line.
The line only limits the usage of the box and thus should
be deleted.

6. Since it is urged that each sheet shall be reasonably
free from overwritings and interlineations (PCT Rule 11.12),
it is desired that standards be established and made public
of the conditions under which such overwritings and inter-
lineations are admitted.

XANNY
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14 Company breted by pearanive—Regaiered in aglnd, Mo, 184777)
Hogntared Offics : Raam 78, 1 TOTHILL STREET, LOMDOMN, SWIN 9LP.
Taluphane : B1-113 w41
Setretary: T, A0, CHARLTEN, € B

Dr A Bogach

The Pirector General

World Intellectual Froperty Organization
34, Chemin des Colombettes

1211 Genevs 20

Bwitzerland 21 January 1980

Dear Dr Bogach,
Suggested improvements to PCT procedures

Thia Federation represents industrial views on intellectual
property matters in the United Kingdom and is associated with
the Confederation of British Industry for this purpose.

The issues arising from what appears te be a disappointingly
slow start in the use of FCT are turtl..‘l technical and partly,
in the Federation's opinion, due to incomplote harmonisation
of national laws and practices governing patents mt the time
when PCT wns signed. It is understood that the original
concept was that a single international filing based on
unifors formalities would be searched by a single mutherity,
sent by the International Bureau to all designated States and
trangferred to the national phase by merely paying a fee in
each country and where necessary supplying a translation of
the specification, on the basis of uniform formal procedures.
This siaple pt has unfortunately been
complications arising from the desire of each signatory state
to preserve its own ways. re are far too many reservations
and alternatives and the consequences of error on the part of
the applicant or his representative have the inevitable result
that patent practitioners feel insufficiently confident to
risk their client's property by using PCT, e overall result
is that PCT has so far been of great benefit in harmonising
world patent filing formalities, searching and to some oxtent
pubstantive law and this benefit hes led to the development
of regional iling and harsonisation in Europe; but PCT
<wutg- and hence applicant} has not benefited to the same
ent.

It is eated therefore, that first and foremost the PCT
suthorities should concentrate on persuading the signatory

states to remove their special reservations. Secondly, to
make a real attespt te reduce filing complicationa in the
international phase, Thirdly, to sisplify the transfer from
the international phase to the national phase. Fourthly,
more should be done to ensure that at lesst after an international
spplication has been filed and the associated fees have been
paid as prescribed, that the afplicnnt cannot lose his right
to the internsticnal date of filing, in the countries he has
designated, provided of course that he pays the national [ees
and gupplies any necessary translation of the international
application in due tise.

The Federation has not attempted te cover in this submission,
details such ms improving applicetion formalities, establishing
longer time limita in the 1?.;].: of experience, correcticns of
translations and fee levels and we leave these to be made by
the professicnal i 0 while exp ing general support
for any worthwhile improvements to the PCT systeam.

The Pederation is exomining the position in greater depth and
would like te leave open the possibllity of submitting more
detailed comments.

Yours sincerely,

2 by,

R Walter
Prasident

4 XNINNY
E/a/v/1oa



SUGGESTED IMPHOVEMENTS TO FCT

1. Reservations

(A Comgany limited by guarastee—Regatered in Englaed, o, 166777).
Regitered Dfice: Mesm 106, 11 TOTHILL STREET, LONDON, SWIH WP, (a) The USA has specified that an International application is effective as
Talaphons ¢ 81-112 041 a reference in subscquent US procedures as lrom ils date of [iling in

the United States. This extends the period within which a competing

US applicant who losks an interference may claim matter which is cbvious

with respect to the claims avarded to a foreign applicant and thereby

takes away from the laiter; matter which otherwise falls under the
protection of his patent by the doctrine of equivalents and which he

Dr A Bogsch ought, in equity, to be free to exploit. For similar reasons a PCT

applicant is more likely to be the junior party in an interference,

Secretary ; T. A G. CHARLTOM, CB.

The Director
World Intellectual Property Organization

s although he should be ableto establish his international filing date
Bq‘ﬁChemm d;g Colombettes fairly easily for this purpose, provided he is not tripped by formal
;ﬁ?tzﬁﬂg 15 February 1980 ohjections based on the date when the US oath or declaration was filed

i b

or upon when the inventor signed the request.
Your ref: PC1/1538(1533)-00 (b) Japan has made a reservation of the time to enter the naticnal phase
when Chapter II of PCT has been invoked, to be 20 months instead of
- the usual Chapter II period of 25 months, This creates an unnecessary
Dear Dr Bogsch, pitfall for PCT applicants using Chapter I1.
Suggested improvements to PCT procedures (c) Sweden and Luxesbourg have waived the right to have the International
application communicated to them under Article 20, This means that
the applicant must supply it himself, there by creating a possible
pitfall and at the very least an unnecessary complication in the

Thank you for your letter of ¥ January.

I stated in my letter of 21 Jamuary that the Federation was formalities for entering the natienal phase.

exanining the position in greater depth and wouldlike to

leave open the possibility of submitting more detailed (d) The USA regards the right ta apply, which resides in the inventor alone

comments. These have now been prepared and I have pleasure there, and the making of an cath or declaration as matters that are

in enclosing a copy for WIFQ's consideration. reserved under Article 27, The US authorities are well avare that
there are grey areas in respect of the timeliness of the inventor's

Tours sincerely, signature and of his cath or declaration that could be in conflict with

US law and that if it came to a crunch, the US requiresents would

override PCT, for exsmple vhere the inventor applicant signed later
2 \ et l [a i under Article 14, PCT,

2. Filing formalities
R Walter

President (a) The request should be capable of signature by the patent ageat or
attorney in all cases. For purposes of US law it should be sufficient
that the inventor applicant files an oath or declaration on entering
the naticnal phase. The PCT authorities should put pressure on the
US authorities to clear up the ambiguities in US law to permit this
clearly.

(b

While the patent agent or attorney can be authorised by general
authorisation by a corporate applicant and insofar as there has to

be an inventor applicant for USA, the latter should be persuaded to be
satisfied by the rules on common reprosentatives (Rule 4.8 combined
with Rule 40, PCT) ie that the comson representative can be the

person generally authorised by the applicant first named on the request,
and that authorisation by the inventor for proceedings during the

' internatioal phase is unnecessary.

(e} If there are several applicants, an appropriate receiving office should

varfuns
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(e}

b any receiving of fice for any of the applicants, irrespective of
the order which the applicants are named in the request amld not
depending ‘on that order and whether there is a cosmon representative
as under present Bule 19, PCT. This inerease in flexibility will
enabile applicants to file with greater a istrative

convenience without losing the international [iling date as the resull
of a mistake.

There are no fall back provisions whereby an error in payment of the
fees on filing can be made good on payment of a fine. The European
Patent Uffice have found it necessary to consider Lhis possibility
[and promulgate a new Rule 85a) and in view of the importance to
applicants of an international application where all Lhe eggs are
placed in one basket, similar provisions should he considered for ICT.

The stamdard of quality set by WIP0 for documents for an international
application {i.e. the description and claims) appears unduly hish.
As a result at least one natienal Patent Office rejects documents
with reference to rule 11.2(a) of the PCT when accepting dvciments
of the same quality for national applications or when acting us
receiving office for the EPO. It does so because it has learnt from
experience that the Intermational Bureau takes a stricter line with
veference to rule 11.2(a) of the PCT than the mational Patent Office
or the EPO tukes on the same point. Although the necessity for a
standird sufficiently high to enable satisfactory reproduction is
wccepted, it seems desirable that the PCT standard be wo higher than
that required by the EPO.

Simplificatim of transfer to e nationnl phase

lal

The PCT authoritics should persuade the contracting slales Lo adupl
2 uniform national [iling procedurs based on (i) a wniversally
applicable request form, (ii) payment of whatever national fees
wived, Liii) provieus supply to each designated state of L
ational application {which could conveniently L in printud

form including its own request, any accompanying papers such as
priority documents, notifications, amendment and statement under

19 (if any), amd the search report] and (iv) any translation
anal application that may be necessary. The documenis
up the interuational application, insofar as they are available,
e supplied at the 18 month stage at the Ltime when the inter-
patiomal application is published and in this conncction Swedden il

inters

Lipxemhiorg should be persuaded Lo remove their waivers under Article 2.

au or the

« or emission the International D
antharity o net semd the interpational application in time amdfor it
is bost ,. full  restoration should provided without vxponse lar e
applivant. 10 amewdsent is made wnder Artiele 19 after the publicatio
al U months the o s should be supplied
Tater (nomally they are available by 18 menths).

1T Uhrongh

copies of

() The PCT anthorities should persuade the contracting states, insofar

as other formal papers are requirved to complete the national applical
Lo use Lhe same forms as are used for ordinary national applicativns
and not a special one to be used only with international applications,
The sultiplication of national filing formalities, which carries with
it serious risks of mistakes, and which up Lo now seems to have been
done Tor no good reason, should be avoided. For example, il is 'H."
understood why a special PCT style power of atiorney amd declaration
is needed for the United States and there is no reason why the usual
forms for powers of attorney and assigiments (where required) should
nol be used in other countries. :

o

te}

Insofar as contracting states allew informal filing on the basis of
incomplete application documents and filing in a non=of ficial language
with supply of a translation later, perhaps on a reciprocal basis,
for national applications, such facilities should equally be pemitted
for international applications on transfer to the national phase.

. Guarantees and restoration

{a)

When an international application has been [iled, the proper fees
have been paid and any formal defects have been rectificd inm
preceedings before the receiving office, the combined effect of
PCT and national laws in the designated countries should he such
as Lo ensure thal the applicant caa not lose his right to maoke
national applications having the international date of [iling aml
with the benefit of the international search report for each of
the countries he has designated through some crror or om
the part of the PCT or national authorities or as a resu
in or failure of the post. AL present, while many national
authorities may ensure this on the basis of Arbicles 2402) aml 25
and Hule 51, this docs not seem necessarily so for all such author=
ities if the record copy does nol reach the [nternational DNurveag

in due time. The national effecls of an international application
are apparently only restored when a finding under Article 12030

that the applicalion is considered withdraws has been held by

each national authority to be "unjustified” (see Bule 51.4).
Moreover, a national authority will not look inte the question
unless the national fee and any translation of Lhe applicatlion hoave
been supplied within 2 months of notification that the applical jon
was considered withdrawn, Quite apart [rom the facl that the

2 month period is very short and in no way a full restoralion of

the 20 month period under Article 22, & difficully arises [rom Ul
language of Article 25(2] in that it is not clear whether "justified”
is solely a matter of fulfilling the conditions loid down in the
trealy and rules {ie that the record copy in fact faj Lo arrive
in time in which case an error or omission by the authorilies

cannot affect sch justification) or whether such an error or
omission is intended to excuse the Tinding under Article 12070 that
woulil otherwise be justified on factual grounds. Do common scnse
Is the latter seems to be the intended interpretation but the

il applicant is bound to be concerned that at least one nalivnal
authority might apply the other ene. Perhaps an appropriate
amedment te Bule 51 would deal with both points. Furthermore,

il an error or omission by the authorities leads Lo withdrawal of
the international application and national restoration wmler

Article 25(2) is denied but is allowed under a national rule based
on Article 20(2), the applicant may well sustain a financial loss
feg of the IMI700 search fee before the llague search authorityl.
Under Article 2502) the national authority must give credil for the
search but under a purely national rule it noed not do sol

N un
of dulay

codens
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A further problem is that if by the end of 13 months and 10 days the applicant has not
been notified by the International Bureau of receipt of the record copy he may transmit a
certified copy of it himself (Rule 22.1(b)). Suppose now that there is a delay in the post and it
does not arrive within the prescribed 14 month period. According to Articles 25(2)(b) and
48(2) any acts of grace by national authorities then depend solely on their national laws and
yet there was an earlier error or omission by the authorities which caused the applicant to seek
to rectify it himself Suppose the applicant decides it is wiser to avoid this possibility and not
utilize Rule 22.1(b). Is he then guilty of an error or omission by failing to act? Indeed, is the
applicant under an obligation to monitor the transmission of the record copy and take action if
there appears to be a failure within the official side of the system. This whole area seems to
be a mass of conflicting principles and a goldmine for lawyers. The prudent applicant might
indeed think he should keep well clear

(b) There are no provisions for restoration corresponding to Articles 121 and 122,
EPC. In view of the importance to the applicant of an international application designating a
large number of countries and the possibility of total loss of rights to a competitor if not as a
result of intervening publication, serious attention should be given to making corresponding
provisions in PCT otherwise applicants will not be prepared to risk such a loss. It will be
appreciated, of course, that if the applicant loses his priority over a competing applicant who
has a date somewhat later, he loses not merely his right to exclude such a competitor but
indeed is excluded himself from marketing the invention he was first to create.

5. International Preliminary Examination

The times to establish an international preliminary examination report tend to be too
short when complex matters arise in connection with proof of inventive step, especially when
time for experiment a | work is desired by the applicant to provide evidence. It is suggested
that when these problems arise the international preliminary examining authority should be
able to obtain an extension of the time to establish the report of up to an extra 6 months.

6. Fees

The current level of PCT fees, at least for European applicants is far too high. In
particular, if there are 10 designated countries, assuming the specification has less than 30
pages, the transmission and international fees amount to £317 quite apart from the search fee
(with more designations of course these fees are correspondingly higher). The applicant is
bound, therefore, to think that the facility provided by PCT is bought very dearly and when he
bears in mind additionally the disadvantages outlined in Sections 1 to 5 above, then except for
special cases in which only PCT allows time to file, there is no incentive to use PCT.

[End of Annex G
and of document]



