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PROPOSED AMENDMENTS

 LISTNUM Paragraph \l 1 
This document contains proposals for amendment of the Regulations under the Patent Cooperation Treaty (PCT) related to reform of the PCT.

 LISTNUM Paragraph \l 1 
The proposed amendments were considered at the fourth session of the Working Group on Reform of the PCT (“the Working Group”), which agreed that they should be submitted to the Assembly, if possible, for adoption at its present session, subject to possible further drafting changes to be made by the International Bureau (see the summary by the Chair of the Working Group’s session in document PCT/R/WG/4/14, the content of which is reproduced in document PCT/A/32/2).

 LISTNUM Paragraph \l 1 
The Working Group also agreed, at its third session, that certain other proposed amendments (relating to the correction and addition of priority claims) should be submitted to the Assembly for adoption at its present session (see document PCT/R/WG/3/5, paragraph 29;  the content of that document is also reproduced in document PCT/A/32/2).  However, for the reasons mentioned in document PCT/A/32/2, paragraph 10, those proposals are not included in this document.

 LISTNUM Paragraph \l 1 
The proposed amendments are set out in Annex I, and explanatory notes, including certain understandings agreed by the Working Group as to the application and interpretation of certain Rules, are set out in Annex II.

 LISTNUM Paragraph \l 1 
The proposed amendments relate to the following matters:


 LISTNUM Paragraph \l 3 
corrigenda and consequential amendments further to the amendments adopted by the Assembly on October 1, 2002, and due to enter into force on January 1, 2004;  for more detailed explanation, see Annex II, paragraphs 1 to 15;


 LISTNUM Paragraph \l 3 
computation of time limits which expire on an official holiday;  for more detailed explanation, see Annex II, paragraphs 16 to 18;


 LISTNUM Paragraph \l 3 
inclusion of certain superseded or reversed replacement sheets of the international application in the annex to the international preliminary examination report;  for more detailed explanation, see Annex II, paragraphs 19 and 20.

ENTRY INTO FORCE;  TRANSITIONAL ARRANGEMENTS

 LISTNUM Paragraph \l 1 
It is proposed that the amendments set out in Annex I should enter into force on January 1, 2004;  that they should, in general, apply to all international applications whose international filing date is on or after January 1, 2004;  and that they should not, in general, apply to international applications whose international filing date is before January 1, 2004.  However, it is proposed that amended Rule 70.16 should apply in relation to all international applications, including those international applications whose international filing date is before January 1, 2004, in respect of which an international preliminary examination report is established on or after January 1, 2004.

 LISTNUM Paragraph \l 1 
A draft text of decisions which are proposed to be adopted by the Assembly in relation to entry into force and transitional arrangements is set out in Annex III.

 LISTNUM Paragraph \l 1 
The Assembly of the PCT Union is invited:


(i)
to adopt the proposed amendments of the Regulations under the PCT set out in Annex I;


(ii)
to endorse the understandings set out in Annex II, paragraphs 4 and 12;  and


(iii)
to adopt the proposed decisions set out in Annex III relating to entry into force and transitional arrangements in respect of the proposed amendments.

[Annex I follows]
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Rule 4  
The Request (Contents)

4.1 to 4.10   [No change]

4.11   Reference to Earlier Search, Continuation or Continuation-in-Part, or Parent Application or Grant


(a)  If:


(i)
to (iii)  [No change]


(iv)
the applicant intends to make an indication under Rule 49bis.1(d) (c) of the wish that the international application be treated, in any designated State, as an application for a continuation or a continuation-in-part of an earlier application;

the request shall so indicate and shall, as the case may be, identify the application in respect of which the earlier search was made or otherwise identify the search, or indicate the relevant parent application or parent patent or other parent grant.


(b)  [No change]

4.12 to 4.14   [Remain deleted]
4.14bis to 4.18  [No change]

Rule 16bis  
Extension of Time Limits for Payment of Fees

16bis.1   [No change]
16bis.2   Late Payment Fee

(a)  [No change]


(b)  The amount of the late payment fee shall not, however, exceed the amount of 50% 25% of the international filing fee referred to in item 1 of the Schedule of Fees, not taking into account any fee for each sheet of the international application in excess of 30 sheets.

Rule 17  
The Priority Document

17.1   [No change]

17.2   Availability of Copies

(a)  Where the applicant has complied with Rule 17.1(a), or (b) or (b-bis), the International Bureau shall, at the specific request of the designated Office, promptly but not prior to the international publication of the international application, furnish a copy of the priority document to that Office.  No such Office shall ask the applicant himself to furnish it with a copy.  The applicant shall not be required to furnish a translation to the designated Office before the expiration of the applicable time limit under Article 22.  Where the applicant makes an express request to the designated Office under Article 23(2) prior to the international publication of the international application, the International Bureau shall, at the specific request of the designated Office, furnish a copy of the priority document to that Office promptly after receiving it.


(b) and (c)  [No change]

Rule 32  
Extension of Effects of International Application to
Certain Successor States

32.1   Request for Extension of International Application to Successor State

(a) to (c)  [No change]


(d)  [Remains deleted]
32.2   [No change]

Rule 43bis  
Written Opinion of the International Searching Authority

43bis.1   Written Opinion


(a)  [No change]


(b)  For the purposes of establishing the written opinion, Articles 33(2) to (6), 35(2) and 35(3) and Rules 43.4, 64, 65, 66.1(e), 66.2(a), (b) and (e), 66.7, 67, 70.2(b) and (d), 70.3, 70.4(ii), 70.5(a), 70.6 to 70.10, 70.12, 70.14 and 70.15(a) shall apply mutatis mutandis.


(c)  [No change]

Rule 44bis  
International Preliminary Report on Patentability by
the International Searching Authority

44bis.1   Issuance of Report;  Transmittal to the Applicant

(a) and (b)  [No change]


(c)  The International Bureau shall promptly transmit one copy of the report issued under paragraph (a) to the applicant.

44bis.2 to 44bis.4   [No change]

Rule 60  
Certain Defects in the Demand

60.1   Defects in the Demand

(a) to (a-ter)  [No change]


(b)  If the applicant complies with the invitation within the time limit under paragraph (a), the demand shall be considered as if it had been received on the actual filing date, provided that the demand as submitted contained at least one election and permitted the international application to be identified;  otherwise, the demand shall be considered as if it had been received on the date on which the International Preliminary Examining Authority receives the correction.


(c)  If Subject to paragraph (d), if the applicant does not comply with the invitation within the time limit under paragraph (a), the demand shall be considered as if it had not been submitted and the International Preliminary Examining Authority shall so declare.


(d)  [Deleted]  Where, after the expiration of the time limit under paragraph (a), a signature required under Rule 53.8 or a prescribed indication is lacking in respect of an applicant for a certain elected State, the election of that State shall be considered as if it had not been made. 


(e)  If the defect is noticed by the International Bureau, it shall bring the defect to the attention of the International Preliminary Examining Authority, which shall then proceed as provided in paragraphs (a) to (c) (d).


(f) to (g)  [No change]

60.2   [Remains deleted]

Rule 61  
Notification of the Demand and Elections

61.1   Notification to the International Bureau and the Applicant

(a)  [No change]


(b)  The International Preliminary Examining Authority shall promptly notify the applicant of the date of receipt of the demand.  Where the demand has been considered under Rules 54.4, 55.2(d), 58bis.1(b) or 60.1(c) as if it had not been submitted or where an election has been considered under Rule 60.1(d) as if it had not been made, the International Preliminary Examining Authority shall notify the applicant and the International Bureau accordingly.


(c)  [Remains deleted]
61.2 to 61.4   [No change]

Rule 70  
International Preliminary Report on Patentability by
the International Preliminary Examining Authority
(International Preliminary Examination Report)

70.1 to 70.15   [No change]

70.16   Annexes to the Report

(a)  Each replacement sheet under Rule 66.8(a) or (b), each replacement sheet containing amendments under Article 19 and each replacement sheet containing rectifications of obvious errors authorized under Rule 91.1(e)(iii) shall, unless superseded by later replacement sheets or amendments resulting in the cancellation of entire sheets under Rule 66.8(b), be annexed to the report.  Replacement sheets containing amendments Amendments under Article 19 which have been considered as reversed by an amendment under Article 34 and letters under Rule 66.8 shall not be annexed.


(b)  Notwithstanding paragraph (a), each superseded or reversed replacement sheet referred to in that paragraph shall also be annexed to the report where the International Preliminary Examining Authority considers that the relevant superseding or reversing amendment goes beyond the disclosure in the international application as filed and the report contains an indication referred to in Rule 70.2(c).  In such a case, the superseded or reversed replacement sheet shall be marked as provided by the Administrative Instructions.

70.17   [No change]

Rule 80  
Computation of Time Limits

80.1 to 80.4   [No change]

80.5   Expiration on a Non-Working Day or Official Holiday

If the expiration of any period during which any document or fee must reach a national Office or intergovernmental organization falls on a day:

(i)
on which such Office or organization is not open to the public for the purposes of the transaction of official business;, or

(ii)
on which ordinary mail is not delivered in the locality in which such Office or organization is situated;,

(iii)
which, where such Office or organization is situated in more than one locality, is an official holiday in at least one of the localities in which such Office or organization is situated, and in circumstances where the national law applicable by that Office or organization provides, in respect of national applications, that, in such a case, such period shall expire on a subsequent day;  or

(iv)
which, where such Office is the government authority of a Contracting State entrusted with the granting of patents, is an official holiday in part of that Contracting State, and in circumstances where the national law applicable by that Office provides, in respect of national applications, that, in such a case, such period shall expire on a subsequent day;
the period shall expire on the next subsequent day on which none neither of the said four two circumstances exists.

80.6 and 80.7   [No change]

Rule 90  
Agents and Common Representatives

90.1   [No change]

90.2   Common Representative

(a)  Where there are two or more applicants and the applicants have not appointed an agent representing all of them (a “common agent”) under Rule 90.1(a), one of the applicants who is entitled to file an international application according to Article 9 and in respect of whom all indications required under Rule 4.5(a) have been provided may be appointed by the other applicants as their common representative.


(b)  Where there are two or more applicants and all the applicants have not appointed a common agent under Rule 90.1(a) or a common representative under paragraph (a), the applicant first named in the request who is entitled according to Rule 19.1 to file an international application with the receiving Office and in respect of whom all indications required under Rule 4.5(a) have been provided shall be considered to be the common representative of all the applicants.

90.3 and 90.4  [No change]

90.5   General Power of Attorney

(a) and (b)  [No change]


(c)  Any receiving Office, any International Searching Authority and any International Preliminary Examining Authority may waive the requirement under paragraph (a)(ii) that a copy of the general power of attorney is attached to the request, the demand or the separate notice, as the case may be.


(d)  Notwithstanding paragraph (c), where the agent submits any notice of withdrawal referred to in Rules 90bis.1 to 90bis.4 to the receiving Office, the International Searching Authority or the International Preliminary Examining Authority, a copy of the general power of attorney shall be submitted to that Office or Authority.

90.6  [No change]

[Annex II follows]

EXPLANATORY NOTES

AMENDMENTS ADOPTED BY THE PCT ASSEMBLY IN 2002:  CORRIGENDA AND CONSEQUENTIAL AMENDMENTS
 LISTNUM Paragraph \l 1 \s 1 
See the proposals set out Annex I in connection with Rules 4.11, 16bis.2, 17.2, 32.1 (title), 43bis.1, 44bis.1, 60.1, 90.2 and 90.5.  For details of the prior consideration by the Working Group of the proposed amendments, which are in the nature of corrigenda or consequential amendments based on the amendments adopted by the PCT Assembly on October 1, 2002, with effect from January 1, 2004 (see document PCT/A/31/10, Annex V), see documents PCT/R/WG/4/4 (Annex V), PCT/R/WG/4/4 Add.3, PCT/R/WG/4/4 Add.5 and PCT/R/WG/4/14 (paragraphs 5 to 13).

Reference in Request to Earlier Search, Continuation or Continuation‑in‑Part, or Parent Application or Grant

 LISTNUM Paragraph \l 1 
It is proposed to amend Rule 4.11(a)(iv), as adopted by the PCT Assembly on October 1, 2002, with effect from January 1, 2004, so as to replace the erroneous reference to Rule 49bis.1(c) with a reference to Rule 49bis.1(d).

Late Payment Fee

 LISTNUM Paragraph \l 1 
Rule 16bis.2(a) provides that the late payment of the transmittal fee, the international filing fee and the search fee may be subjected by the receiving Office to the payment to it, for its own benefit, of a late payment fee.  A proposal as to the amount of the international filing fee is made in document PCT/A/32/1).  It is apparent that the maximum amount of this late payment fee under amended Rule 16bis.2(b), as adopted by the PCT Assembly on October 1, 2002, with effect from January 1, 2004, namely 25% of the international filing fee, would be too low since it would result in a maximum amount of the late payment fee which would be much lower than the maximum amount of the late payment fee under present Rule 16bis.2(b) (which provides that the amount of the late payment fee must not exceed the amount of the basic fee which, at present, is fixed at 650 Swiss francs).  In respect of certain receiving Offices, a maximum amount of the late payment fixed at 25% of the international filing fee would even have the result that the minimum amount of the late payment fee fixed in accordance with Rule 16bis.2(a)(ii) would be higher than the maximum amount of that fee fixed in accordance with Rule 16bis.2(b).  It is thus proposed to fix the maximum amount of the late payment fee under Rule 16bis.2(b) at 50% of the international filing fee.

 LISTNUM Paragraph \l 1 
In approving this proposal, the Working Group noted that the 75% reduction provided for by the Schedule of Fees in the case of certain applicants from qualifying countries (including most developing countries) would, in effect, carry over to any late payment fee payable under Rule 16bis.2 by virtue of Rule 16bis.2(a)(i) (see document PCT/R/WG/4/14, paragraph 7).

Availability of Copies of the Priority Document to Designated Offices

 LISTNUM Paragraph \l 1 
It is proposed to amend Rule 17.2(a) so as to add a reference to Rule 17.1(b‑bis), as adopted by the Assembly on October 1, 2002, with effect from January 1, 2004, to cover the situation where, under Rule 17.1(b‑bis), the applicant, instead of submitting the priority document to the receiving Office or International Bureau, requests the receiving Office to obtain the priority document from a digital library and transmit it to the International Bureau, or requests the International Bureau to obtain the priority document from such digital library.

Extension of International Application to a Successor State

 LISTNUM Paragraph \l 1 
It is proposed to delete the reference to a “request” in the title of Rule 32.1, consequential on the amendment of Rule 32.1 as adopted by the PCT Assembly on October 1, 2002, with effect from January 1, 2004.  Under that amendment, the effects of an international application are automatically extended to a successor State which has deposited a declaration of continuation under Rule 32.1(a) so that a request for such extension by the applicant is no longer needed.

Written Opinion of the International Searching Authority

 LISTNUM Paragraph \l 1 
It is proposed to amend Rule 43bis.1(b), as adopted by the PCT Assembly on October 1, 2002, with effect from January 1, 2004, so as to delete the references to Rule 66.2(a), (b) and (e) which concern the content of the written opinion of the International Preliminary Examining Authority and which, on further reflection, should not be referred to as applying mutatis mutandis to the written opinion by the International Searching Authority (ISA):  all issues covered in Rule 66.2(a) and (b) are also covered in Rule 70, and Rule 66.2(e) is not applicable to the written opinion by the ISA.

International Preliminary Report on Patentability by the International Searching Authority

 LISTNUM Paragraph \l 1 
It is proposed to amend Rule 44bis.1, as adopted by the PCT Assembly on October 1, 2002, with effect from January 1, 2004, to add a new paragraph (c) requiring the International Bureau to send one copy of the international preliminary report on patentability issued by the International Bureau on behalf of the International Searching Authority under Chapter I to the applicant as soon as it has been issued.  It is also proposed to amend the title of Rule 44bis.1 consequential on that amendment.

Defects in the Demand

 LISTNUM Paragraph \l 1 
It is proposed to amend Rule 60.1(b) so as to delete the requirement in the proviso that the demand as submitted contains at least one election.  This proposed amendment is consequential on the amendment of Rule 53.7, as adopted by the Assembly with effect from January 1, 2004, which provides that the filing of the demand constitutes the election of all Contracting States which are designated and bound by Chapter II of the Treaty.

 LISTNUM Paragraph \l 1 
It is proposed to delete Rule 60.1(d), which provides that an election of a State shall be considered as if it had not been made where a signature or a prescribed indication (name, nationality and residency of the applicant) is lacking in respect of an applicant for that State.  The proposal to delete this Rule is consequential on the addition of new Rules 60.1(a‑bis) and (a‑ter), as adopted by the PCT Assembly on October 1, 2002, with effect from January 1, 2004.  Under Rule 60.1(a‑bis), if there are two or more applicants, it is sufficient, for the purposes of Rule 53.4, that the prescribed indications be provided in respect of one of the applicants who has the right according to Rule 54.2 to make the demand.  Under Rule 60.1(a‑ter), if there are two or more applicants, it is sufficient, for the purposes Rule 53.8, that the demand be signed by one of the applicants.

 LISTNUM Paragraph \l 1 
As approved by the Working Group, it is also proposed that amendments should be made to Rule 60.1(c) and (e), consequential on the proposed deletion of Rule 60.1(d) (see document PCT/R/WG/4/14, paragraph 11).  Similarly, although not considered by the Working Group, it is also proposed to amend Rule 61.1(b) by deleting the reference to Rule 60.1(d).

Communication of the International Preliminary Examination Report or the Written Opinion of the International Searching Authority

 LISTNUM Paragraph \l 1 
The Working Group noted that Rule 73.2 as adopted by the Assembly on October 1, 2002, with effect from January 1, 2004, had to be read in light of Article 38(1) and present Rule 94.2 and would not prevent an elected Office from gaining access to the file of the international preliminary examination once the international preliminary examination report had been established.

Common Representative

 LISTNUM Paragraph \l 1 
It is proposed to amend Rule 90.2(a) and (b) as adopted by the PCT Assembly on October 1, 2002, with effect from January 1, 2004, so as to no longer require that only an applicant in respect of whom all indications required under Rule 4.5(a) (name, address, nationality and residence) have been provided can be appointed as the common representative under paragraph (a), or considered to be the common representative under paragraph (b).  Upon further reflection, it is considered sufficient that, as at present, the name and the nationality or residence of the applicant concerned be furnished.  However, the indication of the name and of the nationality or residence of the applicant is already required for the determination whether the applicant is entitled according to Article 9 and Rule 19.1 to file the international application with the receiving Office, so that there would appear to be no need to specifically refer to the furnishing of the indications required under Rule 4.5(a)(i) and (iii).  With regard to the requirement under Rule 4.5(a)(ii) to furnish the address, if that requirement were to continue to be a condition for considering an applicant to be appointed as the common representative under paragraph (a), or considered to be the common representative under paragraph (b), it would appear possible that, in certain cases, none of the applicants would qualify to be such a common representative.  Accordingly, rather than making the furnishing of the address a condition for an applicant to be appointed as the common representative under paragraph (a), or considered to be the common representative under paragraph (b), the Working Group agreed that the Administrative Instructions should be modified to expressly state to whom correspondence intended for the applicant should be sent to in case the address of the applicant concerned had not been furnished.  If the proposed amendments to Rule 90.2(a) and (b) are adopted by the Assembly, it is intended that the Administrative Instructions be modified in this respect by the Director General under Rule 89.2(b) after consultation with interested Offices and International Authorities.

General Power of Attorney

 LISTNUM Paragraph \l 1 
It is proposed to add a new Rule 90.5(c) to permit (but not oblige) any receiving Office, International Searching Authority and International Preliminary Examining Authority to waive the requirement that a copy of a deposited general power of attorney be submitted to it.  During its second session, the Committee on Reform of the PCT agreed that there was no need to amend Rule 90.5 to permit a receiving Office or an International Authority to waive the requirement under Rule 90.5(a)(ii) for a copy of a general power of attorney to be attached to the request, demand or separate notice (see document PCT/R/2, paragraph 71).  Upon further reflection, however, it was considered inconsistent to insist on the furnishing of a copy of such deposited general power of attorney while permitting an Office or an International Authority to waive, under Rule 90.4(d) as adopted by the Assembly on October 1, 2002 with effect from January 1, 2004, the requirement that a separate power of attorney be furnished.

 LISTNUM Paragraph \l 1 
As in the case of a separate power of attorney under Rule 90.4(e), as adopted by the Assembly on October 1, 2002 with effect from January 1, 2004, a copy of the general power of attorney would still be required where the agent submits a notice of withdrawal under Rules 90bis.1 to 90bis.4.  It is therefore proposed to add a new Rule 90.5(d) to provide for this.

COMPUTATION OF TIME LIMITS WHICH EXPIRE ON AN OFFICIAL HOLIDAY
 LISTNUM Paragraph \l 1 
Proposed amendments of Rule 80.5 are set out Annex I.  Details of the prior consideration by the Working Group of the proposed amendments to the Regulations related to the computation of time limits which expire on an official holiday are set out in documents PCT/R/WG/4/10 and PCT/R/WG/4/14 (paragraphs 19 to 22).

 LISTNUM Paragraph \l 1 
Rule 80.5 provides that, if the expiration of any period during which any document or fee must reach a national Office or intergovernmental organization falls on a day on which such Office or organization is not open to the public for the purposes of the transaction of official business, or on which ordinary mail is not delivered in the locality in which such Office or organization is situated, the period shall expire on the next subsequent day on which neither of the said two circumstances exists.  In order to take into account the fact that, in particular in geographically large countries or regions, an Office or intergovernmental organization may have different branch offices in different parts of the country or region with different local holidays, or that there may be different local holidays in different parts of the Contracting State in which the Office located, it is proposed to amend Rule 80.5 to provide for the same relief where the expiration of any such period falls on an official holiday in at least one of the localities in which the Office or organization is situated, or falls on an official holiday in part of the Contracting State concerned, where the national law provides in respect of national applications, that, in such a case, such period shall expire on a subsequent day.

 LISTNUM Paragraph \l 1 
Although not considered by the Working Group, it is also proposed to amend the title of Rule 80.5 consequential on the above amendment.

ANNEXES TO THE INTERNATIONAL PRELIMINARY EXAMINATION REPORT

 LISTNUM Paragraph \l 1 
Proposed amendments of Rule 70.16 are set out Annex I.  Details of the prior consideration by the Working Group of the proposed amendments to the Regulations related to annexes to the international preliminary examination report are set out in documents PCT/R/WG/4/4 Add.4 and  PCT/R/WG/4/14 (paragraphs 16 to 18).  It is to be noted that, following the discussions on this matter in the fourth session of the Working Group, the International Bureau made further drafting changes to Rule 70.16 as proposed to be amended.

 LISTNUM Paragraph \l 1 
It is proposed to amend Rule 70.16(a) and to add a new Rule 70.16(b) so as to provide that, where amendments under Articles 19 or 34, or rectifications of obvious errors authorized under Rule 91.1(e)(iii), are superseded or reversed by later amendments and the International Preliminary Examining Authority considers that the relevant superseding or reversing amendment goes beyond the disclosure in the international application as filed, the replacement sheets containing the superseded or reversed amendments or, where the superseding or reversing amendments resulted in the cancellation of entire sheets, the cancelled sheets shall, suitably marked, be annexed to the international preliminary examination report, in addition to the report containing an indication to that effect under Rule 70.2(c).

[Annex III follows]

PROPOSED DECISIONS RELATING TO ENTRY INTO FORCE
AND TRANSITIONAL ARRANGEMENTS

The amendments set out in Annex I:


(a)
shall enter into force on January 1, 2004, and shall apply to any international application whose international filing date is on or after January 1, 2004;


(b)
shall not apply to any international application whose international filing date is before January 1, 2004, provided that amended Rule 70.16 shall apply to any international application whose international filing date is before January 1, 2004, and in respect of which the international preliminary examination report is established on or after January 1, 2004.

[End of Annex and of document]

� 	References in this document to “Articles” and “Rules” are to those of the Patent Cooperation Treaty (PCT) and the Regulations under the PCT (“the Regulations”), or to such provisions as proposed to be amended or added, as the case may be.  References to “national laws,” “national applications,” “the national phase,” etc., include reference to regional laws, regional applications, the regional phase, etc.


�	The text on the basis of which the presently proposed amendments are shown includes the amendments previously adopted by the Assembly to enter into force on January 1, 2004 (see document PCT/A/31/10, paragraph 45, Annex V and Annex VI, paragraph 3).  Proposed additions and deletions are indicated, respectively, by underlining and striking through the text concerned.





