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INTRODUCTION

1. This document sets out the present status of various aspects of the work being
undertaken in connection with reform of the Patent Cooperation Treafl)(Rtluding the
results of the two sessions of the Working Group on Reform of the PCT (“the Working
Group”) which have been held since the Assembly’s previous session.

2. The Assembly, at its 31st (18th extraordinary) sessiod meGeneva in
SeptembeOctober 2002, considered the report of the second session of the Committee on
Reform of the Patent Cooperation Treaty (PCT) (“the Committee”) (document PCT/A/31/5,
reproducing the Committee’s report which appears in document PE/B)R/Among other
things, the Committee’s report (at paragraph 140) contained a recommendation to the
Assembly concerning the future work program for PCT reform:

“140. The Committee agreed to recommend to the Assembly that:

(i) two sessions of the Working Group should be convened between the
September 2002 and September 2003 sessions of the Assembly to consider the matters
outlined in paragraphs 135 and 136, above, on the understanding that the Committee
could also be convened during that period if Werking Group felt it to be necessary;
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(i)  financial assistance allocated to enable certain delegations to attend the next
session of the Committee should, exceptionally, also be made available for those
sessions of the Working Group, subject to thaitability of sufficient funds.”

3. Paragraphs 135 and 136 of the Committee’s report read as follows:

“135. As to the future work program, the International Bureau suggested that,
following the session of the Assembly in SeptemBetober 2002, PCT reform should
focus on issues of two kinds. First, those proposals for reform which had already been
submitted to the Committee or the Working Group, but not yet considered in detall,
should be reviewed. Those proposals involved gadesihanges to both the Treaty
Articles and the Regulations. Second, consideration should be given to options for
revising the Treaty itself.

“136. The International Bureau offered to prepare, for the next meeting at the working
level, a document listigp all outstanding proposals, indicating whether they would
involve changes to the Regulations or the Treaty itself, as well as a document outlining
options for a possible revision of the Treaty itself. In addition, delegations should be
invited to make aw (further) proposals related to those matters.”

4. The Assembly (see document PCT/A/31/10, paragraph 44):

“(i)  took note of the report of the second session of the Committee on Reform of
the PCT contained in document PCT/R/2f@laeproduced in Annex Il to document
PCT/A/31/5;

[..]

“(iif)  unanimously approved the Committee’s recommendations concerning the
work program in connection with reform of the PCT to be undertaken between the
September 2002 and September 2003 sessiaie #ssembly, including the matters to
be considered, the convening of sessions of the Working Group and possibly the
Committee, and financial assistance to enable attendance of certain delegations, as set
out, respectively, in paragraphs 135 and 136,(4Md 140(ii) of the Committee’s
report.”

5. Pursuant to the Assembly’s decision, the Director General convened the third session of
the Working Group in Geneva from November 18 2002, and the fourth session from

May 19 t023, 2003. It was not felt necessary to convene a session of the Committee between
the September 2002 and September 2003 sessions of the Assembly.

THIRD SESSION OF THE WORKING GROUP

6. Atits third session, the Working Group codsred a number of matters as
recommended by the Committee and agreed by the Assembly (see document PCT/R/2/9,
paragraphs 49, 125, 135 ahd6, and document PCT/A/31/10, paragraphs 44(ii) and (iii)
and65). The summary by the Chair of the third session (document PCT/R/WG/3/5) is
reproduced in Annex | to this document. The summary sets out the status of the matters
discussed by the Working Group, noting the range of views expressed and areas where
agreement had been reached, and identifying what future meeled to be undertaken. The
Working Group agreed that specific proposals should be prepared, as mentioned in the
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summary, by the Secretariat and/or the delegations specified, taking into account the
discussion and conclusions reflected in the summadyatiner points of detail noted by the
Secretariat, for further consideration by the Working Group, where possible at its next
session; such proposals would in the short term involve amendment of the Regtlations
rather than revision of the Treaty (see dowent PCT/R/WG/3/5, paragraph 112; see also
paragrapl8, below).

7. The matters considered by the Working Group and the results of their consideration at
the session are outlined briefly in the followingrpgraphs.

8.  Options for a possible revision of the PCThe Working Group did not reach any
conclusions as to proceeding with specific proposals for revision of the Treaty itself but
identified a number of difficulties and issuedich would need to be addressed in the event

that a decision was made, at some time, to revise the Treaty (see document PCT/R/WG/3/5,
paragraphs 6 to 12). The Working Group agreed that proposals for consideration in the short
term would primarily be ddawith by way of amending the Regulations, but longer term
proposals involving revision of the Treaty should also be identified and draft provisions
prepared (see document PCT/R/WG/3/5, paragraph 112).

9. Restoration of the rightf priority: The Working Group agreed that a revised proposal
should be prepared by the International Bureau and agreed on an approach to addressing
certain divergent views relating, in particular, to the criteria of “due care” and
“unintentionality” (seedocument PCT/R/WG/3/5, paragraphs 13 to 27).

10. Correction and addition of priority claimsThe Working Group agreed that certain
proposed amendments of the PCT Regulations (concerning Rules12énd 80.8) should be
submittedto the Assembly for adoption at its present session (see document PCT/R/WG/3/5,
paragraph 29). However, upon further reflection, it appears that consequential substantive
amendments of other Rules are also needed. Proposed amendments @6Bigl&sand80.8

are thus not included in document PCT/A/32/4, but the International Bureau proposes to
resubmit the matter to the Working Group for further consideration.

11. Outstanding proposals for reform of the PCThe Working Group cosidered

proposals in relation to the following matters: concept of designations; nationality and
residence requirements; conform PCT requirements to the PLT; formalities review;
international filing fee; receiving office as main point of contactyisional applications;

multiple dependent claims; sequence listings; form of amendments; time limit for response
to a written opinion; electronic transmission of international search report and international
preliminary examination report; copyrigissues raised by the international search and
preliminary examination procedure; rectification of obvious errors; irregularities in the mail
service; international form for national phase entry; time limit for national phase entry; time
limit for translations for national phase; status information on national phase entry; prior art
effect and reservations under Article 64(4); alignment of the PCT with the Agreement on
TradeRelated Aspects of Intellectual Property Rights (TRIPS Agreement); ted¢hnica
assistance; international search and preliminary examination; unity of invention; greater
regionalization of international searching and preliminary examining authorities. A summary

! References in this document to “Articles” and “Rules” are to those of the Patent Cooperation

Treaty (PCT) (“the Treaty”) and the Regulations under the PCT (“the Regulations”), or to such
provisions as proposed to be amended or added, aasigencay be.
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of the results of the discussions on those matters, including fataps agreed by the
Working Group, are set out in document PCT/R/WG/3/5, paragraphs 30 to 100, 1124nd
Further consideration of certain of those matters took place at the fourth session of the
Working Group; see paragraphd to25, below.

12. Common quality framework for international search and international preliminary
examination: A summary of the Working Group’s discussions appeamddcument
PCT/R/WG/3/5, paragraphs 101 to 111 and 113; see paragraph 111, in particular, as to the
work being undertaken by the Meeting of International Authorities Under the PCT on
combined PCT International Search and Preliminary Examination Guidelirkas to the
establishment of the “virtual” task force which considered a PCT quality framefvéikither
consideration of the matter took place at the fourth session of the Working Group (see
paragrapl20, below).

FOURTH SESSION OF THE WORKING GROUP

13. Atits fourth session, the Working Group further considered some of the matters
mentioned above and also considered certain other matters. The summary by the Chair of the
fourth session (document PGRIWG/4/14) is reproduced in Annex Il to this document. The
summary sets out the status of the matters discussed by the Working Group, noting the range
of views expressed and areas where agreement had been reached, and identifying what future
work neededd be undertaken. The matters considered by the Working Group and the results
of their consideration at the session are outlined briefly in the following paragraphs.

14. Amendments adopted by the PCT Assembly in 2002: Corrigerdlaarsequential
amendmentsThe Working Group agreed that a number of proposed corrigenda and
consequential amendments, further to the amendments of the Regulations adopted by the PCT
Assembly on October 1, 2002, that are due to enter into force on Jahu2004, should be
submitted to the Assembly for adoption at its present session (see document PCT/R/WG/4/14,
paragraph$ to 15). Proposed amendments are accordingly included in document

PCT/A/32/4.

15. Annexes to the internatial preliminary examination reportThe Working Group

agreed that proposed amendments of Rule 70.16 should be submitted to the Assembly for
adoption at its present session (see document PCT/R/WG/4/14, paragraphs 16 to 18).
Proposed amendments are accogty included in document PCT/A/32/4.

16. Computation of time limitsThe Working Group agreed that proposed amendments of
Rule 80.5 should be submitted to the Assembly for adoption at its present session (see
document PCT/R/WG/44, paragraphs 19 to 22). Proposed amendments are accordingly
included in document PCT/A/32/4.

17. Proposed abolition of the handling fee and incorporation into the international filing

fee: After considerable discussion, the WargiGroup agreed that revised proposals with
regard to the amounts of the international filing fee and the handling fee should be prepared
by the International Bureau with a view to their submission to the Assembly at its present
session, the latter beingtained as a separate but reduced fee, taking into account the need to

2 The electronic forum established to enable the work of the PCT Quality Framework Task Force

is at http://www.wipo.int/pct/reform/qualityframework/en.
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generate the same level of income from fees as mentioned in documents PCT/R/WG/4/8 and
WO/PBC/6/4 (see document PC/TR/WG/4/14, paragra3® 34). Proposed amendments
are accordinglyncluded in document PCT/A/32/1.

18. Options for restoration of the right of priorityDivergent views continued to be

expressed as to the appropriate criterion for restoring the right of priority (“due care” or
“unintentionality”’). The Working Group agreed that a further revised proposal should be
prepared by the International Bureau for consideration by the Working Group at its next
session, combining certain elements of the different options discussed and taking into account
suggestions made at the session. (See document PCT/R/WG/4/14, paragraphs 35 to 44.)

19. “Missing part” requirements (changes related to the Patent Law Treaty (PLA)):
number of proposals were discussed with a view to their revisyaitie International Bureau
and further consideration by the Working Group (see document PCT/R/WG/4/14,
paragraphdg5 to 71).

20. Common quality framework for international search and preliminary examinatidre
Working Group appoved the content of the draft quality framework set out in Anhiex
document PCT/R/WG/4/12, subject to certain modifications, and agreed that the text should
be incorporated, subject to necessary redrafting, into the draft PCT International Search and
Preliminary Examination Guidelines which were under review by the Meeting of International
Authorities Under the PCT. The Working Group noted a suggestion that the quality
framework might also, when experience in its operation had been gained, be cah$idere
adoption as a WIPO standard or model for use by other Offices as well as the International
Authorities. The Working Group agreed that the mandate of the quality framework task force
(see paragraph2, above) had been dischargand that it should be considered disbanded.
(See document PCT/R/WG/4/14, paragraphs 72 to 81.)

21. Options for future development of international search and examinafidre
considerable discussion on this issue is summaiizedcument PCT/R/WG/4/14,
paragraphs 82 to 91. There was a divergence in views as to whether the Working Group
should at this stage discuss options for future development of international search and
examination as set out in document PCT/R/WG/4/7. Sdelegations expressed preliminary
views as to possibilities for future development. The Chair concluded that document
PCT/R/WG/4/7 should remain on the agenda for further discussion at a later session of the
Working Group. The International Bureau wowgplore options which might be available to
States that wished to make greater use of international search and examination, such as
through optional protocols to the Treaty, for discussion at the next session of the Working
Group. (See document PCT/R/W@E4, paragraphs 82 to 91.)

22. Declaration of the source of genetic resources and traditional knowledge in patent
applications: The Working Group considered proposals by the Delegation of Switzerland
regardingthe declaration of th source of genetic resourcasd traditional knowledge in

patent applications (see document PCT/R/WG/4/13). The considerable discussion is
summarized in document PCT/R/WG/4/14, paragraphs 92 to 96. In view of the discussion
and the divergence in viewte Delegation stated that it would appear that more time was
needed to further study the issues, and requested that the proposals contained in document
PCT/R/WG/4/13 be further discussed at the next session of the Working Group.

23. Late furnishing fee for late submission of sequence listingse Working Group agreed
that the International Bureau should prepare revised proposals taking into account the
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comments and views expressed at the session (see document PCT/R/WG/4/14pparagr
to 102).

24. Automatic indication of all designations possible under the P@Tsuggestion made
by the representative of a user organization as to a change to the request form was not
proceeded with (see document PCT/R/WIGHM paragrapi03).

25. Matters on which consideration was deferrddaving regard to the time available for
discussion during the fourth session of the Working Group, consideration of the following
matters was deferred until timext session: aspects of copyright and other rights ir non

patent literature made available by intellectual property Offices; simplified protest procedure
in case of norunity of invention; publication of translation furnished by the applicant;
internaional form for national phase entry; rectification of clear mistakes (obvious errors);
form of amendments; formalities checking under the PCT; central electronic deposit system
for nucleotide and amino acid sequence listings; divisional applicatinder the PCT;

period for performing the international search (see document PCT/R/WG/4/14,
paragraph404 and 105).

FUTURE WORK
26. Itis proposed:

(i) thattwo sessions of the Working Group should be eved between the
SeptembeR003 and September 2004 sessions of the Assembly to consider proposals for
reform of the PCT including, in particular, the matters for further consideration identified
above, on the understanding that the Committee could also beconvened during that period if
the Working Group felt it to be necessary; and

(i) that financial assistance allocated to enable certain delegations to attend the next
session of the Committee should, exceptionally, also be maalahie for those sessions of
the Working Group, subject to the availability of sufficient funds.

27. The Assembly is invited:

(i) to note the summaries by the Chair
of the third and fourth sessions of theo¥king
Group on Reform of the PCT contained in
documents PCT/R/WG/3/5 and
PCT/R/WG/4/14 and reproduced in Annexes |
and Il of this document; and

(i) to approve the proposals

concerning future work contained in
paragraph26(i) and (ii), above.

[Annex | follows]
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SUMMARY BY THE CHAIR OF THE THIRD SESSI®
OF THEWORKING GROUP ON REFORM OF HE PCT
(reproduced from documeRCT/R/WG/3/5)

INTRODUCTION

1. The session was opened by Mr. Francis Gurry, Assistant Director General, who
welcomed the delegates on behalf of the Director General.

2. Mr. Philip Thomas (WIPO) acted as Chair of the session, as agreed by the Working
Group, and Mr. Claus Matthes (WIP@gted as Secretary. The list of participants is
contained in Annex {!

3. The matters for discussion at the session were the following, as recommended by the
Committee on Reform of the Patent Cooperation Treaty (PCT) (“the Committee”) at its
second sssion held in July 2002 and agreed by the Assembly of the PCT Union (“the
Assembly”) at its 31st (18th extraordinary) session in Septer@lmtober 2002 (see the
Committee’s report in document PCT/R/2/9, paragraphs 49, 125, 135 and 136, and the
Assembly’s eport in document PCT/A/31/10, paragraphs 44(ii) and (iii) and'65):

(

(i)  restoration of the right of priority; correction and addition of priority claims;

) options for a possible revision of the PCT,;

(i)  outstanding proposals for reform of tRET;

(iv) common quality framework for international search and international preliminary
examination.

The working documents are listed in Annex |I.

4. The session’s proceedings were informal and there was no formal report. This

summary sets out thetatus of the matters discussed by the Working Group, noting the range

of views expressed and areas where agreement has been reached, and identifying what future
work needs to be undertaken. Particular interventions are in general not recorded in the
sunmmary.

EXPECTED ACCESSION O THE PCT BY EGYPT

5. The Working Group was pleased to take note of a statement by the Delegation of Egypt
that accession by Egypt to the PCT was expected in the near future.

1 [The list of participants and list of working documents are not reproduced here laiaitable
as Annexes | and Il, respectively, of document PCT/R/WG/3/5.]

! Working documents for sessions of the Assembly, the Committee and the Working Group are
available on WIPQO's Web site viattp://wwwwipo.int/pct/en/meetings
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APPROACH TO FURTHER REFORM: OPTIONS FOR REVISING EHREATY?
6. Discussions were based on documents PCT/R/WG/3/3 and 3 Add.1.

7. In considering what approach should be taken to further reform of the PCT, the

Working Group considered the questions of whether the Treaty itself should be revised and, if
so,of how a possible revision of the Treaty should be achieved. In particular, the difficulties
raised by the possible coexistence of original and revised versions of the Treaty would need to
be addressed. It was noted that the Assembly had, on the recuatien of the Committee,
requested that options for revising the Treaty be considered by the Working Group.

8. A number of delegations expressed the view that the Treaty would, at some stage, need
to be revised. However, the question of whether, anderparticularly that of when, a

revision should be undertaken would depend on what changes to the PCT system were
proposed and on the priority attached to them. If the desired changes were very extensive,
they might be better introduced by way of adoptafra new Treaty to replace the existing

one than by a revision of the existing one. Related developments in the harmonization of
formal, procedural and substantive aspects of patent law needed also to be taken into account,
notably, in the form of the Paht Law Treaty adopted in 2000, which had not yet come into
force, and the draft Substantive Patent Law Treaty presently being considered by the Standing
Committee on the Law of Patents.

9. The Working Group agreed that there was a limit to the kind @inges which could be
achieved by amending the Regulations within the boundaries of the provisions of the Treaty,
and that the way in which particular changes needed to be implemented would depend on
their nature. The approach to further reform shouldbetonstrained by a limitation to
changes achievable by way of amending the Regulations. It was generally felt that the
approach to revision of the Treaty should therefore be discussed progressively along with
particular proposals for change to the system

10. Certain delegations felt that further reform should await the development of experience
once the recently adopted changes had been implemented, particularly those relating to the
new enhanced international search and preliminary examination sy§#rar delegations,
however, expressed the desire to proceed now with further reforms aimed at meeting the
objectives agreed by the Assembly, including simplification and streamlining of procedures
and avoiding unnecessary duplication in the work carrigtoy PCT Authorities and by

national and regional Offices.

11. Asto how a revised version of the Treaty should be introduced, it was generally felt that
the difficulties which would inevitably be caused by the existence of parallel versions of the
Treat would need to be avoided or minimized. If both versions were to be in force at the
same time, great confusion would arise for applicants, third parties, Offices and member

References in this document to “Articles” and “Rules” are to those of the Patent Cooperation
Treaty (PCT) (“the Treaty”) and the Regulations under the PCT (“the Regulations”), or to such
provisions as proposed to be amendedduted, as the case may be. References to “national
laws,” “national applications,” “the national phase,” etc., include reference to regional laws,
regional applications, the regional phase, etc. References to “PLT Articles” and “PLT Rules”
are to those fthe Patent Law Treaty (PLT) and the Regulations under the PLT.
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States, both as to the right to file applications and the right to seek protetdtiche two
versions in the Contracting States bound by them.

12. A number of delegations and representatives of users thus expressed a preference for
simultaneous termination of the existing system and commencement of the new system.
However, it was ecognized that this could only be effective if sufficient time was allowed for
all countries party to the existing version of the Treaty to adhere to the revised version, and it
was inevitable that some time would be needed for this. It would be undkesitalny States

party to the existing version were not bound by the new version by the time it came into force.
In any event, transitional provisions would of course be needed to enable the continued
processing of applications that were pending at tme tof the commencement of the revised
version.

RESTORATION OF THE RIGHT OF PRIORITY
13. Discussions were based on documents PCT/R/WG/3/2 and 2 Add.1.

14. There was little support for the proposal by the International Bureau in document
PCT/R/WG/3/2 thathe criterion for restoration of the right of priority should, at the choice of
the applicant, be either “due care” or “unintentionality,” with a higher fee being payable
where the applicant chose to request the receiving Office to apply the “unintdittibna
criterion.

15. Several delegations and representatives of users emphasized the importance of enabling
restoration of the right of priority, noting that unintentional errors and unforeseen difficulties

in meeting the priority deadline were a factlié for applicants and their representatives,
notwithstanding their keen desire to respect it. Although a number of delegations expressed
the desire for a single criterion to be established in connection with the restoration of the right
of priority by receiving Offices in the international phase, there was no agreement as to what
that criterion should be.

16. A considerable number of delegations and representatives of users were of the opinion
that the criterion to be applied by receiving Offices in thiernational phase should be
“unintentionality,” stating that such an approach would be more-frg@rdly and also simpler

for receiving and designated Offices to apply, and that it would bring about more uniformity
among Offices. Several other delegat and one representative favored the adoption of the
more stringent criterion of “due care,” on the understanding that any designated Office would
be free to apply a more liberal criterion (such as “unintentionality”) to the application when it
enteredhe national phase.

17. It was noted that, under the proposal for a “due care” criterion as just outlined, where

the receiving Office refused a request for restoration, the dates for international publication

and national phase entry would expire up tomdnths later than would have been the case if

the request had been allowed. A subsequent request for restoration before a designated Office
in the national phase on the basis of “unintentionality” would be difficult to sustain since, if it
were to be abwed, the “proper” dates for international publication and national phase entry
would, in retrospect, be up to 14 months earlier than had in fact been the case. The applicant
may therefore be obliged to request early international publication and totketeational

phase early, on the basis of times calculated from the earlier priority date sought, in the mere
hope that the request for restoration would be allowed by the designated Office.
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18. The proposal by the EPO in document PCT/R/WG/3/2 Add.1 deulable the

applicant to request restoration on the ground of “unintentionality” in the national phase if a
request based on “due care” had been refused in the international phase. While some
delegations supported the proposal, it was noted that it wahlide the applicant to request
restoration during the international phase on the ground of “due care” even in cases where that
criterion was clearly not complied with, simply in order to be able to pursue the matter further

in the national phase on theayind of “unintentionality”. Some delegations and

representatives of users pointed to the desirability of enabling the applicant to place on file,
before the publication date, a statement of intention to request restoration later in the national
phase an@vidence in support of that request.

19. One delegation said that one of its user groups had suggested that a possible approach
could be to automatically retain in the international application any priority claim which was
based on an earlier applicatinth a filing date earlier than 1éhonths, but not more than 14
months, from the international filing date, leaving the possibility of restoration to be governed

by the national law and decided separately by each designated Office. Several delegations

and representatives of users expressed the concern that such an approach, while in compliance
with the requirements of the PLT, would lead to a diversity of practices among designated
Offices and require the applicant to engage in a multitude of parallebpliiares in which

essentially the same issue was at stake.

20. Several delegations suggested that guidance should be provided in the context of the
PCT as to the application of the two criteria, noting that no such guidance was provided in the
context of he provisions concerning the matter in the PLT and that little information was
available as to the present practices of the various Offices. One delegation suggested that it
would be useful to conduct a survey of present practices by sending a questdorai PCT
Offices and Authorities. That survey should seek information as to the application of the
criteria of “due care” and “unintentionality” in general, that is, not restricted to cases where
restoration of the right of priority was sought, bug@in cases, for example, of late payment

of annuities, in order to obtain guidance as to the differences between the two criteria and to
assist in the establishment of guidelines. The questionnaire should also seek information as to
the proof required.

21. Certain delegations suggested that provisions for restoration of the right of priority
should not be proceeded with until a majority of PCT Contracting States provided for such
restoration under their national law, which would be in compliance wghRRbhT. However, a
majority expressed the view that a solution to this question of principle should not be delayed,
noting that the inclusion in the Regulations of provisions dealing with restoration of the right
of priority would, in the long term and neithstanding the likelihood that a number of
Contracting States would make transitional reservations, encourage national laws to provide
for the matter in a harmonized way.

22. Several delegations expressed concern as to whether the draft provisioop@segrby

the International Bureau were compatible with the provisions of Ar8¢&(a), which

referred to the Paris Convention with regard to the conditions for, and the effect of, priority
claims, and Article 27(5), which stated that nothing in theafyeand the Regulations was
intended to be construed as prescribing anything that would limit the freedom of each
Contracting State to prescribe such substantive conditions of patentability as it desired. In the
latter connection, it was pointed out thihe inclusion of provisions in the PLT for restoration

of the right of priority suggested that the procedure was not regarded as a substantive matter
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in the context of the PLT. One delegation commented that the distinction between procedural
and substantve aspects of the proposal was unclear and should be further explored.

23. In connection with review during the national phase of a receiving Office’s decision on

a request for restoration of the right of priority, some delegations questioned whetlger ther
was a need, in proposed Rule 268(g), to distinguish between the “designated Office” on the
one hand and the “designated State” on the other, and suggested that the provision might
better refer to what was permitted or required in the national lawe @elegation suggested

that designated Offices should be able to review any decision by the receiving Office on the
grounds that it was erroneous. Doubt was expressed by another delegation as to how far the
Regulations could restrict the circumstancewirich a decision of the receiving Office could

be reviewed by a court in the national phase.

24. One delegation suggested that a provision similar to proposed Rbige3&) should be
included to enable receiving Offices, as well as designated Officesake transitional
reservations in relation to proposed Ruldi3(a) to (j).

25. Inthe light of the discussions, the Working Group agreed that:

(i) the proposal to leave the choice of criterion to the applicant, as proposed in
document PCT/R/WG/3/ was not supported;

(i) there was no general agreement as to which of the two criteria for restoration
provided for in the PLT, namely “due care” or “unintentionality,” should apply in the case of
determinations by a receiving Office;

(i) it would be preferable to continue to seek a solution under which a decision of the
receiving Office to restore the right of priority would be given proper effect by designated
Offices, rather than to leave the matter to be determined separately by each de<@jfiaéed
under a variety of national laws;

(iv) it was necessary to ensure that any provision concerning restoration of the right of
priority was compatible with Articles 8 and 27(5), although it was noted that, under the PLT,
the restoration of the rigtdf priority was not considered to be a matter of substance;

(v) practical problems and confusion would arise if receiving Offices were obliged to
apply one criterion as a receiving Office and a different criterion as a designated Office or
national Offce;

(vi) whatever solution, if any, were to be found, there would be a need for guidance,
preferably in the PCT Receiving Office Guidelines, on the practice to be followed.

26. It was agreed that the International Bureau should prepare a revised propssanting
three options for further consideration by the Working Group providing, respectively, for the
criterion of “due care,” for the criterion of “unintentionality,” and for the automatic retention
of the priority date for the purposes of the intational phase, leaving the question whether its
restoration was allowable to the national phase. The revised proposal would also provide,
under any of those options, for an indication of the intention to request restoration and for
supporting evidence tbe filed in the international phase and to be included in the
international publication.
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27. Itwas also agreed that the International Bureau should send a questionnaire to all PCT
Offices and Authorities requesting information as to the application df suteria under the
various national laws and practices.

CORRECTION AND ADDITION OF PRIORITY CLAIMS
28. Discussions were based on document PCT/R/WG/3/2.

29. The Working Group approved the proposed amendments of Flls1 and the
proposed additionfaiew Rule 80.8, to the extent that the latter dealt with the correction and
addition of a priority claim under Rul26bis1, with a view to their possible submission to the
Assembly for adoption at its next session in Septertbetober 2003.

OUTSTANDING PROPOSALS FOR REFORM OF THE PCT
Concept of Designations

30. Discussions were based on document PCT/R/WG/3/1, Annex Il, item 1 (eliminate
concept of designations).

31. Itwas agreed that, since the Assembly had now adopted amendments to the Regulations
that in effect abolished the procedure for making specific designations, there was no need for
further action on the matter in the short term, but that the International Bureau should prepare
draft revised provisions of the Treaty, eliminating referencedgsignations, for consideration

in the long term.

Nationality and Residence Requirements

32. Discussions were based on document PCT/R/WG/3/1, Annex Il, item 2 (eliminate
nationality and residence requirements).

33. It was noted that the concept of natadity and residence requirements had been already
considered at the first session of the Committee, which had recommended that this matter not
be referred to the Working Group for consideration.

34. Although there was still some support for eliminatihg ttconcept, at least in the long

term, the Working Group agreed that an international application should not be allowed to
proceed if the applicant did not comply with the nationality and residence requirements.
However, it was agreed that a more limitgaestion should be considered further by the
Working Group, namely, whether an international application filed by an applicant who did

not comply with those requirements should be accorded an international filing date, the defect
being correctable, and théne International Bureau should present a draft proposal

accordingly.

Conform PCT Requirements to the PLT
35. Discussions were based on document PCT/R/WG/3/1, Annex Il, items 3 (conform PCT

filing date requirements to PLT), 4 (conform PCT missing figpe requirement to PLT) and
29 (combine PLT and PCT into a single agreement).



PCT/A/I32/2
Annex |, pager

36. Itwas recalled that, for conformity with certain provisions of the PLT, the Assembly

had already adopted provisions for reinstatement of rights after failure to perferacth
necessary for entry into the national phase (see document PCT/A/31/10, paragraph 45(i)) and
the Working Group was still considering a proposal for restoration of the right of priority (see
paragraphs 13 to 27, above). It was also noted that themsly had already agreed with the
view of the Committee that the language requirements for obtaining an international filing
date were compatible with the PLT (see document PCT/A/31/10, paragraph 44(ii)). In
addition, it was recalled that the requireméntthe presence of claims as a filing date
requirement under the PCT had raised a question of conformity with the PLT (see document
PCT/R/WG/1/9, paragraphs 25 and 26).

37. The Working Group agreed that, as a matter of principle, the PCT should, &s far a
possible, be brought into conformity with the PLT. Although one delegation considered that
this should be done as a matter of priority, other delegations were of the view that, in order to
minimize inconsistencies between national and internationakgoes, the matter should not

be proceeded with until more States had adhered to the PLT.

38. One delegation noted that although proposals to conform filing missingygeet
requirements with those of PLT had been presented to the Working Group atian ear
session, those proposals had not been fully considered owing to lack of time. It was agreed
that the International Bureau should resubmit the proposals for further consideration.

39. One delegation suggested that revision of the PCT should be lookedht from a
fundamental viewpoint. An important objective should be to establish a new treaty that
applied to both national and international applications and that incorporated the PLT and the
future SPLT. Another delegation emphasized that, at the 3&tie$Sof Meetings of the
Assemblies of the Member States of WIPO in Septerteiober 2002, the Director General

had reiterated his commitment that the Secretariat would arrange a study of the impact of the
patent system on developing countries, and nttatthe results of that study would need to

be taken into account in drafting such a new treaty.

40. Itwas agreed that, as part of its longer term work, the International Bureau should
consider the amendments to the PCT Articles that would be needethieve greater
conformity with the PLT.

Formalities Review

41. Discussions were based on document PCT/R/WG/3/1, Annex |, item 1 (reduce or
eliminate formalities review).

42. Several delegations expressed the view that procedures relating to the ghackin
formalities by both the receiving Offices and the International Bureau should be reviewed so
as to avoid unnecessary duplication of work and further streamline procedures. This would
require consideration of many current processes, but would beylarty relevant to

procedures relating to international applications filed and processed, in the future, in
electronic form.

43. It was agreed that the International Bureau should work with interested delegations and
representatives of users, using ti@TPreform electronic forum, to identify:
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() formalities checking processes that were carried out by both receiving Offices and
the International Bureau, with a view to proposing changes to the Administrative Instructions
and the PCT Receiving Office Gielines to do away with any unnecessary duplication;

(i) simplifications in the formalities review that could be progressively implemented
together with the planned implementation of electronic filing and processing of international
applications undeihe PCT.

International Filing Fee

44. Discussions were based on document PCT/R/WG/3/1, Annex |, items 15 (eliminate fee
for each page in excess of 30 sheets) and l-a¢sess fees).

45. It was recalled that, following the amendments of the Regulatidopted by the

Assembly in October 2002 and the introduction of the “flat” international filing fee, which
would come into effect on January 1, 2004, a process to determine the amount of that fee had
already started. As part of that process, the struaitifees payable for the benefit of the
International Bureau would be reviewed, including the need for a separate handling fee under
Chapter II. (See document PCT/A/31/10, paragraphs 50 and 51.) With regard to the fee for
each page in excess of 30 sheétgjas intended to review that fee at a later date, once
electronic processing of international applications filed in electronic form was more fully
implemented. In response to a concern expressed by the Delegation of Japan that elimination
of the fee f@ each page in excess of 30 sheets might increase the filing of unnecessarily long
international applications, the International Bureau observed that the need for an extra fee in
respect of “megdapplications might be considered (see also paragraph $%@&yheln the

light of these comments, the Working Group agreed that any further consideration by it of the
matter should await the implementation of more fully electronic processing of international
applications.

Receiving Office as Main Point of Contact

46. Discussions were based on document PCT/R/WG/3/1, Annex |, item 14 (payment of
Chapter Il fees directly with receiving Offices) and Annex Il, item 25 (change addressee to
which particular documents have to be sent).

47. One delegation suggested thatprder to make the PCT more user friendly, an
applicant who so wished should be permitted to pay fees under Chapter Il to the receiving
Office instead of to the International Preliminary Examining Authority, and to permit the
submission to the receivir@ffice of all documents that are required in the international
phase. Another delegation referred to the desirability of having a consistent approach as to
where documents could be filed. However, other delegations, while recognizing certain
advantagefor applicants, pointed to the problem of prescribing the amounts and currencies
of the Chapter Il fees payable to receiving Offices for the benefit of the International
Preliminary Examining Authority, and to the extra workload involved in transmitting te
documents concerned from receiving Offices to the relevant International Authority or the
International Bureau, as well as the delays which would be likely to result from such a
system. It was also noted that, in the future, with the greater implenamtztelectronic

filing systems, it would become easier for applicants to submit documents directly to
International Authorities and the International Bureau.
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48. In the light of these comments, the Working Group noted the proposals and decided that
the matter should be reconsidered at a later stage in the light of further experience gained with
electronic filing and processing of international applications.

Divisional Applications

49. Discussions were based on document PCT/R/WG/3/1, Annex Il, itéatidav for
divisional applications to be filed under the PCT).

50. Several delegations supported the proposal that further consideration should be given to
providing under the PCT for the filing of international applications as divisional applications

of earlier international applications, with a view to taking the greatest possible advantage of
the centralized processing offered by the international phase, particularly in cases where there
had been a finding of lack of unity of invention. However, whtere was no objection in

principle to such a possibility, it was recalled that problems had been identified when such a
proposal had been made in the past, in particular with regard to the added complexity
involved, to the difficulty in according an inteational filing date in accordance with both

Article 11 and the Paris Convention, and to the need for compliance with time limits for
international search and international preliminary examination.

51. Itwas agreed that the International Bureau, in coapen with the Delegation of the
Netherlands, should further consider the matter and that any proposal which emerged would
be considered by the Working Group at a future session.

Multiple Dependent Claims

52. The Representative of the EPO proposed teathRules$.4(a) and 66.2(a), noting that

the treatment in these Rules of “multiple dependent claims,” and of multiple dependent claims
depending on other multiple dependent claims, was unnecessarily complicated and might
usefully be simplified. It was aged that the EPO should submit a written proposal for
consideration by the Working Group.

Sequence Listings

53. Discussions were based on document PCT/R/WG/3/1, Annex I, item 5 (eliminate
invitation for missing sequence listings).

54. The Representatévof the EPO reported that about 50% of international applications
containing disclosure of nucleotide and/or amino acid sequences were not accompanied by a
sequence listing in computer readable form complying with the prescribed sequence listing
standardand this made it impossible for the International Searching Authority to carry out a
meaningful international search. The issuance of invitations under Rtde 1(&)(ii) to

furnish missing sequence listings or to correct defective listings was a bardiae Office,
particularly as in some cases several invitations were necessary. The Representative therefore
proposed that International Searching Authorities should no longer be obliged to issue
invitations under that Rule, and suggested that thereldhm@uno obligation to search the
international application if a sequence listing complying with the standard was not provided
on the filing date or, if possible, the late filing of such sequence listing should result in the
according of a later internatioal filing date, similar to the case of late furnished drawings.
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55. Several delegations and representatives of users opposed the proposals on the basis that
applicants should continue to have the right to correct the formal defect of a missing-or non
conpliant sequence listing in computer readable form by furnishing such listing upon

invitation by the Authority. It was noted that Rulet&B1(a)(ii) and (e) did not oblige the

Authority to invite the applicant who had not done so to furnish a sequericglia

computer readable form complying with the required standard. However, if the Authority did
not issue such invitation, it would have to carry out a full international search on the basis of

the sequence listing that had been furnished (see Ride. 1&) and(e)).

56. With regard to the proposal to move the international filing date to the date on which a
sequence listing in computer readable form complying with the standard was received by the
Authority, noting that the purpose of the sequensgrig in computer readable form was

merely to allow the Authority to perform a meaningful search but not to disclose the
invention, several delegations questioned whether the proposal was consistent with the filing
date requirements of either the PCT oe fALT. It was noted that, for the purposes of
disclosure, a sequence listing part had to be included in the description of the international
application itself, and that Rule 20.2 already covered cases where sheets pertaining to that
sequence listing padf the description were received after the international filing date.

57. Inview of these objections and comments, the Working Group agreed not to proceed
with the proposal. However, recognizing that it was desirable that sequence listings
complying wih the prescribed standard should be furnished together with the international
application so as not to delay the start of the international search, it was agreed that the
International Bureau should prepare a proposal which would permit Authoritiesumedhe
payment of a late furnishing fee where an invitation had to be issued under Ruléel (i@

or (e).

58. The Working Group also agreed that, in order to facilitate the processing of sequence
listings for the purposes of the international ahd hational phase of the PCT procedure, the
International Bureau should further investigate the possibility of establishing a central
electronic deposit system for such listings. Under such a system, similar in certain ways to
the system for the deposit biological material with a depositary institution, a reference to
deposited sequence listings would replace the need to include such listing in the description
and to furnish such listings, in computer readable form, to Authorities and designated Offices

Form of Amendments

59. The Representative of the EPO proposed that Rule 66.8(a) be amended to require the
applicant to indicate the basis in the description for amendments rather than merely pointing
out the difference from the sheets which had begtaced, which would make the process of
examination of the amendments significantly easier. Furthermore, the representative
proposed to amend Rule 66.8(b) so as to require the inclusion of sheets whose contents had
been cancelled. This would render itnetessary to specify the cancelled sheets in the
international preliminary examination report under Rule 70.11, thus simplifying the
production of reports. It was agreed that the EPO should submit a written proposal for
consideration by the Working Group.

Time Limit for Response to a Written Opinion

60. The Delegation of Australia proposed that R6&2(d) be amended so as to give
International Preliminary Examining Authorities more discretion in fixing the time limit for
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response to a written opinion. It was agreed that the Delegation of Australia should submit a
written proposal for consideration by the Working Group.

Electronic Transmission of International Search Report and International Preliminary
Examination Report

61. Discussions were based document PCT/R/WG/3/1, Annex |, item 18 (allow for
electronic transmission of search/examination results).

62. The Working Group noted that it would be premature to make detailed proposals for the
electronic transmission of search and examination resuéidvance of the implementation of
electronic processing of international applications.

Copyright Issues Raised by the International Search and Preliminary Examination Procedure

63. Two delegations observed that the making and sending, by the Interae8earching
Authority, of copies of documents cited in the international search report, as provided by
Article 20(3) and Rule 44.3, could involve copyright infringement, in particular where it
involved nonpatent literature and the first digitization of a document. The International
Bureau observed that the library community may also experience similar problems. It was
agreed that the International Bureau, in cooperation with the Delegation of Canada and other
Authorities, should study the matter witwview to having the matter considered by the
appropriate body or bodies within WIPO.

Rectification of Obvious Errors

64. The Representative of the EPO proposed that Rlil&(b) be amended so as to refer to

a “person skilled in the art” rather than “amye” when determining whether a rectification

offered by the applicant was “obvious” under RAk.1(b). Several delegations supported the
proposal and also expressed the view that, in general, Rule 91 was unnecessarily strict. It was
agreed that the EP@nd the International Bureau should work together to review Rule 91 and

to submit a written proposal for consideration by the Working Group.

Irregularities in the Mail Service

65. The Representative of the EPO proposed that RulE3 and/or 82 be amead so as to
clarify that Article 48(1) would also apply to the 12 months priority period where the
international application was received outside that period because of interruption in the mail
service or unavoidable loss or delay in the mail. Severagiglons supported the proposal

and suggested that Rule 82, in particular Rule 82.2, should be reviewed more generally, with
the aim of broadening its scope and adapting it better to the introduction of electronic filing of
international applications. Moreover, related changes were proposed to be made&0.Bule

S0 as to take into account the fact that, in particular in geographically large countries, an
Office may have different branch Offices in different parts of the country in different time
zones ad with different local holidays.

66. Itwas agreed that the Representative of the EPO and the Delegations of Australia,
Canada and the United Kingdom, which had proposed further Rule changes along the lines
just mentioned, should present written propssal consideration by the Working Group.
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International Form for National Phase Entry

67. Discussions were based on document PCT/R/WG/3/1, Annex |, item 11 (introduce
international forms for national phase entry).

68. Several delegations and represents of users supported the introduction of a
standardized international form for entry into the national phase, including standard texts of
declarations similar to those provided for in the case of the request form under Rule 4.17, on
the understanding #t the use of such a form by applicants would be optional and not a
requirement for a valid national phase entry. The Working Group agreed that the
International Bureau should prepare such a proposal.

Time Limit for National Phase Entry

69. Discussionsvere based on document PCT/R/WG/3/1, Annex Il, item 19 (accommodate
further deferral of national phase entry).

70. One delegation proposed that, in order to provide extra flexibility for applicants, the
Treaty should be amended to provide for deferraheftime limit for entry into the national

phase. While the proposal found some interest, it was opposed by a number of delegations on
the grounds that it would increase uncertainty and thus upset the balance of interest between
applicants and third pags. In addition, it was noted that the present provisions already
permitted a Contracting State to provide for one or more such deferrals and that several States
already did so. It was therefore agreed that the proposal should not be proceeded wsth at th
stage.

Time Limit for Translations for National Phase

71. Discussions were based on document PCT/R/WG/3/1, Annex I, item 21 (defer time
limits for submission of translations).

72. Several delegations and representatives of users stated that it beodésirable to

permit applicants a further period of time, after the expiration of the period within which they
must enter the national phase, for the filing of any required translation of the international
application. At present, applicants had toidecwhether to enter the national phase in States
for which a translation was required significantly earlier than with regard to States where no
such translation was required. Making more time available for furnishing of translations
would also help to improve the quality of translations, to the benefit of Offices and third
parties. It was noted that such extension was already granted by many designated Offices
under their national laws in accordance with Article 22(3). On the other hand, some national
laws presently did not allow for such extensions.

73. It was agreed that the matter should be considered further by the Working Group and
that the International Bureau should present a draft proposal accordingly.

74. Concern was expressed by some delegatihat, since the 3Month time limit under

Articles 22 and 39 applied to several acts which may need to be performed by the applicant in
order to enter the national phase, it might not be permissible to modify, under Article 47(2),
that time limit in respect of only one of those acts, and suggested that revision of Articles 22
and 39 may be needed.
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75. Itwas agreed that the proposals to be prepared by the International Bureau should, if
possible, include alternative implementations by way of possibleraiments of the
Regulations and a possible modification of the time limits under Artigizand 39, and a
solution for the long term by way of revision of Articles 22 and 39.

Status Information on National Phase Entry

76. Discussions were based on dawent PCT/R/WG/3/1, Annex |, item 12 (make available
to third parties, from a central source, “status information” on whether and where
international applications have entered the national phase).

77. Noting that this matter was being dealt with in the t@xt of the Standing Committee
on Information Technologies (SCIT), the Working Group agreed that progress in the SCIT
discussions should be followed.

Prior Art Effect; Reservations Under Article 64(4)

78. Discussions were based on document PCT/R/WGAbex Il, item 28 (delete
Article 64(4)).

79. Several delegations and representatives of users expressed the view that deletion of
Article 64(4) would be of great benefit for applicants since it would put all international
applications on an equal foogrwith regard to their prior art effect, of particular importance
following the recent adoption of the overhaul of the designation system, under which all
Contracting States will, generally, be designated in all international applications.

80. The Delegabn of the United States of America stated that it could not support the
proposal to delete Article 64(4) and expressed the view that the matter could not be discussed
in isolation from other prior art related issues currently under discussion in otlzeirior

particular, the Standing Committee on the Law of Patents (SCP). The Delegation suggested
that the SCP rather than the Working Group would be the appropriate forum to discuss this
matter which, in its view, was of a substantive nature.

81. The Working Group agreed that further consideration of this matter, while it would be
within the competence of the Working Group, should be deferred until progress had been
made in discussions of prior art issues by the SCP. The possible revision of Article &4 was
any event a long term matter. It was noted that consideration of the question of prior art
effect, so far as the PCT was concerned, would also necessitate a review of the scope of and
interaction between Articles 11(3) and 27(5) with Article 64(4)] anhthe practices followed

by certain Offices in this regard.

82. As arelated matter, the Working Group agreed that the International Bureau should
look into the possibility of amending Rule 48 so as to provide for the electronic publication by
the Intenational Bureau of translations, furnished by the applicant, of the international
application.

Alignment of PCT with the TRIPS Agreement

83. Discussions were based on document PCT/R/WG/3/1, Annex Il, item 26 (align the PCT
with the TRIPS agreement).
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84. The Working Group agreed that the matter should not be included in the work program
of the Working Group at this stage but should be further considered in the longer term context
of a possible revision of the Treaty itself.

Technical Assistance

85. Discussions were based on document PCT/R/WG/3/1, Annex |, item zhé@rgize
technical assistance).

86. The Working Group agreed that technical assistance, as envisaged by Article 51, should
be provided to assist smaller Offices in respect of changesitegures and practices,

including the enhanced international search and preliminary examination procedure adopted
by the Assembly, and to facilitate better use of international search and preliminary
examination reports in the States concerned. The Wgri&roup noted with satisfaction the
confirmation by the International Bureau that this was a matter of high priority within

WIPQO'’s cooperation for development program.

International Search and Preliminary Examination

87. Discussions were based on docute@T/R/WG/3/1, Annex |, item 7 (oblige applicant
to file the demand together with the request), and Annex I, items 5 (eliminate distinction
between national/international application), 8 and 13 (allow for multiple international
searches and internationakeliminary examinations), 9 and 15 (combine international search
and international preliminary examination), 11 (make optimal use of the available ISAs
(create “virtual ISA”), 14 (eliminate the concept of demands), 16 (review confidential nature
of the IPER), 17 (allow for the filing of the demand together with the request) and 34
(positive examination results in certain PCT Authorities binding to certain Contracting
States). See also the discussion of a common quality framework for international @edrch
preliminary examination at paragraphs 101 to 111, below.

88. Some delegations and one representative expressed the view that it would be preferable
to study the impact of the new enhanced international search and preliminary examination
system on theverall PCT system and, in particular, on the use by applicants of the
international preliminary examination procedure, before looking further into a possible

merger of international search and international preliminary examination. One delegation felt
that it would be preferable to avoid further enhancements of the international search and
preliminary examination procedure in the international phase, leaving outstanding matters for
resolution in the national phase.

89. A majority of delegations and repentatives, however, were of the opinion that the
Working Group’s future work should include investigation of the possibility of further
integrating the international search and international preliminary examination procedures with
the aim of further stregthening the international phase, thus reducing the need for duplication
of work by designated Offices during the national phase and providing a more useful and final
result of the international phase for use by designated Offices.

90. Noting that the ra¢ and the use of international search and preliminary examination,

and of the resulting products (international search report and international preliminary
examination report), had changed over time and would continue to change in the near future,
in particular following the recent adoption of the enhanced international search and
preliminary examination system, several delegations and representatives of users expressed
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the view that a bold and fresh look should be taken at the overall approach to irdeahati
search and preliminary examination, including possibilities of providing for additional
services such as supplementary searches orupdsearches (towards the end of the
international phase), “further international processing” upon request bygleant, and
international preliminary examination upon request by third parties. Several delegations also
suggested a greater accommodation in the PCT procedure of the possibility for an Office to
simultaneously process a national application filed wi#nd a corresponding international
application in respect of which it carried out international search and preliminary
examination.

91. Several delegations, including some representing smalleeramining designated
Offices in developing countries, stressed the need to further strengthen the international
phase, in particular following the recent adoption of an enhanced international search and
preliminary examination system, so as to ensure that designated Offices, and particularly
smaller ones, wodlderive greater benefits from the results of the international phase.

92. Several delegations and representatives of users stressed the need, should the overall
approach to international search and international preliminary examination be changed, to
mantain a sufficiently flexible system which would allow the user to choose between

different options and to maintain, in particular, a system which would allow the user to chose
to receive the international search report before international publicatitwe afiternational
application concerned and before having to decide, with the incurring of further costs,
whether or not to request international preliminary examination and whether or not to proceed
into the national phase.

93. The Delegation of Mexicoxpressed its concern that some of the proposals for possible
future development that had been discussed in this session were not covered by the mandate
given to the Working Group by the Assembly on the Committee’s recommendation, some
were new proposals drothers were matters that the Committee had recommended, at its first
session, not to be referred to the Working Group. After some discussion about the decision of
the Assembly in Septemb€ctober 2002, the Delegation stated that, in the interests of
flexibility and so as to make progress on the issues at hand, it did not wish to delay discussion
of those matters by the Working Group, but reserved its position as to the possibility of later
drawing the Committee’s attention to the matter.

94. The Workig Group agreed that the Secretariat should prepare for consideration at its
next session an options paper on possible future development of the international search and
preliminary examination system, including options whereby designated Offices, patyicula
smaller designated Offices, could derive greater benefit from the results of the international
phase.

Unity of Invention

95. Discussions were based on document PCT/R/WG/3/1, Annex I, items 4 (simplify the
non-unity procedure before the ISA) and 1@nfplify the nonunity procedure before the
IPEA), and Annex Il, items 10 and 18 (eliminate unity of invention procedure).

96. Certain delegations proposed the abolition of the protest system before International
Searching Authorities under Rule 40 andaimtational Preliminary Examining Authorities

under Rule 68, with a view to reducing the workload of the Authorities. The majority of
delegations and representatives of users, while recognizing that the procedures under Rules 40
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and 68 were cumbersome, aged the proposal to eliminate the protest procedure altogether
on the grounds that it would remove the applicant’s right to challenge a finding efinioy

of invention by an Authority, thus increasing the burden on applicants and designated Offices
in the national phase and resulting in incomplete searches and examinations of a greater
number of international applications. It was suggested that the problem afmtnin

excessively complex or “megapplications would be better dealt with by other reeges

such as by introducing an additional fee based on the number of claims present in the
application.

97. The Working Group agreed that the International Bureau should prepare a proposal for
simplifying the protest procedure under Rules 40 and 68:ak also agreed that, in order to
discover more information about the experience of Authorities regarding this issue, the
International Bureau should send out a questionnaire asking them to indicate how many
invitations they issued per year under Rul@sand 68, how many additional fees were paid
under protest, and how many of the invitations were in respect of applications containing
claims to more than, say, 10 inventions.

Greater Regionalization of International Searching and Preliminary ExaminingdXitits

98. Discussions were based on document PCT/R/WGAbex|, items17 (regionalize
current International Searching and Preliminary Examining Authorities) and 19 (create Latin
American and Caribbean Patent Office and give status of ISA/IPEA).

99. Two delegations reported that the feasibility of establishing a Latin American and
Caribbean Patent Office was still being studied. The creation of such an Office would
encourage innovation and obtaining patent rights in the region, but there werel@ossib
difficulties involved, including the need to cater for a multiplicity of languages.

100. The Working Group agreed that, since the objectives of uniformity of standards and
greater exploitation of the results of work undertaken in other Offices were tmldressed in

the context of revised PCT International Search and Preliminary Examination Guidelines and
the program for sustained quality and efficiency discussed in paragi&ih® 111, below,

there was no need at present to pursue proposals falegregionalization of Authorities. It

was observed that it might not be possible to establish an International Searching and
Preliminary Examining Authority in every region. One delegation noted that there appeared
to be no present moves in the directiof establishing “a single International Searching
Authority” as contemplated by Articl&6(2), but it was agreed that the International Bureau
need not prepare a draft proposal for revision of that Article.

COMMON QUALITY FRAMEWORK FOR INTERNATIONAL SEARCH AND
PRELIMINARY EXAMINATION

101. Discussions were based on document PCT/R/WG/3/4 containing proposals by the
Delegation of the United Kingdom for “a program for sustained quality and efficiency.”

102. The Delegation introduced its proposal, statingtta common quality framework was
now essential because of workload problems, which were stretching the resources of even
mediumsized Offices, such as that of the United Kingdom. Offices were, unfortunately, still
reluctant to rely on work done by oth@ffices, because of a lack of confidence. An agreed
mechanism underpinning the quality of work performed by Offices would help examining
Offices to trust work done elsewhere and would reduce costs and difficulties for applicants.
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Furthermore, it would ige nonexamining Offices, which had no choice but to make use of
the work of other Offices, more confidence in the effectiveness of the system. The Delegation
suggested that such a mechanism would require three parts:

() adefinition of what the workequired (setting of search and examination
standards);

(i) a set of standards for management of an Office, which ensured that the staff
performing the work were properly trained and had the necessary support to do the job,
together with a quality asse&ment mechanism, such as procedures for internal review and
customer feedback, to ensure it;

(i) a validation mechanism, which checked and demonstrated to others that the first
two parts were being done properly; this might include a system with srseed jointly by
the Authorities.

103. The Delegation of the United Kingdom further offered to coordinate work aimed at
developing a program for sustained quality and efficiency as it had suggested.

104. There was general agreement that the quality rimational search and preliminary
examination was fundamental to the functioning and the success of the PCT system, though it
was pointed out that Offices could not be obliged to make use of a quality framework;
participation could only be voluntary. €he was also general agreement that combined PCT
International Search and Preliminary Examination Guidelines would be the best place in
which to define the necessary international search and preliminary examination standards and
that the existing Guidelireeshould be modified accordingly to contain such standards. The
Working Group noted that such work had already been commenced by the International
Bureau and Authorities with a view to consideration of draft proposals by the Meeting of
International Authdties at its next session to be held in Febru29g3.

105. While some delegations indicated that their views were preliminary, pending further
consultation and consideration, it was apparent that there were differences on what should be
done to ensuréhaat a uniformly high quality of work was achieved. There was support by

many delegations for an approach such as that outlined in document PCT/R/WG/3/4,

including some form of external validation mechanism. Those delegations generally felt that
an open gstem would provide benefits both to Offices and to applicants. One delegation
suggested that a system based on ISO 9000 might be used. Some delegations suggested that
Rules 36 and 63 might be amended to include the requirements of whatever form tf quali
system might be agreed.

106. Other delegations, however, expressed doubts about the idea of an external review panel
assessing the work of the Authorities and suggested instead that internal validation
mechanisms should be relied on. With regard tp proposed external review panel, there

were questions as to whether it was appropriate, as to its composition and methods of review,
as to how its results should be used and reported, and as to what sanctions should be available
in the event that adversefindings were made about the work of an Authority. It was stressed
that the Authorities were aware of the need for quality in their own work and of the needs of

the applicants and designated and elected Offices.

107. Some delegations and representativiegsers also suggested that user choice was an
important part of the solution: if all Authorities had universal competence, then users could
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decide for themselves where the best service was available. It was, however, noted that many
applicants at presg did not have such a choice as to the Authorities they wished to use.

108. Several delegations representing smaller andexamining Offices stressed the

particular importance of the quality of international searches and international preliminary
examnations, since they often relied solely on these in decisions as to whether or not to grant
rights. For the same reason, those delegations expressed their hope that, following the
introduction of the enhanced international search and preliminary exaomrsgtstem, the use

of the international preliminary examination procedure under Chapter Il would not be allowed
to “fade” since they did not have the capacity to do examination work which had not been
completed in the international phase.

109. Several dedgations and representatives of users stressed the importance to applicants of
having the results of the international search in sufficient time to decide whether to withdraw
the international application and whether to enter the national phase.

110. Othe comments and suggestions included that:

() acommon central database containing the entire PCT minimum documentation
and accessible by all Authorities would help to ensure consistency;

(i)  mechanisms could usefully be provided for feedback fronigiesed and elected
Offices, as well as from applicants and their representatives who received searches carried out
by different Offices on applications from the same patent family;

(i) it may be useful for the International Bureau to arrange meetingeminars at
which Offices could exchange experiences in quality control;

(iv) an extensive examiner exchange program would encourage the development of
consistent standards and practices;

(v) “top-up” searches might be introduced into the PCT systeroviding for an
additional search, late in the international phase, for potentially relevant material which had
not yet been included in the relevant search databases at the time of the main international
search;

(vi) inrelation to the reference tinventive concept(s)” in the suggested quality
criteria in the Appendix, the search could consider the limitations of every claim, rather than a
general inventive concept;

(vii) users would benefit from having a single search of a quality that couldliesl
on, without having to pay several Offices to obtain separate searches from each;

(viii)  the definition and monitoring of quality may be a matter to be dealt with in the
agreements between the International Bureau and the various Authorities.

111. The Working Group agreed that work in this area should continue along the following
two paths:

(@) The standards to which PCT search and examination should conform should be
established in the PCT International Search and Preliminary Examination @GesleNVork



PCT/A/I32/2
Annex |, pagel9

should continue on revision of those Guidelines, which would be needed by January 1, 2004,
when the recently adopted enhanced international search and preliminary examination system
came into effect.

(b) A ‘*virtual” task force should be estabhed to consider which of the other points
noted above, or in document PCT/R/WG/3/4, should be taken forward and how. The
International Bureau would set up a page on its Web site, open to registration by any State or
organization represented in the WargiGroup, with an electronic forum and mailing list to
facilitate discussion. The work of the task force would be coordinated by the United
Kingdom. The results of the work of the task force would be reported to the Working Group
and to the Meeting of liernational Authorities, the first such report being requested by the
end of April 2003.

FUTURE WORK

112. The Working Group agreed that specific proposals would be prepared, as mentioned
above, by the Secretariat and/or the delegations specified, takogccount the discussion

and conclusions reflected in this summary and other points of detail noted by the Secretariat,
for further consideration by the Working Group, where possible at its next session. Proposals
for consideration in the short term wial primarily be dealt with by way of amending the
Regulations, but longer term proposals involving revision of the Treaty should also be
identified and draft provisions prepared.

113. The Working Group also agreed that further work would be undertakeéheogquestion
of a common quality framework for international search and preliminary examination as
outlined in paragraph 111.

114. The Working Group further agreed that the Secretariat would prepare an options paper
on possible future development of timernational search and preliminary examination
system, including options for a system whereby designated Offices, particularly smaller
designated Offices, could derive greater benefit from the results of the international phase.
Working papers would, wére appropriate, be made available on the PCT reform electronic
forum for comment and discussion prior to the next session.

NEXT SESSION

115. The International Bureau indicated that the fourth session of the Working Group was
tentatively scheduled for Mal9 to 24, 2003.

116. This Working Group noted the contents
of this summary by the Chair.

[Annex Il follows]
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SUMMARY BY THE CHAIR OF THE FOURTH SES®N
OF THE WORKING GROUFRON REFORM OF THE PC
(reproduced from documeRICT/R/WG/4/14)

INTRODUCTION

1.  Mr. Francis Gurry, Assistant Director General, on behalf of the Director General,
opened the session and welcomed the participants.

2. As agreed by the Working Group, Mr. Philip Thomas (WIPQO) acted as Chair of the
session except for the discussionkatiag to the handling fee (see paragraphs 23 to 33, below)
which were chaired by Mr. Francis Gurry (WIPO). Mr. Claus Matthes (WIPO) acted as
Secretary. The list of participants is contained in the Anflex.

3. The session’s proceedings were informal aerefore, there was no formal report.

This summary, prepared under the responsibility of the Chair, sets out the status of the matters
discussed by the Working Group, noting the range of views expressed and areas where
agreement has been reached, ieahtifying what future work needs to be undertaken.

4. The Secretariat explained that it regretted the late issuance of working documents in
French and assured the Working Group that it was making efforts to avoid similar problems
in the future.

AMENDMENTS ADOPTED BY THE PCT ASSEMBLY IN 2002: CORRIGENDA AND
CONSEQUENTIAL AMENDMENTS

5. Discussions were based on documents PCT/R/WG/4/4 (Annex V), 4 Add.3
and4 Add.5.

Proposed Amendments of the Regulations

6. The proposed amendments of the Regulatgetout in Annex V to document
PCT/R/WG/4/4 and in the Annexes to documents PCT/R/WG/4/4 Add.3 &t were
approved by the Working Group with a view to their submission to the Assembly of the PCT
Union (“the Assembly”) in September 2003, subject te tomments and clarifications

appearing in the following paragraphs and to possible further drafting changes to be made by
the International Bureau.

y [The list of participants is not reproduced here but is available as the Annex to document
PCT/R/IWG/4/14.]

The working documents for the session are available on WIPO'’s Website via
http://www.wipo.int/pct/en/meetings.

References in this document to “Articles” and “Rules” are to those of the Patent Cooperation
Treaty (PCT) (“the Treaty”) and the Regulations under the PCT (“the Regulations”), or to such
provisions as proposed to be ameddr added, as the case may be. References to “national
laws,” “national applications,” “the national phase,” etc., include reference to regional laws,
regional applications, the regional phase, etc. References to “PLT Articles” and “PLT Rules”
are to hose of the Patent Law Treaty (PLT) and the Regulations under the PLT.
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Rule 16bis.2 (see document PCT/R/WG/4/4 Add.3)

7. Itwas noted that the 75% reduction provided for by 8uhedule of Fees in the case of
certain applicants from qualifying countries (including most developing countries) would, in
effect, carry over to any late payment fee payable under Rules. 2y virtue of
Rule16bis.2(a)(i).

Rule 17.2 (see document PIRIWG/4/4, Annex V)

8. Several delegations expressed the opinion that designated Offices should continue to be
able to request copies of priority documents from the International Bureau, even if they were
available from a digital library. No digital lilaries for priority documents had yet been
established, and it would be preferable to await experience with them before changing the
current system.

9.  Accordingly, the International Bureau withdrew its proposal for the addition of new
Rule17.2(abis) andfor a consequential amendment of Rule 17.2(a). The Working Group
approved the proposed inclusion in Rule 17.2(a) of a reference to paragraphidig)1(b

Rule 44bis.1 (see document PCT/R/WG/4/4 Add.3)

10. The Working Group noted that, while the subsia® content of an international
preliminary report on patentability (Chapter | of the Patent Cooperation Treaty) would be the
same as that of the written opinion of the International Searching Authority on which it was
based, it would nonetheless be dable for the applicant to have a copy of the report itself,
bearing in mind that it was the report which would be sent to designated Offices.

Rule 60.1 (see documents PCT/R/WG/4/4 Add.3 and 4 Add.5)

11. Further to deletion of Rulé0.1(d), the Working Gyup agreed that consequential
amendments should be made to Rule 60.1(c) (deletion of the words “Subject to
paragraph{d),”) and to Rule 60.1(e) (replacement of the reference to parad(dphoy a
reference to paragraph “(c)”).

Rule 90.2 (see document PR/WG/4/4 Add.3)

12. The Working Group agreed that an indication of the address of the applicant should not
be a requirement for an applicant to be appointed as, or considered to be, the common
representative under Rule 90.2(a) or (b), respectively. t&ékepresented in square brackets

in Rule 90.2(a) as proposed to be amended should therefore be deleted, as should the
corresponding text in Rule 90.2(b). The Working Group agreed that the Administrative
Instructions should be modified to expressly state’hom correspondence intended for the
applicant should be sent to in case the address of the applicant concerned had not been
furnished.

Rule 90.5 (see document PCT/R/WG/4/4 Add.3)

13. The Working Group agreed that proposed new Rule 90.5(c) and ¢d)dsbe worded
as follows:
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“(c) Any receiving Office, any International Searching Authority and any
International Preliminary Examining Authority may waive the requirement under
paragraph (a)(ii) that a copy of the general power of attorney is attaotbd request,
the demand or the separate notice, as the case may be.

“(d) Notwithstanding paragraph (c), where the agent submits any notice of
withdrawal referred to in Rule30bis1 to 9(is.4 to the receiving Office or the
International Preliminar{xamining Authority, a copy of the general power of attorney
shall be submitted to that Office or Authority.”

Rule 94.2 (see document PCT/R/WG/4/4, Annex V)

14. Following the observation by a delegation that Article 38(1) provided for access to the
file of the international preliminary examination by elected Offices once the international
preliminary examination report had been established, the International Bureau withdrew its
proposal to amend Rule 94.2.

15. The Working Group noted that Rule 73.2 a®pted by the Assembly on October 1,
2002, with effect from January 1, 2004, had to be read in light of Article 38(1) and present
Rule94.2 and would not prevent an elected Office from gaining access to the file of the
international preliminary examinatiamnce the international preliminary examination report
had been established.

ANNEXES TO THE INTERNATIONAL PRELIMINARY EXAMINATION REPORT

16. Discussions were based on document PCT/R/WG/4/4 Add.4.

Proposed Amendments of the Regulations

17. The proposedrmaendments of the Regulations set out in the Annex to document
PCT/R/WG/4/4 Add.4 were approved by the Working Group with a view to their submission
to the Assembly in September 2003, subject to the comments and clarifications appearing in
the following paagraph and to possible further drafting changes to be made by the
International Bureau.

Rule 70.16

18. In approving the addition of proposed new Rule 70.16(b), the Working Group noted that
the amendments set out in document PCT/R/WG/4/4 Add.4 to thet&adle 70.16(a) would

not proceed until proposed amendments of RAldl were dealt with (see document
PCT/R/WG/4/4 Add.2).

COMPUTATION OF TIME LIMITS

19. Discussions were based on document PCT/R/WG/4/10.

Proposed Amendments of the Regulations

20. The proposed amendments of the Regulations set out in the Annex to document
PCT/R/WG/4/10 were approved by the Working Group with a view to their submission to the
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Assembly in September 2003, subject to the comments and clarifications appearing in the
following paragraphs and to possible further drafting changes to be made by the International
Bureau.

Rule 80.5

21. The Working Group noted that the operation of proposed new items (iii) and (iv) of
Rule 80.5 was restricted to the particular case of Offioesountries where there were
different public holidays in different localities, for example, where there were branches in
more than one locality, and was thus independent of items (i) and (ii), which also dealt with
the expiration of time limits, and thaib consequential amendment of items (i) and (ii) was
needed.

22. The Working Group agreed that the word “neither” should be replaced by “none” in the
concluding words of Rule 80.5.

PROPOSED ABOLITION OF THE HANDLING FEE AND INCORPORATION INTO THE
INTERNATIONAL FILING FEE

23. Discussions were based on the proposals of the International Bureau contained in
document PCT/R/WG/4/8 and of the United States of America contained in document
PCT/R/WG/4/8 Add.1.

24. The discussion covered the related questiorth®place in the PCT fee structure of the
handling fee paid in respect of demands for international preliminary examination under
Chapter Il of the PCT, having regard to the recent adoption of an enhanced international
search and preliminary examinatioysgem, and the amounts of PCT fees and their
implications in the context of WIPQO’s Program and Budget. The Working Group took into
account the report of the sixth session of the Program and Budget Committee, held from
April 29 to May 1, 2003 (see documamO/PBC/6/4, especially paragraph 116(i) to (iv)), at
which the Proposed Program and Budget 22085 (document WO/PBC/6/2) had been
considered.

25. Inresponse to questions raised, the Working Group was informed by the Secretariat that
the proposed budgéor 20042005 assumed income on the basis of an average PCT fee of
1,678 Swiss francs. Adoption of the proposal on the fee presented by the United States of
America in document PCT/R/WG/4/8 Add.1, which reflected a fee reduction envisaged by the
2001 PA Assembly, was seen to result in an average PCT fee of 1,416 Swiss francs and a
lower than anticipated income during 262805 in the range of 70 to 80 million Swiss francs.

It was further noted that maintaining a separate handling fee at the currenbtaio

233 Swiss francs while maintaining the initial average fee of 1,678 Swiss francs would

require an international filing fee of 1,472 Swiss francs. This was based on the assumption
that 25% of applicants would opt for Chapter II.

26. The Working Graip recognized that PCT fee income received by the International

Bureau was used to cover more than the recurrent expenses necessary for the immediate
service delivered to users on particular application files. It was recognized that various other
units arl services within the International Bureau provided essential support to the Office of

the PCT and that there was certain capital expenditure that had to be undertaken, in particular
in relation to buildings and information technology projects, both sjpedif for the PCT

system and for the other units and services whose support was essential to the PCT system. In
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addition, the PCT system constituted, in a sense, a network of Offices, performing various
functions, whether in the international phase aenang Offices or in the national phase as
national Offices. An important item of expenditure in relation to PCT fee income was the
enhancement, through development cooperation activities, of the services of the PCT system
conceived in this way as a whole.

27. While there was general recognition of the foregoing range of objects of expenditure for
PCT fees, there was a definite divergence in views in relation to the level that was proposed
for PCT fees in the 2062005 biennium to cover those objectsaxipenditure. That

divergence derived essentially from differing views of the balance that should be achieved
between the use of PCT fee income for the provision and enhancement of services directly to
PCT users and the use of PCT fee income for otheratdef expenditure related to the PCT
system conceived more broadly and including development cooperation.

28. The minority view considered that the balance had gone against PCT users and that
there was a tendency for there to be an insufficient focuhertore mission of the
Organization. PCT users, according to the delegations supporting this view, were the source
of PCT fee income and should be the principal beneficiaries of the expenditure of that
income. These delegations also believed that it wasg to conceive of PCT users as

merely taking from the system, since the inventions, and the patents that they asked for
through the PCT system, made important contributions to the improvement of social and
economic conditions in the world. The samdedmtions also expected that there should be
reductions in the level of PCT fees in the long run as a result of the capital expenditure that
had been and was still being undertaken by the Organization in information technology
projects, and also as a resaf PCT reform and simplification.

29. On the other hand, the great majority of delegations felt that the level of fees proposed
for the next biennium was appropriate and considered it to be appropriate, in particular,
because of the expenditure that weeeded on the infrastructure of the PCT system conceived
as awhole. Those delegations also felt that the rights that were ultimately obtained through
the PCT were very important rights that justified both the level of the fees and also the fact
that PCTfee income was the source of funding of development cooperation activities for the
enhancement of the PCT system as a whole. Some of those delegations also expressed
concern about the evolution of demand in the patent system, in general, and the BT, sys

in particular, and felt that a certain amount of caution needed to be exercised in fixing the
level of PCT fees for the next biennium. They finally emphasized that the quality of service
that was delivered to PCT users depended not only on the serthiat were rendered by the
International Bureau, but also on the services that were rendered to PCT applicants
throughout the PCT system conceived as a whole.

30. On the question of the level of PCT fees proposed in the draft budget for the next
biennim, the majority view was that the level was appropriate, although there were certain
important dissentions from that position.

31. Inrelation to the issue of the structure of PCT fees and whether there should be a single
international filing fee or a sgpate handling fee, strong support was expressed for a separate
handling fee. There were, however, some differences of views. Those who supported a
separate handling fee tended towards an empirical approach to the matter and suggested that it
would be peferable to wait to see what use was made of Chdpédter the enhanced

international search and preliminary examination system came into effect in January 2004.
Those delegations also felt that it was not consistent with the direction and objedtR€3 o
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reform to load the handling fee into a single international filing fee. The opposing view, in
favor of a single international filing fee, took account very much of the fact that, under the
enhanced international search and examination system thid wome into operation, much
of the work that was done by the International Bureau under Chipteuld be undertaken
under Chaptel, justifying the abolition of the separate handling fee.

32. Inview of the strong support for a separate handling tegas agreed that the

International Bureau would prepare a revised proposal with regard to the amounts of the
international filing fee and the handling fee, the latter being retained as a separate but reduced
fee, taking into account the need to genethtesame level of income from fees as mentioned

in documents PCT/R/WG/4/8 and WO/PBC/6/4.

33. Certain delegations expressed the wish that further reductions in PCT fees be granted to
nationals of developing countries. The International Bureau indidhtedt would study
what additional options might be available for such reductions.

34. One delegation asked that a study be undertaken of the cost of the various inputs in the
services provided by the International Bureau under the PCT and that this ifshiat study

be made available. The Secretariat indicated that it considered that there was, as a result of
the deployment of information technology, too much change within the PCT administration to
enable the study to be undertaken now, and thaoitl&/consider doing it after more stability

had been introduced through the deployment of information technology.

OPTIONS FOR RESTORATION OF THE RIGHT OF PRIORITY

35. Discussions were based on document PCT/R/WG/4/1, which set out three options for
provisons designed to allow for restoration of the priority right in the international and/or the
national phase, as consistently as possible with the principle adopted in the Patent Law Treaty
(PLT), and document PCT/R/WG/4/1 Add.1, which outlined the repBesived in response

to a questionnaire concerning the application of the criteria of “due care” and

“unintentionality” under national practice in cases of restoration of rights. The three options
covered in document PCT/R/WG/4/1 were the following:

Option A: *“unintentionality” criterion (set out in Annex | of document
PCT/RIWG/4/1);

Option B: “due care” criterion (also set out in Annex | of document PCT/R/WG/4/1);

Option C: retain priority claim for international phase leaving restoration for national
phase (set out in Annex Il of document PCT/R/WG/4/1).

36. The question of restoration of the right of priority had been discussed at several
previous meetings in the context of reform of the PCT. Although the Working Group agreed
that providing for suchestoration was important, there remained no consensus as to how this
should be implemented in the PCT procedure.

37. The Working Group agreed that several general principles needed to be recognized in
any draft provisions allowing for restoration of thight of priority during the international
phase. First, there was a need that a decision by a receiving Office to restore a right of
priority be recognized and given effect in designated Offices. Second, it needed to be clear
that such a decision relat®nly to the restoration, as such, of the right of priority and not to
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the ultimate validity of a priority claim in terms of substantive patent law, for example, as
regards whether the subject matter of a claim was disclosed in the earlier application
corcerned. Third, a decision by a receiving Office refusing to restore a right of priority
should not preclude the possibility that designated Offices might subsequently allow such
restoration in the national phase.

38. However, the Working Group remainedvidled as to whether the appropriate criterion

for the restoration of a right of priority was that the failure to file the international application
within the 12 month priority period was unintentional (as under Option A) or occurred in spite
of due caréhaving been taken (as under OptiB)) noting that those two alternatives were
provided for under the PLT. A number of delegations expressed a preference for @ption

and a slightly smaller number for Optidh Two delegations stated that the Officegheir
countries had no experience with such restoration procedures and that they would need more
time to consider the implications of the proposals in the context of their national laws. One of
them requested that the possibility of making a reservatiothe issue of restoration of the
priority right be included.

39. Alarge number of delegations stated that they could, at least by way of compromise,
support provisions that would allow for a priority claim to be retained in the international
applicationduring the international phase, leaving a decision on restoration of the right of
priority to be made separately by each designated Office during the national phase, as under
OptionC. However, several delegations opposed OpGipand some of the deletians that
expressed support for it indicated that they would prefer a solution that would give greater
certainty to applicants and minimize the need for restoration to be determined before separate
designated Offices in the national phase. This mighadieeved, for example, by combining
certain elements from Options A, B and C. However, such a “combined” solution would
necessarily require receiving Offices to apply one or other (or both) of the criteria referred to
in OptionsA and B. Several delegaitins expressed concern at the possibility that Offices

might be obliged to apply different criteria under different procedures, whether in respect of
international applications (in the international phase in their capacity as receiving Offices and
in the naional phase in their capacity as designated Offices) and in respect of direct national
filings. Some delegations queried in connection with Option C, in particular, whether a
claimed priority date should be taken into account for the purposes of thieatitsnal search

and international preliminary examination where no decision on restoration was made during
the international phase.

40. The Working Group invited the International Bureau to prepare, for consideration at the
next session, a draft proposambining certain elements of Options A, B and C. A decision
by the receiving Office to restore the right of priority would be binding on those designated
Offices that applied the same or a less strict criterion. However, a designated Office that
applied a stricter criterion than the receiving Office would not be bound by the receiving
Office’s decision but would be permitted to decide the matter in the national phase based on
its own criterion. In this connection, the Working Group noted that a detisioestore a

right of priority based on the criterion of “due care” would be binding on designated Offices
that applied the “unintentional” criterion. In any event, however, whatever criterion was
applied and whatever decision was made by the rece®ifige, the priority claim would be
retained in the application and would be used as the basis for computation of PCT time limits,
as under Option C.

41. One delegation suggested that, with a view to avoiding the need for certain Offices to
apply differert criteria in the international and national phases, consideration should be given
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to providing for the International Bureau to decide requests for restoration of the right of
priority on a centralized basis. That suggestion was felt by several deleg#tiararrant
further consideration but doubts were expressed by certain other delegations. The
International Bureau noted that such a procedure could, if desired, be implemented by
adapting the existing procedure under Rule 19.4, which already provid#ueftransmittal of
international applications to the International Bureau as receiving Office in certain cases.

42. Two delegations expressed concern that allowing for restoration of the right of priority
could conflict with Article 8(2)(a), under whictihe conditions for, and effect of, any priority
claim shall be as provided under the Paris Convention for the Protection of Industrial
Property. It was noted that this concern needed to be borne in mind in the drafting of revised
proposals.

43. The Workng Group noted the following suggestions made by delegations and
representatives in respect of the proposals contained in Anhexeld| of document
PCT/R/WG/4/1, to be taken into account by the International Bureau in preparing a revised
proposal:

(@ The period for submitting a notice correcting the priority claim so as to comply
with the requirements of Ruk.10 should be subject to Rus®.5 where that period expired
on a norworking day (see Rul26bis2(b)).

(b) It should be ensured that theraputation of time limits under proposed new
Rule80.8 would operate satisfactorily in relation to the time limit for performing the
international search under Rule 42.1.

(c) Where the international application as filed did not claim the priority ofctheier
application, the request for restoration of the right of priority should be accompanied by a
notice adding the priority claim so as to comply wét the requirements of Ruk.10 (see
proposed new Rul26bis3(e)).

(d) In addition to the propads contained in documeRCT/R/WG/4/1, Rulel should
be amended to enable the inclusion in the request form of a request for restoration of right of
priority, at least where that request for restoration was on the ground of “unintentionality.”

(e) The importance of a prompt decision by the receiving Office unmeposed new
Rule 2@is.3(b) should be expressly reflected in the wording of the provisions.

() Information concerning a request for restoration should always be published
together with the iternational application, that is, not only upon request made by the
applicant (se@roposed nevirule 26bis 3(g)(i)).

(@) Under Option C, a request to a designated Office for restoration of the right of
priority should be made at the time of entry int@thational phase or, at least, not later than
the date on which the requirements under ArtREemust be complied with (sgeoposed
newRule49ter.1(b)).

44. The Chair invited delegations and representatives to submit directly to the International
Bureau, preferably via the PCT reform electronic forum on WIPQO'’s Website, any further
comments or suggestions for the preparation of revised proposals concerning restoration of
the right of priority.
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“MISSING PART” REQUIREMENTS (CHANGES RELATED TO THE PATENT LW
TREATY (PLT))

45. Discussions were based on document PCT/R/WG/4/2.
Existing Rules 20.8 and 20.9

46. The International Bureau explained that it was not proposed to delete existing
Rules20.8 and20.9, which should have appeared in document PCT/R/W@G&H2numbered
Rules20.6 and20.7, respectively. Further consequential amendments to both Rules would
also be needed.

Rule 20-Title
47. The proposed amendment of the title of Rule 20 was approved by the Working Group.
Existing Rules 20.1 to 20.3

48. The deletion of Rule20.1 t020.3 and the transfer of their contents to the
Administrative Instructions were approved by the Working Group.

Rule 20.1(d)

49. The Working Group agreed that a decision of the Assembly should be sought, when the
proposed mendments were submitted to it, so as to clarify that transitional reservations that
had been made under existing Ral&4(d) would continue to be effective under that

provision when renumbered as Ra@.1(d).

Rule 20.2(a) and (b)

50. The deletion of Rle 20.2(a) and the transfer of its contents to the Administrative
Instructions were approved by the Working Group. It was also agreed that the International
Bureau should review the wording of Ru28.2(b), consequential on such deletion.

Rule 20.3(a)

51. The amendment to change the reference to “Artid€?)” to read “Article11(2)(a)”
was approved by the Working Group.

Rule 20.3(b)

52. The Working Group agreed that the International Bureau should review the wording of
the provision in the light o& suggestion that this provision should additionally give the
applicant the opportunity to make observations, consistent with existingZRuBeand PLT
Article 5(3).

Rule 20.3(c)
53. The Working Group agreed that proposed Rule 20.3(c) should be revigedvide

that, where the outstanding requirement(s) under Article 11(1) were complied with after the
time limit applicable under Rul20.3(d) but before the receiving Office sent out a notification
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under Rule 20.4(i), the outstanding requirement(s) corexeshould be considered to have
been complied with before the expiration of that time limit, similarly to the provision in
respect of the payment of fees under Ruibis1(d).

Rule 20.3(d)

54. There was a clear division of opinion as to the time lithat should apply under this
provision. Some delegations and representatives supported@mdwth period in order to be
consistent with the PLT. One representative also noted that antwrgh period was desirable

in countries in which difficulties witltommunications were experienced. Other delegations
and representatives were in favor of a anenth period in view of the stringent time frames
that governed the PCT procedure (for example, the requirement under Rule 22.1(a) that the
record copy be tramsitted in time for it to reach the International Bureau by the expiration of
13 months from the priority date). The Working Group noted that the amendment agreed to
in respect of Rul0.3(c) (see paragraph 53, above) would effectively extend the penbet u
Rule 22.1(a).

Rule 20.4

55. One delegation suggested that this provision should also cover cases in which no
observations from the applicant were received by the receiving Office within the applicable
time limit. The delegation also suggested tthet expression “the application is considered

not to have been filed” (see Rule 20.4(i) as proposed to be amended) was inconsistent with
Article 25 which provided for a review by designated Offices. One representative suggested
the use of the words “is esidered not to have been filed as an international application.” It
was agreed that the International Bureau should review Rukein the light of these
suggestions.

Rule 20.5(a)

56. The Working Group agreed that, in genefposed nevirule 20.5 &ould apply in

cases where a missing part of the description, claims or drawings was furnished either before
or after an international filing date had been accorded, so that the Rule could result in either
the first according of an international filing aabr the correction of an international filing

date that had already been accorded, depending on the circumstances.

57. The Working Group agreed that a restriction should be added to Rule 20.5(a) with
regard to the requirement for the receiving Officartaite the applicant to furnish any

missing part, similar to PLT Article 5(5), which is restricted to the situation where the Office
notices the apparent omission of a part of the description or drawing “in establishing the filing
date.” In this contextreference was made to Note 5.19 of the Explanatory Notes on PLT
Article 5. The Working Group also discussed the possibility of including an outer time limit
under this provision (which could perhaps be fixed to be consistent with the time limit for
actingunder Article14(4)).

58. The Working Group agreed that proposed new Rule 20.5(a) should be reviewed with a
view to putting it beyond doubt as to the cases in which it applied, that is, in the case of a
missing part of the description, a missing paraaflaim or of the claims (including the case
where an entire claim was missing), and a missing part of a drawing or of the drawings
(including the case where an entire drawing was missing). The operation of the Rule in
relation to the minimum requiremerftsr according an international filing date under
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Article 11(1)(iii)(d) and (e) relating to the description and claims also needed to be clear, as
well as in relation to the specific provisions of Article 14(2) concerning references in the
international aplication to missing drawings.

Rule 20.5(b)

59. The Working Group noted that the reference in Rule 20.5(b) to “paragraphs (e) and (f)”
should be corrected to read “paragraphs (d) and (e).”

60. The Working Group agreed that a provision should be adaeduie 20.5(b) or
elsewhere, so as to require the receiving Office to promptly notify the applicant and the
International Bureau of the international filing date accorded or corrected under Rule 20.5.

Rule 20.5(c)

61. The Working Group noted that, althgli the considerations were not exactly the same,
the clear division of opinion under Ru®.3(d) as to whether the time limit should be one or
two months also existed under this provision.

62. Inresponse to a suggestion that the time limit under thegipion should be calculated
from the date of receipt of the invitation, the Working Group noted that the general regime
under the PCT was that time limits in such cases were calculated from the date on which the
invitation was sent and that any changehrs respect would therefore need to be considered

in the context of that general regime.

63. The Working Group noted that the word “an” should be deleted in the first line of
Rule 20.5(c)(ii).

Rule 20.5(d)

64. The Working Group agreed that, in orderdnsure that the applicant had sufficient time
to take advantage of this provision, the time limit for requesting that a missing part furnished
under Rule20.5(b) be disregarded should be one month from the date on which the applicant
was notified of the bange of international filing date under that Rule.

Rule 20.5(e)

65. The Working Group noted that the reference in the chapeau to “the time limit under
paragrapl{b)’should be changed to “the time limit under paragrépki’ In item (iii), the

word “in” should be inserted before the words “the same language.” In(itgnthe
reference to “iten{iv)” should be changed to “iteriii).”

66. Two delegations and one representative expressed concern that the proposed
requirement, presented in square brask&®n the date on which one or more elements
referred to in Article 11(1)(iii) were first received by the receiving Office, [the international
application contained an indication that the contents of the earlier application were
incorporated by referencge the international application]” would impose an unnecessary
(formality) requirement, limiting the situations where missing parts could be filed without
loss of the international filing date. The Working Group noted that the requirement was
consistentwith an optional requirement under PLT RR(d)(v) and that, without such a
requirement, in so far as it related to missing drawings, the provision could be considered to
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conflict with Article 14(2) which prescribed the procedure to be applied where dgswere
furnished after an international filing date had been accorded. Although it was agreed that the
inclusion in the request of a pg@inted statement that the contents of earlier application(s) the
priority of which was claimed was included by redace appeared to be undesirable, it was
suggested that such a ppented statement might be restricted to incorporation by reference

for the purposes of Rul20.5(e) for example, using wording similar to that used in present
Rule4.9(b) with regard toprecautionary” designations in the request. The Working Group
invited the Secretariat to review RU2@®.5(e) in the light of these considerations. The

Secretariat also invited delegations and representatives to submit suggestions on the electronic
forum.

67. Inresponse to a concern of one delegation and one representative, the Working Group
invited theSecretariato consider whether the copy of the earlier application furnished under
item (ii) should be certified, taking account of the correspondimyigions under PLT
Rule2(4)(i) and (ii) which provide for the certified copy to be furnished later.

68. Inresponse to a concern of one delegation, the Working Group noted that the obligation
was on the applicant to establish where in the earlier agpitg) the “missing part” was
contained and agreed that the following text should be deleted from the Comment on the
item: “; it would thus appear that the receiving Office would be required to compare the
missing part furnished later with the “missip@rt” as contained in the earlier application.”

Rule 26

69. The Working Group agreed that the wording of Rule 26.1 as proposed to be amended
should be further amended so as to “give the applicant the opportunity” to make observations
rather than “invitig” the applicant to do so.

70. The Working Group agreed that Rule 26.5(b)(i) as proposed to be amended should be
further amended so as to take into account that the time limit fixed under Rule 26.2 may be
extended by the receiving Office. The Working @poagreed further that Rui6.2(b)(ii)

should be reviewed with a view to its possible deletion, noting that Article 14(2) required the
sending of an invitation to correct as a condition for considering the application withdrawn
where the applicant failetb correct the international application within the prescribed time
limit.

Existing Rule 20.8

71. One delegation suggested that the provisions of existing Rule 20.8 be split into two
separate provisions: one provision would cover the situation in whieleceiving Office
realized itself that it had made an error, and the other provision would cover the situation in
which the receiving Office only realized that it had made an error after this had been pointed
out to it by the applicant. The Working Gup agreed that the International Bureau should
consider whether the provision should be split and where in Rildae provision(s) should

be included.

A COMMON QUALITY FRAMEWORK FOR INTERNATIONAL SEARCH AND
PRELIMINARY EXAMINATION

72. Discussions weredsed on document PCT/R/WG/4/12 containing the initial report of
the quality framework task force prepared by the United Kingdom as its coordinator,
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document PCT/R/WG/4/12 Add.1 containing proposals by the United Kingdom, and
document PCT/R/WG/4/12 Add.2 etaining extracts from the report of the eighth session of
the Meeting of International Authorities under the PCT (“PCT/MIA").

73. The Working Group warmly welcomed the draft quality framework set out in Arinex

to document PCT/R/WG/4/12, regarding itasimportant step to fostering confidence

amongst users and designated Offices in the work of the International Authorities, which
should lead to more effective use of international search and preliminary examination reports
by designated Offices in thetiure with consequent cost and workload benefits to applicants
and Offices alike. The Working Group noted that the draft differed in a number of significant
respects from the first draft which was presented by the United Kingdom Patent Office to the
task force, but considered that it was an appropriate compromise between the wishes of
designated Offices and applicants and the need of International Authorities to meet the
demand for their work.

74. The consensus of the Working Group was that the qualitpyéwork should be

incorporated into the draft PCT International Search and Preliminary Examination Guidelines
which were under review by PCT/MIA. One delegation would have preferred that the
framework be approved, as an independent text, by the Assemidbipeorporated in the
Agreements between the International Authorities and the International Bureau, on the
grounds that this might allow for speedier implementation and, if required, amendment of the
framework, and that the process of approval of theseefigpents by the PCT Assembly

provided transparency. Another delegation would have preferred that the framework be
implemented in a separate guidelines document. However, it was agreed that including the
framework in the PCT International Search and Pnelary Examination Guidelines would

have an equivalent effect since each existing Agreement included the following undertaking:
“In carrying out international search and international preliminary examination, the Authority
shall apply and observe all ttemmon rules of international search and of international
preliminary examination and, in particular, shall be guided by the PCT Search Guidelines and
the PCT Preliminary Examination Guidelines.” (See also, in this connection, the provisions
of Article 16(3)(b), second sentence, and Article 32(3).) It was also noted that including the
framework in the Guidelines rather than in a number of separate Agreements would ensure
consistency when possible future changes to the text were being considered.

75. Onedelegation suggested that the framework might include customer service standards
that could be expected by applicants and designated Offices, and it was noted that such a
possibility could be further explored when a body of experience had developed with th
framework as presently proposed. Express references to feedback and dialog between the
Authorities and applicants and designated Offices could also be explored.

76. One delegation, while expressing its support for the framework, did express concerns
over the resource intensive nature of the proposal and over its possible increased cost to
applicants.

77. The Working Group also noted the need for certain other issues mentioned in Annex Il
to document PCT/R/WG/4/12 to be addressed in the broader caitetorm of the PCT,
although they had been beyond the mandate of the task force. Those issues included a
possible common infrastructure for Authorities, including databases and search tools.

78. The Working Group approved the content of the draft quditamework set out in
Annex| to document PCT/R/WG/4/12, subject to the modifications set out in parag@ph
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below, and on the understanding that some redrafting would be necessary when the text was
included in the PCT International Search and PrelamyrExamination Guidelines. It was

noted that PCT/MIA would be considering a further text of the Guidelines, incorporating the
guality framework text, at its ninth session in July 2003.

79. The Working Group noted a suggestion that the quality framewoght also, when
experience in its operation had been gained, be considered for adoption as a WIPO standard
or model for use by other Offices as well as the International Authorities.

80. The Working Group agreed to the following modifications of the weattout in Annex |
of document PCT/R/WG/12:

(@ Inthe title, the word “quality” should be inserted before the word “framework.”

(b) Inparagraph 3, the words “, which are recognized by all Authorities and national
and regional Offices,” should be dxéd.

(c) Inparagraph 4(a), the word “has” at the end of the first line should be replaced by
“maintains.”

(d) Paragraph 4(g) should be deleted and paragraph 4(h) renumbered as
paragraph(g).

(e) Paragraph 5(d) should be moved to the section entitQuality Assurance” and
renumbered as paragraph 6(d).

(H Paragraph 17 should be amended to read: “Following the initial reporting in
stagel, annual reports should be prepared by each Authority, identifying the lessons learned
and actions taken, andaking any recommendations in the light of the review.”

(@) A new paragraph 18 with the heading “Future Developments” should be added,
reading: “Proposals for future changes to this framework should be made available by the
International Bureau for coment by interested parties prior to their adoption.”

81. The Working Group agreed that the mandate of the task force had been discharged and
that it should now be considered disbanded. The Working Group expressed its thanks to all
those who had contribed to the work of the task force, which had completed its work in a
remarkably short time, and especially to the United Kingdom Patent Office for the work

which it had done as task force coordinator.

OPTIONS FOR FUTURE DEVELOPMENT OF INTERNATIONAL SEARCAND
EXAMINATION

82. Discussions were based on document PCT/R/WG/4/7.

83. Several delegations considered that it was premature to discuss this document. Reasons
for this included: that there was a need for further consultation among member States; that
there was a need to evaluate the effect of the new enhanced international search and
preliminary examination system before any further requirements could be determined; and
that concerns over the effects of the international patent system more geoerdéyeloping
countries, particularly in respect of environmental, public health and other public policy
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issues, needed to be addressed before any conclusion was reached on fundamental changes to
the structure of the PCT system. On the other hand, malegadtons wished to exchange
preliminary views, whether on broad principles or on more specific options contained in the
document, while recognizing that no firm conclusions could be drawn, or specific measures
decided upon, at this stage.

84. While somedelegations considered that the document presented a useful starting point
for discussing ideas about developing international search and examination, other delegations
expressed the view that the document did not adequately take into account the relations
between the PCT system and the international patent system more generally, particularly as it
affected developing countries with concerns about the social, economic and other general
implications of the international patent system for their nation@rast. The latter

delegations recalled that the Director General had given an assurance that a study would be
undertaken of the implications of the international patent system for developing countries, and
the Secretariat informed the Working Group ttia study results were expected to be

submitted to the 39th series of meetings of the Assemblies of the Member States of WIPO in
SeptembeOctober 2003.

85. Several delegations emphasized the need to keep in mind the interests of a wide range
of stakehol@rs, including not only applicants and patentees, third parties, industrial property
Offices and governments, but also civil society and a range of interest groups not directly
involved in the administration of the patent system.

86. Some delegations amdpresentatives of user groups expressed the hope that the
eventual destination of the system should be the grant of international patents which met a
common international standard, though all recognized that this was a long way off. Others
expressed theiew that this may not be a desirable goal for the foreseeable future in view of
the different social and economic needs and states of technological development of the
various member States.

87. Many delegations and user groups indicated that it woulddsgrable to consider
possibilities for enhancing the results of international search and preliminary examination so
as to further increase the likelihood that granted patents would be valid. Those measures
included the options of extra searches, whethedifferent Authorities for the benefit of
searching prior art in different languages by specialists in those languages, or later on during
the examination process in order to find relevant documents that had not been available at the
time of the originalsearch. Varying emphasis was given to this by different delegations.
Certain delegations noted that some of this work might reduce further work in the national or
regional phase, but others felt that it would not be appropriate to consider such ragattess

time given the workload presently faced by some Authorities and the problems that they had
in meeting the demand for their services. Several delegations expressed interest in the
possibility of limited opportunities for allowing observations byrdhparties during

international examination.

88. A number of delegations and representatives of users emphasized the importance to
users and third parties of the issuance of a high quality and timely international search report.
Some stated that the gent time periods for establishing international search and preliminary
examination reports, as well as national phase entry, should not be extended. The view was
expressed that the present provision for entry into the national phase at 30 months from the
priority date struck a good balance between the needs of applicants to assess the value of the
application and the need for certainty of third parties as to the status of the application. It
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was, however, also pointed out that examination would havaki place over a longer

period if a greater dialog was to be entered into during the international phase with a view to
achieving a result which would be more widely accepted by designated Offices in the national
phase. Two delegations indicated that dwid be particularly useful if the system made it
possible to process national and equivalent international applications in parallel. One
delegation suggested that one way of bringing national and international practices into
convergence would be the ingshentation of a 3@nonth priority period by national Offices.
Some delegations expressed interest in the possibility that further international search or
examination might be made available at later stages, after the application had entered the
national hase.

89. A number of delegations addressed issues concerning the use made by designated
Offices of the results of international search and examination. Many hoped that duplication of
work among Authorities and national Offices could be reduced, notiagthis objective

depended on success achieved in other aspects of the development of the international patent
system, including the implementation of a common quality framework (see paragiaphs

to 81, above) and further harmonization of patent lawsm8 delegations considered that the
possible introduction of a more formal optional system for recognizing international search

and examination reports would be worthy of consideration. It was suggested that this might

be particularly useful for countriesith small patent Offices which did not wish to develop a
patent examination capacity, although a number of delegations questioned the appropriateness
of that approach. It was emphasized that any such option should preserve the sovereignty of
member Stats, which should retain the power to make a decision as to whether to grant, or
refuse to grant, a patent. One user representative suggested that, if the reports of International
Authorities were to play a greater role in the national patent grantingegroe, the

possibility of introducing appropriate appeal mechanisms within the PCT system should be
investigated.

90. The Chair noted that, in the course of the discussion, some delegations had emphasized
their view that it would be premature and inappropate to consider more specific or even
general proposals for changing the PCT system in isolation from the resolution of broader
issues, but that others had expressed interest in having further discussion of possible optional
features of the system. Ti@&hair concluded that document PCT/R/WG/4/7 should remain on
the agenda for further discussion at a later session. In addition, the International Bureau
would explore options which might be available to States that wished to make greater use of
internatioral search and examination, such as through optional protocols to the Treaty, for
discussion at the next session of the Working Group.

91. Noting that this summary would include only an outline of the views expressed during
the discussion, the Chair poigteut that delegations and representatives could, if they
wished, submit more detailed observations for posting on the PCT reform electronic forum.

DECLARATION OF THE SOURCE OF GENETIC REQURCES AND TRADITIONAL
KNOWLEDGE IN PATENTAPPLICATIONS

92. Discusions were based on document PCT/R/WG/4/13 containing proposals by
Switzerland regardinthe declaration of the source of genetic resoussestraditional
knowledge in patent applications.

93. The Delegation of Switzerland stated that its proposals \wweaded to continue its
constructive participation in the discussion on the issues arising in the context of access to
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genetic resources and traditional knowledge and the fair and equitable sharing of benefits
arising out of their utilization. In its vi®, the proposals to amend the Regulations to

explicitly enable the Contracting States of the PCT to require applicants to declare the source
of genetic resources and traditional knowledge, in case where an invention was directly based
on such resources &nowledge, presented a simple and practical way forward that could be
introduced in a timely manner and would not require extensive changes to the provisions of
relevant international agreements.

94. Many delegations expressed agreement as to the impertdrithe issues arising in the
context of access to genetic resources and traditional knowledge and of the fair and equitable
sharing of benefits arising out of their utilization. However, there was a divergence in views
as to how best to achieve the common goal of timely solutions to the issues at hand and as to
whether the Working Group was the appropriate forum to discuss those issues, noting that
various approaches to those issues were currently being discussed at the international level in
differentforums, including WIPO's Intergovernmental Committee on Intellectual Property

and Genetic Resources, Traditional Knowledge and Folklore as well as other forums in the
context of the Convention on Biological Diversity and the World Trade Organization.

95. Many delegations welcomed the proposals as an important and constructive
contribution to the ongoing debate concerning genetic resources and traditional knowledge in
the context of the intellectual property system. Some expressed the view that dis@ussion

the context of the PCT, as well as of the draft Substantive Patent Law Treaty currently being
considered by WIPO'’s Standing Committee on the Law of Patents, would be appropriate and
complementary to the discussions in other forums. Some other delegjatibile not

opposing discussion of the proposals by the Working Group, suggested that such discussions
should await the outcome of discussions in other forums, while others stated their view that it
was not appropriate to address the issues concernmgtiggesources and traditional

knowledge in the context of the PCT, and opposed discussion of the proposals by the
Working Group. Several delegations drew attention to specific aspects of the proposal that
may need to be clarified or elaborated.

96. In view of the discussions and the divergence in views, the Delegation of Switzerland
stated that it would appear that more time was needed by delegations, including its own, to
further study the issues, and the Delegation requested that the proposalsembintain
document PCT/R/WG/4/13 be further discussed at the next session of the Working Group.
The Chair concluded that this would be an appropriate way to proceed.

LATE FURNISHING FEE FOR LATE SUBMISSION OF SEQUENCE LISTINGS
97. Discussions were based document PCT/R/WG/4/4, Annex |.

98. The Working Group agreed that the Secretariat should prepare revised proposals taking
into account the comments and clarifications set out in the following paragraphs.

Rule 13ter.1
99. The Working Group agreed that RuL3er.1(a) as proposed to be amended should be

further amended so as to also require the payment of a late furnishing fee in the case where an
invitation was issued under Rulet&B1(a)(i).
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100. The Working Group agreed that Rulet&B1(c) as proposkto be amended should be
further amended to read:

“(c) If the applicanthasdeesnot, within the time limit fixed in the invitation,
furnlshed the requwed sequence Ilstlnq and pald any requwed Iate furnlshlng fee

mwtanen the Internatlonal Searchlng Authorlty shall not be requwed to search the
international application to the extent tistch-nercompliance-has-theresultthat

meaningful search cannot be carried without the required sequence listiig

101. Certain delegations suggested the fixing of a maximum amount for the late furnishing
fee, but other delegations noted that the Regulations in general left the fixing of fees to the
discretion of each Authority

102. One delegation expressed concern as to the operation ofiRBtdel in the case where
an international application is forwarded from one (femmpetent) Authority to another
(competent) Authority.

AUTOMATIC INDICATION OF ALL DESIGNATIONS POSSIBLEUNDER THEPCT

103. The representative of a user organization expressed the view that applicants should be
permitted, by way of a checkbox in the request form, to exclude the designation of their own
State when filing an international application, sinceas common for applicants to pursue a
domestic application in parallel with an international application, and the prosecution of an
international application simultaneously with a corresponding national application could lead
to difficulties in some juisdictions. Such an exclusion was not provided for under amended
Rule4.9, which would enter into force on January 1, 2004. The Chair noted that the
Assembly, in adopting the relevant amendments of the Regulations, had agreed upon the
general principle o& system of automatic and aficlusive designations. Those amendments
were based on the premise that all choices and consequences relating to the designations of
particular countries would, under the national law, be able to be made at the time aignter

the national phase. The amendments provided for transitional reservations which would allow
for the exclusion of certain designations in limited cases where national laws relating to
“self-designation” posed a problem for applicants; such transiti@sarvations had been

made by Germany, the Republic of Korea and the Russian Federation. Any problems arising
in other countries should be dealt with under the national law concerned.

MATTERS ON WHICH CONSIDERATION WAS DEFERRED

104. Having regard tolte time available for discussion during the session, consideration of
the following matters, not mentioned above, was deferred until the next session:

(i) aspects of copyright and other rights in Apatent literature made available by
intellectual propgy Offices (see document PCT/R/WG/4/3);

(i) simplified protest procedure in case of Ronity of invention (see documents
PCT/R/WG/4/4 (Annex Il) and 4 Add.1);

(i)  publication of translation furnished by the applicant (see document
PCT/R/WG/4/4 (Amex 111));
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(iv) international form for national phase entry (see document PCT/R/WG/4/4
(AnnexIV));

(v) rectification of clear mistakes (obvious errors) (see document
PCT/R/WG/4/4Add.2);

(vi) form of amendments (see document PCT/R/WG/4/4 Add.6);
(vii)  formalities checking under the PCT (see document PCT/R/WG/4/5);

(viii)  central electronic deposit system for nucleotide and amino acid sequence listings
(see document PCT/R/WG/4/6);

(ix) divisional applications under the PCT (see document PCT/RANgG
(x) period for performing the international search (see document PCT/R/WG/4/11).

105. The Chair encouraged delegations and representatives to continue to progress the
discussion of current issues via the PCT reform electronic forum on WIPO’siWebs

NEXT SESSION

106. The International Bureau indicated that the fifth session of the Working Group was
tentatively scheduled for November 17 to 21, 2003.

107. The Working Group noted the contents
of this summary by the Chair.

[End of Annex Il and édocument]



