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1.  Inaccordance with the Program and Budget of the World Intellectual Property
Organization for the 2008-09 biennium, the Standing Committee on the Law of Trademarks,
Industrial Designs and Geographical Indications (SCT) has undertaken work on certain
procedural aspects of communications under Article 6ter of the Paris Convention for the
Protection of Industrial Property (Paris Convention) (document WO/PBC/12/3, pages 79
and 80). In particular, following arequest made by the SCT at its eighteenth session
(November 12 to 16, 2007), the Secretariat presented a working document on that subject
(document SCT/19/5) to the SCT for consideration at its nineteenth session

(July 21 to 25, 2008).

2. Inessence, that working document outlines details for arevised communication
procedure under Article 6ter, which would result in the introduction of a semi-annual
electronic communication of Article 6ter communications, supplemented by the optional
distribution of that publication in electronic format on hard carrier. Asaresult, Article 6ter
communication procedures would be considerably simplified both for the International
Bureau and national and regional trademark registration administrations. It is expected that
the proposed change of procedures will result in savings for the trademark registration
administrations, for receiving parties, for requesting parties and for the International Bureau
of WIPO. Furthermore, it will enhance the legal security for all parties concerned by
Article 6ter communications, as the semiannual publication dates will create generally
applicable starting points for the calculation of the time periods under Article 6ter(4) and (6).
For more background information and details concerning the changed procedure, referenceis
made to document SCT/19/5, reproduced in Annex 1.

3.  Atitsnineteenth session, the SCT discussed document SCT/19/5 and, as indicated in the
Summary by the Chair (document SCT/19/8), recommended to the Assembly of the Paris
Union the adoption of a decision concerning revised communication procedures under

Article 6ter of the Paris Convention, as presented in Annex | of this document.

4.  The General Assembly of MIPO is
invited to note the information contained in the
present document and to adopt the decision
presented in Annex |.

[Annexes follow]
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ANNEX |

Decision by the Assembly of the Paris Union

1. Thereciproca communication through the intermediary of the International
Bureau, under Article 6ter(3)(a) and (b) of the Paris Convention for the Protection
of Industria Property (“Paris Convention”), of signs for which protection under
Article 6ter(1)(a) and (b) isrequested will be made through a semi-annual
publication, in an electronic database on the website of the World Intellectual
Property Organization (“WIPO”).

2. Thisperiodical publication will be made on the last working day” of the months of
March and September, respectively, starting in March 2009.

3. The published signswill be transmitted simultaneously in electronic format stored
on ahard carrier to the trademark registration administrations of the States party
to the Paris Convention and of the Members of the World Trade Organization
(WTO) that are not party to the Paris Convention, which have made an express
reguest to that effect.

4.  For the purposes of Article 6ter(4) and (6) of the Paris Convention, the date of the
electronic publication shall be considered to constitute the date of receipt of a
communication by any State party to the Paris Convention or any other party
bound to apply Article 6ter of the Paris Convention.

5. Thisdecision iswithout prejudice to the application of Article 6ter(3)(a) in fine.

[Annex |1 follows]

According to the WIPO calendar.
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ANNEX [

SCT/19/5
ORIGINAL: English

WI PO DATE: April 22, 2008

WORLD INTELLECTUAL PROPERTY ORGANIZATION
GENEVA

STANDING COMMITTEE ON THE LAW OF TRADEMARKS,
INDUSTRIAL DESIGNS AND GEOGRAPHICAL INDICATIONS

Nineteenth Session
Geneva, July 21 to 25, 2008

PROCEDURAL ASPECTS OF COMMUNICATIONS UNDER ARTICLE 6TER
OF THE PARIS CONVENTION

prepared by the Secretariat

l. INTRODUCTION

1.  Attheeighteenth session of the Standing Committee on the Law of Trademarks,
Industrial Designs and Geographical Indications (SCT), held in Genevafrom November 12
to 16, 2007, the SCT requested the Secretariat to prepare a working document on procedural
aspects of communications under Article 6ter of the Paris Convention for the Protection of
Industrial Property (Paris Convention) (see document SCT/18/9, paragraph 16). This request
follows up on previous work of the SCT dealing with legal, administrative and procedural
aspects of the application of Article 6ter of the Paris Convention (see documents SCT/15/3,
SCT/17/5 and SCT/18/5).
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2. The communication procedures under Article 6ter are to alarge extent exclusively
paper-based. The Article 6ter Express on-line database and the availability of the contents of
Article 6ter communicationsin XML format viaa PDF server hosted on WIPO'’ s website are
features that are supplementary to the paper-based communications, and do not have any legal
effect. The workload resulting from the paper-based communication procedure binds
considerable personnel and financial resources.

3. Section | of this document summarizes the current procedure for communications under
Article 6ter, as already described in detail in documents SCT/15/3, SCT/17/5 and SCT/18/5,
and provides abrief analysis of its practical implications. Section Il setsforth a proposal for a
revised communication procedure, which would be essentially conducted through electronic
means of communication, thereby rendering the current procedure more efficient. The
proposed change of the current procedure will have some important consequences. It isthus
suggested to submit such a proposal to the Assembly of the Paris Union for decision. The text
of adraft decision to that effect is contained in Annex | to this document.

1.  THE CURRENT NOTIFICATION PROCEDURE UNDER ARTICLE 6TER

4.  Inaccordance with Article 6ter(3)(a) of the Paris Convention, the countries of the Paris
Union communicate reciprocally, through the intermediary of the International Bureau, the
list of emblems and signs for which protection is sought under Article 6ter(1)(a). The same
procedure applies to armorial bearings, flags and other emblems, abbreviations and names of
international intergovernmental organizations (“1GOs’) which are communicated to the
countries of the Union through the intermediary of the International Bureau

(Article 6ter(3)(b)).

5. Thelega and administrative aspects of communications under Article 6ter are
described in detail in document SCT/15/3 and will not be repeated here. In essence, the States
and GOs requesting protection of signs under Article 6ter send to the International Bureau,
for comments, a draft request for communication of such signs. Once considered in order for
notification, the final request for communication, together with 600 reproductions of the signs
concerned, is submitted to the International Bureau. The International Bureau communicates
the sign or signsin question to all States party to the Paris Convention and, by virtue of
Article 3 of the Agreement between the World Intellectual Property Organization (WI1PO) and
the World Trade Organization (WTO) to all Members of the WTO that are not party to the
Paris Convention, but which are bound to comply with the provisions of that latter
Convention.

6. By way of illustration, the International Bureau has expedited, in 2006, a total number
of 12 communications (four from States and eight from 1GOs), containing atotal of 205 signs
for which protection was requested. In 2007, the respective numbers were

11 communications (five from States and six from 1GOs) concerning 84 signs.
Communications are sent by circular |etters transmitting a reproduction of the sign(s), and
addressed to the following recipients:

- Ministries of Foreign Affairs of the States party to the Paris Convention, as well
as their respective Permanent Missions in Geneva;
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- Ministries of Foreign Affairs or other competent authorities of the Members of
WTO not party to the Paris Convention and their Permanent Missions in Geneva;

- industrial property administrations of States party to the Paris Convention;

- industrial property administrations of WTO Members not party to the Paris
Convention;

- the Benelux Organization for Intellectual Property (BOIP) and the African
Intellectual Property Organization (OAPI).

7.  Insum, WIPQO's Conference Service expedites 589 individual items of mail for every
request of protection under Article 6ter received from a State or an international
intergovernmental organization. For this reason, any requesting party has to provide to the
International Bureau 600 reproductions of the signs for which protection under Article 6ter is
sought, each notification including an origina reproduction.

8. Itisapparent that thisform of mail expedition compels the International Bureau to
make use of considerable resources. As regards the recipients of these communications,
whether they are Ministries of Foreign Affairs of the States party to the Paris Convention or
the Members of the WTO, national Offices or other administrative entities, the handling of
those documents in paper format inevitably contributes to their workload.

9. Regarding the legal effect of communications under Article 6ter(3), Article 6ter(4)
stipulates that “ Any country of the Union may, within a period of twelve months from the
receipt of the notification, transmit its objections, if any, through the intermediary of the
International Bureau, to the country or international intergovernmental organization
concerned”.

10. Moreover, with aview to avoiding any retroactive effect of Article 6ter
communications, Article 6ter(6) provides that the protection of asign in accordance with
Article 6ter only affects marks registered more than two months after the communication was
received under Article 6ter(3). This provision, however, does not apply to State flags, for
which communication under Article 6ter is not compulsory.

11. Consequently, the date of receipt of a given communication under Article 6ter(3)
determines the starting date for the calculation of the 12-month objection period under

Article 6ter(4), as well as the two-month period under Article 6ter(6). Dueto varying postal
delivery times throughout the countries of the Paris Union and the Members of the WTO, the
starting dates of those time-limits vary from one country to another. In any event, they are not
reported to the International Bureau or centrally published.

12.  Modern communication technology, aready widely used in all areas of industrial
property administration, would appear to lend itself also to the modernization of the

Article 6ter communication procedure, which has remained unchanged for almost one
century. This procedure concerns nearly 600 recipients of official signsfor which protection
isrequested. It istherefore important to render it more efficient and cost-effective by using
modern means of communication. Not at least, it would be desirable that the time-limit for
objection to Article 6ter communications as well as for the effect of such communications



P/A/40/1
Annex I, page 4

against trademark registrations be computed in a uniform manner. Thiswould contribute to
the transparency of those procedures, and be of advantage for the beneficiaries of Article 6ter
protection (States and IGOs) and holders of conflicting rights.

13. Section |1l presents a proposal for the introduction into the current paper-based

Article 6ter communication procedure of electronic means of communication. The
administration of the actual communication procedureis largely based on the text of

Article 6ter itself, adecision by the Paris Union Assembly concerning Guidelines for the
Interpretation of Article 6ter(1)(b) and (3)(b) and the administrative practice of the
International Bureau. As the proposed changesto the current procedure may entail important
consequences — legal aswell as administrative — it would appear appropriate that such
changes be endorsed by a decision of the Paris Union Assembly, which should be based on a
recommendation by the SCT.

1. PROPOSAL FOR THE MODERNIZATION OF THE ARTICLE 6TER
COMMUNICATION PROCEDURE THROUGH THE INTRODUCTION OF
ELECTRONIC MEANS OF COMMUNICATION

14. This portion of the document sets out a proposal for the modernization of the
communication procedures under Article 6ter, and describes the advantages that would result
from such procedures. To begin with, it is proposed to replace the actual communication in
the form of paper circular letters with a periodical e ectronic publication of the signs for
which protection under Article 6ter isrequested (part A). In addition, signs that are published
periodically will be recorded in electronic format on aphysical carrier to alow their
dissemination to users who prefer to receive them in thisway (part B). Finally, the proposed
procedure will aso entail advantages for requesting parties (part C).

A. Replacement of the Paper Circulars by a Periodical Electronic Publication

15. Under the proposal put forward in this document, individual communications of signs
for which protection under Article 6ter is requested by States and 1GOs and that are currently
expedited in an ad hoc manner will be replaced by a periodical el ectronic publication in the
Article 6ter Express database. For details concerning that database, reference is made to the
following webpage: http://www.wipo.int/ipdl/en/search/6ter/search-struct.jsp. A short text,
specifying the nature of the signs concerned as well as the entity (State or IGO) having
requested their protection, would be published, in English and French, together with the
individual reproductions of the signs concerned.

16. Itisproposed to make this publication semi-annually, on the last working day of the
months of March and September, respectively, starting in March 2009. A link to the most
recent communications will be inserted into the database, which will indicate the publications
of communications that were received by the International Bureau during the previous six
months. Following the first publication of signs protected under Article 6ter, the sending of
individual paper communications will be discontinued. Consequently, the publication of the
signs concerned at the proposed semiannual dates will be deemed to constitute the date of
receipt of the communication by individual States party to the Paris Convention and Members
of the WTO not party to the Paris Convention.
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17. Thecreation of afictional date of receipt for an Article 6ter communication by a
country of the Paris Union or aWTO Member as being the date on which the periodical
electronic communication has occurred has legal consequences. In particular, thetime
periods provided for in Article 6ter(4) and (6) of the Paris Convention should be calculated as
from that date of publication for all receiving States party to the Paris Convention and WTO
Members not party to the Paris Convention. By consequence, this date will be identical for al
States and WTO Members concerned.

18. Asregards the publication of the contents of Article 6ter communications, thisis
currently incumbent on the countries of the Paris Union (see Article 6ter(3)(a) in fine). The
present proposal does not intend to amend or abolish this requirement. Nevertheless,
individual publications at the national level could be made, for example, through asimple
reference to the periodic publication, by WIPO, of newly protected signs.

B. Recording of the Protected Signs in Electronic Format on Hard Carrier and Their
Dissemination

19. Inaddition to the publication of the signsin the Article 6ter Express database, the
content of such publications will be made available on hard carrier, e.g. on CD-ROM,
containing the latest version of the Article 6ter Express database. Thiswould allow recipients
expressing a preference to that effect, to receive new communicationsin electronic format on
aphysica support.

20. CD-ROMswould be sent ssimultaneously with the electronic publication on the

Article 6ter Express database. However, only the publication date of the reproductionsin the
database would have legal effect for the determination of the “date of receipt” of the
communication, in accordance with Article 6ter(4) and (6).

C. Advantagesfor Requesting Parties

21. The proposed changesin the Article 6ter communication procedure will also have
consequences for requesting parties (States and IGOs aike). Most importantly, it will no
longer be required that requesting parties submit 600 paper copies of protected signs for
distribution. Instead a single paper copy will be submitted to the International Bureau, which
the International Bureau will scan it for inclusion in the Article 6ter database. Alternatively,
representations of signs for which protection is requested can be submitted in an electronic
format.

V. CONCLUSION

22. The procedure for a semiannual electronic communication of Article 6ter
communications, supplemented by the optional distribution of that publication in electronic
format on hard carrier will considerably simplify the administration of Article 6ter
communication procedures, both for the International Bureau and national and regional
trademark registration administrations. It is expected that the proposed change of procedures
will result in savings for the trademark registration administrations of receiving parties,
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requesting parties and the International Bureau of WIPO. Furthermore, it will enhance the
legal security for al parties concerned of Article 6ter communications, as the semiannual
publication dates will create generally applicable starting points for the calculation of the time
periods under Article 6ter(4) and (6).

23. The T isinvited to consider the
present document and to decide whether it
wishes to recommend the draft decision
contained in Annex |, initsactual or in an
amended form, for adoption by the Assembly
of the Paris Union.

[End of Annex Il and of document]



