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Introduction

The Working Group on the Legal Development of the Hague System for the International Registration of Industrial Designs (hereinafter referred to as “the Working Group”) met in Geneva from June 16 to 18, 2014.
The following members of the Hague Union were represented at the session:  African Intellectual Property Organization (OAPI), Benin, Denmark, Estonia, European Union, France, Germany, Greece, Hungary, Latvia, Lithuania, Norway, Oman, Republic of Korea, Republic of Moldova, Romania, Spain, Suriname, Syrian Arab Republic, Switzerland, Tajikistan, Tunisia and Ukraine (23).
The following States were represented as observers:  Cameroon, Canada, China, Czech Republic, Japan, Madagascar, Mexico, Russian Federation, United States of America, Viet Nam and Yemen (11).
Representatives of the following international intergovernmental organizations (IGOs) took part in the session in an observer capacity:  African Regional Intellectual Property Organization (ARIPO) and Benelux Office for Intellectual Property (BOIP) (2).
Representatives of the following non-governmental organizations (NGOs) took part in the session in an observer capacity:  Association of European Trademark Owners (MARQUES), Japan Patent Attorneys Association (JPAA) and Knowledge Ecology International, Inc. (KEI) (3).
The list of participants is contained in Annex II to this document.
Agenda Item 1:  Opening of the session

The Chair, Mr. Mikael Francke Ravn (Denmark), opened the fourth session of the Working Group, welcomed the participants and invited Mr. Francis Gurry, Director General of the World Intellectual Property Organization (WIPO), to deliver an opening address.
The Director General first recalled that in 2013, international design registrations grew by 7 per cent.  The 2,734 international registrations contained 12,806 designs.  At the end of 2013, there were around 27,000 active international registrations containing around 112,000 designs. Thus far, the number of international registrations in 2014 is at around the same level in the same period last year.
Since the last session of the Hague Working Group, the 1999 Act came into force with respect to Brunei Darussalam on December 24, 2013.  The Director General further welcomed the Republic of Korea’s recent deposit of its instrument of accession to the 1999 Act.  The 1999 Act will come into force with respect to the Republic of Korea on July 1, 2014.  The accession of the Republic of Korea brings the number of Contracting Parties to that Act to 47 and the total number of Contracting Parties to the Hague Agreement to 62.
The Director General noted that the membership of the 1999 Act was expected to grow tremendously, in the next one or two years, judging from the work that the International Bureau was doing with prospective Contracting Parties, as well as statements having been made in the Assemblies of the Member States of WIPO.  The Hague System is expected to cover trade areas accounting for 95 per cent of design filings worldwide (e.g. 1.2 million designs filed in 2012) compared to 25 per cent today.
The Director General recalled that that geographical expansion would also lead to a transformation of the operations under the Hague System.  The 1999 Act was adopted with the objective of making the system compatible with local systems that provide for novelty examination and as many of the prospective Contracting Parties had such a system, a great number of declarations would be made for the first time.  The Director General stressed that, in this fourth session of the Working Group, proposals elaborated in the working documents aimed at embracing such a transition, still with the underlying objective of guaranteeing users and Offices alike access to efficient and user-friendly procedures.
Ms. Päivi Lähdesmäki (WIPO) acted as Secretary to the Working Group.
Agenda Item 2:  Adoption of the Agenda

The Working Group adopted the draft agenda (document H/LD/WG/4/1 Prov.) without modification.
GENERAL STATEMENTS

Referring to its accession to the 1999 Act, the Delegation of the Republic of Korea expressed its gratitude to the International Bureau for the positive cooperation during preparations for accession.  The Delegation also expressed its appreciation for the working documents prepared by the International Bureau, which take into account national systems including the Republic of Korea.
The Delegation of the United States of America reported that preparatory work for the accession to the 1999 Act was underway in the United States of America.  The implementing legislation was already passed in 2012, and the review of the rules was underway.
The Delegation of China reported that most of the preparatory work concerning its accession to the 1999 Act had been completed.  The Delegation underscored the potentially high volume of international applications originating from China in the future, calling for the inclusion of Chinese as a working language under the Hague System.
The Delegation of Canada stated that its country had signaled its interest and intent to join the Hague System;  the 1999 Act was tabled in Parliament on January 27, 2014, for discussion and debate, whilst a commitment to join the Hague System had been outlined in its 2014 budget.  The Delegation indicated that its Office was an Office that carried out substantive examination on novelty, and was keen to look to other Examining Offices for guidance.  It also indicated that an accession date was not yet available.
The Delegation of Romania explained that its national law was being reviewed.  At present, description was a mandatory element in an application for registration of an industrial design.
Agenda Item 3:  Adoption of the draft report of the THIRD Session of The Working Group on the Legal Development of the Hague System for the International Registration of Industrial Designs

Discussion was based on document H/LD/WG/3/8 Prov.
The Working Group adopted the draft report (document H/LD/WG/3/8 Prov.) with a modification concerning the list of participants
Agenda Item 4:  TYPES OF DOCUMENTS AND OTHER MATERIAL UNDER RULE 7(5)(F) AND (G) OF THE COMMON REGULATIONS AND THEIR SUBMISSION THROUGH THE INTERMEDIARY OF THE INTERNATIONAL BUREAU

Discussion was based on document H/LD/WG/4/2.
The Secretariat introduced the document.
In reply to an inquiry by the Delegation of Mexico, the Chair clarified that proposed Section 408 of the Administrative Instructions for the Application of the Hague Agreement (hereinafter referred to as the “Administrative Instructions”) would deal with permitted matters in the international application and with permitted documents accompanying an international application, limited at the time of filing an international application.
Section 408(a)

In reply to an inquiry by the Delegation of the United States of America, the Secretariat clarified that proposed Section 408(a) would not make it mandatory for any Contracting Party to participate in the DAS system.


In reply to an intervention by the Delegation of the Russian Federation, the Secretariat observed that there would be difficulties if the submission of a priority document itself through the International Bureau were to be included in proposed Section 408 (a).  In that case, a copy of the priority document would be made electronically available to the Offices and a number of Offices would not be ready to accept electronic distribution of the priority document.
In reply to an inquiry by the Delegation of China, the Secretariat observed that the length of time for the submission of a priority document was outside the scope of the Hague legal framework.  A procedure for the late submission of priority documents through the International Bureau would be difficult to introduce since those documents should be linked to the correct international applications/registrations which would cause additional work load to the International Bureau.  In addition, if only one Office required the priority document, its submission directly to that Office would be a quicker option.
Being members of the DAS system, the Delegations of the United States of America and Spain expressed their support for the expansion of the DAS system in respect of industrial designs.
The Delegation of the Republic of Korea indicated that it had no objection to the use of the DAS system, but doing so would require an amendment to its national law, which the Republic of Korea was willing to do.
SECTION 408(B)

No comments were made by the Working Group.
Section 408(c)

The Delegation of the Republic of Korea expressed its support for the proposed paragraph.  Referring to an intervention of the Representative of JPAA, the Delegation commented that the additional requirements, such as “type and date of disclosure”, referred to in subparagraph (i) might be an extra burden on the applicant, as the same information could be obtained from the documentation referred to in its subparagraph (ii), therefore suggesting the deletion of such elements from subparagraph (i).
The Delegation of Japan expressed its support for the proposed paragraph.  The Delegation proposed deleting the indication “type and date of disclosure”, which were not required, as part of the declaration, under its national law.
In reply to an inquiry by the Delegation of China, the Secretariat clarified that proposed Section 408(c) only applied in respect of designation of Contracting Parties, the national laws of which provided for a declaration concerning exception to lack of novelty.  Furthermore, allowable times at which the declaration could be made might be different, depending on the national legislation.  The Secretariat stressed that although many national laws provided for grace periods only a few national laws contained a provision of such a declaration.
Section 408(d)

The Delegation of the United States of America explained that the purpose of a duty of candor and the requirement to provide information to the Office was to assist its examination process, preventing applicants from hiding any information they knew of, which would 


consequently prevent them from acquiring a valid right.  The Delegation also expressed its strong support for the development of the Hague Portfolio Manager (HPM) and Hague Office Portal (HOP) in the future.
The Delegation of the United States of America further explained that providing such information concerning prior designs to the Office should be in the form of an Information Disclosure Statement.  The Delegation expressed its concern that the documents were submitted in a language which its examiner could not understand.  The Delegation stated that a situation should be avoided where the examiner treated a reference as if it was never submitted.
The Secretariat recalled that Rule 6 of the Common Regulations Under the 1999 Act and the 1960 Act of the Hague Agreement (hereinafter referred to as the “Common Regulations”) provided for the main principles that the applicant is given a choice among the working languages for his international application, while the Office of each designated Contracting Party may use any of the working languages for receiving and submitting communications, irrespective of the language of the international application.  Those two principles functioned through translation by the International Bureau.  However, documentation that might accompany the international application was outside the scope of Rule 6.  Noting that the issue could be revisited at a later stage, the Secretariat believed that the International Bureau should at least accept a submission of documentation in a working language that might be different from the language of the international application, in support of the designation of a certain Contracting Party, as it would be in the interest of the applicant to be able to submit documentation in the language that the Office could understand.
The Chair recalled that Rule 6 of the Common Regulations did not exclude the submission of documentation accompanying the international application in a working language other than that of the international application.
Access to Supporting Documentation

The Delegations of the European Union and Germany expressed their interest and need to have access to distributed supporting documents, for example, during invalidity proceedings, although they had no interest to see those documents at the examination stage.
The Delegation of Switzerland observed that it would be easier if the parties requiring such access could simply be given a password to access information on WIPO’s database.
The Representatives of JPAA and MARQUES observed that a warning should appear in the E-filing interface and paper application form to raise the awareness of applicants on possible implications of making the declaration under Section 408(c) for other jurisdictions.
In reply to the Representatives of JPAA and MARQUES, the Secretariat indicated that a warning text had been prepared but it was hesitant to implement the text.  The Secretariat believed however that it would be useful to provide such a warning, if the supporting documentation were to be made available to all Offices.
The Secretariat clarified that supporting documentation should only be made publicly available to the Offices after publication of the international registration.  The Secretariat also indicated that separate meetings could be held with the Offices concerned on whether they preferred that all the supporting documentation be made available or only the relevant information.  It further asked the Delegation of the United States of America to clarify on what would be the consequences if the information regarding prior arts were not provided in the “Information Disclosure Statement” submitted to the Office, but could be found elsewhere in a supporting document submitted for the purpose of a designation of any other Contracting Party.

The Delegation of the United States of America indicated that, in order to satisfy the duty of disclosure, the applicant should do so before its Office.  The Delegation further expressed the benefits of increased transparency in the long term if making all the information publicly available.
The Chair noted that nothing precluded the Office of any Contracting Party from having access to supporting documents either on an ad hoc basis or under a systematic basis pursuant to an agreement that may be concluded under Section 204(a)(ii) of the Administrative Instructions.
schedule of fees

The Delegation of Germany observed that the proposed wording was vague but since it echoed a corresponding item in the Schedule of Fees under the Madrid System, it was acceptable.
The Chair concluded that the Working Group considered it desirable to add a new Section 408 to the Administrative Instructions, as contained in Annex I to document H/LD/WG/4/2, with a modification to paragraph (c), with a date of entry into force of July 1, 2014.
The Chair concluded that the Working Group considered favorably the submission of a proposal to amend the Common Regulations with respect to the Schedule of Fees, as set out in Annex II to document H/LD/WG/4/2, for adoption, to the Assembly of the Hague Union, with the proposed date of entry into force of January 1, 2015.
Agenda Item 5:  POSSIBLE INTRODUCTION OF A MECHANISM INTO THE HAGUE SYSTEM TO MAKE PUBLICLY AVAILABLE IN A CENTRALIZED MANNER AMENDMENTS TO AN INDUSTRIAL DESIGN FOLLOWING A PROCEDURE BEFORE AN OFFICE

Discussion was based on document H/LD/WG/4/3.
The Secretariat introduced the document.
The Delegation of the United States of America expressed its support for the proposals on the feedback mechanism as it provided clarity as to the amended scope of rights.
In reply to an intervention by the Delegation of China on the scenario where there were multiple amendments following each other, the Chair clarified that the Office would only have to notify the amendment finally accepted by the Office.
The Representative of JPAA expressed its support for the feedback mechanism and inquired whether an Office was obliged to notify an amendment made by the holder voluntarily in the absence of a refusal.
In addition to the instance raised by the Representative of JPAA, the Delegation of the United States of America observed that there might also be instances where the holder of the international registration and applicant might not be the same, noting that a person having no connection to any Contracting Party may not be recorded as the new holder under the Hague System while such assignment should actually be possible under the national law of the United States of America.
In reply to an intervention by the Delegation of the Republic of Korea, the Chair clarified that it would be up to the International Bureau to present the information concerning amendments in a sensible manner when it was submitted in XML format.
In reply to an intervention by the Delegation of the Russian Federation, the Secretariat clarified that details concerning amendments could be provided in the language of the Office which was different from the working languages.  The information would be made publicly available through the International Designs Bulletin in the form of a scanned copy of the notification or statement as submitted by the Office to the International Bureau.
Subparagraph (b)(iv) in Rules 18(4), 18bis(1) and 18bis(2)

In reply to an inquiry by the Delegation of China, the Secretariat explained that the reason for proposed subparagraph (b)(iv) concerning the date of effect as a grant of protection, apart from “date of the statement”, was that it was possible, depending on the applicable law, that protection would not begin from the date of the statement.
Upon a further inquiry from the Delegation of China, the Secretariat confirmed that the effect as a grant of protection could start from the date of republication of the international registration in China.  The Secretariat proposed an indication of a date of national republication in the statement of grant of protection.
Subparagraph (c) in Rules 18(4), 18bis(1) and 18bis(2)

The Delegation of the Russian Federation proposed the addition of “in one of the working languages of the Hague System or in the language of the Office” to clarify that the statement did not have to be in a working language of the Office.
In reply to the intervention by the Delegation of the Russian Federation, the Delegation of the United States of America stated that rather than adding further specificity that might increase complications in the wording of the provision, it might be better to leave it to the Office to convey their communication in the manner they choose, including the language to be used.
The Chair observed that there should be no need to have any direct reference in subparagraph (c) to the languages.  Alternatively, that would be reflected in the document to be submitted to the Assembly of the Hague Union;  it appeared clear that neither the Offices or the International Bureau was obliged to translate the statement into one of the working languages of the Hague System.
In reply to an inquiry by the Delegation of the European Union whether the wording “all amendments” in proposed subparagraph (c) included notification of invalidation under Rule 20 of the Common Regulations, the Secretariat explained that invalidations were very rare and that they were not included in the present exercise.
In conjunction with the intervention by the Delegation of the European Union, the Delegation of Germany explained that, under its national law, the proprietor of a design registration had the possibility to partially surrender his design right where there was a partial ground of invalidity.  Following a discussion with a third party, the right holder could, without any proceedings before the Office, declare a partial surrender, and provide the Office with an amended representation of the design, regardless of the ground of invalidity. 


In reply to the intervention by the Delegation of Germany, the Secretariat recalled that, under the current system, it was not possible to record such a partial surrender in the International Register.  The Secretariat further indicated that the Common Regulations may be amended in that respect, pursuant to Article 16(1)(vii) of the 1999 Act, should such a need arise.
Subparagraphs (c) and (d) of Rule18bis(1)

Following an intervention by the Delegation of the United States of America, the Secretariat proposed to delete the wording “initiated by the holder of the international registration” in proposed subparagraphs (c) and (d), thus giving place to other occasions that were not initiated by the holder.  Nevertheless, the Secretariat expressed its concern on whether the deletion would give an impression to Offices that, instead of issuing a refusal, they would rather proceed to an amendment without involving the holder of the International registration.
The Delegation of the European Union suggested the addition of “but not initiated by the Office” after the existing language in the proposed subparagraphs, indicating that such addition would be broad enough to cover the possible situations described by the Secretariat.
The Delegation of the United States of America mentioned that the proposal by the Delegation of the European Union would still leave out instances.  The Delegation, supported by the Delegations of Denmark and the Russian Federation, suggested that an explanatory note could be added with the proposed provisions, after the deletion of the wording “initiated by the holder of the international registration”, as a means to clarify the issue.
The Chair stated that the circumstances under which the statements under proposed Rule 18bis(1) could be issued would be recalled in the document to be submitted to the Assembly of the Hague Union.
Subparagraph (b)(iii) in Rule18bis(1) and 18bis(2)

The Delegation of Ukraine suggested that the wording in Rule 18bis(1)(b)(iii) should be read in the same way as Rule18bis(2)(b)(iii), theoretically, using the same wording “those to which it relates or does not relate” in both provisions, irrespective of whether the statement of grant of protection were to be made in the first instance or after a refusal.
The Secretariat clarified that there was a difference between the scenarios covered by the two provisions.  As a statement of grant of protection under Rule 18bis(1) were to be issued in a positive stage, it would be superfluous to include the same wording as in subparagraph (2)(b)(iii), to indicate the industrial designs to which protection was not given.
The Chair concluded that the Working Group considered favorably the submission of a proposal to amend the Common Regulations with respect to Rule 18(4) and Rule 18bis(1) and (2), as contained in the Annex to document H/LD/WG/4/3, with modifications to sub-paragraphs (c) and (d) of Rule 18bis(1), for adoption, to the Assembly of the Hague Union, with the proposed date of entry into force of January 1, 2015.


Agenda Item 6:  revised proposal for a standard document for the purpose of article 16(2) of the 1999 act of the hague agreement and its possible submission through the intermediary of the international bureau

Discussion was based on document H/LD/WG/4/4.
The Secretariat introduced the document 
The Delegation of Denmark announced that it intended to withdraw the declaration it had made under Article 16(2) in the near future. 
The Representative of OAPI stated that it required a document, but wished to reassure the Secretariat that its legislation does not specify any particular authentication of the document.  Therefore, the Office could accept the standard document submitted through the International Bureau and made available electronically.
The Delegation of the Republic of Korea expressed its support for the use of the standard document, indicating that the Office would make good use of it. 
The Delegation of the Russian Federation expressed its interest in using the standard document, and indicated that amendments to the national law were being considered to accommodate the use of the document. 
The Delegation of the United States of America stated that it expected to make a declaration under Article 16(2), but would not be able to rely on the standard document as a matter of validity, which was an issue for its country’s courts and was outside the scope of its Office.  The Delegation further observed that the possibility of attaching documents to the standard document might broaden its possible use by the Office.
The Delegation of China expressed its gratitude to the Secretariat for taking into account its suggestions made on the standard document at the last session.
The Delegation of the Republic of Moldova expressed its support for the standard document, as it would benefit the users of the system.
The Representative of JPAA stated that, under the Madrid System, a submission of form MM5 to the International Bureau was sufficient for a change in ownership to be recorded in the International Register, and to have legal effect in the territory of each of the designated Contracting Parties concerned.  The representative acknowledged the differences between industrial designs and trademarks, but nonetheless suggested that the Hague System could take reference in that procedure when considering any further improvements.  
In reply to the intervention by the Representative of JPAA, the Secretariat clarified that the Hague System shared the same underlying principle with the Madrid System, as enshrined in Article 16(2) of the Geneva Act.  However, the existence of a possible declaration thereunder resulted from negotiations at the Diplomatic Conference, whereas the architects of the Geneva Act envisaged that such a potential disadvantage to the holders would be mitigated when a standard document was established to satisfy the requirements of all Offices concerned.
Item 1

In reply to an inquiry by the Delegation of France, the Secretariat explained that the “date of execution” was an expression required under the law of the United States of America, and that, in its understanding, “Effective date of the transfer” and “Date of execution” were equivalent in their meaning.  Subject to a confirmation by the Delegation of the United States of America, the Secretariat proposed to delete the term “Date of execution”.
In reply to an intervention by the Delegation of Spain, the Secretariat corrected the Spanish text to match the French and English texts.
Item 2

The Delegation of the European Union suggested that “Number” be changed into “Number(s)” in “Number of the industrial design(s)” under INID code (53) for clarity.
Items 3 and 4

The Delegation of the Republic of Moldova observed that under the current wording, items 3 and 4 appeared to give the impression that only a name was required for a natural person, whereas in the case of a legal entity, further information such as an address and telephone number had to be provided.
In reply to the intervention by the Delegation of the Republic of Moldova, the Secretariat agreed to correct items 3 and 4 to clarify the wording.
Item 5

The Delegation of Spain suggested that the plural form should be used in item 5(a)(ii) in the Spanish text to read “la(s) persona(s) firma(n)”, to be consistent with item 5(a)(i).
The Chair further confirmed that the standard document would be revised taking into consideration the proposals put forward during the session.
Submission of the Standard Document through the International Bureau and its Electronic Distribution to Offices

The Delegation of the United States of America raised its concern on whether and how a submission of the document by the holder to the Office concerned could be reflected in the International Register.
In reply to the intervention by the Delegation of the United States of America, the Secretariat explained that since the submission of the standard document was an additional service provided by the International Bureau, it was not recorded in the International Register.  The Secretariat, however, observed that any refusal of the effects of the recording of a change in ownership could be notified through a declaration under Rule 21bis(1), and thus recorded in the International Register and published in the Bulletin.
The Chair noted that the Working Group favorably considered the submission of the standard document through the International Bureau and its electronic distribution to the Offices.
Recommendation

In reply to an intervention by the Delegation of the United States of America, the Secretariat clarified that the recommendation, as proposed in Annex III of document H/DC/LD/4/4, to be adopted by the Assembly of the Hague Union was of a non‑binding nature.  The Secretariat referred to the existing recommendation adopted by the Hague Assembly for Contracting Parties that make, or that have made, a declaration under Article 7(2) of the Geneva Act or under Rule 36(1) of the Common Regulations, concerning international applications filed by applicants whose sole entitlement is a connection with a least developed country.
The Chair concluded that the Working Group favorably considered the submission of the proposal for a recommendation for making the standard document an acceptable document in the Contracting Parties having made a declaration under Article 16(2) of the 1999 Act, to the Assembly of the Hague Union, for adoption.  The Chair further explained that the purpose of the recommendation was to merely encourage the Contracting Parties to accept the standard document as having the same effect as a statement or document which may be submitted for the same purpose under the law of the Contracting Party concerned.
Agenda Item 7:  OTHER MATTERS

Discussion was based on document H/LD/WG/4/5.
The Secretariat introduced the document
The Delegation of the European Union announced that the Office for Harmonization in the Internal Market (Trade Marks and Designs) (OHIM) was engaged in a convergence project called “CP6”, where, among others, “representation of a design” and “disclaimers” were discussed.  The Delegation emphasized the importance of those discussions also for the current discussion within the Working Group.
Section 401

The Delegation of the United States of America observed that its Office was not legally or technically in a position to handle, for instance, moving image files.  Following the intervention, the Secretariat acknowledged that it might be premature to introduce the proposed new provision concerning other visual representations into the Administrative Instructions.  Moreover, it would be useful to keep it in the agenda, as it was observed by the Working Group in its previous session.
Section 402

In reply to an inquiry by the Representative of JPAA, the Chair explained that submitting an enlarged view would remain possible under proposed Section 402(b).
Section 403

The Delegations of Japan, the Republic of Korea and the Republic of Moldova expressed their support for the proposed provision.
The Delegation of the United States of America expressed its concern on the use of color as a means of disclaimer, as it was not accepted by its Office.  Thus, the addition of coloring in the provision might increase the number of refusals of international registrations to be issued by the Office.
The Delegation of Canada echoed the intervention by the Delegation of the United States of America, recalling that the best practice for disclaimer was still being pursued in discussions for a Design Law Treaty (DLT).  The Delegation inquired what the disclaiming mechanism using color could entail.
In reply to the interventions by the Delegations of Canada and the United States of America, the Secretariat, using the examples presented, asserted that the current practice of using color for disclaimer was not a source of confusion as long as it was clearly indicated in the description;  if the examiner of the International Bureau did not understand what the color in question meant, he would inquire upon the matter with the applicant and ask for a revised clarification.
The Delegations of the European Union and Ukraine indicated that the word “may” appearing in the text of the provision would create ambiguity, as any additional environmental matter could not be presented in the reproduction unless they were disclaimed in accordance with the provision.  The Delegations therefore proposed to change the wording.
In reply to the interventions by the Delegations of the European Union and Ukraine, the Secretariat clarified that it was not the purpose of the proposed provision to set out a closed list of disclaimer types, as many Offices might accept other means of disclaimer, such as blurring and shading.  From the International Bureau’s perspective, a type of disclaimer not mentioned in Section 403 might be accepted if it was accompanied by a description indicating such a disclaimer clearly enough to its examiner.  The Secretariat proposed to split the provision into two paragraphs, the first paragraph remaining exactly the same as in the original proposal, while the second paragraph would deal with any additional environmental matter that must be claimed out in accordance with the provision.
The Delegation of Japan expressed its support for the Secretariat’s proposal, indicating that a disclaimer by coloring was frequently employed where the reproductions were in the form of photographs or computer graphics before its Office, as it would be costly and difficult to convert photographs or computer graphics into line drawings for the purposes of disclaimers.  The Delegation also explained that a disclaimer by coloring should be accompanied by a description to that effect.
 In reply to an inquiry by the Representative of JPAA, the Secretariat confirmed that a disclaimer of protection for part of the product by coloring would continue to be allowed, within the ambit of proposed paragraph (a).  The Secretariat further proposed a modification to the title of Section 403, which would replace “Claimed Design” by “the Industrial Design or the Product in Relation to Which the Industrial Design Is Used” in order to be consistent with Section 402(a).
The Representative of MARQUES welcomed the Secretariat’s proposal.
The Delegations of the European Union and Ukraine expressed their concern that the proposed paragraph (b) still appeared to give an impression of a closed list.  Accordingly, the Delegations suggested a deletion of the direct reference to subparagraph (i) and (ii) of paragraph (a) from paragraph (b).
The Delegation of the United States of America recalled that, as a blanket practice, the Office did not accept color as a means of disclaimer.  Therefore, the Delegation expressed its concern over the need to push for the inclusion of the words “or coloring”, where it was already a current practice that the list in the provision was non-exhaustive, implying the inclusion of the use of color.
The Delegation of Canada confirmed that the use of color to disclaim part of the design was not in line with the current practice of the Office, which did not even accept reproductions themselves in color so far.  The Delegation nevertheless indicated that it would bring the issue of coloring for a disclaimer back to the Office for further discussion, reaffirming its intention to be as flexible as possible when looking at its practices and regulations.  The Delegation further inquired on the issue of a lack of a disclaimer in a description, where color was used as a means to disclaim part of the design.
In reply to the inquiry made by the Delegation of Canada, the Secretariat clarified that, in the absence of a written explanation on the use of the color, it would be left to the Office of the designated Contracting Party to make its assessment; where there was an issue of ambiguity as to the element of the color to the extent that it would, for instance, prevent a clear disclosure of the design or from determining the scope of the right claimed, the Office would be in a position to issue a refusal and seek clarification.  The Secretariat further indicated that it believed that, if the Offices of certain Contracting Parties could not rely on the use of color for a disclaimer from such substantive points of view, it would be the role of the International Bureau to convey that information to applicants intending to designate such Contracting Parties.  Accordingly, the Secretariat invited comments from the Delegation of the United States of America.
The Delegation of the United States of America recalled that a submission of reproductions in black and white was considered to be the clearest way in conveying the scope of right, and the Office did not accept color for a disclaimer, as it believed that it was not the best way for disclaimers.  The Delegation therefore reaffirmed its concern on the possible outcome of consistent refusals where the United States of America would be designated.
The Delegation of Japan explained that, if no explanation was given in the description concerning the use of color in a reproduction, it would be considered as part of the design;  where the use of color was not clear, the application would be rejected.
The Delegation of the Republic of Korea explained that the reasons for the Office to start accepting a disclaimer by coloring was based on the need of the design industries, as it was more efficient to disclaim part of the design that was represented in photographs or computer graphics.
In reply to the interventions made by the Delegations of Japan and the Republic of Korea, the Delegation of the United States of America further clarified that the only occasion in the United States of America where color could be accepted was when it was claimed as part of the design.  The Delegation further asserted that it did not necessarily agree with the Delegations of Japan and the Republic of Korea that the use of color for a disclaimer would be more cost effective for the applicant.
Recalling the purpose of the current discussion being a mere consultation pursuant to Rule 34(1) of the Common Regulations, the Chair noted that the Delegations of current members of the Hague Union, as well as the Representatives of user organizations, considered favorably the amendments to Part Four of the Administrative Instructions.  The Chair further noted that a few prospective members of the Hague Union expressed their concern about the addition of the indication “by […] or coloring” in amended Section 403.  The Chair indicated that this topic could be revisited in the future.
Section 405

The Delegation of the Republic of Korea expressed its support to proposed Section 405(c).  However, it preferred that view descriptions be provided relying upon standard terms only in order to prevent confusing terms from being used.
In reply to the intervention by the Delegation of the Republic of Korea, the Delegation of the United States of America expressed its concern with a fixed set of standard terms as the applicant would lose flexibility. 
The Secretariat clarified that it was in the process of formulating an electronic interface with a scroll down list where the applicant was invited to choose among a list of pre‑defined terms, but also with a blank field where a more specific description could be provided manually. 
The Chair concluded that the Working Group considered it desirable to amend Sections 402, 403 and 405 of the Administrative Instructions, as contained in the Annex to document H/LD/WG/4/5, with modifications to Section 403, with a date of entry into force of July 1, 2014.
No other matters were raised by the Working Group under this item.
Agenda Item 8:  summary by the chair

The Working Group approved the Summary by the Chair as contained in Annex I to the present document.
Agenda Item 9:  closing of the session

The Chair closed the session on June 18, 2014.
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SUMMARY BY THE CHAIR

approved by the Working Group




1. The Working Group on the Legal Development of the Hague System for the International Registration of Industrial Designs (hereinafter referred to as “the Working Group”) met in Geneva from June 16 to 18, 2014.
The following members of the Hague Union were represented at the session:  African Intellectual Property Organization (OAPI), Benin, Denmark, Estonia, European Union, France, Germany, Greece, Hungary, Latvia, Lithuania, Norway, Oman, Republic of Moldova, Romania, Spain, Suriname, Syrian Arab Republic, Switzerland, Tajikistan, Tunisia and Ukraine (22).
The following States were represented as observers:  Cameroon, Canada, China, Czech Republic, Japan, Madagascar, Mexico, Republic of Korea, Russian Federation, United States of America, Viet Nam and Yemen (12).
Representatives of the following international intergovernmental organizations (IGOs) took part in the session in an observer capacity:  African Regional Intellectual Property Organization (ARIPO) and Benelux Office for Intellectual Property (BOIP) (2).
Representatives of the following non-governmental organizations (NGOs) took part in the session in an observer capacity:  Association of European Trademark Owners (MARQUES), Japan Patent Attorneys Association (JPAA) and Knowledge Ecology International, Inc. (KEI) (3).
AGENDA ITEM 1:  OPENING OF THE SESSION

The Chair, Mr. Mikael Francke Ravn (Denmark), opened the session of the Working Group and welcomed the participants.  Mr. Francis Gurry, Director General of the World Intellectual Property Organization (WIPO) made an opening address.
Ms. Päivi Lähdesmäki (WIPO) acted as Secretary to the Working Group.
AGENDA ITEM 2:  ADOPTION OF THE AGENDA

The Working Group adopted the draft agenda (document H/LD/WG/4/1 Prov.) without modification.
AGENDA ITEM 3:  ADOPTION OF THE DRAFT REPORT OF THE THIRD SESSION OF THE WORKING GROUP ON THE LEGAL DEVELOPMENT OF THE HAGUE SYSTEM FOR THE INTERNATIONAL REGISTRATION OF INDUSTRIAL DESIGNS

Discussions were based on document H/LD/WG/3/8 Prov.
The Working Group adopted the draft report (document H/LD/WG/3/8 Prov.) with a modification concerning the list of participants.
AGENDA ITEM 4:  TYPES OF DOCUMENTS AND OTHER MATERIAL UNDER RULE 7(5)(F) AND (G) OF THE COMMON REGULATIONS AND THEIR SUBMISSION THROUGH THE INTERMEDIARY OF THE INTERNATIONAL BUREAU

Discussions were based on document H/LD/WG/4/2.
With respect to paragraph 25 of the document, the Chair noted that Rule 6 of the Common Regulations did not exclude the submission of documentation accompanying the international application in a working language other than that of the international application.  The Chair further noted that nothing in paragraph 31 precluded the Office of any Contracting Party from having access to supporting documents either on an ad hoc basis or under a systematic basis pursuant to an agreement concluded under Section 204(a)(ii) of the Administrative Instructions.
The Chair concluded that the Working Group considered it desirable to add a new Section 408 to the Administrative Instructions, as contained in Annex I to document H/LD/WG/4/2, with a modification to paragraph (c), as set out in Annex I to the Summary by the Chair, with a date of entry into force of July 1, 2014.
The Chair concluded that the Working Group considered favorably the submission of a proposal to amend the Common Regulations with respect to the Schedule of Fees, as set out in Annex II to document H/LD/WG/4/2, for adoption, to the Assembly of the Hague Union, with the proposed date of entry into force of January 1, 2015.
AGENDA ITEM 5:  POSSIBLE INTRODUCTION OF A MECHANISM INTO THE HAGUE SYSTEM TO MAKE PUBLICLY AVAILABLE IN A CENTRALIZED MANNER AMENDMENTS TO AN INDUSTRIAL DESIGN FOLLOWING A PROCEDURE BEFORE AN OFFICE

Discussions were based on document H/LD/WG/4/3.
The Chair noted that the amendments indicated or contained in the notification or statement as referred to in proposed Rules 18(4)(c), 18bis(1)(c) and (2)(c), may be in the language of the Office which issued the said notification or statement and that this would be reflected in the document to be submitted to the Hague Union Assembly.
The Chair further noted that the circumstances under which the statements under proposed Rule 18bis(1) could be issued will be recalled in the document to be submitted to the Hague Union Assembly.
The Chair concluded that the Working Group considered favorably the submission of a proposal to amend the Common Regulations with respect to Rule 18(4) and Rule 18bis(1) and (2), as contained in the Annex to document H/LD/WG/4/2, with modifications to sub-paragraphs (c) and (d) of Rule 18bis(1), as set out in Annex II to the Summary by the Chair, for adoption, to the Assembly of the Hague Union, with the proposed date of entry into force of January 1, 2015.
AGENDA ITEM 6:  REVISED PROPOSAL FOR A STANDARD DOCUMENT FOR THE PURPOSE OF ARTICLE 16(2) OF THE 1999 ACT OF THE HAGUE AGREEMENT AND ITS POSSIBLE SUBMISSION THROUGH THE INTERMEDIARY OF THE INTERNATIONAL BUREAU

Discussions were based on document H/LD/WG/4/4.
The Chair noted that at present three Contracting Parties have made a declaration under Article 16(2) of the 1999 Act, namely, the African Intellectual Property Organization (OAPI), Denmark and the Republic of Korea.  However, the Delegation of Denmark informed the Working Group that the withdrawal of the said declaration by Denmark was underway.  In the future, it is expected that a number of prospective Contracting Parties will make that declaration.
The Chair further noted that the standard document will be revised taking into consideration the proposals put forward during the session.
The Chair also noted that the Working Group favorably considered the submission of the standard document through the International Bureau and its electronic distribution to the Offices.
The Chair concluded that the Working Group favorably considered the submission of a proposal for a recommendation for making the standard document an acceptable document in the Contracting Parties having made a declaration under Article 16(2) of the 1999 Act, to the Assembly of the Hague Union, for adoption.  The Chair further explained that the purpose of the recommendation was to merely encourage the Contracting Parties to accept the standard document as having the same effect as a statement or document which may be submitted for the same purpose under the law of the Contracting Party concerned.
AGENDA ITEM 7:  OTHER MATTERS

Discussions were based on document H/LD/WG/4/5.
The Chair noted that the Delegations of current members of the Hague Union and Representatives of user organizations considered favorably the amendments to Part Four of the Administrative Instructions.  The Chair further noted that a few prospective members of the Hague Union expressed their concern about the addition of the indication “by […] or coloring” in amended Section 403.  The Chair indicated that this topic would be revisited in the future.
The Chair concluded that the Working Group considered it desirable to amend Sections 402, 403 and 405 of the Administrative Instructions, as contained in the Annex to document H/LD/WG/4/5, with modifications to Section 403, as set out in Annex I to the Summary by the Chair, with a date of entry into force of July 1, 2014.
No other matters were raised by the Working Group under this item.
AGENDA ITEM 8:  SUMMARY BY THE CHAIR

28.	The Working Group approved the Summary by the Chair, as contained in the present document.
AGENDA ITEM 9:  CLOSING OF THE SESSION

29.	The Chair closed the session on June 18, 2014.
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Administrative Instructions for the Application
of the Hague Agreement

(as in force on [July 1, 2014])


[...]


Part Four
Requirements Concerning Reproductions and Other Elements
of the International Application

[…]

Section 402:  Representation of the Industrial Design

(a)	The photographs and other graphic representations shall represent the industrial design alone, or the product in relation to which the industrial design is to be used, to the exclusion of any other object, accessory, person or animal.

(b)	The dimensions of the representation of each industrial design appearing in a photograph or other graphic representation may not exceed 16 x 16 centimeters, and in respect of at least one representation of each design, one of those dimensions must be at least 3 centimeters. With respect to the filing of international applications by electronic means, the International Bureau may establish a data format, the particulars of which shall be published on the web site of the Organization, to ensure compliance with these maximum and minimum dimensions.

(c)	The following shall not be accepted.

(i)	technical drawings, particularly with axes and dimensions;

(ii)	explanatory text or legends in the representation.


Section 403:  Disclaimers and Matter That Does Not Form Part of the Industrial Design or the Product in Relation to Which the Industrial Design is to be Used

(a)	Matter which is shown in a reproduction but for which protection is not sought may be indicated

(i)	in the description referred to in Rule 7(5)(a) and/or

(ii)	by means of dotted or broken lines or coloring.

(b)	Notwithstanding Section 402(a), matter that does not form part of the industrial design or the product in relation to which the industrial design is to be used may be shown in a reproduction if it is indicated in accordance with paragraph (a).

[…]



Section 405:  Numbering of Reproductions and Legends

(a)	The numbering stipulated for multiple international applications shall appear in the margin of each photograph or other graphic representation. When the same industrial design is represented from different angles, the numbering shall consist of two separate figures separated by a dot (e.g., 1.1, 1.2, 1.3, etc. for the first design, 2.1, 2.2, 2.3, etc. for the second design, and so on).

(b)	The reproductions shall be submitted in ascending numerical order.

(c)	Legends to indicate a specific view of the product (e.g., “front view”, “top view”, etc.) may be indicated in association with the numbering of the reproduction.

[…]


Section 408:  Permitted Matters in the International Application and
Permitted Documents Accompanying an International Application

(a)	Where the applicant has made a declaration under Rule 7(5)(c) claiming priority of an earlier filing in the international application, that claim may be accompanied by a code allowing to retrieve that filing in a Digital Access Service for Priority Documents (DAS) digital library;
(b)	Where the applicant wishes to benefit from a reduction of an individual designation fee as indicated in a declaration made under Article 7(2) of the 1999 Act by a designated Contracting Party, the international application may contain an indication or claim of the economic status entitling the applicant to the reduced fee as indicated in the declaration, as well as the certificate thereof, where applicable.
(c)	(i)	Where the applicant wishes to make a declaration concerning exception to lack of novelty in the international application, as may be prescribed under the law of a designated Contracting Party, the declaration shall be worded as follows, with the indication of those industrial designs to which the declaration relates:

“Declaration Concerning Exception to Lack of Novelty

“The applicant claims to benefit from exceptional treatments provided for in the applicable laws of the designated Contracting Parties concerned for disclosure of [all] the [following] industrial designs included in the present application.”
(ii)	Where the applicant wishes to submit documentation on the type and date of disclosure, the international application may be accompanied by such documentation.

(d)	Where the applicant wishes to submit a statement as referred to in Rule 7(5)(g), the statement shall be in the format established by the International Bureau in agreement with the designated Contracting Party concerned.


[…]




H/LD/WG/4/7
Annex I, page 5


H/LD/WG/4/7
Annex I, page 6



Common Regulations
Under the 1999 Act and the 1960 Act
of the Hague Agreement

(as in force on [January 1, 2015])


Rule 18
Notification of Refusal

[…]

(4)	[Notification of Withdrawal of Refusal]  (a)  The notification of any withdrawal of refusal shall relate to one international registration, shall be dated and shall be signed by the Office making the notification.
(b)	The notification shall contain or indicate
(i)	the Office making the notification,
(ii)	the number of the international registration,
(iii)	where the withdrawal does not relate to all the industrial designs to which the refusal applied, those to which it relates or does not relate, and
(iv)	the date on which the international registration produced the effect as a grant of protection under the applicable law, and
(iv)	the date on which the refusal was withdrawn.
(c)	Where the international registration was amended in a procedure before the Office, the notification shall also contain or indicate all amendments.

[…]


Rule 18bis
Statement of Grant of Protection

(1)	[Statement of Grant of Protection Where No Notification of Provisional Refusal Has Been Communicated]  (a)  An Office which has not communicated a notification of refusal may, within the period applicable under Rule 18(1)(a) or (b), send to the International Bureau a statement to the effect that protection is granted to the industrial designs, or some of the industrial designs, as the case may be, that are the subject of the international registration in the Contracting Party concerned, it being understood that, where Rule 12(3) applies, the grant of protection will be subject to the payment of the second part of the individual designation fee.
(b)	The statement shall indicate
(i)	the Office making the statement,
(ii)	the number of the international registration, and
(iii)	where the statement does not relate to all the industrial designs that are the subject of the international registration, those to which it relates,
(iv)	the date on which the international registration produced or shall produce the effect as a grant of protection under the applicable law, and
(v)	the date of the statement.
(c)	Where the international registration was amended in a procedure before the Office, the statement shall also contain or indicate all amendments.
(d)	Notwithstanding subparagraph (a), where Rule 18(1)(c)(i) or (ii) applies, as the case may be, or where protection is granted to the industrial designs following amendments in a procedure before the Office, the said Office must send to the International Bureau the statement referred to in subparagraph (a).


(e)	The applicable period referred to in subparagraph (a) shall be the period allowed pursuant to Rule 18(1)(c)(i) or (ii), as the case may be, to produce the effect as a grant of protection under the applicable law, with respect to a designation of Contracting Party having made a declaration under either of the aforementioned Rules.

(2)	[Statement of Grant of Protection Following a Refusal]  (a)  An Office which has communicated a notification of refusal and which has decided to either partially or totally withdraw such refusal, may, instead of notifying a withdrawal of refusal in accordance with Rule 18(4)(a), send to the International Bureau a statement to the effect that protection is granted to the industrial designs, or some of the industrial designs, as the case may be, that are the subject of the international registration in the Contracting Party concerned, it being understood that, where Rule 12(3) applies, the grant of protection will be subject to the payment of the second part of the individual designation fee.
(b)	The statement shall indicate
(i)	the Office making the notification,
(ii)	the number of the international registration,
(iii)	where the statement does not relate to all the industrial designs that are the subject of the international registration, those to which it relates or does not relate, and
(iv)	the date on which the international registration produced the effect as a grant of protection under the applicable law, and
(v)	the date of the statement.
(c)	Where the international registration was amended in a procedure before the Office, the statement shall also contain or indicate all amendments.

[…]


[...]


SCHEDULE OF FEES

(as in force on [January 1, 2015])


[…]

VII.	Services Provided by the International Bureau

24.	The International Bureau is authorized to collect a fee, whose amount it shall itself fix, for services not covered by this Schedule of Fees.



[Annex II follows]
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Palesa KAIBE (Ms.), Senior Finance Officer, Finance Department, Harare
pkaibe@aripo.org





IV.	ORGANISATIONS NON GOUVERNEMENTALES/NON-GOVERNMENTAL ORGANIZATIONS


Association des propriétaires européens de marques de commerce (MARQUES)/Association of European Trademark Owners (MARQUES)
Robert Mirko STUTZ, First Vice-Chair, Designs Team, Bern
bks@torneys.ch

Japan Patent Attorneys Association (JPAA)
Tomoya KUROKAWA, Tokyo
gyoumukokusai@jpaa.or.jp
Tomohiro NAKAMURA, Design Committee, Tokyo
gyoumukokusai@jpaa.or.jp

Knowledge Ecology International, Inc. (KEI)
Thirukumaran BALASUBRAMANIAM, Representative, Geneva



V.	BUREAU/OFFICERS


Président/Chair:	Mikael Francke RAVN (Danemark/Denmark)

Secrétaire/Secretary:	Päivi LÄHDESMÄKI (Mme/Ms.) (OMPI/WIPO)





VI.	SECRÉTARIAT DE L’ORGANISATION MONDIALE DE LA PROPRIÉTÉ INTELLECTUELLE (OMPI)/SECRETARIAT OF THE WORLD INTELLECTUAL PROPERTY ORGANIZATION (WIPO)


Francis GURRY, directeur général/Director General

WANG Binying (Mme/Ms.), vice-directrice générale/Deputy Director General

Grégoire BISSON, directeur, Service d’enregistrement de La Haye, Secteur des marques et des dessins et modèles/Director, The Hague Registry, Brands and Designs Sector

Neil WILSON, directeur, Division de l’appui aux services d’enregistrement, Secteur des marques et des dessins et modèles/Director, Registries Support Division, Brands and Designs Sector

Päivi LÄHDESMÄKI (Mme/Ms.), chef, Section juridique, Service d’enregistrement international de La Haye, Secteur des marques et des dessins et modèles/Head, Legal Section, The Hague Registry, Brands and Designs Sector

Hiroshi OKUTOMI, juriste, Section juridique, Service d’enregistrement de La Haye, Secteur des marques et des dessins et modèles/Legal Officer, Legal Section, The Hague Registry, Brands and Designs Sector

Hideo YOSHIDA, administrateur adjoint, Section juridique, Service d’enregistrement de La Haye, Secteur des marques et des dessins et modèles/Associate Officer, Legal Section, The Hague Registry, Brands and Designs Sector

Li MAOR (Mme/Ms.), administratrice juridique adjointe, Section juridique, Service d’enregistrement de La Haye, Secteur des marques et des dessins et modèles/Associate Legal Officer, Legal Section, The Hague Registry, Brands and Designs Sector
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