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Introduction

1.
It is certainly appropriate to describe the TRIPS Agreement as a milestone in the international development of intellectual property protection at the end of the 20th Century.  The continuing implementation of the TRIPS Agreement has already at this point in time resulted in a significant strengthening of the protection of copyright, trademarks, patents, plant breeders' rights, 
 and the like.  In particular, enforcement measures have improved and anti-counterfeiting ranks high on the political agenda of most industrialised and developing countries.

2.
One type of intellectual property has, however, profited exceptionally from the TRIPS Agreement: geographical indications.

3.
Prior to the enactment of the TRIPS Agreement, it would clearly have been misleading to talk about a comprehensive global system for the protection of geographical indications.  Both the Paris Convention and the 1891 Madrid Agreement on False Designations of Origin deal with the protection of geographical indications, but cover only a fairly small portion of it.  The Lisbon Agreement is broader in its scope of protection, but suffers from limited membership.
  The same analysis applies on a country-by-country basis.  Geographical indications were protected through a patchwork of bilateral agreements, sui generis registration systems, certification or collective trademark protection, unfair competition laws, labelling laws and the like. 

4.
Against this background, the achievements of the 1994 TRIPS Agreement are more than remarkable.  It established a worldwide minimum standard of protection for geographical indications which I will describe in some detail below.  At the same time, the TRIPS Agreement addressed specifically one of the issues which had stood in the way of the further development of GI protection, namely the possible conflict with other intellectual property rights, specifically trademarks.  Being the first multi-lateral agreement tackling both kinds of intellectual property rights at the same time, the TRIPS Agreement struck a careful and adequate balance between geographical indications and trademarks giving exclusivity to the prior of the two rights on a country-by-country basis.

5.
Whilst most Member States of the WTO are still travelling down the road of TRIPS implementation, the Doha Round has opened a new chapter for the protection of geographical indications.  The WTO Member States are currently negotiating or discussing sensitive issues such as the establishment of a multi-lateral system for the notification and registration of geographical indications, the extension of so-called additional protection for wines and spirits to products other than wines and spirits and the removal of what some Member States perceive as unjustified barriers to trade in products designated with geographical indications. Those negotiations and discussions may eventually perpetuate and – where necessary – clarify the balance between trademarks and geographical indications achieved under the TRIPS Agreement.  However, they might also call into question the achievements of the Uruguay Round at the expense of trademark owners.  We therefore need to analyse the current trade negotiations and carefully consider the protection of geographical indications in order to make sure that also after Doha there is harmony rather than conflict in the protection of geographical indications and trademarks.
 

The Status Quo: Geographical Indications and Trademarks under the TRIPS Agreement

6.
The TRIPS Agreement entered into force on 1 January 1995.  It is binding upon all Member States of the WTO and thereby comprises almost all relevant markets in the world. As mentioned above, it is the first multi-lateral treaty that comprehensively addresses geographical indications and trademarks at the same time.

1.The Protection of Geographical Indications under the TRIPS Agreement 

7.
The TRIPS Agreement defines geographical indications as follows in Art. 22 (1):

"Geographical indications are, for the purposes of this Agreement, indications which identify a good as originating in the territory of a member or region or locality in that territory where a given quality, reputation or other characteristic of the good is essentially attributable to is geographical origin." (Art. 22 (1) TRIPS)

a) Scope of Protection 

8.
Pursuant to Art. 22 (3) TRIPS, geographical indications for products other than wines and spirits are protected against misleading use of the respective designation.  The provision reads as follows:

"A Member shall, ex officio, if its legislation so permits or at the request of an interested party, refuse or invalidate the registration of a trademark which contains or consists of a geographical indication with respect to goods not originating in the territory indicated, if use of the indications in the trademark for such goods in that Member is of such a nature as to mislead the public as to the true place of origin."

9.
Protection against misleading use means that it needs to be assessed in each particular Member State whether consumers are misled by the use of a designation similar or identical to the geographical indication at issue.  It may well be that the designation, which is (still) a geographical indication in its country of origin, has become or has always been a generic term in another country.  Accordingly, consumers would not be misled as they would perceive the designation as generic and not as an indication of the geographical origin of the product at issue.  It may also be that the designation is protected and perceived by consumers as a trademark.  In that case it would be perceived as a reference to the manufacturer and not to the geographical origin of the product.  Again, the consumer would not be misled.  Finally, it may also be that the designation which causes concern in the other country is sufficiently similar to the geographical indication so that the consumers will not be misled.  All this is very familiar to trademark owners and basically boils down to the application of the well established principle of territoriality. 

10.
Examples of designations which may serve as a geographical indication, as a trademark and as a generic term at the same time can easily be found.  SWISS may serve as a geographical indication for watches, be a trademark (an airline) as well as a generic term (for a type of cheese in most, if not all countries).  Another example relating to one and the same product is PILSEN which is still protected as an appellation of origin under the Lisbon Agreement and therefore protected as such in a number of countries, which is at the same time a generic term in many other countries, including most of Northern Europe, and finally constitutes the leading beer brand in Uruguay and has been so for decades.

11.
With regard to wines and spirits, Art. 23 provides for so-called additional protection. Geographical indications for wines and spirits are not only protected against misleading use, but also against any use for products not originating in the place indicated by the geographical indication in question.  This protection applies even where the true origin of the goods is indicated or the geographical indication is used in translation or accompanied by expressions such as "kind", "type", "style", "indication", or the like (Art. 23 (1) TRIPS).

12.
The registration of a trademark for wines or spirits which contains or consists of a geographical indication identifying wines or spirits shall be refused or invalidated with respect to such wines or spirits not having this origin (Art. 23 (2) TRIPS).

13.
The practical effects of this level of protection are well described in a Communication from Bulgaria, Cuba, Cyprus, the Czech Republic, the European Communities, Switzerland and a number of other WTO Member States:
 

"The practical effect of this provision is to permit interested parties to prevent, without having to prove that the public is misled or that there is an act of unfair competition, 

-The use of the geographical indication by others, generally, for products not originating in the place indicated by the geographical indication in question (e.g. unqualified use of Napa Valley by French producers in France);

-The use of the geographical indication even in conjunction with an additional indication in which the true place of origin of the products is indicated (e.g. Napa Valley of France);

-The use of the geographical indication even if the geographical indication is used in translation (e.g. Valle de Los Cactus) and

-The geographical indication if accompanied by expressions such as "kind", "type", "style", "imitation" or the like (e.g. type of Napa Valley).

b) The Grandfathering of Trademarks under Art. 24 (5) TRIPS 

14.
Additional protection as provided for under Art. 23 TRIPS is the main area where the grandfathering clause of Art. 24 (5) TRIPS comes into play. According to that provision, a measure to implement the Section on geographical indications of the TRIPS Agreement shall not prejudice eligibility for or the validity of the registration of a trademark or the right to use a trademark, on the basis that such trademark is identical with or similar to a geographical indication, if the trademark has been acquired in good faith either: 

-before the date of application of these provisions it that Member as defined in part   VI;    or

-before the geographical indication is protected in its country of origin. 

2.Trademarks 

15.
Once it comes to the protection of trademarks, the TRIPS Agreement is much less revolutionary than with regard to the protection of geographical indications.  This does not come as a surprise.  Trademarks have been protected throughout the world on fairly similar standards for more than a century.  Trademarks are well established and recognised as the key assets of brand owners in an industrialised society.  Trademarks serve as the main communication tool between a manufacturer and the consumer.  Trademarks inform the consumer not only about the origin of a particular product, but carry a variety of different functions in the communication process between brand owners and consumers.  Trademarks inform consumers about the quality of a product, they carry emotions, they communicate a certain lifestyle and the like.

a) Trademark Protection under the TRIPS Agreement 

16.
The scope of protection of a trademark is defined in Art. 16 of the TRIPS Agreement, the first paragraph of which reads as follows:

"The owner of a registered trademark shall have the exclusive right to prevent all third parties not having the owner's consent from using in the course of trade identical or similar signs for goods or services which are identical with or similar to those in respect of which the trademark is registered where such use would result in a likelihood of confusion. In the case of the use of an identical sign for identical goods or services, a likelihood of confusion shall be presumed.  The rights described above shall not prejudice any existing prior rights, nor shall they affect the possibility of members making rights available on the basis of use."

17.
In a nutshell, the trademark grants its owner the exclusive right to its use.  The owner of a trademark may prevent all third parties from using any confusingly similar sign in the course of trade for identical or similar goods or services.  The core feature of a trademark is its exclusivity. As Florent Gevers has put it in 1995 at the Melbourne Symposium on geographical indications: the right to use includes the right to exclude.
 

18.
By establishing this scope of protection the TRIPS Agreement only confirms what had been recognised both at member state level as well as in international agreements for a long time.  What is often overlooked and therefore presumably worthwhile to raise also in the context of this paper is the fact that the exclusivity granted to a trademark is not only indispensable for the proper functioning of a trademark system, it is also an expression of the trademark as an emanation of the fundamental right to private property.  The intellectual property right in a trademark is just as exclusive as any tangible property right would be.  The very essence of a private property right is that it grants the legal possibility to exclude others from its use.

b) A Trademark's Exclusivity as a Fundamental Right

19.
As I just mentioned, the fact that a trademark as a piece of private property fully participates in the protection of the fundamental guarantee to private property in most constitutions in the world is sometimes overlooked.  Whereas there had been some doubts as to the protection of a trademark as a fundamental right in the early days of trademark protection, in particular in the United States,
 the mere fact that the brand very often constitutes a much more important asset of a company than a specific production plant in 21st Century industrial societies should certainly have erased all such doubts and uncertainties which were still around a Century ago.  As a case in point, the German Federal Constitutional Court has long ago recognised that the protection of the fundamental right to private property naturally expands to trademarks by holding:

"A trademark does not only indicate the origin of a product but is an expression of the producer's will to make an industrial effort.  A person thus acquiring an asset must be protected by the constitutional guarantee of property.  The aim of constitutional protection is to grant security concerning those acquired assets and the reliance on the continued existence of a person's rights. State measures depriving the trademark owner of his rights do not comply with this constitutional protection of property."

20.
In the meantime, intellectual property rights have been recognised as participating in the constitutional guarantee of private property in numerous constitutions around the world
 and particularly so in Europe. Intellectual property rights are recognised as constitutional property rights in the case law on Art. 1 of Prot. 1 of the European Convention on Human Rights,
 and expressly in the 2000 European Charta of Fundamental Rights, Art. 17 (2) of which reads: 

"Intellectual Property shall be protected."

21.
In its explanatory note, the Convention for the European Charta of Fundamental Rights explained this straightforward and unqualified protection as follows:

"Protection of intellectual property, as one aspect of the right of property, is explicitly mentioned in para 2 because of its growing importance and Community secondary legislation. Intellectual property covers not only literary and artistic property but also patent and trademark rights and associated rights.  The guarantees laid down in para 1 shall apply as appropriate to intellectual property."

22.
At this point in time there should not be any doubt that the private property right to a trademark is protected by the constitutional guarantee to private property.  This guarantee safeguards the exclusivity of the property owner's use of his property which may be affected only under certain conditions and subject to compensation.  I would like to re-emphasise that the core of the private property right trademark is its exclusivity, as was persuasively set out by Advocate General Jacobs of the European Court of Justice in his famous opinion in the Kaffee Hag case delivered on March 13, 1990, where he stated in para 19:

"A trademark can only fulfil that role if it is exclusive. Once the proprietor is forced to share the mark with the competitor, he loses control over the goodwill associated with the mark.  The reputation of his own goods will be harmed if the competitor sells inferior goods.  From the consumers' point of view, equally undesirable consequences will ensue, because the clarity of the signal transmitted by the trademark will be impaired.  The consumer will be confused and misled."

23.
Against the background that the private property right trademark is protected in its exclusivity under the constitutions of – in the meantime presumably the majority of – WTO member states, it cannot surprise that such exclusivity is also provided for and guaranteed under the TRIPS Agreement.

c) The Conflict between trademarks and Geographical Indications under the TRIPS Agreement

24.
As already mentioned, the TRIPS Agreement is the first multi-lateral Agreement on intellectual property rights dealing with trademarks and geographical indications at the same time.  The TRIPS Agreement laid down an adequate solution to the possible conflict between a trademark and a geographical indication by providing the exclusivity of a valid prior good faith trademark registration pursuant to Art. 16 (1) TRIPS.

25.
This interpretation of the TRIPS Agreement is presumably the prevailing one among the WTO Member States.  Exclusivity of the prior right is the prevailing conflict solution mechanism in all certification marks or collective marks systems for the protection of geographical indications (e.g. United States, Canada and China), but this conflict resolution mechanism is also provided for in statutory law of countries which provide for sui generis registration of geographical indications such as Art. 106 of the Hungarian Trademark Act.

26.
However, the interpretation of the TRIPS Agreement providing exclusivity to the prior trademark is not a view uniformly held among all WTO Member States.  In particular the European Communities traditionally pursue a concept of geographical indication protection which assumes a certain element of superiority of geographical indications over trademarks. Historically, this may be rooted in the early 20th Century disputes over the Champagne appellations of origin as well as the concept of public or common goods versus private property.  Examples of this concept of superiority of geographical indications – which is not reflected in the TRIPS Agreement which sets both trademarks and geographical indications on equal footing as private property rights – can easily be found in secondary legislation of the EC.

27.
EC Reg. 1493/1999 on the common organisation of the market in wine provides for example for the discontinuation of the use of a prior trademark, if a confusingly similar designation is later on protected as a geographical indication for wine.
  In other words, the trademark would have to be expunged from the register and its use would be enjoined despite the fact that a trademark had been validly registered in good faith with a better priority. The trademark would be expropriated.  The Regulation does not provide for compensation.

28.
Another example where the prior trademark would continue to exist, but lose its exclusivity is EC Reg. 2081/92 on the protection of geographical indications and designations of origin for agricultural products and foodstuffs.  This piece of EC legislation is based on the concept of co-existence between a prior trademark and a later geographical indication (but not vice versa). 

29.
The European Community is of the opinion that its approach to the conflict between trademarks and geographical indications is compatible with the TRIPS Agreement as was spelled out in some detail in the European Commission's report to the Trade Barriers Regulation Committee concerning Canadian practices affecting Community exports of Prosciutto di Parma.
   This case concerns the fact that the word PARMA has been protected for more than 30 years as a trademark for cured ham in Canada.  The Italian Consorzio del Prosciutto di Parma lodged a complaint pursuant to Art. 4 of the EC Trade Barrier Regulation on 3 May 1999, claiming that it may face difficulties in its use of the designation Parma in Canada due to the protection of the designation as a trademark.   The Commission comes to the conclusion that in any case the sale of Italian cured ham under the designation "Parma" cannot be blocked in Canada, since Art. 24 (5) of the TRIPS Agreement clearly envisages co-existence.

30.
According to the Commission this provision does create an exception to the general rule that the geographical indication shall prevail over a trademark.  Again, the EC interprets its concept of superiority of geographical indications over trademarks into the TRIPS Agreement.  The report accepts that "the language is not precise".  However, it believes that the whole construction of Art. 24 (5) TRIPS makes sense only, if interpreted as allowing for co-existence.

31.
The general question on how the conflict between a prior trademark and a later geographical indication shall be resolved is currently subject to dispute settlement proceedings before the WTO.
  I therefore abstain from going into details at this point in time. 

32.
It is clear, however, that I do not consider the concept of superiority of geographical indications including an interpretation of the TRIPS Agreement as providing for co-existence persuasive.  In the first place, it is incompatible with the simple and straightforward wording of Art. 16 (1) TRIPS.  Art. 16 (1) TRIPS gives the trademark owner the right to prevent in the course of trade any use of identical or similar signs.  This provision clearly gives the trademark owner the right to enforce his prior trademark against a later geographical indication, a fact that has in the meantime been recognised in several bilateral trade agreements which followed the TRIPS Agreement.
  If Art. 24 (5) provides an exception to the rule, it provides an exception to the Section on geographical indications, but certainly not an exception to Art. 16 (1) TRIPS which remains unaffected by the TRIPS provisions on geographical indication protection. 

33.
Besides, most WTO Member States would not even be able to deprive the trademark owner of the exclusivity of its prior right without facing serious constitutional conflicts under their domestic constitutions.  The trademarks registered in each Member State of the WTO regularly consist of trademarks owned by national entities as well as – most often the majority – trademarks owned by foreign brand owners.  It is a well established principle of public international law that a confiscation of private property of non-nationals is illegal if there is no prompt, adequate and effective compensation.
  The TRIPS Agreement does not provide for compensation, neither does EC law nor do the national laws of the WTO Member States of which I am aware.

34.
Hence, it is certainly much more persuasive to interpret the TRIPS Agreement in line with the constitutional traditions of most of the WTO Member States and protect the trademark as what it actually is: an exclusive private property right.  If we now turn to the Doha negotiations, we need to make sure that the careful balance struck by the TRIPS Agreement is maintained and the protection of geographical indications is equitably enhanced where indeed necessary or desirable. 

The Road from Doha
35.
The protection of geographical indications is one of the two TRIPS issues forming the subject of the Doha Round.  The scope of discussions and negotiations envisaged under the Doha Round is summarised in para 18 of the Doha Declaration:


"With a view to completing the works started in the Council for Trade Related Aspects of Intellectual Property Rights (Council for TRIPS) under the implementation of Art. 23.4 we agreed to negotiate the establishment of a multi-lateral system of notification and registration of GIs for wines and spirits by the 5th Session of the Ministerial Conference.  We note that issues related to the extension of the protection of geographical indications provided for in Art. 23 to products other than wines and spirits will be addressed in the Council for TRIPS pursuant to para 12 of this declaration."
 

36.
Since the November 2001 Doha Declaration some progress has been made in the geographical indication discussions and negotiations.  Three issues have emerged so far:

· The establishment of a multi-lateral system for the notification and registration for geographical indications for wines and spirits by 14 September 2003, i.e. the end of the 5th Ministerial Conference to be held in Cancun (negotiations);

· The extension of additional protection provided for wines and spirits pursuant to Art. 23 to products other than wines and spirits (discussions) and most recently,

· An initiative to "claw-back" the exclusive use of certain GI names even if they are currently considered as "generics" or "trademarks" (discussions in the Committee of Agriculture)

I will address each of these issues in detail.

1. The Multi-lateral System for the Notification and Registration of Geographical Indications

37.
The establishment of a system of notification and registration of geographical indications (hereinafter: the System) is the most pressing issue, since the WTO Member States undertook in Doha to reach an agreement on this issue by September 2003.  This agenda item already forms part of the built-in agenda of Art. 23 (4) TRIPS.  Whereas the negotiations concern only the establishment of the System for wines and spirits, it is already fairly clear at this point in time that the Member States are not likely to set-up a different notification and registration system for geographical indications for products other than wines and spirits in the future.  It is fair to expect that the System will be expanded to products other than wines and spirits either through the expansion of Art. 23 protection to such products or by opening the System for such products without enhancing the scope of protection at the same time.  This has been communicated by the EC and a couple of other WTO Member States in para. 32 of their Communication of 19 June 2002:

"The multi-lateral system of notification and registration of geographical indications will contribute to the implementation of a more effective protection generally for geographical indications.  A coherent approach to the protection of the geographical indications would suggest that the System be open to all geographical indications alike."

38.
The System is therefore likely to have an impact far beyond the wine and spirits industries only.  At an early point, the negotiations focussed on two fundamentally different proposals of the System, one favoured by the United States, Canada, Chile and Japan and the other one favoured by the EC, their Member States and a number of other WTO Member States.  Since the beginning of this year, the negotiations have gathered significant pace.   With the Cancun Ministerial Conference only a few months away, Hong Kong has submitted an additional proposal, the INTA has outlined its concept of a system and the Chairman of the Negotiating Committee has also outlined his opinion on the likely key elements of a System.

a) The Proposal of a System by the United States, Canada, Chile, Japan and a number of like-minded states

39.
The United States, Canada, Chile and Japan suggested the establishment of a non-binding system pursuant to which the Member States may notify their geographical indications to the WTO which would collect all the data and maintain the data base basically as a source of information for the other Member States.  Those other Member States should refer to the WTO data base when taking a decision on the registrability or validity of a trademark or the enforcement of the geographical indication.

40.
The non-binding multi-lateral system as initially proposed by the US, Canada, Chile and Japan is now also supported by Argentina, Australia, Columbia, Costa Rica, Dominican Republic, Ecuador, El Salvador, Guatemala, Honduras, Namibia, New Zealand, Philippines and Chinese Taipei.  In their Communication of 20 September 2002, these countries explained and confirmed their proposal together with the initial proposing four countries.

41.
The key advantage of this proposal is that it would leave the enforcement completely to the Member States of the WTO with their well-established and by and large functioning court systems.  It would therefore be possible for a trademark owner to argue before a court of a Member State that a geographical indication contained in the WTO data base does not meet the protection requirements, is generic in a specific country or conflicts with a prior trademark.

42.
The downside of the proposal is that it is quite likely that the courts of the Member States will presume that designations contained in the WTO data base indeed constitute GIs which will – in many cases – shift the burden of proof to the trademark owner without any legal remedies available to the trademark owner to prevent such an entry into the WTO data base.  Even if the trademark owner succeeds in a particular case in a Member State in arguing that the GI conflicts with his prior trademark and that it shall not affect the validity of the prior trademark nor its enforceability, such decision would not have an impact on the data base entry.  This means that the trademark owner may face the same objection again upon renewal of the prior trademark, registration of a similar trademark combining the same word element with a new device element and so on and so forth.  Hence, whereas it is to be welcomed that the enforcement is left to the Member States at issue, it would be far better, if decisions on prior trademarks or generic use could also be communicated under the data base also

b) The Proposal of a System by the EC and their Member States

43.
The concept favoured by the EC and their Member States
 and also supported by Hungary
 provides for a full registration system combining elements from the Lisbon Agreement on the Protection of Appellations of Origin and EC Reg. 2081/92.
  Member States shall notify their domestic geographical indications together with copies of any regional, bilateral or multi-lateral agreements protecting such GIs and proof of compliance with the definition of GIs under Art. 22 (1) TRIPS to the WTO Secretariat.  The WTO Secretariat will then notify all WTO Member States of the submission.  The WTO Member States will have an 18 months period in which to examine the submissions.  During the 18 months period each Member State may challenge the registration of the geographical indication on any of the following four grounds for opposition:

-
Non-compliance with the definition of a geographical indication in Art. 22 (1) TRIPS;

-
Absence of protection in the country of origin, Art. 25 (9) TRIPS;

-
Genericness within the meaning of Art. 24 (6) TRIPS;

-
Use of the geographical indication would be misleading within the meaning of Art. 22 (4) TRIPS.

44.
Under the EC proposal, a GI cannot be opposed on grounds of prior trademark rights. Upon expiration of the 18 months period, the GI will become fully and indefinitely protected in all Member States which have not (successfully) opposed its registration.

45.
The proposal from Hungary is very similar to the proposal of the EC, but provides in accordance with the Hungarian Trademark Act for prior a trademark right as a possible ground for an opposition.

46.
Both proposals suffer from one major weakness: oppositions can only be brought by Member States.  The well-established systems of the national courts do not come into play at all. This means that – also under the Hungarian proposal – a trademark owner will not be in the position to object to the registration of a geographical indication.  Under the EC proposal, a prior trademark right could not even be made the basis of an opposition of a Member State. Also, it would not be possible to object to the use of a geographical indication on the basis of a prior trademark at a later stage in the Member State at issue under the EC proposal.  Under the Hungarian proposal, the trademark owner would have to convince all governments of WTO Member States in which he owns prior trademark rights to oppose the registration of a geographical indication at WTO level within the 18 months period. 

47.
The experience gained under the Lisbon Agreement on appellations of origin shows that many governments are not willing to spend their resources on a case of a trademark owner which often comes from a third country.  Also, governments fear that the state of origin of the opposed GI will retaliate by opposing geographical indications of the opposing state.  Hence, they will obviously not be inclined to jeopardise the interests of their nationals only in order to defend the rights of third country trademark owners.  This will have the effect that the opposition rights will remain largely on paper.  If the users of generic terms and/or prior trademarks will not be in the position to enforce their rights through the domestic courts and/or office proceedings in the respective Member States, they will effectively be prevented from seeking legal protection which is, however, mandatory not only under the constitutional provisions of the Member States at issue, but also under Part III of the TRIPS Agreement itself.

48.
It is exactly these shortcomings of the EC-led proposal which are addressed in the Hong Kong, China proposal as well as the paper submitted by INTA.

c) The proposal of Hong Kong, China

49.
Hong Kong submitted a Communication on 17 April 2003, on an alternative model for the System.
  The Hong Kong proposal does indeed contain an alternative model and brings the issue of protection of geographical indications back to the forum where it is dealt with best, namely the national courts of the WTO Member States.

50.
Hong Kong proposes a registration system at WTO level to which Member States may communicate their respective geographical indications.  The notification of the geographical indication will be examined only on formal grounds at WTO level, i.e. whether or not the formal requirements for the notification are complied with.  At WTO level no substantive examination of the geographical indication will be undertaken. 

51.
The entry into the WTO Register will create a prima facie evidence of 

· Ownership

· That the indication is within the definition of "geographical indications" under Art. 22 of the TRIPS Agreement and 

· That it is protected in the country of origin.

52.
In effect, it creates a rebuttable presumption in favour of owners of geographical indications in relation to those three issues.  It thereby facilitates the protection of geographical indications among those Member States who participate in the System. However, the presumption may be overcome in proceedings before the national courts.  This is extremely important and an appropriate expression of the well established principle of territoriality of intellectual property rights.  It can only be decided at Member State level whether or not a geographical indication is misleading, constitutes a generic term and the like as may be easily illustrated by the following example which is taken from the INTA submission which I will discuss further below.

53.
Under the Lisbon Agreement for the Protection of Appellations of Origin and their international registration, Mexico had applied for the appellation of origin "Veracruz" for coffee recognising the high quality and outstanding reputation of coffee beans from the Veracruz region.  Whilst most Member States of the Lisbon Agreement accepted this appellation of origin, Portugal refused the protection.  The reason for such refusal was that Portuguese consumers would believe that "Veracruz" coffee comes from Brazil rather than the Mexican region of Veracruz.  The reason for this perception is historic.  "Veracruz" was also the Portuguese name for Brazil at the time when Brazil was still a Portuguese colony. Since Brazil is also known for its high quality coffee, Portuguese consumers would most likely associate a "Veracruz" coffee with Brazil rather than Mexico.  It is obvious that this consideration applies mainly, if not only to Portugal.  It was therefore most appropriate to examine the protectability of the appellation of origin at issue in the country of protection (Portugal) and not at the level of the notifying international body, here the WIPO.

54.
Under the Hong Kong proposal questions relating to the applicability of grounds or exceptions under Art. 22 to 24 (including the qualification of the designation at issue as a generic term or the enforcement of a prior trademark) shall continue to be decided by domestic courts, tribunals or administrative bodies of participating Members, applying domestic laws, and having regard to the relevant local circumstances.  Those decisions will have territorial effect only.  However, they will have at least this effect which means that a trademark owner may obtain a binding precedent for the country at issue blocking the use of the geographical indication on grounds of its prior trademark.

55.
The main downside of the Hong Kong proposal is that it fails to point out which are the reasons for objecting to a geographical indication at national level under Art. 24 TRIPS. Thereby, it does not clarify the currently contentious issue whether or not a prior trademark enjoys exclusivity or may be forced upon co-existence with a later geographical indication at Member State level.  Since this issue is certainly of a decisive nature for trademark owners and disputed among the Member States of the WTO, at this point in time no decision should be taken without having clarified that particular question first. 

d) The Submission by the International Trademark Association

56.
The International Trademark Association submitted its proposal for the System in April 2003.  It is available at the WTO homepage as well as in the annex to this paper.
 INTA recognises that geographical indications are an important intellectual property right and that geographical indications should enjoy adequate protection in the Member States of the WTO. Geographical indications need to be enforceable and should at the same time not create undue barriers to trade. 

57.
INTA is convinced that it is possible to achieve a harmonious co-existence of protection systems for geographical indications and other intellectual property rights, including trademarks.  Conflicts between these rights should be resolved pursuant to the well-established intellectual property principles of territoriality, exclusivity and priority. INTA believes that no means of intellectual property protection is superior or inferior to another. 

58.
INTA is of the opinion that the facilitation of the protection of geographical indications through the System should be based on the experience gained under other multi-lateral instruments for the protection of intellectual property rights, in particular the patent Co-operation Treaty and the Madrid System.  From those two well-established systems INTA extracts a number of important features and conditions for the multi-national protection of intellectual property rights:

· The international notification/registration should be based on the existence of a national application/registration.

· The notification should be facilitated through an international body.

· The examination of whether the intellectual property right at issue meets the protection requirements should be carried-out in the country where protection is sought.

· Third parties shall be able to challenge the application and/or registration before the national offices and/or national courts in the country where protection is sought.

59.
Dealing with the substantive examination of the geographical indication and with possible third party rights through the established and largely well-trained national courts and administrative bodies will provide a particular advantage for smaller and medium sized companies.  For those companies the costs for persuading a government to take up its case to the WTO will be prohibitive.  The owner of a medium sized company who owns a trademark registration conflicting with a geographical indication in 50 countries would have to persuade the governments of 50 countries to raise an objection with the WTO in order to defend the exclusivity of his prior mark.  The costs involved in such exercise will considerably exceed the costs of filing opposition proceedings or a cancellation action before the respective national courts.  Furthermore, in many cases the trademark owner will not succeed in persuading a government to raise an objection on its behalf, since such an objection may conflict with the specific government's interests in the protection of its own geographical indications.  Under the EC proposal the owner of the medium sized or smaller company would have only 18 months to lobby the governments of all relevant WTO Member States to take up his case and file an objection at WTO level.  Since those companies do not have government relation departments and do not have a network of government relation agencies, this will create an impossible task.  Hence, restricting the access to domestic courts will leave small and medium sized company trademark owners effectively defenceless despite the fact that it is often those companies which are the driving force behind economic growth, in particular in developing countries.

60.
For that reason INTA recommends that the System should follow a Madrid-like or PCT-like approach and include the following key-elements.

· Notification/registration through an international body to the participating states.

· Ex officio examination of protectability in the country of protection.

· Refusal/opposition on the basis of prior (trademark) rights.

· Ability to challenge the registration in the national courts. 

61.
A system built on these concepts will facilitate the protection of geographical indications, in the same way that the Madrid System facilitates the protection of trademarks and the PCT facilitates the protection of patents.  At the same time it will recognise that geographical indications as what they are deemed to be under TRIPS, an intellectual property right, the importance and the value of which equals, but not surpasses, trademarks and patents.

e) Note by the Chairman on the System 

62.
On 16 April 2003, the Chairman of the Negotiating Committee submitted a note to the Negotiating Committee on a Draft Text of Multi-Lateral System of Notification and Registration of Geographical Indications for Wines and Spirits. 

63.
The Chairman's note basically contains two options.  Option A follows by and large the proposal submitted by the US-led team.  It envisages a registration at the level of the administering body without any opposition proceedings.  The legal effects are, however, limited.  The participating members shall consult the register when making decisions regarding the recognition and protection of geographical indications for wines and spirits. Option B follows closely the proposal made by the EC and its like minded states.  It contains a registration, the possibility of a challenge during a 18 months period as well as the obligation of the members who have not challenged the registration to grant full protection to such registration in their territory.

64.
The chairman's proposal therefore places the two concepts pushed forward by the major trading blocks next to each other in one note.  It is fairly clear that the two concepts are not reconcilable with each other and that the Member States would have to opt either for option A or option B.  The chairman's note does not yet reflect the middle ground proposals submitted shortly after the chairman's note by Hong Kong and INTA. These proposals may be developed into an option C as they do reflect the concerns of all parties involved.

f) Conclusions 

65.
The idea of a system should be welcomed. It will certainly contribute to the facilitation of protection of geographical indications.  At the same time it may positively affect the work of trademark offices and brand owners alike by providing searchable data of protected GIs. The trademark owner who wishes to use a certain designation in the future should be able to search possible conflicts with prior geographical indications. Such an exercise may be made easier through the System. 

66.
At the same time we have to note that the proposals currently under discussion for the System differ widely from each other.  Whereas I accept the importance of meeting self-imposed deadlines in the context of multi-lateral trade negotiations, it is my firm opinion that the concept of the System is far too important and has too many legal effects and implications to be rushed through in the run-up to the Cancun Ministerial Conference in September 2003. 

67.
At this point in time there are three concepts under discussion which are hardly reconcilable.  The Hong Kong proposal and – from the point of view of legal certainty preferable – the INTA proposal steer a middle ground between the submissions of the major trading blocks.  Establishing an international notification mechanism will facilitate the protection of geographical indications.  Having conflicts with prior trademarks and prior generic terms resolved at Member State level will comply not only with the principle of territoriality, it will also allocate the actual decision where the possible conflicts may arise, namely at Member State level.  This appears to be the adequate job sharing between a multi-lateral organisation such as the WTO and its Member States.  It is presumably this approach that has made the Madrid System for the protection of trademarks a real success story.

1. Expansion of the System: Additional Protection for Products other than Wines and Spirits

68.
The second battle ground over geographical indications at this point in time is the expansion of Art. 23 TRIPS-type protection to geographical indications for products other than wines and spirits.  These discussions do not have adhere to the fairly strict Cancun Ministerial Summit deadline.  However, the issue still ranks very high on the negotiating agenda of the European Communities and several like minded states.

a)
The Call for Extension

69.
The call for extension of additional protection for geographical indication to products other than wines and spirits was recently confirmed in the 19 June 2002 Communication from Bulgaria, Cyprus, Cuba, Czech Republic, the European Community and their Member States, Georgia, Hungary, Iceland, India, Kenia, Liechtenstein, Malta, Mauritius, Pakistan, Romania, Slovakia, Slovenia, Sri Lanka, Switzerland, Thailand and Turkey.

70.
Under para 41 of this Communication, the countries proposed that the TRIPS Council recommends to the Trade Negotiating Committee to adopt the following guidelines for the negotiations on "extension":

· The protection of Art. 23 of the TRIPS Agreement shall apply to GIs for all products;

· The exceptions contained in Art. 24 of the TRIPS Agreement shall apply mutatis mutandis;

· The multi-lateral register to be established shall be opened for GIs for all products. 

71.
Paras 18 and 19 of the same Communication address the issue of possible conflicts with trademarks:

-
"To sum up, the protection currently granted by Art. 22.3 and 23.2 of the TRIPS Agreement makes that registration and validity of registered trademarks containing or consisting of geographical indications may be precluded when they are borne by wines and spirits and permitted when they are borne by other products if they do not mislead the public."

-
Extension would make Art. 23.2 of the TRIPS Agreement apply to all products."

72.
It should be noted that the discussions on extension have to also be seen against the background of the WTO negotiations on agriculture.  For a while the negotiations seemed to have come to a standstill just as the negotiations on the opening of the world's important agricultural markets.  However, most recently, the negotiations have gathered significant momentum after the WTO Director General, Dr. Supachai, held informal consultations with the respective Member States on the issue of additional protection for geographical indications for products other than wines and spirits on 14 May 2003.  He identified the issue as one of the major hurdles to a successful conclusion of the Doha round. He is apparently of the opinion that a successful removal of such obstacle would also pave the way for successful negotiations on agriculture. 

b)
Extension in Context

73.
It is therefore clear that additional protection is high on the negotiating agenda and that it might even be dealt with at the Cancun Ministerial Summit.  Against this background it is necessary to consider whether additional protection is indeed appropriate, whether it is necessary and whether it should be provided at this point in time and under which circumstances.  The most recent statement on the issue comes from the International Chamber of Commerce on 25 June 2003.
  The ICC confirms its previous opinion that the implications of an extension of Art. 23 type protection to products other than wines and spirits still will have to be studied carefully.  The ICC warns against a rush into an extension of Art. 23 protection for very good reasons.  Neither the impact on prior trademark rights nor the impact on the users of prior generic terms has been fully understood yet.  The warnings of the ICC should be carefully heeded.  At this point in time the impact of the extension of additional protection to the users of generic designations mainly in the New World but also in European countries has not been analysed let alone fully understood, a fact which can not be disguised by the sometimes fairly aggressive language used in the negotiations.

74.
In my opinion it is inappropriate to describe the use of geographical designations referring to place names in Europe as "usurpation" of European culture.  Historically, we are talking about the facts of colonisation and emigration that took place in the 17th, 18th and 19th Centuries.  At that point in time millions of Europeans left their countries to start a new life in the then European colonies.  The concept of intellectual property as we know it today did not exist.  Concepts of geographical indication protection were hardly thought of.  In many cases, emigrants were actively encouraged to implant their culture in the New World.  French emigrants to Louisiana were, of course, encouraged by the French King to establish French culture in the new territories . It does not come as a surprise that culture was established by reference to names and product descriptions the emigrants were used to from their home country.  Later on those colonies became independent.  In the case of Louisiana the territory with the culture that had been established in the meantime was then sold to the United States of America for a considerable amount of money that was urgently needed to finance the European wars of Napoleon III.  It may well be argued that by purchasing Louisiana from France the United States acquired Louisiana as it was sold, including the culture that had been established by the French emigrants and thereby including the use of the French terms which the emigrants had brought along.  Hence, the very notion of "usurpation" is inappropriate.
 The concept of theft or unfair usurpation is just as inappropriate in this context as it is in the context of genetic resources where the argument has been made repeatedly that transfer of germplasm during the colonisation should be reversed or lead to financial obligations of the users of such germplasm a century later.
  Once it is agreed that in most cases which are of interest to the users of generic terms and prior trademarks the notion of "usurpation" is inadequate, we may move ahead and start to analyse the trade impact of expansion of Art. 23 type protection.

c)
Should Art. 23 TRIPS be Extended?

75.
In the first place we will have to accept that absolute protection will in many cases restrict the abilities of trademark owners and users of generic terms to sell products which they have developed into well known brands or under well known brands (generic term in combination with a trademark) in third countries where Art. 23 type protection would be established under an amended TRIPS Agreement.  Thereby, extension of Art. 23 TRIPS protection will limit consumers' choice and will create additional barriers to trade.  Those effects may be considered acceptable, but it would be highly inappropriate not to acknowledge them and to argue that expansion of Art. 23 TRIPS protection does not inflict any costs.  The possible costs involved are not solely the costs for establishing and running an administrative system, it is equally and presumably foremost the costs coming from trade restrictions and restrictions of consumers' choice.

76.
Secondly, we need to analyse whether the scope of protection provided for under Art. 23 TRIPS is indeed appropriate.  In its most recent Communication of 23 June 2003, the European Communities argue that extending Art. 23 protection will also be beneficial for trademark holders and applicants since they will have a clearer vision of whether a trademark containing a geographical indication can be used or not
.  I mentioned in the context of the System that a searchable geographical indication data base or other registration system may indeed be useful for alerting trademark owners of possible conflicts at an early stage.  This is one of the reasons why INTA is not opposed to the System but seeks a constructive solution which will accommodate the concerns of all parties involved.

77.
Extension of Art. 23 type protection will, however, not necessarily contribute to such clarification.  As described above Art. 23 type protection also allows the owner of a geographical indication to stop the use of the GI "in translated form".  The example used by the EC, Switzerland and a number of like minded WTO Member States was the use of the indication "Napa Valley" in translated form such as Valley of Cactuses or "Valle de los Cactus".

78.
It is obvious that it would be just impossible for a trademark owner to search such an alleged translation of a geographical indication.  At the same time it is easily imaginable that a manufacturer would come up with a trademark "Cactus Valley" for instance for fruit juice. It could not reasonably occur to him nor to any consumer nor to his legal advisors that "Cactus Valley" may be a translation of "Napa Valley".  The word "Napa" is reportedly a word from the language of the Wappo tribe of native American Indians (cf. www.napa.org).  It is quite obvious that many of the place names may have a meaning in their original – often native – language. Does that mean that the meaning of this original language constitutes a "translation"?  The EC's Communication suggest that this is the case.  Applying this theory in practice would mean that legal certainty will be lost completely.  The problem is only exacerbated by the fact that translations are often difficult to determine.  "Napa", for instance, presumably means "plenty, full" and not "cactus", see www.wine-country-tours.com.  The concept of enjoining the use in translated form is built on examples like "Oporto" which consumers will easily associate with "port" for wine.  In such a case, however, the translation is so close to the original language word that it will be recognised as such.  As long as Art. 23 protection is limited to wines and spirits, an area which had been highly regulated anyhow in the past, in particular in Europe, such a broad and from a trade point of view inadequate scope of protection might still be acceptable.  Expanding it to all products would, however, create completely unreasonable results. 

79.
One way of dealing with this issue is trying to define the scope of protection provided for under Art. 23 more adequately.  Instead of providing general protection for "use in translation" the scope of protection should properly be defined as "use in translation, if that translation, is associated by the relevant consumer groups with the geographical origin of the product". 

80.
This is only one, possibly the most important example where the scope of protection provided for under Art. 23 is inappropriate.  Any extension of Art. 23 TRIPS protection should tackle this issue first.  There may be a point in granting protection for geographical indications beyond misleading use.  However, unrestricted protection against "use in translation" will be inadequate.

81.
Furthermore, it should go without saying that the grandfathering clauses of Art. 24 should be amended accordingly. In order to avoid the confiscation of prior rights, the respective deadlines will have to be extended to the point in time when an amended Art. 23 TRIPS will enter into force. From a trademark owner's point of view it is furthermore indispensable that the issue of exclusivity of prior trademark rights is clarified confirming the exclusivity of a prior trademark provided for by Art. 16 (1) TRIPS.

2. Trade Barriers and Trade in Agricultural Products

82.
As if the complex issues of the System and extension of Art. 23 TRIPS protection were not enough, the EC has opened a third battle ground in the context of agricultural negotiations which may prove to be even more worrisome for trademark owners and the users of prior generic terms.  Whereas the negotiations on the System and the extension of Art. 23 to products other than wines and spirits leave the grandfathering clauses of Art. 24 (6) (generics) and Art. 24 (5) (trademarks) of the TRIPS Agreement unaffected, the EC is now also seeking to "claw-back" the exclusive use of certain geographical indication names for the relevant WTO Member, even where they are currently considered as "generics" or "trademarks" in other WTO Members.
  In its most recent Communication the EC describes the situation it is targeting at as follows:



"The limited GI list, in the context of the agricultural negotiations, deals with another type of situation.  The use of these TRIPS exceptions in certain individual cases prevent EU producers to effectively use their GIs in third markets: thus causing a market access problem.  This may happen either de jure (e.g., when a company of country A registers, as a trademark, a GI of country B in country A and thus impedes producers of country B to use this name in country A, thus forcing country B's producer to re-label the product in order to market it) or de facto (e.g. country A considers a certain GI of country B as a "generic" term that is freely used for poor-quality products; by the time country B starts marketing its genuine GI product, the reputation associated with that GI is so eroded that any investment in recuperating its image is futile, as lower quality imitations may continue to be in the market)."

83.
An example would be "champagne" which in many countries is perceived as a generic term for sparkling wine.  From the EC's point of view such use must be phased out as it constitutes an unjustified trade barrier.  The same would apply if the designation was registered as a trademark.  The above-mentioned PARMA case may serve as an example. PARMA has been a trademark in Canada for decades.  The same is true for Mexico where PARMA is a leading brand for ham and sausages.  What the EC is effectively seeking is a phase-out of these well-established prior brands or the century old use of a generic term, completely disregarding the possible constitutional impact such an agreement may have.

84.
The EC's proposal was interestingly launched for the first time in the context of the agricultural negotiations.  It has been strongly opposed in the meantime by the ICC.

85.
The EC's proposal states as follows with regard to geographical indications:

"On geographical indications (GIs), an essential part of the value of many agricultural products is the geographical indication which, if not protected, seriously erodes this value.  Proposals have already been made in the context of the TRIPS negotiations.  The EC's approach to geographical indications in the context of agriculture negotiations is complementary to the TRIPS negotiations.  The EC's objective is to negotiate in this context specific commitments in order to guarantee fair market access opportunities to those wines, spirits and other agricultural and foodstuff products whose quality, reputation or other characteristics are essentially attributable to their geographical origin and traditional know-how.  To this end, a list of names currently used by producers or rightholders in the country of origin should be established so as to prohibit such use."

86.
This general description of the policy objective translates into the following draft provision on "market access":


"Members shall ensure protection of the geographical indications referred to in Annex W in accordance with the individual commitments undertaken and included therein.

87.
The protected names are exclusively reserved to the agricultural products originating in the place indicated by the geographical indication in question and can no longer be used after the phase-out period.  Geographical indications not included in Annex W will continue to benefit from the protection provided for in Art. 22 and 23 of the TRIPS Agreement. 

88.
Any use of indications protected by virtue of disagreement for products originating in a geographical area other than the true place of origin shall be prohibited, even when:

a) The true origin of the product is indicated;

b) The geographical indication is used in translation;

c) The indications are accompanied by expressions such "kind", "type", "style", "imitation", "method" or the like. …"

89.
In its Communication dated 20 June 2003, the EC confirmed this initiative by pointing out that it does indeed wish to "claw-back" exclusive use of certain geographical indication names.  The language used in the Communication suggests that something had been stolen which now needs to be "clawed-back". I have already explained that this is historically not the case. 

90.
In the case of prior trademarks this initiative effectively seeks a confiscation of private property.  The WTO Agricultural negotiations are a highly inappropriate forum for the discussion of the confiscation of established private property rights.  If there is an intention to obtain access to a market for the use of a specific designation and to discontinue the use of a prior third party intellectual property right to this designation, negotiations have to be held with the trademark owner.  The issue should not and cannot be equitably resolved in a forum where the private property rights of trademark owners are traded in against market access for agricultural products for completely unrelated third parties without the trademark owners even having the possibility of being involved in the negotiations. 

91.
Such a result cannot even be in the interests of the European Communities either.  It is quite likely that the confiscation of the prior trademark at issue as part of a multi-lateral trade agreement will be considered as a breach of fundamental rights in many Member States.  In those WTO Member States where the constitution ranks higher than a public international law agreement, that confiscation cannot be enforced.  The trademark would remain on the register and would remain enforceable.  That being the case, the EC may open its markets for certain agricultural products without obtaining in return what it had been negotiating for. 

92.
Proposing the "claw-back" of geographical indications, fully accepting that this may lead to the confiscation of prior intellectual property rights, also runs counter to the entire negotiating initiative which led to one of the world's finest intellectual property agreements, the TRIPS Agreement.  The Uruguay Round TRIPS negotiations were driven by an understanding that intellectual property was key to the world's economic development at the beginning of 21st Century.  If these private property rights, the WTO wide protection of which had been achieved through difficult and complex negotiations, can now be sacrificed for a specific agricultural interest, the question must be asked whether intellectual property rights such as trademarks, patents, copyright and the like may not also be sacrificed for the sake of public health policy, easy access to entertainment and literature, less expensive technology transfer and so on and so forth.  It was one of the great, if not the greatest achievement of the TRIPS Agreement to convince the WTO Member States that intellectual property rights will benefit national economies only if they are adequately protected and enforced.  This achievement must not be questioned by seeking additional protection for a limited list of geographical indications for a limited number of countries.

Conclusions: The Road from Doha

93.
The Doha Declaration has placed the protection of geographical indications on the agenda of WTO trade negotiatons.  Being an important intellectual property right which is, however, protected by widely different legal systems only, initiatives for the facilitation of geographical indication protection should be welcomed. 

94.
INTA supports the protection of geographical indications.  The WTO Member States should continue their trip on the road from Doha and seek a successful completion of the Doha Round for the benefit of the world economy. 

95.
In doing so they will need to build on the achievements of the Uruguay Round and develop the protection of geographical indications within the wording and the spirit of the TRIPS Agreement and not outside of the TRIPS Agreement.  Therefore, WTO Member States should fully respect the guarantee of intellectual property as private property rights and the availability of legal remedies which was established under the TRIPS Agreement.  The establishment of a multi-lateral system for the notification and registration of geographical indications as well as the possible extension of Art. 23 type protection to products other than wines and spirits will therefore have to guarantee the exclusivity of validly registered prior intellectual property rights, in particular trademarks.  This objective may be achieved through a Madrid-type notification and registration system, adequate wording of the scope of protection provided for under Art. 23 TRIPS and the indispensable clarification of the relationship between Art. 16 (1) TRIPS and Art. 24 (5) TRIPS.  In such a case the protection of geographical indications would make another revolutionary step forward without undoing the achievements of the TRIPS Agreement. 

96.
Confiscation of prior intellectual property rights is, however, a serious deviation from the Doha Road.  It is not likely to contribute to what is needed in the current world economic climate: strong and enforceable intellectual property rights as a driving force for sustainable growth.
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