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INTRODUCTION

As you know, starting more than a century ago, in an effort to protect geographical names, three concepts were developed, from the most all-encompassing to the most specific: indication of source, geographical indication and appellation of origin.  Thus, I can say that all appellations of origin are geographical indications, and all geographical indications are indications of source.  Therefore, it is evident that the appellation of origin is the non plus ultra of the three concepts, in view of its close link with the geographical environment, and the indications of source cover the greatest area.  However, from now on, we will use the term geographical indication, even though it doesn’t include the indications of source.


With regard to the trademarks, their main function lies in the ability to differentiate some products from others; this is why they constitute the oldest distinctive symbol, because they arose from the traders’ need to identify their products.


In the middle ages, the distinctive function of a trademark was linked to the origin of products and services, since its purpose was to identify the producer or artist who had made the product, rather than the product itself.  Now, many people continue to emphasize this function of trademarks (origin), even though, with the phenomenon of globalization, in which control of important trademark is constantly passing from one company to another, it is difficult to establish a connection with its owner.


Trademarks and geographical indications have both differences and points of contact.

Some of the Differences Between Trademarks and Geographical Indications


1.  The first difference between these terms is that, even though both distinguish products, the trademark distinguishes only the objects that are sold by one producer from those that are marketed by others.  Geographical indications show the similarities of a group of products and differentiate them from others that cannot benefit from them.

2.  Another differentiating element is the very nature of the appearance of the two distinctive symbols, because trademarks arose from the creative genius of man, while geographical indications are due to the existence of human and natural factors.


3.  Another difference stems from the fact that, unlike the case of trademark, social recognition must already exist in order to protect geographical indications.  Geographical indications are not created; they are there, in nature, and the characteristics differentiating them should already be recognized before the idea and need for their protection arise.

Points of Contact between Trademarks and Geographical Indications:


1.  A first point of contact, with which everyone is familiar, is that both are distinctive symbols.


2.  Another point of contact stems from the foregoing‑that is, both differentiate some products from others, although, as has already been mentioned, trademarks differentiate the products made by different producers, and a geographical indications differentiate one group of products from others that don’t come from the region it protects.

Agglutinating Element

Geographical indications are objectively recognized in the identification of certain products coming from a region, city or country where there are certain natural and human factors which make them different from others, but those products finally reach the market identified by a trademark.


That is, the geographical indications and trademarks reach the market together, through a product which promotes the coincidence of both. 

Now, I will present our experience in managing the trademarks and appellations of origin of Cuban cigars, with regard to creating a single product identity.

THE EXPERIENCE OF CUBAN CIGAR TRADEMARKS AND GEOGRAPHICAL INDICATIONS
Cuban Tobacco Appellations of Origin

The origin of Habanos can be traced back to 1492, when Christopher Columbus arrived on the shores of the large island of Cuba.


1492 is certainly a celebrated year in World History, but particularly for us, the Great Discovery was the Habano.

Habanos, at that time, consisted on tobacco leaves roughly rolled into a shape and the Indians called it “Cohiba”.  These cigars were smoked by the natives; being the “Cohibas” the ancestors of the Habanos.


Since its discovery, world demand for tobacco leaves has always been on the increase, especially the Cuban leaf, distinguished from its peers from the very beginning, due to its unique quality and aroma. Late, in the XVI century the tobacco trade became one of the best and most profitable business of that period.

Why Habanos’ quality?


The quality of the Habano comes from a combination of four factors.

The characteristic of the soil is one of these factors.  It plays a key role in the differentiation of this product.


The varieties in the kinds of Cuban black tobacco are others.  It is very important in the differentiation of the Habano.


Other and a very important element is the climate, which is a result of Cuba’s geographical location.  Climatic conditions also influence in the cigar-manufacturing process.  Many people even say that the Habanos you smoke in Cuba taste different from the ones you smoke elsewhere.


The last factor is the know-how of our farmers and cigar‑makers, with the latter creating veritable masterpieces.

It has been proved that, when one of these factors is missing, it’s impossible to make a Habano.
Five different types of leaves are required to make a Habano:

The long filler:  the inner part, which it is a blend of three leaves with three different characteristics:

Ligero:  for strength and flavour

Seco:  for aroma

Volado:  for good combustion

The binder:  this leaf secures and wraps the long filler leaves. Long filler and binder together form the “Bunche”.
The wrapper:  this leaf dresses the Habano and determines its appearance. 
Measures to protect the prestige of the cigar coming from Cuba

In view of the recognized prestige of the tobacco coming from Cuba, in the early of XIXth Century, the international tobacco market began to be invaded by different kinds of products that used names of Cuban origin in one way or another. 


At the beginning, the geographical name “Habana” was acknowledged internationally as identifying the origin of the best cigars in the world.  It is said that the origin of its use is linked to the port of Havana, from which the prestigious cigars were shipped.


Therefore, ever and since the last century, Cuban cigar-makers have included the word “Habana” in the design and advertising of all their trademarks, so that the origin of the well-known cigars in the world would be recognized.


For its part, the word “Habano”—the term used for the very best cigars made in Cuba‑stemming from “Habana.”  It began to be used in the Spanish-speaking countries in the 1920s.


Now, the term “Habano” is an example of a social or historic appellation of origin, for it has achieved recognition on its own merits, rather than as the name of a region, locality or country.


Early in the 20th century, Cuban authorities‑aware of the danger‑they began taking measures to protect this product. They include the following:

· the creation of the National Warranty Seal of Origin, in 1912, to protect the product’s Cuban origin;

· the creation of the National Commission of Advertising and the Defense of Habano Cigars, in 1927;


· the signing of bilateral agreements with several countries to protect our appellations, among them, those signed with France and Germany—which are still in force‑and especially important;

· the creation of the Revista Tabacalera Habano (Habano Cigar Magazine), in 1935;  in addition to containing the name “Habano” in its title, this publication has always used this term when referring to Cuban cigars;  and

· the protection of 18 appellations of origin‑including Cuba, Habana, Habanos, Vuelta Abajo, San Luis, San Juan y Martínez, Vuelta Arriba, Remedios, El Corojo and Cuchillas de Barbacoa, according to the Lisbon Agreement.


The Cuba’s decision for signing the Lisbon Agreement was a key for the protection of our intangible assets, because, even though the Agreement has a limited operating range, being a signatory of it implies respect and recognition, even, in non-member countries.


Since the above was proved insufficient, a legal offensive to protect our products’ appellations of origin begun in 1981.  Lawsuits were brought to Europe, our main market, because many infringing products were sold there.  Now, we are bringing suits in other continents, as well.  We concentrate on the well‑known appellations of origin (Cuba, Habanos, Habana and Vuelta Abajo).


The first lawsuit we brought was in France, on February 17, 1981.  It was against the Neos Handzame Company, from Belgium, due to the sales of Cubanitos trademark cigars in France.


We have also brought other lawsuits in Belgium, France, Germany and Spain.  The most important ones were the suits we won against Gloria de Cuba and Wilde Havana trademarks.  The latter had the largest sales on the non premium market. We also obtained favorable decisions in France, with courts ordering Aramis to withdraw its Havana trademark of perfume as well as another company that was using in perfume the denomination Cuba.
Marketing Strategy Linked to the Protection of Appellations of Origin

Along with the lawsuits, a marketing strategy was drawn up in the ’80s for supporting and complementing our efforts to obtain legal protection.


Our first decision was to establish our communications strategies based on the Habano appellation of origin, the reasons are as follows:

· it was a unique product;

· the Habano denomination of origin had to be protected against the danger of becoming a generic term;  and,

· because it was a rather all-encompassing term, it was being applied to all of the cigars made in Cuba.


From the communications point of view and as one more steps along the path toward consolidating the corporate image of the product, in 1991 it was decided to unify the various versions of the logo and design for Habano that existed in other languages and to use just one: Habanos.  Thus, from then on, Habanos logo has the same image all over the world.


This meant to make two changes at the same time.  One was to eliminate the word “cigar”; the other was to use the Spanish term “Habanos.”  The transition from the translation to the Spanish term was to be made over a period of up to ten years.


Since that period, we have established a unique corporate image of our appellation of origin Habanos:  the smoke image.


In 1993, we created a stick with the Habanos appellation of origin in order to include it in all the packaging of our products. 

Our Trademarks


The first Cuba cigar private factory was established in 1796.  Very soon the quantity of small workshops for making cigars increased.

In the 1830‑40’s these small factories became prosperous workshops, which were frequently visited by agents and traders of New York, Philadelphia, London, Paris, Hamburg, among others, requesting large quantities of the famous Habano.

The end of the Spanish Monopoly propitiated a boom in the cigar business. Being the property of individuals, the workshops started to diversify their offers, trying to please the large demand for Cuban cigars.  This period marks the origin of the first Habano trademark:  “Hijas de Cabañas & Carvajal”.
Trademark classifications

According to the period of creation, we can classify our trademarks in two groups: 


Pre-revolution trademarks:  Montecristo, Partagás, Romeo y Julieta, H.Upmann, Por Larrañaga, Hoyo de Monterrey, etc.

Post-revolution trademarks:  Cohiba, Cuaba, Trinidad, Vegas Robaina, San Cristóbal de La Habana, etc.


According to the importance in the market, for several years, we have classified the 32 trademarks that we sell in that moment‑keeping in mind how well known they are and their market presence‑as follows:

Global trademarks:  this group of trademarks includes the ones that are present all over the world.  They are Cohiba, Montecristo, Romeo y Julieta, Partagás, Hoyo de Monterrey, H.Upmann and José L. Piedra.

Multilocal trademarks:  these trademarks you may find them in most of countries.  They are: Bolivar, Fonseca, Guantanamera, H. Upmann, Punch, Vegas Robaina and Quintero.

Local trademarks:  these trademarks are found in just a few countries.  They include Por Larrañaga, Cabañas, Belinda, Sancho Panza, Los Status De Luxe, Troya, La Gloria Cubana, J. Cano, Quai D’Orsay, Juan Lopez, Rafael González, Vegueros, Diplomáticos, Ramón Allones, San Luis Rey and Gispert.

Niche trademarks:  these are trademarks that were created recently and they were given a special treatment, for allowing us to become them well known trademarks. We include in this group Trinidad, which is a name of a Cuban city and UNESCO has declared thereof as a part of world heritage; Cuaba, is the name of a Cuban tree that catches fire easily and it was used by the Cuban Indians for lighting their pipes (cojibas or cohibas); and San Cristóbal de La Habana, which bears our capital’s first name.


Bearing in mind that we are talking about a large number (32) of trademarks, our best resources are used to invest mainly in promoting those that are in the global and niche groups.  The trademarks include in the multilocal and local groups are promote by our distributors.


All the above mentioned Habanos trademarks are made with tobacco leaf of Vuelta Abajo appellation of origin, the best in the world. These trademarks are considered as premium cigar trademarks.

Whenever we speak of our trademarks, we should say that, although we have a portfolio of 32 trademarks, we are still searching new ideas. That was the reason why we launched to the market two trademarks linked with the Vuelta Arriba Appellation of Origin, with the object of improves the use of this appellation of origin.

José L. Piedra:  Pre-Revolution Trademark.  It is a hand made cigar.

Guantanamera:  Post-Revolution Trademark. It is a cigar that it is made entirely by machines.  The name “Guantanamera” was chosen for both, it is a very popular Cuban name and also because we wanted to honor the very well known Cuban song.


Our purpose was to break into the low-price segment market, just because, it offers the greatest growth and because there weren’t any Habanos in that segment of price.


As already we said, these trademarks of cigars are made from tobacco coming from Vuelta Arriba area.  The tobacco from this region is lighter than the traditional tobacco; it still transmits its Cuban strength.  Moreover, it is a more economical cigar, which enabled us to use it—as I said—to break into the low-price segment of the market.

The Defense of Cuban Cigar Trademarks


Taking into account the notoriety of our brands there is in the market much kind of infringements. Infringements come in the form of both registration requests and use in certain countries.  In both cases, we find trademarks that are the same or similar to ours, either phonetically or in terms of image.

Among all our trademarks, Cohiba although it is the most well‑known trademark of cigars in the world, it is, without any doubt, the most frequently attacked. Many courts and patent offices have recognized that this trademark is well known, and, in many cases, they have declared it as a reknown trademark.
For example:
Similar words:

The request filed in the Dominican Republic to protect the name “Cojimar” in Class 34 and “Chibas” in class 25 in Spain are an example of a request to register a word similar to “Cohiba.” 

Similar designs:

There are many examples of requesting for or the uses of the design of the Cohiba trademark for other appellations, for example, the use of the word Espléndidos, for a German restaurant, which we finally came to an agreement.


Cohiba is a cigar trademark in which most of companies try to register or use in all kinds of products and services.


Foreign courts (in Spain, France, Dominican Republic, Mexico and Taiwan…) have recognized that COHIBA is a well known trademark.  But, the main decision was the judgment of the Southern District Court of New York on March 6, 2004, because COHIBA was recognized as a well known trademark in the United States even when it never was sold in that market because of blockade regulations.

Another infringement that it has become quite common in some markets in recent years is the marketing of counterfeit products.


The most import thing to take into consideration in this kind of infringement is that when somebody uses a trademark linked with an appellation of origin, it is also counterfeiting the appellation of origin.

A QUESTION AS CONCLUSION

Just to finish, I would like to talk about Who Influences to Whom? Does the Trademark Influence the Geographical Indication, or vice versa?


I think that, generally, geographical indications influence trademarks, so that the creation of a trademark linked to a geographical indication gives the trademark great probability of success.  We have examples of cigar trademarks that attained world fame linked to the Habano appellation of origin and whose fame declined when they change the origin.


The case would be different if the trademark was born outside the area protected by the geographical indication‑or even in a group of products different from those protected by the geographical indications‑and then were added to the products protected by it.


I should emphasize that trademarks which are related to geographical indications may be considered privileged, especially in the case of appellations of origin that are internationally known.


Naturally, when I say that the trademark is largely boosted by the geographical indication, this is not absolute, because we cannot forget the role that marketing plays in the birth of a new trademark.  If a trademark that is protected by a geographical indication is launched on the market without a good marketing strategy, it is doomed to failure.  We have examples of this, too:

Caney (named for one of the typical houses of Cuban Indians).
Siboney (named for one of the three Cuban tribes of Indians and also for a famous song written by the Cuban composer Ernesto Lecuona).

For certain strategic reasons, the names of these two trademarks didn’t stick in clients’ minds;  as a result, they are no longer sold.


So, according to our experience, these kind of products with a connection between trademarks and geographical indications, should have very linked both strategies:  it means, the trademark strategy and the geographical indication strategy.

That is the reason why, from the point of view of communication, we will continue in two ways:  (1)  to maintain our institutional campaigns (dedicated only to the appellation of origin Habanos) and (2)  advertising our trademarks including the Appellation of Origin Habanos’ stick.  So, when we communicate trademarks we also communicate the Habanos Appellation of Origin and the same in the contrary way.

On the other hand, as I already said, we always use the same logo of our Habanos appellation of origin in all of our packaging, because the product is the most important advertising.

[End of document]
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