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Madrid Agreement and Protocol Concerning the International Registration of Marks



Amendments to the Common Regulations under the Madrid Agreement and Protocol in force as from February 1, 2019

New Rules 27bis, 27ter, 40(6), consequential amendments to Rules 22 and 32, and the deletion of Rule 27(3) of the Common Regulations under the Madrid Agreement Concerning the International Registration of Marks and the Protocol Relating to that Agreement (the “Common Regulations”), as well as a new item 7.7 of the Schedule of Fees will enter into force on February 1, 2019.  
Division of an international registration in respect of a designated Contracting Party (new Rule 27bis, new item 7.7)

New Rule 27bis of the Common Regulations will provide holders of international registrations with the possibility to request the division of an international registration in respect of a designated Contracting Party.  
A request for the division of an international registration must be filed with the Office of the designated Contracting Party in respect of which the international registration is to be divided.  The request cannot be filed directly with the International Bureau of the World Intellectual Property Organization (WIPO).
The abovementioned request must be filed in the prescribed form (MM 22), reproduced in Annex I, and is subject to the payment of a fee of 177 Swiss francs to the International Bureau of WIPO, as specified in new item 7.7 of the Schedule of Fees.
The Office concerned may examine the request for division of an international registration to ensure that it meets the requirements in the applicable national or regional law, as the case may be, before presenting it to the International Bureau of WIPO.  The Office may also require the payment of a fee, directly to this Office, different from the fee due to the International Bureau of WIPO. 
The Office presenting a request under new Rule 27bis of the Common Regulations may also include in or send with the request either a statement of interim status of the mark under Rule 18bis or a statement of grant of protection under Rule 18ter of the Common Regulations in respect of the goods and services listed in the request.  

The International Bureau of WIPO will examine the request to determine whether it meets the requirements prescribed in new Rule 27bis and notify any irregularity to the Office which presented the request while informing the holder.  The request will be considered abandoned if the Office concerned does not remedy the irregularity within three months from the date of its notification.  In such case, the International Bureau of WIPO will reimburse any amount paid to the author of the payment, after deducting 50 per cent of the amount specified in new item 7.7 of the Schedule of Fees.  
The International Bureau of WIPO will record the division of the international registration in respect of a designated Contracting Party when the request for division meets the requirements prescribed in new Rule 27bis.  Division will be recorded with the date on which the International Bureau of WIPO received a regular request or on which an irregularity was remedied, as the case may be.  
Following the recording of division, the International Bureau of WIPO will create a divisional international registration for the goods and services specified in the request and with the Contracting Party concerned as the sole designated Contracting Party, notify the Office that presented the request and inform the holder.  The International Bureau of WIPO will record under the divisional registration any statement under Rule 18bis or 18ter of the Common Regulations included in or sent with the request for the recording of division.  
Merger of international registrations (new Rule 27ter)
Rule 27(3) of the Common Regulations will be deleted and all provisions dealing with the merger of international registrations will be consolidated in new Rule 27ter of the Common Regulations.  
(a) Request for merger of international registrations resulting from the recording of a partial change in ownership
Paragraph (1) of new Rule 27ter deals with merger of international registrations resulting from the recording of a partial change in ownership.  
A request under this paragraph must be presented by the holder, either directly to the International Bureau of WIPO or through the Office of the Contracting Party of the holder, in the relevant official form (MM 23), which is reproduced in Annex II, and does not require the payment of a fee to the International Bureau of WIPO.  
(b) Request for merger of international registrations resulting from the recording of division
Paragraph (2) of new Rule 27ter deals with the merger of international registrations resulting from the recording of division.  A divisional international registration may be merged only with the international registration from which it was divided.  
A request under this paragraph must be presented by the holder through the Office that presented the request for division, in the relevant official form (MM 24), which is reproduced in Annex III, and does not require the payment of a fee to the International Bureau of WIPO.  A request under Rule 27ter(2) cannot be presented directly to the International Bureau of WIPO.  
(c) Recording and notification
When a request for merger meets the requirements prescribed in new Rule 27ter(1) or (2), as the case may be, the International Bureau of WIPO will record the merger of the international registrations concerned, notify the Offices of the Contracting Parties affected by the recording and inform the holder and, where applicable, the Office that presented the request.  


Cancellation of an international registration resulting from division due to the ceasing of effect of the basic mark (Rule 22(2)(b)) 

Under a consequential amendment to Rule 22(2)(b) of the Common Regulations, the International Bureau of WIPO will be required to cancel, in whole or in part, as the case may be, an international registration resulting from the recording of division when the international registration from which it was divided is either totally or partially cancelled, at the request of the Office of origin, due to the ceasing of effect of the basic mark.
Possible notifications under New Rules 27bis, 27ter and 40(6) of the Common Regulations

(a) Declaration that a Contracting Party will not present requests for the division of an international registration under new Rule 27bis(1)
Under paragraph (6) of new Rule 27bis of the Common Regulations, a Contracting Party, the law of which does not provide for the division of applications for the registration of a mark or of registrations of a mark, may notify the Director General of WIPO, before new Rule 27bis enters into force or before that Contracting Party becomes bound by the Madrid Protocol, that it will not present to the International Bureau of WIPO requests for division of international registrations.  
Holders of international registrations will not be able to request the division of an international registration in respect of a Contracting Party that has notified a declaration under paragraph (6) of new Rule 27bis of the Common Regulations.
(b) Declaration that a Contracting Party will not present requests for merger of international registrations resulting from division under new Rule 27ter(2)(a)
Under paragraph (2)(b) of new Rule 27ter of the Common Regulations, a Contracting Party, the law of which does not provide for merger of registrations of a mark, may notify the Director General of WIPO, before Rule 27ter enters into force or the Contracting Party becomes bound by the Madrid Protocol, that it will not present to the International Bureau of WIPO requests for the merger of an international registration resulting from the recording of division.  
Holders of international registrations will not be able to request the merger of an international registration resulting from division in respect of a Contracting Party that has notified a declaration under paragraph (2)(b) of new Rule 27ter of the Common Regulations.  
Declarations notified under Rules 27bis(6) and 27ter(2)(b) of the Common Regulations may be withdrawn at any time.  In such case, holders of international registrations will be able to present requests under Rule 27bis(1) or 27ter(2)(a), as the case may be, in respect of the Contracting Party that has notified the Director General of WIPO the withdrawal of the corresponding declaration.  
(c) Notification of incompatibility of new Rules 27bis(1) and 27ter(2)(a) with the applicable national or regional laws of a Contracting Party
Under new paragraph (6) of Rule 40 of the Common Regulations, any Contracting Party may, before new Rules 27bis(1) and 27ter(2)(a) of the Common Regulations enter into force or before the Contracting Party becomes bound by the Madrid Protocol, notify the Director General of WIPO that either one or both of the new Rules 27bis(1) and 27ter(2)(a) of the Common Regulations are not compatible with the applicable national or regional laws, as the case may be.  
The new Rule or Rules that are the subject of a notification under new paragraph (6) of Rule 40 of the Common Regulations will not apply to the Contracting Party that has sent such notification.  As a result, holders of internationals registrations will not be able to present requests under new Rule 27bis(1) or new Rule 27ter(2)(a), or both, in respect of that Contracting Party unless the notification is withdrawn.  

Publication in the WIPO Gazette of International Marks (Rule 32)
Under a consequential amendment to Rule 32 of the Common Regulations, the International Bureau of WIPO will publish in the WIPO Gazette of International Marks the recording of division under Rule 27bis and of merger under Rule 27ter of the Common Regulations.  
In addition, the International Bureau of WIPO will publish in the WIPO Gazette of International Marks notifications made under Rules 27bis(6), 27ter(2)(b) or 40(6) of the Common Regulations.  
The amended text of the Common Regulations and of the Schedule of Fees is reproduced in Annex IV.  
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PROPOSED AMENDMENTS TO THE COMMON REGULATIONS UNDER THE MADRID AGREEMENT CONCERNING THE INTERNATIONAL REGISTRATION OF MARKS AND THE PROTOCOL RELATING TO THAT AGREEMENT


Common Regulations under
the Madrid Agreement Concerning
the International Registration of Marks
and the Protocol Relating to that Agreement

(as in force on February 1, 2019)

[…]

Chapter 4
Facts in Contracting Parties
Affecting International Registrations

[…]

Rule 22
Ceasing of Effect of the Basic Application,
of the Registration Resulting Therefrom,
or of the Basic Registration

	[…]

(2)	[Recording and Transmittal of the Notification;  Cancellation of the International Registration] 
		[…]
(b)	Where any notification referred to in paragraph (1)(a) or (c) requests cancellation of the international registration and complies with the requirements of that paragraph, the International Bureau shall cancel, to the extent applicable, the international registration in the International Register.  The International Bureau shall also cancel, to the extent applicable, international registrations resulting from partial change in ownership or division recorded under the international registration that has been cancelled, following the above‑mentioned notification, and those resulting from their merger.  



ANNEX IV


Chapter 5
Subsequent Designations;  Changes

[…]

Rule 27
Recording and Notification of a Change or of a Cancellation;  
Merger of International Registrations;  Declaration That a Change in 
Ownership or a Limitation Has No Effect

	[…]

	(3)	[Deleted] [Recording of Merger of International Registrations]  Where the same natural person or legal entity has been recorded as the holder of two or more international registrations resulting from a partial change in ownership, the registrations shall be merged at the request of the said person or entity, made either direct or through the Office of the Contracting Party of the holder.  The International Bureau shall notify accordingly the Offices of the designated Contracting Parties affected by the change and shall inform at the same time the holder and, if the request was presented by an Office, that Office.

	[…]


Rule 27bis
Division of an International Registration

	(1)	[Request for the Division of an International Registration]  (a)  A request by the holder for the division of an international registration for some only of the goods and services in respect of a designated Contracting Party shall be presented to the International Bureau on the relevant official form by the Office of that designated Contracting Party, once the latter is satisfied that the division whose recording is requested meets the requirements of its applicable law, including the requirements concerning fees.  
		(b)	The request shall indicate
			(i)	the Contracting Party of the Office presenting the request, 
			(ii)	the name of the Office presenting the request,
			(iii)	the number of the international registration,
			(iv)	the name of the holder,
			(v)	the names of the goods and services to be set apart, grouped in the appropriate classes of the International Classification of Goods and Services,
			(vi)	the amount of the fee being paid and the method of payment, or instructions to debit the required amount to an account opened with the International Bureau, and the identification of the party effecting the payment or giving the instructions.  
		(c)	The request shall be signed by the Office presenting the request and, where the Office so requires, also by the holder.
		(d)	Any request presented under this paragraph may include or be accompanied by a statement sent in accordance with either Rule 18bis or 18ter for the goods and services listed in the request.

	(2)	[Fee]  The division of an international registration shall be subject to the payment of the fee specified in item 7.7 of the Schedule of Fees.  

	(3)	[Irregular Request]  (a)  If the request does not comply with the applicable requirements, the International Bureau shall invite the Office that presented the request to remedy the irregularity and at the same time inform the holder.
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		(b)	If the irregularity is not remedied by the Office within three months from the date of the invitation under subparagraph (a), the request shall be considered abandoned and the International Bureau shall notify accordingly the Office that presented the request, it shall inform at the same time the holder and refund any fee paid under paragraph (2), after the deduction of an amount corresponding to one-half of that fee.  

	(4)	[Recording and Notification]  (a)  Where the request complies with the applicable requirements, the International Bureau shall record the division, create a divisional international registration in the International Register, notify accordingly the Office that presented the request and shall inform at the same time the holder.  
		(b)	The division of an international registration shall be recorded with the date of receipt by the International Bureau of the request or, where applicable, the date where the irregularity referred to in paragraph (3) was remedied.  

	(5)	[Request Not Considered as Such]  A request for the division of an international registration in respect of a designated Contracting Party that is not or is no longer designated for the classes of the International Classification of Goods and Services mentioned in the request will not be considered as such.  

	(6)	[Declaration That a Contracting Party Will Not Present Requests for Division]   A Contracting Party, the law of which does not provide for division of applications for the registration of a mark or registrations of a mark, may notify the Director General, before the date this Rule comes into force or the date on which the said Contracting Party becomes bound by the Agreement or the Protocol, that it will not present to the International Bureau the request referred to in paragraph (1).  This declaration may be withdrawn at any time.  


Rule 27ter
Merger of International Registrations

	(1)	[Merger of International Registrations Resulting from the Recording of a Partial Change in Ownership]  Where the same natural person or legal entity has been recorded as the holder of two or more international registrations resulting from a partial change in ownership, the registrations shall be merged at the request of the said person or entity, made either direct or through the Office of the Contracting Party of the holder.  The request shall be presented to the International Bureau on the relevant official form.  The International Bureau shall record the merger,  notify accordingly the Offices of the designated Contracting Party or Parties affected by the change and shall inform at the same time the holder and, if the request was presented by an Office, that Office.  

(2)	[Merger of International Registrations Resulting from the Recording of the Division of an International Registration]  (a)  An international registration resulting from division shall be merged into the international registration it was divided from at the request of the holder, presented through the Office that presented the request referred to in paragraph (1) of Rule 27bis, provided that the same natural person or legal entity is the recorded holder in both aforementioned international registrations and the Office concerned is satisfied that the request meets the requirements of its applicable law, including the requirements concerning fees.  The request shall be presented to the International Bureau on the relevant official form.  The International Bureau shall record the merger, notify accordingly the Office that presented the request and shall inform at the same time the holder.  
	(b)	The Office of a Contracting Party, the law of which does not provide for the merger of registrations of a mark, may notify the Director General, before the date this Rule comes into force or the date on which the said Contracting Party becomes bound by the Agreement or the Protocol, that it will not present to the International Bureau the request referred to in subparagraph (a).  This declaration may be withdrawn at any time.
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Chapter 7
Gazette and Data Base

Rule 32
Gazette

	(1)	[Information Concerning International Registrations]  (a)  The International Bureau shall publish in the Gazette relevant data concerning
			[…]
			(viiibis)	division recorded under Rule 27bis(4) and merger recorded under Rule 27ter;
			[…]
			(xi)	information recorded under Rules 20, 20bis, 21, 21bis, 22(2)(a), 23, 27(3) and (4) and 40(3);
			[…]
		[…]

	(2)	[Information Concerning Particular Requirements and Certain Declarations of Contracting Parties]  The International Bureau shall publish in the Gazette
			(i)	any notification made under Rules 7, or Rule 20bis(6), 27bis(6), 27ter(2)(b) or 40(6) and any declaration made under Rule 17(5)(d) or (e);
			[…]



Chapter 9
Miscellaneous

[…]

Rule 40
Entry into Force;  Transitional Provisions

	[…]

	(6)	[Incompatibility with National Laws]  If, on the date this Rule comes into force or the date on which a Contracting Party becomes bound by the Agreement or the Protocol,  paragraph (1) of Rule 27bis or paragraph (2)(a) of Rule 27ter are not compatible with the national law of that Contracting Party, the paragraph or paragraphs concerned, as the case may be, shall not apply in respect of this Contracting Party, for as long as it or they continue not to be compatible with that law, provided that the said Contracting Party notifies the International Bureau accordingly before the date this Rule comes into force or the date on which the said Contracting Party becomes bound by the Agreement or the Protocol.  This notification may be withdrawn at any time.

	[…]


proposed amendments to the Schedule of fees


SCHEDULE OF FEES

(in force on February 1, 2019)

Swiss francs

[…]

7.	Miscellaneous recordings

	[…]

7.7	Division of an international registration							177

[…]



[End of Annex IV]
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