SCT/9/9 Prov.2
ORIGINAL: English
DATE: March 26, 2003

WIPO

WORLD INTELLECTUAL PROPERTY ORGANIZATION
GENEVA

STANDING COMMITTEE ON THE LAW OF TRADEMA RKS,
INDUSTRIAL DESIGNS AND GEOGRAPHICAL INDI CATIONS

Ninth Session
Geneva, November 11 to 15,20 02

DRAFT REPORT

Document prepared by the Secretariat

Following comments received on the draft rep@idcument SCT/9/9 Prov.) paragraphs 88, 142,
162, 203, 205, 211, 214, 285 and 305 were modified.



SCT/9/9 Prov.2
page?2

INTRODUCTION

1. The Standing Committee on the Law of Trademarks, Industrial Designs and
Geographical Indications (hereinafter referred to as “the Standing Committee” or
“the SCT") held its nirth session, in Geneva, from November 11 to 15, 2002.

2. The following Member States of WIPO and/or the Paris Union for the Protection
of Industrial Property were represented at the meeting: Algeria, Argentina, Australia,
Austria, BelarusBelgium, Brazil, Canada, Central African Republic, China, Colombia,
Costa RicaCroatia, Cuba, Czech Republic, Denmdgkyypt, Ecuador,

El Salvador, Eritrea, Estonia, Finland, FranGermanyGhana, Greece, Guatemala,
Guinea,Hungary, India, Indonesid;an (Idamic Republic of)Jreland, Italy, Japan,
Kazakhstan, Latvia, Lebanon, Lesotho, Lithuania, Malawi, Malta, Mauritius, Mexico,
Morocco, Netherlands, Niger, Norway, Panama, PortugalRéaublic of Koreathe
Republic of MoldovaRomaniaRussiarFederationRwanda, Sao Tome and Principe,
Sierra Leone, Slovakia, Slovenia, Spdhni Lanka, Sudan, Sweden, Switzerland, Syrian
Arab Republic, ThailandThe former Yugoslav Republic of Macedonia, Tonga, Trinidad
and Tobago, TurkeyJkraine,United Kingdom, UnitedRepublic of Tanzania, United
States of Americaf America, UruguayUzbekistan, Venezueld,emen, (78). The
European Communities were also represented in their capacity of member of the SCT.

3. The following intergovernmental organizations tqudt in the meeting in an
observer capacity: African Intellectual Property Organization (OAPI), Benelux
Trademark Office (BBM)|nternational Vine and Wine Office (OIV), League of Arab
States (LAS), Organization of African Unity (OAU), World Trade Orgaatian (WTO)

(6).

4, Representatives of the following international rgovernmental organizations
took partin the meeting in an observer capacity: American Intellectual Property Law
Association (AIPLA), Center for International Industrial PrayeStudies (CEIPI),
Committee of National Institutes of Patent Agents (CNIPA), European Brands
Association (AIM), European Communities Trade Mark Association (ECTA),
International Association for the Protection of Industrial Property (AIPPI), Interndtiona
Chamber of Commerce (ICC), International Federation of Industrial Property Attorneys
(FICPI), International Federation of Wines and Spirits (FIVB}ernational Trademark
Association(INTA), International Wine Law Association (AIDV), Japan Trademark
Association (JTA), Japan Patent Attorneys Association (JPAA) (13)

5. The list of participants is contained in the Annex of this Report.
6. Discussions were based on the following documents prepared by the International

Bureau of WIPO: “Agnda” (documenBCT/9/1 Rev.2), “Proposals for further
Harmonization of Formalities and Procedures in the Field of Marks”
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(documentSCT/9/2), “Further Development of International Trademark Law and
Convergence of Trademark Practices” (docun®nT/9/3), “The Definition of
Geographical Indications” (document SCT/9/4), “Geographical Indications and the
Territoriality Principle” (document SCT/9/5), “Industrial Designs and their Relation with
Works of Applied Art and Thre®imensional Marks” (document SCT/9/6)nternet
Domain Names” (document SCT/9/7), and WIPO General Assembly documents:
WO/GA/28/3, WO/GA/28/3 Add. and Add. 2 on Internet Domain Names, and an extract
from the WIPO General Assembly Report (document WO/GA/28/7) on Internet Domain
Names.

7. The Secretariat noted the interventions made and recorded them on tape. This
report summarizes the discussions on the basis of all the observations made.

Agenda Iltem 1: Opening of the Session

8. In the absence of Mr. Topic, Chair ofafSCT, Ms. Valentina Orlova, Vie€hair,
acted as Chair and opened the meeting.

9. Mr. Shozo Uemura, Deputy Director General, welcomed all the participants on
behalf of the Director General of WIPO and made a short introduction of the issues
discussed in the previous meetings of the SCT.

10.  Mr. Denis Croze (WIPO) acted as Secretary to the Standing Committee.

Agenda ltem 2: Adoption of the Agenda

11. The Draft Agenda (document SCT/9/1 Rev.2) was adopted with modifications
relating to the order of discussion of the issues on Internet Domain Names.

Agenda Item 3: Adoption of the Draft Report of the Eighth Session

12. The Secretariat informed the Standing Committee that, following the procedure
adopted by the SCTtcomments were made by several delegations on the Electronic

Forum of the SCT: Australia in respect of paragraphs 32, 40, 49, 72, 101, 106, 145, 211,
221, 233, 257, 290, 305, 308, 347, 353, 355, 360 and 385; Finland, pard@2ph

Germany, paragraph 328apan, paragraphs 216 and 252; Republic of Moldova,
paragraph 366, and the Representative of ECTA and INTA, paragraphs 341 and 367. The
abovementioned paragraphs were amended consequently in document SCT/8/7 Prov 2.

13. The Representative &EIPI requested that in paragraph 124, the wording
“registration of a mark” be replaced by “registration” and also in paragraph 126 the
wording “registration of a mark” be replaced by “mark and registration.”
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14. The SCT adopted the Draft Reparf the eighth session
(document SCT/8/7 Prov.2) as modified.

Agenda Item 4: Geographical Indications

15. The Secretariat introduced document SCT/9/4, which dealt with the practical
differences between systems of protection such as appeakaif origin and systems of
protection of geographical indications under collective or certification marks. The
document also included issues discussed by the SCT at its eighth session.

16. The Delegation of the European Communities, also spgasn behalf of its

member States, pointed out that in the last session the importance of the definition of
geographical indications as such had been stressed, more specifically as a means to
distinguish various rights through which geographical indicatiovere protected.

Member States were free to protect geographical indications through laws on collective
or certification marks, or through laws on geographical indications. However, it seemed
that the rights granted under these laws were not totalljvetent, thus the question of

the definition allowed to appreciate the differences between these industrial property
concepts. When dealing with collective marks, document SCT/9/4, paragraph 34,
indicated that the use of collective marks was governecegulations which delimited

the geographical area of production or the standards. A collective mark enabled
producers who applied for it to register the mark even if it did not contain all the elements
which had to be present in a geographical indicatibhe Delegation recalled that, at the

last meeting member States had agreed to use the definition contained in 22titlef

the TRIPS Agreement as the minimum common denominator. Producers aspiring to gain
exclusive use of a name needed to provideopbefore registration that all the elements
were covered, so as to establish the link between the geographical name and the product.
In addition, there had to be some form of control of the regularity of the product,

although this aspect was not partthé definition.

17. Inreply to the intervention made by the Delegation of the European Communities,
the Delegation of the United States of America supported by four other delegations (the
Republic of Korea, Australia, Germany and the RussiareFatbn) and the

Representative of a negpvernmental organization (AIPPI), said that this intervention

had been helpful in identifying that Artict22.1 of the Agreement on

TradeRelated Aspects of Intellectual Property Rights (the TRIPS Agreement) was a
starting place in terms of definition. The Delegation noted that theggistration check
which existed in the European Communities sytem was not a requirement or a part of the
Article 22.1 definition. It was important then, to look at this existirgjidition and

examine how currently different legal systems worked to ensure that those indications set
forth as geographical indications indeed met the criteria, and were examined as
trademarks or as other rights asserted by third parties.
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18.  Referring to document SCT/9/4, the Delegation of Australia commented the
system of certification marks in that country, which includiedier alia the protection of
geographical indications. The Australian certification marks system covered a much
wider dass of rights, but to the extent that protection for a geographical indication was
sought in that country as a certification mark, the owner of the mark had to present both
the specifications associated with the sign, the rules concerning the use igithensl a
range of other requirements which would then be checked by an independent authority
against two broad criteria: first a general public interest criteria and secondly a criteria
which assessed whether or not the certifying agency had a cap#bititake the
assessments that were being claimed. The protection which TRIPS obliged Australia to
provide was twefold: a mechanism for use by those who actually had a claim on a
geographical indication, but also an obligation to prevent use by otHeyswere not in

such a position.

19. The Delegation of Germany said that, as a minimum standards treaty, the TRIPS
Agreement did not prevent other countries or regions to allow for stronger protection in
their territory. However, this protectiomould not automatically apply outside of those
territories, except in the case of existing multilateral or bilateral agreements. The
Delegation enquired those countries which had a system of certification marks, how the
protection provided in Article 23fal'RIPS operated in their jurisdictions, since that

article provided for a higher level of protection, while using the same definition contained
in Article 22.1. In the delegation’s view, one could read the definition in Art&del as
“geographical indiations are for the purpose of this agreement indications which identify
a wine or a spirit as originating in the territory...”, and then for the general level of
protection provided by Article 22, the definition could read “geographical indications are
for the purpose of this agreement indications which identify products other than wines
and spirits as originating...”. The delegation also wondered whether countries using the
certification marks systems would need to change their systems if the balance between
Articles 22 and 23 changed, including also the exceptions provided for in Article 24 of
the TRIPS Agreement.

20. The Delegation of the Russian Federation noted that although that country was
not a member of the WTO, accession negotiations wadetway for a long time and in

that connection, amendments had been introduced into their legislation with regard to
geographical indications. In previous meetings of the SCT the Delegation had stated that,
direct protection for geographical indicationaswprovided only for one type of
geographical indications which were indications of source. This had been deemed to be
in compliance with the definition of the TRIPS Agreement. The Delegation also inquired
those countries which currently used the ceréifion marks system to give additional
details on the protection provided, in particular for wines and spirits. In the Russian
Federation, regulations provided for a pegjistration check, and since other countries

had more experience in this field, tBelegation thought it was useful to look at the

bodies charged with such checks and the documents required by them.
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21. Inreply to the requests for information on the protection of geographical
indications through the system of certificationnkes the Delegation of the United States

of America explained that, as to the question of whether the system of certification marks
provided TRIPS Article 23 level of protection to goods other than wines and spirits, the
Trademarks Act had been amendeddmtember 8, 1994, to provide a higher level of
protection for certification marks for wines and spirits than for certification marks
identifying other goods. The Delegation noted that in the United States of America, a
number of foreign applicants had &xkadvantage of the certification marks system to
obtain protection for their geographical indications. The Delegation further noted that, as
a country following the common law tradition, the United States of America had, in
addition to registration, a syem that acknowledged actual use as the basis for creation of
rights in geographical indications and gave certain examples: Cognac, Colombian cofee,
Comté cheese, Jamaica Blue Mountain Coffee, Halumi cheese, Parma Ham, Parmigiano
Reggiano, Prosciutto darma, Roquefort cheese, Stilton cheese, and Swiss for chocolate
and products of chocolate. In certain cases, the owners of these geographical indications
had exercised their right to prevent confusingly similar trademark registrations and had
also benetied from border enforcement.

22. Inreaction to these comments, the Delegation of the European Communities, also
speaking on behalf of its member States, noted that the purpose of this exercise was not to
check compliance of any particular lelgison or system with the TRIPS Agreement.

The Delegation proposed instead to look at the differences amongst several systems of
protection, by using the definition as a starting point. It was certain that protection could
be granted to a geographicatlination through collective marks but attention needed to

be given to the definition, otherwise the consumer could be misled. Apart from the
debate on responsibility, it was necessary to recall that protection under collective marks
implied that the prodct could be qualified as a geographical indication under

Article 22.1. With regard to the intervention by the Delegation of the United States of
America, the Delegation noted that all of the geographical indications mentioned were
well-known, and also ptected in the European Communities. However, when these
products had arrived in the United States of America, they were not defined in the same
manner, but under collective or certification marks, which was the only system of
protection available. The Degation saw a problem in keeping with the definition when

a geographical indication was protected as a collective mark, because the product “could”
and not “should” be defined by certain characteristics.

23.  The Delegation of France noted thatlividual or collective marks, and
geographical indications were two different subject matters while marks were private
rights, geographical indications were collective rights, and in France the protection of
geographical indications was based on a stmacithere recognition and registration of
geographical indications was public, with a role played by the producers. In certain
countries, there was a question of choice of legislation to protect geographical
indications, whereas in other countries, theklatlegal means forced owners to protect
geographical indications as trademarks.
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24. Inreply to the intervention made by the Delegation of France, the Delegation of
Australia explained that, in that country the emphasis in the protection gfgelical
indications was not on government control but rather on a private or collective role.
Australia protected geographical indications through certification marks and this was
acceptable under Article 22 of the TRIPS Agreement. The Delegation fuetipdained

that the Wine and Brandywine Act had been enacted and that this legislation dealt with
geographical indications in relation to wines and spirits. In a number of instances,
protection was sought through the certification marks system whichhwaght to add
value to the protection of the geographical indications for wines and spirits.

25.  The Delegation of the United States of America noted that the TRIPS Agreement
identified intellectual property rights as private rights, either elteese rights were
asserted by government agencies (national or sectional) or by legal or natural persons.
The Delegation added that it was not necessary to conclude bilateral, multilateral or free
trade agreements, to get protection for foreign geodcapmdications in the United

States of America. The Delegation felt that the main objective of this protection was to
prevent that consumers be deceived about the source and the quality of goods and
services, to which end competition was the best means.

26. Inresponse to a comment made by the Delegation of the European Communities,
the Delegation of Australia explained that in this country there was no risk of confusion

in the public. The certification marks system provided for examinati@r po

registration, and at that stage it was necessary to prove the existence of an objective link
between the product and the place from where the origin was claimed. In addition,
another sign containing an identical or similar geographical name calde registered.

27. The Representative of AIPPI pointed out that the TRIPS Agreement did not
require any special type of protection. Article 23.4 only referred to negotiations for a
registration system of geographical indications for wined spirits. TRIPS called for
protection against misleading use of geographical indications, or their registration as
trademarks. Therefore, a law on unfair competition or misleading advertising could be
used to fullfil the requirements. Registrationggographical indications was done

through various systems: a system of appellations of origin (i.e. in Franse) generis
system (i.e. the European Communities) and systems of collective marks and/or
certification marks. With regard to paragraphd@2ocumentSCT/9/4, the

Representative felt that it was not appropriate to say that a collective mark informed the
public about certain particular features of the product, because an applicant of a collective
mark did not have to show the characteristi€she goods or services for which

registration was sought. The Representative further noted that the system of certification
marks was more appropriate for geographical indications.

28.  The Delegation of the European Communities, also speakirgehalf of its

member States, noted that in that jurisdiction, it was possible to register collective and
certification marks. Producers could always choose how they wanted to protect
themselves against unfair use, however the best way to protect ghagandications

was according to a law on geographical indications. The Delegation acknowledged that
the TRIPS Agreement did not force member States to implement a registration system for
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the protection of geographical indications but provided forgetion in cases of undue

use. As to the protection of geographical indications through collective or certification
marks, a question concerning applicable law could arise for the examiner, and at a later
stage for courts, in case of undue use. For thison, the Delegation suggested that it
was necessary to draw a clear distinction between the different types of industrial
property protection.

29. Inresponse to the intervention made by the Delegation of the European
Communities, the Delegatioof Australia noted that, in many countries interested
persons could consult existing databases to confirm whether or not the elements of the
definition were present in a given designation. In Australia the registration of
certification marks relating tgeographical indications was governed by two sets of rules,
firstly those rules which applied to all certification marks and secondly, rules which
permitted the examiners to determine the link between the good and its geographical
origin. The Delegatiomdded that in that country, there was no problem with choice of
law, as Trademark Law, which governed the certifications mark system, provided the
means to protect geographical indications. In case of dispute, the competent authority
would apply that sedf rules to examine the process and determine infringement action.

30. The Delegation of Canada recalled that the TRIPS Agreement gave Member
States flexibility as to how they wished to implement their obligations and explained that
its country ilfilled its obligations through a certification marks system. The system
provided for national treatment and was cost effective.

31. The Delegation of Panama explained that the law of that country contained
precise definitions for appellatioms origin and indications of source. The definition of
appellations of origin was similar to that of Article 22.1 of the TRIPS Agreement, and the
link between the sign and the geographical place was established in addition to a
specified quality. In Pamaa, the holder of national appellations of origin was the State,
whereas indications of source could be used by any person established in the country who
undertook a commercial or industrial activity or provided services. In addition, the law
defined indcation of source as the expresion or the sign used to indicate that a product or
service comes from a country or from a group of countries, a region or a specified place.
With regard to collective marks it was necessary that the applicant be part of an
association of producers and that he comply with-petablished regulations for the use

of the mark, and as to certification marks, they could only be used by individuals who
were duly authorized and controlled by the holder of the mark, according tol&évans
regulations.

32. The Delegation of Argentina raised a general question concerning the last phrase
of paragraph 7 of document SCT/9/4, which stated that the criteria defining geographical
indications seemed less restrictive than the catdgfining appellations of origin. This
Delegation also considered that the last phrase of paragraph 52 was premature as it stated
that in the case of geographical indications, the production of the raw materials and the
development of the product weretntecessarily situated in the defined geographical

area. The Delegation pointed out that in paragraph 50, Agricultural Labels were
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included, although this topic had not been previously discussed in the framework of the
SCT and probably was not connecteithaintellectual property rights.

33. Inreply to the intervention by the Delegation of Argentina, the International
Bureau explained that document SCT/5/3, paragraph 15 summarized the differences
between the criteria defining geographical indioas and appellations of origin. In
respect of the first line of paragraph 52, the Spanish version mentioned “apelacion de
origen” instead of “denominacién de origen,” thus the Spanish text would need to be
amended. Agricultural Labels, had been inclddeview of the comprehensive character
of the document.

34. Inresponse to a question by the Delegation of Sri Lanka, as to the type of criteria
used by member States to examine certification and collective marks for geographical
indications, he Delegation of Australia clarified that in this country, there was agtep
process, the first step took place at the Trademark Office, and the second before an
independent body, the Consumer and Competition Commission, where issues of public
interestwere raised. There was a detailed analysis of the capacity of the applicant to
comply with the rules concerning the mark. The was also the assessment of the link to
the place of origin, and of the characteristics. The application for certification merks
published for oppositions by both domestic and foreign parties. After registration, the
mark could be challenged if it was deceptive or misleading, or where there was no link
with the place of origin.

35.  Onthe same question, the Delegatif the United States of America pointed out
that the system in that country also included a-tear approach. For parties seeking
registration as a certification mark, there was first an administrative review, which took
place at the Patent and Tradek®ffice, with regard to the statutory and regulatory
guidelines. Then the mark was published to allow for oppositions prior to registration.
However, at any point during the life of the registered mark or at any renewal, the mark
could be challenged bihird parties if it was deceptive. The Delegation inquired other
member States, and particularly those apphgaggenerisystems of protection about

the legal means available in their jurisdictions for foreign interested parties to challenge
registratons.

36. The Delegation of France explained that the procedure in its country was initiated
by an application from the producers of a region, which was submitted to the National
Institute of Appellations of Origin for initial investigation. Tlapplication was then
published in the press at local, regional and national level to allow for any third party,
including trademark owners, to make comments which were examined by the body and
which could eventually bring down the procedure for regisbratiAt the end of the

entire procedure, there was a Decree, which was published in the Official Journal of the
French Republic, a widely accessible means, and even at this stage, the appellation of
origin could be contested by third parties.

37. The Delegation of Switzerland stated that some countries had in their legislations
the concept of appellations of origin in addition to the concept of geographical
indications, and the former was more restrictive because the link to the place of origin
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was stronger since all the factors of production had to come from the same region.
Although the definition of Article 22.1 of the TRIPS Agreement, did not contain this
requirement, it did not prevent members from granting more extensive protection, such as
“qualified” geographical indications, (i.e. appellations of origin). Furthermore, this
Delegation pointed out that the nationality of the opponent did not play a role in the
availability of means to contest a geographical indication.

38. The Dekgation of Romania noted that in the law of that country the definition of
geographical indications was inspired from the TRIPS Agreement. There was a
procedure for registration with the industrial property office and normally the applicant
was an assodi@n of producers which carried out activities in the geographical area
concerned. The office granted a registration only after the Ministry of Agriculture had
certified the characteristics of the products and their origin. There was an opposition
periodafter publication in the Industrial Property Bulletin, and the registration could be
cancelled from the register in the case of sammpliance with the regulations.

39.  With reference to the intervention made by the Delegation of Argentinaeearli

the session, the Representative of AIPPI disagreed with the view expressed by that
Delegation concerning paragraptof document SCT/9/4 and stated that it was clear that
the definition of appellations of origin, as set forth in the Lisbon Agreemerst much

more restrictive than that contained in the TRIPS Agreement. In addition, an appellation
of origin had to be a geographical name, whereas a geographical indication could be
another name or indication, and under Lisbon the product had to havieycural
characteristics, while according to TRIPS the product had to have quality or any other
characteristics. Regarding paragraph 52, whether all the raw materials had to come from
the region concerned or whether some could come from other regionsmiries, the
Representative concurred with Argentina that this question could not be deducted from
the definition and that, it could perhaps be a subject for further discussion, together with
other questions, such as whether producers located in proxionitye geographical area
could be allowed to use the geographical indication.

40. The Delegation of Australia underlined that the TRIPS definition implied that not
all of the raw materials or the entire process needed to come from the geoglapbica
The Delegation inquired other Member States as to the way in which this question was
interpreted in their jurisdictions, and in particular whether producers in adjoining areas
were allowed to use a geographical indication or whether materiald beudourced from
other places.

41.  The Delegation of the Republic of Korea, supported by the Delegation of Mexico
noted that this discussion had been a good opportunity to learn about the legal systems
and practices of other countries regardihg protection of geographical indications and
suggested that the International Bureau prepare a collection to be used by Member States
of the SCT.

42.  Asto the requirement that all raw materials and parts of the production process
come from a dfined geographical area, the Delegation of Sri Lanka noted that it was
useful in this context to compare the definitions contained in TRIPS and in the Lisbon
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Agreements. The definition in the Lisbon Agreement had two essential features, firstly
the namehat was used should serve to designate a product originating therein, and
secondly, the geographical environment was essential. Very similar wording was used in
the TRIPS definition: the indication had to identify goods as originating in a territory and
secondly, it had to have a characteristic, quality or other reputation which was essentially
attributable to that origin. In both definitions, the wording referring to the essential
attributes remained the same, therefore whatever the position wasthadesbon

Agreement in relation to the use of raw materials, products, etc., this remained essentially
the same as far as the TRIPS definition was concerned.

43.  Inreaction to the comment made by the Delegation of Sri Lanka, the Delegation
of Australia noted that there were clear links between the two definitions. One important
feature of the TRIPS definition was that a given quality, reputation or other characteristic
of the good was essentially attibutable to its geographical origin and thelBelegation

of Australia recognized that each Member was free to apply this provision as it
understood it in its own legislation, the TRIPS requirement was a very high standard
equivalent to the Lisbon standard.

44.  The Delegation of Mexico as of the view that, while both definitions were

indeed very similar, the definition of appellations of origin was more restrictive. A
geographical indication allowed for a part of the production process to take place outside
of the geographical area, smthe requirement was that the quality, reputation or other
characteristic be “essentially” attributable to the place of origin, while according to the
Lisbon definition, even the process had to come from the same geographical area,
because the quality direputation were linked to human and other factors particular to

the area.

45.  Asto the suggestion made, that the Secretariat prepare a comparative study of
laws on geographical indications in different member States, the Delegation of the
Eurgpean Communities, also speaking on behalf of its member States expressed the
opinion that this study was perhaps not a priority, as any interested party could consult
the relevant legal texts in the already existing collections, both at WIPO and at the WTO
The Delegation agreed with the Delegation of Argentina that it was up to each member to
appreciate the conformity of its legislation with the minimum elegibility criteria for
geographical indications in the TRIPS Agreement. As to the observationsbyade
several delegations about the requirement that the entire process occur in a limited
geographical area, this Delegation recalled that Article 22.1 did not explicitly provide for
this, but it required that the geographic link be established in a comgmoanner. The

way in which this was applied to concrete cases depended on the nature of the product.
Sometimes the link could be an animal species or a plant variety indigenous to a
determined geographical area. The aspect of reputation was alsoamigart

determining a geographical indication and creating a reputation sometimes involved
significant economic investment, which also justified the need for protection.
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46. The Delegation of the United States of America expressed the viewdimeat of

the language included in Article 22.1 of the TRIPS Agreement was difficult to interpret,
for example the notion of reputation, and in this context the Delegation wondered
whether the relationship just noted by the Delegation of the European Conmsunit
between reputation and economic investment was appropriate. If this were the case,
products currently identified by trademarks (i.e. Gduala, Budweiser), which

represented reputation as coming from a particular Member State and where there had
beensignificant investment to create and maintain that reputation, could be eligible for
protection as geographical indications.

47.  The Delegation of the Republic of Moldova stressed the fact that there were
substantial differences between the nosi@f geographical indications and appellations

of origin. There was an analogy between the two notions on the element of geographical
origin, however appellations of origin were more rare and more valuable. The two
objects of protection were different duthis Delegation wondered if there was a need to
protect both. The Delegation asked whether other member States had legislation
allowing protection for geographical indications and also for appellations of origin.

48.  Concerning the observatianade by the Delegation of the United States of
America, the Delegation of the European Communities, speaking also on behalf of its
member States, noted that reputation was certainly one of the elements of the definition
of geographical indications in Adie 22.1 of the TRIPS Agreement. However, this
element was not to be considered in isolation and every product seeking to obtain
protection had to fully satisfy the criteria of eligibility contained in that Article, which

was a minimum standard.

49.  The Delegation of the Russian Federation said that it was preferable to keep the
concepts of trademarks and geographical indications separate. A geographical indication
existed without external participation, while a trademark was a creative eleimestted

by a human being.

50. The Representative of AIPPI supported by the Representative of the CCI pointed
out that, the question raised by the Delegation of the United States of America helped to
illustrate the difference between trademaxepgraphical indications, and appellations of
origin. A trademark, and even a wédhown trademark (i.e. Coe@ola), was not the

name of a place or a territory. The fact that the headquarters of the trademark owner
were located in a particular countryddhot grant it a particular origin, because a

company could be incorporated anywhere. The requirement in a geographical indication
was that the name identify a product as originating in the territory of a member.
Although in some cases trademarks, apdcdsally welkknown trademarks suggested a
particular origin, this was not their main function according to trademark law. In some
cases, geographical indications could become trademarks, but the reverse was hardly
foreseeable.
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51. The Delegatin of Australia asked member States of the SCT to provide details on
how they assessed the objective link in their jurisdictions, particularly those countries
which were Lisbon members. Referring to the “Cdgala” example mentioned earlier in
the sessionthe Delegation wondered if such an extreme case could help push the
boundaries of the discussion to better understand the concepts under review.

52.  The Delegation of European Communities, also speaking on behalf of its member
States, supportelly the Delegation of the Republic of Korea, affirmed that using extreme
cases could not contribute to the discussion on the definition of geographical indications.
Perhaps every day examples could be more illustrative and allow member States to share
thdr national experiences. The Delegation said that, apart from the definition itself, it

was important to look at aspects of its application to concrete cases. In the European
Communities, once an application for the registration of a geographical irmhcahs

received, a file was established and the distinctive character of the proposed indication
was checked just as with trademarks.

53. The Delegation of Yemen said that while there was agreement amongst member
States on the definition of gemaphical indications, there seemed to be differences as to
the means and methods employed to ensure protection of this type of intellectual property
right. There was some ambiguity with respect to geographical indications because they
were separate frommademarks. Some geographical indications were famous but others
were less known and information existing in one office was not transferred to other
offices. In Yemen, registration of geographical indications, both national and foreign was
done through demark law and the procedure included verification and publication as
well as opportunity for opposition. Indications were not registered if they were likely to
lead the consumer public to confusion. It was also possible to cancel registrations by
judicial order.

54.  The Delegation of Argentina agreed with the comment made by the Delegation of
Australia that the link between the place of origin and the product was fundamental to
determine a geographical indication. In the opinion of the Délegathe question to be
addressed was whether or not a geographical indication could be protected on the basis of
reputation, without taking into consideration any other characteristics linking it to the
geographical area. The Delegation objected tddka that the link could be established
through investments made in the promotion of a product. Could one claim a geographical
indication solely on the basis of reputation and independently of the idea that the
consumer or the public at large had of thidication? What was really the basis of
reputation? Did reputation mean knowledge by third parties? Did it mean that
consumers should know that a product had a direct link with a certain territory? The
Delegation added that perhaps parameters wermedd® determine reputation, just as
parameters had been established to determineknellvn marks.

55.  The Delegation of the European Communities, also speaking on behalf of its
member States clarified that in its view, one of the ways to ptbedink was reputation,
and one important aspect behind reputation was the economic value of the investment
made to promote that reputation. In fact, reputation was territorial, and was determined



SCT/9/9 Prov.2
pagel4

by each member with reference to specific cases. Repuatageded not be national or
regional, as many geographical indications were only known in one locality and were
never exported. The legal and economic implications of this type of indications were
obviously very different to those of famous indications.

56. The Delegation of Guinea noted that with regard to the definition of geographical
indications, the basic principle to be followed was territoriality and the link to be
considered was the link of a product to human factors. If a trademashkwelknown

through investment, human factors might not be taken into consideration, thus a product
protected by a trademark would not be suitable for protection as a geographical
indication. In fact, the same product, with the same qualities coulddmuped outside

of the territory of origin. This was precisely the case with “Cacda” a welkknown

mark around the world, and a product which could be produced in many countries under
different conditions.

57. The Representative of ECTA expsesl the opinion that a broad definition of
geographical indications could become an impediment to the free flow of goods around

the world. This was incompatible with object and purpose of the TRIPS Agreement.
According to the Representative, throughd history of geographical indications,

names which had no link with the geographical area had been registered both under the
Lisbon Agreement and under bilateral agreements. The Representative also recalled that
recently, in the “Parma Ham” case befohe tEuropean Court of Justice, the Advoeate
General had pointed out that there was a tendency to protect designations as geographical
indications and thereby create barriers to trade.

58. Inreply to a question by the Delegation of Australia, Beegation of France
explained that the recognition of geographical indications in this country was a lengthy
process, which took into account different parameters such as: the link between the
product and the geographical origin, the kabew of the prodcers, etc. In order to
determine these elements, there were technical investigations and an inquiry commission
was designated. Another important parameter was reputation and all appellations of
origin and geographical indications were by definition welbwn although at different
levels. Some of them were known regionally or nationally and the concept of
territoriality applied. The Delegation added that geographical indications applied to
products which already existed and which had a reputation asadgarticular method

of processing. To develop that reputation, economic investment was required, with the
objective of developing higlquality products.

59.  The Delegation of Cuba commented the experience of that country with the
registration of geographical indications, and in particular appellations of origin. In order

to establish the link, the applicant, whether a natural or legal person had to be established
in the geographical area of production, and this was an aspect of paramoontante.

In Cuba, the application procedure was transparent, it included a publication and the
possibility of filing observations and objections by any person. In case of

noncompliance with all the legal criteria required, there was also a possiluligguest
nullification and cancellation of the registry.
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60. With reference to comments made earlier in the session, the Delegation of the
European Communities, also speaking on behalf of its member States explained that,
according to their leglation when a request for a geographical indication was contested,
the contesting party could initiate a cancellation procedure. Then, it was up to the courts
to decide whether the designation applied for was a geographical indication or not, and
since here was the possibility of judicial review, it was not appropriate to say that many
geographical indications were abusively registered. The Delegation added that the
example of bilateral agreements was not useful for the general approach which was
neededn the context of this discussion.

61. The Delegation of the Russian Federation affirmed that, in fact most if not all
trademarks were related to a country of origin and thereby implicitly referred to a
geographical indication. Thus, either dmad to accept that a trademark could at the

same time be a geographical indication, or else draw a clear distinction between the two
concepts.

62. Inreaction to the comments made by the Delegation of the Russian Federation,
the Delegation of Frnce concurred that there should be a clear distinction between
trademarks and geographical indications, however most of the time there was a peaceful
coexistence between the two types of protection. For example, in the case of the
appellation of origin Champagne,” there was on the one hand the name of the protected
appellation displayed on the labels of bottles and on the other, the trademarks of different
producers. The trademark distinguished the producer of the champagne and possibly his
know-how. Thus, for the same appellation of origin there could be several trademarks.

63. The Delegation of United Kingdom observed that part of the difficulty in making
progress on the discussion was perhaps the fact that some countries used the trademark
system to protect geographical indications and others did not. According to the
Delegation, it seemed that, when there was only one product of one producer trademark
protection was appropriate but when there were products produced by more than one
produce the general concepts of geographical indications or certification trademarks
were more appropriate. The Delegation questioned whether it was useful to pursue the
line of whether a product was produced by more than one supplier.

64. The Delegabn of the Republic of Moldova informed the SCT that, following the
recent accession of that country to the Lisbon Agreement, 763 requests for appellations of
origin had been considered. The conformity of these requests with national legislation
had beerchecked. Applications could be refused if they did not comply with the
definition contained in the Lisbon Agreement. The appellation needed to come from a
territory of the country, it had to include the historic name of the product, it had to be
used forthe designation of a product with special qualities, determined by natural factors.
The legislation of the Republic of Moldova provided that a foreign applicant needed to
furnish proof that he intended to use the appellation in the country of originit ara up

to authorities in that country to appreciate the qualities of the product, the natural and
geographical factors. The question of priority was also important.



SCT/9/9 Prov.2
pagel6

65. Inresponse to the comments made by Delegation of the United Kingdem, th
Delegation of the European Communities, also speaking on behalf of its member States,
said that geographical indications were collective rights, and this was a fundamental
feature. Only in exceptional cases the regulations provided that the appliGnt of
geographical indication could be an individual and there were somekwelin

examples in the United Kingdom. However, individual applications did not prevent other
producers in the same geographical area to apply for the right to use the name. One of
the consequences of geographical indications was to allow a group of producers to apply
for a collective right, which was a comprhensive concept and not a permanent “acquis,”,
as others who respected the criteria could state rights in this connection.

66. The Delegation of the United Kingdom endorsed the comments made by the
Delegation of the European Communities that geographical indications were collective
rights, although in some cases there could be only one user of the collective right.
However, a single user could be in a weaker position than if he had simple trademark
rights. The Delegation noted that recently the trademark owners of “Plymouth Gin” had
asked why they had geographical indications protection, as they also had trademark
protection. In the view of the Delegation, at least from one perspective, the owners of
this trademark weakened their rights by having a geographical indication, because other
producers in the same area could start producing gin to the same standards, wiih wo
not happen if they had simple trademark protection. In addition, differences between
collective rights and certification rights were fundamental to the general issue of
geographical indication protection.

67. The Delegation of Mexico noteth¢ distinction between appellations of origin

and geographical indications and said that the first was more restrictive than the latter. In
Mexico, two systems coexisted: registered appellations of origin and collective marks for
geographical indicationsin the case of appellations of origin, the objective link included
natural and human characteristics. It was required that the whole process take place in
the region. The protection of geographical indications as collective marks normally
applied to agroup of producers, and in that case part of the process could take place
elsewhere and some of the raw materials could even be imported, because the crucial
factor was the particular knewow of the producers of the region.

68. The Delegation bSwitzerland explained that trademarks identified products as
originating from a company while geographical indications identified products as
originating in a defined area. Geographical indications did not give a monopoly in favor
of one producer but g& an exclusive right of use to producers in an area, who met the
pre-established criteria. With regard to comments made earlier by the Delegation of the
United Kingdom as to the advantage of having a trademark over a geographical
indication to be able texclude others from producing the same product, the Delegation
said that this would not be so if certification marks were used to protect geographical
indications.

69. The Delegation of Slovenia recalled that in many countries registration of
geographical indications was done by the competent ministry, whereas all procedures for
the registration of trademarks were done at the trademark office. The Delegation
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inquired how in such cases, trademark offices could determine whether a trademark
appliation included a geographical indication and how they determined absolute grounds
for refusal.

70.  The Delegation of Algeria said that the commercial and economic impact of a
geographical indication should be taken into account. The TRIPS tlefirdid not solve

all questions involved in the determination of the objective link. Territoriality was of
paramount importance to define a geographical indication, and reputation could only go
along with it but could not substitute for it. In Algerigeographical indications were not
protected if they were contrary to public order or if they were likely to mislead the public
as to the origin of the goods, and an invalidation procedure could take place even after
registration. Artisanal products whidtad reputation often existed in countries which
lacked the means to promote them, and the Delegation wondered how the necessary
promotion could be achieved for these particular geographical indications.

71. The Delegation of Indonesia stated tivathat country geographical indications
were protected as signs indicating the place of origin of goods, including geographical
and environment factors, natural and human factors or a combination of both the
characteristics and the quality. Protectioasigranted on the basis of registration, and
the application had to be made by an institution representing the producers of the area.

72.  Inreply to the question by the Delegation of Slovenia, the Representative of
AIDV pointed out that this ilistrated the administrative and organizational problems
faced by right holders in relation to the protection of geographical indications. Different
offices in the same country dealt with trademarks and with geographical indications and
the question arodeow they could resolve issues which concerned matters within the
competence of other authorities. The Representative referred in this context to cases
where administrative tribunals, usually dealing only with trademark issues had to receive
and decide omrguments by third parties that the trademark applied for had elements of a
geographical indication or an appellation of origin. Normally, the answer was that they
were only concerned with elements of trademark law, and viceversa, the authority
competentor the examination of wine labels, for example, was not concerned with
elements of trademarks.

73. Inthis connection, the Delegation of Australia explained that in this country, there
were two separate mechanisms: firstly the protection thrapgcific legislation for

wines and spirits, and secondly, the certification mark system which was also used by
many wine producers. In dealing with an application for a certification mark which
included a geographic reference, an examiner would halakoat the rules which were
associated with the application and to the extent that the link between the mark and the
place was demostrated, the mark would be allowed. In the particular case of wines and
spirits, there was a slightly more elaborate predagwhich prior to registration of the
geographical indication, the certifying agency went through a number of consultative
processes to ensure that the proposed registration did not impinge on existing trademark
rights. In addition, a public consultatigprocess also took place in the region concerned,
to allow other producers to assert their claims. In relation to labels, producers had to
follow a number of guidelines.
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74.  The Delegation of the United States of America observed that in thattoy,
notifications under Article &r of the Paris Convention, in connection with certain
designations, had raised administrative issues. However, certification marks could be
challenged at the Trademark Trial and Appeal Board (TTAB). As an exanfige, t
Delegation explained that an opposition filed by the National Institute of Appellations of
Origin in France against a mark “Cognac” had been succesful at the TTAB. Also Scotch
Whisky had been considered by this tribunal as a+etiwn geographical iridation

which could not be used by other parties.

75.  The Representative of AIPPI explained that in most countries, the registration of
geographical indications concerned more than one office and usually the Ministry of
Agriculture. The determition of absolute grounds for refusal had to be seen in relation
to national law and the examiner would normally check if the sign was confusing,
descriptive or misleading. With regard to prior rights,exofficio examination could

take place if a datase on geographical indications was available. Otherwise, a
trademark could not be refused and it would be published for oppositions by third parties.
In the case that the laws of a country did not provide for opposition, the trademark could
be invalidaed afterwards through Court procedures.

76. The Delegation of Panama expressed the view that products having a specific
geographical origin could be commercialized as collective marks. In some countries,
protection offered through geographicatlications could be generally extended to
indications identifying a producer as coming from a country, a region or a locality within
a region and where the registry may or may not be required if a given quality or
characteristic of the product to whichdtved its reputation was essentially attributable to
its geographical origin. Collective marks were generally defined as signs allowing to
distinguish the geographical origin, the material, the method of production and other
common characteristics of thegds and services of different enterprises using the mark.
Collective marks were often used to promote products which were characteristic of a
given region. Certification marks were granted to products which complied with defined
requirements, althoughé applicant needed not be a member of any organization or
entity.

77. Inreaction to these comments, the Delegation of the European Communities, also
speaking on behalf of its member States, explained that, the system in place in the
European Uion was based on a legal instrument which provided that, every producer
located in a defined area, whose product met the criteria of eligibility could request to be
incorporated, and allowed to use the geographical indication. Therefore, the system was
open to any producer, and this situation was parallel to the situation under a system of
certification marks. With regard to the principle of territoriality, the Delegation said that

in paragraph 15 of document SCT/9/5, the International Bureau had stategeneric

terms were not considered to be distinctive, and this way of introducing the subject was
not necessarily relevant to the law on geographical indications, as “generic” was a
concept of trademark law. In the law of geographical indications & mare appropriate

to refer to “common terms”. As Article 24.6 of the TRIPS Agreement said “a term
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customary in common language as the common name...”. It was more appropriate to use
generic to refer to absolute grounds for refusal in trademark law.

78.  The Delegation of the United States of America explained that, in this country the
principle of territoriality, as applied to industrial property in general, and to geographical
indications and trademarks in particular, referred to the idea theltantual property
obligations could be implemented in various ways at the national level, in a manner
consistent with international obligations. The Delegation wondered whether in some
systems the concept of territoriality was closer to the concepieofdir” (the

relationship of the product to a particular place within a territory). The Delegation further
noted that, in relation to generic terms and geographical indications, the concept of
generic terms was not relevant only to trademarks and céexkamples the terms:
Parmesan, Chablis, Cheddar and Champagne, which were generic terms in the United
States of America and used to describe types of products, while they were proprietory
names in other Member States and perhaps even geographicaliomcafhus, in the

field of geographical indications as much as in the field of Trademarks, some terms were
generic, they were in the public domain and were considered in common language the
common name for the goods or services. In addition, genericuesd be governed by

the principle of territoriality.

79.  The Delegation of the European Communities, also speaking on behalf of its
member States, noted that its understanding of the two concepts was identical as that
expressed by the Delegatiof the United States of America, from a legal point of view.
This was also clearly explained in the document prepared by the Secretariat. An entirely
different question was how that concept was applied in practice and in what manner a
member decided wather a term was generic or not.

80. The Delegation of the Republic of Korea stated that the principle of territoriality
was an established principle and a basic doctrine of industrial property laws.
Geographical indications did not have to begited differently. The country where
protection was sought had the authority to determine whether or not the name applied for
was a geographical indication or whether it was a generic term.

81. Inrelation to a point raised by the Delegationtioé European Communities, the
Delegation of the United States of America sought clarification as to the possibility,
under European Communities geographical indications law, to allow any producer
established in a specific geographical area and whose giothet the standards, to use
the geographical indication. The Delegation inquired specifically how this protection
applied to foreign producers seeking protection for geographical indications in the
European Communities.

82. The Delegation of Astralia also sought clarification from the Delegation of the
European Communities as to how the concept of generic term in relation to geographical
indications was understood in that jurisdiction and how this concept was different in
relation to trademansk
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83. Inreply to the comment made by the Delegation of Australia, the Delegation of
the European Communties, speaking also on behalf of its member States clarified that,
according to the principle of territoriality, seen as a legal principlgied for both
trademarks and geographical indications, it was up to every member to define whether a
name, a term or a designation was a geographical indication in its territory or whether it
had become a generic term. Under the European Communitiesisytste definition

used was that of Article 24.6 of the TRIPS Agreement, because their understanding of
generic terms was in the framework of geographical indications and they did not use the
term nondistinctive as equivalent to common use in every daygoge. In reply to the
comment made by the United States of America, the Delegation explained that if a
foreign producer established himself in a geographical area delimited for a given
geographical indication and fulfilled the requirements, the geogeapimdication would
certainly be open to that producer.

84.  The Delegation of the United States of America further inquired how foreign and
homonymous geographical indications were protected under the European Communities
system. The Delegatiof the European Communities, also speaking on behalf of its
member States replied that protection to foreign nationals was given in accordance with
the obligations established under the TRIPS Agreement. In particular, the TRIPS
Agreement obliged Memb@tates to give nationals of other WTO Member States
protection against undue use of their geographical indications in the territory of the
European Communities. The TRIPS Agreement did not, however, establish that
registration should be a requirement fwotection, but in the European Communities the
courts were open to receive complaints against undue use, under Articles 22 or 23,
depending on the product. European producers would certainly receive the same type of
protection in other member States.

85. Inrelation to the discussion on generic designations, as reflected in paragraph 15
of document SCT/9/5, the Representative of a-gowernmental organization (AIPPI)
expressed the opinion that a generic term was a term incapable of distinguishich

could therefore never become a trademark. However, a generic term was also one which
was absolutely needed by consumers and traders to describe an object, and it was
necessary to prevent appropriation of that term. On the issue of territqrthkity
Representative said that, in his opinion, there was a big difference between trademarks
and geographical indications. In the first case, both the Paris Convention and the TRIPS
Agreement provided for the territorial nature of trademark righvith the exception of
well-known marks whereas in the case of geographical indications, Articles 22 and 23 of
the TRIPS Agreement provided for absolute protection for wines and spirits in every
country.

86. The Delegation of Germany noted that, iteteon to the question posed by the
Delegation of the United States of America on the protection of foreign geographical
indications within the territory of the European Communities, the Courts in Germany
would not apply the text of the TRIPS Agreementeditly, however through national law,
this country complied with the basic obligations imposed on all WTO Member States to
provide legal means of protection in case of misleading use of geographical indications.
There were two basic ways to protect geodpiapl indications: one through the Law on
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Trademarks and Other Signs, whereby protection was granted on the basis of the
existence of a geographical indication, without the need for registration and the law did
not distinguish between national and foreggographical indications. The second form
of protection was through the Act against Unfair Competion, and in this field, the
guestion of whether an indication was national or foreign was also irrelevant. This
system was, of course independent from #gistered geographical indications at the
European Communities level.

87. The Representative of ECTA disagreed with the opinion expressed by the
Representative of AIPPI as to the notion that, protection of geographical indications

under the TRIP&\greement constituted an exception to the principle of territoriality. On

the contrary, every state had the right to determine whether a geographical indication
existed or not. In addition, the terms of Article 24.6 of the TRIPS Agreement were

broadly defined and therefore, this did not mean that a geographical indication could not
be refused on other grounds. The definition of Article 24.6 “a term customary in

common language” was in his view broader than European Community Law, under

which, there wergéerms that had always been customary and others which had become
customary. Genericness, neded to be examined by every country separately, according to
its own standards. The Representative, added that there was some degree of controversy
as to whetheor not a registered term could become generic, and an example which
illustrated that controversy was the registration of the indication “Feta” in the European
Communities. The Representative further noted that, under the Lisbon Agreement
registered appealtions of origin were not to become generic. However, in his opinion, at
least ten terms included in the Lisbon list had become generic terms in some countries.

88. Inresponse to the comments made by the Representatives of AIPPI and ECTA,
the Delegation of the European Communities, also speaking on behalf of its member
States, clarified that in their system, generic terms could not be registered as geographical
indications. In order to determine genericness within the territory of the European

Communities, it was necessary to refefltie definition of generic namg@nd to criteria - { Supprimé : the elements of )
laid down in the appropriate legislation. All of these checks had to be carried out prior to{ supprimeé : geographical indication |
the registration of a name. Thad been the case of the indication Feta, where the \{sl,pprimé: )

producers had presented ample evidence before the Commission, to prove that the term
was neither generic, nor had become generic. According to the European Community
regulation, there was a possibilioy judicial review, thus any person who felt affected by
this registration could apply for its nullification.

89. The Delegation of Mexico agreed with previous delegations that determination of
whether a term was generic or not had to be donthbyauthorities of each country. As a
result, names which were generic in one jurisdiction, could be geographical indications in
another, and cited the case of Manchego cheese, which was a protected geographical
indication in the European Communites, was in Mexico it was considered a type of
cheese (a generic). The Delegation added however, that it was important to consider the
time factor, in other words, once a geographical indication had been registered and
protection had been granted in a giverritory, that designation could not become

generic.
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90. The Representative of ECTA raised the point that the TRIPS Agreement
established, under Article 16 the principle of “first in time, first in right,” which meant
that if there were other indtrial property rights such as trademarks prior to the request
for protection of a geographical indication and if the request was conflicting with those
rights, the member State did not have an obligation to grant protection.

91. The Delegatiorof Switzerland, referring to the comments made by the
Representative of ECTA and stated the TRIPS Agreement applied the principle of
territoriality for the protection of geographical indications. However, as regarded the
country of origin, parameters nesito be established to determine the link. As to the
relationship between geographical indications and trademarks within the framework of
the TRIPS Agreement, there was a clear difference between the two concepts, and
Article 24.5 established the posdityi of coexistence between them. This tempered the
possibility provided under Articles 22.3 and 23.2 to register a mark in the cases
considered in these articles, but the Delegation did not see the principle of first in time,
firstin right in the relatbnship between geographical indications and trademarks.

92. The Representative of ECTA reacted to the comments made by the Delegation of
Switzerland, by saying that a distinction had to be made between Arf#idl&sand 16 of

the TRIPS AgreementArticle 16 clearly stated that the owner of a registered trademark
should have the exclusive right to prevent third parties from using in the course of trade,
an identical or similar sign and it was clear that the term sign also included geographical
indications. In addition, the second sentence of Article 16.1 of the TRIPS Agreement
clearly established the principle of prior rights. Arti@4.5 in connection with Articl@3
granted absolute protection to geographical indications for wines and spidts

Article 24.5 provided for coexistence.

93.  With respect to the exceptions discussed in paragi&pbf documenSCT/9/5,

i.e. generic character of geographical indications or continued use of terms, the
Delegation of Argentina stated theresvafurther very important exception, according to
the TRIPS Agreement: continued use over time, but without any link to a prior
intellectual property right, in which case the use of expressions that had occurred over a
long period of time was allowed tmatinue. In addition, the Delegation disagreed with
the approach of paragraph 14 of the document, as the two exceptions mentioned above
did not stem from relatively rare contexts prior to the entry into force of national or
international regulations. Ired, they were more common than protectiorsbiygeneris
systems. Furthermore, the fact that a name had become generic in many countries was
due to processes of immigration and colonization, as in Latin America.

94. Inreply to the comments mady the Delegation of Argentina, the International
Bureau explained that perhaps there was a problem with the drafting or the understanding
of paragraph 14. Indeed, reference was made to the situation existing today, as inherited
from the past. There we obviously movements of populations which created situations

of fact. These needed to be dealt with the introduction of the “grandfather clause”,
applicable to those periods when there no legal norms.
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95. The Delegation of Australia raised tiesue of the protection of geographical
indications abroad and referred to document SCT/8/5, starting in paragraph 23. The
Delegation said that the document provided a useful overview of possible ways to protect
geographical indications in foreign couiets, namely through bilateral agreements,
protection of European Community geographical indications, protection of appellations
of origin through the Lisbon Agreement, and protection through certification and
collective marks by way of the Madrid Agreementd Protocol. The Delegation

explained that several foreign holders of geographical indications had sought and
obtained protection through the certification marks system in Australia (Stilton, Ceylon
Tea, etc.) and by doing so they had been able to ksltadertainty as to how Courts in

that country understood such protection. The Delegation recalled that the Delegations of
Germany and the European Communities had mentioned that protection against missuse
of a geographical indication in those countnieas possible through the tribunals.

However, the Delegation wondered if other countries had a mechanism of positive
protection for foreign geographical indications, which could provide security to the
Courts.

96. The Representative of AIPPI obsged that there seemed to be a great difference
between specific registration systems for geographical indications and registration of
collective or certification marks. Normally, it was possible for foreigners to apply for
collective and certification més, on the basis of the Paris Convention, but an equal
possibility did not exist for geographical indications registration systems, and for this
reason the European Union system was limited to residents of the EU territory, except
maybe through bilaterabaeements. In the view of the Representative, it was more
appropriate to register geographical indications as certification marks, although a large
number of countries protected geographical indications as collective marks. Most
countries of the Europea@ommunity allowed registration as collective marks of terms
with a geographical origin, even though they were descriptive, and every member of the
association who fulfilled the requirements could use the mark. The Representative
further noted that thisauld be a way to protect foreign geographical indications, for
example in the European Community. However, the protection granted through
collective marks would be lower than the protection under certification markswir a
generissystem of registratio.

97.  Referring to paragrap83 of document SCT/8/5, the Delegation of the

United States of America emphasized that the Madrid Agreement and Protocol provided
for the protection of certification marks. Since this was an open system, whicheallow

for notice and for the possibility of opposition and cancellation, and was used by a fairly
large number WTO Member States, it could provide an easy international mechanism for
the protection of geographical indications via the certification markssyste

98. Inreaction to this comment, the Delegation of Switzerland noted that although
certain Member States of the Madrid Agreement used trademark law to protect
geographical indications, this was not the case in all Member States. When aycountr
under the Madrid Agreement or Protocol received an application for the registration of a
mark, which included or consisted of a geographical indication, the country would
examine the application according to its own criteria, and on the basis of thigiooad
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for validity of the trademark, ie. distinctiveness, origin of the products, etc. This meant
that in many countries, if the mark was a simple geographical indication, it could not be
registered as a trademark because it did not have a distincwadatbr, but it would

rather be registered as a geographical indication.

99. The Delegation of the United States of America, said that some of the recent
interventions had stressed the existing differences between the common law and civil law
sygems and stressed the importance of establishing definitions. The Delegation

wondered whether it would be more suitable for the SCT to focus on the elements which
led to protection. For example, elements that tended to establish the characteristics of th
good, or the meaning of “essentially attributable to its geographical origin” and how this
concept was established. Perhaps by reaching common understandings on these points, it
would be possible to reach a common understanding on the definition ofagegogal

indications.

100. The Delegation of the European Communities, also speaking on behalf of its
member States, said that in document SCT/9/4, the Secretariat had clarified the
differences between trademarks and geographical indicationsthadparts of this
document had already addressed the concerns raised by the Delegation of the
United States of America.

101. Inresponse to a question raised by the Delegation of Argentina as to the impact of
registering geographical indicatioas collective trademarks, on the substantive rights of
holders, the Delegation of Germany explained that such registrations were possible only
when they were contemplated in the national legislation of the receiving country, as was
the case for GermanyThe Delegation of the European Communities, also speaking on
behalf of its member States, added that in certain cases, a product which received
protection as a geographical indication or appellation of origin under national legislation
had to be protectebly a collective mark if the country where that product was exported

did not provide for another type of protection.

Internet Domain Names and Geographical Indications

102. The Delegation of the European Communities, also speaking on behaf of it
member States, noted that the question of protection of geographical indications in the
domain name system (DNS) was a complex matter, and requested the International
Bureau to prepare a summary document, setting out the advantages and disadvantages,
clarifying objectives and describing the steps involved in implementing protection for
geographical indications in the DNS. The Delegations of Malta, Mexico, Sweden, Sri
Lanka and Turkey supported this request. The Delegation of Switzerland supported the
request for such a study, and added that it should examine the extent to which the
protection accorded to trademarks under the uniform administrative dispute resolution
policy (UDRP) could apply to geographical indications.



SCT/9/9 Prov.2
page25

103. The Delegation oftie United States of America stated that, while it did not object
in principle to the carrying out of such a study, this exercise was likely to be controversial
and the International Bureau should be permitted to fully explore the issues raised,
including the current facility for complainants holding collective or certification marks to
access the UDRP with respect to geographical indications, the relationship between
notifications under Articléter and actions brought under the UDRP, the role of

traditiond expressions as geographical indications, and how homonymous geographical
indications would be treated.

104. The Delegation of Australia strongly supported the request for a study by the
International Bureau that compiled discussions of thedsgaised by protection of
geographical indications in the DNS, but expressed its reservations to discussion of the
advantages and disadvantages of such protection, noting that this implied a statement of
views on the part of the International Bureau. eTbelegation of Australia further noted

that it was important that any implementation of protection of geographical indications in
the DNS was not granting new rights in such names, but recognizing an existing
intellectual property right for protection aigat abusive or bad faith use of such

indications in the DNS.

105. The Delegation of Japan emphasized that it was important to take account of the
rapid changes in the Internet society, and that excessive protection of names such as
geographicalndications could create problems for registration authorities and
decisionrmakers attempting to decide the scope of protection. The Delegation noted the
diversity of opinions in discussions on this issue, including in the TRIPS Council and

SCT, over fundmental issues concerning protection of geographical indications in the
physical world, including their definition, means and scope of protection, and exceptions
to protection. The Delegation expressed strong doubt as to whether it was possible at this
time to usefully discuss this issue in the context of the DNS, and suggested that such
discussions be postponed until there was further development in discussions on protection
of geographical indications in the physical world. The Delegations of Argentina,

Australia, Canada, Czech Republic, Mexico, the Republic of Korea, Turkey and the
United States of America of America, expressed similar concerns.

106. The Delegation of Mexico added that protection should only be extended to
geographical indicatins in the DNS once there exists legal certainty or minimum
consensus as to how to protect such indicators in the physical world. In the absence of
such consensus, the Delegation requested that these discussions be postponed. The
Delegation of Argentinagreed with this remark, and noted that lengthy discussions
concerning protection of geographical indications in the physical world had not yet been
resolved.

107. The Delegation of the European Communities noted that, by its decision in
SeptembeR001, the General Assembly required the SCT to discuss the issue of
protection of geographical indications in the DNS, and to reach a decision. The
Delegation noted that it had shown flexibility in earlier discussions and requests
concerning geographicaldications, and that similar flexibility should now be extended
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to consider protection of geographical indications in the DNS, which was an issue of
importance to its Member States. The Delegation noted that, after three years of
discussions, a constring solution was now required to the problem of registration of
geographical indications as domain hames by persons not entitled to use such identifiers,
as established by the TRIPS Agreement. The Delegation noted that no consensus was
required as to a sgle system for protection of geographical indications in the DNS, but
that the minimum protection required by the TRIPS Agreement could be accorded
through various means of protection, and that this was consistent with extending a
measure of protection @eographical indications in the DNS.

108. The Representative of AIDV noted the recent resolution of its General Assembly
that expressed the AIDV’s concern with the registration of domain names containing all
or part of geographical indications Ipgrsons not entitled to rights in such names. The
Representative emphasized the need for respect for such intellectual property rights, as
established in the TRIPS Agreement, and stated that geographical indications should be
accorded protection simildao that granted to trademarks in the DNS.

109. The Delegation of Sri Lanka noted that, while there exists a divergence of views
as to how to protect geographical indications, there is a general agreement on the need
and obligation to protect sudhdicators under the TRIPS Agreement. The issue is
therefore the manner in which such identifiers must be protected. The Delegation
stressed the urgency with which this issue must be addressed, and a study conducted by
the International Bureau, and notidht any delay would allow third parties to register
geographical indications as domain names, thereby aggravating the question of alleged
acquired rights.

110. The Delegation of Sweden agreed with this proposal.

111. The Delegation of Astralia noted the divergence of views on this issue and
proposed that, while such discussions should continue in the SCT, clarification was
required as to the substance and timing of future work in this area.

112. The Delegation of Argentina emphized that the issue of protection of

geographical indications in the DNS implicated broader questions as to the scope, object
and manner of protection that required a coherence or agreement on the underlying issues
(for example, what lists of names woubé protected in the DNS, and what treatment

would be given to generic terms).

113. The Delegation of the European Communities noted that no list of names of
geographical indications was required in order to grant protection in the DNS, in tlee sam
way that no such list existed in order to grant protection to trademarks. The Delegation
noted that, in the case that a domain name registrant had a right to use the geographical
indication and its use was nabusive, then the firstome, firstservedprinciple of

domain name registration would apply.
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114. The Representative of INTA noted the fundamental principle of comparative law
that different legal systems could achieve a similar solution by means of different
procedures or terminologyfor example, the protection of business entities under

corporate law in common law jurisdictions, and as SARL in civil law jurisdictions. The
Delegation noted that discussions in the SCT revealed a common approach to the issue of
protection of geographitandications in the DNS.

115. The Delegation of France, referring to the intervention of the Representative of
INTA, noted that geographical indications were subject to various forms of protection,
including as collective or certification markisat were eligible for protection under the
current UDRP.

116. The Chair concluded that all delegations supported further examination of the
guestion of protection of geographical indications in the domain name space (DNS), and
had requested theternational Bureau to report to the Committee and outline approaches
for future discussion.

117. The International Bureau indicated that the requested study would summarize the
issue of protection for geographical indications in the DNS, settmuativantages and
disadvantages of including the protection of geographical indications in the uniform
administrative dispute resolution policy (UDRP), and note the challenges and differing
views in this area.

Internet Domain Names and Country Names

118. Discussions on the protection of country names in the Domain Name System
(DNS) were based on documents WO/GA/28/7, WO/GA/28/3 and SCT/9/7.

119. The International Bureau recalled that, at its meeting from September 23 to
October 1, 2002the General Assembly of Member States of WIPO had noted that all
delegations had approved the recommendations of the SCT concerning country names
with the exception of those of Australia, Canada and the United States of America of
America. It added thahe General Assembly had further noted that a number of issues
concerning the protection of country names in the DNS required examination in greater
depth. It specified the following three questions:

(a) the list to be relied upon to identify the countrgmes that would benefit from
the protection envisaged;

(b) the extension of the deadline for the notification to the Secretariat of names by
which countries are commonly known;

(c) how to deal with acquired rights.
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120. The Secretariat redal that the General Assembly had decided that the debate
should continue within the framework of the SCT with a view to reaching a final
decision.

121. The Delegation of Mexico, on reading document SCT/9/7, expressed surprise at
the small numbeof countries that had notified the International Bureau of the names by
which they were commonly known. It wondered finally whether that was an indication
that few countries that actually wanted country name protection in the DNS.

122. Replying toa question raised by the Delegation of Australia on the wisdom of
drawing up a list of country names, the Secretariat recalled that the SCT
recommendations on country names, approved by most delegations in September 2002,
included the extension of protémh to potentially misleading variations on country

names. It mentioned a certain number of examples of such potentially misleading
variations, including “Holland” for the Netherlands, “Russia” for the Russian Federation,
or the more difficult matter of Siam” for Thailand. It recalled that the idea behind the
drawing up of a list of countries was to accommodate these few instances of potentially
misleading variations on names in order to ensure that they too were protected. It also
added that the concepf potentially misleading variations had to do not only with the
name itself but also with the risk of possible association between the owner of the domain
name and the constitutional authorities of the country concerned.

123. The Delegation ofapan, while favoring the proposal to consider the question of
country name protection in the DNS, said that it was necessary to discuss the legal
foundation underlying that protection. The Delegation also pointed out that it did not
wish to have UDRP priciples extended to country names. It was however in favor of
registries being provided with a list of country names.

124. The Delegation of Canada recognized that, even though most delegations wished
to have country names protected in the DN, tanner in which the protection system
would be administered in practice was still unclear. The Delegation emphasized the
importance of an effective and inexpensive domain name registration system that allowed
for the evolution of the Internet, adding that connection that it was of prime importance
that the rules to be laid down for the virtual world should be relevant to the rules that
already existed in the real world. The Delegation made it clear that it supported in
principle the control of couny name abuse in the DNS, but that it did not recognize the
rights of countries in their names. Consequently it did not support the idea of a country
being able to reserve its name in the DNS in order that the domain hame corresponding to
the name of theountry in question might be used only by that country’s constitutional
authorities. The Delegation maintained that, before ICANN could take any action with a
view to protecting country names in the DNS, States should introduce the right degree
level of protection to be afforded to country names under generally applicable
international principles and treaties. In that connection the Delegation considered it
inappropriate to ask ICANN to establish new rights while States were not even capable of
setting thke appropriate level of protection. It ended by declaring itself in favor of the
consensual approach which consisted in continuing the discussions on the protection of
country names in the DNS.
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125. Like the Delegation of Canada, the delegatiohduwstralia, United States of
America and the Representative of INTA dismissed the idea of a country being allowed
to reserve its own name in the DNS.

126. While some delegations were seen to be sceptical regarding the establishment of a
list of country names, the delegations of Australia, Egypt, France, Germany, Greece,
Mexico, Spain, Sri Lanka and the United Kingdom declared themselves in favor of
establishing such a list, which would be based on the UN Terminology Bulletin. Several
delegatios (Australia, Egypt, Spain, Sri Lanka, United Kingdom) said that the list could
also include the names by which countries were commonly known and two delegations
(Australia and Sri Lanka) were also in favour of including to the list potentially
misleadingvariations.

127. The Delegation of the European Communities suggested that the period allowed
for the natification to WIPO by Member States of the names by which their countries
were commonly known should be extended.

128. The Delegatiorof Australia, while recalling that it was not itself in favor of

protecting country names in the DNS, pointed out the General Assembly had decided on
such protection, and that attention should therefore be turned to its procedural aspects. In
that connedbn the Delegation declared itself in favor of drawing up a list containing the
official names of States in both the long and the shorter forms, the names by which the
countries were commonly known and also potentially misleading variations.

129. The Delegation of Brazil declared itself in favor of continuing discussions on the
guestion of the protection of country names in the DNS. It added that examination of the
replies to the questionnaire on country names circulated among WIPO Member $tates b
the International Bureau would allow the essential features of this issue to be identified,
and could serve as a basis for future discussion.

130. The Delegation of the United States of America returned to the statements made
by the Delegationsf Canada and Japan, and said that, in view of the lack of consensus

on the legal foundation that should underlie country name protection in the DNS, a
preliminary study should be undertaken in order to identify the general principles of
intellectual propgy law. It also noted that, if UDRP principles were extended to country
names, the question of a sovereign State invoking its immunity where a defendant went to
court would arise even when there were no consensus on the matter of sovereign
immunity. Tha however was a matter with which the SCT should not have to concern
itself, and so the Delegation concluded that it did not wish to continue to work on the
guestion for the time being.

131. The Delegation of Mexico said that, if it were decidédt protection would be
confined to those names alone that appeared in the UN Bulletin, it was willing to have the
name “Republica Mexicana” removed from the list of commonly used country names
notified to the International Bureau.
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132. The Deleg#on of Japan said that UDRP principles should not be extended to
country names. As for the list to be used, the Delegation said that it wished to have the
list based on that appearing on ISO Standard 3166. It added that it wished to prohibit the
misuseof country names in the DNS, but that a discussion in greater depth was
necessary.

133. A certain number of delegations (Mexico, Spain, United States of America)
expressed concern regarding the possibility of making comments on the list of cojmmonl
used country names notified to the International Bureau.

134. Inreply to a question made by the Delegation of Australia as to whether States
were willing to give up their immunity in connection with the UDRP principles, the
Secretariat recalled certain number of provisions applicable in the framework of the
UDRP. Among other things it mentioned that, on filing a complaint, the plaintiff
undertook to recognize, in the event of the defendant going to court, the jurisdiction of
the place in whih the registry was located or that of the defendant’s domicile. A certain
number of States, including Australia, Norway and Turkey, had lodged complaints under
the UDRP and in doing so had renounced their immunity. The International Bureau
added that, afar as the extension of UDRP principles to the names and acronyms of
intergovernmental organizations was concerned, the organizations had said that they did
not wish submit to the jurisdiction of one country in particular, and that it had actually
being ageed that the UDRP would be amended to providaed®onovoexamination in
connection with an arbitration procedure, and therefore to rule out recourse to the courts.

135. The Chair recalled that it had been proposed that the list of country nanbes
protected should be based either on the list appearing in the ISO Standard 3166 or on the
UN Bulletin, or alternatively that work should continue on that question. She proposed
setting December 31, 2002, as the date on which work on the issue sfwadanpleted,

and ended with a reminder that the matter of acquired rights had also to be dealt with.

136. The Delegation of Mexico endorsed the Chair’s conclusions, adding that it might
be useful for the International Bureau to draw up a docuroentaining suggestions for
possible options available to the owner of a domain name in the event of a State party to a
dispute refusing to renounce its immunity.

137. The Delegation of Australia declared its concern regarding the question of
extending the time limit to December 31, 2002, while there was not even a process
concerning the fate of the list.

138. The Delegation of Yugoslavia wondered how in a case of a country changing its
name would be dealt with.

139. The Internabnal Bureau took the opportunity to mention that the UN Bulletin
was a sound basis inasmuch as its regular updating reflected any changes that might have
been made to a country name.
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140. The Delegation of Venezuela wondered whether certain tappsaring in the
UN Bulletin such as “Government” or “Confederation” were also going to be protected as
such.

141. The Secretariat stated once again that a decision had to be taken regarding the list
on which the protection of country names iRtBNS should be based, namely the list
appearing in ISO Standard 3166 or the UN Terminology Bulletin. It emphasized in that
connection that the discussions had revealed a majority of delegations favoring the use of
the UN Bulletin. While recalling thatanclusions had to be reached on the matter of
acquired rights, some delegations at the special sessions had proposed the payment of
compensation to the owners of domain name registrations that corresponded to country
names where those owners had no conioeatith the constitutional authorities of the
countries concerned. It did however point out that such an approach would raise a certain
number of difficulties, such as the calculation of the amount of compensation. It
suggested that the simplest appioatight be to protect country names against future
registration as domain names in gTLDs. It added that such an approach could more
easily be applied in the ICANN framework.

142. The delegations of Australia, Germany, Greece, Japan, Mexico, Spdithe
UnitedKingdom supported the approach proposed by the International Bureau, which
consisted in protecting country names against future registration as domain names in
gTLDs. The Delegation of Mexico suggested that such protection also be extenties
ccTLDs.

143. The Delegation of Spain said on the other hand that, in the case of registration in
bad faith, UDRP principles could be applied retroactively.

144. The Delegation of Greece said that, if the principle of retroactiwitye accepted,
it saw no objection to it being applied.

145. The Delegation of the United States of America said that, as far as acquired rights
were concerned, a trademark for instance could very well incorporate a country name,
and also that a#ain generic terms in English could correspond to country names,
“Turkey” being an example. The Delegation highlighted the fact that that was an
instance of intellectual property rights being used in good faith as domain names.

146. On the matteof sovereign immunity, the Delegation of Mexico asked the
International Bureau to explain to it wide novaexamination could be considered in the
case of an international intergovernmental organization, but not for a State. The
Delegation finally wondeed whether other systems existed that allowed States not to
renounce their immunity.

147. The International Bureau said it was acknowledged in international law that
international intergovernmental organizations could object to any recognitizsatiohal
jurisdiction and opt for recourse to arbitration. It said that, in the course of discussions on
the protection of the names and acronyms of intergovernmental organizations in the DNS,
the legal advisers of the United Nations had proposed a guveavherebyle novo
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examination could be considered in the case of arbitration. The International Bureau said
that the option was available in the case of States.

148. While the delegations of France, Germany and Spain stated expresslyethat th
were in favor of extending UDRP principles to country names, the delegations of
Germany, Spain and Greece declared their preference for the lifting of sovereign
immunity in such cases.

149. The Chair drew the following conclusions:

@ Recallng the decision taken by the General Assembly at its September
2002 session, the majority of delegations had declared themselves in favor of amending
the Uniform Domain Name Dispute Resolution Policy (UDRP) with a view to having
country names protected the DNS.

(b) As far as the procedure for that protection was concértierldelegations
had spoken in favor of the following measures:

(i) protection should cover the names of countries in their long and
shorter forms as appearing in the UN Terminoldyletin;

(ii) protection should make it possible to combat the registration or use
of a domain name identical or confusingly similar to a country name where the owner of
the domain name had no right to or legitimate interest in the name, and wherentaendo
name was of such a nature that users were liable to be wrongly led to believe that there
was an association between the owner of the domain name and the constitutional
authorities of the country concerned;

(iiiy  every country name should be protectedhe official language or
languages of the country concerned and in the six official languages of the United
Nations;

(iv)  protection should extend to all future registrations of domain
names in generic tofevel domains (gTLDs).

(© The delegationsdd declared themselves in favor of continuing
discussions on the following points:

(i) extension of protection to the names by which the countries are
commonly known; the delegations had also agreed that any additional name of that kind
should be communpated to the Secretariat by December 31, 2002;

(i) retrospective application of protection to existing domain name
registrations in which rights invoked might have been acquired,;

! See WIPO document WO/GA/28/3 of June 24, 2002 (“Internet Domain Names”).
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(iiiy  the matter of the sovereign immunity of States party before the
coutts of other countries regarding the procedures for the protection of country names in
the DNS.

(d) The delegations asked the Secretariat to convey the recommendation to the
Internet Corporation for Assigned Names and Numbers (ICANN).

(e) The Delegationsf Australia, Canada and the United States of America of
America dissociated themselves from the decision.

)] The Delegation of Japan considered that, while it was not opposed to the
decision to extend protection to country names in the DNS, furtheusksons were
necessary regarding the legal foundation of that protection, and it expressed reservations
regarding paragraph above, with the exception of its subparagréiph

Trademarks

150. The Secretariat informed the SCT that two new cdesthad acceeded to the
Trademark Law Treaty (TLT) since the eighth session of the Committee, namely
Kazakhstan and Estonia, bringing to thirty the total number of member States to this
treaty, by the end of January 2003. The Secretariat also annourepdilication of the
Joint Recommendation Concerning Provisions on the Protection of Marks, and Other
Industrial Property Rights in Signs, on the Internet, as WIPO publication No. 845.

Proposals for further harmonization of formalities and procedurethafield of marks

151. The Secretariat introduced document SCT/9/2 which reflected the changes
suggested by SCT member States at its last session. The Secretariat proposed to begin
discussions with Articl® of the TLT regarding Communications@the relevant

Rule5bis of the draft revised Treaty. The Secretariat explained that concerns were raised
at the eighth session as to the proposed language gfaayraphs (b) and (c) which,
reproduced the language of the Patent Law Treaty (PLT) asdweaded in the negative.
Concerns were also expressed as to whether a contracting party could be forced to accept
communications other than on paper. Some delegations had expressed the desire of
introducing some form of incentive or a statement recgltime importance of electronic

filing particularly for trademark users. To reflect these concerns, the Secretariat had
reproduced the extisting paragraphs (b) and (c) as Alternative A, and as Alternative B
new wording bearing in mind these concerns.

Article 8

152. The Delegation of the United States of America noted that, in its view, the
approach used in Articl® seemed to limit the right of offices to choose the means
through which they wished to receive communications. The Delegation fueXipained
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that although the United States of America had currently no plan to shift to mandatory
electronic communications, it was of the opinion that a treaty should be forl@akihg

and therefore it should not tie offices to a particular form of camrmation. The
Delegation presented some statistics on filings of trademark applications from foreign
applicants at the USPTO, in the period 260001, which showed that, contrary to
certain offices, applicants who had experience with electronic fpirederred this form of
filing. For this reason, the Delegation explained that it would not support a treaty which
limited offices from moving into the future.

153. The Delegation of Spain, supported by the delegations of Germany, Panama, the
Repulic of Korea, the Russian Federation and Ukraine favored Alternative B in the text,
as it provided a positive language and was clearer than Alternative A.

154. The Delegation of Australia noted that although this Delegation had expressed its
preference for a positive wording of the provision on communications, it did not consider
that the sense of Alternatives A and B was equivalent. The Delegation noted that
Alternative B could more accurately reflect Alternative A if it read “Any Contracting

Paty may require the filing of communications on paper and other than on paper.” As it
stood, alternative B meant that Contracting Parties were free to decide whether or not
they would accept communications on paper and other than on paper, but it dalynot
whether they were free “to require” the presentation of communications in a particular
way. Referring to the intervention made by the Delegation of the United States of
America that offices should be allowed to determine the means of transmittal of
correspondence, this Delegation noted that neither Alternative A or B reflected that
position.

155. The Delegation of the United Kingdom indicated that neither Alternative A or B
conveyed the message that encouragement was needed to use eldtitrgnadthough
one should not deter applicants from using more traditional methods. Perhaps this
underlying message was lacking in these alternatives rather than any precise legal
wording.

156. The Delegation of the European Communities said thaprinciple it welcomed

the statement made by Australia at the last session asking for a positive wording for
Article 8. However, the Delegation did not think that the two alternatives presented at

this meeting had equivalent meaning. It wonderdatiifould not be preferable to say

exactly what was expected from these provisions, and suggested that a wording should be
found allowing offices to accept communications both electronically and on paper.
Perhaps the appropriate wording could be drawn ftieenexplanations contained in the

notes.

157. The Delegation of Canada supported the positions expressed by the Delegation of
Australia and the Delegation of the European Communities. While the Delegation had
some sympathy for Alternative B agwore positive approach, it thought that the drafting
was confusing. The Delegation was of the opinion that the suggestion put forward by
Australia, allowing Contracting Parties to receive communications on paper and other
than on paper would make cleatbat it was up to the Office to decide what type of
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communication it would require. This position seemed to follow the meaning of the first
part of Article 8.1, which set out the requirements that a Contracting Party was allowed to
establish. If this pd limited the requirements, there had to be a part allowing a
Contracting Party to require the filing of communications on paper or other than on
paper.

158. The Representative of OAPI, expressed support for Alternative A which took into
accountthe concerns expressed by the Delegation of the United States of America in
letter (c), allowing other forms of communication (i.e. by electronic means). The
Representative also referred to two previous articles of the draft: Adt{glen the
definition of “Office,” which in the view of the Representative, excluded regional offices
serving various contracting parties, such as ARIPO or OAPI. Thus the wording of this
paragraph should be changed to “... the agency entrusted by one or more Contracting
Partes...” Concerning Article 3(a)(iii) which read “... the applicant has a real and
effective industrial or commercial establishment...,” the Representative suggested to
delete the term “real” as it was subjective and it could mean different things in different
jurisdictions.

159. Following the suggestion previously made by the Delegation of the European
Communities, the Delegation of Australia noted that, there was a third alternative
wording for Article 8, which was to use, with slight modifications, thelanation
contained in the Notes as it spelled out relatively well the purpose of the provision. In
relation to the intervention made by the Representative of OAPI on Aft{gjethis
Delegation noted that in most instances, reference to an offisg¢avae office of a
Contracting Party and it was in relation to one application. With regard to

Article 3 (a)(iii) the expression “real and effective” had to be seen in relation to other
intellectual property instruments such as the Patent Law Treatjhadadrid

Agreement. In Australia there had already been case law on the interpretation of these
terms, and the Delegation cautioned against introducing any changes in the text which
may disrupt the interpretation of the various instruments.

160. Inreaction to these comments, the International Bureau explained that, both
Articles 1 and 3 were not yet the subject of discussion, as the SCT had decided at the last
meeting to first deal with Article8 and13. However, for the sake of clarificatipit

noted that the language in the TLT followed closely the language of the Paris
Convention.

161. The Representative of CEIPI agreed with the views expressed by the Delegations
of Australia, Canada and the European Communities that the tetdioed in

Alternative B was not a positive expression of the language contained in Alternative A.
The Representative expressed some sympathy for Alternative A, if paragraphs (b) and (c)
left offices free to choose the means of communication. This pmvisas similar to the
corresponding provision in the Patent Law Treaty and there was some merit in having the
same principle for both patents and trademarks, to avoid future generations having
different interpretations in these two fields. This provisiad been the subject of

intensive discussions during the Diplomatic Conference for the adoption of the PLT and
at the end, it gathered consensus as being the language which unambigously provided
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offices with the freedom to choose the means of communicativith respect to an
encouragement for offices to move to a system of electronic filing, the Representative
was of the view that this aspect should be dealt with elsewhere for example in an agreed
statement of the Conference adopting the treaty, buitrtbie text of the treaty itself. A
treaty should express rights and obligations and not encouragements.

162. The Delegation of Egypt, supported by the delegations of Brazil, Belgium,
Francethe Republic oMoldova, Slovenia, and Switzerland agd with the comments

made by CEIPI and stated that it preferred Alternative A, since this had been the
language adopted for the PLT, and in that framework there had been no particular
problems for having this formulation in negative terms. In additibat Delegation

reiterated the comments put forward in the last session, that developing countries needed
to be allowed as much time and freedom as possible with regard to electronic filing. The
Delegation further noted that there needed to be an agratuhstnt with regard to

technical assistance for developing countries to receive assistance in the implementation
of electronic filing.

163. The Delegation of the Republic of Korea first announced that its country was
close to acceeding to the TLTSecondly, with respect to Article, the Delegation

informed that the Republic of Korea had implemented an electronic filing system since
1999 and based on that experience, could affirm that the system contributed to an
increase in filings and to administive efficiency. The IP Office continued however to
handle paper filing. The Delegation believed that each State had the right to choose the
form of filing, and that exclusive electronic filing should be postponed until at least five
years after thedoption of the treaty.

164. The Delegation of the United States of America, supported by three other
delegations (Mexico, the Netherlands and the European Communities) said that it had
become clear that the real concern was to give ContractirtgeR#ne right to choose the
means of transmittal by which they receive communications. Therefore it proposed the
following wording “Any Contracting Party may choose the means of transmittal by
which it receives communications” to make it clear that ay€acting Party could
determine how it wished to receive communications, either on paper or electronically,
according to its development.

165. The Delegation of Guinea stated that although it recognized the efficiency of
electronic means of trangttal, not all the countries had such means. Paper filing had
always existed in its country and had functioned well. Thus the Delegation expected that
the system could be maintained, although it wished that electronic means could be
implemented in theuture.

166. Referring to the statements made by several delegations in support of a
harmonization of the provisions of the PLT and the TLT, the Delegation of Australia said
that, although in some instances resorting to the language of the PLd lm®uiseful,

there was a need to go beyond that treaty. When revising the TLT, the SCT needed to be
clear, first about the purpose of the provisions and secondly, on the fact that the text of
the provisions clearly reflected that purpose leaving as lititen as possible for other
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interpretations. Alternative A did not give Offices enough freedom to choose the means
of filing, and it also allowed for a wide interpretration, which was the reason for concern.
If the SCT tied itself to the language contathin the PLT, it would be restricted only to

the improvements contained in that treaty. Users of the intellectual property community
could benefit most if the future TLT Conference could use work already achieved by the
PLT Conference in order to moveedd. The Delegation wondered whether the way
forward was for the SCT to ask the Secretariat to propose alternative wording, on the
basis of the deliberations.

167. Inreply to the comments made by the Delegation of Australia, the Delegation of
Mexico stated that the implications of the provision contained in Alternative A differ

from the previous provision which contained a preceding sentence indicating a limit date
for the acceptance of paper filing. Inthe PLT the date to exclude paper filasg w

June2, 2005, and in the last session concerns had been expressed by many delegations
about having a combination between the date and alternative A, which would offer a
possibility of excluding paper filing. In the current text of alternative A theeswo

longer a date, and this offered greater freedom to offices. However, this Delegation
agreed with the Delegation of Australia that there was no absolute need to harmonize this
treaty with the PLT. Since trademark and patent laws were differenDéhegation was

also in favor of drafting an entirely new text, not based on the PLT.

168. The Delegation of Canada agreed with previous delegations that, in the particular
context of Article8, there was no need to follow the language of the PThat language

had been adopted in the PLT, especially in connection with a rule, equivalent to
Rule5his, which established the June 2005 deadline for Contracting Parties to accept
communications on paper. This Delegation was of the opinion that, icothiext of
trademarks, there was no need for such a restriction. Thus, a provision could be drafted
in simple terms, combining Alternatives A and B and Rbltés, particularly in view of

the fact that, at the present meeting, a consensus had been buiitighe notion that

offices needed flexibility to choose the form in which they wanted to receive
communications. The Delegation recognized, nevertheless, the concerns expressed by
some Delegations that developing countries needed time to implememoerlediling,

and proposed the following wording “Any Contracting Party may exclude the filing of
communications on paper or may exclude the filing of communications other than on
paper.”

169. The Delegation of Australia further noted that the S@H to take into account in

its deliberations on electronic filing, that there were two constituencies in every country,
one was the office, and the impact that electronic filing could have in the work load of the
office and its capacity to deal with sutdad. The other constituency were users of the
trademark system. Referring to the comment put forward by the Delegation of Mexico in
relation to the date contained in the PLT, the Delegation of Australia noted that this date
had been designed to protestners of patents in a situation where offices would rush to
implement electronic filing without permitting paper filing. The issue of dates was
however not as critical in the discussion of the TLT as was the issue of the impact of
electronic filing on dfices and on users. It was important to think about nationals filing
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overseas and overseas nationals filing nationally, and this was the reason to engage in
harmonization of law and requirements in the first place.

170. To help advance the disssions on this item, the Secretariat presented a
document to the SCT containing four proposals suggested by various delegations as
alternative wording for Article 8(1).

171. The Delegation of Sri Lanka suggested to keep in mind the interestiohaht
offices (capability to processfding if required) and the interest of prospective
trademark owners (access to computers and to electronic filing). Imposing electronic
filing might scare some countries to join the TLT. For this reason, the Digbega
favored alternate proposal A because it gave some flexibility to national offices, and
looked after the interest of developing countries and prospective trademark owners in
developing countries.

172. The Delegation of Australia questioned wvitner paragraph(d) and Rulébis

should be maintained and said that the SCT should not focus on the words but rather on
the goal this article was trying to achieve. If the goal was for national offices to be free to
choose, then the wording of the “chape for Article 8, 1(b), 1(c), 1(d) and Ruletis

was complicated.

173. The Delegation of Brazil stated that it could not choose one of these proposals
until they were submitted to the proper authorities in its country. However, safeguarding
theinterest of various constituents was important and, for this reason, alternate proposal
A seemed to be the most appropriate.

174. For the Delegation of the United States of America supported by the
Representative of a negpvernmental organizatigitiNTA), Article 8(1) should be a

general principle stating that national offices chose the means of transmittal. Regarding
the concern that national offices may impose their means of communication to others, the
Delegation declared it unlikely because shoffices would want to serve all prospective
trademark ownersFrom experience, the Delegation said that electronic filling was done
by applicants without the help of attorneys, and since national offices knew best their
constituents, it was for them whoose the means of communication. To conclude, the
Delegation of the United States of America proposed Ar@¢[E to become a general
principle reading as follows “a contracting party may choose the means of transmittal of
communications”.

175. Inresponse to the proposal made by the Delegation of the United States of
America, the Delegation of Australia supported by one delegation (Panama) felt that a
general principle should not be stated in Arti8lg) but rather in Rul&bis. The

Delegaton of Australia noted that large and medium enterprises looking for export
markets would file their trademarks electronically in the Unites States of America to
export their products in this country. However, since other enterprises did not have the
mears to file electronically, allowing national offices to decide the means of transmittal
of communications would disadvantage them. The Delegation favored taking out all
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references to filing date and complying with a time limit and have a general provision
stating that offices may choose the means of transmittal of communication.

176. The Representative of the ICC indicated that at this time it could not chose a
particular wording for this Article. Moreover, it declared it was up to the usersdimde
on the best means of communication.

177. The Representative of AIPPI, supported by one delegation (United Kingdom),
said that the wording of Articl8(1) was inaccurate in light of the four new proposals and
suggested to include alternate posal E in Article 8(1); or to leave Articl8(1) as it was
and put (b), (c) and (d) in the Rule. The Representative explained that the rules might
change because new means of transmittal of communication will come up in the future.
In addition, he note that changing the rules was easier than the articles which required a
diplomatic conference.

178. The Delegation of Australia stated that 30% of applications were electronically
filed in its country. Fifty percent of these applications wetediby applicants not
represented by an agent and more than half of those chose to file electronically. They
were small businesses and people without large resources. Those who did not have a
computer used the services of an agent who did have a contpdiierelectronically.

179. The International Bureau summarized the discussion on ABidgby stating

that the SCT seemed to agree on the fact that it was for national offices to decide on the
means of transmittal of communications. The S@&Eded however to make a choice on

the various alternatives, and decide where to include it and list the exceptions to this
general principle. The SCT also had to take a decision on whether there should be a need
to encourage electronic filling by fixing time limit, as in the PLT, or through another
approach.

180. In commenting the summary made by the International Bureau, the Delegation of
Brazil, supported by the Delegation of Egypt, said that the special needs of developing
countries shoulguide the SCT and that this issue was linked with technical assistance to
offices, about which the SCT should make a declaration. The Delegation expressed
concern regarding implications of some alternative proposals for A8idlefor

developing countds. Maximum flexibility should be provided, because the same
technological means were not available for all the offices and also the exporting firms in
developing countries might not be technologically advanced. For these reasons, the
Delegation favored\ternative A. The Delegation also expressed doubts about electronic
filing being applicable for all countries in the future.

181. The Delegation of the United States of America supported the views of the
Delegations of Brazil and Egypt emphasigithat countries should be free to choose the
means of transmittal of communications. The Delegation wondered whether there was a
need for a special provision concerning electronic filing and that the harmonization of
means of communication should notdmeobjective. In the view of the Delegation,
Alternative E reflected the wishes of the SCT. This alternative permitted the Offices to
continue to accept communications with whatever means they had chosen.
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182. The Delegation of Ukraine expreska preference for Alternative B since this
alternative allowed other forms of communications than on paper to be chosen in the
future.

183. The Representative of AIPPI noted that Alternative E could not be interpreted
wrongly since it covered evgthing. In the explanatory notes it should be underlined that
no Contracting Party should be obliged to accept the filing of communications other than
on paper and should neither be obliged to exclude the filing of communications on paper.

184. The Delegation of Sweden, supported by the Delegation of Norway, favored the
view expressed by the Representative of AIPPI. The heading of A&{&leshould

either be kept and have Alternative E in the Regulations or the heading should be deleted
and hae Alternative E in Article8(1). This approach would cover the technical solutions
of communications which might be different in the future. However, the Delegation
preferred the first alternative it proposed.

185. The Delegation of China supped the views of the Delegations of Brazil and

Egypt that national conditions should be taken into account. Agents were more important
in respect of patents than in respect of trademarks and many trademark applications were
filed on paper by the applice Therefore the TLT should not create any obligation for
Contracting Parties.

186. The Delegation of Australia observed that the technologically advanced countries
should not be constrained to allow filing on paper other than as an excefitien.

Delegation suggested that a time limit should be fixed, as in B{ileof the Patent Law
Treaty, after which a Contracting Party might exclude the filing of communications on
paper. At present, there were only four countries which allowed electfiing,

therefore in almost all cases, applications from abroad were made through agents who
had access to electronic filing.

187. The Delegation of Lebanon asked what would be the position of countries which
were not, after the specific time ped, capable of handling electronic filing. The
Delegation cautioned against trademark rights becoming a right of a minority and pointed
out the situation of persons, for example in the countryside, who were entitled to file an
application but did not havaccess to electronic filing.

188. The Representative of AIPPI clarified that none of the Alternatives A to F
opposed electronic filing. Neither did they impose any office to apply electronic filing.

189. The Delegation of Mexico expremsd a preference for the Alternative E. The
Delegation proposed that the International Bureau draft for the next session a revised
Article 8(1) and Rulébbis.

190. The Delegation of the United States of America suggested the deletion of
paragraph$1) and (2) of Rule bis.
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191. The Representative of the ICC supported the statement made by the
Representative of AIPPI and expressed a preference for Alternative E. The general
principle should be clarified in the Explanatory Notes.

192. The Delegation of Australia noted that Artidd¢1) was unnecessary since it was
the office who decided about the form of communication. The wording of paraggph
could be simplier, such as “a Contracting Party shall accept a communication omd For
Paragraphg§5) and (6) could be put together. In Rukis(2) the reference to a language
and to different forms of transmittal should be deleted. This paragraph could be
reformulated as follows “Where a Contracting Party permits filing other timgpaper,

the original of the document may be filed within a time limit”.

193. The Delegation of the United States of America expressed its reservation
concerning Article8(3) since this provision contained an implication of paper filing. The
Delegation proposed to clarify the content of the provision by referring simply to an
information and not to a special form. The Delegation reserved its position also in
respect of Rule Bis concerning time limits.

194. The Delegation of the Europe@ommunities stated that it should be clarified

that Article 8(2) concerning languages also applied to all attachments to the documents.
Moreover, Article8(7) should not apply to neoompliance with requirements regarding
languages. Under national laiwshould be allowed to disregard a communication in a
foreign language if it was not possible to understand its content.

195. Inresponse to the Delegation of the European Communities, the Chair, referring
to Article 1(iv), clarified that the ten “communication” was defined as meaning any
application, or any request, declaration, document, correspondence or other information
relating to an application or a mark which was filed with the office.

196. The Delegation of Japan, referring totisle 8(2), emphasized that documents,

such as declarations or agreements written in a language which was not accepted by the
Office, should be translated into the language of the office. The Delegation suggested
adding such a provision to this Articlé?rovisions concerning translations in

Article 11(2) and in the Joint Recommendation concerning Trademark Licenses should

be included in this paragraph. As regards notifications of refusal concerning international
registrations under the Madrid Protocahiwh designate Japan, it should be possible for

the Office, in this context, to require that the documents submitted by the holder indicate
the goods and services in two languages. This is due to the fact that the Protocol requires
entries to be in Ength.

197. The Delegation of the United States of America sought clarification about the
meaning of Article3(7). If the office required the communication to be on paper, should
the sender of an-mail containing an application be notified?
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198. Inreply to the Delegation of the United States of America, the Delegation of
Australia noted, that in such a case, the office would notify the sender that an application
was not filed. The Delegation also wondered whether Ar¢® concerningviodel
International Forms was needed.

199. The Representative of AIPPI proposed two sets of Model International Forms:
one set on paper and the other one in electronic form.

200. The Delegation of Japan explained that Arti8[&) and (8)affected the rapidity

of the registration procedure. The Delegation expressed concern about the consequences
for the date and effects of the recording The sanctions and notifications should be left to
the discretion of the Contracting Parties. Japateserovided for the registration date

to be confirmed after the requirements concerning the application were fulfilled.

201. The Delegation of the United States of America stated that it did not share the
view of the Representative of AIPPI afproducing the Model International Forms in
electronic form. If the necessary information was submitted to the Office, the Office had
to accept the filing.

202. The Delegation of Australia suggested that, instead of Model International Forms,
a dheck list could be drafted which could be inserted in the TLT.

203. The Representative of CEIPI noted that fhemulationof paragraphs (4)(b) and - - { supprimé : general structures

(5) were different and should be aligned with each other. As regards3Rigd®), the - [ Supprimé :

Representative shared the view expressed by the Delegation of Australia that this
provision should be redrafted but the expression “accompanied by a letter...” should be
kept.

204. The Delegation of France, supported by the Delegation of &rka expressed
reservation concerning Artic(7), since this provision would complicate and delay

inter partesproceedings, such as opposition proceedings, if the communication was not
in an official language of the office.

205. The Delegatio of Japan, referring to Articl8(4)(a), stated that preferreda

signaturefor the purposes cdny communicationsince a signature meeting the needs of - - *[SuPprimé : could be required

the nature of procedures is requestddhe Delegation sougjuarification abait | supprimé: a

Article 8(4)(b) concerning the exceptionsch as electronic signatures. Also, the
Delegation suggested an amendment to the effect that attestation, notarization,
authentication, legalization or other certification of any signatnag be requested as

exception in the same manner/icle 8(4)(b) of the Patent Law Treatgven if the case - { Supprimé : and said that in

involvesquastjudicial proceeding$or factual appeals - [ Supprimé : were mentioned

206. The Representative of AIPPI, supported by the RepreseatafilNTA, stated

that the purpose of the TLT was to agh maximum requirements. The presentation of
the contents of a communication shall correspond to a Model International Form but not
necessarily be identical to the international form. Contractiagi€s could simplify or
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adapt it. As regards signatures, Arti@é1)(b) is a corner stone of the TLT and should
not be weakened. However, he suggested to add “subject to6R)lein this article.

207. The Delegation of Australia noted thattikle 8(4)(b) was an exception to the
general principle. The Delegation suggested that the removal of exceptions could be
discussed at the next meeting.

208. The Chair concluded that the appropriate changes to Aidand Rulébis
accordiry to the previous discussion, and in conformity with Alternatives A and E, would
be made for the next session of the SCT.

209. The Delegation of Australia stated that the revised version of Arf@dkould
cover Alternatives A to E and also coenproposals.

Articles13bis, 13ter and 13quater

210. The Delegation of Japan expressed a preference for Alternative A of Attbis

and pointed out that this provision had a great effect on applications which were accepted
on accelerated bes Delays in respect of registration procedures should be prevented.
The Delegation suggested deleting Artidigbis(2) because of its implication on the
proceeding of other applications.

211. The Representative §fEIP|proposed to refonulate the expression “registration - - { supprimé : AP

of a mark” simply as “registration.” - '[Supprimé :

212. The Delegation of Australia sought clarification about the differences between
Articles 13bis(1)(ii) and 13is(2).

213. The Delegation of the United States ofi&rica expressed doubt about the

practical consequences of Articl@bis since this provision would cause uncertainty

among third parties. The Delegation emphasized that in contrast with patents, trademarks
could be reapplied. Adding time limits would mplicate and delay examination

procedures.

214. The Delegation of Japan pointed out that Artid8quate(1), (2) and (3)

contained remedies which were not covered by Artidi@sis(3) and 13er(2) concerning - - { Supprimé : 2
exceptions specified in Rul&5) and 10(3). The Delegation suggested specifying the - = { supprimé : bis(3)
time related remedies covered by Artidlgquaterin these Rules. " Mis en forme

L

215. The Delegation of the Republic of Korea observed that Artitl@ss, 13ter and
13quaterwould lead to a delay in respt of examination procedures. The Delegation
raised concern about the potential conflict between the time limits under the Madrid
Protocol and these Articles.

216. The Representative of AIPPI suggested examining the background behind the
correspnding PLT provisions.
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217. The Delegation of Australia said with regard to Artidligbis that a Contracting
Party could provide for extension of time limits. Where the extension was not provided
for in the national law, the Contracting Party wasuired to give an additional time limit

if requested.

218. The Delegation of Sri Lanka asked whether the Office would continue proceeding
on the basis of the elements so far presented by the applicant, if continued processing in
accordance wittrticle 13bis(2) was not provided for.

219. The International Bureau informed that at the last session of the SCT there was no
disagreement on the purpose of Articligbis or 13er. The purpose of Articld 3big(2)

was that when the applicantilied to comply with the time limits and the Contracting

Party did not provide for extension of a time limit under paragrépfii), the Contracting
Party should provide for continued processing. ArtitBpis(1) applied to time limits

fixed by the Officewhile Article 13ter applied to all time limits.

220. The Delegation of Australia declared that deletion of ArtitBdis would merit
re-consideration taking into account the reservations expressed at this sesssion.

221. With regard to Aticle 13bis, the Delegation of Switzerland, supported by two

other delegations (Denmark and Sweden) expressed the view that this provision should
be retained, as it was necessary to have in the treaty a text regarding the extension of time
limits and conthued processing with respect to time limits fixed by the office. This

would allow freedom to Contracting Parties to fix special time limits and would also offer
guarantees to the holder in certain circumstances. The Delegation was not in favor of the
fixed twomonth period established under Rule 9(2)(a), as this was not in favor of the
holder and would unnecessarily extend the application procedure. Determination of the
extension of time limits should be left to each Contracting Party. Moreover, ibie

the case, there should not be a general obligation to accept reinstatement of rights as
provided under Article 1t&r and there should not be a provision concerning correction or
addition of a priority claim as set out in Article @Bater.

222. The Delegation of Australia reacted to the comments made by the Delegation of
Switzerland by saying that its reading of Artid&bis was that where an office provided

for an extension of time, this was covered by Artitlébis(1). If an office had deded

not to provide for an extension of time, Articl&bis(2) required that it continue the
processing of the application, which in the opinion of this Delegation had the same effect
as an extension of time. Thus, Articl@bis(2) was intended to remoyle options from
national offices.

223. The Delegation of Switzerland clarified that its previous intervention referred to
the possibility offered under Articl&3bis(1), subparagraphs (i) and (ii) to provide for

the extension of time limits fixé by the Office prior to the expiration of the time limit or
after the expiration of the time limit.
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224. The Delegation of Sri Lanka requested clarification as to whether Arigiés(1)
established an obligation for Contracting Parties to givine limit, but only choosing
between alternatives (i) and (i), or whether this provision confirmed the discretion of
offices to grant an extension of time if they so decided.

225. Inreply to this query, the International Bureau explained the general idea
behind the inclusion of the provisions contained in Articl@bis and 13er was to make
the treaty more usdriendly for applicants and thus provide them with recourse in case
of time limits which they might not be able to meet or migjave failed to meet.

Article 13biswould only apply to time limits fixed by the office and provided for
extension prior to expiration or after expiration. Paragraph (1) was an option, and
paragraph (2) came into play if paragraph (1) did not applye [fternational Bureau
also referred to the Notes on this Article in document SCT/9/2.

226. The Delegation of Australia recalled that, during the discussions at the last
session, that Delegation had made a proposal to dispose of Artiddesat@i13ter, as

the language of the provisions had been taken from the PLT, which did not help to clarify
their meaning. The Delegation further suggested to start with entirely new language and
include in the TLT a provision allowing for relief to applicantsdaowners in a situation
where offices made administrative, arbitrary and sometimes very short decisions about
time limits, which could have also resulted in loss of rights. In any case, the text should
be clear at first reading and although the notedatbe used to provide additional
explanations, they should not be needed to clarify the text.

227. The Delegation of the United States of America supported the comments made by
the Delegation of Australia and added that a definition was perhagateddo clarify the
meaning of the various time limits considered in Articlébik3 time limits by statute, by
regulation or simply published. Clarification was also needed about whether this article
imposed on offices the requirement to give the altBwes in subparagraphs (i) and (ii),

or without paragraph (2).

228. The Delegation of the Russian Federation explained that in that country it was
considered important for applicants to be able to extend time limits. However, this
depended on #office, as applications sometimes involved intermediate work, such as
translation or transfer of documents, which created delays. Current national legislation
provided for the office to respond to requests within two months, but the possibility to
applyfor extensions was unlimited, which in practice led to a situation where applicants
could extend this period even for years, with the consequent damage to other applicants
and third parties. New legislation had been drafted to limit the extension oflitimite to

a sixmonth period, which was considered fully sufficient. With regard to the explanation
given by the International Bureau, this Delegation was of the view that it would not be
reasonable to consider other time limits, in addition to thosgigea in national

legislation, and also wondered about the need to retain Artiddés13
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229. The Delegation of Canada recalled explanations given by the International Bureau
to the effect that Articlel3bis(1) was optional for Contracting Parsie There was no
obligation to grant extensions according to either-pabagraphs (i) or (ii). However, if
offices granted time after the expiration of the time limit, they would need to have
continued processing as in paragrdph In the opinion ofis Delegation, the real

objective of the provision was to allow for some mechanism to solve a situation where a
time limit had been missed. Some offices granted an extension of time only after the time
limit had been missed, others had a continued psingsapproach. Therefore, the
Delegation suggested to discuss whether countries actually preferred one of the two
alternatives or both and on the basis of their preference, arrive to a simpler drafting.

230. The Representative of AIPPI said thixgm the point of view of users of the
trademark system, Articleg3bis and 13er should be kept in the text of the TLT, since
Article 13pis was important and helpful for users and may have some harmonizing effect,
so that the legislations of countries wld include at least one of the systems. It was also
important to clarify, as the Delegation of the United States of America had pointed out,
which were the cases where an office fixed time limits on its own, apart from the time
limits fixed by the regulions, because it was important for users to be able to comply
with every time limit. The Representative also said that it was not necessary to change
the contents of Articld 3bis but only its drafting, to offer two possibilities: extension of
time limits or continued processing.

231. The Delegation of France expressed reservation with regard to Artibie. 13
Subparagraph (ii) gave Contracting Parties a possibility to extend a time limit after the
expiration of the time limit, and then paragh (2) provided for continued processing.

The Delegation had concerns about the relationship between these two paragraphs and
the fact that continued processing was required if a Contracting Party did not provide for
the extension of a time limit. Theddegation thought it would be clearer if paragraph (2)
provided for continued processing only when the extension of a time limit was not
possible, whether before or after the expiration, and in this case, sub paragraph (ii) was
superfluous.

232. The Delegation of Spain explained that in its country, a law had been passed in
relation to time limits, not only for procedures dealing with industrial property but in
general for procedures with the public administration. According to that legislatéoon th
length of extension of the time limit was half the length of the original time limit, and the
applicant was required to request the extension prior to expiration. This provision had
not caused problems to the administration, as it was always possititeionine when

an applicant had requested the extension of a time limit and for how long. Although this
Delegation was also in favor of maintaining Articleldi§ it shared the concerns

expressed by France with regard to gavagraph (ii).

233. The Delegation of Australia wondered whether a description of the situation in the
different jurisdictions with regard to time limits would be helpful for the discussions
particularly with regard to time limits established administratively by the offitbaut
reference to a statute. In addition, the Delegation thought it would also be useful to hear
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about the nature of problems that users had in different systems. With regard to
continued processing, the Delegation also wondered whether the terminolagy
helpful in the area of trademarks.

234. The International Bureau raised the issue concerning the extension of a time limit
after expiration contained in paragraph 1(ii) as it seemed from the interventions made,
that the majority of systemsall the extension of time limits before expiration. It further
noted that in the field of patents, there were systems which provided for the extension of
time limits after expiration. However, if countries did not have that option, then sub
paragraph (iiywhich was closely related with paragra#), would not be

understandable.

235. The Delegation of Mexico suggested to amend Artic3bis and 13er to provide
for specific time limits to be included for legal certainty, for the benefit of tragem
users and to avoid corruption. The new draft should make clear under Ar8ielgiv)
what time limits are concerned, the criteria for establishing those time limits and the
possibility for the office to determine why the delay occurred.

236. The Delegation of the United States of America concurred with the concerns
expressed by the Delegation of Mexico and others regarding arbitrary administration
actions. Arbitrary administrative actions must be balanced with efficient processing and
legalcertainty for all users of the trademark system. In light of these concerns, the
Delegation proposed to revise Articl@bis in order to include a definition of a time limit
and Article 13er to clarify whether the grace period required by the Paris @atien for

the renewal of registration was a time limit or an extension.

237. The Delegation of Sweden informed that its trademark law allowed for extension
of time limits but not for continued processing. However, a new trademark act, which
would likely come into force on January 1, 2004, would allow for continued processing.

In Sweden, examiners evaluated requests for extension of time limits from applicants and
decided whether to grant them or not. Usually, these requests were made to solve a
conflict with the holder of a prior right, which was reported by the national office. The IP
Office notified the applicant that his application was problematic and that he had one
month to solve the problem. The time limit extension was usually 16 wiegkhe new
trademark act would provide for an automatic extension of a time limit if the payment of

a fee was to be made.

238. The Delegation of Germany explained that in its country, the law did not make a
difference between a request made pand after the expiration of the time limit.
Furthermore, there were time limits in opposition proceedings, which could be extended
if both parties agreed to it. The new trademark act, which would likely come into force in
January 2005, would allow farontinued processing only when an application is to be
rejected. Germany did not have a problem with ArtitBter since German law already
provided for reinstatement of rights. However, the Delegation of Germany thought the
time limit of two months in Rile 9 was too long.
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239. The Delegation of Australia, supported by the delegation of Canada, suggested to
present these two articles and other issues of substance out of the general context of the
TLT at the next SCT meeting to enable a betteransthnding of these articles.

240. The Delegation of Slovenia said that in its country, continued processing was
frequently used because users were more accustomed to time limits than applicants which
were often small companies. For the Delegatithe expression “interested parties” in
paragraph 2 was problematic since in Slovenia only applicants could ask for continued
processing.

241. The Delegation of the European Communities explained that under EC law,
extensions could be grantddhie request was made to the OHIM before the expiration of
the time limit. The Delegation suggested that the levels of administrative requirements in
Article 13bis should be reduced, for the benefit of IP officékhis was vital for patent

law but not br trademark law.

242. The Representative of AIPPI said that Artidlgter was more important than
Article 13bis because it dealt with loss of rights and could be applied to all time limits. It
was therefore important to safeguard Artitléter as a general principle.

243. The Representative of INTA was of the view that a-onenth time limit was not
enough for international practitioners of trademark law. In addition, questions about
various time limits needed to be included in the Sgiestionnaire to know what they

were in different countries. The Representative of INTA felt reasonable extension should
be available and rights should be restored if they were lost.

244. The Representative of AIM stated that it was importamifdustry to benefit

from Articles 1disand 13er due to special circumstances that may affect the submission
of certain documents and to avoid arbitrary administrative action. It suggested that these
two articles should be redrafted for a better untéerding, so long as their content was
preserved.

245. The Delegation of the Netherlands noted that ArtitBeer was included to

harmonize the provisions of the TLT with those of the PLT. However, the need for such

a procedure was not necesshgcause reinstatement of rights played a lesser role with
trademarks and because time limits could be extended with AdtRdes. The

Delegation stressed that extension of time limits is less cumbersome and expensive than a
procedure for the reinstatentesf rights.

246. The Delegation of the Republic of Korea reiterated its concerns regarding
Article 13bisand 13er which might be contrary with the Bonth grace period to
comply with a notification of refusal under the Madrid Agreement. Thiedetion
hoped that the International Bureau would take into account these concerns when
redrafting these articles.
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247. The Representative of AIPPI concurred with the intervention of the Delegation of
the Netherlands only if Articld3bis was exended to all time limits. In addition, the
Representative agreed that ArtictE2bisand 13er were more important for patents but

so was the loss of rights in trademarks because ofaonpliance with a time limit.

248. The Delegation of the Uted States of America pointed out that it did not object

to Article 13ter now that it had a better understanding of it. However, Artic3er was
problematic and would require legislative changes because processing of applications in
the United StatesfdAmerica required applicants to provide, within three years an

affidavit of use of the mark. After three years, the application was considered abandoned
if the affidavit was not provided. With Articl&é3ter, another two months would have to

be given taapplicants who did provide an affidavit after three years or would have to be
included in the list of exceptions. Contrary to what the Delegation of Australia had said
about renewal being included in the list of exceptions, it was renewal fees not resfewal
the application. In the United States of America, payment of fees was a separate issue
from the renewal of registrations. Furthermore, the affidavit of use maintained the
registration and had to be filed between the fifth and sixth year after raggstror within

a sixmonth grace period after the sixth year. Therefore, Arti&er would require
additional legislative changes to allow reinstatement of rights after finding of due care.

249. The Delegation of Canada supported the intetieenmade by the Representative

of AIPPI and considered it was best to leave both articles because they served different
purposes. Articld 3bis dealt with time limits set only by national offices whereas

Article 13ter dealtwith all time limits. In resgct to Article 1dis, the Delegation of

Canada thought it could be simplified and time limits set by national offices should be
defined.

250. The Delegation of France explained that French law provided for reinstatement of
rights and that Franogas about to ratify the TLT. However, ArticlE3ter and the
corresponding rule were too broad in scope because they also applied to renewals.

In light of thesix-month grace period already provided for by TeT for the renewal of

a registration, the Blegation, supported by two other delegations (Australia, Norway)
stated that it was not appropriate to allow for the extension of time limits.

251. Inresponse to the intervention made by the Delegation of the United States of
America, the Deleg#n of Australia stated there was no difference between the payment
of the renewal fee and the request for renewal in Australia.

252. The Representative of AIPPI stated that extension of time limits for renewals
should be included in the excepti® and that each country should look into their
trademark law and see what exceptions in the Rule to Arligter applied to them.
Concerning Articlel3ter, he said that it was problematic for the United States of America
because it was one of the fewwdries where a trademark needed to be used before it
could be registered.
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253. The Representative of OAPI thought that reinstatement of rights should still be
allowed following the sixmonth grace period for renewal, when failure to comply with
the time limit was independent of the will of the trademark owner. The mark should not
be appropriated by third parties in such a case.

254. The Delegation of Spain felt that Articld$8bis and 13er should be maintained in
the TLT. These provisins were in conformity with Spanish trademark law which
entered into force on June 13, 2002. This law reflected the Community Trademark
Regulations and kept in balance the rights of holders and third parties.

255. The Delegation of European Comnities explained that the Community
Trademark System enabled relief in respect of time limits as well as reinstatement of
rights which could go beyond the grace period in respect of renewals.

256. The Delegation of Canada, supported by the Delegaif France, was in favor of
maintaining Articlel3ter as it was, and suggested that the SCT should discuss the
exceptions which applied to 18(2), particularly relating to the grace period in respect
of renewals. The Delegation expressed doubt abmintaining Articlel3quatersince it
was not aware of any problems regarding priorities.

257. The Delegation of the United States of America reserved its position with regard
to Article 13quater Priority as such was already an exception, treneh restauration of
the priority right would raise concern among the business circles.

258. The Delegations of Australia, the European Communities, France, Switzerland,
The Netherlands and the Representatives of INTA and AIPPI suggested deleting
Article 13quater, which would create uncertainty among trademark holders. In addition,
in the field of trademarks, the sixionth priority period was long enough.

259. In conclusion, the Chair stated that the International Bureau would redraft
Article 13bisand 13er for the next meeting.

Further Development of International Trademark Law and Convergence of Trademark
Practices

260. The International Bureau introduced document SCT/9/3 and noted that during the
eight session of the SCThé SCT asked the Secretariat to draft a questionnaire on
substantive matters relating to trademark law on the basis of the views expressed by the
Committee at its eight session when discussing the set of principles contained in
document SCT/8/3. The purpe of the questionnaire, was to collect information

regarding the national practices of Member States of WIPO and to identify issues which
required to be addressed at the international level concerning the further development of
international trademark laand the convergence of national trademark practices. This
guestionnaire was conceived in broad terms in order to cover all existing or possible
legislations or practices and therefore, should not be considered as interpreting the
provisions of any spedif national legislation. The International Bureau invited the SCT
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to comment, on whether the circulation of the questionnaire should be postponed to a
later stage, or should it be discussed in parallel with the TLT. In the latter case, on the
basis of te comments at this session and on the SCT Electronic Forum, the questionnaire
would be amended and circulated.

261. The Delegation of Australia suggested that there is need to have a period of time
for comments on the questionnaire on the Eledtréiorum. After circulation of the
guestionnaire, offices would have a time limit to answer. The responses from offices
could be discussed at the second session next year.

262. The Delegation of the United States of America thanked the IntemetBureau

for the very comprehensive document. However, the Delegation pointed out that the first
priority of the SCT should be the TLT. Substantive harmonization was more difficult,
therefore the discussion concerning document SCT/9/3 should be pedtpo

263. The Delegation of Canada underlined the importance of the TLT but stated that
work should continue also in respect of substantive harmonization. The Delegation
requested the International Bureau to prepare explanatory notes to themgiesice

some of them were difficult to understand for example, question 2 of Part |, which
referred to specific categories of signs. As another example which needed clarification,
the Delegation indicated question 2 in Part Il A concerning personatsaamd

guestions 4 and 5 in Part Il D concerning collective and certification marks.

264. The Delegation of the European Communities, supported by the delegations of
France, Sweden and Switzerland and the Representative of AIPPI, favored the view
expressed by the Delegation of Canada and invited the SCT to indicate what clarifications
regarding the questionnaire were needed. The SCT would continue discussions
concerning document SCT/9/3 at the next session or at the second session next year.
Comments could be sent within a time limit through the SCT Electronic Forum.

265. The Delegation of Australia stated that the SCT should not spend time to revise
the questionnaire at the SCT, but rather that the questionnaire be circulated after
recaving comments.

266. The Delegation of the Russian Federation addressed a question to the
International Bureau whether it was possible to circulate the questionnaire before the next
session and when it would be appropriate to discuss the responses

267. The Representative of ICC underlined the importance for the private sector to
answer the questions, in view of the future work of the SCT.

268. The Delegation of the United States of America reiterated its view that the TLT
was a piority for the SCT. By the time the SCT started debating substantive
harmonization, the responses to the questionnaire would be out of date. The Agenda of
the SCT was too crowded and the SCT should concentrate on few points.
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269. The Representize of INTA requested that the questionnaire should relate to the
practices of the Industrial Property offices but that practitioners should also be addressed
since they might have different views from the offices.

270. The Delegation of Germamngpposed discussing the questionnaire at the SCT and
stressed that the real issue to be discussed was the answers to the questionnaire.

271. In conclusion, the Chair proposed that the questionnaire should be put on the SCT
Electronic Forum for coments and that comments should be sent by the end of
January2003. The International Bureau would then introduce the comments and
circulate the new version of the questionnaire before the tenth session of the SCT. At the
next session there would be nedission on the questionnaire, only a presentation of the
guestionnaire by the International Bureau.

272. The Delegation of Switzerland considered premature to distribute the
guestionnaire because the comments to be made could be contradictory.

273. The International Bureau suggested that the comments on the questionnaire be
made by the end of January on the SCT Electronic Forum. After having received the
comments, the International Bureau would finalize the questionnaire and senkdt to t
Offices. The responses would be then discussed at the SCT at a later stage.

274. The Representative of ICC took the opportunity to congratulate the Delegation of
the United States of America for the envisaged accession of its country to tiédVia
Protocol. He welcomed the United States of America to the family of Madrid System for
international registration of marks stating that this had been a longterm dream for the
business circles. He also paid tribute to the work completed by the Diréetoeral of
WIPO, by the former Director General, Mr. Bogsch, by the former Vice Director
General, Mr. Francois Curchod, by Doctor Gerd Kunze and by Mr. Ludwig Baumer.

Industrial Designs

275. The International Bureau introduced document SCT/Biustrial Designs and

their Relation with Works of Applied Art and Thre@imensional Marks,” and stated that

the subject of industrial designs was explained in a broad way since it was the first time it
was dealt with by the SCT.

276. The delgations of France, Japan, Panama, Romania, Switzerland, Ukraine and
the Representative of CCl congratulated the International Bureau for this comprehensive
and very useful document. The delegations of France and Switzerland informed the SCT
that commentsvould be sent to the International Bureau to be taken into consideration.
Finally, the delegations of France, Romania and Switzerland informed the SCT that new
legislation on industrial designs had just been enacted in those countries.
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277. The Delegation of Japan welcomed the start of discussions on industrial designs.
In addition, the Delegation hoped that this subject of great importance would not be
forgotten by the SCT in future discussions.

278. The Chair summarized the discussiamsindustrial designs by stating that the

SCT was grateful for document SCT/9/6 and that a number of delegates would send
comments to the International Bureau.

Agenda ltem 5: Future Work

279. The International Bureau explained that not onlyiessto be dealt with at the next
session should be discussed but also issues with a longer term perspective. The different
issues that the SCT should deal with in the future should be prioritized.

280. The Delegation of Australia requested théehmational Bureau to make a study
setting out issues for general consideration on the protection of geographical indications,
looking at the key elements in the TRIPS definition, namely reputation, characteristics
and quality which were essentially attnitable to geographical origin. This study should

be a general overview of systems of protection of geographical indications without
addressing the question of whether the different systems were compatible with the TRIPS
definition. This study would notim at the harmonization of different systems but would

be a basis for discussion.

281. The Delegation of the United States of America stated that the SCT should devote
its next session to the Trademark Law Treaty as a first priority and to wag&neral on
geographical indications as a second priority. This Delegation recommended that the
SCT focus on these two topics.

282. The Delegation of the European Communities also speaking on behalf of its
Member States declared that trademarksenthe first priority. As regarded geographical
indications, one day of the next session would be devoted to this subject. The discussion
would be based on a study by the International Bureau which would address the elements
of the TRIPS definition witbut trying to harmonize the different approaches. The
Delegation suggested that an informal exchange of views could take place without being
reflected in the report of the session.

283. The Delegation of Australia supported the suggestion madbéipelegation of

the United States of America stating that the first priority should be the Trademark Law
Treaty together with substantive harmonization and geographical indications. Three
dimensional trademarks and industrial designs might be discasseldter stage.

284. The Delegation of Switzerland felt that the agenda contained too many issues. As
priorities this Delegation mentioned the Trademark Law Treatygxistence of industrial
designs and three dimensional marks, and geograpinidications. In respect of

industrial designs and three dimensional marks, the scope of protection should be
addressed as well as the grounds for refusal. The Delegation also favored the
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continuation of discussions on geographical indications as stegjby the Delegation of
European Communities.

285. The Delegation of Mexico stressed that its first priority was geographical

indications although it did not oppose discussing also trademarks. Legal certainty

concerning the nature of geograpdiiindications was of outmost importance, therefore a

full day of the next session should be devoted to geographical indications in order to have

a better understanding. The Delegation did not share the opinion of the Delegation of the

European Communitgethat the discussion should be informal and not reported.

Threedimensional marks and industrial designs wiengortant also, but ditotrequire

urgentgction - [ Supprimé : matters to be discussed ]

286. The Delegation of Canada supported the suggestiomeoDelegation of Australia
concerning geographical indications. The SCT should focus on the Trademark Law
Treaty and on geographical indications. The substantive harmonization of trademark
laws was a long term objective. As regarded industrial desiyey,had a lower priority.

287. The Delegation of the Czech Republic pointed out that trademarks were the first
priority besides industrial designs.

288. The Representative of INTA favored discussions on the Trademark Law Treaty.
Also, the questionnaire concerning the substantive harmonization of trademark laws
should be finalized in this session in order to be circulated after the session.

289. The Representative of ICC emphasized that users and business circles, wished to
see nore concrete results as regarded the substantive matters concerning trademarks. A
half day should be devoted to industrial designs on the basis of document SCT/9/6 which
should be studied carefully. Discussion should also continue on geographicaliomicat
although concepts for harmonization depended on political matters.

290. The Delegation of the Russian Federation felt that the most important topics were
the Trademark Law Treaty and geographical indications.

291. The Delegation of @rmany stressed the importance of the Trademark Law
Treaty. Germany would submit its instrument of accession to this Treaty after having
solved some technical problems. Also substantive matters concerning trademarks were
important. Industrial designs we=not a priority for this Delegation. The debate on
geographical indications depended on the outcome of discussions at the WTO.

292. As aresult of this discussion, the International Bureau suggested that three days
of the next session be devdtto trademarks, including the Trademark Law Treaty,
harmonization of substantive aspects and the relationship between three dimensional
marks and industrial designs, one day to geographical indications and one day to various
issues, such as domain namasd adoption of the Summary by the Chair.
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293. The Delegation of the European Communities, supported by the Delegation of the
United States of America, welcomed the suggestion of the International Bureau to devote
three days to trademarks. Howeya half day should be devoted to geographical

indications and a half day to conflicts between domain names and geographical
indications. Other issues, such as three dimensional marks could be discussed during one
day.

Agenda ltem 6: Summary by the &in

294. The Chair proceeded to the adoption of the Summary by the Chair in document
SCT/9/8 Prov. Paragraphs 1 to 4 of the Summary were adopted without any
modifications. The Chair then opened the floor for comments on the following paragraph
(Internet Domain Names and Geographical Indications).

295. The Delegation of the European Communities expressed interest in defining the
scope of the document requested in paragraph 5 of the Summary by the Chair. In
addition, the Delegation stress that this document should take into account the interim
and final reports prepared after the WIPO Second Domain Name Process meeting as well
as prior discussions on this subject within the SCT.

296. The Delegation of Australia proposed thatgguaph 5 read as follows: “the SCT

[..] and requested the International Bureau to prepare a paper summarizing the state of the
positions, drawing together work already done by the International Bureau and including
the comments made by several delegatiainthe SCT.”

297. The Chair declared this proposal was accepted since no objections were made.

298. The International Bureau read the new paragapls proposed: “The SCT
decided to continue discussions on this issue and requestéttehaeational Bureau to
prepare a paper summarizing the state of the positions, drawing together work already
done by the International Bureau and including the comments made by several
delegations at the SCT.”

299. The Delegation of the Europe@ommunities stated that it could accept this
proposal if the report made it clear that reference to the SCT means also its special
sessions.

300. The Delegation of Switzerland thought anything regarding domain names and
geographical indicationssuld be left open for discussion.

301. The Delegation of Australia thought the proposed new wording of Agenda Iltem 5
allowed the International Bureau to prepare a comprehensive paper that dealt with all
matters regarding domain names and geogcapimdications.
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302. The Delegation of the United States of America pointed out that it agreed with the
new wording of paragraph but recalled that the substance of the paper was summarized
earlier during this meeting by the International Buread should include information on

the state of protection of geographical indications on the Internet, the advantages and
disadvantages of this protection in the context of the UDRP and the challenges to protect
geographical indications on the Internet.

303. The International Bureau concurred with the intervention made by the Delegation
of the United States of America and stated that the three points raised by this Delegation
would be reflected in detail in the report of this meeting.

304. The Chair asked whether there was a consensus on pardgr&ihce there were
no objections, the chair moved to the following paragraiernet Domain Names and
Country Names)

305. The Delegation of Mexico referred to paragraph 8(iiiflamondered whether
Member States would be parties to a dispute or an international treaty. If this paragraph

referred to an international treaty, the Delegation of Mexico thought the Esthtios” - { supprimé: e
was sufficient. However, if this paragraph referred wispute, the correct words should
be ‘Estados parfenunacontroversig | supprimé : e

\\\\ [ Supprimé : s

306. The Delegation of the United States of America wondered whether paragraph \j{st.pprimé ia

meant that the SCT would transmit its recommendations to ICANN, since parggraph \{Supprimé: disputa

U (N

stated that discussions were not over on this subject. The Delegation wondered whether
this discussion would continue on the SCT Forum and whether additional names would
be included in the resolution to be sent to ICANN.

307. The Delegation of Aistralia stated that it did not understand the intervention of

the Delegation of Mexico and added that it seemed that there was no need in the English
version for the word “party.” In response to the intervention of the Delegation of the
United States oAmerica, the Delegation proposed to invert the order of paragi@phs

and 9.

308. The Delegation of Mexico clarified that it proposed to delete the word “parties”

and keep the word “states”. In response to the question raised by the Delegatien of
United States of America, the Delegation thought it was decided to protect names, extend
their protection through the UDRP and submit this recommendation to ICANN. Only
after, the items under paragra@hwould be discussed by the SCT. Finally, the

Delegation of Mexico thought that inverting the order of paragraphs 8 and 9 was
appropriate.

309. The Delegation of the United States of America indicated that inverting the order
of paragraphs 8 and 9 alleviated some of its concerns. HoweveDelegation

guestioned the need for further discussions on country names after their communication
to ICANN.



SCT/9/9 Prov.2
page57

310. The Chair summarized the discussion on Agenda Item 6 by stating that the
proposal of Australia seemed to have broad support andieththe concerns that were
raised.

311. The Delegation of Australia noted that inverting the order of paragraphs 8 and 9
meant that two proposals would be sent to ICANN at different times.

312. The Delegation of Sri Lanka supported intieg the order of paragraphs 8 and 9
but wondered whether the SCT should also inform ICANN that further work will be done
on this issue.

313. The Delegation of Australia, supported by the Delegation of Germany, concurred
with the intervention madby the Delegation Sri Lanka and suggested giving the
International Bureau some latitude to convey this issue to ICANN, possibly within the
Government Advisory Commission of ICANN.

314. The International Bureau confirmed that the recommendatarstnitted to
ICANN would include the statements made in paragrapbad 7 of the Summary by the
Chair. However, the substance of paragraght0 and 11 of the Summary by the Chair
would also be brought to the attention of ICANN.

315. The Chairproposed to exclude paragraphand then stated that Agenda Itém
should be left as it was. Since there were no objections, the Chair proceeded to the
following paragraph (Trademarks).

316. The Delegation of the Republic of Korea wondered wketharagrapii2 meant
that future discussion would be limited to Articl8sArticle 13bis, and the related rules.

317. The International Bureau replied that the new draft proposals of Art&;l&8bis
and 13er will be presented since suggestioere made during this meeting. However,
the discussion at the next SCT meeting may go beyond Arti;lé&bis and 13er.

318. The Chair asked whether there were any objections to include Attt and
Article 13quaterto paragraph 12. Sae there were no objections, the Chair proceeded to
the following paragraph (Further Development of International Trademark Law and
Convergence of Trademark Practices).

319. The International Bureau proposed the following new wording for paragt8ph
“The SCT decided that the International Bureau should circulate the questionnaire
contained in document SCT/9/3 on the SCT Electronic Forum, inviting for comments by
the end of January 2003. On the basis of these comments, the International Baleau sh
finalize the questionnaire and circulate it for reply.”

320. The Chair considered paragraptsand 13 adopted since there were no more
objections. The Chair opened the floor for comments on the following paragraph
(Industrial Designs).
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321. The International Bureau proposed the following summary for industrial designs:
“The SCT welcomed the discussion on industrial designs at the SCT and expressed the
wish to continue such discussions at future meetings.”

322. Since there wes no objections, the Chair opened the floor for comments on the
following paragraph (Future Work).

323. The Delegation of Australia stated that a synthesis of the questionnaire might not
be ready for the next SCT meeting because of priority neaso

324. The Delegation of Switzerland wanted the wording to be changed in order to state
that priority will be given to the revision of the TLT and the harmonization of substantive
trademark law. However, the Delegation wondered whether thedrazation of

substantive trademark law was premature for the SCT. According to the Delegation,
paragraph 14 should simply say “priority will be given to the revision of the TLT and
continued work on the questionnaire which might lead to harmonization.”

325. The Delegation of Australia congratulated the Chair for a well managed meeting.

Agenda ltem 7: Closing of the Session

326. The Chair closed the ninth session of the Standing Committee.

[Annex follows]
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<c-hanlin@yahoo.com

COLOMBIE/COLOMBIA

Luis Gerardo GUZMAN VALENCIA, Consejero, Misiébn Permanente, Ginebra
<mission.colombia@ties.itu.int>


mailto:c-hanlin@yahoo.com
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COSTA RICA

Alejandro SOLANO, Ministro Consejerd/lision Permanente, Ginebra
<alejandro.solano@ties.itu.int>

COTE D'IVOIRE

DésiréBosson ASSAMOI, conseiller, Mission permanente, Genéve

CROATIE/CROATIA

Mirjana PUSKARL (Miss), Head, Legal Department, State Intellectual Property Office
of the Republt of Croatia (SIPO), Zagreb
<mirjana.puskaric@patent.del.cr>

Slavica MATESC (Mrs.), Head, Trademark Department, State Intellectual Property
Office of the Republic of Croatia (SIPO), Zagreb

Josip PERVAN, First Secretary, Permanent Mission, Geneva

CUBA
Clara Amparo MIRANDA VILA (Sra.), Jefe del Departamento de Marcas, Oficina

Cubana de la Propiedad Industrial (OCPI), La Habana
<marcas@ocpi.cu>

DANEMARK/DENMARK

Ellen BREDDAM (Mrs.), Head of Division, Danish Patent and Trademark Office,
Taastrup
<ebr@dkpto.dk>

EGYPTE/EGYPT

Ahmed ABDEL-LATIF, Third Secretary, Permanent Mission, Geneva
<abdelatif@yahoo.com>
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EQUATEUR/ECUADOR

Rafael PAREDES, Ministro, Misién Permanente, Ginebra

ERYTHREE/ERITREA

Bereket WOLDEYOHANNSES, Consul, Consulate of the &w@ftErithrea, Geneva

ESPAGNE/SPAIN

Maria Teresa YESTE (Sra.), Jefe de la Unidad de Recursos, Departamento de
Coordinacién Juridica y Relaciones Internacionales, Oficina Espafiola de Patentes y
Marcas, Madrid

<teresa.yeste@oepm.es>

Ignacio GIL OSES, Casejero Juridico, Departamento de Coordinacion Juridica y
Relaciones Internacionales, Oficina Espafiola de Patentes y Marcas, Madrid
<ignacio.gil@oepm.es>

Ana PAREDES PRIETO (Sra.), Consejera, Mision Permanente, Ginebra
<ana.paredes@ties.itu.int>

ESTONIEESTONIA

Ingrid MATSINA (Ms.), Deputy Head, Trademark Department, The Estonian Patent
Office, Tallinn
<ingrid.matsina@epa.ee>
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ETATS-UNIS D’AMERIQUE/UNITED STATES OF AMERICA

Chris J. KATOPIS, Director, Patent and Trademark Office, Department of Commerce
Washington, D.C.
<chris.katopis@uspto.gov>

Eleanor MELTZER (Ms.), AttorneyAdvisor, Patent and Trademark Office, Department
of Commerce, Arlington, Virginia
<eleanor.meltzer@uspto.gov>

Lynne G. BERESFORD (Ms.), Deputy Commissioner for Trademark Exaioima
Policy, Office of Legislative and International Affairs, Patent and Trademark Office,
Department of Commerce, Washington, D.C.

<lynne.beresford@uspto.gov>

Dominic KEATING, Intellectual Property Attaché, Permanent Mission, Geneva

Michael A. MEIGS, Cainsellor (Economic Affairs), Permanent Mission, Geneva

EX-REPUBLIQUE YOUGOSLAVE DE MACEDOINE/THE FORMER YUGOSLAV
REPUBLIC OF MACEDONIA

Simco SIMJANOVSKI, Head of Department, Industrial Property Protection Office,
Skopje

Biljana LEKIC (Mrs.), Deputy Head of Department, Industrial Property Protection
Office, Skopje
<biljana@ippo.gov.mk>
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FEDERATION DE RUSSIE/RUSSIAN FEDERATION

Valentina ORLOVA (Ms.), Head, Legal Department, Russian Agency for Patents and
Trademarks (ROS®TENT), Moscow
<vorlova@rupto.ru>

Anastasia MOLTCHANOVA (Ms.), Senior Expert, International Cooperation
Department, Russian Agency for Patents and Trademarks (ROSPATENT), Moscow
<Isimonova@rupto.ru>

Liubov KIRIY (Mrs.), Head of Division, Federal Institatof Industrial Property, Moscow
<lkiriy@rupto.ru>

Robert VOSKANIAN, Head of Division, Federal Institute of Industrial Property,
Moscow

FINLANDE/FINLAND

Hilkka NIEMIVUO (Mrs.), Deputy Head, Trademark Division, National Board of
Patents and Registratiaf Finland, Helsinki
<hilkka.niemivuo@prh.fi>

Heli Marjut HIETAMIES (Ms.), Lawyer, National Board of Patents and Registration of
Finland, Helsinki
<heli.nietamies@prh.fi>

FRANCE

Marianne CANTET (Mme), chargée de mission, Institut national de la p¥tpri
industrielle (INPI), Paris

<cantet.marianne@inpi.fr>

Michele WEIL-GUTHMANN (Mme), conseiller juridique, Mission permanente, Genéve

Fabrice WENGER, juriste, Institut national des appellations d’origine (INAO), Paris
<f.wenger@inao.gouv.fr>

Bertrand GEOFFRAY, chargé de mission, Institut national de la propriété industrielle
(INPI), Paris
<geoffray.b@inpi.fr>
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GHANA

Bernard A. TAKYI, Minister Counsellor (Consular Affairs), Permanent Mission, Ghana

GRECE/GREECE

Alexandra THEODOROPOULOU (Mme), Seitaire d'ambassade, Mission permanente,
Genéve
<alexandra.theodoropoulou@ties.itu.int>

Andreas CAMBITSIS, Minister Counselor, Permanent Mission, Geneva
<andreas.cambitsis@ties.itu.int>

GUATEMALA

Andrés WYLD, Primer Secretario, Mision Permanente, Giaeb

GUINEE/GUINEA

Mamadou Billo BAH, chef du Bureau des signes distinctifs, Service de la propriété
industrielle, Conakry
<billoafiya@yahoo.fr>

HONGRIE/HUNGARY

Gyula SOROSI, Head, National Trademark Section, Hungarian Patent Office, Budapest
<soros@hp.hu>

Péter CSIKY, Head, Legal Section, Hungarian Patent Office, Budapest
<csiky@hpo.hu>

INDE/INDIA

Preeti SARAN (Mrs.), Counsellor, Permanent Mission, Geneva
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INDONESIE/INDONESIA

Emawati JUNUS, Director, Copyright, Industrial Designs, Layoutifes of Integrated
Circuits and Trade Secrets, Directorate General of Intellectual Property Rights,
Tangerang

<emawati@dgip.go.id>

IRAN (REPUBLIQUE ISLAMIQUE D')/IRAN (ISLAMIC REPUBLIC OF)

Ali HEYRANI NOBARI, Counsellor, Permanent Mission, Geneva

IRLANDE/IRELAND

Frank BUTLER, Department of Enterprise, Trade and Employment, Dublin
<frank_butler@entemp.ie>

ITALIE/ITALY
Sem FABRIZI, premier secrétaire, Mission permanente, Genéve

<sem.fabrizi@ties.itu.int>

JAMAHIRIYA ARABE LIBYENNE/LIBYAN ARAB JAMAHI RIYA

Hanan ALTURGMAN BAHGAT (Mrs.), Official, National Board for Scientific
Research, Tripoli
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JAPON/JAPAN

Jitsuya HASEGAWA, Deputy Director, Office of International Trade Organizations,
Customs and Tariff Bureau, Ministry of Finance, Tokyo
<jitsuya.h@egawa@mof.go.jp>

Soichi OGAWA, Director, Chemicals, Trademark Division, Trademark, Design and
Administrative Affairs Department, Japan Patent Office, Tokyo
<ogawasoichi@jpo.go.jp>

Fumiaki SEKINE, Assistant Director, International Affairs Division, Geale
Administration Department, Japan Patent Office, Tokyo
<sekinefumiaki@jpo.go.jp>

Hiroyuki ITO, Assistant Director, Design Division, Trademark, Design and
Administrative Affairs Department, Japan Patent Office, Tokyo
<ito-hiroyuki@jpo.go.jp>

KazuhikoYAMADA, Specialist for Trademark Planning, Trademark Division,
Trademark, Design and Administrative Affairs Department, Japan Patent Office, Tokyo
<yamadakazuhiko@jpo.go.jp>

Keiko NAKAGAWA, Assistant Section Chief, Intellectual Property Policy Office,
Economic and Industrial Policy Bureau, Ministry of Economy, Trade and Industry,
Tokyo

<nakagawékeiko-l@meti.go.jp>

Takashi YAMASHITA, First Secretary, Permanent Mission, Geneva

KAZAKHSTAN

Nauruzova GULZHIKHAN (Mrs.), Chief, Department of Trademarks &mdlstrial
Designs, Kazakhstan Institute of Patent Examination (KIPE), Almaty

Murat TASHIBAYEYV, Counsellor, Permanent Mission, Geneva
<tashibayev@rbcmail.zk>

LESOTHO

Mampoi TAOANA (Ms.), Crown Attorney, RegistraBeneral, Maseru
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LETTONIE/LATVIA

Dace LIBERTE (Ms.), Head, Trademarks and Industrial Designs Department, Patent
Office of the Republic of Latvia, Riga
<valde@Irpv.lv>

LIBAN/LEBANON

Hanaa JOUMAA (Mme), employée, Ministére de I'économie et du commerce, Beyrouth

LITUANIE/LITHUANIA

Digna 2NKEVICIENE (Miss), Acting Head, Trademarks and Industrial Design
Division, State Patent Bureau of the Republic of Lithuania, Vilnius
<d.zinkeviciene@vpb.It>

MALAWI
Frank Edward CHIBISA, Assistant Registrar General, Ministry of Justice, Registrar

Generdk Department, Blantyre
<reg@malawi.net>

MALTE/MALTA

Michael BARTOLO, Ambassador, Permanent Representative, Permanent Mission,
Geneva
<michael.bartolo@ties.int>

Tony BONNICI, Second Secretary, Permanent Mission, Geneva
<tony.bonnici@ties.itu.int>

MAROC/MOROCCO

Khalid SEBTI, premier secrétaire, Mission permanente, Geneve

MAURICE/MAURITIUS

Yagambaram SOOBRAMANIEN, Trade Analyst, Permanent Mission, Geneva
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MEXIQUE/MEXICO

José Alberto MONJARAS OSORIO, Coordinador Departamental de Conservacion de
Derechos, Instituto Mexicano de la Propiedad Industrial (IMPI), México D.F.
<a.monjaras@impi.gob.mx>

Karla Tatiana ORNELAS LOERA (Srta.), Tercera Secretaria, Mision Permanente,
Ginebra

NIGER

Jérome Oumarou TRAPSIDA, directeur, Ministeére du commerce ket gmotion du
secteur privé, Niamey

NORVEGE/NORWAY

Solrun DOLVA (Mrs.), Head, National Trademarks, The Norwegian Patent Office, Oslo
<sdo@patentstyret.no>

Oluf Grytting WIE, Legal Adviser, The Norwegian Patent Office, Oslo
<ogw@patentstyret.no>

OUZBEKISTAN/UZBEKISTAN

Makhmudjan Erkinovich TUKHTAEV, Head, Publication Department, State Patent
Office of Uzbekistan, Tashkent

PANAMA

Romel ADAMES, Embajador, Representante Permanente ante la Organizacion Mundial
del Comercio (OMC), Ginebra
<mission.paamaomc@ties.int>

Luz Celeste RIOS DE DAVIS (Sra.), Directora General, Direccion General del Registro
de la Propiedad Industrial, Panama
<degerpi@senfo.net>

Lilia CARRERA (Sra.), Analista de Comercio Exterior, Representante Permanente ante
la Organizacia Mundial del Comercio (OMC), Ginebra
<lilia.carrera@ties.itu.int>
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PAYSBAS/NETHERLANDS

Adriana Pieternella Rianne VAN ROODEN (Miss), Lawyer, Netherlands Industrial
Property Office, Rijswijk
<rianne.van.rooden@bie.minez.nl>

Brigitte A. J. SPIEGELER (Ms.), Legal Adviser on Industrial Property, Ministry of
Economic Affairs, Directorat&eneral for Innovation, The Hague
<b.a.j.spiegeler@minez.nl>

Jennes DE MOL, First Secretary, Netherlands Permanent Mission, Geneva

PORTUGAL

Jorge Miguel SEVIVAS, jurite, Institut national de la propriété industrielle (INPI),
Lisbonne
<jservivas@inpi.pt>

Maria JOAO RAMOS (Mme), juriste, Institut national de la propriété industrielle (INPI),
Lisbonne
<maria.ramos@inpi.pt>

José Sérgio DE CALHEIROS DA GAMA, conseillerrjdique, Mission permanente,

Genéve
<mission.portugal@ties.itu.int>

REPUBLIQUE ARABE SYRIENNE/SYRIAN ARAB REPUBLIC

Baskar BASKAR ALSAKKA, Director, Ministry of Supply and Home Trade,
Directorate of Property Protection, Damascus

REPUBLIQUE CENTRAFRICANE/CENTRAL AFRICAN REPUBLIC

Vincent Saturnin LAVOU, directeur, Promotion du développement industriel et artisanal,
Bangui
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REPUBLIQUE DE COREE/REPUBLIC OF KOREA

MOON Chang Jin, Deputy Director, Korean Intellectual Property Office, Dagjitp
<jinanjin@hanmail.net>

WOO JongKuyn, Director, Korean Intellectual Property Office, Daej0ity
<jkwoo@kipo.go.kr>

AHN JaeHyun, Intellectual Property Attaché, Permanent Mission, Geneva
<ipkorea@hotmail.com>

REPUBLIQUE DE MOLDOVA/REPUBLIC OF MOLDOVA

SvetlanaMUNTEANU (Mrs.), Head, Trademarks and Industrial Designs Direction, State
Agency on Industrial Property Protection (AGEPI), Kishinev
<munteanu_sv@yahoo.com>

REPUBLIQUE TCHEQUE/CZECH REPUBLIC

HanaCIZKOVA (Mrs.), Clerk, Industrial Property Office, Prague
<hcizkova@upv.cz>

REPUBLIQUEUNIE DE TANZANIE/UNITED REPUBLIC OF TANZANIA

Leonillah B. KISHEBUKA, Deputy Registrar Intellectual Property, Business
Registrations and Licensing Agency, Dar Es Salaam
<usgjili@intafrica.com>

Irene F. KASYANJU (Mrs.), Cousellor, Permanent Mission, Geneva
<mission.tanzania@ties.itu.int>

ROUMANIE/ROMANIA

Constanta Cornelia MORARU (Mme), chef du Service juridique et de la coopération
internationale, Office d’Etat pour les inventions et les marques, Bucarest
<moraru.cornei@osim.ro>



SCT/9/9 Prov.2
Annexe/Anne, pagelb

ROYAUME-UNI/UNITED KINGDOM

Jeff WATSON, Senior Policy Advisor, The Patent Office, Newport
<jwatson@patent.gov.uk>

David Charles MORGAN, Manager, Trade Mark Examination, Plag¢ent Office,
Newport
<davimorgan@patent.gov.uk

RWANDA

Doh KAVARUGANDA, conseiller, Mission permanente, Genéve

SAO TOMEET-PRINCIPE/SAO TOME AND PRINCIPE

Luis Manuel GAMBOA DA SILVA, responsable du GENAPI, Direction du commerce et
de I'industrie, Service national da propriété industrielle, Sao Tomé
<dci@cstome.net>

SIERRA LEONE

Salimatu KOROMA (Miss), Administrator and Registt@eneral, Administrator and
RegistrarGeneral’'s Department, Freetown
<arg@sierratel.sl>

SLOVAQUIE/SLOVAKIA

Julia VETAKOVA (Miss), Lavyer, Industrial Property Office of the Slovak Republic,
Banské Bystrica
<jvetrakova@indprop.gov.sk>

Barbara ILLKOVA (Miss), Deputy Permanent Representative, Counsellor, Permanent
Mission, Geneva


mailto:davimorgan@patent.gov.uk

SCT/9/9 Prov.2
Annexe/Anne&, pagel6

SLOVENIE/SLOVENIA

Vesela VENISNIK (Mrs.), Head, TrademaDepartment, Slovenian Intellectual Property
Office, Ljubljana
<v.venisnik@uisipo.si>

Anton SVETLIN, Director, Office for the Recognition of Agricultural Product and

Foodstuff Designations, Ljubljana
<anton.svetlin@gov.si>

SOUDAN/SUDAN

ChristopherL. JADA, Second Secretary, Permanent Mission, Geneva

SRI LANKA

Chanaka DE SILVA, Attorneyat-Law, Member of the National Advisory Commission
on Intellectual Property, National Intellectual Property Office, Colombo
<cds@dynaweb.lk>

Gothami INDIKADAHENA (Mrs.), Counsellor (Economic and Commercial), Permanent
Mission, Geneva

<mission.srlankawto@ties.itu.int>

Prasad KARIYAWASAM, Ambassador, Permanent Mission, Geneva
<mission.sHlankawto@ties.itu.int>

SUEDE/SWEDEN

Magnus AHLGREN, Deputy Head, Desigiand Trademark Department, Swedish Patent
and Registration Office, Stockholm
<magnus.ahlgren@prv.se>
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SUISSE/SWITZERLAND

Stefan FRAEFEL, conseiller juridique, Division des marques, Institut fédéral de la
propriété intellectuelle, Berne
<stefan.fraefel@i.ch>

Alexandra GRAZIOLI (Mlle), conseillére juridique, Division droit et affaires
internationales, Institut fédéral de la propriété intellectuelle, Berne
<alexandra.grazioli@ipi.ch>

Michele BURNIER (Mme), conseillére juridique, Division des marquastitut fédéral
de la propriété intellectuelle, Berne

<michele.burnier@ipi.ch>

Martin ETTLINGER, stagiairelnstitut fédéral de la propriété intellectuelle, Berne
Jirg HERREN, conseiller juridique, Division droit et affaires internationales, Institut
fédéral de la propriété intellectuelle, Berne

THAILANDE/THAILAND

Pojaman SRUKHOSIT (Ms.), Intellectual Property Promotion and Development
Division, Trademark Office, Department of Intellectual Property, Nonthaburi
<pojamans@moc.go.th>, <pojamans@hotmaihzo

Supark PRONGTHURA, Permanent Mission, Geneva
<suparkp@yahoo.com>

TONGA

Distaquaine TUIHALAMAKA (Mrs.), Assistant Registrar, Ministry of Labour,

Commerce and Industries, Nuku'alofa
<quaine@kalianet.to>

TRINITE-ET-TOBAGO/TRINIDAD AND TOBAGO

MazinaKADIR (Miss), Controller, Intellectual Property Office, Port of Spain
<mazina.kadir@ipo.gov.tt>
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TURQUIE/TURKEY

Yasar OZBEK, conseiller juridique, Mission de Turquie, Genéve
Mustafa DALKIRAN, expert, Institut turc des brevets, Ankara
<mdalkiran@yahooam>

UKRAINE

Lyudmyla MENYAYLO (Mrs.), Head, Registration and Intellectual Property Economics
Division, State Department of Intellectual Property, Kyiv
<l.menyaylo@spou.kiev.ua>

URUGUAY

Alejandra DE BELLIS (Srta.), Second Secretary, Permanent Mis§engva
<mission.uruguay@ties.itu.int>

VENEZUELA

Aura Otilia OCANDO (Sra.), Directora del Registro de la Propiedad Industrial, Caracas
<aocando@sapi.gov.ve>

Fabio DI CERA, Misién Permanente, Ginebra
<fabiodicera@hotmail.com>

YEMEN/YEMEN

Abdu Abdulleh AL-HODAIFI, Director, Trademarks Administration, Ministry of
Industry and Trade, Sana’a

YOUGOSLAVIE/YUGOSLAVIA

Ilvana MILOVANOVIC (Miss), Third Secretary, Permanent Mission, Geneva
<ivana.milovanovic@ties.itu.int>
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COMMUNAUTES EUROPEENNES (CEFEUROPEAN COMMUNITIES (EC)

Victor SAEZ LOPEZBARRANTES, Official, Industrial Property Unit, European
Commission, Brussels
<victor.saez@cec.eu.int>

Susana PEREZ FERRERAS (Mrs.), Administrator, Industrial Property, European
Commission, Brussels
<susana.pereferreras@cec.eu.int>

Detlef SCHENNEN, Head, Legislation and International Legal Affairs Service, Office
for Harmonizaibn in the Internal Market (Trade Marks and Designs), Alicante
<detlef.schennen@oami.eu.int>

Patrick RAVILLARD, Counsellor, Permanent Delegation of the European Commission
in Geneva
<patrick.ravillard@cec.eu.int>

II. ORGANISATIONS INTERGOUVERNEMENTAIES/
INTERGOVERNMENTAL ORGANIZATIONS

ORGANISATION MONDIALE DU COMMERCE (OMC)/WORLD TRADE
ORGANIZATION (WTOQ)

Lillian BWALYA (Mrs.), Economic Affairs Officer, Geneva
<lillian.bwalya@wto.org>

Lauro LOCKS, Legal Affairs Officer, Intellectual Property Diwisi, Geneva

ThuLang TRAN WASESCHA (Mrs.), Counsellor, Geneva
<thulang tran.wasescha@wto.org>

*

Sur une décision du Comité permanent, les Communautés européennes ont ottt dke
membre sans droit de vote.

* Based on a decision of the Standing Committee, the European Communities were accorded
member status without a right to vote.
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BUREAU BENELUX DES MARQUES (BBM)/BENELUX TRADEMARK OFFICE
(BBM)

Paul LAURENT, chef de la Division d'opposition, La Haye
<plaurent@bmibbm.org>

Edmond Léon SMON, directeur adjoint, La Haye
<dsimon@bmb.bbm.org>

LIGUE DES ETATS ARABES (LEA)/LEAGUE OF ARAB STATES (LAB

Mohamed Lamine MOUAKI BENANI, conseilled la Délégation permanent&enéve

OFFICE INTERNATIONAL DE LA VIGNE ET DU VIN (OIV)/INTERNATIONAL
VINE AND WINE OFFICE (OlV)

Yann JUBAN, Head, Law, Regulation and International Organizations Unit, Paris
<yjuban@oiv.int>

Philippe HUNZIKER, président du groupe d’experts droit et reglementation, Paris

<oiv@oiv.int>

ORGANISATION AFRICAINE DE LA PROPRIETENTELLECTUELLE
(OAPI)/AFRICAN INTELLECTUAL PROPERTY ORGANIZATION (OAPI)

Hassane YACOUBA KAFFA, chef du Service de la propriété littéraire et artistique,
Yaoundé, <oapi@oapi.cm

UNION AFRICAINE (UA)/AFRICAN UNION (AU)

Francis MANGENI, Counsellor, Geneva
<fmangeni@Isealumni.com>
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1. ORGANISATIONS INTERNATIONALES NON GOUVERNEMENTALES/
INTERNATIONAL NON-GOVERNMENTAL ORGANIZATIONS

Association américaine du droit de la propriété intellectuelle (AIPLA)/American
Intellectual Property Law Association (AlIR)

Allison STRICKLAND (Ms.), Chairman, AIPLA Trademark Treaties and International
Law Committee

Association communautaire du droit des marques (ECTA)/European Communities Trade
Mark Association (ECTA)

Dietrich OHLGART, Chairman, Law Committee, Hamburg
<dietrich.ohlgart@lovells.com>

Association des industries de marque (AIM)/European Brands Association (AIM)
Jean BANGERTER, Chairman, AIM Trademark Committee, Lausanne

Association internationale des juristes pour le droit de la vigne et du vin
(AIDV)/International Wine Law Association (AIDV)

Douglas REICHERT, AttorneatLaw, Geneva
<dreichert@swissonline.ch>

Association internationale pour la protection de |a propriété industrielle
(AIPPI)/International Association for the Protection of Industrial Prop&ktPPI)
Gerd F. KUNZE, President, Zurich

<kunze@bluewin.ch>

Assocation internationale pour les margues (INTA)/International Trademark Assocation

(INTA)
Richard J. TAYLOR, Member, INTA Trademark Affairs and Policies Group, New York

<rjtnyc@aol.com>

Assogation japonaise des conseils en brevets (JPAA)/Japan Patent Attorneys Association

JPAA
Daisaku FUJIKURA, Chairman, Trademark Committee, Tokyo

<tm@nakapat.gr.jp>

Tetsuaki KAMODA, Member, Trademark Committee, Tokyo
<canard@amy.hho.ne.jp>

Association agponaise pour les marques (JTA)/Japan Trademark Association (JTA)
Tetsuaki KAMODA, ViceChair, International Activities Committee, Tokyo
<canard@amy.Ho.ne.jp>
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Centre d'études internationales de la propriété industrielle (CEIPI)/Center for
Internationalndustrial Property Studies (CEIPI)

Francois CURCHOD, professeur associé a I'Université Robert Schuman de Strasbourg,
Genolier

<francois.curchod@vtxnet.ch>

Chambre de commerce internationale (CCl)/International Chamber of Commerce (ICC)
Anténio L. DE SAMPAIO, conseiller, L.E. Dias Costa, I.D.A, Lisbonne
<diascosta@jediascosta.pt>

Goncalo DE SAMPAIO (membre, avocat, J.E. Dias Costa, I.D.A, Lisbonne)
<diascosta@jediascosta.pt>

Committee of National Institutes of Patents Agents (CNIPA)
Robert Dale WESTONRillips and Leigh, London
<robert.weston@pandl.com>

Fédération internationale des conseils en propriété industrielle (FICPI)/International
Federation of Industrial Property Attorneys (FICPI)
JeanMarie BOURGOGNON, Member of Group |, Paris

Fédération irtrnationale des vins et spiritueux (FIVS)/International Federation of Wines
and Spirits (FIVS)
Frederico CASTELLUCCI
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IV. BUREAU/OFFICERS

Présidente/Chair: Valentina ORLOVA (Mme/Mrs.) (Fédération de
Russie/ Russian Federation)

Secrétaire/Secretary: Denis CROZE (OMPI/WIPO)
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V. SECRETARIAT DEL'ORGANISATION MONDIALE
DE LA PROPRIETENTELLECTUELLE (OMPI)/
SECRETARIAT OFTHE
WORLD INTELLECTUAL PROPERTYORGANIZATION (WIPQO)

ShozoUEMURA, vice-directeur général/Deputy Director General
Francis GURRY, sousdirecteur général/Assistant Director General

Ernesto RUBIO, directeur principal, Département des marques, des dessins et modéles
industriels et des indications géographiques/Senior Director Trademarks, Industrial
Designs and Geographical Indiaats Department

Octavio ESPINOSA, directetgonseiller, Secteur des marques, des dessins et modeéles
industriels et des indications géographiques/Direétvisor, Sector of Trademarks,
Industrial Designs and Geographical Indications

Joélle ROGE (Mme/Mrs, directriceconseillére, Secteur des marques, des dessins et
modéeles industriels et des indications géographiques/Diréateisor, Sector of
Trademarks, Industrial Designs and Geographical Indications

Denis CROZE, chef de la Section du développemerdrdit international (marques,
dessins et modeéles industriels et indications géographiques)/Head International Law
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Martha PARRA FRIEDLI (Mme/Mrs.), juriste principale a la&®n du développement
du droit international (marques, dessins et modeéles industriels et indications
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Lucinda JONES (Me/Miss), juriste principale a la Section du commerce électronique,
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des affaires juridiques et structurelles/Legal Officer, Electronic Commerce Section,
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Organization Affairs
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