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ANNEX 1/ANNEXE 1

PROPOSAL BY THE WINITED STATES PATENT AND TRADE MARK OFFICE

Amendment to Administrative Instruction Section 703

Description:
We propose that Al 703 be amended to clearly indicate that all files associated with
the electronic international application constitute pathat application. The present
wording creates confusion because the separate sequence listing and drawings are specifically
mentioned in the PCT Rules, but the "independent tables" and cutout images of equations
(and other items) are not mentioned as bain integral part of the application. The fact that
they are sent in by separate files could raise a question of whether they were part of the
applicationasfiled. This change clearly cements the elements into the application.

We suggest wording suds the following: In Section 703 (b) (iii) add after "electronic

package" -- of multiple files comprising parts of that international applicatien

[Annex 2 follows/
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ANNEX 2/ANNEXE 2
WIPO CIRCULAR C. PCT 830

April 4, 2002

Madam,
Sir,

Standardfor the electronic filing and processing of
international applications: Proposals for change

Proposed modifications of the Administrative Instructions under the PCT

1. This circular concerns proposals for change to the standard for the electronic

filin g and processing of international applications under the Patent Cooperation Treaty
(PCT) which will, if adopted, result in modifications of Pa&rand Annex F of the
Administrative Instructions under the PCT. Itis being sent, for the purposes of
consultéion pursuant to Rul&9.2(b) of the Regulations under the PCT, to the national
and regional patent Offices of, or acting for, all PCT Contracting States, including all
receiving Offices, International Searching Authorities, International Preliminary
Examning Authorities, and designated and elected Offices, and to interested
intergovernmental organizations, as well as to certairgmrernmental organizations
representing users of the PCT system.

2. The International Bureau has received a number of prpder change to the
standard for the electronic filing and processing of international applications which, if
adopted, would result in modifications of Annex F of the Administrative Instructions
under the PCT, together with related proposals for amenttoe®rtain provisions of
Part 7 of the Administrative Instructions.

3. The proposals are available on WIPO’s Web site (see
http://www.wipo.int/pct/efiling_standard/en) as annexes to the following “Proposal for
Change” (PFC) files:

— PCT/EF/PFC 02/002etating to Part 7, Section 709 “Means of Communication”
(proposal by the Japan Patent Office);

— PCT/EF/PFC 02/002 relating to Annex F, section 4 “IA Documents Packaging”
(proposal by the Japan Patent Office);

— PCT/EF/PFC 02/003 relating to Annex F, 8en 5 “Transmissioh(proposal by
the Japan Patent Office);

— PCT/EF/PFC 02/004 relating to Annex F, Appendix I, section 4.1 “Package
header” (proposal by the Japan Patent Office);
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— PCT/EF/PFC 02/005 relating to Annex F, Appendix I, sectiod3Ds for new
PCT applications (BFPCT)' (proposal by the United States Patent and Trademark
Office);

— PCT/EF/PFC 02/006 relating to Annex F would add a recommendation on a file
naming convention (proposal by the United States Patent and Trademark Office);

- PCTEF/PFC 02/007 relating to Annex F, Appendix |, section 4.1 “Package
header” (proposal by the United States Patent and Trademark Office);

— PCT/EF/PFC 02/008 relating to Part 7, Section 7BBifig Requirements; Basic
Common Standardproposal by the Uniéd States Patent and Trademark Office).

4. The International Bureau would appreciate receiving any comments on the
proposed modifications by May 15, 2002. Comments should preferably be made by
e-mail via the “Submit comments” facility on the Web site tlooay alternatively be

made in writing by letter or by fax te41 (22) 338 8040 Comments will be included

as Annexes to the relevant PFCs. Copies of the proposals on paper are available from
the International Bureau on request. Inquiries concernin@itbposals should be

directed to Mr. Thiam Ming Song {mail: song@wipo.int; phone: 41 (22) 338 9640;
fax: 41 (22) 338 804D

5. InCircular C. PCT 827, which is also dated April 4, 2002, the International
Bureau proposes other modifications of théministrative Instructions which would

add to Annex F a new section 2.5 “Change procedure” dealing with special procedures
for the proposal, consideration and implementation of future modifications of the
standard for electronic filing and processing akimational applications. Itis

intended that consideration of the proposals referred to in the present Circular will
proceed independently of those other proposals.

6. The International Bureau intends to promulgate by June 30, 2002, the
modifications poposed in the present Circular, revised if necessary in the light of
comments received. Itis envisaged that the modifications would enter into force on
January 1, 2003.

Sincerely yours,

FrancisGurry
Assistant Director General
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OMPI CIRCULAIRE C. PCT830
Le 4 avril, 2002

Madame,
Monsieur,

Norme concernant le dép6t et le traitement électroniques
des demandes internationalegropositions de modification

Propositions de modification des instructions administratives selon le PCT

1. Laprésente caulaire concerne des propositions de modification de la norme
concernant le dépot et le traitement des demandes internationales selon le Traité de
coopération en matiere de brevets (PCT) qui, si elles étaient adoptées, aboutiraient a la
modification de laseptiéme partie et de 'annexe F des instructions administratives du PCT.
Elle est adressée, aux fins de la consultation prévue a la88deb) du réglement

d’exécution du PCT, aux offices de brevets nationaux et régionaux de tous les Etats
contractard du PCT ou agissant pour eux, notamment I'ensemble des offices récepteurs, des
administrations chargées de la recherche internationale, des administrations chargées de
I'examen préliminaire international et des offices désignés et élus, ainsi qu’auxsaii@ams
intergouvernementales intéressées et a certaines organisations non gouvernementales
représentant les utilisateurs du systeme du PCT.

2. Le Bureau international a recu un certain nombre de propositions de modification de la
norme concernant le dépet le traitement électroniques des demandes internationales qui, si
elles étaient adoptées, entraineraient des modifications de I'aRra@e®instructions
administratives du PCT, ainsi qu’un certain nombre de propositions concernant les
changements corspondants a apporter a certaines dispositions de la segi@tiedes
instructions administratives.

3. Ces propositions peuvent étre consultées sur la/gék de I'OMPI (voir
http://www.wipo.int/pct/efiling_standardjfen tant qu’annexes des dossiee propositions
de modification suivants

PCT/EF/PFQ2/001 concernant I'instructiori09 de la septiempartie, intitulée
“Moyens de communication” (proposition de I'Office des brevets du Japon);

— PCT/EF/PFQ2/002 concernant la sectidnde I'annee F, intitulée
“Empaquetage des documents constitutifs de demandes internationales”
(proposition de I'Office des brevets du Japon);

— PCT/EF/PFQ2/003 concernant la secti&de I'annexd-, intitulée
“Transmission” (proposition de I'Office des brevets dapon);

— PCT/EF/PFQ2/004 concernant la sectidnl de I'appendicéde I'annexeF,
intitulée “Entéte du paquet” (proposition de I'Office des brevets du Japon);

— PCT/EF/PFQ2/005 concernant la secti@de I'appendice de I'annexeF,
intitulée “DTD pour de nouvelles demandes PCT présentées sous forme
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électroniqué (proposition de I'Office des brevets et des marques des ftats
d’Amérique);

— PCT/EF/PFQ2/006 concernant I'anneg visant a ajouter une recommandation
relative a une conventiosle dénomination des fichiers (proposition de I'Office
des brevets et des marques des Btats d’Amérique);

- PCT/EF/PFQ2/007 concernant la sectidnl de I'appendicéde I'annexeF,
intitulée “Entéte du paquet” (proposition de I'Office des brevetses marques
des EtatdJnis d’Amérique);

- PCT/EF/PFQ2/008 concernant I'instructiori03 de la septiempartie, intitulée
“Exigences de dépdt, norme commune de base” (proposition de I'Office des
brevets et des marques des Eldtds d’Amérique).

4. Le Bureau international souhaiterait recevoir tout commentaire sur ces propositions de
modification pour le 15nai 2002 au plus tard. Les commentaires doivent de préférence étre
envoyeés par courrier électronique grace a la fonction “envoyer un commenteéselepsur le
siteWeb, mais peuvent aussi étre envoyes par courrier postal ou par télécogi- (41

3388040). Les commentaires éventuels seront inclus dans les annexes des différentes
propositions de modification. Des copies de ces propositions sous forprimée sont
disponibles aupres du Bureau international sur demande. Les demandes de renseignements
concernant ces propositions sont a adresser BilumMing Song (courrier électronique
song@wipo.int; téléphonet1-22-3389640; télécopie 41-22-3388040).

5. Dans lacirculaire CPCT827, qui est aussi datée dwadril 2002, le Bureau

international suggere d’autres modifications des instructions administratives visant a ajouter a
I'annexeF une sectior2.5 intitulée “Procédure de modificatiorgjui prévoit des procédures
spéciales pour la proposition, I'examen et la mise en ceuvre des futures modifications de la
norme concernant le dépét et le traitement électroniques des demandes internationales.
L’examen des propositions faisant I'objet de f@gente circulaire doit s’effectuer
indépendamment de celui de ces autres propositions.

6. Le Bureau international a I'intention de promulguer les modifications proposées dans la
présente circulaire le 30in 2002, apres les avoir révisées si nécessdire

fonction des commentaires recus. Ces modifications devraient entrer en vigueur le

1% janvier2003.

Veuillez agréer, Madame, Monsieur, I'assurance de ma considération distinguée.

Francis Gurry
Sousdirecteur général
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ANNEX 3/ANNEXE 3

COMMENTSBY IP AUSTRALIA

PCT/EF/PFC 02/008

IPAustralia has some reservations about this proposal. If it is true that there is some
uncertainty about whether certain files submitted in a package in fact form part of the
application [the term 'packg' certainly implies multiple files exist], the proposed amendment
would have the effect of ensuring that any file in the package thatwtistended to part of

the application would become part of the application. [If this is not the case, then itlwoul
appear that the words proposed to be added are of no effect.]

In addition, IPAustralia considers that it should be possible for a user to file multiple
applications in a single package. [See also our commem€E€inAl/1 Add.32 re the need

for DTD's toaccommodate batch filings.] However, the proposed amendment has the effect
of limiting the standard to one of 'one application per package'.

Accordingly, IPAustralia cannot agree with the proposed change.
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ANNEX 4/ANNEXE 4

COMMENTS BY THE KOREAN INTELLECTUAL PROPERTY OFFICE

Comments on PCT/EF/PFC 02/008 relating to Part 7, Section 703 "Filing Requirements;
Basic Common Standard” (proposal by the USPTO)

For the exact meaning of Section 703(b)(iii), we agree with the USPTQO's proposal.
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ANNEX 5/ANNEXE 5
COMMENTS BY THE EUROPEANPATENT OFFICE, THE JAPAN PATENT OFFICE
AND THE UNITED STATES PATENT AND TRADEMARK OFFICE
(THE TRILATERAL OFFICES)
The Trilateral Offices accept this proposal.

[End of Annex and of file/
Fin de 'annexe et du dossier]



