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adopted by the Assembly

INTRODUCTION

1. Tﬁe Assémbly was concerned with the following items of the Consglidated
Agenda (documents AB/XXIII/1 Rev.2 and AB/XXIII/6, paragraphs 16 and 17):
l, 2, 5,.6, 9bis, 13 and 14.

2. Tﬁégpeport on the said items, with the exception of items 5 and 6, is
contained in the General Report (document AB/XXIII/6).

3. The report on items 5 and 6 is contained in this document.
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ITEM 5 OF THE CO&SOﬁIDATED AGENDA:

CONTINUATION OF THE DIPLOMATIC CONFERENCE FOR THE CONCLUSION
OF A TREATY SUPPLEMENTING THE PARIS CONVENTION
AS FAR AS PATENTS ARE CONCERNED

4, Discussions were based on documéﬁE'P/A/XIxyjf

5. The Assembly unanimouélyAdecided that the second part of the
Diplomatic Conference for the Conclusion of a Treaty Supplementing the

Paris Convention as far as Patents are Concerned be held in Geneva from
July 12 to 30, 1993. o

6. The Delegation of Germany Stated that, while it agreed with the decision,
future events might.make those dates unsu1table, and .expressed the hope that
the Director General would consider convenlng an extraordxnary session of the
Paris Union Assembly if necessary to reconsider those dates.

7. In respect of paragraph 8 of document P/A/XIX/3, the Delegation of the
United Kingdom, speaking on behalf of Group B, said that the proposal to omit
Articles 10, 19, 22, 24, 25 and 26 from the Basic Proposal before the
Diplomatic Conference was generally supported by the countries of Group B.

The proposal was also supported by the Delegations of Hungary, Chile, Romania,
China, Egypt, Czechoslovakia and Poland.

8. The Delegation of the Russian Federation said that, although it would
have preferred that at least Articles 19 and 22 were maintained in the Basic

Proposal, it was ready to accept the proposal contained in paragraph 8 of
document P/A/XIX/3. : b

9. The Delegation of Japan, while endorsing the statement made on behalf of
the countries of Group B, expressed concern in respect of the omissicon of
paragraph (2) of Article 22 (Term of Patents) from the Basic Proposal. The
Delegation suggested that the omission should be confined to paragraph (1) of
Article 22, whereas paragraph (2) of Article 22 should be retained in the
Basic Proposal.

10. The Delegation of Australia was also in favor of retaining Article 22(2)
in the Basic Proposal, since that provision was not coveced by the draft

TRIPS Agreement of GATT. It noted that paragraph (2) was of a procedural
nature,

11, The views expressad by the Delegation of Australia were suppcrted by tne
Delegations of Isca2l and Canada.

12. The Delzgations of Argentina and th
cbjection to malntaining parcagcaph (2) ©

Uniced Kingdom s3id that they had no
Article 22 in the Baslic Proposal.
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13, T elegation of tne t2d Szates Gf amecica, while suppocting the
omission of the six a-cticles mentisned in pacagraph 7 of document DP/ASXIX/3,
expressad the view that Acticle 20 (Prior Us2c) should alss be omitted Erom
the Basic Proposal, sirnce that Arciciz2 hal a logical lierk with Article 1S
(Rights Conferced by the Patent), a3 shown al30 by tne fact that Arcicle 20
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started with the phrase "notwithstanding Article 19.* If Article 19 was
omitted, Acticle 20 should alsoc be omitted. Such omission would not prevent

Contracting Parties from recognizing a prior user right 'in their laws if they
so wished.

14. The Delegation of Israel 'supported the pcoposal of the Delegation -of the
United States of America.:-: @ .iz: = : _ 4 £

15. The Delegation of the United Kingdom expressed hesitation about taking
any decision on the omission of Article 20 of the Basic Proposal at this
stage, noting that 'the inhterested circles in the Uri¥ted Kingdom-attached great
impor:tance :to the inclusion in ‘:the -Tfeaty Of a prov1s1on on the prior user's
L'lght oAt - Lo - E B o [

16. The Delegation of Argentina said that, while supporting the proposal
contained in .paragraph 8 of document 'P/A/XIX/3, the final decisicn-on -the
articles,tq be-omitted from the!EaSic Proposal woiild have to ibe:taken- bj‘the
Diplomat ic.iConfererice “itself.-: The Delegation: of Mexico supported-the views
iexpressed by.the :Delegation ‘ofi:iArgentina. - The De€leégation ‘of Gernany, S
supported :by::the: Pelegation:0f Clte:.d"Ivoire, while supportlng'the propdsal -
contained in paragraph 8 of document P/A/XIX/3, agreed that the Drplomatxc
Conference was soverelgn as to its own procedure

Boaoguii vl b AU R RIS S ) i ; B N L R TE - TE A
17. The DlrectornGeneral stated sthat!'it was clear from the ‘discussicn that! a
numpe 0 fs Artdclesswould.Havesitorbe: removed tEromithe Basic PEoposalil ) iHe micted
that the Diplomatic Conference was, naturally, sdveréeign as to"ts ‘procedudes
and would need to formalize the decision of the Paris Assembly to remove
certain.fArticles,z/but: stated ithat :theidentity of thdse Articles:was being
discussed iini the ‘Assembly-in order to ‘avoid losing timé at the Diplomatitc
Conferiencéwr ! On ‘the basi’s «of ‘the discussions, he suggésted ‘that:'thHe- Aftifcles
specified {in 'paragraph 8 ©of: document P/A/XIX/3 should be delétéd‘ffdmibhé
Basic: Proposal, with the '‘exception of paragraph (2) of Article 22, #Which®
should be retained, and that, in addition, Article 20 (Prior User) should alsou
be removed from the Basic Proposal, if not now, then at the beginning of the
second part of :ithe Diplomdtic :Conference.: T S

18. The Assembly agreed that Articles 10, 19, 22(l), 24, 25 and 26
rshould sbe removed from the Basic Proposal. Thus, Article 22(2) would be
maintained in the Basic Proposal. The Assembly noted the need for
delegations to be prepared to consider the possible removal of Article 20
in conjunction with the removal (already decided) of Acticle 19. If such
removal is agreed, the corresponding decision would be made at the
beginning of the second part of the Diplomatic Conference.

19. The Assembly agreed that the Diplomatic Conference would, at the
beginning of its second part, deal with the pcssible transfer of some
questions from Main Committes I to Main Committes [[ of the Digplomatic
Conference.
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ITEM 6 OF THE CONSOLIDATED AGENDA:

CERTAIN MATTERS CONCERNING THE PARIS UNION

Draft Guidelines for the Interpretation of Article btec(l)(b) and (3)(b) of
the Paris Convention for the Protection of Industrial Property

20. Discussions were based on document P/A/XIX/1.

21. Upon a question raised by the Delegation Gf the United Kingdom, the
Secretariat confirmed that the Eurcpean Community was to be considered as an
international intergovernmental organization in the sense of

Acticle 6tec(l)(b) and (3)(b).

22. Some delegations were in favor of the adoption of both the proposed
guidelines (paragraph 9 of document P/A/XIX/AY) and decisions (paragraphs 10
and 11 of document P/A/XTX/1), while other‘delegations said that they were
able to accept the proposed decisions but the guidelines should not attempt to
provide for a deExnltlon of the term “1nternat10nal intergovernmental
organlzatlon

23. The Delegation of Japan stated that it could not aucept the proposed
extensive interpretation of the term "international intergovernmental
‘organization!. and thus was opposed .to the proposed decisions (pacagraphs 10
and L1 of, document P/A/XIX/l)
24, Upon a revised pcoposal by :the Seccetarxat, the ‘Assembly adopted
the following Guidelines and Decisions with effect on October 1, 1992,
and revoked the.decisions taken at its sessions in 1979 and 1983 with
respect to the .interpretation of Article bter(l)(b) of the Paris
Convention, to the extent that they were contrary to the Guidelines:

I. Guidelines for .the Interpretation of rticle.6ter(1)(b)
and (3)(b) of the Paris Convention for the Protection of
Industrial Property

A. For the purposes of the implementation of Article GLer(1l)(b)
and (3)(b) of the Paris Convention for the Protection of Tadustirial
Property, the International Bureau shall also communicate armorial
bearings, flags, other emblams, abbreviations and names oF

(1) any prcgram established Gy an intecnaticnal
intergovecnmantal crganization, providsd that the said pLoygcam
constitutes, or is intended to constitute, within tha said
organizatisn, a pecmanent entity having specitied aims and its own

rights and obligations;

(11v) amy institution 2373t ishzad Y 20 incscnational
tntergovernmantal or said institution
CconstiguLss, Ccr i3 the saia
Srganizaticn, a geomansnt encity hasing sgacifisd aims and 105 swn
cights and ooligacics
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{(iii)y any convention constituting an international tceaty to
which one or more States members of the Paris Union are parcty,
provided that the said convention establishes, or is intended to
establish, a permanent entity having specified aims and its own
rights and obligations.

B. For the purposes 6f the present Guidelines,

“permanent entity™ means an entity which is éstabl¥ished .for "
an indefinite periocd of time; thus entities established itor
promote a particular issue or celebrate & special event #iw
within.a llmlted period of time (for example programs such as
"year of ....") are excluded;

"specified .aims" means :that the permanent entity .S competent
for certain, subject matters which are cléacly defined in*its -
enablipng statutes or charter, or in the résolutions or:other
decisions establlshlng such entity; i+, : v
,“own zights and oblhgatiqns” means!tbat'the permanent entity .
has irights and obligations which are clearly defined in-.its-
renabling statutes or :charter.ori:in the resolutions ‘or: dther
decisions by which /it ‘has been. establrshedfllSuch rJghts and
obligatioms may concern sthe ‘managemerit of «the': permanent]”’ &
entity; -electicn or-appointment :of iits chlef executitvel;i v
+«  finances, reportung of'act1v1tles, (=3 e B T S O I 0 U

Wit . o LR SIS I DU B R ST I B B

B

IT. Decisions . : L
. H d . b S [ i

. Lo N . : iy s -

(a) The ‘International Bureau shall satisfy the request -of the
"United Nations Environment -Programme (UNEP)" for the communication
of its logo.

(b) The International Bureau shall alsoc satisfy the request of
the "Convention on Wetlands of International Importance especially :

as Waterfowl Habitat (RAMSAR, 1971)," for the communication of its
name, abbreviation and emblem.

{c) The International Bureau shall not (as already decided by
the Assembly of the Pacis Union in 1991) satisfy the request of the
Alliance of the Orders of St. John of Jarusalem for the
communication of its name and emblem.

25. It was ncted that, icrespective of any decision of thes Intecnaticna!l
Bureau rsgacding the admissibility of a reguest tso make a communicacion

pursuant
receiving
pcrevented
mambeac Ccou
intergaove

to Articie 6ter(3)(b), any memb

o er country of the Pacis Union
such a communicaticn fcom the International Bur2au would not be
from transmitring its objection

5 according to Article 6tec(4), and
intcies would e free to 1nt3EH 2t the conczpt of intarnational
ramental Grganization according to th2 applicatls natiocnal law.
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Patent Applications Claiming the Priority of Applications for Plant Breeders'
Rights

26. Discussions were based on document P/A/XIX/2.

27. The Director General introduced the said document and said that the
propcsed resolution contained only a recommendation, and not an obligation.
The resolution was proposed to establish symmetry with the UPOV Convention
which, as revised in 1991, allowed the claiming of the priority of a patent
application in connection with an application for a plant breeder's right.

It was to be noted that the proposed resolution did not say and did not imply
that member countries of the Paris Union would be obliged to grant patents for
the protection of plant varieties.

28. The Delegations of Sweden, Australia and the United States of America and
the Representative of FICPI spoke in faver of the proposed resolution, stating
that there were gocd reasons of principle to allow the possibility of
claiming, in a patent application, a priority on the basis of an earlier
application for a plant breeder's right and that, in the absence of such a
possibility, the absolute novelty requirement could entail a loss of rights
because of the disclosure by the breeder in his first application. It was
pointed out that, since the notion of “patent” was not defined in the Paris
Convention, nothing in that Convention prevented a country from interpreting
as a "patent application" any application for the grant of an exclusive right
in which an invention was disclosed. It was also noted that the Paris
Convention did not require that an application contain claims as a condition
for invoking its priority under Article 4 of that Convention.

29. The Delegation of Mexico expressed objections to the proposed resolution,
in particular, in view of the fact that the system of protection of plant
varieties was entirely different from the system of protection of inventions.
There was no need for symmetry in respect of the priority right. 1If the

resolution were adopted, its implementation would give rise to technical and
legal complications.

30. The Delegation of France consideced that the list of industcial propecty
titles which was contained in Article 4A(L) of the Paris Convention, and which
could secve as a basis for claiming priority, was exhaustive. The addition of
a priority cight based on an application for a plant breeder's right would be
detrimental to an applicant who relied on the exhaustive character of the list
of industcial propecty titles contained in Article 4 of the Paris Convention.

31. The Del

= while admitting that, theoretically, an
applicaticn for a

a ’ [
lant breeder's right could be considzsrad as a sultable
£ tocd i

b
basis for a right of prio Ity in conneccion with a patent acolicacion, saw
legal problems with tha Eroossad resolution. IE if were to be recommendad Lo
jfant a prigscity rignt o opli 5 was a plant
varlagy, suzh recominense £ disclousing che
ntis thi2 inte

iterpreztaticn

Couniify ware

the s3ys3tem i
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33. The Delegation of the United Kingdom said that it coculd not support the
proposed resolution and that, if the resolution were adopted, the authorities
of the United Kingdom would not be able to follow it. The Delegaticn pointed
out that an enabling disclosure of an invention was required by its national
law to be contained in an application for protection of the invention to be
able to constitute a priority document, which was highly unlikely to be the
case with respect to applications for plant breeder's rights.

34. The Representative of the EPO, while drawing attention to the fact that
the EPO was not bound by the Paris Convention but that nevertheless the
European Patent Convention provided for a priority right according to
Article 4 of the Paris Convention, stated that it opposed the proposed
cesolution. In a case concerning an application for registration of an
industrial design, the Appeal Board of the EPO had decided that such an
application could not serve as a basis for a priority right, even if it
contained a technical disclosure.

35. In view of the fact that arguments were raised both in favor of and

against the proposed resolution and in view of the lack of a clear majority,
the Assembly did not take a decision on the proposed resolution.

{End of document ]



