
While trademark lawyers and marketers approach the
development and use of a mark from different per-
spectives, it is the synergy of the relationship between
the two that results in a successful marketing effort.

Different jobs, 
different goals

Beginning in law school, lawyers are evaluated on
their ability to spot issues. To “issue spot” is to iden-
tify problems that may arise from a client’s acts or
intended acts. This ability to spot issues demon-
strates a lawyer’s legal acumen, showing the quality
of a lawyer’s legal education and the breadth of a
lawyer’s professional experiences. Clients are most
pleased with lawyers who not only identify prob-
lems but also are able to provide options for over-
coming or minimizing those problems.

Marketers, on the other hand, have different con-
cerns. Marketers help consumers understand the
benefits of a product. Marketers are closer to the
front line of competition, charged with making good
products – and even some not-so-good products –
successful. David Ogilvy, a U.S. advertising execu-
tive, once said:

“It has taken more than a hundred scientists two
years to find out how to make the product in ques-
tion; I have been given thirty days to create its per-
sonality and plan its launching. If I do my job well
I shall contribute as much as the hundred scientists
to the success of the product.”

By the time the marketer is engaged, several busi-
ness and technical personnel may have already de-
cided that the product should be successful. The
pressure is on the marketer to facilitate this success
through his or her creativity. When the trademark
lawyer’s involvement comes long after the mar-
keter’s initial involvement, the marketer may have
already evaluated and eliminated several possible
marks and been subjected to criticism about the se-
lected mark. After having defended the creation to

others, a marketer may not be willing to surrender
easily to the risks or concerns the trademark lawyer
communicates after conducting a search.

Where do tensions
between marketers and
lawyers arise?

According to Amy Cohen Heller, senior trademark
counsel for JohnsonDiversey Inc., the two biggest
issues between marketers and trademark lawyers
are timing and objectives. 

While Mark Gale, chief operating officer and cre-
ative director of Charleston/Orwig Advertising, ad-
vises marketers not to underestimate the cost and
disruption that can come about when the full eval-
uation of a proposed mark is not done, trademark
lawyers are concerned about not having enough
time to conduct appropriate diligence to assess the
strength and availability of a mark. Erick Estrada,
senior product manager for Pfizer Inc., points out
that once a product has been developed, any delay
in launching the product could forfeit an opportuni-
ty and result in the loss of money to the company.
Therefore, planning-ahead for the final trademark is
needed to achieve a successful launch.

An in-house trademark lawyer for a major consumer
products company explains that marketers want to
use descriptive marks because they are easier to
market, while trademark lawyers tend to insist on se-
lecting unique and “own-able” marks. However,
Sondra Schol, in-house trademark counsel for
Eveready Battery Company Inc.’s Schick Shaving
Division, acknowledges that in some circumstances,
such as when a product has a small marketing budg-
et or is expected to have a short life, a descriptive or
laudatory mark is more beneficial than a suggestive,
arbitrary or fanciful mark. That is because the de-
scriptive or laudatory mark will more quickly convey
to consumers the product’s benefits. Ms. Schol cau-
tions her marketing contacts that one problem with
selecting descriptive or laudatory marks for what are
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expected to be short-term products is that success-
ful short-term products may become long-term
products. Once a product becomes successful, oth-
ers are more likely to want to compete with it or
even copy it. Having committed to the use of a weak
mark with such a product, the trademark owner may
find that it is unable to stop competitors from using
similar marks for similar products.

An in-house trademark lawyer for a major vehicle
manufacturer explains that the trademark lawyer’s
responsibility is to identify the long-term impact a
marketing campaign may have on the brand.
However, the same lawyer acknowledges that, in an
attempt to satisfy the internal expectations of short-
term success for a product, a marketer may not be
focused on the long-term effects on the brand. A
creative marketer may want to corrupt a strong
character logo mark, for example, by displaying the
character in an uncharacteristic manner. While this
conveys an effective short-term message to con-
sumers, it is counter to the principle of maintaining
a brand by consistent use.

Working together 
to manage the brand

As described by Richard Biribauer, Johnson &
Johnson’s chief trademark counsel, a company
should manage a brand like a savings account.
While the company may make occasional with-
drawals from the savings account, the goal is to
grow the account. A brand is replenished by use
consistent with the intended brand image. When
evaluating whether to use an existing brand with a
new product, Mr. Biribauer suggests that the trade-
mark lawyer and the marketer evaluate together
“whether use of the brand will bring more to the
project than to the brand.”

Mr. Biribauer encourages trademark lawyers to un-
derstand that the client may be willing to accept
some risk in exchange for greater sales. If the mar-
keter insists on a descriptive mark as a product
identifier to allow consumers to understand the
product more readily, the trademark lawyer should
suggest truncating the proposed mark or adding
some other element to make it sufficiently distinc-
tive. Richard Friedman, Pfizer Inc.’s senior corporate

counsel for trademarks, recommends that when a
marketer accepts the risks and selects a descriptive
term, the trademark lawyer should educate the mar-
keter on how to use the term properly as a trade-
mark (i.e., as an adjective identifying or modifying
the generic term for the product). Mr. Friedman
touts the development and use of the POCKETPAKS
mark for “oral care strips” as one example of how
the efforts of the trademark lawyers and marketers
at Pfizer combined to develop an effective and pro-
tectable mark.

The senior counsel for a major media company rec-
ommends that the marketing team invite the trade-
mark lawyer to early brainstorming sessions. This
can allow the lawyer to conduct and evaluate pre-
liminary searches before the team gets too commit-
ted to a specific mark. Mr. Biribauer agrees, and
adds that “the lawyer can help to engineer the
mark, trade dress and advertising at an early stage”
to avoid potential concerns of an examiner or an-
other trademark owner. In support of getting the
trademark lawyer involved early, Ms. Heller asserts
that the trademark lawyer, after having worked with
all of the divisions within a company, can help to
identify the company’s overall risk tolerance and
how the company is using and defining its brands.
To minimize conflicting objectives, Mr. Estrada
works with the trademark lawyers to identify and
update standard protocols and timelines.

Despite the different perspectives of trademark
lawyers and marketers, it is the combination of in-
put that ultimately nurtures and grows the brand
while products enjoy short-term success. As Mark
Twain explained, “Synergy [is] the bonus that is
achieved when things work together harmoniously.”
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Inviting the trademark lawyer to early brainstorming sessions with the
marketing team allows the lawyer to conduct preliminary searches before
the team gets too committed to a specific mark.

Lawyers and marketers
at Pfizer worked
together to develop the
PocketPaks mark for
these breath-fresheners.
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