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l. SUMMARY

1.  Thepresent initial study is submitted upon request of the Standing Committee on the
Law of Patents (SCP) at its tenth session, held in Geneva from May 10 to 14, 2004, in order to
provide abasis for discussion concerning a possible new novelty concept applicable to the
prior art effect of unpublished earlier applications under Article 8(2) of the draft Substantive
Patent Law Treaty (SPLT). The study aims at providing broad background information and at
facilitating further substantive discussion in the SCP, and thus addresses not only national and
regional laws and practices regarding the prior art effect of earlier applications, but also the
policy objectives underlying these different practices.

2. Thedivergences among national laws and practices in respect of the prior art effect of
unpublished earlier applications seem to reflect different principles and objectives underlying
the prevention of double patenting. Examining a number of national and regional laws and
practices, it appears that those different practices correspond mainly to one or more of the
following three models:

(i) Strict novelty: if aclaimed invention isexplicitly or inherently disclosed in an
earlier application, the earlier application defeats the patentability of the claimed invention;

(i) Broader novelty: even if the claimed invention isnot fully disclosed (explicitly or
inherently) in the earlier application, the earlier application defeats the patentability of the
claimed invention if the differences between the two are minor (for example, a replacement
with awell-known equivalent e ement);

(i) Novelty and inventive step (non-obviousness): the earlier application defeats the
patentability of the claimed invention if the latter lacks either novelty or inventive step
(non-obviousness) compared to the earlier application.
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The present initial study describes the characteristics of the different modelsin detail and
further outlines possible legal and practical consequences of applying those models.

3. Further, since each model inherently provides certain advantages and disadvantages,
many national and regional laws provide additional mechanisms in order to meet the
underlying policy objectives, for example, provisions that avoid self-collision (earlier
unpublished applications do not constitute prior art in respect of applicationsfiled later by the
same inventor or applicant) or a mechanism to subject the patent term of the later patent to
that of the earlier patent (terminal disclaimer). The study examines the effects and the
applicability of those mechanisms when combined with the different models. Since the
adjustment of the term of protection per seis neither amatter of prior art nor of novelty, itis
suggested that this matter does not need to be discussed in conjunction with the determination
of the prior art effect of earlier applications.

4.  Inaccordance with the request of the SCP, theinitial study also considersthe
implications of extending a broader novelty concept to the issue of novelty in general. It
seems that applying a broader novelty standard to publicly available prior art or imposing a
strict novelty standard to such prior art does not lead to significant practical problems. Inthe
former case, certain claimed inventions may be refused on the ground of lack of novelty, and
in the latter case, they may be refused on the ground of lack of inventive step. Further,
although a strict novelty standard can be applied to other cases involving a determination of
the same invention, such asthe validity of a priority right, divisional applications or
amendments, the objectives underlying the novelty requirement and these other cases are
different. A broader novelty standard may not easily be applied to, or appropriate for, those
other cases in respect of which the preservation of the original contents of the application is
decisive.

5.  Theinitial study reveadsthat the different approachesin respect of the prior art effect of
earlier applications reflect different patent cultures and societal objectives aswell as different
ways of balancing the interests of the parties involved under each legal framework.
Therefore, each of the various systems constitutes a delicate balance of social, economic and
legal factors. The main objective of harmonizing the prior art effect of earlier applicationsis
to achieve auniform prior art basis at the international level, thus contributing to more legal
certainty and facilitating mutual work sharing among Patent Offices. In order to achieve this
goal, acommon standard on thisissue at the international level would at least need to aim at
achieving simplicity, clarity, legal certainty and predictability.

1.  INTRODUCTION

6. Atitstenth session, held in Genevafrom May 10 to 14, 2004, the Standing Committee
on the Law of Patents (SCP) requested the International Bureau to prepare a study on anew
novelty concept applicable to the prior art effect of earlier applications under Article 8(2) of
the draft Substantive Patent Law Treaty (SPLT). The SCP further agreed that the study would
focusinitially on draft SPLT Article 8(2), but would also consider the implications of
extending such a concept to novelty in general (see paragraph 94 of the draft Report of the
tenth session of the SCP (document SCP/10/11 Prov.2)).

7. Thebackground of this document is provided by the discussions of the SCP concerning
the prior art effect of earlier applications. Earlier applications are applications the filing or
priority date of which is earlier than the filing date (or priority date) of the application under
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consideration, and which are published on or after the filing date (or priority date) of that
latter application. Although at the time of filing, the applicant of the later application would
not, in general, know that an earlier application had been filed (since the earlier application
would not yet be available to the public), such an earlier application forms part of the prior art
in respect of the later application in many jurisdictions.

8.  Sincethe very beginning of the discussions on the draft SPLT in May 2001, the draft
texts submitted to the SCP have included provisions on the prior art effect of earlier
applications.’ In addition to other issues discussed in the Committee, such as the question of
the prior art effect of unpublished earlier filed international applications under the Patent
Cooperation Treaty (PCT), the issue of the extent of the prior art effect of earlier applications
(namely whether such effect should extend to novelty only or to both novelty and inventive
step/non-obviousness) has been on the table since the beginning of the relevant discussions.
The report of the fifth session of the SCP reflects the split of opinions among delegations on
this matter? which first appeared at an early stage of the discussions on the draft SPLT.

9.  Whilethetext relating to the prior art effect of earlier applications contained in the draft
SPLT has evolved over several sessions of the SCP, the main question of the extent of such a
prior art effect as mentioned above has not yet been solved due to fundamental differencesin
approach among delegations. Although the latest versions of the draft SPLT apply the prior
art effect of earlier applications to novelty only,? the debate on whether such prior art effect
should also apply to inventive step/non-obviousness is still going on.*

10. At the eighth session of the SCP held in November 2002, some delegations pointed out
that the question of the difference in practice between applying the prior art effect of earlier
applications to novelty only and applying it to both novelty and obviousness would depend on
the criteriafor determining novelty.> Similar arguments were put forward at the ninth session
of the SCP held in May 2003.° At the tenth session of the SCP in May 2004, a number of
delegations suggested that, instead of extending the prior art effect of earlier applicationsto
inventive step/non-obviousness, a concept of “enlarged novelty” could be considered as a
compromise. Inresponseto arequest for clarification by one delegation, the Chair explained
that a concept of “enlarged novelty” could include inherent disclosures and equivalentsin
addition to a strictly “photographic” concept of novelty.” Following that suggestion, the SCP
agreed to aproposal by the Chair that the International Bureau should prepare a study on this
subject, focussing initialy on the prior art effect of earlier applications, but also considering
the implications of extending the concept of “enlarged novelty” to novelty in general. The
present document addresses a number of issues related to this question, and further gives
some consideration to the application of such a concept to novelty in general.

! See for example thefirst draft of the SPLT, Article 9 of document SCP/5/2 and Rule 7 of
document SCP/5/3.

See, in particular, paragraph 88 of document SCP/5/6.

Thetexts of relevant draft SPLT provisions are reproduced in Annexes | and I1.

See for example paragraphs 136 and 137 of document SCP/6/9; paragraph 74 ff. of
document SCP/7/8; paragraphs 173 to 175 of document SCP/8/9; paragraph 173 of
document SCP/9/8; paragraph 88 of document SCP/10/11 Prov.2.

> See paragraphs 173 and 174 of document SCP/8/9.

6 See paragraph 173 of document SCP/9/8.

! See paragraph 89 of document SCP/10/11 Prov.2. See aso Chapter VI.



page 4

11. Pursuant to the mandate of the SCP, the International Bureau requested, through the
SCP Electronic Forum, members and observers of the SCP to provide information concerning
the “novelty” criterion and the prior art effect of earlier filed, but later published applications
under draft Article 8(2) of the SPLT as applied under national laws and practices. The
information received by the members of the SCP was taken into account in preparing this
study.

12. Against this background, this document constitutes an initial response to the request by
the SCP, aiming at providing broad background information and at facilitating further
substantive discussion in the SCP. Thus, it addresses not only national and regional laws and
practices regarding the prior art effect of earlier applications, but also the policy objectives
underlying these different practices. The document first describes the general rules governing
novelty and inventive step and then addresses the prior art effect of earlier applications as well
as the policy objectives behind such rules (Chapters 111 and 1VV). Chapter V portrays various
national/regional laws and practices regarding the prior art effect of earlier applications with
an emphasis on the applicable notion of “novelty”, and Chapter VI outlines the concept of
“enlarged novelty” described by Samson Helfgott, Director of Patents, KMZ Rosenman, New
Y ork, Heinz Bardehle, European Patent Attorney, Bardehle Pagenberg Dost Altenberg
Geissler, Munich and John Hornickel, Intellectual Property Counsel, PolyOne Corp., Avon
Lake, Ohio.2 Chapter VII provides the concept of novelty applied to earlier applications
under the SPLT. Chapter VIII portrays arange of various concepts, including the feasibility
of broadening the concept of “novelty”, and provides an analysis of the commonalities and
differences characterizing them. Chapter 1X considers a number of implications to other
novelty-related issues. Chapter X draws some provisional conclusions from the previous
chapters.

1. GENERAL CONSIDERATIONS REGARDING NOVELTY AND INVENTIVE STEP

(@ Novelty

13. The patent system confers on a patentee the exclusive right to prevent others from
commercially using the patented invention in return for the public disclosure of the invention
in order to enrich the existing body of technical knowledge in theworld. It isafundamental
objective of the patent system that nothing be alienated from society which already belongs to
it. Indeed, granting a patent on an invention aready known would impose constraints on
society in respect of the use of known information without offering any return or benefit. The
line between what belongs to society and what can be withheld from it is, to a large extent,
drawn by the notion of novelty. Accordingly, the novelty requirement is one of the most
important internationally recognized principles provided under patent law.

14. Theterm “novelty” does not necessarily coincide with its recognized understanding in
the general usage of the language. In general, patent law requires an invention to be new in
the sense that it does not form part of the prior art, prior art being defined as information that,
in some form, has been made available to the public (although the same form(s) are not
necessarily recognized as relevant in al jurisdictions). Since the determination of novelty
involves the factual question of whether the same invention has aready been made available
to the public before the filing or the priority date, in considering novelty, it is not permissible

8 See Annex I11.
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to combine separate items of prior art. Two questions arise in this context: Firstly, what
constitutes “prior art”? Secondly, what does the expression “form part of the prior art” mean?

15. Thefirst question istwofold. In many national/regional patent systems, the prior art in
connection with the novelty criterion consists of any information made available to the public
in any form (by written or oral disclosure, by use, etc.) anywhere in the world before the filing
date (or the priority date), while in a number of other systems, non-written public disclosures
in foreign countries are not considered as prior art. Further, in many countries/regions, earlier
applications which have an earlier filing date (or priority date) than the filing date (or the
priority date) of the claimed invention, but which are published after that |atter date, also form
part of the prior art. As stated above, the prior art effect of such earlier applications will be
examined in more detail in the following chapters. The second question concerns the
comparison between the claimed invention and the prior art. 1t addresses one of the key issue
of this study, that is, the determination of the extent of public disclosure through publication,
oral disclosure, by use or in any other way, which is needed to trigger anticipation of the
claimed invention.

(b) Inventive step (non-obviousness)

16. Inaddition to the novelty requirement, the inventive step (non-obviousness)
regquirement is another internationally recognized requirement of patentability under patent
law. Human beings constantly create new inventions. Some of those may be truly
innovative. Many, however, differ from known art only in minor details and could easily
have been conceived by other inventors without any inventive activity. Thus, the objective of
the inventive step (non-obviousness) requirement isto prevent inventions involving only
trivial accomplishments from obtaining a patent that confers rights to exclude others from
exploiting the patented invention. In other words, only truly inventive achievements over the
existing art, and not developments that a person with ordinary skill could easily deduce from
what aready exists, should be rewarded with an exclusive right.

17. Ingenera, aninvention is considered to involve an inventive step (be non-obvious) if,
having regard to the prior art, that invention is not obvious to a person skilled in the art on the
filing date (or the priority date). In the context of this study, the question of the definition of
the term “prior art” for the purpose of the determination of inventive step (non-obviousness)
may arise. Aswill be developed in more detail below, one of the major differences among
natinal/regional laws is that, in some systems, earlier, unpublished applications are also
considered as part of the prior art for the determination of inventive-step (non-obviousness),
while in other systems, applications that have not been made available to the public before the
filing date (priority date) of the application under consideration are not taken into account for
the determination of inventive step (non-obviousness).

IV. PRIORART EFFECT OF EARLIER APPLICATIONS

(@ General aspects

18. The above general considerations on prior art apply to situations where the prior art was
published before the filing or priority date of the application under examination. A more
complex situation occurs where different applications covering the same subject matter (in
full or in part) arefiled at relatively short time intervals, but the earlier application has not yet
been published at the time of filing of the later application. Since Patent Offices generaly do
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not publish applications on the day on which they are received, there are inevitably a number
of earlier applications the filing (or priority) date of which is earlier than the filing (or
priority) date of the claimed invention, but the publication of which occurs later than the filing
(or priority) date of the claimed invention. The general rulesin respect of prior art, according
to which the body of knowledge made available to the public before the filing (or priority)
date constitutes the prior art, do not address this specific issue. Without special provisions,
earlier applications would not have priority over later-filed applications, because the earlier
applications were not available to the public before the filing (or priority) date of the later-
filed application. Such a situation could lead to unsatisfactory results, in particular, in a
first-to-file system. This situation requires the legislator to make certain choices. These
choices may relate to a number of different criteria, which are not necessarily compatible at
first sight. For example, the interests of the inventors need to be safeguarded, while at the
same time, those of third parties and the public, aswell aslegal certainty, need to be taken
into account. Furthermore, the possibility of delaysin the granting procedure need to be
considered aswell. Consideration also needs to be given to one of the important principles of
patent law, that is, the prevention of granting more than one patent in respect of the same
invention (so-called ban on double patenting).

19. Inorder to avoid double patenting in respect of identical inventions,® strictly speaking, it
issufficient if the later application is not granted a patent on the same invention that is
claimed in the patented earlier application (so-called prior-claim approach). This approach,
however, has several drawbacks such as: (i) the later application cannot be processed (that is,
apatent cannot be granted) until the final wording of the claims of the earlier applicationis
determined; (ii) where the invention claimed in the later application was contained only in the
description of the earlier application, in view of the objectives of the patent system, it may not
be appropriate to grant a patent to the later application because the publication of the later
application does not enrich the public knowledge through a new technical contribution; (iii) it
may encourage defensive subsequent applications since third parties may file later
applications which claim the invention that was contained only in the description of the earlier
application. For these reasons, under many patent laws, the prior art effect of earlier
applications is determined taking into account the whole contents of these applications
(so-called “whole contents’ approach).

20. The whole contents approach is based on the assumption that the earlier application as a
whole (that is, with its complete disclosure) forms part of the prior art. The whole contents
approach has the advantage that the matter contained in an earlier application which is taken
into account for alater filed application remains unchanged, that is the disclosure of the
earlier application as of itsfiling or priority date is considered. Thus, the work to be carried
out for determining the relevance of an earlier application under the whole contents approach
IS, in principle, identical to determining the relevance of any other prior art document.

21. Inorder to avoid potential double patenting, it is essentia that the later application is
not granted a patent if it claims the same subject matter that is contained in the earlier
application. The emphasis here is on balancing the rights of the applicant of the earlier
application with those of the applicant of the later application. Y et, thisis perhaps not the

° Unless stated otherwise, in this document, the term “ double patenting” is used in the context of

patenting the same subject matter. It hasto be borne in mind, however, that some patent
systems use thisterm in relation to inventions that are different, but still obvious, vis-a-vis one
another.
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only issue to bear in mind: therights of the applicant of the later application and the rights of
the public require consideration as well.

22. Wherethe claimed invention in the later application is not the same as the invention
contained in the earlier application, but is an obvious variant of the invention contained in the
earlier application, thereis no risk of double patenting stricto sensu by virtue of the grant of a
patent in respect of the later application. However, some argue that according an exclusive
right to the applicant of the later application for merely an obvious variant of what has been
invented by the applicant of the earlier application disrupts the delicate balance between the
interests of the applicant of the earlier application and those of the applicant of the later
application and of the public. In other words, granting a patent to such alater application
could result in preventing non-val ue-added subject matter from entering the public domain.
Following this line of thinking, some conclude that the later application claiming different,
but (in respect of an earlier application) obvious, subject matter should not be patentable
vis-avisthat earlier application.

(b) Main approachesin detail

Prior art effect applied to novelty only

23. Asdescribed above, the rationale for applying the novelty-only approach to the prior art
effect of earlier applicationsis mainly to avoid granting two or more patents for the same
invention, agoverning principle which is common to many patent systems. If that isthe main
objective, the novelty-only approach is sufficient to address the issue. It alows, in particular,
to avoid that more than one patent is granted in respect of the same subject matter. Some
argue that, with respect to the prior art available to the public, the later applicant’s invention
must involve an inventive step in order to justify an exclusiveright. However, as regards the
non-published earlier applications already pending, the later applicant does not have to make
an inventive contribution over thefirst invention in order to prevent double patenting. In
addition, the ban on doubl e patenting seeks to ensure that no unjustified extension of the
exclusiveright is obtained for the same invention. The effect of applying the novelty only
approach is that, without any additional rule, both the applicant of the invention contained in
the earlier application and third parties who have developed improvements or variants of the
invention contained in the earlier application can obtain a patent for those developments, even
if they are considered obvious.

24. Thisapproach offers the possibility of patenting new, but obvious developments during
alimited time period, that is, between the filing date of the earlier application and its
publication. It istherefore rather favorable to the granting of rights to further devel opments
of earlier inventions, even if such developments are obvious, minor technical achievements.
On the other hand, it may result in the granting of a number of patents in respect of subject
mater that are, although not identical, nevertheless obvious. Such athicket of overlapping
patent claims may lead to complexity in terms of the number of co-existing rights, and also
with regard to the relationship of those rights among themselves, in particular, where they are
owned by different persons. Consequently, the exploitation of those rights may become more
complex. Further, it may be more complicated for third parties to obtain licenses from the
various patentees. In addition, a patent granted in respect of alater invention containing only
aminor variation compared to the earlier invention might, in effect, extend the term of patent
protection with respect to the earlier invention.
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Prior art effect applied to novelty and inventive step

25. The main objective of applying the prior art effect of earlier applications to both novelty
and inventive step is, in addition to avoiding strict double patenting, to prevent a proliferation
of patents in respect of new, but nevertheless similar inventions. One additional argument
sometimes put forward is that there is no reason for treating the novelty and the inventive
step/non-obviousness aspects differently, since, once an earlier applicant hasfiled an
application before the Office, he has taken the necessary step to communicate his invention to
the public. Therefore, he should be able to rely on the filing of the earlier application to
prevent any later applicant from obtaining a patent for alater invention which is obviousin
respect of the invention he had disclosed (even though it may not yet have been published).

26. Thissecond approach aimsto prevent the patenting of developments which are new and
obvious vis-avis an earlier application, even if the applicant of the later application could not
know that an earlier application was pending at the time of hislater filing. It isfurther
intended to prevent the extension of the patent term by prohibiting claimsin a second patent
that are not inventive over claimsin the first patent. This approach also raises some issues:
one of them relates to the fact that, in practice, inventors often file afirst application and later
improve the invention contained in that first application. Where such improvements are
obvious in respect of the invention contained in the earlier filed application, thereisno
possibility for the inventor himself to obtain a patent for his own developments.

27. One of the counter-arguments to the above conclusion that later obvious inventions
should not obtain a patent in view of patentable earlier applicationsis based on the ground
that, at the time of filing of the later application, the earlier application was not available to
the public, that is, that the applicant of the later application arrived at the obvious variant
independently without knowledge of the subject matter contained in the earlier application.
Focusing on the individual and independent achievement by the applicant of the later
application, it is thus sometimes argued that his achievement should be reviewed against the
published state of the art which was available at the time of filing, but not against information
of which the applicant could not have been aware of.

28. Insum, this approach bars the possibility to patent obvious improvements/devel opments
of an invention contained in an earlier application, even if they were made independently and
are not derived from that first invention.

Measures to adjust the system

29. The above two main approaches inherently contain some practical issues which may not
be in line with some of the underlying policy objectives. The first issue relates to the fact that
it is the whole contents of an earlier application that eventually became part of the prior art. It
may happen that, shortly after filing an earlier application, the applicant realizes that subject
matter disclosed, but not claimed, in his earlier application is worth obtaining patent
protection. Under the whole contents approach, however, where the applicant disclosed
subject matter in the description of an earlier application, but did not claim such subject
matter, the same applicant can no longer claim that same subject matter in alater application
(so-called “self-collision™). In this case, although the applicant may file adivisiona
application on the basis of his earlier application or claim interna priority from the earlier
application, he must comply with the procedural and substantive requirements under the
applicable law in order to enjoy the benefits of divisional applications or of claiming internal
priority. Further, since inventive activities are often carried out in a corporation by a group of
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inventors working together, the corporation may file'® more than one application containing
the same disclosure of a particular subject matter, but each of which claims a different
invention by different inventor(s). In particular, where the prior art effect of earlier
applications applies to both novelty and inventive step, if one inventor of the group made an
obvious development to the invention contained in the earlier application which had been
made by colleagues in the same company, the corporation could not obtain a patent on the
later invention. Some patent systems therefore provide remedies for these cases, such as
provisions that avoid the self-collision (so called “anti-self-collision™), providing that earlier
unpublished applications do not constitute prior art in respect of applicationsfiled later by the
same inventor or applicant.

30. A second issue relates to the concerns about extending the term of patent protection
through the issuance of a second patent claiming a variation or obvious development of the
first patent. Some patent systems thus require that the term of the second patent may not go
beyond the term of protection of the first patent, and that both patents have to remain in the
hands of the same owner (or at least related owners). Combined with the anti-self-collision
rule, this aimsto ensure that the inventor (or the assignee) of the first patent does not
effectively extend the term of his exclusive rights via the second patent.

A possible way forward

31. Thetwo approaches as well as measures to respond to certain concerns outlined above
reflect, at least in part, conflicting underlying policy objectives. Should the patent system
encourage later applications containing minor or obvious variants, thereby accepting a
potential proliferation of patents related to at least similar subject matter, or should it rather
am to limit the number of such patents and primarily reward the contribution to the art by the
first inventor (the applicant of the earlier application)? The divergence in the discussionsin
the SCP have shown that thisissue is deeply rooted in the different patent cultures of the
various countries,

32. Asrightly pointed out by some delegations in the SCP (see paragraph 10 above), the
issue depends also on the definition of the notion of “novelty” vis-a-vis unpublished earlier
applications. One possible avenue to explore might thus consist in the further elaboration of
that concept. Does “novelty” mean that a claimed invention shall be strictly identical to what
was explicitly disclosed in the earlier application? |Is subject matter that is inherently or
implicitly disclosed in the earlier application also considered “disclosed” in the earlier
application? If the difference between the claimed invention and what is disclosed in the
earlier application is a mere replacement by awell-known equivalent element, is the claimed
invention anticipated by the contents of the earlier application? The following chapter
provides information concerning different national/regional practices as regards the prior art
effect of earlier applications, emphasizing the notion of applicable “novelty”.

10 In the United States of America, since the applicant has to be the inventor, the right to the

patent has to be assigned to the corporation from each inventor.
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V. EXAMPLES OF NATIONAL/REGIONAL LAWS AND PRACTICES
CONCERNING THE PRIOR ART EFFECT OF EARLIER APPLICATIONS

33. Thischapter is based essentially on the submissions to the SCP Electronic Forum by the
SCP members concerning the “novelty” criterion and the prior art effect of earlier applications
(see paragraph 11). All of the submissions received from members of the SCP can be found
on the SCP Electronic Forum’'s website.

(@ Bulgaria

34. According to Article 8 of the Bulgarian Patent Law 1993, for the purpose of
determining novelty, applications the filing date (or the priority date) of which is earlier than
thefiling date (or priority date) of the application under examination, but which are published
after the filing date (or priority date) of that latter application, also form part of prior art.
Such earlier applications include earlier national, European and international applications
designating the Republic of Bulgaria. The examination practice of the Bulgarian Patent
Officeisthat a conclusion of lack of novelty may be made only when full coincidence exists
between the claimed invention and the subject matter of the prior art. In addition to features
expressly mentioned in the prior art, features which are implicit to a person skilled in the art
are also taken into account.

(b) France

35. The concept of novelty islaid down in Article L.611-11 of the Intellectua Property
Code (Code de la propriété intellectuelle (CPI)). Paragraph (1) of that Article provides that
an invention shall be considered novel if it does not form part of the prior art. The prior artis
defined in paragraph (2) as everything accessible to the public before the filing date of the
application in writing, by oral disclosure, through use or in any other form. Paragraph (3)
provides that, for the purpose of determining novelty, prior art also consists of certain earlier
applications (national applications as well as European applications and international
applications under the PCT designating France) the filing dates (priority dates) of which are
earlier, but the publication dates of which are later, than the filing (priority) date of the
application under consideration.

36. Asregards the practice by the National Industrial Property Institute (INPI), according to
the Directives concerning the examination of patent applications, Title I, Section C,

Chapter V111, p.25 and 26, lack of novelty can be determined in case where “there isidentity
between the claimed invention and the item of prior art, that is, when they are exact copies,
the effect of the prior art being flagrant and indisputable. The disclosure of specific technical
means in the prior art destroys the novelty of general means’. On the other hand, thereis no
manifest lack of novelty where “the claimed invention, although it is not an exact copy of the
item of prior art, only differs from that item in details, forming part of a whole which is more
complex, or where there is a doubt concerning the identity of the two. In that case, apatent is
granted with a search report citing that item of prior art”.**

37. Asregards court decisions concerning novelty determination in France, the courts apply
novelty in astrict sense. Anitem of prior art can destroy novelty only whereit isone single

1 The INPI regjects a patent application on the basis of alack of novelty, but not of alack of

inventive step.
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piecethat is, it isfound entirely in the patent (TGI Toulouse, October 31, 1996, PIBD 1997
11, p.92). Inprinciple, in order to form part of the prior art, an item of prior art shall contain
all the elements of the claimed invention, with definite character, with the e ements which
constitute the same form, the same arrangement and the same function in view of the same
technical result; theitem of prior art destroys novelty only where the essential characteristics
are represented (Cour de cassation, March 12, 1996, PIBD 1996 611 111 p.273; CA Paris
February 28, 1991, PIBD 1991 506 I11 p.497). Consequently, it is not sufficient for the
characterization of lack of novelty that the patent recapture a major part of the item of prior
art (TGI Paris March 19, 2002). On the contrary, an invention is considered novel because of
the only fact that, for example, it claims a function different from that of the item of prior art,
even if its structure, its form and its arrangement are identical (Cour d appel de Paris,
February 9, 2001, PIBD 2001 725 11 p.389).

38. With respect to the effect of equivalent means, the French Law of 1844 took into
account the equivalents for the determination of novelty. Thus, a patent was revoked due to
lack of novelty if the claimed invention was found equivalent to the state of the art. This
practice was abandoned by the Law of January 2, 1968 which applies a stricter novelty due to
the integration of the requirement of inventive step in addition to novelty and industrial
applicability. According to the decision of December 1, 1993, the Appeal Court of Paris
considered that an equivalent means should not be considered for the determination of novelty
(Cour d'appel de Paris, December 1, 1993, PIBD 562 111 p.139). Inthe same sense, in a
decision of March 19, 2002, the Paris High Court rejected the argument that a patent should
be revoked on the basis of alack of novelty because one part of the patent was found
equivalent to the prior art. The Court considered that “the prior art should present all the
technical characteristics of the claimed invention. Since the novelty of the claimed invention
should be considered strictly, the equivalents invoked by the plaintiff cannot be taken into
account for the determination of novelty” (TGI Paris, March 19, 2002). Such practice,
therefore, seems to be well-established under the French law, although there are certain
isolated cases that still apply the principles that were valid before 1968 (for example, TGI
Lyon, September 29, 1986, PIBD 1986 405 111 p.52 and Cour d’ appel de Lyon, September 10,
1998, PIBD 1999 669 |11 p.42).

(o0 Germany

39. Section 3(2) of the German Patent Law provides that, for the purpose of the
determination of novelty, the contents of applications which have earlier priority and which
were published only on or after the date relevant for the priority of the later application, shall
also be considered to form part of the prior art. According to the submission by the
Delegation of Germany, essentialy, this provision aims at preventing double patenting. This
isin theinterest of the public, and of the earlier applicant who should be able to trust that the
inventions that he has disclosed will not be protected by another person. The restriction to the
novelty examination aso contributes to safeguarding the interests of the later applicant: the
contents of the earlier application, which is published only after the priority date of the later
application, as arule, cannot be known to the later applicant. Therefore, heis not able to
incorporate the contents of the earlier application into his considerations when further
developing the known state of the art.

40. Asregardstheinterpretation of the term “novelty”, according to German case law, the
content of disclosure of awritten citation isnot limited to its wording (so-called
“photographic novelty”). Rather, the relevant criterion for understanding the invention is the
general expert knowledge of a person skilled in the art who considers the citation. The prior
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art of a citation comprises everything - even if not expressly mentioned - which the skilled
person, in the light of his general expert knowledge, deems to be obvious or nearly
indispensable from the whole contents of the single item of prior art for executing the
teaching. Likewise, it aso includes evident variations that are obvious from the general
context of the document, that is variations which the skilled person will automatically realise
and take as read, if he studies the documents carefully and focuses on the discernible meaning
rather than on the wording. The Federal Court of Justice has expressly confirmed that these
principles apply as well to novelty evaluation in relation to documents made available to the
public under Section 3(2) of the German Patent Law.

(d) Japan

41. Under the Japanese Patent Law, the general novelty requirement and the prior art effect
of the earlier applications are regulated separately. Section 29(1) deals with the novelty
requirement with respect to publicly available prior art. The prior art effect of earlier
applications is described in Section 29bis, which regulates, together with Section 39, the
priority over two or more competing applications. Section 29bis provides, in essence, that
where an invention claimed in a patent application is identical with an invention disclosed in
the specification or drawings originally attached to the request of another patent or utility
model application the filing date (priority date) of which was prior to the filing date (priority
date) of the patent application and which was laid open to the public after the filing date
(priority date) of the patent application, a patent shall not be granted for that invention.

42. Wheretheinventor or the applicant of the earlier application and the application under
examination are the same, Section 29bis does not apply. In other words, the so-called anti-
self-collision ruleis applicable. Therefore, where an invention claimed in the second
application is disclosed, but not claimed, in the earlier application and the inventor or the
applicant of both applications are the same, the claimed invention is patentable, provided the
other requirements for patentability are also complied with.

43. According to the Examination Guidelines, the expression “an invention [ ...] disclosed
in[...] another application” in Section 29bis means an invention identified by the “matters
described” or “matters essentially described, though not literally” in the other application on
thefiling date.'® It is explained that the expression “matters essentially described, though not
literally” means those matters that are directly derivable from the matters described, taking
into consideration the common general knowledge at the time of the filing of the other
application. The term “common general knowledge” means technologies generally known to
aperson skilled in the art or matters clear from empirical rules. The common general
knowledge includes “well-known art”, which is generally known technologies in the relevant
technical field, such as the existence of many prior art documents describing those

technol ogies, technologies widely known throughout the industry, or well-known
technologies which are not necessary to be explained in details. It also includes “commonly
used art” which means well-known and widely used art. In sum, the scope of the disclosure
in the other application is determined by the subject matter which a person skilled in the art
can identify on the basis of the explicit disclosure as well as the implicit disclosure that can be
directly derivable from the matters described in the other application taking into account the
common general knowledge of a person skilled in the art.

2 Examination Guidelines, Chapter 11-3, 2.3.
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44. Where the other application describes a specific concept, it necessarily implies or
suggests a generic concept that involves the same genus or common characteristics. On the
other hand, where the other application describes a generic concept, it neither implies nor
suggests any subject matter in a specific manner (except where such specific concept can be
directly derived from such a generic concept, taking into consideration the common general
knowledge).™®

45. The Examination Guidelines further clarify that, for the purpose of determining the
identity of a claimed invention and an invention disclosed in the earlier application, where
there is no difference between the claimed invention and the invention disclosed in the earlier
application, the claimed invention and the invention disclosed in the earlier application are
identical. In addition, even where there is a difference between the two inventions, the
differenceis considered as avery minor differenceif it consistsin an addition, deletion or
replacement of well-known or commonly used art which generates no new effectsin
embodied means to solve a problem (that is, substantially identical).* Thisisamajor
difference compared to the determination of “identity” between the claimed invention and
subject matter described in apublicly available prior art publication. For the purpose of
determining novelty vis-avis publications made available to the public, if thereis adifference
between the claimed invention and subject matter disclosed in the publication, the claimed
invention is novel.

46. Where aclaimed invention is defined in the alternative, if one of the alternativesis
identical with the invention disclosed in the earlier application, the claimed invention is
deemed to be identical with the invention disclosed in that earlier application.

(e) Netherlands

47. Inthe Netherlands, the prior art extends to applications that are filed before and
published after the filing date (or priority date) of the application under examination for the
purpose of determining novelty. This extension is an exception to the genera rule that the
prior art information had to be made available to the public. The reason for this exceptionis
to prevent one invention from being double-patented.

48. The practicein the Netherlands show that not only the literal text of the earlier
application is taken into account, but also everything a person skilled in the art understands
immediately from the text while reading it. Further, if the claimed invention is nothing more
than anormal use of the invention from the earlier application for the person skilled in the art,
then the claimed invention is not considered novel. In other cases, it was decided that if the
differences between the claimed invention and subject matter disclosed in the earlier
application only concerned well-known equivalents to a person skilled in the art, the claimed
invention lacked novelty.

49. Whether both applications are from the same person or not isirrelevant to the
determination of the prior art effect of earlier applications. Similarly, assignment or transfer
of rights of the earlier application to athird party does not affect the prior art effect of that
earlier application.

3 Examination Guidelines, Chapter 11-3, 2.4(3).
4 Examination Guidelines, Chapter 11-3, 2.4 and 3.4.
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50. According to the submission to the SCP Forum by the Netherlands Industrial Property
Office, however, under the current Dutch approach, double patenting is still not prevented at
100%. Although the second patent may be new with respect to the first patent due to
equivalent embodiments of the inventions, the scope of both patents may still overlap.

(f) Russian Federation

51. Article 4 of the Patent Law of the Russian Federation™ contains the novelty
requirement. When establishing the novelty of an invention, the prior art includes, provided
that they have an earlier priority, all the applications filed in the Russian Federation by other
persons for inventions and utility models, the materials of which any person may familiarize
himsdlf or herself with.'°

52. In accordance with paragraph 19.5.2 of the Rulesissued by the Office on the
Compilation, Filing and Examination of an Application for the Grant of a Patent,’ an
invention shall be recognized as anticipated by the prior art and not meeting the requirement
of novelty, if the prior art inherently discloses a means with features identical to al the
features contained in the claims of an application, including the characterization of the
purpose of an invention.*®

53.  When establishing the novelty of an invention, the prior art also includes inventions and
utility models patented in the Russian Federation, provided that they have an earlier priority.
Since this rule addresses the prohibition of double patenting, prior patents owned by the same
applicant of an application under examination also become part of the prior art and only the
information contained in the claims of the corresponding patent is taken into account.

(9) Spain

54. Article 6 of the Spanish Law on Patents (Law 11/1986, of March 20, 1986) governs the
requirement of novelty, according to which an invention shall be considered novel whereitis
not included in the prior art. In addition to the prior art made available to the public

(Article 6.2), the prior art shall aso include the contents of Spanish patent or utility model
applications, as they have originally been filed, the filing date (or priority date) of whichis
prior to the filing date (or priority date) of the patent application under examination and which
have been published on the latter date or on a subsequent date.

15

http://www.fips.ru/ruptoen2/law/patent_law.htm.
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Article 21(6) of the Patent Law provides for the publication of the particulars of applications by
the Patent Office upon expiry of aperiod of 18 months from the filing date or earlier (where the
applicant makes an appropriate request) and for the right of any person to familiarize him or
herself with the application following such publication. Information on an application is not
published, if before the expiry of 12 months from the application filing date, the applicationis
withdrawn or a patent is granted for it. The second part of Article 25 providesfor the
publication of information on the grant of a patent and the right of any person to familiarize him
or herself with an application following such publication. Publication includes basic
bibliographical dataand claims.

" http://www.fips.ru/npdoc/VEDOM/PR_iSD0.HTM.

The characterization of the purpose of an invention may be missing only from claims relating to
achemical compound.
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55. Asregards the practice followed by the Spanish Patents and Trademarks Office
(OEPM) in examining the novelty of an invention which is the subject of a patent application,
the following aspects are taken into account:

— thenovelty of the invention asit is claimed is examined, not the different
embodiments;

— aninvention is not novel where the prior art (one single document) has all the
technical features of the application and is suitable for solving the same problem as the
invention being examined.

56. To sum up, Spanish legislation and practice provide for the requirement of novelty as an
absol ute requirement:

— attheglobal leve;

— intermsof identity: if a previous document contains the same features as the claimed
invention, be it explicitly or implicitly, it destroys the novelty. Minimal differencesin the
technical features between both documents imply that the claimed invention is considered
novel, apart from where such minimal technical differences are irrelevant, obvious or matters
of detail;

— aparticular embodiment annuls the novelty of the general concept, but not vice versa,
mainly in the case of ranges or parameters.

The OEPM indicated that, in any case, it followed the practice and guidelines of the European
Patent Office, mainly in order to achieve harmonization in Europe.

(h) United Kingdom

57. Under the patent law of the United Kingdom (UK), the requirement for novelty is
defined by Section 2 of the Patents Act 1977 which corresponds closely with Article 54 of the
European Patent Convention (EPC). Section 130(7) of the Act states that this sectionis
amongst those which are framed to have, as nearly as practicable, the same effectsin the UK
as the corresponding provision of the EPC. The policy considerations underlying this Article
and the jurisprudence of the Boards of Apped at the European Patent Office (EPO) are
therefore also of relevance to the application of the novelty requirement under UK law.

58. Section 2(3) of the Act defines the state of the art as also including matter contained in
an application for another patent having a priority date earlier than the application in suit, but
which was published on or after the priority date of the application in suit. In order to form
part of the state of the art under Section 2(3), the matter must be contained in the application
for that other patent both as filed and as published, and the priority date of that matter must be
earlier than that of the invention of the application in suit.

59. Details of the practice followed under the Patents Act 1977 to assess novelty of a patent
application are described in paragraphs 2.01 to 2.56 of the Manual of Patent Practice.® When

9 http:/lwww.patent.gov.uk/patent/reference/mpp/index.htm.
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considering whether a patent claim lacks novelty, in addition to information that is explicitly
disclosed, the teaching that isimplicit in the prior publication may be taken into account. In
other words, the skilled person may use his common general knowledge to deduce that certain
standard features of a system, product, method, etc. must be a necessary part of the disclosure
and are thus implicitly present. The concept of novelty therefore has a broader extent than
“photographic novelty”. However, the skilled person may not go so far asto assume that
certain common but non-universal features are present; this would be a matter for
obviousnessinstead. Thisdistinction isemphasized in General Tirev Firestone [1972]

RPC 457, which sets out the generally-held principle in UK patent law that a disclosure which
would infringe aclaim in a patent application if the application was granted demonstrates a
lack of novelty in the same claim before grant (the * post-infringement” or “right to work”
test). In thisjudgment, on pages 485 to 486, it is stated: “If the prior inventor’s publication
contains a clear description of, or clear instructions to do or make, something that would
infringe the patentee’s claim if carried out after the grant of the patentee’s patent, the

patentee’ s claim will have been shown to lack the necessary novelty, that isto say, it will have
been anticipated. The prior inventor, however, and the patentee may have approached the
same device from different starting points... but if carrying out the directions contained in the
prior inventor’s publication will inevitably result in something being made or done which, if
the patentee’ s patent were valid, would constitute an infringement of the patentee’ s claim, this
circumstance demonstrates that the patentee’'s claim has in fact been anticipated. If, on the
other hand, the prior publication contains a direction which is capable of being carried out in a
manner which would infringe the patentee’ s claim, but would be at least as likely to be carried
out in away which would not do so, the patentee’ s claim will not have been anticipated,
although it may fail on the grounds of obviousness”.

60. The General Tirejudgment continues: “To anticipate the patentee’s claim, aprior
publication must contain clear and unmistakable directions to what the patentee claimsto
have invented... A signpost, however clear, upon the road to the patentee’ s invention will not
suffice. The prior inventor must be clearly shown to have planted hisflag at the precise
destination before the patentee”. This requirement was applied in Asahi’s Application [1991]
RPC 485, where it was held that a prior disclosure had to have an enabling character in order
to anticipate an invention. An invention was not made available to the public merely by a
published statement of its existence, unless the method of working is so self-evident asto
reguire no explanation.

61. Thetest to determine whether matter in a patent application unpublished at the priority
date of the application in suit forms part of the state of the art under section 2(3) of the Act is
the same as the test for whether matter in a prior publication made available to the public
forms part of the state of the art under section 2(2) of the Act, as held in theAsahi judgment.
In both cases, the matter has to be enabling. Furthermore, when considering novelty, matter
which forms part of the state of the art under section 2(3) is considered in exactly the same
way as matter that is part of the state of the art under section 2(2), as was confirmed in
SmithKline Beecham's Patent [2003] RPC 6.

(i)  United States of America

62. Inthe United States of America, novelty and non-obviousness are determined in
accordance with 35 U.S.C. §102 and 35 U.S.C. §103, respectively.” Further, guidance on
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http://www.uspto.gov/web/offices/pac/mpep/consolidates |aws.pdf.
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novelty and non-obviousness practice concerning prosecution of patent applications before
the United States Patent and Trademark Office (USPTO) is found in Chapters 700 and 2100
of the USPTO Manual of Patent Examining Procedure (MPEP).*

63. Theprior art effect of prior-filed but later-published applicationsis determined in
accordance with 35 U.S.C. 8102(e), which reads as follows:

“A person shall be entitled to a patent unless —

[..]

(e) theinvention wasin— (1) an application for patent, published under
section 122(b), by another filed in the United States before the invention by the
applicant for patent or (2) a patent granted on an application for patent by another filed
in the United States before the invention by the applicant for patent, except that an
international application filed under the treaty defined in section 351(a) shall have the
effects for the purposes of this subsection of an application filed in the United States
only if the international application designated the United States and was published
under Article 21(2) of such treaty in the English language; or

[L.]

According to MPEP 2136.04, the term “another” means persons other than the applicant
(InreLand, 368 F.2d 866, 151 USPQ 621 (CCPA 1966)), in other words, a different
inventive entity. Theinventive entity is different if not all inventors are the same.

64. Inaccordance with 35 U.S.C. 8103(a), in order to determine whether a claimed
invention is obvious from the prior art, al subject matter that is prior art under U.S.C. 8102
can be used. Thus, the prior art effect of prior-filed but |ater-published applicationsis
applicable to the determination of both novelty and non-obviousness. However, 35 U.S.C.
8103(c) provides that subject matter devel oped by another person, which qualifies as prior art
under section 102(e), (f) or (g), shall not be considered when determining whether an
invention sought to be patented is obvious under 35 U.S.C. 8103, provided the subject matter
and the claimed invention were, at the time the invention was made, owned by the same
person or subject to an obligation of assignment to the same person. The subject matter and
the claimed invention were owned by the same person if the subject matter, which would
otherwise be prior art in respect of the claimed invention, and the claimed invention are
entirely or wholly owned by the same person(s) or organization(s)/business entity(ies) at the
time the claimed invention was made.”? Therefore, for example, if employees A and B work
for acompany C, each with knowledge of the other’ s work, and with obligation to assign
inventions to C while employed, aso called “earlier application” under 35 U.S.C. §102(e), the
applicant of whichis A, would not be considered when examining the obviousness of the
subsequent claimed invention made by applicant B.
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http://www.uspto.gov/web/offices/pac/mpep/index.html.

2 MPEP 706.02(1)(2). It isexplained that the requirement for common ownership at the time the
claimed invention was made is intended to preclude obtaining ownership of subject matter after
the claimed invention was made in order to disquaify that subject matter as prior art against the
claimed invention.
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65. Evenif the claimed invention complies with the conditionslaid down in 35 U.S.C.
§102(e) and 8103(a) and (c) and thus the claimed invention is considered novel and
non-obvious vis-a-vis earlier applications and patents, the question as to whether the doctrine
of double patenting applies is examined.? The doctrine of double patenting seeks to prevent
the unjustified extension of patent exclusivity beyond the term of the patent. The public
policy behind this doctrine is that the public should be able to act on the assumption that upon
the expiration of the patent it will be free to use not only the invention claimed in the patent
but also modifications or variants which would have been obvious to those of ordinary skill in
the art at the time the invention was made, taking into account the skill in the art and prior art
other than the invention claimed in the issued patent. Before consideration can be given to the
issue of double patenting, there must be some common relationship of inventorship and/or
ownership of two or more patents or applications. Since the doctrine of double patenting
seeks to avoid unjustly extending patent rights at the expense of the public, the focus of any
double patenting analysis is on the claims in the multiple patents or patent applications
involved in the analysis.

66. There are generally two types of double patenting regjection. Oneisthe “same
invention” type of double patenting rejection based on 35 U.S.C. 8101. Where the claims of
an application are subsequently the same as those of afirst patent, they are barred under

35 U.S.C. 8101 —the statutory basis for a double patenting rejection. The term “same
invention” in this context means an invention drawn to identical subject matter. A reliable
test for double patenting under 35 U.S.C. 8101 iswhether a claim in the application could be
literally infringed without literally infringing a corresponding claim in the patent.

67. The second isthe “non-statutory-type” double patenting rejection based on ajudicialy
created doctrine grounded in public policy and which is primarily intended to prevent
prolongation of the patent term by prohibiting claims in a second patent not patentably
distinct from claimsin afirst patent. In determining whether a non-statutory basis exists for a
double patenting rejection, the first question to be asked is— does any claim in the application
define an invention that is merely an obvious variation of an invention claimed in the patent?
If the answer is yes, then an “ obvious-type’ non-statutory double patenting rejection may be
appropriate. A double patenting rejection of the obvious-type is analogous to afailure to meet
the non-obviousness requirement of 35 U.S.C. §103, except that the patent principally
underlying the doubl e patenting rejection is not considered prior art. In addition to the
“obvious-type” rejection, there are some unique circumstances where it has been recognized
that another type of non-statutory double patenting rejection is applicable even where the

[ nventzi 4ons claimed in two or more applications/patents are considered non-obvious over each
other.

68. A rgection based on a non-statutory type of double patenting can be avoided by filing a
terminal disclaimer in the application or proceeding in which the rgjection is made. A
terminal disclaimer is a statement filed by an owner of a patent or a patent to be granted that
disclaims the terminal portion of the term of the later patent and includesin the disclaimer a
provision that the patent shall be enforceable only for and during the period the patent is
commonly owned with the application or patent which formed the basis of the double patent
rejection, thereby eliminating the problem of extending patent life. For example, if

= MPEP 804 provides the details concerning prohibition of double patenting.

24 For example, In re Schneller, 397 F.2d 350, 158 USPQ 210 (CCPA 1968) and In re Kaplan,
789 F.2d 1574, 229 USPQ 678 (Fed. Cir. 1986).
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employees A and B work for acompany C, each with knowledge of the other’s work and with
obligation to assign inventions to C while employed, in accordance with 35 U.S.C. 8103(c), a
so called “earlier application” under 35 U.S.C. 8102(e) filed by applicant A claiming
invention X would not be considered for the determination of non-obviousness regarding a
subsequent claimed invention X*, which isobvious from invention X, invented by

applicant B. However, the claimed invention X™ may be rejected on the basis of a
non-statutory type of double patenting. Such arejection can be avoided by filing a terminal
disclaimer. MPEP 804.02 explains that the use of aterminal disclaimer in overcoming a
non-statutory double patenting rejection isin the public interest because it encourages the
disclosure of additional developments, the earlier filing of applications and the earlier
expiration of patents whereby the inventions covered become freely available to the public.

() European Patent Convention (EPC)

69. Article 54(3) of the EPC provides that the content of European patent applications as
filed, of which the filing dates (priority dates) are prior to the filing date (priority date) of the
application under examination and which were published on or after the latter date, shall be
considered as comprised in the state of the art. In accordance with Article 56, such European
patent applications are not to be considered in deciding whether a claimed invention involves
inventive step. They form part of the state of the art only for the purpose of determining
novelty. Details concerning the novelty practice in the EPO is provided in the “ Guidelines for
Examination in the European Patent Office”, in particular in sections C-111.4, C-1V.5to 7 and
D-V.3. Therelevant case law is summarized in section I-C of “Case Law of the Boards of
Appeal of the European Patent Office”. According to the submission by the EPO, the most
important aspect of the EPO practice concerning novelty isthat the EPO practice amsto
provide an absolute standard for novelty which is unambiguously distinguishable from the
relative standard of inventive step.

70. Thefirst step in deciding whether an invention is new is to define the prior art, the
relevant part of that art, and the content of that relevant art. The next step isto compare the
claimed invention with the prior art thus defined, and to assess whether the invention differs
from such prior art. If it does, the invention is novel [Case Law of the Boards of Appedl, 1.C].

71. Thecaselaw providesthat for an invention to lack novelty, its subject matter must be
clearly and directly derivable from the prior art (T 465/92, OJ 1996, 32; T 511/92) and all its
features — not just the essential ones — must be known from the prior art. The content of a
prior art document is not to be considered to be limited to what it explicitly discloses, but it
includes aso theimplicit disclosure of the document, as interpreted by the skilled person
reading the document (see T 677/91, T 465/92 (OJ 1996, 32) and T 511/92). Such implicit
disclosure comprises subject matter which is “derivable directly and unambiguously” from the
prior art document. This can be in the form of features which the skilled person would
recognize as necessarily part of what is disclosed in the document, even if they are not
explicitly mentioned. For example, in T 6/80 (0J 1981, 434) the board found that where a
further functional attribute of an element of a device disclosed in a document was
immediately apparent to a person skilled in the art reading the document, such attribute
formed part of the state of the art with regard to that device. Further, in T 71/93, it was held
that afeature not explicitly mentioned in aprior art document, even though generally known
to help overcome a drawback usual in the same technical field, could not be considered
implicitly disclosed if it were not directly derivable from the prior art document that the
drawback was considered unacceptable and/or if other solutions were proposed for
overcoming the drawback.
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72. Alternatively, in particular in the case of properties or parameters, there can be features
which can be seen to be present automatically if the teaching of the prior art is put into
practice. Thisinterpretation also has the consequence that a specific disclosure can take away
the novelty of a generic claim embracing that specific disclosure (e.g. adisclosed value takes
away the novelty of arangeincluding that value), but that the converse is not the case (see

T 651/91 and T 508/91).

73. Moreover, well-known equivalents of features which are explicitly or implicitly
disclosed in the prior art document are not considered to be “derivable directly and
unambiguously” from the prior art document, and are therefore to be taken into account only
for the assessment of inventive step (see T 517/90). This narrow concept of novelty, which
excludes equivalents, is of particular importance for the application of Article 54(3) EPC. In
T 167/84 (OJ 1987, 369) the board commented that conflicting applications within the
meaning of Article 54(3) EPC were included in the state of the art solely from the point of
view of novelty, but were considered in the light of their “whole contents’. In order to
mitigate the harsh effects of the “whole contents approach”, its application was confined to
novelty (see Article 56 EPC, second sentence). Further, in order to reduce the risk of
“self-collision”, it had always been considered justified to adopt a strict approach to novelty.
Accordingly, the board held that the “whole contents’ of an earlier document did not aso
comprise features which were equivalents of featuresin the later document (see also

T 928/93).

VI. PROPOSAL CONCERNING “ENLARGED NOVELTY"” APPLIED TO EARLIER
APPLICATIONSBY HELFGOTT, BARDEHLE AND HORNICKEL

74. Inview of the different laws and practices at the national/regional level described above
and the divergent views expressed on this matter in the SCP, Helfgott, Bardehle, and
Hornickel, published an article outlining a concept of “enlarged novelty” which could be
applied to the determination of patentability vis-a-vis prior filed, but subsequently published
conflicting earlier applicationsin the international context, so as to overcome existing
differences. The following paragraphs provide a summary of the article, is reproduced in its
entirety in Annex 111.

75. According to that proposal, conceptually, the concept of enlarged novelty is located
somewhere between “ photographic novelty” (no difference whatsoever between the earlier
application and the claimed invention) and obviousness. The concept of enlarged novelty
covers not only the subject matter explicitly disclosed in the earlier application but also al
that one skilled in the art usually understands when reading the earlier application. Further,
where the difference between the claimed invention and the contents of the earlier application
consists of a substitution with equivalent means which iswell known to a person skilled in the
art reading the original disclosure, the claimed invention should also be precluded from
obtaining a patent. Similarly, if ageneric invention is disclosed in the secret prior art, it
should preclude a subsequent application from covering a species not particularly identified
within the generic disclosure (unless the “ species’ isin the nature of a“selection” which
could give rise to patentability). To the extent that the second applicant can show that his
particular species, equivalent, substitute, etc., would not have been within the original
“enlarged” disclosure, because it provides unexpected benefits, unusual results or the like, he
may present arguments to overcome the regjection. Also, asthe earlier application can only be
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used for (enlarged) novelty defeating purposes, it cannot be combined with any other
references or any other material to provide an obviousness type rejection.

76. Thisapproach of applying an enlarged novelty to the prior art effect of earlier
applications aimsto give the full benefit of the invention to the applicant who is the first to
file. Although the first applicant may have only described his invention and given some
examples, someone el se should not be able to come up with another equivalent or well known
substitute and get a separate patent for such modified invention. The first applicant should be
given protection for the full breadth of hisinvention and be able to prevent others from
getting patents on anything falling within the scope of hisinvention. The first applicant,
however, should not be able to hinder others from making use of hisinvention if combined
with other independent ideas. Thus, earlier applications should not be used for the
determination of non-obviousness.

77. Inaccordance with the above principle that the first applicant should be given protection
for the full breadth of hisinvention, the paper proposes that the applicant should be able to
claim anything disclosed in hisfirst application from an “enlarged” viewpoint. In other
words, where the applicants of both the earlier application and the application under
examination are the same, the earlier application does not take away the patentability of the
claimed invention contained in the latter application even if the claimed invention is not novel
(in the enlarged sense) vis-a-vis the contents of the earlier application. It makes no difference
whether two applications are filed by a common inventor or by a common applicant (the
inventors of each application are not the same but they had an obligation to assign their
inventions to the same applicant). However, with aview to achieve fairness in respect of the
public, in cases where a common applicant files both applications, it is proposed that the
second application be subject to aterminal disclaimer. Such aterminal disclaimer, however,
should be limited to the “enlarged novelty” of the invention. If aclaimed invention in the
second application complies with the enlarged novelty requirement, but is obvious from the
contents of the earlier application, the common inventor/applicant would be entitled to the full
term of protection as regards the second application, provided that no other grounds of refusal

apply.

VII. CONCEPT OF NOVELTY APPLIED TO EARLIER APPLICATIONS UNDER THE
SPLT

78. Before further exploring possible concepts of “novelty”, “enlarged novelty” and
“inventive step” applied to earlier applications, it isfirst necessary to examine in detail how
the SPLT applies the “novelty” standard to earlier applications.

79. Asreproduced in Annex |, Article 8(2) and Rule 9 provide for the prior art effect of
certain applications which are filed before, but published after, the filing date (or priority
date) of the application under examination. According to Article 8(2)(a), earlier applications
form part of the prior art for the purpose of determining novelty, but not of determining
inventive step. Rule 9(1)(a) regulates the principle of the “whole contents’ approach, and
Rule 9(3), which provides the principle of anti-self-collision, isincluded within square
bracketsin the draft SPLT.

80. Therequirement of novelty isprovided in Article 12(2) and Rule 14, as reproduced in
Annex Il. Article 12(2) provides for the principle that the novelty requirement is complied
with where the invention does not form part of the prior art. According to paragraph 157 of
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the draft Practice Guidelines (as contained in document SCP/11/4), the following three steps
shall be applied to the assessment of novelty:

(i) determination of the [scope][elements] of the claimed invention;
(i) determination of the [disclosure in][elements of] the relevant item of prior art;

(ili) assessment of whether every and each element or step of the claimed invention is
found in the scope of the item of prior art.

81. Rule 14 provides more detailed rules concerning the determination of the relevant item
of prior art when assessing novelty. In particular, Rule 14(1)(b) states that a*“mosaic”
approach to assessing novelty, whereby a plurality of itemsin the prior art are combined to
defeat the novelty of an invention, may not be applied. Further, Rule 14(2) provides that the
scope of theitem of prior art shall be determined by what was explicitly or inherently
disclosed to a person skilled in the art.

82. Thefollowing explanations regarding the inherent disclosure in theitem of prior art are
given in paragraph 156 of the draft Practice Guidelines:

“Asregards the words “inherently disclosed”, even if acertain characteristic is not
disclosed explicitly in theitem of prior art, such characteristic isinherent, whereit could
be recognized by a person skilled in the art that, taking into account his/her general
knowledge, the characteristic is necessarily contained in the disclosure. Inherency
requires that the extrinsic evidence should make it clear that the missing descriptive
matter is necessarily present in the information described in the item of prior art, and
that it would be so recognized by a person skilled in the art. Inherency, however, may
not be established by probabilities or possibilities. The mere fact that a certain thing
may result from a given set of circumstances is not sufficient”.

83. Insum, according to the SPLT provisions, the scope of the disclosure of an earlier
application under Article 8(2) for the purpose of the assessment of novelty is not limited to
what is explicitly disclosed, but also includes subject matter inherently disclosed in the earlier
application when a person skilled in the art reads the earlier application.

84. Inaddition to the scope of the disclosure, currently, divergent practices apply in
national/regional systems with regard to the relevant date for determining the scope of the
disclosure of earlier applications under Article 8(2). In some systems, the filing date (or
priority date) of the earlier application is the relevant date for determining what the earlier
application discloses and whether the disclosureis enabling. In other systems, the relevant
date isthe filing date (or priority date) of the claimed subject matter. Under the SPLT, these
two positions are reflected as aternatives under Rule 14(2). Thisissue may also be addressed
in the context of the discussions on harmonization.

85. Paragraphs 158 and 159 of the draft Practice Guidelines deal with the novelty
assessment in respect of generic vs. specific disclosures. They provides that:

“Anitem of prior art that discloses a genus does not always anticipate aclaimto a
species within the genus. In other words, where a claim contains a specific disclosure,
for the determination of novelty, a generic disclosure in the item of prior art does not
always anticipate the claim to a specific example falling within that generic disclosure.
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However, where the specific exampleisidentified with sufficient specificity in the
scope of theitem of prior art, the species claim is anticipated no matter how many other
species are additionally described in the item of prior art.

“On the other hand, where a claim contains generic disclosure, for the
determination of novelty, the disclosure of a specific examplein the item of prior art
falling within a claimed generic disclosure anticipates that generic disclosure. For
example, the disclosure of “copper” in the item of prior art defeats the novelty of a
claim comprising “metal” as a generic concept. Similarly, where a claim defines the
genus of specific species in the dternatives, for example, Markush claims (P1, P2, P3
... Pn), and if at least one of the alternatives (P1) is described in the item of prior art, the
whole claim would be rejected unless the applicant delete the alternative P1 from the
scope of that claim”.

Therefore, in connection with the prior art effect of earlier applications, the SPLT provides
that a claim containing generic disclosure lacks novelty where an earlier application discloses
a specific example falling within the claimed generic disclosure. On the other hand, where an
earlier application contains a generic disclosure, a claim under examination with a specific
disclosure is not always anticipated by the earlier application (for example, such a species
may be a so-called “selection invention” which could be patentable).

86. Inaddition, the novelty assessment regarding the disclosure of aclaimed rangeis
provided for in paragraph 160 of the draft Practice Guidelines, which reads as follows:

“A specific examplein the item of prior art which iswithin aclaimed range
anticipates the range claimed. Therefore, where, as by arecitation of ranges or
otherwise, a claim covers several compositions, the claim is anticipated if one of them is
described in theitem of prior art. For example, aclaim to titanium (Ti) alloy with
0.6t0 0.7% nickel (Ni) and 0.2 to 0.4% Molybdenum (Mo) would be anticipated by an
item of prior art that describesa Ti alloy containing 0.65% Ni and 0.3% Mo. Where an
item of prior art discloses arange which touches, overlaps or iswithin the claimed
range, but no specific examples falling within the claimed range was disclosed, a
case-by case determination must be made as to the novelty of the claim. In order to
anticipate the claims, the claimed subject matter should be disclosed with sufficient
specificity in theitem of prior art. If the claims are directed to a narrow range and the
item of prior art discloses abroad range, and if the selected narrow range is not merely
one way of carrying out the teaching of the item of prior art (for example, thereis
evidence that the effect of the selection (e.g., unexpected results) occurred in al
probability only within the claimed narrow range), depending on the other facts of the
case, it may be reasonable to conclude that the narrow range is not disclosed with
sufficient specificity in theitem of prior art in order to anticipate the claims (a selection
invention). The unexpected results may also render the claims unobvious”.

Applying the above assessment to the prior art effect of earlier applications, a claimed
invention lacks novelty where the earlier application provides a specific example which is
within aclaimed range. On the other hand, where an earlier application discloses arange
which touches, overlaps or is within the claimed range, the novelty of the claim should be
assessed on a case-by case basis.

87. Insum, according to the provisions under the draft SPLT and to its Practice Guidelines,
the novelty requirement under the draft SPLT does not require a photographic identity
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between the relevant item of prior art and the claimed invention. Not only the explicit
disclosure in the item of prior art, but aso the disclosure inherent to a person skilled in the art,
should be considered when ng novelty. Taking into account the draft Practice
Guidelines, the draft SPLT also provides guiding principles when assessing the novelty of
special types of claims, such as claims formulated in generic/specific terms and claims
defining ranges. Those genera rules concerning novelty are also applicable for the prior art
effect of earlier applications under Article 8(2).

VIII. POSSIBLE CONCEPTS OF “NOVELTY”, “ENLARGED NOVELTY” AND
“INVENTIVE STEP" APPLIED TO EARLIER APPLICATIONS AND THEIR EFFECTS

(@ Objectives. commonalties and differences

88. Many patent systems provide that, in addition to the publicly available prior art,
so-called earlier applications should form part of the prior art in order to avoid “double
patenting”. The divergences among national laws and practices, as described above, do not
contradict with this standpoint. Rather, the different practices seem to reflect different
principles and objectives underlying the prevention of double patenting. It appears that one of
the key policy questionsis: wherethereis a granted patent, to what extent should the said
patent prevent the issuance of later patents which cover the same or at least similar subject
matter? Since a patent grants an exclusive right to carry out the claimed invention for a
certain period of time, granting two or more patents for the same invention would reward later
applicants with the same exclusive right as well, and would allow an unfair extension of the
patent term with respect to the same invention. Beyond this genera concept, however, the
question arises as to the definition of the term “same invention” covered by more than one
patent, and whether a somewhat “ different” invention filed later, for example, alater
invention which is obvious from the earlier patented invention, should be precluded from aso
obtaining an exclusive right.

89. Clearly, the issue of “double patenting” as such concerns the relationship between two
clamed inventions, and it is not, strictly speaking, a matter of prior art. However, as
described in Chapters 1V and V, the raison d’ étre of the prior art effect of earlier applications
cannot be considered in isolation, that is, without understanding the different principles
underlying the doubl e patenting bar. Each of those principles mirrors a certain social and
cultural environment, but they all attempt, in their own way, to strike a balance among the
first applicant, later applicants and the general public, and to guarantee a sound, reliable and
predictable legal system.

(b) Different notions of novelty and inventive step applied to the prior art effect of earlier
applications

90. Examining the concept of novelty under the draft SPLT as well as various
national/regional laws and practices as described in Chapter V, it appears that the prior art
effect of earlier applications under the SPLT isin line with the laws and practices of many
national/regional systems. However, there are other systems that adopt different criteriafor
such adetermination. Generally speaking, those different practices correspond mainly to one
or other of the following three models:

(i) Thefirst model (Model A) suggeststhat, if aclaimed invention is explicitly or
inherently disclosed in an earlier application, the earlier application defeats the patentability
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of the claimed invention. This assessment isin line with the draft SPLT and corresponds to
the practices which apply in, for example, France and the Russian Federation and under the
EPC.

(i) The second model (Model B) islocated somewhere between the first model and
the third model (below). An earlier application defeats the patentability of aclamed
invention even if the claimed invention is not entirely disclosed (explicitly or inherently) in
the earlier application. However, it isnot permissible to combine the earlier application with
another item of prior art. The difference between the claimed invention and the disclosure in
the earlier application should be minor in the sense that it could be envisaged either by
employing the general common knowledge in the relevant field of the art or by a person
skilled in the art reading the earlier application with his general knowledge and ordinary skill
in the relevant field of the art. Such a concept can be found in the practices of, for example,
Germany, Japan and the Netherlands. The “enlarged novelty” proposal made by Helfgott,
Bardehle and Hornickel? can be considered to form part of this category.

(ili) Thethird model (Mode C) providesthat, if a claimed invention also lacks
inventive step (non-obviousness) in respect of the disclosure in an earlier application, the
earlier application defeats the patentability of the claimed invention. This practiceis applied
in the United States of America, in particular.

91. The above models may beillustrated as follows:

Prior Art Effect of Earlier Applications

Broader Novelty:
Mode A Explicit or inherent disclosure in earlier applications.
No combination of earlier applications and other items of prior art.

Broader Novelty:
Explicit or inherent disclosure in earlier applications + general common

equivalent element).

No combination of earlier applications and other items of prior art.
Model B | e
Broader Novelty:

Explicit or inherent disclosure in earlier applications + what a person
skilled in the art can understand and envisage from the disclosure (for

mere re-arrangement of elements).
No combination of earlier applications and other items of prior art.

knowledge in the relevant field (for example, replacing with awell-known

example, evident modifications such as a mere optimization of asizeor a

Model C Novelty and Inventive Step:
Combination of earlier applications and other items of prior art.

% See Chapter VI and Annex I11.
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92. Comparing the above three models, Model A offers the possibility of patenting alater
invention that goes beyond the explicit or inherent disclosure in the earlier application. It
therefore avoids the potential risk of granting a patent to alater invention which isidentical
to subject matter disclosed in the earlier application. On the other hand, it allows later patents
to be granted in respect of subject matter that is, athough not “disclosed” in the earlier
application, neverthel ess apparent to a person skilled in the art applying the general common
knowledge in therelevant field of art. It will encourage the patenting of further developments
of earlier inventions, even if such developments are minor, thereby offering the opportunity to
later inventors (including the applicant of the earlier invention himself) to obtain patentsin
respect of later inventions. At the same time, this model increases the risk of athicket of
overlapping patents.

93. Model B ischaracterized by the fact that certain matters that go beyond the explicit or
inherent disclosure in the earlier application can be taken into account when determining lack
of novelty.?® However, it does not go so far as to allow the combination of the earlier
application with any other piece of prior art which would render the claimed invention
obvious. Under this model, different degrees of other “matters that go beyond explicit or
inherent disclosure in the earlier applications’ can be explored. Thefirst variation can be
described in away that if aperson skilled in the art, having read the earlier application, can
arrive at the claimed invention by applying his’her general common knowledge, the earlier
application destroys the novelty of the claimed invention. The person skilled in the art can
only refer to the general common knowledge in the relevant field, such asthe
addition/deletion of, or the replacement with, well-known or conventionally and widely used
art which does not generate any substantial effect. In other words, if the difference between
the claimed invention and the disclosure in the earlier application provides unexpected
benefits or unusual results, the claimed invention isindeed a separate invention as in the case
of so-called selection inventions, and would thus not be anticipated by the earlier application.
A typical situation where a person skilled in the art would take into account the general
common knowledge may be replacing an element disclosed in the earlier application with a
well-known or common equivalent element which does not generate any substantial
differencein effect.

94. The second variation under Model B can be described in away that, based on the
teaching of the earlier application, everything that can be understood by a person skilled in the
art could be taken into account. In other words, the scope of the earlier application is
extended to what a person skilled in the art with his general knowledge and ordinary skill
might understand and envisage from the teaching of the earlier application. The difference
between the claimed invention and the disclosure in the earlier application should be able to
be, in some way, filled by a person skilled in the art when he reads the earlier application. In
order to fill such adifference, the person skilled in the art can utilize his full capacity, not just
the general common knowledge. For example, evident modifications to the prior art, such as
the mere optimization of asize or a shape or the mere re-arrangement of elements, could
evidently be made by the person skilled in the art when he reads and understands the teaching
of the earlier application. However, unlike Model C, the prior art effect of earlier applications

% In certain countries, the same novelty test applies to both publicly disclosed prior art and earlier

applications. In other countries, the “identity” of the claimed invention and the disclosurein
the prior art is not considered in the same manner between the publicly available prior art and
earlier applications. Thisissue will be discussed in Chapter IX.
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is limited to what a person skilled in the art can derive from such earlier applications, and the
difference between the claimed invention and the earlier application should not be so wide
that it could only by filled by combining the earlier application with other items of prior art.

95. The consequence of Model B isthat the earlier application prevents later minor
developments from being patented, but allows patent protection for later developments which
are new but obvious. Therefore, in addition to avoiding strict double patenting, it prevents a
proliferation of later patents claiming inventions providing only minor technical
improvements, such as a mere substitution with well-known equivalent means with no
substantial effects. In the absence of an anti-self-collision provision, this means that no one,
including the applicant of the earlier application himself, may obtain a patent in respect of
subject matter going beyond the disclosure in the earlier application but having asimilar
scope. Consequently, that subject matter either falls into the public domain or, depending on
how broad the doctrine of equivalentsis applied under the applicable law, is considered as
infringing the earlier patent. At the sametime, it leaves room for later applicants to obtain
patents in respect of later inventions that are not just minor variants, but are obvious

devel opments from earlier inventions. It alows the co-existence of later patents which do not
comply with the inventive step requirement and which are not making a sufficient
contribution to the state of the art.

96. If Mode B was considered to be the best practice, it would need further elaboration as
to the extent to which other “matters’ can be taken into account in addition to the disclosure
in the earlier application. Without a clear definition in this respect, it will be difficult to
ensure legal certainty and predictability at the international level.

97. Moded C completely bars the possibility of patenting obvious improvements or

devel opments of an invention contained in the earlier application, even if they were made
independently and are not derived from the first invention. In effect, the earlier application
prevents any person, including the applicant of the earlier application himself, from obtaining
alater patent which claims obvious devel opments, unless there is a special rule avoiding
self-collision. Consequently, such obvious improvements or developments fall into the public
domain. Theoretically, different variations can be considered under this model. One
variation could be that, in order to deny the patentability of the claimed invention, an earlier
application could be combined with other items of prior art only where they were made
available to the public before the filing (priority) date. In effect, it would not be possible to
combine two or more earlier applications to render the claimed invention obvious. However,
such adistinction between the combination of earlier applications and the combination
between an earlier application and publicly available prior art may be an artificial one, sinceit
appears that there is no substantial reason to treat earlier applications and publicly available
prior art differently in this context.

98. The above three models require different degrees of identity or similarity between the
subject matter disclosed in the earlier application and alater invention in order for the later
invention not to be patentable. They aso clearly reflect different underlying policy choices.
At the one end of the spectrum, later applications including only minor or obvious variants are
rather encouraged. At the other end, certain systems prevent, in principle, issuing patentsto
any later developments that do not fulfil the novelty and inventive step (non-obviousness)
requirements. In between, anumber of patent systems found some form of a balance that they
considered appropriate.
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99. Asregards Model B, aclarification should be made with respect to the time as at which
the genera common knowledge must be assessed. Should a person skilled in the art apply the
general common knowledge as of the filing date (or priority date) of the later application, or
should the relevant date be the filing date (or priority date) of the earlier application? Under
those systems which publish applications 18 months after their filing date (or priority date),
the difference between the two relevant dates will not exceed 18 months. Nevertheless, in
areas of quickly advancing technologies, the evolution of the genera common knowledge
might be fast, and the choice of the relevant date might have serious implications. It appears,
though, that such a date determining the general common knowledge should be the same as
the relevant date for the determination of the scope of the earlier application (see

paragraph 84).

(c) Anti-self-collision

100. Asdescribed in Chapter V, some patent systems apply anti-self-collision in conjunction
with determining the prior art effect of earlier applications. At first sight, the provision of

antt self-collision does not depend on the three different models above. For each model, there
is at least one country that provides anti-self-collision.

101. Anti-self-collision providesthat, if the inventor or the applicant of the earlier
application and the application under examination are the same, such an earlier application
does not become part of the prior art. Combined with Model A, anti-self-collision would
allow the same inventor or applicant to later claim an invention that was originally disclosed
(either explicitly or inherently) in the earlier application.”” As described in paragraph 29, the
applicant may achieve asimilar result?®® by way of fling adivisional application or claiming
internal priority, or smply amending the claims of the earlier application, if the applicable
law so permits. Therefore, anti-self-collision may provide an additional safety net for
inventors/applicants who wish to seek a patent in respect of subject matter that they
inadvertently disclosed in the earlier application. However, as correctly pointed out by the
Boards of Appeal of the EPO, a strict approach to novelty essentialy reduces the risk of
“self-collision” (see paragraph 73). Therefore, it appears that anti-self-collision may not be a
critical factor for the operation of Model A.

102. On the other hand, under Model B, a patent may not be granted to alater application
claiming subject matter that is not disclosed in the earlier application, but isaminor
modification (such as well-known equivalents). Combined with an anti-self-collision clause,
Model B would operate in such away asto allow the inventor or the applicant of the earlier
application, but not third parties, to obtain a patent on such alater invention with minor
modifications compared to his own earlier invention. The underlying consideration seemsto
be that, particularly under afirst-to-file system where an early filing date plays a crucial role
for obtaining a patent, an applicant may first file an application with certain claims and
embodiments, and later seek patent protection for another embodiment, which was not
disclosed in his earlier application, but is nothing more than, for example, a substitution with
well-known equivalents. In effect, anti-self-collision provides a certain safeguard for the

2 Eveninthis case, in general, the ban of double patenting applies to the claimed invention in the

earlier application and the claimed invention in the later application.

In fact, filing adivisional application or claiming internal priority would preserve the benefit of
filing date/priority date of the earlier application, which is more advantageous than filing a
separate later application.

28
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inventor/applicant who first made a contribution to the art, while leaving room for third
parties, who do not know the contents of the earlier application at the time they file alater
application, to obtain a patent on alater invention developed independently even if that
invention is obvious in respect of the earlier invention.

103. Asregards Mode C, itsstrict application leads to the situation that, even if the earlier
applications are not published, they defeat the patentability of later inventions which are not
novel or obvious from the subject matter disclosed in the earlier applications. Combined with
antt self-collision, thismodel provides the possibility for the inventor/applicant of the earlier
application to obtain a patent in respect of subject matter that is not novel or obvious vis-a-vis
the earlier application, provided that double patenting rejection does not apply. The
underlying consideration of combining anti-self-collision with Model C appears to be similar
to the reasoning in respect of Model B. In the case of Model C, however, a mechanism
without anti-self-collision provision may give rise to greater concerns, since anyone,
including the inventor/applicant of the earlier application himself, would be prevented from
obtaining a patent in respect of later new, but obvious improvements. On the other hand,

antt self-collision, when combined with Model C, may put the inventor/applicant of the
earlier application in arelatively strong position, since, once an earlier application isfiled,
third parties will not be able to obtain a patent in respect of subject matter similar or obvious
from the earlier invention.

(d) Adjustment of the term of protection

104. The practicein at least one country, namely the United States of America, addresses the
issue of effectively extending the term of patent protection by granting patents for similar or
obvious variations. The American Intellectual Property Law Association (AIPLA) expressed
its concerns on this matter in its submission to the International Bureau as follows:

“Theissuance of patents for obvious variations of what is, in actuality, asingle
invention, would subject consumers to extended patent terms for potentially every
invention. This can result in an improper burden on the public at large, bringing
discredit on patent systems for placing the interests of patent applicants and patentees
first, and failing to take the public’ sinterest into account”.

Accordingly, as described in paragraph 68, so-called terminal disclamersplay akey rolein
the United States of Americain view of eliminating public concerns about the potential risk of
extending the term of a patent. However, the International Bureau is not aware of any other
countries raising such concern or providing specific mechanisms to respond to such concerns
in their submissions.

105. It may be noted that the above concern is raised by the United States of America, which
appliesto Model C, while no concernsin this respect have been expressed by any other
countries that belong to Model A or C. From a purely theoretical point of view, comparing
Models A to C without anti-self-collision, the probability of granting multiple patents
covering similar subject matter is the highest in the case of Model A and the lowest in the
case of Model C, since only what is explicitly or inherently disclosed in earlier applications
becomes part of the prior art under Model A. If that isthe case, theoretically, the above
concerns should be higher under Models A and B than under Model C. However, if these
models apply anti-self-collision, as described in paragraph 103, Model C strengthens the
relative position of the inventor/applicant of the earlier application by way of retaining his
possibility of obtaining a patent in respect of obvious improvements in respect of his earlier
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invention, while third parties would be excluded from such possibility. On the other hand,
under Models A and B, the inventor/applicant of the earlier application could obtain marginal
advantage over third parties through anti-self-collision, since any person may obtain a patent
in respect of obvious improvements compared to the earlier application. Therefore, it may be
said that terminal disclaimers are applied under Model C together with the anti-self-collision
system in order to balance the relatively strong position of the earlier inventor/applicant with
alimitation of the term of protection.

106. In any case, the adjustment of the term of protection per se or terminal disclaimers as
such are neither a matter of the definition of prior art nor of the definition of novelty.
Although public concerns about extended patent terms may merit further examination,”
discussions on terminal disclaimers or any other mechanism for the adjustment of the term of
protection should be isolated from the determination of the prior art effect of earlier
applications.

IX. SHOULD THE SAME NOVELTY STANDARD BE APPLIED THROUGHOUT THE
PATENT SYSTEM?

107. In connection with reviewing the novelty standard applicable to the prior art effect of
earlier applications, one related issue that remains to be examined is whether the novelty
standard applicable to the prior art effect of earlier applications should necessarily be the
same as the novelty standard applicable to publicly available prior art aswell asto a number
of other situations occurring in the patent system. Asdescribed in Chapter V, different
countries take different approachesin this respect: some apply the same novelty standard to
both publicly available prior art and prior art consisting of earlier applications; others apply a
strict novelty standard to publicly available prior art and a broader novelty concept to prior art
consisting of earlier applications.

108. A question which arisesiswhether a*“broader” novelty standard, if accepted, should
necessarily apply to all types of prior art. Inthisregard, a comparison of two possible
scenarios provide aclearer picture of the consequences of applying the same or different
novelty standards to different types of prior art: thefirst scenario would apply the same
broader novelty standard to publicly available prior art, and the second scenario would apply,
amuch stricter novelty concept to the publicly available prior art. 1t would seem that, in
practice, the difference between the two scenarios has no significant consequences on the
result of substantive examination because, as far as publicly available prior art is concerned,
not only lack of novelty, but also lack of inventive step is examined. If aclaimed invention
under examination is not explicitly or inherently disclosed in the publicly available prior art,
but the difference between the two consistsin, for example, a substitution by well-known
equivalents, such a claimed invention would not be patentable on the grounds of lack of
novelty vis-a-vis the publicly available prior art under the first scenario. Under the second
scenario, although the novelty requirement would be complied with, since the claimed
invention would be considered obvious for a person skilled in the art through combining the
publicly available prior art and well-known equivalent means, it would not be patentable on
the grounds of lack of inventive step. Therefore, under both scenarios, the claimed invention
would not be patentable.

» It should be noted that neither double patenting nor the term of protection are covered by the

current draft SPLT.
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109. The adoption of different approaches, therefore, may result only in theoretical
differences leading to the same end, since there is no contradiction in respect of the fate of the
application between the two. In thisrespect, the historical development of national laws as
described in the French submission (see paragraph 38) isuggestive. It may well be that one
of the reasons for applying a strict novelty standard is a consequence of introducing the
concept of inventive step in the 20 century.

110. Among those that apply a strict novelty standard, the EPC, for example, applies that
same novelty test to other matters, such as determining whether the “same invention” is
contained in a previous application the priority of which is claimed, examining whether a
divisional application is permissible or the assessment of the admissibility of amendments.
Since the strict novelty standard requires an identity with the explicit or inherent disclosure in
the document concerned, obviously, the same test could be extended to the above matters
whereit isindispensable to preserve the contents of the original application, beit a previous
application the priority of which is claimed or a parent application in the case of divisional
applications.

111. It would seem, however, that the objectives underlying the novelty requirement and
those relating to the validity of a priority right, divisiona applications or amendments are
different. The objective relating to the novelty requirement is to avoid the grant of an
exclusive right to what already belongs to the public domain. Granting a patent to an
invention aready known is not justified. The key issueis, therefore, to define the boundary
between existing prior art which belongs to society and subject matter that can be subject to
an exclusiveright. What constitutes the “ existing prior art” in the context of novelty
determination should be considered against this backdrop. On the other hand, the validity of a
priority right, divisional applications, and amendments are based on the principle that an
applicant should not obtain patent protection in respect of subject matter which he did not
disclose in the application on the filing date (priority date). An exclusive right cannot be
extended to subject matter that the applicant had not invented before filing an application, and
which he had not described in the application asfiled. On the basis of this assumption, the
key issue in these cases is the determination of the scope of the original disclosure (disclosure
in the application the priority of which is claimed, the parent application for divisional
application or the application as filed in the case of amendments), and no priority claim,
division or amendment that goes beyond the original disclosure should be allowed.

Therefore, in those systems that apply a novelty standard that is broader than a concept
covering solely the explicit or inherent disclosure in the earlier application, such a standard
may not easily be applied to those other matters in respect of which the preservation of the
contents is important.

112. In sum, in connection with the prior art effect of earlier applications, where a novelty
standard goes beyond the explicit or inherent disclosure contained in the earlier applications,
whether applying the same novelty standard to publicly available prior art or imposing a
stricter novelty standard to such prior art does not seem to lead to significant practical
problems. In certain cases, the same invention may be refused on the grounds of lack of
novelty in one system, and on the grounds of lack of inventive step in another. In any case,
however, the outcome regarding the patentability of the same invention remains the same. If
the novelty standard with respect to earlier applicationsis determined by the explicit or
inherent disclosure in the earlier application, it might be convenient to apply the same
standard for other type of determination, such as claiming priority, divisiona applications and
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amendments. The different underlying objectives between novelty and other types of
determination, however, should be borne in mind.

X. CONCLUSION

113. The different patent systems have opted for different approaches in respect of the prior
art effect of earlier applications. These approaches are not randomly chosen alternatives, but
reflect different patent cultures and societal objectives, including the relevant environmentsin
which innovation is promoted and exploited. Another relevant factor is the way in which the
interests of the parties involved are balanced against each other under the different legal
frameworks. Therefore, each of the various systems described in this document constitutes a
delicate balance of social, economic and legal factors.

114. The main objective of harmonizing the prior art effect of earlier applicationsisto
achieve auniform prior art basis at the international level, thus contributing to more legal
certainty and facilitating mutual exploitation of search and examination results among
Offices. In order to achieve this goal, Member States would have to agree on a common best
practice to be implemented in an international instrument. While it has been shown that
precisely the term “best practice” differs due to differencesin respect of the underlying
objectives, it would seem that such a best practice at the international level, if any, would at
least need to am to achieve more simplicity, clarity, legal certainty and predictability.
Whether such acommon basis can be found in view of the existing divergences remainsto be
discussed. One question which will have to be addressed in the course of that discussion
relates to the consequences of not harmonizing this particular issue, if no agreement among
Member States was reached, and whether a meaningful harmonization of the broader notion
of prior art can be achieved despite leaving aside earlier unpublished prior art.

115. Interms of structuring the debate, based on the preliminary information contained in the
present document, the following steps might be considered:

— ldentification of the main models currently applied to the prior art effect of earlier
applications;

— ldentification of the main objectives underlying each of those systems;

— Analysis of (a) the extent to which common ground in respect of these objectives
exists or may be developed, and (b) whether the identified common ground could
form the basis for the development of a common approach;

— If theanalysisreferred to in the previous items was able to generate some form of
common standard, consideration should be given to whether such a standard should
apply to earlier unpublished applications only, or whether it could also be applied to
(@) novelty in general, and (b) to certain situations where an identity test similar or
equal to the novelty test is applied (e.g. admissibility of amendments or the
assessment of the identity of the inventions when comparing a claimed invention
with ainvention contained in a priority document). The two following situations
would then appear to be the main alternatives: in thefirst case, the common
standard would apply to earlier applications only, and a different standard (e.g. the
existing novelty standard) would apply to the novelty test for published prior art as
well asfor other situations. In the second case, the common standard would apply
to both published prior art and earlier applications, and another test could apply to
other situations.
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Finally, consideration might be given to limiting the discussion to those elements
that appear to be necessary to achieve acommon prior art basis, while leaving aside
those elements that, while applied in certain systems in the context of the prior art
effect of earlier applications, do not seem to relate directly to prior art (such as, for
example, terminal disclaimers).

116. The Committeeisinvited to note the
contents of, and to consider possible
approaches to address the issues raised in, this
document.

[Annexes follow]
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ARTICLE 8(2) AND RULE 9 OF THE
DRAFT SUBSTANTIVE PATENT LAW TREATY (SPLT)

Article 8

Prior Art

(2) [Prior Art Effect of Certain Applications] (a) The following subject matter in
another application (“the other application™) shall also form part of the prior art for the
purpose of Article 12(2), provided that the other application or the specification of the patent
granted thereon is made available to the public on or after the priority date of the clamed
invention by the Office[, as prescribed in the Regulations]:

(i) if thefiling date of the other application is prior to the priority date of
the claimed invention, the whole contents of the other application;

(if) if the other application has afiling date that is the same as, or later
than, the priority date of the claimed invention, but claims, in accordance with the applicable
law, the priority of aprevious application having afiling date that is earlier than the priority
date of the claimed invention, subject matter that is contained in both the other application
and that previous application.

(b)  For the purpose of this provision, “the other application” means:
[Alternative A]

(i) wherethe Contracting Party is a State, an application referred to in
Article 3(2)(i) and (iii) and, if that Contracting Party isamember of aregional patent
organization, [subject to the applicable law,] aregional application filed with or for the Office
of that regional patent organization through which patent protection in the said Contracting
Party is sought and an international application the processing and examination of which has
started before the Office of that regional patent organization in its capacity as a designated
Office under the PCT;

(i) where the Contracting Party isaregiona patent organization, an
application referred to in Article 3(1)(ii) and (iii).

[End of Alternative A]
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[Alternative B]

() wherethe Contracting Party is a State, an application referred to in
Article 3(2)(i) and an international application which designates the said Contracting Party
and, if that Contracting Party is amember of aregional patent organization, [subject to the
applicable law,] aregional application filed with or for the Office of that regional patent
organization through which patent protection in the said Contracting Party is sought and an
international application which designates the Office of that regional patent organization;

(i) where the Contracting Party isaregiona patent organization, an
application referred to in Article 3(1)(ii) or an international application which designates the
said Contracting Party.

[End of Alternative B]
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Rule9

Prior Art Effect of Certain Applications Under Article 8(2)

(1) [Principleof “Whole Contents’] (a) The whole contents of another application
referred to in Article 8(2) shall consist of the description, claims and drawings as of thefiling
date.

(b) The other application referred to in subparagraph (a) shall also include an
application for a utility model or any other title protecting an invention under the applicable
law, except where the applicable law allows for a patent and another such title to be validly
granted with effect for a Contracting Party for the same claimed invention.

(2) [Applications That Should Not Have Been Made Available] Where the other
application has been made available to the public in accordance with Article 8(2) in spite of
the fact that it should not have been made available to the public under the applicable law, it
shall not be considered as prior art for the purposes of Article 8(2).

[(3) [Anti-Sf Collision] Article 8(2) and paragraph (1) shall not apply when the
applicant in respect of, or the inventor identified in, the other application and the applicant in
respect of, or the inventor identified in, the application under examination, are, at the filing
date of the application under examination, one and the same person, provided that only one
patent may be validly granted with effect for a Contracting Party for the same claimed
invention.]

[Annex |1 follows]
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ARTICLE 12(2) AND RULE 14 OF THE
DRAFT SUBSTANTIVE PATENT LAW TREATY (SPLT)

Article 12

Conditions of Patentability

(2) [Novelty] A claimed invention shall be novel. It shall be considered novdl if it
does not form part of the prior art[, as prescribed in the Regulations].
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Rule 14

Items of Prior Art Under Article 12(2)

(1) [Itemof Prior Art (d) Anitem shall qualify asan item of prior art only if it
enables a person skilled in the art to carry out the claimed invention.

(b) Any item of prior art relevant to the determination of lack of novelty may
only be taken into account individually and may not be combined with other items of prior
art.

(c) Anitem of prior art incorporated by explicit reference in another item of
prior art shall be considered to form part of the latter item of prior art.

(2) [Scopeof the Item of Prior Art]
[Alternative A]

The scope of the item of prior art shall be determined by what was explicitly or
inherently disclosed on the date on which theitem of prior art was made available to the
public to a person skilled in the art as of that date.

(3) [Other Application as Item of Prior Art] Where the item of prior art is another
application referred to in Article 8(2), the reference to the date on which the primary item of
prior art was made available to the public in paragraph (2) shall be considered as areference
to the filing date of the other application or, where applicable under Article 8(2)(b), the filing
date of the previous application.

[End of Alternative A]

[Alternative B]

The scope of the item of prior art shall be determined by what was explicitly or
inherently disclosed to a person skilled in the art as of the priority date of the claimed
invention.

[End of Alternative B]

[Annex |11 follows]
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A Harmonized Approach To Applying Secret

Prior Art

By Samson Helfgotl, Divecltor of Palents, KWZ Rosemman,
Mow Yark (Samson Helfgolt @gmen com); Helnz Bardehie,
Furopean Patert Attorney, Bardenie Pagenberg Dost
Atenburg Geissiar, Mumich (Bardeniesbardetie.dal: and
ot Hormiekel, Itellectual Property Coursel, PolyOne
Corp., Avant Lake, N0 o, fommi ckelepalyaiie. coii)

Abstract

Az patent harmonization discussions proceed, one of the ma-
jor issues to be harmonized concerns the citation of secret
prior art. Fraviously filed, subsequently published applica-
tions can e utilized as prior art both against third-party appli-
cants and the laterAling apphicant himsealf.

Inthie United States, Japan, and Europe, such secret prior art
is currently used in different ways. A new proposal is herein
suggested which reintroduces the concept of “enlarged nov-
elty” as applying to both third-party rejections and the later-
filing applicant. This new system inherently results in a com-
promise of the three existing Palent Systems.

I. Patent Harmonization Discussions

Patent harmeonization discussions have bean going on for at
least 25 vears. Initial activities taking place at Genava undear
the sponzarzhip of the World Intellectual Property Crganiza-
tion (WIFD) yielded hope for a substantive treaty but were
ultirnately stymied by lack of progress on the "first-to-file”
Iszue. However, the discussions did result in the passage of
a procedural Patent Law Treaty (PLT), which has already been
successhul. While not yet ratified, it has served as a model for
changing all cther patent laws, including the Patent Coopera-
ticn Treaty (FCT), to conform with the PLT.

Continued discussions on substantive patent law harmoniza-
tion have proceeded on a rather slow basis. Confronted by a
numier of political obstacles, patent harmonizaticn has been
an elusive goal. Conflicting views between "east and west”™ on
miajor patent issues such as patentable subject matter, tech-
nical effect, and first-to-file have slowed the pace towards any
compromise solution. Likewise, "norh-south” issues on pro-

tecting genetic resources and traditicnal folklore have like-
wise stymied progress on harmonization talks.

However, it appears that Mon-Governmental Crganizations
(MG are actively trying to eliminate duplication of effort by
patent offices around the world to ultimately reduce the cost
of patent protection globally, while maintaiming high quality. As
a result, a flurry of efforts has recently taken place 1o revive the
styrmied WIPD talks and attempt to give patent harmaonzation
a "jump start".

Cinthe one hand, the Tiilateral Patent Offices (European Patent
Oifice, Japan Patent Office, and U_S. Patent and Trademnark
Cffice) have procesded by pricatizing the izsues into primary
and secondary groups and to address those issues in the
primary list, while keeping the mast difficult subjects as part of
asecondary ist. At the zame time, the ME0s have met, and in
a similar approach have put together a "mini basket"” of iz-
sues which should beinitially addressed inan attemgt to achieve
harmonization on these issues as a first step.

In both lists of issues, the main areas being addressed relate
to those laws requiring harmonization in order to achieve an
equal basis for an international-type search. At present, one
of the difficulties in providing "good faith and credit” to an
international search from one crganization to ancther is the
differences in substantive patent laws.

The grace period in the United States eliminates references
which Eurape and Japan would accept. Different interprata-
ticn of prior art, for examiple, local versus absolute, also pro-
vides differences in the utilization of prior art. Finally, one of
the most difficult and distinct aneas preventing uniform search-
ing redates to the use of previously filed, subsequently pub-
lizhed applications, typically referred to as "secret pricr art”.

To the extent that & commen legal approach can be achieved
in uniformby addreszing such "secret prior art”, great progress
might be achieved toward ultimately cbtaining harmonization
on the "mini-baske!” of izsues presently being considered.

Thie arlick appeared in World Intellectual Property Report, Valume 13, Me. 1, January 2004 and is reprinted by parmission.
Copyright 2004, BHA International Ine. {www bnai.com)
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Il. What is "Secret Prior Art"?

Secret prior art refers to patent applications that have been
previously filed but subsequently publishad with respect to a
particular application that is being examined. Such secret prior
art presents conceptual problems when utilizing it as prior art.
Cn the one hand, as itwas "secret” and not available to the
public, it is difficult to utilize as information that was in the
puiblic domain, since no one could get access to that informa-
fion and noone, except the inventor of the first-filed applica-
fion, was awara of it.

At the same time, it cannot be totally disregarded, since it
does show that someone else had previously inventad that
concept, described it, and satizfied the requirements of the
patent system by disclosing it at least to the Patent Officein a
patent application. In a first-to-invent system, it shows that
zomeone else imented that information, at least to the extent
that they established a previous filing date. In a first-to-file
gystam, it shows that someone elze had filed that invention
previously. Accordingly, the prior-filed application cannot be
totally disregarded as a prior art for the laterfiled application.

Secret prior artcan then be utilized against all third parties, as
well as against the applicant in certain circumstances, which
differ from country fo country. Against third parties, it presents
pricr art concened of by another. Even as against the applicant,
howeever, it prezents an indication that all of the matenal was
previously disclosed by the applicant himself and constitutes a
pricr official disclosure for the later submission into the public
oM.

The extent of utilization of such secret prior art has two possibili-
fies. One s the "prior claim approach”, which only utilizes the
specilic claims of the first patent application agairst a later-filed
application. The difficulty with this approach s that it takes marry
yiears until the claims of the first application are fully known. As a
reault, it may delay the prosecution of the second application,
zince the second application cannot move forsard until the
claims of the first patent application have been defined.

The more widely accepted approach is the “whole contents
aporoach”. Inthis case, the entire text of the first patent appli-
cation is ulilized as prior art o be appled against what is baing
claimed in the second application.

lll. Current Systems Applying Secret Prior Art

Al present, the U5, Eurcpe, and Japan each have different
approaches to utilizing secret prior artas a reference against
third parties, as well as againzt the applicant himsalf. Each of
these approaches defines a workable system that has been
utilized for years, and each approach presents a viable possi-
bility that can be the basis for & harmonized system. However,
each of these approaches also presents some conceplual con-
tradictions and often does not appear to be logical or equitable
in applying such secret prior art. Each of these approaches
actually has two parts. Oneis apphing the secret prior art aganst
third parties, and the othar is apphing the secret prior & aganst
the applicant himself. Each of thesa will be analyzed below.

A, Secret Prior Ant Ltilizea Against Third Panties

i. Ewvopean Approach

The European approach is to use the whole contenis of the
secnat prior art against a third-party pending application. How-
ever, it only utilizes the whole contents for strict novelty-de-
feating purposas. Such strict novelty is sometimes refarred
toas "photographic novelty”™. Thus, to the extent that the latar-
fited apphcation differs even slightly fromwhat is contained in
the secret prior art, a patent will izsue o the second applicant.
Conzequently, to the extant the second applicant claims some-
thing which is not directly within the secret prior art disclosure
but might be obwvious fromit, he would alzo get a patent. This
can best be described below in Fig. 1.7

FIG 1 — Europe applying Sacret Prior Art egainst another epplicant

Dieclosure
Applcant 1 AR C
Applicant 2 - Claims B - Mo Pater
Applicant 2 - Claame B - Patent
Applicent 2 - Claims BD - Patent
ii. fafrnese Approach’

The Japanese system generally i similar 1o the European sys-
fam in apphying the whole contents of the secret prior art only
for novelty- defeating purposes against a third-party applicant
wihio files later. However, according to the Japanese Patent Of-
fice, the whole contents of the first application iz applied not
only forwhat i "photographically” presented, but also for in-
formation that one could understand or grasp from the discho-
sure of from the matters which can be said 1o be substantially
disclosed in the secret prior art - specifically, anything that can
be derived by considenng the commaon technical knowledge in
the arts at the time of filing of the secrat prior art.

Such commaon technical knowledge in the arts is the matter
which is apparent on the basis of arts well known to the per-
son having ordinary skill in the art. Thus, inJapan the concapt
of "novelty” is broader than just "photographic novelty”. The
situation in Japanwould be as shown in Fig. 2 below.

FIiG 2 - Jepan applying Secret Frior Art agasnat anoiher applicant

Digclosure
Apphcant 1 AR C
Applicent 2 - Claima B - Wo Patent
Applicent 2 - Clasms B - Mo Patent
Applicant 2 - Claams BD - Patant

Il o704 Copyrioht © 2004 by The Bureau of National Affairs, Inc. WIFR ISSN 0952 7613
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iii. LS. Appraach

The U.5. approach alzo applies the whole contents of the
secret prios art. However, it utilizes it both for novelty-dedeat-
ing purposes and for olbwviousness purposes. Accordinghy, in
the U5, they will apply evenhing that is disclosed in the se-
cret prior art directly, as well as combining it with any other
reference which may aither have bean published or may also
have baen part of the secret prior art. This situation s de-
scribed in Fig. 3 below.

FIE 3 - LS. epplying Secret Prior Art egainet enother applicant

DCizcioaure
Applicant 1 A B C
Applicant 2 - Claime B - Mo Patent
Applicant 2 - Cleimz B” - Mo Patent
Applicant 2 - Clairms BO - Mo Patent
fassume D is
kicram In that arg)

B Agairst tie Appiicant Himseir

i Emropean Apprvach

In Europe, they utilize the same whole-contents approach for
novelly-defedting purposas against the applicant exactly as
against a third party. This is typically referred to as "self-calli-
sion” or “internal collision”. Mamely, to the extent that the appl-
cant has disclosad an invention in a secret pror art, he canno
longer claim that same invention in a later application, the
concept being that once he disclosed itin the first application,
e st claim it there and cannot claim it elsewhere. He can file
a divisional on that first application, but he cannot claimit in
any other application.

However, again, this novelty is only "photographic novelty”,
a0 that should he claim a slight variation, an equivalent. a
species, or some other slightly different invention in a later
application, the earlier, secret prior art application will not be
uzed agairst him. Clearly, if he claims in a later-filed application
an invention that is only obvious over the first disclosure, he
will definitely get a patent, since the first application is only
utilized for very narrow novelty-defeating purposes. This is
shown below in Fig. 4. It should be noted that it is a similar
sifuation to applying the secret prior art against third parties.

FiG 4 - Eurcpe applying Secret Prior Art egainst eame spplicant

Cizchasure
Applicant 1 ABC
Applicant 1 - Claime B - Mo Fatent
Applicant 1 - Clesmz B” - Patant
Applicant 1 - Clairrs BO - Patard

i Japanese Ajproach

In Japan, howeves, they do not care about seli-collision. Spe-
cifically, the prior art cannot be used against the applicant him-
salf, or even the same irventor of the claimed invention and
different assignees, even for novelty-defeating purposes. One
of the regsons for this is thatin Japan, large industry files many
applications. Typically, the applications may beinitialy prepared
by the inventor himself and reviewed by a patent atiormey ba-
fonz filing. The dizclosure put together by the inventor, or sven
a patent attorney, may often overkap another disclosure, since
large groups of inventors typically work together. Accordingly,
the zame disclosure of a particular invention may be foundina
number of diffenent applications, all being filed around the same
time, although not onthe same day.

As aresult, the particular application which claims that inven-
ticn may be later than an earlier application that already de-
sorbed that invention. Accordingly, the situation in Japan is
shown below in Fig. 5.

FIE 5 - Jaspen applying Secret Frior Art against eame spplicant

Disclosure
Applicant 1 A B G
Apphcant 1 Claime B - Fatent
Applcant 1 Claims 8 - Patent
Apphcant 1 Claima BD - Patent
i, LLS. Approack

The U5, situation is much more complicated. Firstly, it makes
a distinction whether the secret prior art and the later applica-
tionwere filed by the same inventor or not, and also makes a
distinztion whether thera is an obligation to assign the secret
prior art invention and the later invention to a single applicant,
at the time each was filed. Furthermore, it makes a distinction
betwean apphing the reference for novelty-defeating purposes
and for chvicusness purposes.

Additionally, LS. law includes terminal disclaimers. Should
the same inventor claim the same invention baice, this is abso-
lutely prohibited as being statutory double-patenting. COn the
other hand, should the applicant be claiming an imsention that
is obwviows over a previcusly disclosed invention, such would
bea considered obvious double- patenting and would require
a terminal disclaimer so that both patents must remained
awned by the same inventive entity or its assignee and would
terminate at the same time to &void any extension of the patent
grant beyond the expiration date of the patent issuing from
thi original invention.

Shaown betow in Fig. 6 is ULS. application of secret prior arnt
applied against the sama imventor. In this case, there would
actually be no application of the secret prior &t against the
imeentor himself. However, a terminal disclaimer would be ne-

071/04 Copyright @ 2004 by The Bureau of Mational Affairs, Inc. WIPR 155N 0952-7613 n
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quired even though the secret prior art is not a reference. {Itis
understood that the same invention is not being claimed twice,
namely it is not being claimed in the firzt application, although
itis disclosed in that first application).

FiG 6 — WS, applying Secret Prior Art agasnst seme imentar

Dieclosuns
Inwersar 1 A B LC
Inwveritor 1 - Claime B - Patent
Inwertor 1-  CleimaB* - Patent Latd L
DOisciaimes
Inveritor 1 - Claima BD - Patant

Inconnection with applying the secret prior art where there are
different imventive entities of claims in the later application com-
pared with the first application, althowgh at the tme of their
respective imventions all inventors had an obligation to assign
o the same assignee, a different situation cocurs. Inthis case,
if the same invention is disclosed in the secret prior an, the
secret prior art will be applied for novelty purposes. In this
case, no patent will issue unless the second inventive entity
was the same inventive entity of the invention disclosed in the
first application.

Howewver, the secret prior art will not be applied for obvious-

ness purposes, since U35, law has been changed to acknow-
edge the fact that groups work together, and therefore one
inventor may learn an invention from another and improve
upon it within the same group, working for the same com-
pany, and therefore the company should not be deprived of
those inventions coming from the group when one inventor
improves upon the other,

Accordingly, applving secret prior art inthe U, 5. against the
zame assignee but different inventors will result in the follow-
ing as shownin Fig. 7.

FIG ¥ - LL5. apphying Secret Prior Art sgainst different imentore bt
COMMN A3Ekgnes

Dieclosune

Applicant 1
{Invantor X}

AB.C =

Applicant 1 Claime B - Mo Patert

{Irmaantar ]

Brmmal

Applicant 1 Claims B°

{Irmaantar ]

Sppicant 1 Claims BD - Palent ——j

{Irmaantar ]

- Patent > CHeckaimer

I1l. Legical Inconsistencies With Existing Approaches

Although each of the European, Japanese, and LS. ap-
proaches provides a workable system, there are logical in-
consistencies with each of these systems producing contra-
dictions and logically difficult resulis.

By way of example, the European approach fails to provide
adequate protection to an applicant who comes up with a
basicidea. Since the secret pricr artwill only be ubilized against
third parties for "photographic novelty” to the extent the first
applicant makes a basic contribution, a later applicant can
come along and make a very slight or equivalent modification
or substitution and get his own patent.! Sometimes this can
deprive the oniginal applicant of any of the practical, commes-
cial benefits of his first imvention.

E=zpecially in a first-to-file system, where there is a rush to get
the applicaticn on file, there may not be adeguate time to
include every variation. However, once the first applicant files
the application, he locks inhis nghts. Although he had bean
the first to file for the invention, someone else may come up
with a very minor change and gain independent patent nghts
of & much more significantly commercial invention.

Furthermeore, limiting the applicant to the specific wording of
the patent application places his invention as the “sacrificial
lamb” to the linguistic capabilities of a patent attomey. Since
Europe only precludes "photocgraphic novelly” 1o the extent
the patent aticrney used a particular word or phrase rather
than a different phrage, someone with a shighthy different word-
ing would be able to get an independent patent thwarting the
rights of the true first-to-file inventor,

Additionally, while the apgplicant himself can aways fle dvisionals
and claim all aspects of his original disclosure 1o the extent of
the linguistic capabilities of the patent attomiey, should he fail to
do =0 until grant of his first application as a result of self-colli-
sion, he i precluded from recovering what he onginally dis-
closed should he file a second apglicaton. If he filed the divi-
sional shortly before grant, he would be able 1o cover what he
had dizclosed. If he files it after grant, be is now precluded,
although hewas the one who onginally disclosed it

Addiionally, since the European and Japanese approaches
o not have terminal dizclaimers, although itis notan identical
invention as dizclosed, the public iz subjected to extending
the monopoly for what are essentially minor variations of the
same invention, because "photographic novelty™ will not pre-
vent the same applicant from extending the monopoly with
mminar variations. This problem would be further exacerbated
if there were 1o be a grace pericd where the applicant's own
publicationwould not be price art against the applicant for the
timne limit of the grace penod.

The LS. system likewise presents logical inconsistencies.
Under the LS. systemn, a "secret prior ant" is wilized and
combined with other references, in some cases also other
“sacret pior art”. This is effectively saying that one skilled in

01/04 Copyright @ 2004 by The Bureau of National Affairs, Inc. WIPR 155M 0952-7613
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the artwauld find it cowvicus to take what is not known to anmyone
publichy and combine itwith scmething ekse which s known or
evien not known 1o anyone pullicly, inorder to make the inven-
tion obvious onthe date the zecond applcation was filed.

In truth, the only one privy o the "obvious combination” of
twio items of “secret prior at” is the patent examiner, who
must decide what is obvious to one of ordinary skill in the art
and not be that skilled artisan himsali.

Furthermaore, the ancrmaly of appling the LS. law against
inventors, as compared 1o applicants, also presents incon-
sigtencies. Should there be a common applicant (assignes)
with different inventors, no patent will issue if it was previously
disclosed (applying 102(e)) but a patent will izsue on an obwi-
ous vanant (not applving 102(e)/103), as the group works
together. The law thus recognizes a group working together
but not a patent attcrniey wiiting an application based upon
the work of the group and incorporating more than one idea,
although not claiming it.

Moreover, the "working group” concegt fails if the working
group is a conporation and a university that work in joint de-
velopment, two corporations working in joint development,
elc. Innovation often occurs whene two different legal entities
not under commeon confrol are engaged in research and de-
velopment.

Accordingly, althcugh all of the vanous existing systems have
functioned and operate effectively, none of them provides a
perfect logic to all aspects of utilizing "secrat prior art”.

IV. New Proposal For Applying Secret Prior Art

Although, ina hammonzed treaty, any of the existing approaches
could be utilized as the accepted standard, in order to do so
there would have to be full concessions on the part of one
approach to accept the other approach. While concessions
are always available in negofiating harmonization treaties, com-
promise often is preferable. However, incomipromising, what
is often done is to take one of the existing approaches and
“tailor or modify itin certain as pects.

Az has been frequently pointed out, an existing approach may
have been proven effective far many years. It is built on nu-
merous other intertwined aspects. "Tinkering ™ with one as-
pect and modifying it often has detnmental effects on another
azpect, and it not that easy to take an existing approach and
simghy modify it in one or two aspects. Its often preferable 1o
come up with a totally new approach which provides a come-
promise initz effect, and at the same time is one that can be
accepled based upon logical principles of law and equity, and
faimess for all systems involved and their applicants.

In this regard, a new proposal is presented for dealing with
secrel prior art which effectively provides a compromise and,
atthe same time, provides a new approach which differs from
all existing approaches. The new approach is based upon
applying the whole contents of secret prior art for what is
referred to as "enlarged novelly” purposes.® To some extent,

itis not & new concept but reverts back to an old understand-
ing of the concept of novelly.

For example, under the German national patent syastem thizizsa
concept of novelty, which covers all that one skilled in the art
usually understands from a document and which iz broader
than the photographic novelty approach that is cumently being
utilized by the Eurcpean Patent Office and by most of itz Mem-
ber States. By way of example, if a generic invention is dis-
closed in the secret prior art, it should preciude a subsequent
application from covering a species not particularhy identified
within the generic disclosure {unless the “species” is in the
nature of a "selection” which could give rise to patentability).

Likewize, later equivalents should be precluded. Later well-
known substitutes should be precluded. Anything that would
b waall known to one skilled in the ant reading the onginal
dizclezure should also be precluded. Thus, the first disclo-
sure should not only provide novelty-defeating from a "pho-
tographic” viewpoint, but from an "enlarged novelty™ view-
point. To some extent, this iz similar (although perhaps
broader) than the present Japanese understanding of “now-
elty”. Moreower, this German concept of novelty is similar to
the Amercan concept of "inherency” found in a single prior
art reference.

T thie extent that the second inventor can show that his par-
ticular species, equivalent, substibute, elc, would not have been
within the onginal "enlarged” disclosure, as it provides unes-
pected benefits, unusual resultz, or the like, he may present
arguments to overcome such secret prior art rejection. Also,
as the secret prior art can only be used for novelty (enlarged)
defeating purposes, it cannot be combined with any other
reference of any other mataral to provide an chvicusness
type rejection.

By way of example, Fig. &indicates schematically what consti-
tutes the "enlarged novelty” beyond the " photographic novedty”
of the secret prior art Reference & and the potential for combin-
ing it with other references to provide an “"olwicusness” rejec-
tion from that Reference & 1T only the "enlarged novelty” that
wolld be utilized for applying such secret pricr arl.

‘photographic”
FIGE e Ty

e

 Entlanged”
L~ o

/ rvelty

| ObrdousrEes

Al A

-~

Conceptually, the approach of uzing the “enlarged" novalty
for applying secret prior art i 1o give the full benefit of the
irvention to the inventor who i the first to file. Although he may
have rushed to file his application first, and his patent attormey
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may have used specific words, he should =il be entitled to the
full benefit of his invention. Thug, to the extent that he covered
a generic concept and listed some but not all species, some-
one else should not be able to come up with ancther species
falling within the genenc class and get a separate patent an it
{except for the "selection” concept indicated above, which
should be held to high standards of proof).

Likewise, although he may have described his imvention and
given some examples, someons alse should not be able to
come up with one other equivalent or well-known substitute
and get a separate patent on that. The inventor should be
given the full breadth of his invention and be able o stop
others from getting patents on arything faling within the scope
of his invention. However, he should not be able to stop oth-
ars from making use of his invention and combining it with
other independent ideas. Thus, he should not be able toutilize
his secret prior art for obviousness purposes where it is nec-
essary to combine the secrat prior art with other references.

In connecion with apphying “secret prior art” in an "enlarged"”
nowvelty approach, the result applying it against third parties
would be as shown in Fig. 9 as follows.

FG 9 - Applying Secret Frior Al egeinst another applcant in
Enlarged Movelty” eystem

Dieclosune
Applicant 1 HBC
Apolicent 2 - Cleims B - Mo Patent
Apolicent 2 - Claime B - Mo Patent
Applicant 2 - Claime BD - Patant

It should be noted that the effective result of using the “en-
larged novelty” approach is effectively 8 compromise be-
twean the European approach (Fig. 1) and the ULS. approach
{Fig. 3}, and rather similar to the Japanase approach (Fig. 2).

It is alzo believed that this same “enlarged novelty” concept
can be utilized in connection with the applicant himseli. The
applicant should be able to ulimately claim anything disclosed
in his first application from an "enlarged” viewpoint. Specifi-
cally, the applicant should be able to claim both his “photo-
graphic” disclosure and an "enlarged” version of that disclo-
sure in his second application.

Furtharmore, it should not make a difference whether it is the inven-
tor imeet who filed the second application orwhether itis ancther
irmveritor within the same applicant group. Solong as both inven-
tors wane part of the spolicant, n the sensea that they had an obiga-
tion to assign it to the same applicant, we must recognize the
group aspect of inventions and grant patents 1o the appicant
whether the imvention was disclosed in the first application and
claimed in the second, or claimed in the first, solong as the true
irmiantor is mamed in the applcation claimng his insenton.

However, in all faimess to the public, in cases where it is a
common applicant that is working with members of a single
group expanding the invantion, a termingl disclaimer should
be applied. Howaver, such terminal dizclaimer should only be
limited to the "enlarged novelty™ of the invention, not to any-
thing that results from obwvious advances of the invention.

Agcordingly, in the proposed system the following Fig. 10
wolld result when applying secret prion art against an apgli-
cant, regardless of who is the inventor.

FIG 16 - Apphying Sacret Pror Art against déferent inventors but
COMITCN SE5ignes

Disciosure

Apphcant1 A B C :

{Irvverior X)

Terrranal

Claime B - Patent
DHscaaimer

Applicent 1 -
{Inwarsar ¥}

Applicent 1-  Claime 8° - Patent
{Inwarsar ¥}

Applicant 1 - ClaimeBD - Patant =—
{Inwantar ¥}

It will b2 noted that this approach again results ina compro-
mise between Japan, Europe, and the LS. It provides anti-
collision features, terminal disclaimer features, equates appli-
cants and inventors, and provides a logical and equitable
compromised system.

Conclusion

Itis therefore 2ean that using the "enlarged novelly” approach
for applying secret prior art, both against other applicants
and in connection with the applicant himsel, there is provided
a new compromise type of system that provides a logical
and equitable approach to the applicant, other inventors, and
the public at large. It also happens fo provide a mid-way
position between the existing approaches curmently employed
inJapan, Europe, and the United States.

Furthermore, it avoids the necessity of “tinkering” with any
existing approach which may cause problems, and instead
comes up with a new overall approach. Also, it avoids the
political problem of having any one country of region “con-
ceding” o the approach of the other, but instead creates a
totally new approach and consistent logic to reach an effec-
tve compromise position.
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MNotes

i

In the examples that follow, “disclosure & B, C." meane that
the application discloses these three inventions but does not
claim them. *Claime B” means that the application claims
invention B. "Claim B~ means the application claims an
immention shghtly different than invention B disclosed. “Claims
BO® means the application combines invention B with an-
ather known idea such that the combination BD i an obwi-
ous vanation of B but requires combining the teaching of B
with another referance.

The Japanese information has been provided by Shinji Kato,
Japanese Patent Attorney, Partner of PHOSPEC Patent Firmn,
Tokyo Branch Office, Japan.

In the USA anly, the applicant is the imventor, not an as-
aignes of the inventor. Becauvse inventorship can vary from
claim to claim, the “inventive entity” of each claim needs
identification in both the prior application and the later appli-
cation for prior art purposes.

The later applicant’s work is done and filed without knowl-
edge of the earlier applicant’s work. But in rapidly emerging
technologies, parallel innovation paths often ocour

In some respects this concept has been suggested infor-
mally in the past. Among those who had considered this
concept in the past. in addition to the authors of this paper,
was Mike Pantuliano of Clifford Chance. On behalf of the
IIF5 at the London “Roundtable” of MGO:e on Movember
10 and 11, 2003, he advanced, in general terms, the pro-
pos=al being formally presentad here in thie paper. He also
endorsed the notion that under an “enlarged novelty” con-
cept, for citation purposes a first-filed. later published ap-
plication would not be combinable with other known or
unknown references. His propoeal was submitted onby with
respact to the application of secraet prior art to third parties.
Howaver, in thie paper it i8 now extended to apply also with
respect to an applicant.

[End of Annex I11 and of document]



