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NOTIFICATION OF PROVISIONAL REFUSAL

This notification is issued by the Japan Patent Office (JP0} in accordance with Rule 17{1) and (2) of the Common
Regulations under the Madrid Agreement concerning the International Registration of Marks and the Protocol
relating to that Agreement and Section 156-Z2 and 15-3 of the Japanese Trademark Law.

I. Internaticnal registration number: 907474
Mark: WIKIPEDIA
Date of subsequent designation: 2007/10/01
Holder of the international registration:

Vikimedia Foundation, Inc.

[T. This trademark application* shall be totally refused protection. The grounds for
refusal are indicated under Item V. A copy of the corresponding provisions of the
Japanese Trademark Law is attached to this notification.

IT1. This refusal is issued on August/21/2008 by

TAGUCHI Reiko (Ms.)
Examiner

Madrid Protocol Division
Facsimile: +81-3-3593-2398
Telephone: +81-3-3501-2392

IV. The trademark of this application can be protected subject to amendments to be made by
the holder of the international registration as suggested under Item VI. The

amendment must be made through the intermediary of a representative domiciled in Japan
within three months from the date of pronouncement, as indicated below. If any, the
holder may submit to the JPO a written opinion against this provisional refusal
through the intermediary of a representative domiciled in Japan by the same date.
Alternatively, the holder may request a limitation of the list of goods and/or
services in accordance with Rule 25(1)(a) of the Common Regulations. This request
must be presented to the International Bureau of WIPO by Official Form MMo.

# A request for territorial extension to Japan under the Protocol relating to the Madrid
Agreement is deemed as a trademark application made in Japan in accordance with Section
68-9 of the Japanese Trademark Law.

The date of pronouncement: 2008/09/04
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V. The grounds for refusal

Ground 1
This application does not conform to the requirements provided for under Section 6(1)
of the Trademark Law because some of the designated goods and services are
inappropriately described in this application in a vague/broad manner{see below}.

[vague/broad description]

Class 09 Software and apparatus for downloading, transmitting, receiving, providing,
publishing, extracting, encoding., decoding, reading, storing and organizing
audiovisual, videographic and written data;

[Ref.] Examples of the indication acceptable:

Computer software and apparatus for downloading, transmitting, receiving,
providing, publishing, extracting, encoding, decoding, reading, storing and
organizing audiovisual, videographic and written data

nultimedia products for transmitting or containing audiovisual, videographic
and written data.
=>Please specify common commercial name of goods or clarify the category,
nature and purpose of the goods. referring to the alphabetical list of the Nice
Classification.
(Ex. ]
nultimedia products for transmitting or containing audiovisual, videographic
and written data, namely XXX:
(lass 35 Subscription services (for third parties).
(lass 38 Electronic display services (telecommunications}.
Class 41 Cultural activities.
>>This wording being (similar to} one of the class headings of Class 41 is not
acceptable as the indication of designated goods/services in Japan.
Therefore, please clarify the indications by setting out a list of the names of
the goods/services, referring to the alphabetical list of the Nice
Classification, or specify common name of goods/services within the range of
the wording.
Class 42 Software design and development; development, updating of software.

Ground 2

The trademark which falls within the category of trademarks registrable in accordance
with the main paragraph of Section 3(1) of the Trademark Law is a trademark which is
used now or is intended to use in the near future. However, the veracity of use or
intention of use of the trademark in regard to all the designated goods or designated
services is doubted, since the designation of goods or services ranges widely in class
41 in this application. Thus it is sort that this application does not conform to the
requirements as provided in the main paragraph of Section 3(1) of the Trademark Law.

However, this does not apply where the use or intention of use of the trademark would
be ascertained by next (i) or (ii).
(i) To prove that the applicant is carrying out business comnected with the
designated goods or designated services in JAPAN by submitting some documents such as
newspapers, catalogs, business documents etc.
(ii) To prove that the applicant is plamning to start to use the trademark connected
with the designated goods or designated services i ithi

i i i i ion by submitting a written
declaration of use of the trademark and documents stating his/her business preparation
status, when to start to use the trademark and what goods or services the trademark
will be used for.

[(Notel] This ground for refusal may apply to the international trademark applications
which are registered or designated subsequently on or after April 1, 2007 according to
the revised Examination Guidelines for Trademarks corresponding to the amendment of the
Japanese Trademark Law that took effect on April 1, 2007.



VI.

JPO Reference number: 2007-361684 (3 / 3)
Continuation sheet

*The above Examination Guidelines are located on the JPO website at
http://ww¥. jpo.go. jp/tetuzuki_e/t tokkyo e/pdf/tt1303-061 3 6.pdf
http://www. jpo.go. jp/tetuzuki_e/t_tokkyo_e/tt1302-001 . htm

[Notez] The above mentioned document, which is translated into Japanese, shall be
submitted to the JPO by the intermediary of a representative domiciled in Japan.

Please note that the above reason for refusal will be cleared, provided that the
designated goods/services of this trademark application are limited to the appropriate
range. [Please refer to examples for amendment in item VI.]

The trademark of this application will be protected if the goods and services are
amended/limited as follows: (Examples are underlined. The underlined goods/services
are the examples of amendment/limitation of the goods/services shown in V. Sometimes

there are no underlined goods/services.)

aud]Qy]sua . y]deggraphlc and written data. telecommunlcatlon apparatus and
multimedia products for transmitting or containing audiovisual,

instruments.

videographic and written data, namely XXX.
35 Advertising; business management: business administration: Arranging newspaper

. dissemination of advertising material
(tracts, prospectuses, printed matter, samples); document reproduction; computer
file management; public relations.

38 Electronic transmission of data and documents via the Internet and other databases;
electronic transmission of audiovisual, videographic or written files disseminated
and downloadable via electronic communication networks: information on
telecommunications: mobile radiotelephony services; prov1d1ng access to a global

computer network; telecommunications by electronic display: teleconferencing

services; electronic mail.

41 Education; providing of training: entertainment: organization of exhibitions for
cultural or educational purposes: information on educational or entertainment
events; publication of books: rental of books: production of films on videotapes or
on all types of audiovisual or sound media: arranging and conducting of colloquiums,
conferences or conventions; organization of exhibitions for cultural or educational
purposes; electronic publishing of on-line books and periodicals; desktop
publishing.

42
software: computer programming; conversion of computer data and programs, conversion
of documents from a physical to an electronic medium.



Extract from the Japanese Trademark Law
Art. 3. Requirements for trademark registration

(1) Any frademark to ke used in connechion with goods or services settaining to the buziness of an applicart
mzy be “egiserad unless tha tademark

(i consisk solsly of a merkindicating in & cemmen nenner, the common nare of he goods or servizes;

(i) iz customarily used in conrection with the goods or services;

() corsisis saley ot a merk indicating in & common manne;, 11 e case cf goeds, e place of ongrr,
place of sale quality, raw materials, efficacy. intended purpese, quentity shape (including skape of packagas),
price, the methad or time of predustion or use, or in ths case of servass, the location of provision cuslity
aficles to be used in such provision, efficacy, ntended purpose quantity, modes, price or method or time of
prevision,

i) consists solely of 2 mark indicatng, in a common manner, & common sumarme or name of & legal
sniity;

() consists soely of averysimple and commen wark; or

() v addition towaa is listed n 2ach of the preceding items, a fracemark oy which consumers are net
able ta recognize the goods ar sevices as those pertzining to a busiress of a partic lar perzor

{2} Motwiths:anding the greceding paracrach, a trademark that falls under any of ltems (i, through ) of the
preceding peragraph may be registersc i as a resull of the use o the trademark, suisumers ere able to
recagnize e goods orservices as those pertain ng tc a business of a paricula- person
Art. 4. Unregistrable trademarks

(1) Notwithszanding the preceding article, no rademark shall be registered if the rademark

(i is idzniical with, or similar 13, the natianal “lag, e imperial chrysanthemum cresi, a decoration, & medal
o a foreign natianal 1ag;

i) i icertical with, or simiar to, the ceats of srms or any other Statz emblems (except 1alional flags of
anv couttry of tre Unicn o the Paris Convenfion, member of the World Trade Organizat on or Contracting Party
to “he Traderark Lew Treaty) of @ country of the Union to the Paris Gonvention (refers to the Fars Gonvention
for thz Protection of Industnal Property of March 20 1883, oa revised at Brussels cn Jecember 14, 1900, &t
Weshington on June 2, 1811, at the Hague on Movember €, 1925, a: London on June 2, 1924, at Lisbon on
Ogtoker 37, 328 and #t Stockholm on July 14, 1937, the same sha | epply herenafter), 2 membe- of the Warld
Trade Crganizalion or a Conlracing Party fo the Tradematk _aw Trealy cesignaled by the Minister of Economy,
Trade and Industry;

i) 5 dentical with, or smilar to, & mark indceting the United Naliens er any sther intesnational
orcanizaticn which has been deaignated by the Miniater of Zconomy, Trade ane Induatry;

(i) is identicalwith, or similar to, the emblems or tilles in Artcle 11 of the Law Goncerning Restricticn an the
Usz of Emblems and Titles of the Red Cross and Others (Law Mo 159 of 1347) or the distinctive enbem in
Artele 158(1) o the Law Cencerning Measures to Protect Jepenese Citizens During Armed Attacks and Otrers
iLew MNe 12 of 2004);

¥) consists of a merkideniical with, or similar fo, an oficial hallmark or sign indicating control or werranty
by the national or a local government of Japan, a country of the Unicn -o the Fars Govenlion, a menter of the
Werld Trade Jryanization ora Contracting Pacty o the Trademark | aw Traay whick has been designated by the
Iirizwer of Economy, Trade and Induatry, if 3uch & Trademark is Jaed in connection with goods or servizes
identical wth, or similar to, the goods cr services in connectio 1 with which the hallmerk or sign is Jsed;

(vi) is idestical with or 3imilar lo, a famous mark indiceting the Stete a locel govemment an agency
thereaf, & nan-pro‘it argarization inde-taking a bisiness for puble inferest, ar & non-profit enterprisz undertaking
a bua neaa for public inersat;

(vil) 3 likely to contravanz putlic order or morality;

e} contains te portrar, rame of anather persan, famaus pseudonym, professional name, pen name ar
famous abbrewatior he-eof (except those fhe registrafien af which has b2en approved by the person
goncernadi;

) 8 comprised of a mark identcal with, or zimilar to, a prizz awarced &t an exhibition Feld by the natienal
or 3 lacal govemment here natter referrad lo as "lsovernment, elc.') cr by these who are nct tie Gavernmen;,
efc bt designated by the Cammissioner f t1e Patent Ofice, ar at an infenational exhibition held in & fareign
county by the Sevornment, ele. of the “eraign coantry or trese autherized thereby (exceot those used by the
retipizn v such a price as parl o” histher vwn lrademark),

%) s well kncwn among consumers as that indicaling goods or servces in cannection wih anaiher
person'a bsiness or & frademark s mlar treredo, if sSch a frademark & used in connection with sich gonds or
sarvices or goods or servizes sim lar trerste;

(1) 15 identical wth, or simlar to, another person's registzred trademark which has been filed prior to the
filirg dere ot an applicetion for regiztration of the saic trademark, 1t such 2 tademark s Jsed incenrection with
the designated goods cr cesignated servoes in connection wih which the said registered trademark is re gistered
ire‘ers 1o goads or services designatec in sccordance with Artcle E(11 (including cases where it s applied
mutets nutandis pursuant to Article G2(1)), hereinafte- the same) ur yoods or szrvices similar therehs;

() s identcal with & registered defensive mark of another persor (refers to a natk registered a3 a
defensive mark the sama shall apoly hareinaftar), if such & tracemark is used in connection wih designeted
goods o~ des gnated servizes in connection with which the defersive markis registered;

() is @ frade nark of anobier persun (excludirg -hose which had not been used by the said person for &
period of one year or lenger from the date the trademark right became extingu shed) the right to whic1 has ben
extinguished for a pericd of shorter -hen one year fom te date of the extnguishment of the saic tradzmark r gt
ior the dats an which a ruling 1o the efect that the frademark registration is to be resainded or = frial decision fa
the effect that the trademark registratian is to be invalidated is readered, the same shal aupy hereinater) or a
trademerk similar thereto, if such & fradamark i3 used in connection witn the designated goods or designeted
services inconrection with the tredemark righl ofsuch other person or aoods o- services similar he-elo;

(i) is idenfical with, or similar fo, the rame of & variety regislersd in sccordance with Arficls “8{1) of the
Agricultural Seed and Seedlings Law (Law Mo. 33 of 1998), if such a frademark is used in connestian wih the
variety cr qoods or services similer t1erefo;

bl s likely to calse confusion i1 connection with te goods or sarvicea pertaining to a husiness cf
another persan (exceptthase listed nitems (4 to (dv] irclusivey;

(o) i3 likely to cauae confuaion aa to the cuelity o” the yooda or serices,

(il i3 comprsed of 2 mark indicating & place of origin of wine3 or spirits of Japat whcet has heen
designarec by the Cammizsionar of the Fatend Office, ara markindicating a alece of origin of wines or spirits of &
member o the World Trade Crganizaion which is prohibiec by tie said member from seing used an wines or
apiritz nat originating frem the region of the aaid membe-, " auch a trademark ia uaed in connection with winea or
spirite not originating from tha regior ir Japan or of the said menbar,

(evil)  consizts solely of a three-dimensional shape of qoods or their packaaing which is indispznsable for
sieh gonds or their packagirg fo preperly fimetion; or

(ix) i3 identicel with, or similer ty, a tademark which ia well known among cenzumera in Japan or ebroad
as that ncicating goods or services perfaining "o a business of another persen, if such frademat is used for
unfair purposes (reterring to the pupose of gaining unar protts, the purpose cf cavaing demage t he other
person, or ary other unfair pimoses, he sama shall apaly hereinafter) (except those arovided for in sach of the
preceding tens);

(2} Vhere the Satz or a local goverrmen;, an agency heveof, a non-profit organizalion undertaking a
husinzss for public intesest, ar a person undertaking a non-protit actraty tor public Irterest files an applicaton for
trademark registration falling inder e saiditem, ltem () of he praced ng paragrapa shell not apply

() Hems (i), (o, (o, (ovii) and (o of Faragragh (1) shall not spply to o trademark fallir g under any of the
gard Lems which dues nol fal under lhe said itz al be dme of Ming of an applicalion or rademark regislelion

(2] Where ainal decisior to the ettec: that a reqistralion of & trademark 13 to be rescinded pLrsuant (o Aricls
H3-2 beromes fimal and nonchisve, and the demandant of the said Tial fles a fradenark applicarian for the
trademark pertaining fo the reszirded registralion follewing the said ceaision o a trademark sim lar trerete, Lem
iwii) of Paragraph (1) shall nat apaly

Art. 6. Single trademark on each application

(1) An epplicafion far tredemark registration shal be filed for each rademark ard designete one or morz
qoods 0~ sarvices in conection with which the trademark is to b2 used.

@) The designation pravided orin th2 prezedirg paragrash shall be nade in accordance wih clees firatinns
of gooda andaervices apecified by Gabinst Jrde~

(@) The classifications of goods and services provided for in the sreceding peragraph s1all not be perceived
a3 prescriking the scopa of similavities of goods ar services.

Art. 7. Collective trade marks

() Any inccrparated association eatablishec pursuant to Adticle 34 of the Civil Code {_aw Mo £9 of 1336),
any other incorparated association {ewcept those which are not legal entites or corporations), or other
association estabished pursuani to a soecial law including business cooperative (sxcept throse which ere not
lecal entites), or a foreign legal enfity equvelent thersto shall be entitied to obtain a collectve trademark
registration with respect to a trademark to be used oy thair members

) Forthe pupose ofthe application of Article 2(°), in the case of t1e preceding paragraph, 'applicant’ in the
said Artcle 31el reed "applicent orits memoera.'

(3] Any person who dzsres to registar a colective rademark pLrsuant o “aragraph (1) shall, at the time of
filing of an application fer Tademeark reqgistration pursuant -o Article 5{7), stbnit to tre Gommissionar of the
Patent Office 2 document certifying tat tha applicant far trademark registration is a legal entitv that fells under
Peragreph (1)

Art. 7-2. Regionally based collective trademark

) Any essociatian estaslished by special law, including 2 businass cooperaive [except those whicn are not
lecal antitizs ard limited t those whict are established by a spacial law prescribing that the assaciatian skall nat
refuse the enrolliwent of anv person whe € eigible te become o member witheut o justifiable reazon or that the
associalion hall nolimpese on ey ol ils prospeclve menbens any cond licn hial i heavier Dan hose imposed
on its existing memoers) or & foreign legal entiv equivalent thereto therzinafer referred to es an "Associafion,
et "} shal ke enfitlzd o ostain a regionally based rollective tradamark with resaent of any of the {allvwing,
provided tnat the tredemark s used by it members ard, as a roesult of he use of the said tademark, the sad
Irademark 15 well kriown among consumers g3 indualing he goods or services perlaining o e basness of lhe
apalicant or & members, notwttstanding the provision ot Article 3 Jexzept a case taling under item (1) or (1) of
Arficla 3(11)

fi  atrademark consisting colsly of characters indialing, n a commer manner, the name of the region and
I commonname of lhe goods vrservices perlaining 1C e business cf he applizanl or b5 men bers,

() = tradzmrark coreisting solely o characters 1dcating, n a corimon rarner, he name of the region and
the narre customarily used as a name indicating the goods o servces pertaining to the business of the apalicant
orits mambers; or

(i) # lademark cossling solely of characlers indizaing, e common rimer, e name of lhe region
and e ccmman name of tre goods or services pertainng to tre business of te applcant orits members or the
name customarily Lsed as & name indicating thereof and cherasters customarily added in irdicatng, in a
zonmot namsr, the place of origin of the goods o~ the location of provision of the servicss

(2} The term "vame of the region” as used i1 the preceding paragragh shall mean the place of erigin of the
goads cr e location of provis or of services for which he tradzrmank pertaining fo he said applicztion has been
used by the applicart or il members even orior to the fiing of such epplication, or the name or aabrevialed name
of the ragion which is zonside-ed to Fave a close relationsh p with the saic goods or servees o the equvalent
exent

(3] Forthe purpcse of the applicator o Article 3(1) (limitad to those relating to item() and (i)) in the case of
Paragreph (1), 'applcant’ in the said Paragraph shall read "aoplicant or ils membars."

@) Any parsor who desives te register 2 regionally based collective trademark pursuant to Qaragrepk (1) shell,
at the time of fling of an apolicaton for tradzmark regisration pusuant to Aricle 51), submit to the
Cemmissionzr of the Zatent Ofice a document cetifying that the epplicant for trademark ragistration is an
Association, elc. and documents necessary to prove that the frademask for which the -eqgisTalion 5 sought
zantaing the name of a reyion as set farth in Paragraph |2)

Art. 8. Prior applicatien

(1) Where two or more apglications for Tademark registretion relating to identicel cr simila- trademarks which
are to ba used in connect or with idsmical or similar goods orservees have besn filed on different dates oly the
apalicant who fled the application for frademars regsiration o1 the earlier dete shall be entlied o register the
Irademarkin question,

2} Where two or more apglications for Tademark registretion relating to identicel cr simila~ trademarks which
are fo be used in cenrection with identical or similar goods or services have besn filad on the same cate, ony
onz applicant shall be entitlzd to registe- the fredemark in question, o be determirec by consultations between
the app icant who filed such spplications

(3 Where an spolicaton for rademerk reaistretion is abandoned, witid-awn or disrissed, or an examirers
decisian cr a iral decision an an applcation for frademark regisiradan becares final and conclusive such
apalicaion s1al, for thz purposes of tie application of the preceding tvo paragraphs, be deemed never to have
bezn filed

@) 11 the case of Paragrapt (2), the Commissioner of the Pateat Officz shall requre tre applicanks for
traclemark registration to arrange consultatiors hetween the applicants as set farth in the said Paragraph and 1o
report the ~eault trereof, cecignating a reasonab e ime lim t for such purpoae

(8) Where no agrezment 8 reacted in the consultafiors held pursiant lo Paragraph 2} ¢- ro resort 5
submitted within the designated fime [ m1 set farth in the preceding Paracraph o1ly one applizant, selected by a
latery in 2 fair and just marner conduzted by the Cammissioner of the Patent Office, shall be artiled to register
the tradzrrark in queation
Ait. 15. Examiner's decision of refusal
Where an applicaion for rademerk registretion falls uneer ary of the fellowing items, tie exanirershall rendera
decision to the =ffec that the application is lo se refusec:

1 he trademark pertaning to an epplication fo- tracemark eqisTation is not registerable pursuent to the
provisions of Arlicles 3, 411), 7-2(1), 812) 8(6), &1(2) rincluding the case of ib mutatis nutandis application under
Arficle 52-2(2)), 53(2) of tis Law or Article 28 of tha Petent Lew ss applisd mtztis mutandis under 77 (3) af ths
L,

(i) the rademark perlzining tc an applicalior for irademark regisiration is not registable pursuant to the
provisions of a “elevan! freay; or

it the applicatan for tademark registration does 100 corphe with the requiremants providad in Aric e 8(7)
ors(d)

Art. 15-3.

1) Where £ trademark pertaining to an application for frademark -eqisiraion is identical wth, o similar to,
anather parsan's trademark pertaining ta an applicator for frademerk registretion filad prior to the fling dats of
the asid applicetion, if the said trademark iz intende d fo be used far goada or azrvices identical with, cr simila- to,
lhe designalad goods or designialed servicey perlainiry lo such oher person’s Tademark, e examiner ney
nolify the applicart for rademark reqistraticn of he fact that the said application for frad emark registration wil fzll
undar Artinle 15{1) wher the srid other person's tradamark = registarad, zne providz -he applican with an
opaortunity to subrmit a written opinisn, dzaignating a “essencble ime limif fer such purpoac

2} Where lhe nolificalion sel forlh in he preceding paragraph has already been served ard lhe saic olber
pescn’s fradematk 15 reqistered, the examiner shal not be required lc serve the notlicaton sat terth in the
preceding aricle
I. The Japanese Patent Law

{Effect of Teatiss)

26 Where thes are saezific provisions relating to petents in a treaty, such provisions shall pravail
The Japanese Trademark Law
(Application mutatis mutands of Zatent Law)

77.--4) Seclion 26 [effect of frzalies) of the Patent Law shall apply mutalis mutandis to tradenark and

dafersive mark registrations

Sussection (7} fo [3), and (&) te (7)) are omited
Notice
With the revision of he Tracemark Law, &rficla 7-2 (regionally based collectiva trademark) was introduced, and a
reference to 7-2 (7) was adced inArticle 15
This revisian st all be applied to an internataral applicacion for which the date of nisrmatioral registration or dale
of subsequent designaion is o7 or after April 1, 2006

These zre unoficial ranslations. Jnly the original Japanese texts of the Laws have legal 2ffec:



