
AU 
 PCT Applicant’s Guide – National Phase – National Chapter – AU Page 1 

(12 May 2011) 
 

AUSTRALIAN PATENT OFFICE 
AS 

DESIGNATED (OR ELECTED) OFFICE 

CONTENTS 

THE ENTRY INTO THE NATIONAL PHASE—SUMMARY  

THE PROCEDURE IN THE NATIONAL PHASE 

ANNEXES 

Fees . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . .  Annex AU.I   
Request for Examination of Patent Request and Complete Specification . . . . . . . . . . . .  Annex AU.II  
Notice of Entitlement . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . .  Annex AU.III 
Request for Exercise of Commissioner’s Discretionary Powers . . . . . . . . . . . . . . . . . . .  Annex AU.IV 
Application for an Extension of Time . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . .  Annex AU.V  
Request for Commissioner’s Certification Authorising Release of a Sample  

of a Micro-Organism . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . .  Annex AU.VI 
 

List of abbreviations: 

Office: Australian Patent Office 

APA: Australian Patents Act 

APR: Australian Patents Regulations 

Sec.: Section of the Patents Act 

Reg.: Regulation of the Patents Regulations 



AU
 PCT Applicant’s Guide – National Phase – National Chapter – AU Page 3

 

(29 July 2010) 
 

SUMMARY Designated 
(or elected) Office 

SUMMARY

AU AUSTRALIAN PATENT OFFICE AU
Summary of requirements for entry into the national phase 

Time limits applicable for entry into the 
national phase: 

Under PCT Article 22(3): 31 months from the priority date  
Under PCT Article 39(1)(b): 31 months from the priority date 

Translation of international application 
required into:1 English 

Required contents of the translation for 
entry into the national phase:1 

Under PCT Article 22:  Description, claims (if amended, as 
amended only), any text matter of drawings, abstract 
Under PCT Article 39(1):  Description, claims, any text matter of 
drawings, abstract (if any of those parts has been amended, only as 
amended by the annexes to the international preliminary exam-
ination report) 

Is a copy of the international application 
required? 

A copy is required only if the applicant expressly requests an earlier 
start of the national phase under PCT Article 23(2) at a time when 
the applicant has not received Form PCT/IB/308 and the Office has 
not received a copy of the international application from the 
International Bureau under PCT Article 20 

National fee:  Currency: Australian dollar (AUD) 
Filing fee:1  AUD 340 

Exemptions, reductions or refunds of the 
national fee: None 

Special requirements of the Office 
(PCT Rule 51bis):2 

Notice of entitlement concerning the inventor and the right of the 
nominated person to an Australian patent3 
Address for service in Australia (but no representation by an agent is 
required)  
Verification of translation  

Who can act as agent? Any person registered to practice as a patent attorney before the 
Office 

Does the Office accept requests for 
restoration of the right of priority 
(PCT Rule 49ter.2)? Yes, the Office applies national requirements to such requests 

 

______________ 
1 Must be furnished or paid within the time limit applicable under PCT Article 22 or 39(1).  
2  If not already complied with within the time limit applicable under PCT Article 22 or 39(1), the Office will invite the applicant to 

comply with the requirement within a time limit fixed in the invitation. 
3  This requirement may be satisfied if the corresponding declaration has been made in accordance with PCT Rule 4.17. 
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THE PROCEDURE IN THE NATIONAL PHASE 

APA Sec. 89(3) 
APR Reg. 8.2(3)(c) 

AU.01 TRANSLATION (VERIFICATION).  The required verification of the translation of 
the international application consists of a simple statement by the person who made the 
translation. 

 AU.02 TRANSLATION (CORRECTION).  Errors in the translation of the international 
application can be corrected with reference to the text of the international application as filed 
(see National Phase, paragraphs 6.002 and 6.003). 

 AU.03 FEES (MANNER OF PAYMENT).  The manner of payment of the fees indicated in 
the Summary and in this Chapter is outlined in Annex AU.I. 

APR Reg. 8.2(3)(a) 
 22.10 

AU.04 ADDRESS FOR SERVICE.  An applicant, irrespective of whether or not he is a 
national of or a resident in Australia, is not required to be represented by an agent, but he is 
required to have an address for service (of notices and other communications) in Australia.  The 
applicant must supply such an address in order to continue proceedings before the Office.  Any 
applicant may be represented by a patent attorney authorized to practice before the Office and 
the address for service should normally be that of a registered patent attorney.  A list of 
registered patent attorneys is available upon request from the Office. 

APA Sec. 142(2)(d) 
 143(a) 
APR Reg. 13.3 
 13.6 
 22.2 

AU.05 RENEWAL FEE.  A continuation (renewal) fee must be paid to maintain the 
application.  The first continuation fee falls due five years from the international filing date 
(fifth anniversary fee); thereafter a continuation fee becomes due on each anniversary of the 
international filing date.  Payment can be made at any time up to the due date or upon 
application for extension of time together with the payment of a fee for extension of time, within 
six months from the final date.  The amounts of the continuation fees and of the fees for 
extension of time are indicated in Annex AU.I. 

APA Sec. 47 
APR Reg. 3.15 
 3.20(5) 

AU.06 REQUEST FOR EXAMINATION.  The Office will grant a standard patent only 
after examination as to patentability, the procedure for which is started only upon request.  The 
request may be for full (ordinary) examination or for modified examination.  Such request must 
be presented on Form P/00/005 (see Annex AU.II). 

APR Reg. 3.15 
 3.16 

AU.07 TIME LIMIT FOR REQUESTING EXAMINATION.  Examination must be 
requested within five years from the international filing date or, where the Office directs the 
applicant to request examination, within six months of the date of the notice of the Office to that 
effect. 

APR Reg. 22.2 AU.08 FEE FOR REQUESTING EXAMINATION.  The request for examination is only 
effective if a fee for requesting examination has been paid.  The amount of this fee is indicated 
in Annex AU.I. 

APA Sec. 45(3) 
 142(2)(e) 
APR Reg. 13.4 

AU.09 TIME LIMIT TO HAVE AN APPLICATION ACCEPTED.  An application has 
to have been accepted within 21 months from the date of the first examination report, unless a 
new objection based on information in search results filed in accordance with Section 45(3) is 
taken in an examination report issued more than 18 months from the date of the first 
examination report, in which case the application has to have been accepted within three months 
from the date of the report in which the new objection was taken. 

APR Reg. 22.2 AU.10 FEE FOR RESPONDING TO AN EXAMINATION REPORT.  Where a response 
to an examination report is filed more than 12 months after the first examination report, a 
response fee must be paid for each or part of each month past the twelfth up to the twenty-first, 
less any response fees already paid.  The amount of the fee is indicated in Annex AU.1. 
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APR Reg. 22.2(7)(d) AU.11 ACCEPTANCE FEE.  A fee is required to be paid upon acceptance of any 
application which enters the national phase from 1 September 2002.  The amount of this fee is 
indicated in Annex AU.I. 

APA Sec. 29(1) 
APR Reg. 3.1(2) 

AU.12 NOTICE OF ENTITLEMENT.  For details, see Form P/00/008 given in 
Annex AU.III. The form must be signed by the applicant or his agent.  Legalization is not 
required.  It must be filed prior to the acceptance of the application after examination.  It does 
not have to be filed if an appropriate declaration in accordance with PCT Rule 4.17 has been 
made. 

APA Sec. 8 
APR Reg. 3.1(3) 

AU.13 PRIORITY DOCUMENT (TRANSLATION).  A verified translation into English 
(see paragraph AU.01) of any priority document need only be furnished to the Office if the 
Commissioner specifically requests the applicant to do so.  This will only occur when the 
translation is necessary to determine the validity of the application. 

APA Sec. 45(3) 
APR Reg. 3.17A 

AU.14 DISCLOSURE OF DOCUMENTARY SEARCH RESULTS.  The applicant must 
inform the Commissioner of the results of certain prescribed documentary searches which have 
been conducted for the purposes of assessing the patentability of an invention disclosed in the 
application or a corresponding application filed outside Australia.  The searches comprise any 
such searches that are carried out by or on behalf of the applicant, or the applicant’s predecessor 
in title, prior to the grant of the patent. 

PCT Art. 28 
 41 
APA Sec. 102 
 104 
APR Reg. 10.1 
 to 10.6 

AU.15 AMENDMENT OF THE APPLICATION; TIME LIMITS.  The applicant may 
make the following modifications to his application before the Office (subject, in the case of 
voluntary amendment, to the payment of the fee for voluntary amendments indicated in 
Annex AU.I): 

  (i) prior to acceptance: 
 — correction of clerical errors and obvious mistakes; 
 — such modifications as do not result in the claiming of new matter (beyond the 

disclosure of the international application as filed); 
  (ii) after acceptance: 

 — correction of clerical errors and obvious mistakes; 
 — such modifications as do not result in the claiming of new matter (beyond the 

disclosure of the international application as filed) and do not broaden the 
scope of the claims existing before the modifications. 

PCT Art. 25 
PCT Rule 51 
APA Sec. 10 
 216 
APR Reg. 1.7 
 8.1(2) 

AU.16 REVIEW UNDER ARTICLE 25 OF THE PCT.  The applicable procedure is 
outlined in paragraphs 6.018 to 6.021 of the National Phase.  Before any adverse decision is 
made, the applicant is always afforded the opportunity of being heard (in oral proceedings). 
Where the applicant does not wish to be heard in oral proceedings, he may request (on 
Form P/00/015, see Annex AU.IV) the Commissioner of the Office to exercise his discretionary 
powers (and in such a case must present arguments in writing).  If, upon review under PCT 
Article 25, the Office denies an error or omission on the part of the receiving Office or the 
International Bureau, an action against this decision may be made by requesting a review by the 
Federal Court of Australia or by seeking a prerogative writ from the Federal Court or the High 
Court of Australia.  Such action should normally be taken within 28 days from the date of 
receipt of the decision. 

PCT Art. 24(2) 
 48(2) 

AU.17 EXCUSE OF DELAYS IN MEETING TIME LIMITS.  Reference is made to 
paragraphs 6.022 to 6.027 of the National Phase. 
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APA Sec. 223 
APR Reg. 8.3(4) 
 22.11 

AU.18 If, due to an error or omission on the part of the applicant, his agent or attorney, or 
due to circumstances beyond the control of the person concerned, the applicant has failed to 
observe a time limit which is prejudicial to his rights, or the Commissioner is satisfied that the 
person took due care as required by the circumstances, to ensure the doing of the act within that 
time, he may request the Office to extend the time limit even though that time has already 
expired.  The request must be presented in writing, with Form P/00/013, and establish the facts 
on which the request is based in a declaration (see Annex AU.V), and also must be accompanied 
by a fee (for the amount of the fee, see Annex AU.I). 

PCT Rule 49ter(f) 
APA Sec. 2(a) 
 223 

AU.19 RESTORATION OF THE RIGHT OF PRIORITY.  A request for restoration of 
the right of priority will be treated under national law requirements, at the option of the 
applicant, as an application for an extension of time on the basis of the relevant act not being 
done despite due care, not being done due to circumstances beyond the control of the person 
concerned or because of an error or omission on the part of the person concerned or by his or 
her agent or attorney.  Fees and other requirements associated with the request vary according to 
the criterion against which it is made.  A request for restoration should be presented 
in writing, should indicate the criterion against which the request is made 
and be accompanied by the relevant fee (see “Fee for extension of time limit” 
in Annex AU.I).  Preferably it should also be accompanied by a declaration setting out the 
circumstances and facts on which the request is based.  Further information is available at 
www.ipaustralia.gov.au/pdfs/patents/specific/ext_time.pdf. 
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